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^Preface. 


T^HIS    VOLUME  includes  all  cases  relating   to  Letters 

•^     Patent   for    Inventions,    Copyrights,  and    Trade- marks 

which  have  been  decided  in  the  Supreme  Court  of  the  United 

States  since  the  December  Term  of  i860.      It  also  contains  a 

;Table  of  all  American  Patent,  Copyright,  and  Trade-mark 

cases  which   have  been  cited,  affirmed,  approved,  explained, 

doubted,  disapproved,  overruled,  or  reversed  in  the  Reports 

of  the  Federal    and    State  Courts.      In  preparing  this  Table 

the  author  has  endeavored  to  supply  a  need  which  has  long 

been  felt,  and  he  feels  confident  that  the  value  of  his  labors 

will  be  appreciated  by  hi3  professional  brethren,  who  are  awa^e 

of  the  difficulties  and  doubts  which  arise  in  examining  the 

adjudged  cases,  and  are  ready  to  avail  themselves  of  all  means 

within  their  reach   in   reconciling   conflicting    decisions   and 

settling  doubtful  questions. 

A  volume  containing  all  decisions  of  the  Court  made 

prior  to  the  December  Term  of  1861,  and  now  to  be  found 
scattered    through  the    sixty-four    volumes    comprising    the 

Reports  of  Dallas,  Cranch,  Wheaton,  Peters,  and  Howard, 

is  in  the  course  of  preparation, 

Charles  Sidney  Whitman. 

915  G  Street,  Washington,  D.  C,  Augu$t  15,  1875. 
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PATENT  CASES 


DECIDED  IK  THE 


SUPREME   COURT 


OF 


THE  UNITED  STATES. 


MoppiTT  V.  Garr  bt  al. 

(1  Black.  273.) 

1.  The  surrender  of  a  patent  under  the  13th  section  of  the  act  of  July  4. 1836,  in  judg- 

ment of  law,  extinguishes  it — is  a  legal  cancellation  of  it,  and  no  right  can  after- 
wards be  asserted  upon  it. 

2.  Suits  pending  for  an  infringement  of  such  a  patent  fall  with  its  surrender,  because 

the  foundation  upon  which  they  were  commenced  no  longer  exists. 

3.  But  moneys  recovered  or  paid  under  a  patent  previous  to  its  surrender  cannot  be 

recovered  back  afterwards. 

Error  to  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  Ohio. 

The  plaintiff  in  error,  who  was  also  plaintiff  below,  filed  a  decla- 
ration in  case  against  defendants  in  error,  for  the  infringement  of 
letters  patent  of  the  United  States,  granted  to  him  November  30, 
1852,  for  an  improvement  in  grain  separators.  This  declaration 
was  filed  March  22d,  1859.  On  the  25th  of  October  following,  one 
of  the  defendants  filed  the  following  plea:  ^' And  now  comes  the 
said  John  M.  Garr  and  says  that  the  said  John  B.  Moffitt  ought 
not  further  to  maintain  this  action  against  him ;  because,  he  says, 
that  since  the  commencement  thereof  and  before  the  17th  day  of 
May,  1859,  to  wit,  on  the  day  of  ,  the  said  John  R.  Moffitt 
surrendered  lo  the  United  States  the  patent  before  that  time  issued 
to  him,  and  for  the  alleged  infringement  of  which  this  suit  is 
brought,  and  this  he  is  ready  to  verify.  Wherefore,"  &o.  To  this 
plea  the  plaintiff  demurred,  and  the  court  overruled  the  demurrer 

Judgment  for  defendant.     The  plaintiff  took  this  writ  of  error. 
1 


MOFFITT  V,  GrARR.  [Sup.  Ct. 


Argament  for  the  plaintiff  in  error. 


Mr.  Lee  and  Mr,  Fisher,  of  Ohio,  for  plaintiff  in  error:  There 
may  be  a  surreader  of  letters  patent  which  is  not  made  for  the  pur- 
pose of  reissue  under  the  13th  section*  of  the  act  of  July  4,  1836. 
The  plea  does  not  aver  that  the  plaintiff's  patent  was  surrendered 
under,  or  by  virtue  of,  the  13th  section  of  the  patent  act;  nor  does 
it  aver  that  it  was  surrender^^d  for  the  purpose  of  obtaining  a 
reissue ;  or  that  it  was  surrendered  because  of  a  defective  or  insuf- 
ficient description  or  specification;  or  because  the  claim  was  too 
broad;  or  because  the  patent  was  from  any  cause  void  or  voidable; 
nor  even  that  the  patent  was  canceled. 

The  question  of  the  right  of  a  patentee  to  surrender  his  patent, 
before  the  act  of  1836,  and  independently  of  any  statute  author- 
izing him  to  do  so,  was  fully  considered  in  the  discussion  of  the 
case  of  Grant  v.  Raymond,  6  Peters,  218;  but  neither  the  court,  nor 
either  of  the  distinguished  counsel,  seemed  to  doubt,  for  a  moment, 
that  he  possessed  such  power.  Batten  v.  Taggart,  17  How.,  74. 
If  the  right  to  make  such  a  surrender  exists  independently  of  any 
statute,  the  making  of  the  surrender  does  not  imply  or  involve  any 
statutory  or  other  defect  in  the  patent.  And  where  a  patent  has 
been  so  surrendered  or  abandoned,  an  action  may  still  be  main- 
tained for  infringements  committed  before  the  surrender  or  aban- 
donment. If  the  patentee  surrenders  his  patent  at  the  end  of  six 
years,  it  is  the  same  as  if  it  had  been  originally  granted  to  him  for 
six  years,  and  that,  for  violations  of  his  exclusive  privileges  com- 
mitted during  those  six  years,  his  remedy  is  as  complete  as  if  the 
patent  had  stood  to  the  end  of  his  term.  It  would  seem  as  if  this 
proposition  did  not  admit  of  doubt  or  argument.  If  the  surrender 
of  the  patent  vacates  it  from  the  first,  then  the  patentee  has  been 
a  trespasser  from  the  beginning.  He  may  have  been  the  first  and 
original  inventor  of  a  useful  improvement;  his  patent  may  have 
been  regularly  issued ;  it  may  have  been  tested  and  declared  valid 
in  the  courts  of  last  resort;  and  his  right  to  enjoy  his  monopoly  to 
the  end  of  the  full  term  may  have  been  indisputable.  Yet,  if  he 
surrenders  the  latter  half  of  that  monopoly  to  the  people,  he  ren- 
ders the  first  half  void.  He  ought  to  be  compelled  to  refund  every 
penny  he  had  received  as  patentee,  whether  peaceably  or  by  the 
judgment  of  a  competent  tribunal.  This  would  be  monstrous. 
But,  if  he  has  any  rights  under  the  first  half  of  the  grant,  he  is 
entitled  to  full  rights.  If  he  is  entitled  to  keep  the  pay  received 
from  those  who  have  used  and  paid,  he  is  also  entitled  to  demand 
and  recover  his  pay  from  those  who  have  used  and  not  paid.  He 
might  have  brought  and  maintained  such  an  action  before  the  sur- 
render.   Why  not  as  well  afterwards,  when  suits  may  be  brought 
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Argument  for  the  [>l«intiff  in  error. 


any  time  within  six  years  after  the  expiration  of  a  patent  for  in- 
fringements committed  before?  The  right  of  the  patentee,  we 
insist,  is  not  divisible.  That  portion  of  it  which  is  in  possession  is 
no  more  legal  than  that  whicli  remains  in  action. 

The  application  of  these  principles  to  the  present  wise  is  obvious. 

The  plea  avers  a  simple  surrender  of  the  patent,  made  two  months 
after  an  action  had  been  actually  brought  to  recover  damages  for  a 
previous  infringement.  It  does  not  aver  cancellation  or  reissue. 
The  court,  by  overruling  the  demurrer,  held  such  a  plea  to  be  a  bar 
to  such  an  action.  We  think  the  error  obvious,  upon  the  principles 
above  set  forth. 

But  if  this  surrender  were,  in  fact,  made  under  the  authority  of 
the  13th  section  of  the  act  of  July  4,  1836,  and  only  by  virtue  of 
that  section,  then  we  maintain  :  A  surrender  of  a  patent  for  correc- 
tion and  reissue,  by  virtue  of  the  statute,  does  not  render  the  patent 
void  ab  initio.  If  the  patentee  still  chooses  to  risk  a  suit  upon  the 
original  patent,  he  may  recover  upon  it  for  infringements  commit- 
ted before  it  was  surrendered.  In  support  of  this  proposition  we 
submit  the  considerations  just  urged.  If  the  patent  is  vacated  from 
its  issue,  then  every  exercise  of  exclusive  ownership  has  been  illegal. 
If  not,  then  infringers  ought,  at  least,  to  be  compelled  to  pay  that 
which  honest  men  have  been  willing  to  give  the  patentee. 

This  court  has,  as  it  seems  to  us,  expressly  refused  to  affirm  the 
English  doctrine,  that  a  surrender  and  reissue  vacated  the  original 
patent.  Shaw  v.  Cooper,  *I  Pet.,  314  ;  Grant  v.  Raymond,  6  Pet., 
220.  See  also  Ames  v.  Howard,  1  Sumner,  488 ;  StanU^y  v.  Whip- 
fie,  2  McLean,  37  ;  Woodworth  v.  Stone,  3  Story,  753,  754  ;  Wood- 
worth  V.  Hall,  1  Wood  &  Minot,  257  ;  Eastman  v.  Bodjish,  1  Story j^ 
529. 

But,  again:  It  is  urged,  and  as  the  main  objection,  that  by  the 
very  act  of  surrender,  under  the  statute,  the  patentee  admits  that 
his  original  patent  is  void,  and,  therefore,  he  is  estopped  from 
asserting  its  validity  in  a  suit  for  its  infringement. 

To  this  we  answer  that  he  makes  no  such  admission,  even  by  the 
act  of  statutorv  surrender. 

The  ISth  section  provides  *H!iat  whenever  any  patent  which  has 
heretolore  been  granted,  or  wliich  shall  hereafter  be  granted,  shall 
be  ino|)erative  or  invalid  by  reason  of  a  defective  or  insufficient 
description  or  specif! coition,  or  by  reason  of  the  patentee  claiming 
in  his  specification  more  than  he  had  or  shall  have  a  right  to  claim 
as  new,  if  the  error,*'  &c. 

A  patent,  then,  may  be  reissued,  if  it  be — Ist,  inoperative;  or, 
2d,  invalid.     Looking  to  what  follows,  the  word  ** inoperative*' 
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Argument  for  the  defendant  in  error. 


manifestly  re!brs  to  the  defective  specification,  and  the  word  ''in- 
valid/' to  the  claim  of  *'  too  much/*  which,  under  the  act  of  1836, 
rendered  the  patent  absolutely  void. 

A  patent  ''inoperative"  because  of  a  "  defL^ctive  or  insufficient  " 
specification  is  not  necessarily  void.  The  specification  may  not 
describe  the  invention  as  clearly  as  might  be  desired,  or  so  com- 
prehensively as  to  cover  a  particular  evasion  of  the  patent,  or  it 
may  fall  short  of  describing  the  whide  of  the  invention,  illustrated 
by  the  model  and  drawings.  In  such  case  this  court  {Batten  v. 
Taggart,  17  How.,  84)  held  that  the  patentee  had  a  right  "to 
restrict  or  enlarge  his  claim,  so  as  to  give  it  validity  and  to  efi^jct- 
uate  his  invention." 

But  an  enlargement  of  the  claim  is  a  claim  for  something  more  ; 
and  if  such  a  claim  be  valid,  the  original  claim  must  be  valid  also, 
foj"the  greater  includes  the  less." 

The  history  of  the  litigation  upon  patents  shows  that  many 
patents  have  been  surrendered  and  reissued  after  they  had  been 
the  subject  of  fierce  controversy,  and  liad  ref)eatedly  been  declared 
valid  by  the  courts  of  the  United  States.  The  validity  of  the  fa- 
mous Woodworth  patent  had  been  established  in  Massachusetts  and 
Ohio.  See  Brooks  v.  Bicknell,  3  McLean,  250;  Washburn  v.  Gouldy 
3  Story,  122;  Woodicorth  v.  Sherman,  3  Story,  171.  And  yet  the 
patent  was  alterwards  reissued.  Woodworth  v.  Stone,  3  Story,  751 ; 
Woodworth  v.  Edwards,  3  Wood  &  Minot,  136  et  seq. 

So  also  with  the  Howe  sewing  machine  patent. 

The  plea  having  averred  surrender  only,  but  not  cancellation, 
the  court  could  not  know  judicially  but  that  the  original  patent 
was  still  in  existence.  The  acts  of  surrender  and  cancellation  are 
distinct,  and  are  so  recognized  by  the  court  in  the  case  of  Batten  v. 
Taggart,  17  How.,  80. 

Mr.  Stanbery,  of  Ohio,  for  defendant  in  error:  I  will  consider, 
in  their  order,  the  grounds  for  reversal  relied  on  by  the  plaintiflF. 

1.  "That  there  may  be  a  surrender  of  letters  patent,  which  is 
not  made  for  the  ])urpose  of  reissue,  under  the  13th  section  of  the 
act  of  July  4,  1836." 

It  does  not  seem  of  any  moment  to  consider  whether  there  may 
not  be  a  surrender,  under  that  13th  section,  without  a  reissue  ;  for 
if  such  surrender  is  allowable,  as  the  plaintifi*  alleges,  still  it  is  a 
surrender  under  that  section  ;  and  the  question  remains,  as  to  the 
eflfect  of  the  surrender. 

The  plaintiflF  argues,  that  there  may  be  a  surrender  independ- 
ently of  the  statute,  and  that  such  a  surrender  would  not  necessa- 
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rily  imply  tliat  the  patent  was  invalid.  In  support  of  this  position, 
Grant  v.  Raymond,  0  Peters,  218,  is  cited. 

No  such  cucstion  arose  in  that  case,  for  the  surrender  in  that 
case  was  in  virtue  of  tfie  statute  then  in  force.  The  real  question 
was  as  to  the  new  patent  issued  after  the  surrender ;  for  the  statute 
then  in  force  only  provided  for  a  surrender,  and  did  not  expressly 
authorize  the  reissue. 

I  find  it  difficult  to  understand  what  the  plaintiff  means  by  a 
surrender  of  a  patent,  independent  of  the  statute.  A  patentee 
raay,  perhaps,  (though  it  is  by  no  means  clear,)  destroy  his  patent 
by  cancellation.  That  is  his  own  act;  but  he  cannot  surrender  his 
patent  to  himself.  The  act  implies  a  party  capable  of  receiving 
the  surrender. 

Now,  what  is  alleged  in  our  plea  is  a  surrender  to  the  United 
States — tliat  is,  to  the  party  from  which  the  grant  emanated.  This 
sort  of  surrender  is  authorized  by  law,  and  it  is  the  only  sort  of 
surrender  contemplated  by  the  statute.  We  have,  therefore,  under 
this  plea,  nothing  to  do  with  any  other  surrender  than  that  au- 
thorized by  the  statute. 

It  is  further  claimed  by  the  plaintiflT,  that  "a  surrender,  under 
the  13th  section,  does  not  render  the  patent  void  ah  initio.  If  the 
patentee  chooses  to  risk  a  suit  upon  an  original  patent,  he  may 
recover  upon  it  for  infringements  committed  before  it  was  sur- 
rendered." 

I  do  not  consider  it  necessary  to  go  into  the  inquiry  wliether, 
for  all  purposes  and  in  all  aspects,  the  original  patent,  after  its 
surrender,  is  to  be  considered  as  void  from  its  inception.  We  arc 
only  concerned,  in  this  case,  as  to  the  operation  or  effect  of  the 
original  patent  as  a  cause  of  action,  or  a  continuing  cause  of  action 
after  the  surrender.  We  do  not  aver  that,  at  the  commence- 
ment of  tlie  suit,  the  plaintiff's  patent  was  void;  but  we  merely 
say,  that,  after  the  suit  was  brought,  the  plaintiff  surrendered 
his  patent.  This  the  plaintiff  admits.  What,  then,  is  the  effect 
of  a  surrender  upon  an  action  pending  at  the  time  of  the  sur- 
render ? 

The  surrender  is  to  be  allowed  when  the  patent  **  shall  be  inop- 
erative or  invalid  by  reason  of  a  defective  or  insufficient  description 
or  specification,  or  by  reason  of  the  patentee  claiming  in  his  speci- 
fication, as  his  own  invention,  more  than  he  had,  or  shall  have,  a 
right  to  claim  as  new." 

These  are  the  conditions  on  which  alone,  according  to  the  statute, 
the  surrender  is  authorized.  When,  therefore,  the  patentee  avails 
himself  of  this  permission,  he  must  be  taken  to  admit  that  lii.s 
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l)atent  is  inoperative  or  invalid,  at  least  until  there  is  some  aver- 
ment to  the  contrary. 

But  further,  the  act  of  surrender  extinguishes  the  rigl»t  of  action 
so  far  as  the  old  patent  is  concerned,  for  there  is  no  reservation 
of  any  right,  either  for  prior  or  subsequent  infringements,  or  for 
actions  pending,  to  be  asserted  upon  the  old  patent  after  the  sur- 
render. The  only  rights  saved  is  under  a  reissue,  and  in  virtue  of 
the  new  patent,  and  this  new  right  is  confined  by  the  express  terms 
of  the  statute  to  ''actions  liereafter  commenced  for  causes  subse- 
quently accruing."  In  the  case  at  bar,  the  plaintiff  counts  upon  a 
cause  of  action  which  accrued  prior  to  tlic  surrender ;  but  tiie  only 
rights  which  survive  the  surrender,  survive  alone  by  virtue  of  the 
new  patent.  Consequently,  if  the  new  ))atent  does  not  sustain  the 
pending  action,  the  old  one  cannot  have  that  effect. 

In  the  case  of  Woodworfh  v.  SionCy  3  Story's  Rep.,  749,  a  ques- 
tion arose  upon  the  effect  of  a  surrender  and  reissue  pendente  lite. 
The  case  was  upon  a  bill  for  an  injunction.  Judge  Story  held  that 
the  case  might  ])roceed,  notwithstanding  tlie  surrender  or  reissue, 
to  prevent  future  and  threatened  infringements,  and  carefully  dis- 
tinguishes such  a  suit  from  an  action  at  law,  which  only  regards 
the  past. 

I  do  not  find  that  the  precise  question  now  under  consideration 
has  been  decided  by  this  court.  In  Stimpson  v.  Westchester  R,  B,, 
4  How.,  402,  the  court  say:  "The  charge  of  infringement  in  the 
declaration  is  laid  some  years  after  the  new  ]>atent,  so  that  the 
question  does  not  arise  whether  an  action  could  be  sustained  for  a 
violation  of  the  right  prior  to  the  corrected  patent." 

The  case  from  which  the  above  quotation  was  made  arose  under 
the  3d  section  of  the  act  of  1832,  whicli  first  provided  for  a  reissue. 
It  will  be  found  that  it  did  not  contain  the  provisions  contained  in 
tije  13th  section  of  the  act  of  1836,  confining  tlie  new  patent  to 
"causes  subsequently  accruing,"  and  it  would  vseem  that  this  pro- 
vision was  added  to  settle  any  questiim  which  might  arise  upon  the 
act  of  1832. 

In  the  case  of  Batten  v.  Taylor,  17  How.,  74,  tlie  court  came  very 
near  to  a  decision  of  this  question,  for  it  is  said :  "The  plaintiff,  by 
a  surrender  of  that  patent  and  the  procurement  of  the  patent  of 
1849  with  the  amended  specifications,  abandoned  the  first  patent, 
and  relied  wholly  on  the  one  reissued." 

Mr.  Curtis,  in  his  Treatise  on  Patents,  sec.  255,  seems  to  take  it 
for  granted,  that,  after  the  surrender,  the  infringement  must  be 
subsequent. 

See  also  Ames  v.  Howard^  1  Sumner,  482,  488. 
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The  counsel  for  the  plaintiff  cite  the  case  o(  Eastman  v.  Bodfish, 
1  Story,  529.  That  case  has  no  relation  to  a  surrender.  It  was  a 
suit  upon  an  extended  patent.,  and  simply  decides  that,  as  the  time 
laid  for  the  infringement  fell  within  the  time  of  extension,  tho 
plaintiff  could  not  rely  upon  an  infringement  prior  to  the  exten- 
sion, but  must  be  confined  to  the  time  laid  in  the  declaration. 
Nor  does  the  case  decide  that  if  the  time  had  been  laid  prior  to  the 
extension  the  plaintiff  might  have  recovered.  However  that  may 
be,  a  patent  extended  is  quite  another  thing  from  a  patent  surren- 
dered. 

I  find  only  one  case  in  the  English  books  which  has  any  relation 
to  the  case  at  bar — Perry  v.  Skinner^  Webster's  Patent  Reports, 
350.  That  case  was  upon  a  disclaimer,  under  a  statute  which  made 
the  amended  specification  part  of  the  original  patent;  and  the  re- 
porter adds  this  note  at  the  close  of  the  case: 

*^The  result  of  the  above  decision  would  appear  to  be  that  the 
party  entitled  to  letters  patent  in  the  title  or  specification,  of  which 
any  disclaimer  or  memorandum  of  alteration  has  been  enrolled,  has 
no  remedy  at  law  in  respect  of  an  infringement  prior  to  the  date  of 
the  enrollment  of  such  disclaimer  or  memorandum  of  alteration, 
but  from  the  date  of  such  enrollment  the  patentee  acquires  a  new 
title." 

If  this  is  the  consequence  of  a  disclaimer,  which  becomes  part  of 
the  old  patent,  how  can  there  be  a  doubt  that  the  same  consequence 
results  from  a  surrender  and  reissue?  If  the  disclaimer  works  a 
new  title  by  implication,  the  surrender  and  reissue  do  the  same 
thing  expressly. 

In  England  the  surrender  of  a  patent  works  a  total  extinction  of 
the  grant  for  all  purposes.  I  do  not  claim  such  an  effect  from  our 
statutory  surrender,  except  as  to  infringements  prior  to  the  sur- 
render. 

It  is  very  certain  that,  from  the  date  of  the  surrender  and  reissue, 
there  is  only  one  patent  in  esse,  for  there  cannot  be  two  patents  for 
the  same  invention  existing  at  the  same  time.  Whatever  rights 
survive  the  surrender  must  be  asserted  under  the  reissued  patent, 
which,  for  some  purposes,  has  relation  to  the  original  grant.  The 
idea  suggested  by  the  plaintiffs'  counsel,  that,  after  the  original 
patent  has  been  surrendered,  that  patent  may  be  used  as  the  foun- 
dation for  an  action,  or  introduced  in  proof  as  a  valid  title,  seems 
to  me  wholly  inadmissible. 

The  plaintiff  also  claims  that  the  plea  is  bad,  because  it  does  not 
aver  a  cancellation  of  the  surrendered  patent,  and  cites  17  How., 
80.     The  case  warrants  no  such  conclusion.     There  is  nothing  in 
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the  statute  about  caDcellation,  and  this  word,  whenever  used  by 
this  court,  is  used  as  au  equivalent  term  for  surrender.  In  Eng- 
land no  surrender  can  be  made  without  a  record,  and  perhaps  a 
cancellation;  but  there  a  surrender  works  a  total  relinquishment 
of  the  grant,  and  as  the  Crown  cannot  receive  such  a  jelinquish- 
ment  without  a  record,  this  ceremony  is  necessary.  Hindmarsh 
on  Patents,  246. 

In  conclusion,  I  beg  to  call  the  attention  of  the  court  to  the  fol- 
lowing facts  shown  by  the  record:  The  original  patent  was  granted 
to  the  plaintiff  on  the  30th  November,  1852.  This  patent  was  sur- 
rendered on  the  23d  March,  1858,  as  is  alleged  in  the  declaration, 
''in  consequence  of  an  insufficient  and  defective  description  and 
specification  of  said  invention ;  and  such  proceedings  were  then  had 
that,  on  said  23d  day  of  March,  1858,  a  new  patent  was  granted  to 
said  plaintiff  on  an  amended  description  and  specification,  pre- 
viously filed  in  the  Patent  Office,  for  the  same  invention  and  im- 
provement, and  in  accordance  with  said  amended  description  and 
specification,  which  said  new  letters  patent  bear  date  March  23, 
1858;"  and  then  profert  is  made  ''of  said  reissued  letters  patent." 

The  infringement  is  next  alleged  to  have  been  made  or  committed 
"after  the  making  of  said  letters  patent,  after  the  reissue  thereof," 
to  wit,  on  the  25th  day  of  March,  1858,  and  on  divers  other  days 
and  times  between  that  day  and  the  commencement  of  this  suit." 
There  is  no  question  that  these  averments  confine  the  plaintiffs  to 
infringements  after  the  reissue  under  the  new  patent.  The  plea 
then  alleges  "a  surrender  was  made  after  the  commencement  of  the 
suit  of  the  patent  before  that  time  issued  tc^him,  and  for  the  alleged 
infringement  of  which  this  action  is  brought."  Now,  it  is  perfectly 
clear  that  the  original  patent  cannot  be  resorted  to  as  a  foundation 
for  suit  for  infringements  after  its  surrender,  and  during  the  life 
of  the  reissued  patent.  So,  too,  it  is  equally  clear  that  infringe- 
ments during  the  time  of  the  new  patent  cannot,  after  its  surren- 
der, survive  such  surrender ;  for  all  rights  of  action  under  the 
reissued  patent  are  totally  gone,  and  whatever  rights  survive,  as  to 
duration  of  the  term,  &c.,  have  relation  only  to  the  first  patent. 

Mr.  Justice  Nelson.  The  suit  was  brought  by  Moffitt  against 
the  defendants  for  the  infringement  of  a  patent  for  an  "improve- 
ment in  grain  separators." 

The  defendants  plead  to  the  declaration  that,  since  the  com- 
mencement of  the  suit,  the  plaintiff  had  surrendered  his  patent  to 
the  United  States,  for  the  alleged  infringement  of  which  the  action 
was  brought.     To  which  the  plaintiff  put  in  a  general  demurrer. 
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The  court  overruled  the  demurrer,  and  sustained  the  plea,  and 
gave  judgment  accordingly. 

The  13th  section  of  the  act  of  Congress  of  July  4, 1836,  provides, 
^*that  if  a  patent  shall  be  inoperative,  &c.,  it  shall  be  lawful  for 
the  Commissioner,  upon  the  surrender  to  him  of  such  paten-t,"  *^to 
cause  a  new  patent  to  be  issued,  &c.,  and  the  patent  so  reissued'' 
"shall  have  the  same  effect  and  operation  in  law  on  the  trial  of 
all  actions  hereafter  commenced,  for  causes  subsequently  accruing, 
as  though  the  same  had  been  originally  filed  in  the  connected 
form,"  &c. 

Now,  the  point  in  the  case  is,  whether  or  noc  the  patentee  may 
maintain  a  suit  on  the  surrendered  patent  instituted  before  the  sur- 
render, if  he  has  not  availed  himself  of  the  whole  of  the  provision, 
and  taken  out  a  reissue  of  his  patent  with  an  amended  specifica- 
tion. The  construction  given  to  this  section,  so  far  as  we  know, 
and  the  practice  under  it,  in  case  t)f  a  surrender  and  reissue,  are 
that  the  pending  suits  fall  with  the  surrender.  A  surrender  of 
the  patent  to  the  Commissioner  within  the  sense  of  the  provision, 
means  an  act  which,  in  judgment  of  law,  extinguishes  the  patent. 
It  is  a  legal  cancellation  of  it,  and  hence  can  no  more  be  the  foun- 
dation for  the  assertion  of  a  right  after  the  surrender,  than  could 
an  act  of  Congress  which  has  been  repealed.  It  has  frequently 
been  determined  that  suits  pending,  which  rest  upon  an  act  of  Con- 
gress, fall  with  the  repeal  of  it.  The  reissue  of  the  patent  has  no 
connection  with  or  bearing  upon  antecedent  suits;  it  has  as  to 
subsequent  suits.  The  antecedent  suits  depend  upon  the  patent 
existing  at  the  time  they  were  commenced,  and  unless  it  exists, 
and  is  in  force  at  the  time  of  trial  and  judgment,  the  suits  fail. 

It  is  a  mistake  to  suppose,  that,  upon  this  construction,  moneys 
recovered  on  judgments  in  suits,  or  voluntary  payment  under  the 
first  patent  upon  the  surrender,  might  be  recovered  back.  The 
title  to  these  moneys  does  not  depend  upon  the  patent,  but  upon 
the  voluntary  payment  or  the  judgment  of  the  court. 

We  are  satisfied  the  judgment  of  the  court  below  is  right,  and 
should  be  afiirmed. 


J. 


Vance  v.  Campbell  et  al. 

(1  Black,  427.) 

Where  a  patentee,  soing  for  an  infringement  of  bis  patent,  declares  upon  acombina- 
nation  of  elements  wliich  ho  asserts  constitute  the  novelty  of  his  invention,  he 
cannot,  in  bis  proofs,  abandon  a  part  of  such  combination  and  maintain  bis  claim 
to  the  rest. 
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2.  Much  leM  can  he  prove  any  part  of  the  combination  immaterial  or  nseless. 

3.  The  combination  is  an  entirety ;  if  one  of  the  elements  be  given  np,  the  thing  claimed 

disappears. 

4.  The  9th  section  of  the  act  of  1837.  (5  U.  S.  Stat.,  p.  194.)  which  provides  that  the 

suit  shall  not  be  defeated  where  the  patentee  claims  more  than  he  has  invented, 
applies  only  to  cases  where  the  part  invented  can  be  clearly  distinguished  from 
that  claimed  bat  not  invented. 

5.  In  a  suit  for  the  infringement  of  a  patent  right,  no  notice  is  necessary  to  justify  the 

admission  of  evidence  on  behalf  of  the  defendant  to  show  the  improvements  exist- 
ing at  the  date  of  the  plaintiffs  invention  in  the  class  of  articles  to  which  ii  bf^longs. 

6.  The  rules  of  evidence  prescribed  by  the  laws  of  a  State  are  rales  of  decision  for  the 

United  States  courts,  while  sitting  within  the  limits  of  such  State,  within  the  rooau- 
ing  and  subject  to  the  exceptions  contained  in  the  34th  section  of  the  judiciary  aot. 

7.  Where  a  bill  of  exceptions  sets  out  that  a  witness  was  offered,  was  objected  to  on 

the  ground  of  incompetency,  and  rejected  by  the  court  below,  but  does  not  ntaie 
what  facts  he  was  called  to  pnyv«,  this  court  will  not  presume  that  his  testimony 
would  have  been  immaterial  if  it  had  been  heard. 

Error  to  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  Ohio. 

This  suit  was  commenced  in  the  Circuit  Court  at  Cincinnati,  De- 
cember term,  1859,  by  Vance  against  Campbell,  Ellison,  and  Wood- 
row.  Judgment  for  defendants.  Writ  of  error  sued  out  by  plain- 
tiff The  question  argued  here,  and  the  material  facts  bearing 
upon  it,  are  fully  discussed  in  the  opinion  of  the  court. 

Messrs,  Lee  and  Fisher ^  of  OhiOj  for  plainiiff  in  error, 

Mr,  Lincoln,  of  Ohio,  for  defendant  in  error, 

Mr.  Justice  Nelson.  This  is  a  writ  of  error  to  the  Circuit  Court 
of  the  United  States  for  the  Southern  District  of  Ohio. 

The  suit  was  brought  by  Vance  against  the  defendants  in  the 
court  below,  for  the  infringement  of  a  patent  for  certain  improve- 
ments in  cooking  stoves. 

The  patentee  recites  in  his  specification  that  it  has  been  very 
difficult  heretofore  to  make  the  bottom  and  back  plates  of  the  oven 
sufficiently  hot,  and  equally  difficult  to  prevent  the  front  and  top 
Irom  becoming  too  much  heated.  For  this  difficulty,  he  says,  he 
has  devised  a  remedy,  which  consists  in  a  particular  arrangement 
of  the  flues,  for  the  purpose  of  equalizing  the  draught  above  and 
below  the  oven. 

To  heat  the  oven  equally  on  all  sides,  he  further  observes,  ii 
must  be  uniformly  enveloped  with  heated  products  of  combustion ; 
and,  to  this  end,  the  flue  is  divided  in  front  of  the  oven  into  two 
branches,  one  passing  above,  the  other  below  the  oven,  and  which 
reunite  near  the  middle  of  the  back  flue,  where  they  enter  the  pipe 
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1,  or  smoke-pipe,  which  is  made  to  descend  to  that  point.  The 
jmtentee  then  speaks  of  certain  irregularities  that  would  still  exist 
in  the  distribution  of  the  heat  around  the  oven,  to  prevent  which 
ho  places  a  plate,  A,  in  front  of  the  cold-air  chamber,  so  as  to  form 
a  flue  in  front,  whose  mouth  is  at  the  same  distance  from  the  flue 
above  the  oven  that  the  lower  end  of  the  pipe  i  in  the  back  part  of 
tlie  stove  is  below  the  oven  ;  and  these  flues  being  at  all  times  un- 
obstructed, their  action  will  be  uniform,  and  the  heat  be  equally 
distributed  under  all  circumstances  on  the  several  sides  of  the 
oven.  The  patentee  then  states  that  he  claims  as  new,  and  for 
which  he  desires  a  patent,  ^'  the  combination  of  the  diving  pipe  i 
with  the  flues  F,  arranged  as  herein  described,  for  the  purpose  of 
evenly  distributing  and  equalizing  the  heat  on  four  sides  of  the 
oven,  without  using  or  requiring  any  dampers,  as  herein  set  forth." 

The  main  point  in  the  case  turned  upon  the  question  of  infringe- 
ment. The  defendants*  stove  had  no  plate  A  in  front  of  the  cold- 
air  chamber,  foiming  a  front  flue;  and,  hence,  one  of  the  elements 
of  the  plaintiff's  combination  was  not  used;  and,  if  so,  there  would 
be  no  infringement.  The  plaintiff,  however^  sought  to  get  rid  of 
the  objection  by  proving  that  that  part  of  his  contrivance  and 
claim  were  immaterial  and  useless,  and  that  the  diffusion  of  the 
heated  air  around  all  sides  of  the  oven  would  be  as  effectual  with- 
out as  with  it.  Assuming  this  proof  to  be  competent  to  help  out 
the  infringement,  the  patent  would  stand  on  the  combination  of 
the  diving  pipe  i  and  flues,  as  arranged,  without  the  front  flue, 
formed  by  the  plate  A  in  front  of  the  cold-air  chamber,  and  the 
division  of  that  flue  called  the  '^  mouth"  in  the  specification. 

Now,  the  plaintiff,  in  his  declaration,  sets  out  the  patent,  H|)eci- 
fication,  and  claim,  as  issued  to  him  by  the  Government,  and 
founds  his  action  upon  them  as  thus  set  out,  and  cliarges  the  de- 
fendant as  having  infringed  the  invention  as  thus  claimed.  The 
infringement  as  charged  is  denied.  This  is  the  issue  presented 
for  trial,  and  which  the  defendants  were  called  upon  and  were 
bound  to  prepare  to  meet.  This  issue  involved  the  question 
whether  or  not  the  defendants  had  infringed  the  improvements  in 
the  cooking  stove,  consisting  of  a  combination  of  the  diving  pipe  i 
vfhh  the  flues,  as  arranged,  one  of  which  was  a  flue  in  front  of  the 
stove  formed  by  plate  A,  the  flue  being  one  of  peculiar  construc- 
tion. It  is  quite  apparent,  if  this  part  of  the  combination  is  aban- 
doned, and  the  remaining  part  of  it  relied  on  alone,  the  issue  is 
changed  and  the  defendants  surprised,  the  pleadings  misleading 
instead  of  advising  them  of  the  question  to  be  tried. 

It  is  true,  by  the  ninth  section  of  the  act  of  1837,  (5  U.  S.  Stat., 
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p.  194,)  it  is  provided  that  the  suit  shall  not  be  defeated  where  the 
patentee  claims  more  than  he  has  invented.  It  must  be,  however, 
in  a  case  where  the  part  invented  can  be  clearly  distinguishable 
frnm  that  claimed,  but  not  invented. 

This  provision  cannot  bo  applied  to  the  present  case,  for,  unless 
the  combination  is  maintained,  the  whole  of  the  invention  fails. 
The  combination  is  an  entirety.  If  one  of  the  elements  is  given 
up,  the  thing  claimed  disappears. 

Besides  the  above  view,  it  is  most  apparent,  from  an  examina- 
tion of  the  specification,  that  the  patentee  not  only  described,  but 
claimed  the  front  flue  formed  by  the  plate  A,  fig.  2,  as  a  material 
and  important  part  of  the  arrangement  for  distributing  equally  the 
hot  air  on  the  several  sides  of  the  oven.  To  prevent  irregularities, 
referred  to  and  particularly  described,  he  observes:  '^I  place  the 
plate  A  as  in  fig.  2,  so  tliat  it  will  form  a  flue  in  front  of  the  cold 
chamber,  whose  mouth  (as  it  is  called)  is  at  the  same  distance  from 
the  flue  above  the  oven  that  the  lower  end  of  the  pipe  i  is  above 
the  flue  below  the  oven  ;  and  these  flues  being  at  all  times  unob- 
structed, their  action  is  uniform,  and  the  heat  is  equally  distrib- 
uted, under  all  circumstances,  on  the  several  sides  of  the  oven/' 
The  patentee  might  as  well  have  undertaken  to  [)rove  any  other 
part  of  the  combination  immaterial  and  useless  as  the  part  above, 
and  its  uses  so  particularly  described.  Indeed,  according  to  the 
doctrine  contended  for,  a  patent  would  furnish  no  distinct  evidence 
of  the  thing  invented,  as  that  would  depend  upon  what  part  of  the 
specification  and  claim  the  jury  miglit  think  material  or  essential. 

Several  exceptions  were  taken  to  the  admissibility  of  evidence 
offered  by  the  defendants,  but  without  referring  to  tlaem  specially, 
it  will  be  a  sufficient  answer  to  say  that  it  was  comp'jtent  and  rel- 
ative as  showing  the  state  of  the  art  in  respect  to  improvements  in 
the  manufacture  of  cooking  stoves  at  the  date  of  the  plaintiff's 
invention.  No  notice  was  necessary  in  order  to  ju*-tify  the  admis- 
sion of  evidence  for  this  purpose. 

The  plaintiff,  in  the  course  of  the  trial  was  offer*?d  as  a  witness, 
and  objected  to  by  the  defendants  as  incompetent,  and  his  testimony 
was  excluded.  It  is  admitted  that  the  testimony  ^f  the  parties  to 
the  suit  is  competent,  according  to  the  rules  o'  evidence  in  the 
State  courts  of  Ohio. 

The  thirty-fourth  section  of  the  judiciary  act  provides  that  the 
laws  of  the  several  States,  with  the  exceptions  there  stated,  shall 
be  regarded  as  rules  of  decision,  in  trials  at  common  law  in  tlie 
courts  of  the  United  States.  This  section  has  been  construed  to 
include  the  rules  of  evidence  prescribed  by  the  If^ws  of  the  State  in 
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all  civil  cases  at  common  law  not  within  the  exceptions  therein 
mentioned.  The  point  has  not  been,  perhaps,  expressly  decided  in 
a  case  reported  in  this  court,  but  the  principle  has  been  recognized 
in  several  cases.     12  Peters,  89  ;  6  How.,  1  ;  12  How.,  361. 

The  facts  which  this  witness  offered  to  prove  are  not  stated  in 
the  bill  of  exceptions.  We  cannot,  therefore,  disregard  the  excep- 
tion upon  the  idea  that  the  testimony  could  not  have  been  material, 
or  could  not  have  changed  the  result  of  the  verdict. 

Judgment  reversed — venire  db  novo. 


Haussknecht  V,  Claypool  et  al. 

(1  Black.  431.) 

1.  The  rules  of  evidence  prescribed  by  the  laws  of  a  State  are  rales  of  decision  for  the 

United  States  courts  while  sitting  within  the  limits  of  such  State,  within  the  mean- 
ing and  subject  to  the  exceptions  contained  in  the  34th  section  of  the  judiciary  act. 

2.  Where  a  bill  of  exceptions  sets  forth  that  a  witness  was  produced,  was  asserted  to 

be  competent  by  his  counsel,  and  was  rejected  by  the  court,  a  court  of  error  will 
imply  that  the  witness  was  material  to  su-stain  the  issue  without  a  direct  statement 
to  that  effect  in  the  bill  of  exceptions. 

3.  Brevity  in  bills  of  exception  commended. 

Error  to  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  Ohio. 

Haussknecht  brought  trespass  on  the  case  against  Claypool  and 
Lynn,  in  the  year  1859,  for  an  infringement  of  his  patent  for  an 
improved  running  gear  for  carriages.  The  suit  was  commenced  in 
the  Circuit  Court  of  the  United  States  lor  the  Southern  District  of 
Ohio,  and  the  damages  laid  at  |5,000.  The  defendants  pleaded 
the  general  issue,  and  brought  divers  witnesses  to  prove  that  the 
plaintiff  was  not  the  original  inventor  of  the  thing  he  had  patented, 
but  that  it  had  been  described  in  printe  1  works,  and  was  in  actual 
public  use  at  a  time  anterior  to  the  date  of  his  patent.  The  plain- 
tiff himself  was  produced  as  a  witness  to  sustain  his  own  case.  His 
counsel  asserted  that  by  the  law  of  Ohio  (sec.  310,  code  of  civil 
j)rocedure)  he  was  a  competent  witness  in  his  own  behalf.  The 
defendants  objected  on  the  grounds:  First,  that  he  was  a  party  to 
the  cause,  and.  therefore,  incompetent  even  by  the  laws  of  Ohio. 
Second,  that  no  notice  of  his  intention  to  testify  had  been  given  to 
the  defendants  or  their  attorney ;  and,  third,  that  by  a  rule  of  the 
court,  parties  to  suits  were  incompetent  witnesses.  These  objec- 
tions the  court  sustained,  and  the  plaintiff's  counsel  took  a  bill 
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of  exceptions.     Verdict  for  defeudants.     Writ  of  error  to  Supreme 
Court  of  the  United  States  sued  out  by  plaintiff. 

Messrs,  Lee  and  Fisher^  of  Ohio^  for  plaintiff  in  error:  Section 
310  of  the  Ohio  code  of  civil  procedure  reads  thus:  "No  person 
shall  be  disqualified  as  a  witness  in  any  civil  action  or  proceed- 
ing by  reason  of  his  interest  in  the  event  of  the  same,  as  a  party 
or  otherwise,  or  by  reason  of  his  conviction  of  a  crime,  but  such  in- 
terest or  conviction  may  be  shown  for  the  purpose  of  affecting  his 
credibility."  The  34th  section  of  the  judiciary  act  of  1789  provides 
that  the  laws  of  the  several  States,  except  where  the  Constitution, 
treaties,  or  statutes  of  the  United  States  shall  otherwise  require  or 
provide,  shall  be  regarded  as  rules  of  decision  in  trials  at  common 
law,  in  the  courts  of  the  United  States,  in  cases  where  they  apply.  * ' 
It  would  seem  to  require  no  proof  to  show  that  a  rule  of  evidence 
was  *'a  rule  of  decision,"  within  the  meaning  of  this  act.  But 
this  court  has  expressly  decided  that  question.  McNid  v.  Hot- 
brook,  12  Pet.,  84.  *'The  rules  of  evidence  prescribed  by  the 
statute  of  a  State  are  always  followed  by  the  courts  of  the  United 
States  when  sitting  in  the  State  in  commercial  cases,  as  well  as  in 
others."  Sims  v.  Hundley,  6  How.,  1.  But  it  may  be  said  that 
there  was  a  rule  in  the  court  below  which  disqualified  this  witness. 
It  is  only  necessary  to  reply  to  this  that  the  court  below  could  not 
abrogate  or  overcome  a  statute  of  the  State  by  a  general  rule  any 
better  than  by  a  decision.  The  rule  and  the  ruling  stand  on  the 
same  footing.  No  notice  that  the  plaintiff  would  testify  as  a  wit- 
ness was  necessary  in  the  court  below.  Section  313  of  the  Ohio 
code,  which  requires  such  notice,  was  repealed  April  12,  1858. 
See  section  3d  of  the  statute  of  Ohio,  of  said  date,  entitled  "An 
act  to  amend  the  313th  and  314th  sections  of  the  code  of  civil  pro- 
cedure." 

It  is  objected  that  the  bill  of  exceptions  does  not  aver  that  the 
rejected  evidence  was  material  to  the  plaintiff's  cause. 

In  Smith  v.  Carrington,  4  Cranch,  62,  this  court  held  that,  if 
evidence  were  illegally  admitted,  the  court  could  not  inquire  into 
its  weight  or  importance,  but  would  reverse  the  judgment ;  and  we 
suppose  the  converse  of  this  proposition  is  equally  true,  and  if  evi- 
dence be  illegally  rejected,  this  court  will  not  inquire  into  its  im- 
portance, but  will  reverse  the  judgment. 

Mr.  Linccln,  of  Ohio,  for  defendant  in  error:  It  is  true,  as 
claimed  on  behalf  of  the  plaintiff  in  error,  "that  the  laws  of*  the 
several  States,  except  where  the  Constitution,  treaties,  or  statutej 
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of  the  United  States,  shall  otherwise  require  or  provide,  shall  be 
regarded  as  rules  of  decision,  in  trials  at  common  law  in  the  courts 
of  the  United  States,  in  cases  where  they  apply."  And  it  is  also 
true  that  the  code  of  civil  procedure  of  the  State  of  Ohio  pro- 
vides, in  its  310th  section,  that  "no  person  shall  be  disqualified  as 
a  witness  in  any  civil  action  or  proceeding  by  reason  of  his  interest 
in  the  event  of  the  same,  as  a  party  or  otherwise."  But  the  same 
code,  in  its  604th  and  605th  sections,  enacts,  that  its  provisions 
shall  not  affect  "any  special  statutory  remedy,"  and  that  "  where 
by  statute  a  civil  action,  legal  or  equitable,  is  given,  and  the  mode 
of  proceeding  therein  is  prescribed,  this  code  shall  not  affect  the 
proceedings  under  such  statute,  until  the  Legislature  shall  other- 
wise provide;  but  the  parties  may,  if  they  see  fit,  proceed  under 
this  act,  and  in  all  such  cases,  as  far  as  it  may  be  consistent  with 
the  statute  giving  such  action,  and  practicable  under  this  code, 
the  proceedings  shall  be  conducted  in  couformity  thereto."  And 
it  is  provided  in  the  same  code,  section  106,  "  that  every  plead- 
ing of  fact  must  be  verified  by  the  affidavit  of  the  party,  his  agent 
or  attorney;"  and  in  sections  83,  85,  and  92,  "that  the  rules  of 
pleading  heretofore  existing  are  abolished,"  and  that  the  plead- 
ings shall  contain  "  a  stMement  of  the  facts  constituting  the  cause 
of  action,  (or  the  defense,)  in  ordinary  and  concise  language."  Is 
an  action  for  the  infringement  of  rights  secured  by  a  patent,  in 
which  the  pleadings  are  specifically  regulated  by  the  act  of  Con- 
gress, a  case  to  which  the  provisions  of  the  Ohio  code  necessarily 
apply  ? 

It  will  be  perceived  that  the  provisions  of  the  statute  of  Ohio, 
which  makes  the  parties  to  the  record  competent  witnesses,  are  by 
no  means  of  universal  application.  The  design  of  the  new  system 
of  civil  procedure  was  to  abolish  all  distinctions  between  the  plead- 
ings in  cases  at  law  and  in  equity,  and  to  simplify  issues,  by  re- 
quiring the  pleadings  to  be  in  ordinary  language,  and  to  be  veri- 
fied by  oath,  and  to  abbreviate  trials  by  permitting  the  parties  to 
testify.  But  it  was  not  designed  to  apply  the  new  rules  of  evidence 
to  cases  wliere  the  new  system  of  pleading  is  inapplicable.  The 
right  of  the  court  below,  under  its  power  "to  make  and  establish 
all  necessary  rules  for  the  orderly  conducting  of  business,  provided 
such  rules  are  not  repugnant  to  the  laws  of  the  United  States,"  to 
prevent  by  rule  the  parties  to  the  record  from  testifying,  is  very 
clear. 

It  would  have  been  manifestly  improper  for  the  court  below  to 
have  adopted  the  provision  of  the  Ohio  code  changing  the  law 
of  evidence  in  the  "  civil  action,"  without  at  the  same  time  adopt- 
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ing the  modes  of  pleading  established  by  the  same  code,  by  which 
each  party,  in  advance  of  the  trial,  is  advised  of  the  nature  of  the 
testimony  to  be  expected  from  the  adverse  party,  by  the  verification 
under  oath  of  the  statement  of  his  case,  in  ordinary  and  concise 
language.  And  the  court,  in  establishing  a  rule  which  excludes 
such  testimony  from  the  jury,  was  equally  within  the  bounds  of  the 
law,  and  within  the  rules  of  propriety. 

But,  at  all  events,  the  judgment  in  the  present  action  cannot  be 
reversed  because  of  the  exclusion  of  the  plaintiff's  evidence.  The 
record  discloses  nothing  more  than  that  the  plaintiff  offered  him- 
self as  a  witness,  that  the  court  refused  to  permit  him  t<;)  testify, 
and  that  he  excepted.  It  is  not  shown  that  his  evidence,  if  ad- 
mitted, would  have  been  material;  nor  does  it  appear  that  the 
exception  was  taken  at  the  time.  And  all  presumptions  are  against 
the  existence  of  error. 

Mr.  Justice  Nelson.  This  suit  was  brought  by  the  plaintiff  in 
error  against  the  defendants  for  the  infringement  of  a  patent  for 
an  improvement  in  the  running  gear  of  carriages.  The  verdict 
and  judgment  were  for  the  defendants. 

The  only  question  presented  in  the  bill  of  exceptions  is,  whether 
or  not  the  plaintiff  was  a  competent  witness  to  give  testimony  in 
his  own  behalf.  According  to  the  law  of  Ohio,  parties  are  com- 
petent witnesses.  The  case  falls  within  the  opinion  of  the  court 
just  delivered  in  the  case  of  Vance  v.  Campbell  and  others.  It  is 
objected  that  the  bill  of  exceptions  does  not  state  that  the  witness 
was  material,  and  hence  there  could  be  no  error  in  his  exclusion. 
The  bill  of  exceptions  is  brief,  presenting  only  this  single  question, 
and  stating  no  more  of  the  case  than  is  necessary  to  present  it, 
which  practice  the  court  commends. 

The  bill  states  that  on  the  trial  the  plaintiff,  to  sustain  the  issue 
on  his  part,  offered  himself  as  a  witness,  and  his  counsel  claimed  he 
was  competent,  &c.  Though  it  would  have  been  more  in  con- 
formity with  the  usual  practice  to  have  stated  that  the  witness  was 
material  to  sustain  the  issue,  we  think  that  enough  is  stated  to 
imply  the  materiality,  and  that  this  objection  cannot  be  main- 
tained. 

Jm)aMENT  RBVBRSBD — ^VENIRB  DE  KOVO. 
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Wright  v.  Bales. 

(2  Black,  636.) 

The  siatatory  enactments  of  the  States  of  the  Union,  in  respect  to  evidence  in  cases 
at  common  law,  are  obligatory  upon  judges  of  the  courts  of  the  United  States, 
who  aro  bound  to  apply  them  as  rules  of  decision. 

Error  to  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  Ohio. 

On  the  Slst  of  May,  1869,  Matthias  B.  Wright  and  John  Coa- 
ner  brought  trespass  on  the  case  in  the  Circuit  Court  of  the  United 
States  for  the  Southern  District  of  Ohio,  against  Moses  Bales, 
alleging  in  their  declaration  an  infringement  by  defendant  of  a 
certain  patent  right  to  make  and  vend  a  draining  plow  of  their  in- 
vention.  The  defendant  pleaded  not  guilty.  Verdict  for  defend- 
ant, with  costs.  Plaintiff,  in  his  exceptions,  assigned,  among  other 
grounds  of  error,  the  refusal  of  the  court  to  allow  Wright,  one  of 
the  plaintiffs,  to  testify  in  the  cause.  Writ  of  error  issued  April 
2d,  1860. 

Mr.  Lee  and  Mr.  Ftshor,  of  Ohio,  for  plaintiff  in  error. 
By  the  law  of  Ohio,  the  parties  to  a  cause  are  competent  wit- 
nesses in  it.  State  laws  of  evidence  are  rules  of  decision  in  civil 
trials  at  the  common  law  before  courts  of  the  United  States.  Civil 
Code  of  Ohio,  §  310  ;  Act  of  April  12,  1858,  amending  code  ;  Mc- 
Niel  V.  Hdbrook,  12  Peters,  84  ;  Sims  v.  Hundley,  6  How.,  1  ;  U. 
8.  v.  Dunham,  Monthly  Law  Reporter,  July,  1859  ;  Smith  v.  Car- 
rington,  4  Cranch,  62. 

No  counsel  appeared  for  defendant  in  error. 

Mr.  Justice  Wayne.  The  plaintiff  in  error  seeks  for  a  reversal 
of  the  judgment  in  this  case,  for  errors  alleged  to  have  occurred 
upon  the  trial  of  it  in  the  court  below,  but  our  attention  having 
been  called  to  the  rejection  of  a  witness,  we  shall  confine  ourselves 
to  that  assignment  of  error,  without  considering  such  of  them  as 
relate  to  the  merits  of  the  litigation  or  to  the  admission  of  the 
deposition  of  A.  B.  Dickerson,  taken  de  bene  esse,  as  evidence  in 
the  case. 

The  error  complained  of  is,  that  the  court  erred  in  refusing  to 
allow  one  of  the  plaintiffs,  Matthias  B.  Wright,  to  testify  as  a 
witness  in  th^  cause. 

The  cause  was  tried  in  the  Circuit  Court  of  the  United  States, 

sitting  in  Cincinnati,  Ohio.     In  the  year  1853,  the  Legislature  of 
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that  State  passed  a  statute  entitled  ''An  act  to  establish  a  code  of 
civil  procedure,"  in  which  it  is  declared  that  ''no  person  shall  be 
disqualified  as  a  witness  in  any  civil  action  or  proceeding  by  reason 
of  his  interest  in  the  event  of  the  same^  as  a  party  or  otherwise,  or 
by  reason  of  his  conviction  of  a  crime,  but  such  entries  or  convic- 
tion may  be  shown  for  the  purpose  of  affecting  his  credibility/' 
This  statute  was  in  force  at  the  time  of  this  trial.  Wright,  one  of 
the  plaintiffs,  was  offered  as  a  witness  under  it,  but  was  rejected  by 
the  court  as  incompetent  to  testify,  by  reason  of  his  interest  in  the 
event  of  the  suit,  and  because  of  a  rule  of  court,  which  it  was  said 
excluded  such  a  witness  from  examination  unless  previous  notice 
had  been  given  to  the  opposite  party  of  an  intention  to  examine 
him. 

It  appears,  however,  whatever  may  have  been  the  intended  appli- 
cation of  that  rule,  under  the  ''code  of  civil  procedure"  or  other- 
wise, that  it  had  become  inoperative  by  the  repeal  in  the  year  1858 
of  that  section  of  the  Ohio  code  which  required  such  a  notice  to  bo 
given.  The  repealing  act  of  1858  is  a  statute  to  amend  the  313th 
and  314th  sections  of  the  code  of  civil  procedure. 

The  rejection  of  Wright,  then,  as  a  witness,  for  incompetency  to 
testify  in  his  own  behalf,  raises  again,  in  this  court,  the  question 
whether  the  statutory  enactments  of  the  States  of  the  Union,  in 
respect  to  evidence  in  cases  at  common  law,  are  not  obligatory 
upon  judges  in  the  courts  of  the  United  States  to  apply  them  as 
rules  of  decision  in  the  trials  of  such  cases. 

The  34th  section  of  the  judiciary  act  of  the  24th  September, 
1789,  (Statutes  at  Large,)  is  in  these  words:  "that  the  laws  of  the 
several  States,  except  where  the  Constitution,  treaties,  or  statutes 
of  the  United  States  shall  otherwise  require  or  provide,  shall  be  re- 
garded as  '  rules  of  decision '  in  trials  at  common  law  in  the  courts 
of  the  United  States,  in  cases  where  they  apply."  Meaning  by  the 
word  trials,  as  this  court  has  said  in  Wayman  v.  Southard,  10 
Wheat.,  matters  of  controversy,  and  not  to  executions  and  the 
mode  of  executing  them.  As  to  the  application  and  the  extent  of 
the  allowances  of  the  laws  of  the  States  in  such  cases,  this  court 
gave  its  interpretation  of  the  34th  section  very  fully  in  McNid  v. 
Holbrooky  13  Peters,  84.  We  then  said :  "We  do  not  perceive  any 
suilicient  reason  for  so  construing  this  act  of  Congress  as  to  exclude 
from  its  provisions  those  statutes  of  the  several  States  which  pre- 
scribe rules  of  evidence  in  civil  cases  in  trials  at  common  law.  In- 
deed, it  would  be  difficult  to  make  the  laws  of  the  State  in  relation 
to  the  rights  of  property  the  rule  of  decision  in  the  Circuit  Court, 
without  associating  with  them  the  laws  of  the  same  State,  prescrib- 
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ing  the  rules  of  evidence  by  which  the  rights  of  property  must  be 
decided.  How  could  the  courts  of  the  United  States  decide  whether 
property  had  been  legally  transferred,  unless  they  resorted  to  tlie 
laws  of  the  State  to  ascertain  by  what  evidence  the  transfer  must 
be  established.  In  some  cases  the  laws  of  the  States  require  written 
evidence,  in  others  it  dispenses  with  it,  and  permits  the  party  to 
prove  his  case  by  parol  testimony ;  and  what  rule  of  evidence  could 
the  courts  of  the  United  States  adopt  to  decide  a  question  of  prop- 
erty but  the  rule  which  the  Legislature  of  the  State  has  prescribed? 
The  object  of  the  law  of  Congress  was  to  make  the  rules  of  decision 
in  the  courts  of  the  United  States  the  same  with  those  of  the  States ; 
taking  care  to  preserve  the  rights  of  the  United  States,  by  the  ex- 
ceptions contained  in  the  same  section.  Justice  to  the  citizens  of 
the  several  States  required  this  to  be  done,  and  the  natural  import 
of  the  words  used  in  the  act  of  Congress  includes  the  laws  in  rela- 
tion to  evidence,  as  well  as  the  laws  in  relation  to  property.  We 
think  they  are  both  embraced  in  it,  and  as  by  a  law  of  Georgia  the 
indorsements  on  these  notes  were  made  prima  facie  evidence  that 
they  had  been  so  indorsed  by  the  proper  party,  we  think  that  the 
Circuit  Court  was  bound  to  regard  this  law  as  a  rule  of  evidence." 
The  same  ruling  was  repeated  by  this  court  in  Sims  v.  Hundley,  6 
Howard,  1,  upon  a  question  whether  a  notary's  certificate,  made 
evidence  by  a  statute  of  Mississippi,  was  admissible  in  the  Circuit 
Court  of  the  United  States  for  that  State.  We  said,  it  is  true  that 
upon  general  principles  of  commercial  law,  this  certificate  would 
not  be  admissible.  But  it  is  made  evidence  by  the  statutes  of  Mis- 
sissippi ;  and  the  rules  of  evidence  prescribed  by  the  statute  of  a 
State  are  always  followed  in  the  courts  of  the  United  States  when 
sitting  in  the  State  in  commercial  cases  as  well  as  in  others. 

Since  these  decisions  were  made,  the  judges  of  the  United  States 
courts  have  administered  tlie  laws  of  evidence  of  the  States  in  con- 
formity with  them,  and  there  was  error  in  this  case  by  the  court 
below  for  not  having  done  so.  For  such  ruling,  we  direct  that  the 
judgment  be  reversed  and  order  a  venire  facias  de  novo. 


Appleton  v.  Bacon  &  North. 

(2  Black,  699.) 

Parties  engaging  the  services  of  an  inventor  under  an  agreement  that  he  shall  devot-e 
his  ingenuity  to  the  perfecting  of  a  machine  for  their  benefit,  can  lay  no  claim  to 
improvements  conceived  by  him  after  the  expiration  of  such  agreement. 
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Statement  of  the  case. 


This  was  an  appeal  from  the  Circuit  Court  for  the  District  of 
Columbia. 

On  the  7th  of  December,  1858,  the  appellants,  Appleton,  filed 
their  bill  in  the  Circuit  Court  of  the  United  States  for  the  District  of 
Columbia  for  an  injunction  to  restrain  the  defendant,  Bacon,  from 
using,  selling,  or  trading  with,  or  otherwise  employing  a  certain 
patent  right  for  a  new  and  improved  mode  of  folding  paper  in- 
vented by  defendant,  North,  which  had  been  issued  by  the  Patent 
Office  to  the  defendant.  Bacon,  on  the  10th  of  August,  1858. 
And  also  from  constructing  or  authorizing  to  be  constmcted  any 
machine  or  machines,  having  or  containing  the  said  improvement, 
&c.,  as  aforesaid  patented  to  him,  until  the  further  order  of  the 
court;  that  he  be  decreed  to  surrender  and  deliver  up  the  said 
letters  patent  to  be  canceleil,  that  they  be  declared  void,  and  for 
general  relief  on  the  ground  that  the  complainants  were  assignees 
of  the  invention,  and  the  patent  should  have  l)een  issued  to  them, 
but  the  defendant,  Bacon,  had  fraudulently  procured  it  to  be  issued 
to  himself. 

The  defendant.  North,  admitted  all  the  facts  stated  in  the  bill. 
The  defendant,  Bacon,  denied  all  fraud  and  set  up  title  in  himself 
by  reason  of  certain  contracts  alleged  to  have  been  made  by  North, 
(the  inventor,)  with  a  company  called  the  American  Book  and 
Paper-Folding  Company,  which  he  alleged  had  been  assigned  to 
him,  and  that  North  had  recognized  and  was  acting  under  the  said 
assignments  at  the  time  he  made  the  said  improvements. 

No  replication  was  filed,  but  evidence  was  taken  on  both  sides. 
North  was  examined  as  a  witness  by  complainants,  under  an  agree- 
ment saving  exceptions  to  his  competency,  and  his  testimony  was 
by  the  court  ruled  to  be  inadmissible. 

The  court  held  that  when  part  of  the  improvements  were  made 
by  North  he  was  in  the  employment  of  Bacon,  under  some  agree- 
ment, (either  express  or  implied,)  and  that  all  improvements  made 
by  him  while  so  employed  should  bo  the  property  of  Bacon.  As 
to  those  improvements,  they  decreed  tliat  they  rightfully  belonged 
to  Bacon,  and  as  to  those  discovered  after  he  went  out  of  Bacon's 
employment,  they  belonged  to  the  complainants. 

From  this  decree  cross-appeals  were  taken  by  the  respective  par- 
ties to  the  Supreme  Court. 

Mr.  Bradley  and  Mr.  McCalla,  of  Woshington  city,  for  appellants, 
Bacon  and  North. 

Mr.  Carlisle  and  Mr.  Webb,  of  Washington  dty,  contra. 
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Mr.  Justice  Nelson.  This  is  an  appeal  from  the  Circuit  Court  of 
the  United  States  for  the  District  of  Columbia. 

The  bill  was  filed  by  the  plaintiffs  against  the  defendant,  Bacon, 
to  compel  him  to  surrender  and  cancel  letters  patent  for  a  new  and 
useful  machine  for  folding  paper,  granted  lOth  of  August,  1858. 
Both  parties  set.  up  a  claim  to  the  invention  as  assignees  of  John 
Nortli,  the  inventor.  The  assignments  to  the  plaintiffs  were  made 
under  the  dates  of  12th  of  August,  1858,  and  7th  July,  1859.  The 
defendant  claims  under  an  agreement  made  between  North  and  the 
American  Book  and  Paper-Folding  Company,  dated  6th  of  Febru- 
ary, 1854,  and  between  the  same  company  and  Newell  and  John 
North,  2d  of  May,  1854,  and  by  a  subsequent  verbal  agreement 
between  the  defendant  and  John  North,  some  time  in  May,  1856. 

According  to  the  terms  of  the  two  written  agreements  between 
North  and  the  American  Company,  the  former  stipulated  to  engage 
in  the  service  of  the  company,  and  devote  himself  to  the  making  of 
improvements  in  paper-folding  machines  for  a  compensation  men- 
tioned ;  and,  further,  that  all  improvements  and  inventions  made 
or  discovered  should  be  the  property  of  the  company,  and  that  he 
would  take  all  proper  steps  for  the  purpose  of  procuring  patents 
for  said  improvements.  It  was  further  stipulated  that  this  agree- 
ment may  l)e  terminated  by  North  on  giving  three  months'  notice 
after  having  served  one  year,  and  the  company  at  any  time  on 
giving  thirty  days'  notice. 

This  company,  having  subsequently  resolved  to  close  their  busi- 
ness, gave  a  written  notice  to  North  on  the  30th  of  May,  1857, 
that  his  services  would  be  no  longer  required,  and,  a)>out  the  same 
time,  sold  at  auction,  among  other  things,  their  interest,  in  the 
improvements  made  by  North  in  paper-folding  machines,  including 
a  patent  issued  15th  of  April,  1856,  to  North,  and  another  issued 
to  E.  N.  Smith,  27th  of  November,  184tt,  and  reissued  7th  of  Jan- 
uary, 1851,  which  interests  and  property  were  purchased  by  one 
Anson  Hardy  ;  and  on  the  Int  of  July,  1856,  said  Hardy  assigned 
all  his  interest  in  the  profHjrty  to  Bacon,  the  defendant. 

The  defendant,  after  his  purchase  of  these  machines,  made  a 
verbal  arrangement  with  North  to  enter  into  his  service  and  de- 
vote himself  to  making  improvements  in  folding  machines,  upon 
the  same  terms  and  conditions  as  those  under  which  he  had  been 
previously  engaged  with  the  company.  This  arrangement  con- 
tinued till  about  the  middle  of  July,  1857,  when  he  left  the  service 
of  the  defendant  and  engaged  in  the  manufacture  of  sewing  ma- 
chines. Now,  it  is  claimed  by  the  defendant  that  the  inventions 
or  impvovementB  embraced  in  the  paper-folding  machine  in  ques- 
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tioii  were  the  fruits  of  the  labors  of  North  while  engaged  in  his, 
the  defendant's,  service,  and  when  he  was  entitled  to  the  benefit  of 
his  difjcoveries^  or  when  he  (North)  was  engaged  in  the  service  of 
the  American  Paper-Folding  Company,  who  were  entitled  to  the 
benefit  of  these  discoveries,  and  which  passed  to  him,  the  defend- 
ant, by  assignment.  The  right,  as  thus  derived,  constitutes  the 
title  of  the  defendant  to  the  invention  and  patent  in  controversy. 

It  has  already  been  stated  that  among  the  property  which  passed 
to  the  defendant  from  the  American  Company  through  Hardy  was 
the  patent  to  North  for  a  paper-folding  machine  issued  15th  of 
April,  1856.  The  labors  of  North  while  in  the  service  of  defend- 
ant were  devoted  to  improvements  upon  this  machine,  and  it  is 
this  machine,  as  improved  in  July,  1857,  when  North  left  the 
service  of  the  defendant,  that  it  is  claimed  embodied  the  invention 
and  improvements  in  question,  and  for  which  a  patent  was  issued 
to  the  defendant  10th  of  August,  1858.  The  circumstances  under 
which  this  patent  was  issued  will  be  stated  hereafter.  For  the 
present,  our  inquiry  is  whether  or  not  North  made  these  discov- 
eries while  engaged  in  the  service  of  the  defendant  or  in  the  service 
of  the  American  Folding  Company. 

North,  who  was  made  a  defendant  and  a  party  on  the  record, 
was  called  as  a  witness  on  the  part  of  the  plaintifii),  and  very  fully 
examined  on  both  sides.  No  objection  is  taken  to  the  competency 
of  his  testimony  before  the  officer  taking  it,  nor  in  the  brief  in  this 
court,  and  we  must  regard  it,  therefore,  as  admitted  by  consent. 
This  witness,  after  giving  a  history  of  the  machine,  of  its  exhibi- 
tion at  the  i'air  of  the  American  Institute  in  the  fall  of  1856,  and 
also  at  Appletons'  bindery,  in  Franklin  street,  in  the  city  of  New 
York,  in  February,  1857,  and  of  some  improvements  made  upon  it 
at  that  place,  states  that  about  the  fir«t  of  June,  1857,  he  removed 
the  machine  to  a  shop  in  Middletown,  Connecticut,  and  worked 
upon  it  there  some  six  weeks,  endeavoring  to  improve  it,  but  with 
no  good  results  ;  gave  up  the  effort  and  went  into  other  business — 
making  sewing  machines.     This  was  about  the  middle  of  July, 

1857. 

The  difficulties  in  the  working  of  the  machine  while  at  Apple- 
tons'  and  at  Middletown  were  in  the  adjustment  to  correspond 
with  the  different  signatures — the  register,  also,  was  imperfect — 
and  a  fullness  in  the  sheet  which  wrinkled  it. 

This  machine  was  afterwards  removed  to  Colt's  armory  in  Hart- 
ford, Connecticut;  and  we  have  the  testimony  of  E.  K.  Root — a 
witness  for  the  defendant,  and  mechanical  engineer — who  examined 
it  there,  and  saw  it  in  operation.     He  was  asked — *^0f  the  sheetB 
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you  have  seen  folded  on  that  machioe  what  proportion  were  crimped 
or  wrinkled,  and  to  what  amount?"  Answer:  '* My  impression  is 
that  about  one  half  were  wrinkled  more  or  less — pretty  much  all  on 
one  side  of  the  machine — so  much  as  to  be  objectionable."  ^'  To 
what  extent,  if  at  all,  would  you  consider  the  amount  of  wrinkling 
you  observed  as  affecting  of  itself  the  practical  value  of  the  ma- 
chine?" Answer:  ^'I  should  say  it  would  prevent  its  U8e  on  all 
good  book  work." 

This  testimony  is  confirmed  by  two  other  witnesses,  Gavet  and 
Mathews. 

The  machine  to  which  these  witnesses  refer  and  speak  of  em- 
bodied all  the  improvements  ever  made  upon  it  by  North.  Indeed, 
it  is  admitted  he  made  none  after  the  middle  of  July,  1857,  and  it 
is  quite  clear  from  the  evidence  that  it  was  an  unsuccessful  ex- 
periment.as  a  practical  folding  machine,  and  abandoned  by  him 
as  such. 

In  the  spring  of  1858,  North,  at  the  solicitation  of  Mathews,  who 
had  charge  of  the  bindery  department  of  the  Appletons,  turned 
his  attention  to  the  invention  of  a  machine  that  would  fold  the  size 
of  duodecimo  sheets^  all  the  previous  machines  that  had  been  con- 
struct^ having  been  adapted  only  to  the  folding  of  octavo  volumes. 
As  five  sixths  of  the  business  of  book  folding  was  of  the  small  size, 
the  invention  was  regarded  as  a  great  desideratum.  This  is  the 
machine  afterwards  produced  by  North,  and  for  which  he  applied 
to  the  Patent  Office  for  a  patent.  The  necessary  papers,  model, 
and  certificate  of  payment  of  the  patent  fee  were  forwarded  to  the 
office  27th  of  May,  1858.  The  machine  will  fold  books  of  both 
octavo  and  twelve-mo  size  with  entire  success. 

The  papers  and  model  were  filed  in  the  Patent  Office  10th  June, 
1858,  and  the  patent  issued  to  S.  T.  Bacon,  the  defendant,  instead 
of  to  John  North,  the  inventor,  on  the  10th  of  August  following, 
and  this  without  any  previous  notice  to  him.  How  this  happened 
in  the  Commissioner's  office  has  not  been  explained.  It  was  a 
very  grave  irregularity.  The  specification  on  file  was  in  the  name 
of  North,  the  application  in  his  name,  and  the  patent  fee  paid  by 
him.  We  have  seen  the  defendant,  to  whom  it  was  issued,  had  no 
right  to  it,  legal  or  equitable.  The  officer  mtist  have  been  imposed 
upon  by  the  use  of  the  old  machine  of  1856,  which  we  have  seen  was 
but  an  unsupcessful  experimeut,  and  abandoned.  The  plaintifiis, 
as  assignees  of  North,  have  made  out  a  clear  right  to  the  patent, 
and  the  decree  of  the  court  below  must  be  reversed  and  the  cause 
remitted,  with  instructions  to  enter  a  decree  for  the  plaintifis, 
directing  the  defendant  to  surrender  the  patent  to  be  canceled. 
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Eames  v.  Oodfrby. 

(1  Wallace.  78.) 

Where  a  patent  is  for  a  combination  of  distinct  and  deFignated  parts,  it  is  not  infringed 
by  a  combination  which  varies  from  that  patented*  in  tlie  omission  of  one  of  the 
operalivo  parts  and  the  sabstitution  therefor  of  another  part  substantially  different 
in  its  construction  and  operation,  but  serving  the  same  purpose. 

Godfrey  sued  Eames  in  the  Circuit  Court  of  the  United  States 
for  the  District  of  Massachusetts,  in  an  action  on  the  case  for  in- 
fringing a  patent  for  a  new  and  useful  improvement  it  boot-trees, 
of  which  patent  he,  Godfrey,  was  the  assignee.  The  defendant 
pleaded  not  guilty,  and  gave  notice  of  special  matters  of  defense. 
Theoase  was  tried  by  a  jury,  who  found  the  defendant  guilty,  and 
assessed  the  damages  at  $2,177  50. 

The  patent  was  for  a  combination  of  mechanical  powers  for  a 
new  and  useful  improvement  in  boot-trees,  and  included  a  certain 
mechanism  for  distending  the  leg  of  the  boot^ree.  The  plaintiff  did 
not  claim  that  the  defendant  had  used  the  same  mechanism  that  he 
did  for  distending  the  leg  of  the  boot-tree,  but  that  the  defendant 
had  used  all  the  other  parts  of  his  combiaation,  and  that  the  mechan- 
ism which  the  defendant  used,  although  differing  in  construction 
and  operation  from  that  described  in  the  patent,  yet  performed  the 
same  function.  The  defendant  contended,  that  not  having  used 
the  mechanism  described  in  the  patent  for  distending  the  leg  of 
the  boot-tree,  although  he  had  used  the  other  parts  of  the  combina- 
tion, he  was  not  guilty  of  infringing  the  patent,  and  requested  the 
court  so  to  rule.  The  court  refused  to  rule  as  requested,  but  in- 
structed the  jury  ''  that  to  make  out  an  infringement  of  the  claim 
for  combination,  it  was  not  necessary  for  the  plaintiff  to  show  that 
the  mechanism  for  distending  used  by  the  defendant  and  its  mode 
of  operation  were  the  same  with  that  described  in  the  plaintiff's 
patent  for  the  purpose  of  distending  the  boot-tree ;  and  that  if  said 
mechanism  for  distending  the  leg,  &c. ,  used  by  the  defendant  was 
not  the  same  mechanism,  operating  in  the  same  manner  as  that 
described  in  the  plaintiff's  patent  for  the  same  purpose ;  still,  if 
there  were  in  the  defendant's  machine  a  meehani»m  performing  the 
same  function  as  that  performed  by  plaintiff's  distending  mechan^ 
ism,  and  if  this  waa  combined  with  the  other  parts  in  the  manner 
in  which  the  distending  mechanism  described  in  the  plaintiff's 
patent  was  combined,  it  was  an  infringement  of  said  patent,  and 
the  defendant  would  be  liable  therefor." 

The  defendant  excepted  to  the  instructions  given,  and  the  refusal 
of  the  court  to  instruct  as  prayed  for. 
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On  error  here  the  instructions  and  refusal,  as  aforesaid,  were  the 
points  before  this  court. 

Mr,  F,  A.  Brooks,  for  the  plaintiff  in  error ;  Mr,  Causten  Brovme, 
contra, 

Mr.  Justice  Davis  delivered  the  opinion  of  the  court. 

The  patent  in  controversy  was  for  a  combination  of  naechanical 
powers  to  effect  a  useful  result,  and  such  a  patent  differs  essentially 
in  its  principles  from  one  where  the  subject-matter  is  new. 

The  law  is  well  settled  by  repeated  adjudications  in  this  court 
and  the  Circuit  Courts  of  the  United  States  that  there  is  no  in^ 
fringement  of  a  patent  which  claims  mechanical  powers  in  combi- 
nation, unless  all  the  parts  have  been  substantially  used.  The 
use  of  a  part  less  than  the  whole  i:?  no  infringement. 

In  Froufy  dt  Mears  v.  liuggles,  IG  Peters,  341,  the  law  is  well 
considered.  The  patent  there  was  for  the  combinatif/n  of  certain 
parts  of  a  plough,  arrauged  together  so  as  to  produce  a  certain 
effect.  The  suit  was  for  an  infringement.  The  court  below  had 
charged  the  jury  that  unless  the  whole  combination  was  substan- 
tially used  in  the  defendant's  plough  it  was  no  violation  of  the 
plaintiff's  patent.  Chief  Justice  Taney,  in  deciding  the  case,  said : 
''None  of  the  parts  referred  to  are  new,  and  none  are  claimed  as 
new ;  nor  is  any  portion  of  the  combination  less  than  the  whole 
claimed  as  new,  or  stated  to  produce  any  given  result.  The  end  in 
view  is  proposed  to  be  accomplished  by  the  union  of  all,  arranged 
and  combined  together  in  the  manner  described.  The  use  of  any 
two  of  these  parts  only,  or  of  two  combined  with  a  third,  which  is 
substantially  different  in  form  or  in  the  manner  of  its  arrangement 
and  connection  with  the  others,  is,  therefore,  not  the  thing  pat- 
ented. It  is  not  the  same  combination  if  it  substantially  differs 
from  it  in  any  of  its  parts," 

Testing  this  case  by  these  principles,  the  court  erred  in  charg- 
ing the  jury  as  it  did,  and  in  refusing  to  instruct  as  asked  by  the 
defendant.  There  is  nothing  in  the  record  that  shows  in  what 
manner  the  mechanism  used  by  Eames,  in  distending  the  leg  of 
the  boot-tree,  differed  from  that  claimed  in  the  patent.  It  is  stated 
that  the  mechanism  used  by  Eames  was  different  in  its  construction 
and  operation,,  but  how  far  the  difference  extended,  we  are  left  to 
conjecture.  It  is  fair  to  presume,  in  the  absence  of  proof^  that  it 
was  essentially  different.  If,  however,  the  mechanism  used  by 
Eames  was  not  substantially  different  in  its  farm  or  the  manner  of 
its  arrangement  fr<tm  the  mechanism  used  by  Godfrey,  there  was 
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an  infringement ;  but  this  was  a  question  that  should  have  been 
left  to  the  jury  to  pass  on.  The  court  laid  down  a  broad  rule  with- 
out qualification,  that  although  Eames's  mechanism  for  distending 
the  leg  of  the  boot-tree  did  diflTer  in  its  construction  and  operation 
from  that  patented,  yet  if  it  performed  the  same  funcUona  as  the 
mechanism  in  the  combination,  there  was  an  infringement.  This 
view  of  the  law  was  wrong  on  principle  and  authority.  Eames 
had  a  right  to  use  any  of  the  parts  in  Godfrey's  combination,  if  he 
did  not  use  the  whole  ;  and  if  he  used  all  the  parts  but  one,  and 
for  that  substituted  another  mechanical  structure  substantially 
different  in  its  construction  and  operation,  but  serving  the  same 
purpose,  he  was  not  guilty  of  an  infringement. 

Judgment  reversed  and  venire  awarded. 


Jones  et  al.  u.  Morehead. 

(1  Wallace,  155.) 

1.  The  claim  of  Sherwood,  under  his  patent,  granted  in  1842,  and  extended  in  1856, 

for  "a  new  and  useful  improvement  in  door-locks,"  so  far  as  the  claim  is  for 
"  making  the  cases  of  door-locks  and  latches  douhle-faced,  or  so  finished  that 
either  side  may  be  used  for  the  outside,  in  order  that  the  same  lock  or  cased  fast- 
ening may  answer  for  a  right  or  left-hand  door,  substantially  as  described;"  that 
is  to  say,  the  first  claim  in  his  schedule  is  for  a  thing  which  is  not  original  with 
him,  and  void.  And  the  question  is  raised  by  the  court,  but  not  decided,  whether 
"  the  making  of  the  case  which  incloses  the  internal  works  of  the  lock,  with  two 
faces  just  alike,  and  so  well  finit<hed  off  in  point  of  style  that  either  side  may  be 
presented  outwards,  is  a  matter  which  could  be  patented,  if  no  locks  with  such 
cases  had  ever  been  made  before." 

2.  This  part  of  the  invention,  known  as  the  Janus- faced  lock,  not  being  original,  no 

action  lies  by  Sherwood  or  his  assignees  for  using  it  in  combination  with  other 
inventions  not  patented  by  that  person ;  nor  can  persons  so  using  it  be  made 
infringers  by  an  argument  which,  assuming  the  validity  of  Sherwood's  invention, 
mingles  it  with  these  other  parts,  and  then  treats  the  whole  as  a  unit,  and  gives 
to  him  or  his  assignees  damages  equivalent  to  the  net  profits  on  the  manufacture 
of  the  entire  lock. 

3.  Where  parties  in  their  answer,  as  originally  filed,  to  a  bill  for  infringing  a  patent, 

admit  that  they  did  manufacture  and  sell  the  articles  alleged  to  have  been  pat- 
ented, the  fact  thus  admitted  in  the  answer  must  be  accepted  as  established.  As, 
however,  the  admission  need  go  no  further  than  its  terms  necesiarily  imply,  the 
court  will,  under  special  circumstances,  and  where  this  is  promotive  of  justice, 
assume  that  the  smallest  number  of  articles  were  made  consistent  with  the  use  of 
the  word  involved,  in  the  plural,  and  with  the  use  by  the  defendants  of  any  part 
of  the  patent  which  is  valid. 

This  was  a  bill  filed  in  the  Circuit  Court  for  the  Western  Dis- 
trict of  Pennsylvania,  to  restrain  the  infringement  of  a  patent  for 
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protecting  the  manufia^ture  of  a  certain  sort  of  door-locks,  called 
Janus-faced  locks,  and  for  an  account;  the  parties  to  the  suit  being 
two  large  manufacturing  firms  in  the  city  of  Pittsburg.  The  his- 
tory of  the  invention  or  claim  of  invention  in  question  was  essen- 
tially thus:  Till  within  a  few  years  past  most  of  the  door-lockfl 
used  in  this  country  were  imported  from  England.  It  was  thought 
desirable,  therefore,  to  have,  invent,  or  use  some  plan  by  which 
this  article  could  be  obtained  more  cheaply  and  better  than  the 
imported,  notwithstanding  the  higher  price  of  labor  here,  the 
article  of  door-locks  being  one  of  immense  consumption  in  this 
country.  This  object  was  in  part  effected  by  making  the  locks  of 
cast  iron ;  but  some  diflSculty  in  the  way  of  these  cheaper  produc- 
tions were  thought  to  exist,  in  the  fact  that  door-locks  had,  to  be 
made  ^^ right  and  left,'*  and  that  a  lock  made  for  a  right-hand  door 
had  to  be  turned  upside  down  in  order  to  be  used  on  a  left-hand 
door,  and  vice  versa.  It  was  conceived,  therefore,  that  if  this 
difficulty  of  right  and  left-hand  locks  was  obviated,  and  every 
lock  made  equally  capable  of  use  on  right  or  left-hand  doors,  an 
advantage  might  be  gained.  An  American,  named  Sherwood, 
under  whom  the  complainants  claimed,  conceiving  that  he  had 
invented  a  mode  of  efiecting  the  object,  and  that  finishing  a  lock 
on  both  faces  was  an  invention  and  proper  subject  for  letters,  pro- 
cured a  patent  in  1842,  (extended  in  1856,)  and  established  a 
manufactory  of  this  sort  of  lock.  His  patent  was  for  '^  a  new  and 
useful  improvement  in  door-locks.''  The  language  of  his  schedule 
was  as  follows : 

'*  What  I  claim  as  my  invention,  and  for  which  I  desire  an  exclu- 
sive right  by  letters  patent,  is,  making  the  cases  of  door-locks  and 
latches  dovhle-faced^  or  so  finished  that  either  side  may  be  used  for 
the  outside^  in  order  that  the  same  lock  or  cased  fastening  may  anstvcr 
for  a  right  or  left-hand  door,  substantially  as  described. 

'^I  also  claim  the  peculiar  construction  and  double  action  (upon 
an  inclined  and  horizontal  track  or  way)  of  the  locking  car  B,  as 
hereinbefore  described,  and  the  combination  of  the  locking  car  B 
and  safety  cars  G  G*  with  one  another,  and  with  the  connecting  or 
vibrating  bar  and  bolt  A,  as  within  described,  so  as  to  fasten  the 
bolt  c  securely  and  prevent  its  being  picked. 

''I  also  claim  so  constructing  the  bolt  as  hereinbefore  described, 
that  by  simply  turning  it  over  in  the  lock-case  it  is  adapted  to  a 
right  or  left-hand  door." 

But  the  two  improvements  claimed  in  the  second  and  third  of 
these  claims  were  superseded  soon  after  Sherwood  had  obtained  his 
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patent,  by  the  invention  of  a  certain  Calvin  Adans — this  Adams 
being  a  member  of  the  firm  toko  were  the  defendants  in  this  suit.  He, 
applying  his  improvement  in  the  specific  internal  arrangement  to 
the  case  of  the  lock,  as  Sherwood  had  claimed  and  obtained  a  pat- 
ent for  that,  made  a  new  combination,  called  the  Janus-faced  lock, 
whose  manufacture,  the  complainants — successors  to  Sherwood's 
rights — had  brought  this  bill  to  restrain  and  have  an  account  of. 
It  was  not  proved  nor  argued  that  the  defendants  had  used  any 
part  of  Sherwood's  patent,  except  the  double-faced  casing.  In 
fact,  no  locks  with  the  particular  internal  mechanism  specified  in 
Sherwood's  patent  were  ever  made,  except  one  or  two  made  by 
Sherwood  himself. 

The  defendants  below  answered  the  bill,  admitting  that  they  had 
made  lacks  of  the  kind  described  in  the  patent,  and  claiming  that 
they  were  the  rightful  owners  of  that  patent  from  Sherwood,  and 
therefore  had  a  right  to  manufacture  those  locks.  Upon  this  issue 
considerable  testimony  was  taken,  when  the  defendants,  becoming 
satisfied  that  they  were  not  the  legal  owners  of  the  patent,  asked 
leave  to  amend  their  answer  by  denying  that  they  had  ever  made 
locks  of  the  kind  described  in  it;  and  by  asserting  that  the  patent 
was  invalid  for  want  of  novelty.  The  Circuit  Court  permitted  them 
to  assert  the  invalidity  of  the  patent  as  wanting  novelty,  but  re- 
fused to  allow  them  to  deny  that  they  had  manufactured  the  locks 
described  in  it.  The  admission  that  they  had  manufactured  them 
stood,  tiierefore,  on  the  record  as  it  came  up  to  this  court. 

On  the  trial  below — under  the  defense  of  want  of  originality — 
great  numbers  of  locks  were  brought  into  court,  many  of  which 
were  older  than  Sherwood's^  and  wore  undoubtedly  cased  on  both 
sides.  Certain  ones  were  particularly  relied  on:  two  from  the  gates 
of  the  New  York  city  hall ;  one  from  the  custom  house  in  that  city ; 
one  or  more  from  the  city  hospital,  and  one  from  the  gate  of  St. 
Mark's  church.  Several  manufacturers  of  reputation,  who  were 
offered  as  experts,  testified  that  in  their  opinion  these  were  not 
essentially  different  in  principle  from  Mr.  Sherwood's  lock.  The 
counsel  below  for  Sherwood's  patent  argued,  however,  that  no  one 
of  these  locks  had  been  made  with  an  intention  to  obviate  the  diffi- 
culty of  having  right  a,nd  left-hand  locks,  or  that  practically  any 
of  them  had  been  so  used,  or  that  any  person,  before  Sherwood,  in 
seeing  one  of  them,  had  thus  applied  them,  or  perceived  that  they 
could  be  so  applied.  He  contended,  with  a  greater  or  less  degree 
of  force,  that  the  custom-house  lock  was,  in  fact,  from  an  open 
outdoor  gate ;  thi^t  its  inside  was  covered  tight,  in  order  to  pre- 
serve the  works  of  the  lock  fVom  the  weather  and  from  rust^-a 
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device  necessary  in  all  outdoor  gate  locks ;  that  it  was  not  well 
suited  for  a  Janus-^ced  lock,  and  was  finished  on  one  side  only ; 
that  it  was  a  teft-hand  lock,  and  not  a  dr>or-lock,  properly  speak- 
ing, at  all.  The  lock  taken  from  the  city  hospital  gate,  he  argued, 
was  a  dead  lock,  a  right-hand  lock ;  though  he  admitted,  that 
by  putting  it  wrong  side  out,  and  making  some  alterations,  it 
might  be  converted  into  a  left-hand  dead  lock.  The  same  he 
thought  was  to  be  said  of  the  gate  lock  of  St.  Mark's  church,  and 
of  all  the  others.  The  Circuit  Court  reporter,  in  reporting  the 
case,  says,  however,  (see  Legal  Intelligencer,  vol.  xviii,  p.  293:) 
*'And  yet  undoubtedly  to  the  eye  of  high  inventive  genius,  ttie 
finished  production  of  Sherwood  was  visible  in  nearly  every  one  of 
these  ruder  prod}ictions.  It  required  but  the  vital  spark  of  genius 
to  kindle  the  train,  and  to  convert,  in  an  instant,  the  manufacture 
designed  for  one  purpose,  into  an  object  applicable  to  quite  an- 
other." The  question,  of  course,  was  one,  in  a  large  degree,  of 
inspection.  The  locks  which  were  exhibited  below,  having  been 
made  exhibits  in  the  case,  were  now  nil  exhibited  here. 

The  Circuit  Court  entirely  sustained  Sherwood's  claim ;  remark- 
ing that,  although  the  makers  of  these  other  locks  were  near  invent- 
ing the  ''double  face,"  and  might  have  done  so,  if  they  had  only 
thought  of  it,  yet  that  these  persons  had  not  actually  invented  it,  or 
certainly  had  not  so  done  it  as  to  make  their  discovery  practically 
useful.  The  testimony  of  the  experts,  the  court  conceived,  *'  when 
analyzed,  amounted  to  this,  and  no  more:  that  these  gate  locks, 
being  covered  on  the  inside,  might,  by  a  little  change,  have  been 
made  into  Janus-faced  locks,  though  not  so  intended  by  the  maker," 
ft  fact  which  was  now  apparent  to  any  mechanic  who  had  the 
patented  invention  before  him. 

The  injunction  prayed  for  was  accordingly  granted,  and  a  refer- 
ence for  an  account  ordered.  The  injunction  restrained  the  defend- 
ants from  ''making,  constructing,  vending,  or  using  in' any  way 
the  said  invention  and  improvements,  or  either  of  them,  or  any 
part  thereof,  mentioned  and  described  in  the  said  patent." 

Upon  the  coming  in  of  the  account  as  settled  by  the  master,  the 
account  being  settled  in  part  upon  proofs  adduced  by  the  complain- 
ants as  to  the  fact  and  extent  of  the  defendants'  manufacture  of  these 
locks,  the  original  admission  being  apparently  not  relied  on,  it  ap- 
peared that  the  net  profits  upon  all  the  locks,  {including  every  part 
of  the  locks,)  which  the  defendants  made  or  sold,  were  1 13, 282. 92: 
The  complainants  claimed  this  entire  sum;  and,  indeed,  that  it 
should  be  "trebled."  The  defendants  denied  that  they  were  liable 
to  profits  on  the  xohd^  lock,  or  for  any  profits  except  those  properly 


30  Jones  v.  Morehead.  [Sup.  Ct. 

Statement  of  the  case. 

springing  from  the  case  of  the  lock  ;  that  part  of  it  alone  of  which 
Sherwood  claimed  to  be  the  inventor,  and  of  which,  notwithstand- 
ing their  resistance,  he  had  just  been  declared  by  the  court  the 
rightful  patentee.  They  contended  that  the  court  should  apportion 
this  sum  of  $13,282.92,  reported  as  their  profits,  to  the  different 
parts  of  the  lock  ;  the  profits  on  each  part  being  fixed  on  an  arith- 
metical proportion  to  the  cost  of  each.  The  account,  then,  would 
stand  thus : 

Profits  on  the  case  {the  ''improvement"  for  which  Shenoood  got  his 

paUnt) $3,123  48 

'•      Utch  and  keeper 1.221  53 

*'      other  parts  of  the  lock 4.577  01 

*•      trimmings 4,360  90 

$13,282  92 

The  said  Circuit  Court,  however,  was  not  of  this  opinion  ;  con- 
ceiving that  although  a  patentee  might  describe  his  invention  as 
an  improvement^  still,  if  the  machine  constituted  a  distinct  machine 
— a  specific  article  known  in  the  market — on  account  of  irs  peculiar 
functions,  the  measure  of  damages  for  infringement  was  the  profit 
on  the  whole  machine.  The  view  was  thus  set  forth  by  the  judge 
delivering  the  opinion  of  that  court : 

'^  The  great  question  recurs  :  Is  this  Janus-faced  lock  a  peculiar 
and  distinct  machine,  introduced  into  market  as  a  cheaper  and 
better  article  than  other  machines  without  the  peculiar  character- 
istic of  the  patented  one?  Does  the  value  of  the  patent  to  its 
owners  consist  in  the  close  monopoly  of  the  right  to  make  and  sell 
this  species  of  lock  as  one  individual  machine?  Has  it  peculiar 
characteristics  which  distinguish  it  .from  other  machines  of  the 
same  genus,  and  which  gave  it  a  peculiar  value  in  the  market?  If 
so,  the  complainants  have  a  right  to  demand  that  the  defendants, 
having  infringed  their  exclu.sive  right  to  make  and  sell  this  pecu- 
liar machine  or  manufacture,  are  justly  liable  to  refund  all  the  net 
profits  made  by  such  infringement.  If,  on  the  contrary,  the  patent 
is  for  some  addition  or  improvement  on  an  old  and  well-known 
implement,  or  some  separate  part  or  device  thereof  of  small  import- 
ance compared  with  the  whole,  if  the  license  to  use  the  improve- 
ment or  addition  was  sold  as  separate  and  distinct  from  the  whole 
machine,  the  measure  of  damage  would  be  the  price  of  a  license, 
and  not  the  profit  made  by  the  exclusive  right  to  make  and  sell 
the  whole  machine." 

[The  Circuit  Court  next  stated  that  court's  idea  as  to  the  origi- 
nality and  merits  of  the  invention,  and  continued:] 
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'^  The  claim  of  the  Sherwood  patent  was,  for  '  making  the  case  of 
door-locks  and  latches  double-faced,  or  so  finished  that  either  side 
may  be  used  for  the  outside.'  The  arrangements  of  the  internal 
parts  of  the  lock,  and  devices  necessary  to  such  a  lock,  are  set  forth 
in  the  specification.  They  were  rather  complex,  and  required  that, 
in  order  to  change  the  lock  from  a  right-hand  to  a  left-hand 
lock,  it  should  be  opened  and  some  change  be  made  in  the  position 
and  arrangement  of  the  internal  parts.  For  the  purpose  of  the 
present  discussion  it  is  unnecessary  to  describe  these  devices.  The 
name  ^Janus-faced'  locks  was  given  to  this  machine  to  distinguish 
it  from  others  which  had  not  its  peculiar  qualities. 

'^Now,  it  is  evident,  that  although  the  patent  of  Sherwood  may 
be  said  to  be  for  an  improvement  in  the  manufacture  of  locks,  a 
well  known  implement  or  machine;  nevertheless,  the  lock  con- 
trived by  him  was  a  new  and  distinct  species,  having  certain  qual- 
ities differing  from  all  other  locks ;  that  the  Janus-faced  lock  is  a 
specific  article,  (although  of  the  genus  lock,)  known  in  the  market, 
having  peculiar  value  ;  and  that  the  value  of  the  monopoly  granted 
by  the  patent  consisted  in  the  exclusive  right  to  manufacture  this 
peculiar  machine  without  any  competition,  and  have  all  the  profits 
of  such  a  monopoly.  The  respondents  have  made  large  gains  by 
trespassing  on  the  rights  of  the  complainants.  The  profits  they 
made  by  this  trespass  justly  belong  to  the  true  owner.  They  have 
partaken  equally  with  the  complainants  in  the  profits  of  the  mo- 
nopoly granted  to  them  alone,  without  license,  and  in  defiance  of 
their  rights.  The  only  niieasure  of  the  redress  to  which  the  com- 
plainants are  entitled  is  an  account  of  the  actual  profits  made  by 
respondents.  The  machine  being  a  unit — a  specific  article  well 
known  in  the  market,  havfng  peculiar  value  because  of  the  pat- 
entee's discovery  or  invention — the  attempt  to  arbitrarily  divide 
the  profits  of  the  monopoly  of  the  whole  machine  among  its  parts 
is  without  precedent,  and  receives  no  countenance  from  the  case  of 
Seymour  v.  McCormick,  16  How.,  480,  which  has  been  relied  on 
for  an  opposite  idea." 

The  court  accordingly  confirmed  the  master's  report  giving  to 
the  complainants  the  whole  profits,  $13,282.92 ;  and  decree  was 
entered  accordingly. 

Appeal  to  this  court  now  brought  before  it — 

1.  The  originality  of  Sherwood's  invention  as  set  forth  (ante,  p. 
27)  in  his  ^r«^  claim — the  claim,  to  wit,  in  these  words:  "What 
I  claim  as  my  invention,  and  for  which  I  desire  an  exclusive 
patent,  is  making  the  cases  of  door-locks  and  latches  double-faced, 
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or  80  finished  that  either  side  may  be  used  for  the  outside,  ia  order 
that  the  same  lock  or  cased  fastening  may  answer  for  a  right  or 
left-hand  door,  substantially  as  described." 

2.  The  correctness  of  the  idea  of  vmty  in  machines  as  held,  ap^ 
par&rdly y  from  Ikis  recfordf  by  the  court  below. 

The  case  was  argued  by  Mr.  Gifford  for  the  appdlarU,  and  by 
Messrs,  Browning  and  Bakewell,  contra. 

Mr.  Justice  MiUiER  delivered  the  opinion  of  the  court : 

It  is  the  first  claim  as  set  forth  which  defendants  charge  to  be 
invalid  for  want  of  novelty,  and  in  this  we  think  they  are  sustained 
by  the  testimony. 

Indeed  it  may  be  doubted  if  th-e  making  of  the  case  which  in- 
closes the  internal  works  of  the  lock,  with  two  faces  just  alike, 
and  so  well  finished  off  in  point  of  style  that  either  side  may  be 
presented  outwards,  is  a  matter  which  could  be  patented,  if  no 
locks  with  such  cases  had  ever  been  made  before.  But  we  are  not 
called  on  to  decide  this  point,  and  therefore  pass  it  without  further 
comment. 

Several  locks  were  produced  on  the  trial  below,  and  were  shown  to 
us  here— being  made  exhibits  by  the  record — which  we  are  satisfied 
are  the  same  in  principle  as  the  double  faces  of  the  Sherwood  lock. 
Two  of  these  locks  are  from  the  gates  of  the  New  York  city  hall. 
They  are  cased  both  sides  alike,  inclosing  the  internal  works  com- 
pletely, and  are  so  finished  that  one  side  may  be  presented  outward 
as  well  as  the  other,  and  the  locks  can  be  applied  to  a  door  swinging 
from  right  to  left,  or  from  left  to  right.  Locks  from  the  city  hos- 
pitals, having  the  double-faced  case,  both  sides  alike,  have  also  been 
produced,  and  one  from  the  entrance*  gate  of  St.  Mark's  church. 
A  lock  from  the  custom-house  is  shown,  which  has  the  double-faced 
case,  both  sides  alike,  and  which,  by  being  turned  laterally,  can  be 
used  for  a  door  opening  either  to  the  right  or  left,  without  even 
turning  the  keyhole  upside  down.  These  locks  are  all  proven  to 
have  been  in  use  several  years  before  Sherwood  set  up  any  claim  to 
his  invention.  They  are  taken  from  the  most  public  places  in  the 
gi-eat  commercial  city  of  the  Union.  These  facts  are  incompatible 
with  the  claim  of  novelty  on  the  part  of  Sherwood  for  this  part  of 
his  patent. 

As  to  the  two  remaining  claims  in  the  schedule  accompanying 
the  patent,  it  appears  clearly  that  they  were  never  infringed  by  de- 
fendants. In  fact  no  locks  were  ever  made  with  the  particular 
internal  arrangements  as  to  bolts,  latches,  &c.,  specified  in  Sher- 
wood's patent,  except  one  or  two  by  Sherwood. 
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Very  shortly  after  he  obtained  liis  patent,  one  Calvin  Adams 
made  an  improvement  upon  it,  which  entirely  superseded  the  use 
of  the  specific  internal  arrangement  claimed  by  Sherwood  in  his 
invention.  Combining  this  improvement  with  the  double-faced 
case  of  Sherwood,  Adams  made  a  lock  which  has  ever  since  been 
known  as  the  Janus-faced  lock,  and  which  is  the  lock  manufactured 
by  complainants,  of  whom  Mr.  Adams  is  one. 

It  is  not  shown  by  any  proof  in  the  case  that  defendants  ever 
used  any  part  of  Sherwood's  patent,  except  the  double-faced  cas- 
ing. Nor  is  it  seriously  claimed  in  argument  that  they  did.  But 
it  is  urged  that  this  double-faced  case,  when  used  in  connection 
with  a  latch  or  bolt  and  keeper,  susceptible  of  such  an  arrange- 
ment that  it  may  be  placed  upon  a  door  opening  either  to  the 
right  or  left,  constitutes  a  unit,  and  the  real  invention  of  Sher- 
wood, which  is  infringed  by  tiie  defendants. 

This  mode  of  viewing  the  matter  cannot  be  admitted.  Sher- 
wood claims  that  he  is  the  inventor  of  three  distinct  parts  going  to 
make  up  his  lock,  which  thus  made  up  answers  a  certain  purpose, 
namely,  a  lock  capable  of  being  applied  indifferently  to  a  door 
opening  from  the  right  or  left.  Two  of  these  claims  have  been 
long  since  superseded  by  other  improvements,  and  abandoned  by 
everybody,  and  have  never  been  used  by  the  defendants.  The 
other  claim  which  they  have  used  is  found  to  be  invalid  for  want 
of  novelty.  What  is  left  of  the  Sherwood  patent?  It  is  clear  that 
no  part  of  the  patent  which  is  valid  has  been  used  by  defendants, 
and  they  cannot  be  made  infringers  by  an  argument  that  mingles 
the  valid  and  invalid  parts  of  a  patent,  and  calls  it  a  unit;  and 
then  claims  that  defendants  are  infringers  because  they  have  used 
one  part  of  this  unit,  although  it  was  a  part  as  to  which  the  patent 
is  void. 

It  therefore  appears  that,  in  point  of  fact,  the  defendants  have 
not  infringed  the  Sherwood  patent,  and  if  we  were  unembarrassed 
by  the  pleadings,  we  should  dismiss  the  bill  with  costs. 

But  the  defendants  have  admitted  in  their  answer  that  they  did 
make  locks  as  described  in  Sherwood's  patent,  and  when  they  after- 
wards asked  leave  of  the  court  to  retract  that  admission  and  deny 
the  infringement,  the  court  refused  such  permission.  This  request 
was  made  after  the  issue  was  made  up,  after  much  testimony  had 
been  taken,  and  its  object  was  to  deny  a  fact  previously  admitted 
under  oath.  It  was  a  matter  in  the  discretion  of  the  Circuit  Court, 
and  we  are  not  disposed  to  review  its  action  on  that  subject  here, 
under  these  circumstances,  if,  indeed,  it  can  be  done  under  any. 

An  effort  has  been  made  by  counsel  to  show  that  this  admission 
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has  been  waived,  by  the  act  of  plaintiffs,  in  going  into  the  proofs, 
and  otherwise  treating  it  as  an  open  question.  But  this  would 
violate  a  principle  of  universal  application,  both  in  proceedings  at 
common  law  and  in  chancery,  to  wit,  that  the  proofs  must  corres- 
pond with  the  allegations.  It  would  be  subversive  of  all  sound 
practice,  and  tend  largely  to  defeat  the  ends  of  justice,  if  the  court 
should  refuse  to  accept  a  fact  as  settled  which  is  distinctly  al- 
leged in  the  bill  and  admitted  in  the  answer.  Crockett  v.  Lee,  7 
Wheaton,  522. 

The  fact  that  the  defendants  did  manufacture  and  sell  locks  of 
the  character  of  those  patented  by  Sherwood,  must  be  accepted  as 
established  in  this  case  by  the  pleadings.  The  admission,  how- 
ever, need  go  no  further  than  its  terms  necessarily  imply.  The 
language  of  the  admission  is  satisfied  by  assuming  that  the  small- 
est number  of  locks  were  made,  consistent  with  the  use  of  that 
word  in  the  plural,  and  with  the  use  by  defendants  of  any  part  of 
the  patent  which  is  valid. 

The  Circuit  Court,  by  its  decree,  ordered  an  injunction,  restrain- 
ing defendants  from  making,  using,  and  vending  said  invention, 
or  any  part  thereof,  mentioned  in  said  patent,  and  the  payment  by 
defendants  to  plaintiffs  of  $13,282.92  profits  made  by  them. 

The  result  of  the  views  we  have  expressed  is,  that  this  decree 
must  be  reversed,  and  the  injunction  modified  so  as  to  restrain  the 
defendants  from  using  any  part  of  the  Sherwood  patent,  except 
that  embraced  in  the  first  claim  of  invention  mentioned  in  the 
schedule  attached  to  said  patent,  and  a  decree  rendered  for  a  nom- 
inal sum  of  one  dollar  for  profits. 

The  appellants  in  this  court  must  recover  their  costs. 

Decree  accordinglt. 


Godfrey  v.  Eambs. 

(1  Wallace.  317.) 

1.  If  an  applicant  for  a  patent  choose  to  withdraw  his  application  for  a  patent,  intend- 

ing, at  the  time  of  sach  withdrawal,  to  file  a  new  petition,  and  he  accordingly  does 
so,  the  two  petitions  are  to  be  considered  as  parts  of  the  same  transaction,  and  both 
as  constituting  one  continooas  application,  within  the  meaning  of  the  seventh  sec- 
tions of  the  patent  acts  of  1836  and  1839.    Cliffobd,  J.,  disFenting. 

2.  The  question  of  the  continuity  of  the  application  is  a  question  to  be  submitted  to 

the  jury. 

The  patent  act  of  1836  provides,  (§  7,  5  Stat,  at  Large,  119,)  that 
on  the  filing  of  an  application  for  a  patent,  ^Hhe  Commissioner 
shall  make  or  cause  to  be  made  an  examination  of  the  alleged 
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new  inventioQ  or  discovery,  and  if  on  any  such  examination  it 
shall  not  appear  to  the  Commissioner  that  the  same  had  been  in 
public  use  or  on  sale  with  the  applicant's  consent  or  allowance 
prior  to  the  application,  it  shall  be  his  duty  to  issue  a  patent 
therefor,  but  whenever  on  sucli  examination  it  shall  appear  to  the 
Commissioner  that  the  applicant  was  not  the  original  and  first 
inventor  or  discoverer  thereof,  or  that  what  is  claimed  as  new  had 
before  been  invented  or  discovered,  or  that  the  description  is  defect- 
ive and  insu£Scient,  he  shall  notify  the  applicant  thereof,  giving 
him  briefly  such  information  and  references  as  may  be  useful  in 
judging  of  the  propriety  of  renewing  his  application^  or  of  alter- 
ing his  specification  to  embrace  only  that  part  of  the  invention 
or  discovery  which  is  new. 

"  In  every  such  case,"  the  act  goes  on  to  say,  **  ?/  the  applicant 
shall  el^ct  to  withdraw  his  application,  relinquishing  his  claim  to  the 
model,  he  shall  be  entitled  to  receive  back  $20,  part  of  the  duty 
required  by  this  act,  on  filing  a  notice  in  writing  of  such  election 
in  the  Patent  Office.  But  if  the  applicant  in  such  case  shall 
persist  in  his  claim  for  a  patent,  with  or  without  any  alteration  of 
his  specification,  he  shall  be  required  to  make  oath  or  affirmation 
anew,  in  manner  aforesaid,  and  if  the  specification  or  claim  shall 
not  have  been  so  modified,  as  in  the  opinion  of  the  Commissioner 
shall  entitle  the  applicant  to  a  patent,  he  may  on  appeal,  and  upon 
request  in  writing,  have  the  decision  of  a  board  of  examiners,"  &c. 

A  subsequent  act — an  act  of  1839 — (§  7,  5  Stat,  at  Large,  354,) 
provides  that  those  who  shall  have,  purchased,  sold,  or  made  the 
thing  patented,  '^  prior  to  the  application  of  the  inventor  or  dis- 
coverer for  a  patent,  shall  be  held  to  possess  the  right  to  use  and 
vend  to  others  to  be  used  "  the  same;  and  that  '^  no  patent  shall 
be  held  to  be  invalid  by  reason  of  such  purchase,  sale,  or  use,  prior 
to  the  application  for  a  patent  as;  aforesaid,  eoccept  on  proof  of 
abandonment  of  such  invention  to  the  public,  or  that  such  pur- 
chase, sale,  or  prior  use  has  been  for  more  than  two  years  prior  to 
such  application  for  a  patent/* 

With  these  enactments  in  force,  Godfrey,  on  the  31st  January, 
1865,  filed  an  application  for  a  patent  for  boot-trees.  This  appli- 
cation the  Commissioner,  on  the  17th  May,  1855,  rejected  for  want 
of  novelty.  On  the  24th  April,  1857,  within  the  time  required  by 
the  rules,  Godfrey  submitted  his  case  again.  The  old  application 
was  withdrawn,  and  a  new  one  filed,  simultaneously;  the  with- 
drawal fee  of  $20  going  to  make  part  of  the  new  application  fee  of 
|30,  and  not  in  fact  being  received  by  the  applicant.  These  differ- 
ent applications  were  made  through  different  attorneys,  and  the 
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description  of  invention,  the  claims  of  novelty,  and  the  models, 
were  in  some  respects  different.  It  was  admitted,  however,  at  the 
bar,  *nhat  that  which  was  finally  patented  might,  if  it  had  been 
properly  introduced,  have  been  engrafted  as  an  amendment  to  the 
first  application."     A  patent  was  issued  March  2d,  1858. 

It  was  part  of  the  case  '*  that  the  patentee,  in  the  summer  and 
fall  of  1864,  and  since,  publicly  manufactured  and  sold  boot-trees 
containing  his  alleged  invention."  * 

On  a  suit  by  the  patentee,  Godfrey,  in  the  Circuit  Court  for  the 
District  of  Massachusetts,  against  Eames,  for  the  use  of  the  boot- 
tree  patented,  the  question  was  wliether  Godfrey  had  forfeited  his 
patent  by  more  than  two  years*  public  use  or  sale  of  his  invention 
prior  to  his  application.  The  court  below  instructed  the  jury  that 
he  had,  and,  accordingly,  that  the  plaintiff  could  not  recover.  The 
correctness  of  this  instruction  was  the  matter  now  before  this  court 
on  error. 

Mr,  Causten  Browne,  for  the  plaintiff  in  error:  The  proceeding 
of  Godfrey  was  in  pursuance  of  a  settled  practice  sanctioned  by  the 
Patent  Ofiice,  and  amounting  simply  to  amendment  and  rehear- 
ing, with  $10  additional  fee.  From  the  spring  of  1855  (only  a 
few  months  after  the  introduction  of  the  invention  into  use)  until 
the  grant  of  the  patent,  there  was,  in  fact,  never  a  moment  when 
the  inventor  was  not  applying  to  the  Commissioner  for  his  patent. 
The  case  is  one  of  two  consecutive  applications  (no  time  inter- 
vening) for  patent  for  an  invention.  Why  is  the  patent  declared 
invalid  upon  the  ground  that  the  latter  one — that  which  imme- 
diately preceded  the  grant — is  the  only  one  to  which  the  statute 
relates  ? 

There  is  no  sufficient  ground  for  such  distinction  upon  the  lan- 
guage of  the  statute,  interpreted  with  reference  to  its  reason  and 
policy. 

The  provision  of  the  act  has  been  construed  liberally  to  uphold 
the  patent.  Pennocky,  Dialogue,  2  Peters,  18.  The  terms  '^his 
application  for  patent"  mean  not  any  j)articular  paper  application, 
but  his  applying,  his  making  an  application,  his  preferring  a  de- 
mand for  a  patent  for  his  invention  as  new  and  useful. 

Considered  with  reference  to  the  policy  of  this  provision,  it  is 
still  more  clear  that  it  will  not  bear  the  construction  given  to  it  in 
this  case  by  the  court  below.  This  policy  was,  that  at  as  early  a 
period  as  possible,  having  due  regard  to  the  rights  of  the  inventor, 
the  public  should  be  put  in  possession  of  the  best  mode  of  practis- 
ing the  invention,  by  the  deposit  in  the  Patent  Office  of  an  open 
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description  thereof  by  the  inventor.  Pennock  v.  Dialoguej  2  Pe- 
ters, 18;  liyan  v.  Goodwin,  3  Sumner,  518;  Sparkman  v,  HigginSy 
1  BlatchforJ,  208.  This  description  being  lodged,  together  witli 
demand  for  patent,  the  public  were  secure  of  the  means  of  prac- 
tising the  invention  when  the  exclusive  right  of  the  inventor 
should  terminate,  and  the  inventor  was  secure  of  his  protection 
wdesa  he  abandoned  the  pursuit  of  it.  Undoubtedly  after  an  in- 
ventor has  filed  his  application  for  patent,  he  may  so  conduct  him- 
self as  to  show  an  abandonment  of  it.  If  rejected,  he  may  allow 
the  rejection  to  stand  so  long  as  to  show,  itself  or  with  other  cir- 
cumstances, an  acquiescence  therein  and  a  final  relinquishment  of 
his  claim.  But  having  once  filed  an  application,  given  the  details 
of  his  invention  to  the  public  knowledge,  and  asserted  his  claim 
to  a  patent,  he  has  satisfied  the  reasons  of  the  law  of  1836 ;  and 
although  he  should  afterwards  withdraw  that  application,  and 
some  time  should  dapse  before  he  renewed  it,  it  is  a  question  for  the 
jury  whether  he  has  abandoned  his  claim  to  a  patent,  on  which  ques- 
tion the  fact  of  withdrawal  is  evidence  only,  to  be  weighed  with 
other  evidence.  But  in  this  case,  although  no  time  intervened,  the 
court  peremptorily  directed  the  jury  to  find  for  the  defendant. 

2.  If,  indeed,  the  application  was  to  patent  something  not  exist- 
ing in  the  first  application,  it  cannot  be  considered  a  continuance  of 
that  application.  But  the  fact  that  he  changed  his  claim,  or  other 
part  of  his  description,  does  not  make  it  a  diflerent  application, 
nor  that  he  submitted  new  drawings,  nor  that  he  submitted  a  new 
model,  if  the  drawings  and  model  show  a  machine  substantially 
the  same  as  before  in  construction  and  mode  of  oi)eralion.  The 
same  invention  is  disclosed  in  each,  and  might  have  been  fully  de- 
scribed and  claimed  in  the  first  application,  just  as  a  reissue  is  a 
patent  for  the  same  invention  as  the  original  patent,  if  it  was  dis- 
closed in  the  original  application,  and  might  have  been  then  fully 
described  and  claimed.  If  the  patentee  in  this  case  could  have  re- 
issued a  patent  taken  upon  his  original  description  and  claim,  so 
as  to  insert  the  present  description  and  claim,  the  Commissioner 
could  have  allowed  a  like  substitution  by  way  of  amendment.  A 
patentee  is  presumed  to  intend  to  claim  all  that  is  new  with  him. 
If  it  apiiears  that  the  thifig  on  which  a  patent  was  sought  was  the 
same  in  the  two  cases,  taking  the  model,  description,  and  draw- 
ings together,  then  it  is  true  that  the  inventor  did,  in  1856,  put 
the  public  in  possession  of  his  invention,  and  of  the  best  mode  of 
practising  it,  and  has  ever  since  persisted  in  claiming  a  patent 
therefor ;  and  the  policy  of  the  law,  if  rightly  stated  above,  ie 
satisfied* 
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Mr,  BrookSy  for  the  defendant  in  error:  The  real  question  pre- 
sented is,  What  became  of  this  application  for  a  patent,  which  had 
*'been  once  rejected,"  but  which  was  entitled  to  a  re-examina- 
tion?" Did  the  applicant  ** persist"  in  his  claim  for  a  patent, 
with  or  without  any  alteration  of  his  specification?"  ^^His  claim" 
for  a  patent  must,  w^e  suppose,  be  held  to  refer  to  the  claim  or  ap- 
plication then  before  the  Patent  Office,  and  which  had  been  once 
rejected.  None  other  had  been  made,  and  none  other  could  be 
persisted  in.  He  did  not  persist  in  such  claim ;  he  did  not  ask 
for  a  '* re-examination"  of  his  application,  (tlie  **  renewing  his 
application"  mentioned  in  the  act  of  1836;)  hut  he  took  the  op- 
posite alternative  course  authorized  by  that  statute,  (though  not 
named  by  the  Commissioner  of  Patents,)  viz,  he  elected  to  withdraw 
his  application^  and  receive  the  return  fee  of  $20.  Having  made 
such  election,  he,  in  fact,  did  withdraw  his  said  application  on  the 
24th  April,  1857,  under  the  act  of  1836,  lunl  did  receive  back  the 
return  fee;  and  the  '^said  application"  then  withdrawn  has  never 
since  been  the  subject  of  any  action  whatever  anywhere. 

His  proceeding  is  analogous  to  a  discontinuance  by  a  plaintiff 
in  a  court  of  law,  and  a  commencement  of  another  suit  on  the  same 
day,  in  case  the  claims  of  invention  and  the  causes  of  action  were 
in  each  case  the  same.  In  both  instances  one  proceeding  is  ended 
and  another  is  begun,  even  though  both  depended  on  the  same 
ground  precisely.  The  case  is  different  where  only  an  amendment 
is  made,  and  the  same  suit  is  prosecuted  in  an  amended  form,  with- 
out new  process  or  new  papers,  or  even  loss  of  time. 

Now,  it-  is  a  familiar  principle  that  an  action  at  law  must  be 
commenced  within  the  period  limited  for  that  purpose;  and,  if  not 
so  brought,  it  is  not  aided  by  the  fact  that  another  suit  had  been 
previously  commenced  within  such  time,  and  had  been  discontinued 
or  dismissed.  Were  it  otherwise,  stale  demands  might  be  kept 
alive  forever  by  means  of  suits  not  brought  to  trial.  So  in  this 
case,  if  the  doctrine  of  the  plaintiff  in  error  is  correct,  an  inventor 
has  it  in  his  power,  after  putting  his  invention  into  public  use,  to 
apply  for  a  patent,  and  taking  care,  in  case  of  one  rejection,  to 
withdraw,  and  repeat  the  experiment  toties  quotiea,  he  thus  may, 
if  finally  successful,  prolong  the  period  of  enjoyment  much  beyond 
that  prescribed  by  law.  In  fact,  if  this  view  of  the  law  is  sanc- 
tioned by  this  court,  it  becomes  the  interest  of  inventors  to  delay 
the  grant  of  patents  as  long  as  possible  by  this  very  method,  in 
order  to  prolong  the  term  of  enjoyment.  It  is  obvious,  however, 
that  the  patent  here  in  suit,  like  all  others,  was  and  could  be 
founded  upon  one   application   only ;   and  it  appears  that   such 
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a[)pIication  was  made  (April  24,  1857)  more  than  two  years  after 
the  public  use  and  sale  by  the  inventor  of  the  alleged  invention, 
whereby  the  said  patent  was  made  invalid. 

We  do  not  put  our  defense  upon  the  ground  that  the  withdrawal 
of  the  first  application  was  an  abandonment  of  his  invention.  It 
was  merely  an  abandonment  of  that  application^  and  left  him  at 
liberty  to  make  other  applications  as  like  or  unlike  that  as  he 
pleased  ;  but  inasmuch  as,  in  cases  of  withdrawal,  the  model  and 
a»pplication  papers  are  retained  in  the  Patent  Office,  and  further 
proceedings  to  obtain  a  patent  require  new  papers,  differing  from 
former  ones  at  least  in  time  of  execution  and  filing,  and  also  per- 
haps presented  to  officers  not  before  having  acted  in  the  matter,  a 
first  application  cannot,  in  the  nature  of  things,  be  the  second,  nor 
a  second  be  also  the  first. 

It  will  not,  of  course,  be  claimed  that  what  was  done  in  April, 
1857,  amounted  merely  to  an  amendment  of  his  first  specification, 
by  writing  it  out  anew^  as  is  sometimes  allowed  to  be  done.  For 
that  purpose,  no  second  fee  or  new  petition,  oath,  or  model  was 
necessary;  and,  in  such  case,  no  return  of  fee  could  have  been 
allowed. 

It  is  made  the  duty  of  the  Commissioner,  by  the  act  of  1836,  to 
issue  a  patent  upon  an  application  duly  filed,  after  due  examina- 
tion, if,  among  other  things,  it  shall  not  appear  that  the  alleged 
new  invention  had  been  in  public  use  or  on  sale,  &c.,  &c.,  (more 
than  two  years)  ** prior  to  the  application,'*  **The  application'' 
must  mean  the  one  brought  before  him  for  examination,  and  not 
some  previous  application  never  perhaps  known  to  him.  The 
Commissioner  has  no  judicial  discretion  in  receiving  an  application. 
The  power  of  making  one  is  given  absolutely  to  the  inventor.  Can 
it,  then,  be  pretended  that  the  Commissioner  would  or  lawfully 
could  have  granted  the  patent  in  this  case  had  he  known  the  fact 
of  the  public  use  and  sale  of  the  invention  in  1854?  *'The  appli- 
cation" means  the  several  papers  required  by  law  to  entitle  an  in- 
ventor to  an  examination  of  his  alleged  inventidn,  and  which,  if 
the  patent  is  granted,  are  annexed  to  the  letters  patent  to  distin- 
guish it  and  fix  its  character.  In  this  case,  these  papers  were 
those  filed  in  1857,  and  none  other ;  so  that  the  prior  application 
of  1855  is  wholly  immaterial,  except  upon  the  question  of  aban- 
donment, which  is  not  raised  at  all  in  this  case.  The  applicant 
voluntarily  substituted  one  application  for  another,  as  he  says.  If 
both  were  the  same,  his  motive  could  not  be  one  favored  by  the 
policy  of  the  patent  laws.  If  they  were  not  the  same,  and  he 
elected  to  give  up  one  for  the  other,  and  did  so,  and  got  the  benefit 
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of  80  doing,  he  cannot  rely  now  on  both.  If,  as  we  understand  the 
law,  the  specification  makes  the  patent  what  it  is,  it  is  manifest 
that  the  application  of  January,  1865,  was  not  patented  in  the 
grant  made  in  March,  1858. 

[2.  The  counsel  then  contended  that  in  fact  the  object  for  which 
a  patent  was  applied  for  in  1855,  was  one  so  different  from  that  one 
for  which  a  patent  did  issue  in  1858,  that  they  could  not  be  consid- 
ered in  substance  the  same  thing ;  a  matter  involving  a  question 
of  fact  only.] 

Mr.  Justice  Swatnb,  dfter  quoting  the  statutes  of  1836  and  1839, 
delivered  the  opinion  of  the  court.* 

In  this  case  the  patentee  filed  his  application  in  the  Patent  Office 
on  the  31st  of  January,  1855,  and  from  that  time  it  was  constantly 
before  the  office,  until  the  patent  was  issued  on  the  2d  of  March, 
1858,  except  that  on  the  24th  of  April,  1857,  it  was  withdrawn 
and  refiled  on  the  same  day  with  an  amended  specification.  It 
was  admitted  and  proved  **that  the  patentee,  in  the  summer  and 
fall  of  1854,  and  since,  publicly  manufactured  and  sold  boot-trees 
containing  his  alleged  invention."  The  sales  and  use  as  thus 
shown  were  less  than  two  years  before  the  first  application  was 
filed,  and  hence,  according  to  the  letter  of  the  act  of  1839,  cannot 
affect  the  validity  of  the  patent. 

In  answer  to  this,  two  propositions  are  relied  upon  by  the  plain- 
ciff  in  error : 

1.  It  is  said  the  original  and  the  renewed  application  are  for 
patents  for  different  things. 

Both  specifications  are  before  us,  and  it  is  our  duty  to  construe 
them. 

The  act  of  1836  gives  the  applicant  a  right  to  change  his  specifi- 
cation after  receiving  the  suggestions  of  the  Commissioner.  Doubt- 
less, this  right  exists  and  may  be  exercised  independently  of  such 
suggestions,  at  any  time  before  the  Commissioner  has  given  his 
formal  judgment  upon  the  application ;  and  the  inventor  may 
''persist  in  his  application  for  a  patent,  with  or  without  any  alter- 
ation of  his  specification."  A  change  in  the  specification  as  filed 
in  the  first  instance,  or  the  subsequent  filing  of  a  new  one,  whereby 
a  patent  is  still  sought  for  the  substance  of  the  invention  as  origi- 
nally claimed,  or  part  of  it,  cannot  in  anywise  affect  the  sufficiency 
of  the  original  application  or  the  legal  consequences  flowing  from 

*  Mr.  Chief  Justice  Taney  and  Meesra.  Jastices  Wayne,  Grier,  and  Field  had  not 
been  present  at  thd  argument. 
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it.  To  produce  that  result  the  new  or  amended  specification  must 
be  intended  to  serve  as  the  basis  of  a  patent  for  a  distinct  and 
different  invention,  and  one  not  contemplated  by  the  specification, 
as  submitted  at  the  outset. 

We  are  satisfied  that  there  was  here  such  substantial  identity  in 
the  two  specifications  as  brings  the  case  within  the  rule  thus  laid 
down.     This  objection  cannot  be  sustained. 

2.  It  is  said  that  the  withdrawal  of  the  first  application  broke 
the  continuity  of  the  claim,  and  that  the  case  stands  as  if  the  only 
application  were  the  one  of  the  24th  of  April,  1857. 

This  question  could  not  have  arisen  upon  the  same  state  of  facts, 
under  the  act  of  1836.  According  to  that  act,  and  the  prior  legis- 
lation of  Congress,  the  public  use  or  sale  by  the  inventor  of  the 
thing  invented,  at  any  time  before  the  application,  was  fatal  to  his 
claim  for  a  patent.  The  act  of  1839  relieved  him  from  this  conse- 
quence, and  introduced  a  new  and  more  liberal  policy.  It  gave 
him  the  right  to  apply  for  a  patent  at  any  time  within  two  years 
after  the  use  and  sale  of  his  invention,  '^except  on  proof  of  the 
abandonment  of  such  invention  to  the  public.''  The  provision  in 
the  act  of  1836,  allowing  the  withdrawal  of  the  application,  was 
intended  only  to  provide  for  the  disposition  in  such  oases  of  the 
duty  which  had  been  deposited,  and  to  enable  the  applicant  to  re- 
sume a  part  of  it  upon  the  condition  prescribed ;  it  is  silent  as  to 
everything  beyond  this,  and  we  do  not  feel  authorized  to  interpo- 
late into  the  statute  so  important  a  qualification.  The  new  pro- 
vision in  the  act  of  1839,  is  wholly  independent  of  the  act  of  1836; 
by  necessary  implication  it  repeals  the  conflicting  provision  upon 
the  same  subject  in  the  earlier  act.  It  must  be  examined  by  its 
own  light,  and  so  construed  as  to  give  the  fullest  effect  to  the 
beneficent  purpose  of  the  legislature. 

In  our  judgment,  if  a  party  choose  to  withdraw  his  application 
for  a  patent,  and  pay  the  forfeit,  intending  at  the  time  of  such 
withdrawal  to  file  a  new  petition,  and  he  accordingly  do  so,  the 
two  petitions  are  to  be  considered  as  parts  of  the  same  transaction, 
and  both  as  constituting  one  continuous  application,  within  the 
meaning  of  the  law. 

The  question  of  the  continuity  of  the  application  should  have 
been  submitted  to  the  jury.  In  directing  them  to  return  a  verdict 
for  the  defendant,  we  think  the  learned  judge  who  tried  the  case 
in  the  court  below  committed  an  error. 

Mr.  Justice  Clifford  dissents. 

Jm)aMBNT  RBVEBSED  AND  VBNIRE  DB  NOVO  AWARDS). 
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Bloomer  v.  Millinger. 

(1  Wallace.  340.) 

1.  A  grant  of  a  right  by  a  patentee  to  make  and  ase,  and  vend  to  others  to  be  used,  a 

patented  machine,  within  a  term  for  which  it  has  been  granted,  will  give  the  par- 
chaser  of  machines  from  such  grantee  the  right  to  use  the  mcLchine  patented  as  long 
as  the  machine  itself  lasts;  nor  will  this  right  to  use  .a  machine  cease  because  an 
extension  of  the  patent,  not  provided  for  when  the  patentee  made  his  grant,  has 
since  been  allowed,  and  the  machine  sold  has  lasted  and  is  used  by  the  purchaser 
within  the  term  of  time  covered  by  this  extension:  the  rule  being  distinguishable 
from  that  applied  to  the  assignee  of  the  right  to  make  and  vend  the  thing  patented, 
who  holds  a  portion  of  the  franchise  which  the  patent  confers,  and  whose  right,  of 
course,  terminates  with  the  term  of  the  patent,  unless  there  is  a  stipulation  to  the 
contrary. 

2.  Bloomer  v.  McQuevtan,  14  Howard,  539,  and  Chaffee  v.  The  Boston  BelHng  Com- 

pany, 22  Id..  217.  approved. 

3.  How  far  parol  proof  may  be  introduced  to  show  verbal  agreements  of  the  parties 

at  the  time  when  deeds  were  executed,  and  so  to  prove  mistake  or  fraud  in  not 
executing  what  it  was  understood  should  be  executed.  The  question  raised  on 
argument,  but  not  decided  by  the  court. 

Bloomer,  the  appellant  here,  filed  a  bill  in  equity  in  the  Circuit 
Court  for  the  Western  District  of  Pennsylvania.  He  set  forth  in 
it  that  he  was  owner  of  the  exclusive  right  to  make  and  use,  and 
vend  to  others  to  be  used,  within  the  county  of  Alleghany,  in  Penn- 
sylvania, the  patented  planing  machine  of  Woodworth  ;  that  sub- 
sequently to  the  2^th  December,  1849,  and  about  the  Ist  January, 
1850,  the  respondent,  Millinger,  had  put  in  operation  in  that 
county,  three  of  these  machines,  and  was  continuing  to  use  them 
without  any  lawful  authority.  The  prayer  was  for  an  account, 
and  for  an  injunction  against  the  use  of  these  three  machines. 

The  case,  as  appearing  by  the  bill  and  answer,  was  thus: 

On  the  2'7th  December,  1828,  letters  patent  were  granted  to 
Wopdworth  for  an  improved  planing  machine  for  fourteen  years ; 
that  is  to  say,  up  to  27th  December,  1842. 

On  the  16th  November,  1842,  (Woodworth  himself  being  dead, 
but  his  estate  being  represented  by  an  administrator,)  an  exten- 
sion of  the  patent  was  granted  by  the  Commissioner  or  Board  of 
Commissioners  of  Patents,  for  the  term  of  seven  years  from  the  ex- 
piration of  the  original  patent;  that  is  to  QSLj,from  the  2^th  De- 
cember, 1842,  to  the  21th  of  December,  1849. 

On  the  2d  June,  1843,  the  administrator  of  Woodworth,  by  deed 
(called  in  the  argument  Exhibit  A)  reciting  *Hhe  extension  of 
said  letters  patent  for  the  term  of  seven  years  from  and  after  the 
expiration  of  said  patent,"  sold  and  conveyed  to  one  William  Lip- 
pincott,  his  heirs  and  assigns,  the  right  to  construct  and  use,  and 
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vend  to  others  to  construct  and  use,  "  during  the  said  extension," 
the  patented  machine,  within  the  county  of  Alleghany,  in  the  State 
of  Pennsylvania ;  covenanting  that  such  right  should  be  exclusive 
throughout  the  limits  specified,  during  the  'Herm  aforesaid." 

On  the  26th  February,  1845,  Congress^  by  act,  granted  an  exten- 
sion of  the  patent  for  the  terra  of  seven  years  from  the  expiration  of 
the  extension  granted  by  the  Commissioner;  and  on  the  14th  of  March 
following,  the  administrator  sold  and  conveyed  his  interest  in  the 
'betters  patent  and  the  franchises  thereby  granted  and  secured," 
for  *Hhe  said  term  of  seven  years  created  and  extended  by  Congress," 
to  one  Wilson ;  a  second  deed — not  specially  important  in  the  case, 
but  to  the  same  eiFect  exactly,  that  is  to  say,  for  the  term  of  seven 
years  created  and  extended  by  the  said  act  of  Congress — being  made 
July  9,  1845,  and  after  the  patent  had  been  surrendered  for  a  de- 
fective specification. 

Wilson  was  thus  invested  with  the  interest  under  the  second  or 
Congressional  extension,  but  with  nothing  more. 

In  this  state  of  things,  William  Lippincott,  still  holding  his 
right  under  the  deed  of  2d  June,  1843,  (called  Exhibit  A,)  for 
Alleghany  county,  under  the  extension  granted  by  the  Commis- 
sioner, conveyed  it,  on  the  10th  April,  1846,  to  James  Lippincott 
and  one  Millinger,  the  present  defendant ;  and  by  a  second  instru- 
ment, (called  Exhibit  B,)  dated  three  days  afterwards,  13th  April, 
1846,  the  administrator,  reciting  that  in  consequence  of  the  sur- 
render and  renewal  of  the  patent,  doubts  had  arisen  as  to  rights 
given  by  instruments  executed  prior  to  the  reissue,  licensed  and 
empowered  this  same  Lippincott  and  Millinger  *'  to  construct  and 
use  exclusively  the  patented  machine  in  the  county  of  Alleghany, 
and  also  within  said  territory  to  license  and  empower  any  other 
person  or  persons  to  construct  and  use  machines  for  the  term  of 
time  for  which  the  patent  was  extended  by  the  Board  of  Commis- 
sioners hereinbefore  referred  to ;  being  for  the  term  of  seven  years 
and  no  longer  from  and  after  the  expiration  of  the  original  term 
cf  fourteen  years,'*  The  deed  declared  that  the  administrator  in- 
tended thereby  *'to  confirm  all  right,  title,  and  interest  to  con- 
struct and  use,  and  the  right  to  license  others  to  construct  and  use, 
said  machines,"  which  had  been  granted  by  the  indenture  of  2d 
June,  1843,  (Exhibit  A,)  and  concludes  thus:  ''No  other,  or 
greater,  or  other  or  further  grant  or  conveyance  is  hereby  made, 
&c.,  than  was  granted  by  the  indenture  aforesaid,  and  upon  the 
same  terms  and  conditions." 

Lippincott  and  Millinger  were  thus  vested  with  the  right  for 
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Alleghany  county  under  the  Commissioner's  extension,  in  such  way 
as  given  hy  the  deedd  already  mentioned. 

On  the  24th  June,  1847,  the  administrator  granted  to  Bloomer 
(the  complainant)  his  '^full  consent,  permission,  and  license  to 
construct  and  use,  and  vend  to  others  to  construct  and  use,"  the 
patented  invention  "during  the  two  extensions,*'  within  that  part 
of  Pennsylvania,  west  of  the  Alleghany  mountains,  ''excepting 
Alleghany  county,  for  the  first  extension;"  this  "first  extension" 
being  that  which  had  been  previously  granted  to  Lippincott  and 
Millinger,  the  respondent  in  this  suit.  And  on  the  2d  September, 
1847,  this  same  Lippincott  and  Millinger,  by  indorsement  upon 
the  administrator's  deed  of  13th  April,  1846,  conveying  it  to  them, 
conveyed  to  him,  Bloomer  aforesaid,  whatever  rights  in  the  patent 
they  held ;  Bloomer,  however,  stipulating  that  he  would  in  no  way 
interfere  with  certain  machines  mentioned  in  tlie  transfer  as  be- 
longing, &c.,  one  to  A.,  and  one  to  B.,  &c.,  "nor  interfere  in  any 
manner  with  the  use  of  the  three  machines  now  erected,  and  in 
operation  and  use  by  the  said  Millinger;  but  the  right,  title,  and 
use  of  the  machines  of  the  persons  hereinbefore  named,  shall  re- 
main and  be  in  them  or  their  assigns  for  and  during  the  time  lim- 
ited by  the  tvritten  instruments/* 

In  addition  to  this  deed  indorsed — from  Lippincott  and  Mil- 
linger  to  Bloomer,  of  2d  September,  1847 — these  same  parties, 
Lippincott  and  Millinger,  executed  on  the  10th  January,  1848, 
still  another  deed  to  Bloomer,  by  which  they  assigned  to  him  "all 
their  right,  title,  and  interest  in  and  to  the  said  planing  patents . .  . 
within  said  county  of  Alleghany,  as  fully  as  the  same  is  vested  in 
us  by  force  of  the  several  hereinbefore  recited  conveyances,*  and 
giving  to  the  said  Bloomer  and  his  assigns  full  power  and  authority 
to  construct  and  use,  and  vend  to  others  to  construct  and  use,  said 
patent  as  aforesaid,  within  said  county  ....  ibr  and  during  the  full 
end  and  term  of  time  unexpired  and  yet  to  come  of  said  extension 
of  said  patent,  to  wit,  until  the  27th  day  of  December,  1849." 

And  on  the  same  day.  Bloomer,  the  complainant,  executed  a 
deed,  giving  to  Millinger,  the  respondent,  "his  full  consent,  and 
permission,  and  license  to  construct  and  use,  and  vend  to  others  to 
construct  and  use,  during  the  first  extension  herein  set  forth,  to  wit, 
from  the  27^A  day  of  December,  1842,  uniil  the  2Tth  day  of  Be-- 
cember,  1849,  the  right  to  use  the  said  renewed  patent,  and  to  vend 
to  others  to  use  three  planing  machines  upon  the  principle,  plan, 

*  These  were  the  deeds  of  Jane  2.  1843.  (Exhibit  A.)  that  of  10th  April,  1846,  and 
that  of  13tb  April,  1846,  (Exhibit  B.) 


■^ 
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and  description  of  the  said  renewed  patent  and  amended  specifi- 
cations, within  the  county  of  Alleghany."  Hoio  far  MiUinger  had 
accepted  this  deed  was  not  so  plain." 

In  addition  to  the  defense,  as  already  indicated,  from  the  plead- 
ings, Millinger,  the  respondent,  by  his  answer,  averred  and  offered 
to  prove  that  when  the  reassignment  of  10th  January,  1848,  from 
Lippincott  and  himself  to  Bloomer,  was  executed,  Bloomer  agreed 
that  he  would  execute  to  Millinger  *'a  deed  of  assignment  of  the 
right  to  the  said  extension,  so  far  as  regarded  the  three  machines," 
and  *^the  said  deed  of  assignment  from  the  said  Bloomer" — Mill- 
inger's  answer  went  on  to  say — **  was  to  be  executed  by  the  two 
parties,  and  was  to  be  so  worded  as  that  respondent  should  have 
all  the  rights  and  privileges,  and  was  to  stand  precisely  in  the 
position  as  to  the  rights,  enjoyments,  and  privileges,  as  respected 
the  patent  right  to  said  three  machines,  as  if  the  assignment  from 
respondent  and  Lippincott  had  never  been  made,  and  so  as  to  place 
the  respondent  in  the  same  situation  as  he  would  have  stood  under 
the  assignment  of  the  2d  of  June,  1843,  or  by  any  other  agreement 
between  the  parties,  and  to  all  the  benefit  of  any  renewals  to  which 
respondent  would  have  been  entitled  under  the  assignment  of  said 
extension  by  the  Commissioner  of  Patents,  on  the  2d  of  June, 
1843,  or  any  other  agreement  between  the  parties  ; "  that  the  plain- 
tiff, in  fulfillment  of  the  verbal  agreement,  did  execute  a  deed,  left 
it  at  the  place  of  business  of  the  respondent,  and  that  he  refused  to 
accept  or  sign  the  same,  because  it  did  not  carry  out  the  alleged 
agreement. 

Some  parol  evidence  was  taken  on  behalf  of  the  respondent,  to 
substantiate  these  allegations.  But  the  complainant's  general 
right,  and  the  use  of  the  three  machines  by  the  respondent,  Millin- 
ger, after  the  eocpiration  of  the  term  of  extension  granted  by  the 
Commissioner,  was  not  denied. 

The  court  below  dismissed  the  bill ;  and  on  appeal  here  two 
principal  questions — in  substance  these — were  made : 

1.  Whether,  under  the  deeds  of  Juno  23d,  1843,  (Exhibit  A,) 
conveying  to  the  assignor  of  Millinger,  in  such  strict  terms,  a 
right  to  the  extension  of  the  patent  for  but  seven  years,  and  the 
deeds  of  10th  and  13th  April,  1846,  (Exhibit  B,)  by  which  this 
right  was  conveyed,  in  such  like  terms,  to  Millinger — taken  in  con- 
nection with  Bloomer*s  stipulation  of  13th  April,  1846,  and  his 
deed  of  10th  January,  1848,  that  Millinger  should  use  his  three 
machines  during  the  said  term  for  which  the  patent  had  been  ex- 
tended by  the  Commissioner — Millinger  could  use  his  machines 
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after  the  expiration  of  that  term,  and  during  the  new  term  for 
which  an  extension  had  been  granted  by  Congress. 

2.  If  he  could  not  do  so  under  the  deeds  as  set  forth  in  the 
pleadings,  he  could  introduce  parol  evidence  to  show  what  he 
alleged  in  his  answer,  and  offered  to  prove,  as  to  the  license  in- 
tended to  have  been  executed  by  Bloomer  on  the  10th  January, 
1848. 

Messrs,  Seward^  Norlcn,  and  Blatchford,  foi*  the  appellant, 
Bloomer: 

1.  The  intent  with  which  the  agreement  was  made  is  but  a  con- 
vertible term  for  its  legal  operation,  and  that  legal  operation  is  to 
be  affixed  by  law  to  the  language  used  by  the  parties,  irrespective 
of  the  intent  with  which  they  used  such  language.  The  inquiry 
never  arises  upon  the  evidence,  '*  what  did  the  parties  intend  t» 
do?"  if  the  written  aj^reement  which  they  made  is  susceptible  of 
legal  interpretation.  The  conclusion  is  that  they  intended  just 
what  the  law  interpreting  their  agreement  says  that  they  have 
done.  If  this  rule  be  so,  it  excludes  from  the  consideration  of  the 
court  the  parol  evidence  introduced  by  the  respondent,  and  leaves 
for  the  adjudication  of  the  court  the  single  question  of  law,  viz: 
**Has  the  respondent,  under  these  instruments,  either  by  their 
proper  interpretation  or  by  operation  of  general  law,  the  right  to 
continue  to  use,  during  the  extension  of  the  patent  by  Congress,  the 
three  machines  which  he  constructed  and  was  lawiuUy  in  use  of 
during  the  extension  by  the  Commissioners  f  " 

2.  The  fact  that  the  subject  of  the  contract  is  a  right  in  or  an 
interest  under  a  patent  does  not  take  the  case  out  of  the  law  appli- 
cable to  the  law  of  contracts  generally.  The  owner  of  a  patent 
may  make  any  agreement  with  regard  to  it^  enjoyment  that  he 
may  make  in  regard  to  any  other  species  of  property.  It  is  com- 
petent, therefore,  for  the  owner  of  a  patent  right  to  carve  out  of 
his  entire  monopoly  such  fractional  interest  therein,  either  as  to 
absolute  right,  or  as  to  territorial  extent,  or  as  to  duration  of 
right,  as  he  may  see  fit. 

Applying  this  principle,  it  appears  that  the  respondent  never 
acquired,  by  voluntary  grant  from  any  of  the  owners  of  either  the 
original  or  extended  patent,  any  right  to  continue  to  use  the  thing 
patented  during  the  extension  of  the  patent  by  Congress,  If  there 
be  language  which  can  define  the  intent  of  the  grantor  to  be  that 
be  parts  with  a  right  under  his  patent  for  a  specified  number  of 
years  only,  that  language  will  be  found  in  both  of  the  instruments 
under  which  the  respondent  was  rightfully  in  use  of  his  three  ma- 
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chiues  during  the  first  exteasion  of  the  patent.  In  Exhibit  A,  the 
first  instrument  (that  of  2d  June,  1843)  by  the  administrator  to 
William  Lippincott,  the  respondent's  assignor,  the  grant  was  of  a 
''right  and  license  to  construct,  use,  and  vend  to  others  to  con- 
struct and  use,  during  the  said  extension  of  the  aforesaid  patent," 
that  extension  being  the  one  granted  by  the  Commissioners,  and 
which  expired  on  the  27th  of  December,  1849. 

In  the  confirmatory  instrument  to  the  respondent,  of  the  13th 
of  April,  1846,  (known  as  Exhibit  B,)  which  was  intended  to  con- 
vey the  right  under  the  amended  specification  attached  to  the  reis- 
sued patent,  the  language  is,  ''doth  license  and  empower  .... 
for  the  term  of  time  for  which  the  patent  was  extended  by  the  Board 
of  Commissioners  hereinbefore  referred  to,  being  for  the  term  of  seven 
years,  and  no  longer,  from  the  expiration  of  the  original  term  of 
fourteen  years,*' 

Probably  Bloomer  v.  McQuewan,  14  Howard,  550,  decided  by  this 
court,  will  be  relied  on  to  support  an  opposite  view.  But  we  sub- 
mit, first,  that  that  case  is  inapplicable,  and  second,  that  it  is  not, 
under  the  circumstances  of  its  decision,  a  binding  authority. 

I.-  The  act  of  Congress  places  the  case  in  the  position  in  which 
it  would  have  been  had  the  patent  been  originally  granted  for 
twenty-eight  years.  If  it  had  been  so  granted,  what  right  would 
the  respondent  have  acquired  by  virtue  of  Exhibits  A  and  B,  exe- 
cuted respectively  in  1843  and  1846?  Clearly  the  beneficial  enjoy- 
ment of  the  patent  for  the  period  therein  specified,  expiring  on  the 
27th  of  December,  1849,  and  nothing  other  or  beyond.  If  he 
acquired  any  other  or  further  right,  he  must  have  acquired  it  by 
virtue  of  some  general  law,  and  not  by  virtue  of  the  contract,  or 
of  the  act  extending  the  patent.  The  respondent  did  not  know, 
in  1843,  when  the  first  license  was  granted,  that  the  patent  would 
be  extended  by  act  of  Congress,  but  he  knew  that  it  might  be. 
He  did  know,  in  1846,  when  the  second  license  was  executed, 
that  the  patent  had  been  extended ;  and  he  accepted  an  instrument 
oh  that  date,  which  expressed,  by  the  use  of  proper  language,  the 
intention  of  the  grantor  to  terminate  the  right  granted  on  the  27th 
day  of  December,  1849. 

The  respondent  never  occupied,  during  the  first  term  of  the  pat- 
ent, the  position  of  the  defendant  in  Bloomer  v.  McQuewan;  that 
is,  he  was  not  an  "assignee'*  or  "grantee"  during  the  original 
term  of  the  patent,  of  the  right  to  use  the  thing  patented. 

By  the  patent  act  of  1836,  sec.  18,  it  is  provided  that  the  benefit 
of  the  renewal  by  the  Commissioner  shall  extend  "to  assignees  and 
grantees  of  the  right  to  use  the  thing  patented,  to  the  extent  of 
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their  respective  interests  therein."  In  WUeon  v.  Bousseau,  4  How- 
ard, 646,  it  was  the  opinion  of  a  majority  of  this  court  that  without 
this  provision  ''all  rights  of  assignees  or  grantees,  whether  in  a 
share  of  the  patent,  or  to  a  specific  portion  of  the  territory  held 
under  it,  terminate  at  .the  end  of  the  fourteen  years,  and  become 
reinvested  in  the  patentee  by  the  new  grant."  And,  in  construing 
this  very  act  of  1845,  Nelson,  J.,  said  in  one  case,  Gibson  v.  Giffbrdy 
1  Blatchford,529:  ''  If  the  extension  for  the  second  term  had  been 
absolute;  that  is,  if  there  had  been  no  reservation  in  the  general 
act  of  1836  in  favor  of  assignees,  as  there  is  not  in  the  special  act 
of  1845,  the  court  would  not  have  entertained  a  doubt  that  the 
exclusive  right  to  the  invention  during  the  second  term  would 
have  been  vested  in  the  administrator."  So,  also,  in  another 
case,  Gibson  v.  Cook,  2  Blatchford,  144,  where  the  assignments 
were  similar  to  Exhibits  A  and  B,  he  held  that  the  defendant 
had  no  right  to  continue  to  use  the  machines  under  the  extension 
by  act  of  Congress.  This  view  has  been  confirmed  in  other  cir- 
cuits.* 

II.  But  it  is  submitted  that  Bloomer  v.  McQuewan,  should  be  re- 
examined. The  opinion  of  the  court  in  that  case  was  pronounced 
by  the  present  chief  justice,  and  was  concurred  in  by  Justices  Cat- 
ron, Daniel,  and  Grier.  Justices  Nelson  and  McLean  dissented. 
Justices  Wayne  and  Curtis  did  not  sit.  So  that  the  decision  was 
really  that  of  less  than  half  of  the  court,  there  having  been  one 
vacancy  by  the  death  of  Justice  McKinley.  Justice  McLean,  at 
the  close  of  his  dissenting  opinion,  says:  '^Sustained  by  the  au- 
thority of  seven  justices  of  this  court,  and  by  the  argument  of  the 
Supreme  Court  above  cited,  which  I  think  is  unanswerable,  I  shall 
deem  it  to  be  my  duty  to  bring  the  same  question  now  decided, 
when  it  arises  in  my  circuit,  for  the  consideration  and  decision  of 
a  full  bench."  It  cannot  be  presumptuous  to  ask  the  court  to  give 
to  the  question  a  new  investigation,  in  order  that  it  may  be  sub- 
mitted for  the  consideration  and  decision  of  &  full  bench,*' 

The  counsel  then  examined  the  decision  on  principle  and  au- 
thority. 


*In  Bloomer  v.  SiolUy,  5  McLean,  158,  McLean,  J.,  held  that  the  defendant  in  that 
case  acquired  no  right,  under  the  act  of  Congress  extending  Woodworth's  patent,  to 
continue  to  use  the  machine  which  he  had  rightfully  used  during  the  second  term  of 
the  patent.  In  Mason  v.  Talman,  (decided  in  Rhode  Island,  July,  1850,)  Woodbury 
and  Pitman,  JJ.,  followed  the  decision  of  Nelson  and  McLean,  JJ.,  upon  this  point. 
The  point  was  similarly  decided  by  McKinney  and  McCaleb,  JJ.,  in  Bloomer  v.  Vaught, 
(in  Louisiana,  February,  1850.)  by  Ware,  J.,  in  Woodworih  v.  Barber,  (in  Maine,  April, 
1850,)  and  by  Sprague,  J.,  in  Woodworih  v.  OurtU,  (in  Massachusetts,  January,  1850.) 
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Mr.  Ju.stice  Clifford,  after  stating  the  case,  delivered  the  opinion 
of  the  court. 

Counsel  of  the  complainant  concede  that  the  machines  were  con- 
structed and  put  in  operation  by  the  consent  and  license  of  the 
assignees  of  the  patentees,  and  that  the  respondent  had  the  full 
right  to  continue  to  use  and  operate  the  same  throughout  the  entire 
period  of  the  extension  granted  by  the  Commissioner  of  Patents. 
But  they  deny  that  he  had  any  right  to  continue  to  use  or  operate 
them  under  the  second  extension,  which  was  granted  by  the  act  of 
Congress.  All  of  those  machines  were  constructed  and  put  in  op- 
eration before  the  act  of  Congress  was  passed,  and  of  course  under 
an  authority  founded  upon  the  patent  as  it  existed  at  the  time  the 
authority  was  conferred.  Regarding  the  transaction  in  that  point 
of  view,  the  argument  is,  that  the  respondent  could  not  lawfully 
continue  to  use  and  operate  the  machines  under  the  extension 
granted  by  Congress,  inasmuch  as  such  a  use  of  the  invention  was 
not  in  the  contemplation  of  the  parties  when  the  respondent  was 
authorized  to  construct  them  and  put  them  in  operation. 

Two  principal  defenses  were  set  up  by  the  respondent  in  the 
court  below. 

First,  he  insisted  that  inasmuch  as  he  constructed  the  machines 
and  put  them  in  operation  under  the  authority  of  the  patentee  or 
his  assigns,  with  the  right  to  continue  to  use  and  operate  them 
during  the  entire  term  of  the  patent  as  it  was  then  granted,  he 
cannot  now  be  deprived  of  the  right  to  use  the  property  which  he 
was  thus  induced  to  purchase,  and  which  he  in  that  manner  law- 
fully acquired. 

Secondly,  he  insisted  that  the  complainant,  at  the  time  the 
respondent  transferred  to  him  the  right  he  acquired  under  the 
assignment  to  him  of  the  10th  of  April,  1846,  agreed  that  he,  the 
complainant,  would  execute  to  him,  the  respondent,  a  deed  of 
assignment  of  the  right  to  the  extension  in  question,  so  far  as 
respects  the  three  machines  now  in  controversy;  and  he  insisted 
that  parol  proofs  were  admissible  and  sufficient  to  establish  the  fact 
of  such  an  agreement.  On  the  other  hand,  the  complainant  denies 
that  any  such  agreement  was  ever  made,  and  he  also  insists  that 
parol  proofs  are  not  admissible  to  establish  such  a  theory. 

Confessedly,  the  latter  question  is  one  of  difficulty,  under  the 

circumstances,  but  it  is  wholly  unnecessary  to  decide  it  in  this  case, 

as  the  respondent  was  and  is  clearly  entitled  to  jtidgment  upon  the 

other  ground.     He  constructed  his  machines,  or  caused  them  to  be 

constructed,  under  the  authority  of  the  patentee  or  his  assigns,  and 

consequently  must  be  regarded  in  the  same  light  as  a  grantee  or 
4 
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assignee  under  those  who  had  the  legal  control  of  the  patent. 
Builders  of  machines,  under  such  circumstances,  have  the  same 
rights  as  grantees  or  assignees. 

When  the  respondent  had  purchased  the  right  to  construct  the 
machines  and  operate  them  during  the  lifetime  of  the  patent  as 
then  existing,  and  had  actually  constructed  the  machines  under 
such  authority,  and  put  them  in  operation,  he  had  then  acquired 
full  dominion  over  the  property  of  the  machines,  and  an  absolute 
and  unrestricted  right  to  use  and  operate  them  until  they  were 
worn  out. 

Patentees  acquire  the  exclusive  right  to  make  and  use,  and  vend 
to  others  to  be  used,  their  patented  inventions  for  the  period  of 
time  specified  in  the  patent,  but  when  they  have  made  and  vended 
to  others  to  be  used  one  or  more  of  the  things  patented,  to  that 
extent  th^  have  parted  with  their  exclusive  right.  They  are  en- 
titled to  but  one  royalty  for  a  patented  machine,  and  consequently 
when  a  patentee  has  himself  constructed  the  machine  and  sold  it, 
or  authorized  another  to  construct  and  sell  it,  or  to  construct  and 
use  and  operate  it,  and  the  consideration  has  been  paid  to  him  for 
the  right,  he  has  then  to  that  extent  parted  with  his  monopoly, 
and  ceased  to  have  any  interest  whatever  in  the  machine  so  sold  or 
BO  authorized  to  be  constructed  and  operated.  Where  such  cir- 
cumstances appear,  the  owner  of  the  machine,  whether  he  built  it 
or  purchased  it,  if  he  has  also  acquired  the  right  to  use  and  oper- 
ate it  during  the  lifetime  of  the  patent,  may  continue  to  use  it 
until  it  is  worn  out,  in  spite  of  any  and  every  extension  subse- 
quently obtained  by  the  patentee  or  his  assigns. 

Provision  is  made  by  the  eighteenth  section  of  the  act  of  the  4th 
of  July,  1836,  for  the  extension  of  patents  beyond  the  time  of  their 
limitation.  By  the  latter  clause  of  that  section  the  benefit  of  such 
renewal  is  expressly  extended  to  assignees  and  grantees,  of  the 
right  to  use  the  thing  patented,  to  the  extent  of  their  respective 
interests  therein.  5  Stat,  at  Large,  125.  Under  that  provision  it 
has  repeatedly,  been  held  by  this  court  that  a  party  who  had  pur- 
chased and  was  using  a  patented  machine,  during  the  original  term 
for  which  the  patent  was  granted,  had  a  right  to  continue  to  use 
the  same  during  the  extension.  Wilson  v.  Eousseau,  4  Howard, 
646.  Founded  as  that  rule  is  upon  the  distinction  between  the 
grant  of  the  right  to  make  and  vend  the  machine,  and  the  grant 
of  the  right  to  use  it,  the  justice  of  the  case  will  always  be  obvious, 
if  that  distinction  is  kept  in  view  and  the  rule  itself  is  properly  d 

applied. 

Purchasers  of  the  exclusive  privilege  of  making  or  vending  the 
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patented  machine  in  a  specified  place,  hold  a  portion  of  the  fran- 
chise which  the  patent  confers,  and  of  course  the.  interest  which 
they  acquire  terminates  at  the  time  limited  for  its  continuance  by 
the  law  which  created  it,  unless  it  is  expressly  stipulated  to  the 
contrary.  But  the  purchaser  of  the  implement  or  machine,  for  the 
purpose  of  using  it  in  the  ordinary  pursuits  of  life,  stands  on  dif- 
ferent ground.  Such  certainly  were  the  views  of  this  court  in  the 
case  of  Bloomer  v.  McQuewan,  14  Howard,  549^  where  the  whole 
subject  was  very  fully  considered.  Attention  w  drawn  to  the  fact 
that  there  was  considerable  diversity  of  opinion  among  the  judges 
in  disposing  of  that  case,  but  the  circumstance  is  entitled  to  no 
weight  in  this  case,  because  the  court  has  since  unanimously  af- 
firmed the  same  rule.  Chaffee  v.  The  Boston  Belling  Co.,  22  How- 
ard, 223.  In  the  case  last  mentioned  the  court  say,  that  when  the 
patented  machine  rightfully  passes  from  the  patentee  to  the  pur- 
chaser, or  from  any  other  person  by  him  authorized  to  convey  it, 
the  machine  is  no  longer  within  the  limits  of  the  monopoly.  By 
a  valid  sale  and  purchase  the  patented  machine  becomes  the  pri- 
vate individual  property  of  the  purchaser,  and  is  no  longer  spe- 
cially protected  by  the  laws  of  the  United  States,  but  by  the  laws 
of  the  State  in  which  it  is  situated.  Hence  it  is  obvious,  say  the 
court,  that  if  a  person  legally  acquires  a  title  to  that  which  is  the 
subject  of  letters  patent,  he  may  continue  to  use  it  until  it  is  worn 
out,  or  he  may  repair  it  or  improve  upon  it,  as  he  pleases,  in  the 
same  manner  as  if  dealing  with  property  of  any  other  kind.  Web- 
ster's Pat.  Cases,  413,  note^. 

Considering  that  the  question  has  been  several  times  decided  by 
this  court,  we  do  not  think  it  necessary  to  pursue  the  investigation. 
The  decree  of  the  Circuit  Court  is  therefore 

Affirmed  with  costs. 


Turrill  v.  The  Michigan  Southern,  &c..  Railroad  Company. 

(1  Wallace,  491.) 

1.  Patenls  for  inventionB  are  Dot  to  be  treated  as  mere  monopolies,  and  therefore  as 

odious  in  the  law,  but  are  to  receive  a  liberal  construction,  and  under  a  fair  appli- 
cation of  the  rule  that  they  be  construed  ut  res  magis  valeat  quam  ptreai.     Henc*",. 
where  the  "claim"  immediately  follows  the  description,  it  may  be  construed  in 
connection  with  the  explanations  contained  in  the  specification  ;  and  be  restrictH 
accordingly. 

2.  Where  a  plaintiff,  having  a  patent  for  an  improved  machine,  his  "improvement" 

consisting  in  certain  pieces  of  mechanism  described,  having  peculiar  characteris- 
tics described^  the  pieces  of  mechanism  being  combined  by  means  described  so  fts 
to  produce  a  particular  result  described^  an  admission  by  him  that  pieces  of  mech- 
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anism  in  their  general  natare  like  his,  and  used  for  "various  purposes,"  were 
older  than  his  invention,  is  not  an  admission  that  these  machines  were  the  same 
as  his;  and  the  fact  whether  they  were  or  were  not,  is  a  question  for  the  jury,  and 
not  for  the  court. 
3.  The  patent  granted,  September  9th,  1856,  to  Cawood  for  an  ''improvement  in  the 
common  anvil  or  swedge- block,  for  v'le  purpose  of  welding  up  and  re-forming  the 
ends  of  railroad  rails  when  they  have  exfoliated  or  become  shattered  from  unequal 
wear,  occasioned  by  the  inequalities  of  the  road,"  <&c.,  is  a  patent  in  which  special 
devices  are  described  as  combined  and  arrnn^ed  in  a  particular  manner,  and  as 
operating  only  in  a  special  and  peculiar  way  for  a  special  purpose,  and  to  effect  a 
special  result.  It  in  not  a  claim  for  any  kind  of  movable  press-block,  combined 
and  operating  in  any  way  with  any  kind  of  fixed  block  to  accomplish  any  pur- 
pose, or  effect  any  kind  of  result. 

This  was  a  writ  of  error  to  the  Circuit  Court  for  the  District  of 
Michigan.  The  action  was  trespass  on  the  case,  brought  against 
the  Michigan  Southern  and  Northern  Indiana  Railroad  to  recover 
damages  for  the  alleged  infringement  of  a  patent;  the  defense  hav- 
ing been  want  of  originality  in  the  invention. 

The  patent,  which  was  granted  originally  to  one  Cawood,  dated 
September  9th,  1856,  was  for  '*a  new  and  useful  improvement  in  the 
common  anvil  or  swedge-block,  for  the  purpose  of  welding  up  and 
re-forminy  the  ends  of  railroad  rails  lohen  they  have  exfoliated  or 
become  shattered  from  unequal  wear,  occasioned  by  the  inequalities 
of  the  road;  six  inches  or  so  of  the  extreme  end  of  the  rail  being 
frequently  destroyed,  while  the  remainder  is  perfectly  sound." 

The  schedule  ran  as  follows : 

**I  do  hereby  declare  that  the  following  is  a  full,  clear,  and  exact 
description  of  the  construction  and  operation  of  the  same,  reference 
being  had  to  the  annexed  drawings,  making  a  part  in  this  specifi- 
cation and  giving  a  perspective  view  of  the  machine: 


Dec.  1863.]  Turhill  v.  Railroad  Company.  53 


Statement  of  the  case. 


A  representing  the  bed-sill  on  which  the  anvil  is  placed;  B  the 
anvil  or  swedge-block,  of  cast  iron ;  C  C  recesses,  or  dies  across  the 
face,  the  shape  of  the  side  of  the  rail ;  D  solid  block,  making  a  part 
of  anvil,  with  its  side  shaped  to  the  side  of  the  rail,  while  placed 
in  its  natural  position ;  E  a  movable  press-block,  held  down  to 
anvil  by  dovetail  tongues  on  the  anvil  and  grooves  in  the  movable 
press-block,  and  Of)erated  by  two  eccentric  cams,  F,  back  and  forth, 
in  a  longitudinal  direction,  to  press  the  rail  together  while  forming 
its  end,  and  with  sufficient  travel  to  extricate  the  rail  without  al- 
tering its  vertical  position  ;  G  a  rail,  of  the  T  form,  in  its  position 
between  the  press-blocks. 

"I  usually  make  my  improved  anvil  and  swedge-block  of  cast 
iron,  between  four  and  five  ieet  long  and  sixteen  inches  across  the 
face,  with  two  forms  or  recesses  C  C  at  one  end,  right  and  lei't,  of 
a  form  corresponding  with  the  side  of  the  rail.  Close  to  these  is 
cast  a  raised  blo<:k  D,  nearly  as  high  as  the  rail,  and  with  its  far- 
thest edge  also  shaped  to  lit  the  side  of  the  rail  when  it  lays  across 
the  anvil  in  its  natural  position.  Next  this  I  attach  to  the  face  of 
the  anvil,  by  dovetail  tongues  and  grooves,  or  any  other  conven- 
ient manner,  what  I  call  a  movable  press-block  E,  with  a  similar 
but  reverse-shaped  edge,  laying  opposite  the  other,  so  as  to  inclose 
the  rail  between  the  two,  as  in  the  jaws  of  a  vice.  This  block  I 
work  by  two  eccentric  cams  F  on  a  shaft,  which  is  attached  to  the 
anvil  by  two  standards  H  H,  with  bearings  I  I,  either  cast  on  or 
bolted  to  the  edge  of  the  same,  so  that  half  a  turn  of  the  crank 
will  move  the  press- block  over  a  space  a  little  more  than  the  ex- 
treme width  of  the  rail.  The  mode  of  using  this  machine  is 
extremely  simple  and  effective.  A  piece  of  iron  (being  of  a  size 
suitable  to  the  deficiency  of  the  rail)  having  been  prepared  and  put 
in  the  fire,  the  rail  being  suspended  by  its  middle  to  the  level  of 
the  anvil,  is  brought  to  a  welding  heat,  and  then  swung  round 
from  the  fire  in  the  space  between  the  two  blocks,  where  it  is,  by  a 
half  turn  of  the  crank,  pinched  together  by  means  of  the  cams  F ; 
the  welding-piece  is  then  laid  on  the  top  of  the  rail  and  welded  to 
the  rail  in  the  usual  way,  and  leveled  up  and  shaped  by  a  swedge, 
held  by  the  smith,  of  the  form  of  that  section  which  projects  above 
the  blocks,  thus  accomplishing  at  one  heat  what  usually  requires 
three  or  more.  Should  any  imperfections  remain,  which  is  not 
usual  if  the  first  operation  is  properly  gone  through  with,  they 
can  be  removed  by  proper  hand  swedges  after  placing  the  rail  in 
the  recesses  C  C  for  that  purpose.'* 

The  claim  was  thus  : 

'*  I  do  not  claim  the  anvil-block  nor  its  recesses  ;  but  what  I  do 
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claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  is 
the  movable  press-block  E,  bavin g  its  edge  formed  to  the  side  of 
the  rail  G,  in  combination  with  another  block  D,  with  its  edge  of 
a  similar  but  reversed  form,  (the  movable  blocks  to  be  operated  by 
two  cams,  F,  or  in  any  other  convenient  manner,)  for  the  purpose 
of  pressing  beUoeen  them  a  T  or  otherwise  shaped  rail,  thereby 
greatly  facilitating  the  difficult  operation  of  welding  and  renewing 
the  ends  of  such  rails  after  they  have  been  damaged,  in  the  mawier 
herein  described  and  set  forth.** 

Having  put  the  patent  in  evidence,  shown  an  assignment  of  it 
to  the  plaintiflF,  and  otherwise  made  out  a  prima  facie  case,  the 
plaintiff  rested.  The  defendants  then  introduced  models  of  cer- 
tain machines^  for  the  purpose  of  showing  that  the  invention  was 
not  original.  The  models  thus  introduced  were  of  the  following 
machines:  1st.  Of  an  angle-iron  machine.  2d.  Of  an  anchor  ma- 
chine. 3d.  Of  a  bayonet  machine.  4th.  Of  a  machine  patented 
in  England  to  one  Church. 

On  most  or  all  of  these,  movable  and  fixed  blocks  were  vsed ;  but 
it  remained  a  question,  to  be  solved  by  inspection,  whether  the 
fo7'ni8  of  these  blocks  and  the  inamver  in  which  they  were  com- 
bined, and  the  means  by  which  they  were  moved  and  held,  were 
or  were  not  adapted  to  the  welding  up  and  re-forming  the  ends  of 
railroad  rails  when  exfoliated  or  shattered  from  unequal  wear. 
The  plaintiif,  however,  admitted^  his  admission  being,  according 
to  the  bill  of  exceptions  taken  and  sealed  in  the  case,  exactly  in 
these  words,  ^^ihat  movable  press-blocks,  in  combination  with  faces 
of  varioits  shapes,  and  used  for  variotis  purposes,  were  older  than 
the  alleged  invention  of  Cawood,  the  j>atentee.'' 

The  evidence  being  closed,  the  plaintiff  requested  the  court  to 
charge  the  jury  **  that  the  invention  patented  consisted  of  the 
movable  press-block  and  the  block  D,  in  combination  with  the 
anvil  or  swedge-block  B,  described  in  said  specification,'*  This 
instruction  the  court  refused,  and  charged  essentially  as  follows : 

'*  In  the  view  which  the  court  takes  of  the  case,  tliere  will  be  no 
question  of  J  ax- 1  for  you  to  decide.  According  to  the  construction 
which  the  court  has  heretofore  given  to  the  patent,  and  which  it 
now  repeats,  the  patentee  claims  as  his  invention  the  movable 
press-block  E,  having  its  edge  formed  to  the  side  of  the  rail  G,  in 
combination  with  another  block,  D,  the  movable  blocks  to  be  op- 
erated by  two  cams,  or  in  any  other  convenient  manner.  The 
specification  shows  that  the  block  D  is  fixed  and  to  be  a  part  of 
the  anvil  or  swedge-block,  in  combination  with  which,  as  well  as 
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with  the  fixed  block,  the  movable  block  is  to  be  used.  Movable 
press-blocks  in  aiush  combinations,  with  faces  of  various  shapes, 
and  used  for  various  purposes,  it  is  clearly  proved  and  frankly 
admitted,  are  greatly  older  than  the  alleged  invention  of  tho 
patentee.  The  models  exhibited  in  evidence  of  the  *  angle-iron 
machine,'  the  'anchor  machine,'  the  *  bayonet  machine,'  and  those 
made  from  the  descriptions  contained  in  the  English  patent  of 
Church,  are  only  some  of  the  examples  of  their  use  and  applica- 
tion. The  patentee  therefore  claims  that  of  which  he  is  not  the 
inventor.  This  fact  is  fatal  to  the  patent,  and  entitles  the  defend- 
ant, as  matter  of  law,  to  your  verdict. 

If  it  be  said  that  the  claim  is  for  the  shape  of  the  faces  of  the 
blocks,  and  the  uses  to  which  they  are  to  be  applied,  the  answers 
are: 

"1st.  A  mere  change  of  form  is  not  a  patentable  subject. 

"2d.  The  use  of  a  machine  or  invention  for  a  new  purpose  is 
also  not  patentable. 

"3d.  It  was  the  duty  of  the  patentee  to  describe  clearly  what  he 
claims  as  his  invention,  so  that  it  might  be  distinguished  without 
doubt  or  difficult}^  from  everything  else  to  be  used  in  connection 
with  it.  This  has  not  been  done.  IF  the  limited  construction 
here  under  consideration  be  deemed  the  correct  one,  still  this  ob- 
jection would  be  fatal,  and  your  verdict  the  same.  We  are,  how- 
ever, satisfied  that  the  true  construction  is  the  more  comprehensive 
one,  and  that  patentee  claims  the  movable  block  in  combination 
with  the  fixed  one,  and  that  the  shape  and  proportions  of  the 
cheeks  are  only  incidents  and  matters  of  detail." 

The  plaintiff  took  exceptions  to  the  following  among  other  parts 
of  the  charge: 

First.  To  so  much  as  stated  that  "the  movable  press-blocks  in 
such  combination,  with  faces  of  various  shapes,  and  used  for  vari- 
ous purposes,  being  greatly  older  than  the  alleged  invention  of  the 
patentee,  was  fatal  to  the  patent,  and  entitled  the  defendant,  as  a 
matter  of  law,  to  the  verdict  of  the  jury." 

Second.  To  so  much  as  stated  that,  "in  the  view  which  the 
court  takes  of  the  case,  there  would  be  no  question  of  fact  for  the 
jury  to  decide." 

The  chief  question,  therefore,  in  error,  was,  whether  the  court 
had  or  had  not  decided  a  question  of  fact;  and  so  withdrawn  the 
case  improperly  from  the  jury;  and  this  chief  question  involved, 
as  a  previous  one,  the  question  whether  the  court  had  or  had  not 
rightly  construed  the  patent. 
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Mr,  B,  li.  Curtis,  for  the  plaintiff  in  error: 

1.  As  to  the  coTistruction  of  the  patent.  The  claim  is  not  one  of 
any  kind  of  movable  press-block,  combined  and  operating  in  any 
way,  with  any  kind  of  fixed  block,  to  accomplish  any  purpose. 
But  it  is  a  claim  of  such  a  movable  press-block  as  is  described,  and 
such  a  movable  fixed  block  as  is  described,  arranged  as  described, 
and  combined  and  operating  in  the  particular  way  described,  for 
the  purpose  of  effecting  the  particular  result  indicated. 

The  patentee  declares  the  sole  purpose  of  the  invention  to  be, 
''welding  up  and  re-forming  the  ends  of  railroad  rails,  when 
they  have  become  exfoliated  or  shattered;"  and  in  describing  the 
manner  of  constructing  and  using  the  machine,  he  shows  it  to  be 
designed  for  that  .purpose,  and  for  that  purpose  only.  At  the  con- 
clusion of  the  claim  he  again  declares  the  object  of  the  machine  to 
be  "the  difficult  operation  of  welding  and  renewing  the  ends  of 
such  rails"  (i.  e.,  railroad  rails)  ''after  they  have  been  damaged." 

So  far  as  respects  the  result  to  be  efiected,  it  is  clearly  shown  to 
be,  that  single,  special,  and  peculiar  result  of  so  placing  and  hold- 
ing railroad  rails,  as  greatly  to  facilitate  the  operation  of  renewing 
the  ends  of  such  rails  by  welding. 

It  is  equally  clear,  that  what  the  patentee  intended  to  include  in 
his  claim  was  not  any  press-block  or  any  fixed  block,  but  the  press- 
block  and  the  fixed  block  which  he  has  described. 

I.  Because  the  patentee,  at  the  beginning  of  his  specification, 
after  stating  that  he  has  invented  a  new  and  useful  improvement, 
says:  "And  I  do  hereby  declare  that  the  following  is  a  full,  clear, 
and  exact  description  of  the  construction  and  operation  of  the  same.** 
When  he  comes  to  make  his  claim,  it  is  but  just  to  the  patentee 
to  believe  that  he  does  not  intend  to  claim  as  his  own  anything 
which  is  entirely  outside  of  what  he  has  described  as  his  invention. 

II.  Because  the  language  of  the  claim  itself  is  not  extended  to 
any  movable  or  any  press-block,  but  is  clearly  limited  to  "^Ae 
movable  press-block  E"  "and  the  block  D" — thus  identifying  the 
two  elements  of  the  combination  as  being  such  a  press-block  and 
such  a  raised  fixed  block  as  he  had  previously  described,  and  had 
shown  on  the  drawings  by  the  designation  of  those  letters. 

Nor  is  the  mode  of  arranging,  combining,  and  operating  these 
elements,  which  was  intended  to  be  claimed,  left  in  any  doubt. 
The  patentee,  in  the  specification,  declares  "that  the  following  is  a 
full,  clear,  and  exact  description  of  the  construction  and  operation 
of  the  same."  He  gives  also  a  clear  description  of  his  particular 
mode  of  arranging,  combining,  and  operating  the  movable  and  the 
fixed  block.     And  when  he  arrives  at  the  claim,  after  saying  he 
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claimn  the  movable  block,  in  combination  with  the  fixed  block,  he 
adds,  *  *  in  the  manner  herein  described  and  set  forth,  * '  Specifications 
are  entitled  to  a  liberal  construction,  (  Winans  v.  Denmead,  15  How- 
ard,' 341,  and  cases  there  cited,)  though  there  is  no  necessity  for 
8<pecial  liberality  here. 

Then  the  blocks  E  and  D,  and  the  described  mode  of  arranging, 
combining,  and  operating  them,  have  peculiar  characteristics.  The 
specification  says  of  block  D  that  it  is  a  ''solid  block,  making  a  part 
of  the  anvil,  with  its  side  shaped  to  the  side  of  the  rail,  while  placed 
in  its  natural  position."  And  again,  ^^ close  to  tliese  {i,  e.,  close  to 
the  recesses  C  C  in  the  '  improved  anvil')  is  cast  a  raised  block  D, 
nearly  as  high  as  the  rail,  and  loith  its  farthest  edge  also  shaped  to  Jit 
the  side  of  the  rail,  when  it  lays  across  the  anvil  in  its  natural  posi- 
tion." It  thus  appears  that  this  block  D  is  a  solid  projecting  part 
of  the  ''improved  anvil;"  it  is  cast  with  it;  as  the  specification 
declares,  it  is  *^a  solid  block,  making  a  part  of  the  anvil."  Its 
outer  face  is  shaped  to  correspond  with  one  side  of  the  rail  when 
laid  upon  the  anvil ;  and  its  office  is,  not  merely  to  resist  the  pres- 
sure exerted  on  the  rail  by  the  movable  block,  but  to  resist  the  force 
exerted  upon  the  rail  by  the  hammer  in  welding,  and  thus  preserve  the 
shape  of  the  rail.  Three  characteristics  are  here  set  forth,  and  each 
is  essential  to  enable  the  block  D  to  perform  its  appropriate  func- 
tions in  the  combination. 

The  specification  describes  block  E  as  a  movable  press-block,  held 
down  to  the  anvil  by  dovetail  tongues  on  the  anvil,  and  grooves  on 
the  movable  press-block.  Again,  "  Next  this  (i,  e.,  next  the  block 
D)  I  attach  to  the  face  of  the  anvil,  by  dovetail  tongues  and  grooves, 
or  in  any  other  convenient  manner,  what  I  call  a  movable  press- 
block  E,  with  a  similar  but  reverse-shaped  edge,  lying  opposite  the 
other,  so  as  to  inclose  the  rail  between  the  two,  as  in  the  jaws  of  a 
vice."  Here,  too,  are  three  characteristics,  and  each  is  also  essen- 
tial to  enable  the  block  E  to  enter  usefully  into  the  improved  com- 
bination. 

Then  as  respects  the  described  mode  of  combining  and  working 
the  blocks  D  and  E.  The  specification  declares  that  the  block  D  is 
cast  on  and  makes  part  of  the  anvil ;  and  that  the  block  E  is  held 
down  to  the  anvil  by  dovetailed  grooves  and  tongues.  The  two 
blocks  are  thus  kept  in  certain  relations  to  each  other  by  and 
through  the  anvil,  which  thus  forms  one  of  the  essential  means 
of  combining  and  operating  them.  They  are  connected  with  the 
anvil ;  and  through  that  connection  they  are  enabled  to  operate  in 
combination,  each  performing  its  appropriate  function,  in  harmony 
with  the  other,  and  their  combined  operation  produces  the  specific 


58  TiTRRiLL  V,  Railroad  Company.  [Sup.  Ct. 

Argameut  for  the  plaintiff  in  error. 

desired  result  of  holding  and  so  supporting  the  rail  on  the  anvil 
that  it  can  be  welded  without  destroying  its  peculiar  form. 

But,  first,  the  block  E  must  be  moved  on  the  anvil ;  and  these 
means  of  motion  must  be  such  that  the  entire  face  of  the  block  E  shall 
be  kept  parallel  with  the  entire  opposite  face  of  the  block  D,  so  as  to 
exert  the  same  pressure  on  every  part  of  both  faces  of  the  rail ;  and, 
second,  the  means  of  movement  must  be  such  that  when  the  block 
E  has  been  advanced  to  its  forward  position,  so  as  to  grasp  the  rail 
and  press  it  against  the  block  D,  the  machinery  shall  hold  E  rigidly  in 
position^  not  allowing  it  to  be  forced  at  all  out  of  its  position,  other- 
wise the  heavy  blows  necessary  to  weld  the  iron  would  destroy  the 
shape  of  the  rail.  And  a  third  result  is  to  produce  the  desired 
backward  and  forward  movements  and  this  rigidity,  by  simple  and 
sufficient  means,  readily  worked,  either  by  hand  or  power. 

All  these  necessities  are  met  by  means  of  the  tongues  and  grooves 
and  the  two  eccentric  cams,  whicli  cams,  by  a  half  revolution  of  a 
crank,  advance  the  entire  face  of  the  block  E  parallel  to  the  oppo- 
site face  of  the  block  D,  until  the  rail  is  grasped,  thus  exerting 
the  same  pressure  on  every  part  of  both  faces  of  the  rail,  holding 
E  rigidly  in  that  position  by  the  strength  of  the  machine,  so  as 
perfectly  to  support  every  part  of  the  rail  against  the  force  of  the 
welding  hammer,  and  by  reversing  the  crank  half  a  revolution, 
relieving  the  rail  and  placing  the  blocks  E  and  D  in  position  to 
receive  another  rail  on  the  anvil. 

What  is  the  thing  patented?  The  thing  patented  is  described 
by  its  title  to  be  *'  a  new  and  useful  improvement  in  the  common 
anvil  or  swedge- block,  for  the  purpose  of  welding  up  and  reforming 
the  ends  of  railroad  rails  when  they  have  exfoliated  or  have  become 
shattered,"  &c.  By  the  description  which  the  patentee  declares 
describes  ^^  his  improvemenf.,*'  it  appears  to  be  an  improved  anvil; 
one  of  the  parts  of  which  is  the  block  D,  having  the  characteris- 
tics before  described  ;  another  part  of  which  is  the  block  E,  having 
the  characteristics  before  described  ;  and  these  two  parts  are  com- 
bined and  operated  in  the  manner  described  to  produce  the  effects 
indicated. 

The  result  of  the  whole  is,  that  the  patentee  claims  to  have  taken 
the  common  anvil  or  swedge-block,  and  to  have  improved  it  by  his 
new  combination ;  and  that  the  combination  consists  in  this,  viz : 
That  he  has  raised  on  the  anvil  a  block,  D,  making  a  part  of  the 
anvil,  having  a  face  upon  it  suited  to  receive  the  side  of  the  rail, 
and  press  equally  on  it,  so  as  not  only  to  grasp,  but  support  every 
part  of  that  face  of  the  rail  under  the  blows  of  the  welding  ham- 
mer ;  that  he  hius  combined  with  this  projecting  block  D,  which  is 
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part  of  the  anvil,  another  block,  E,  which  is  at  the  same  time  at- 
tached to  the  anvil  and  is  movable  thereon ;  that  this  block  E  is  so 
attached  to  the  anvil  as  to  be  effectually  a  part  of  it  when  the  anvil 
is  %^ed  €LS  an  anvil,  to  resist  the  welding  blows  of  the  hammer ,  and  to 
be  movable  when  the  objects  to  be  accomplished  require  it  to  be  moved; 
that  while  this  block  E  is  thus  an  effectual  part  of  the  anvil,  it  is 
also  an  effectual  and  sufficient  support  of  the  rail  while  undergo- 
ing the  welding  blows  of  the  hammer ;  and  in  combination  with 
the  block  D,  not  only  grasps  the  rail  and  holds  it  on  the  anvil, 
but  supports  every  part  of  the  two  faces  of  the  rail,  and  keeps  them 
from  being  forced  out  of  shape  by  the  blows  upon  the  upper  surface 
of  the  rail  in  welding  its  parts. 

2.  It  is  obvious  that  to  compare  any  prior  machine  with  this 
machine,  it  is  necessary  to  see  if  any  prior  machine  was  adapted 
to  accomplish  the  same,  or  an  analogous  result,  by  substantially 
the  same  means.  Perhaps  this  is  not  the  strictest  possible  abstract 
statement  of  the  true  inquiry.  This  is  a  patent  for  means,  and 
viewed  abstractly,  the  sole  inquiry  is,  whether  the  patented  means 
are  substantially  the  same  as  previously  existing  means.  But  the 
application  of  the  patent  law  rarely  admits  of  such  abstraction  of 
means  from  ends.  A  new  use  of  an  existing  machine  is  not  pat- 
entable. A  modification  of  an  existing  machine,  whereby  it  is 
rendered  capable  of  a  new  use,  is  patentable.  One  of  these  proposi- 
tions is  just  as  true  as  the  other.  Neither  proposition  can  be  safely 
applied,  without  careful  regard  to  the  facts  of  the  case  it  is  to  gov- 
ern. And,  without  going  upon  debatable  ground,  it  is  safe  to 
assert,  that  if  there  was  no  prior  machine  which  could  accomplish 
the  same,  or  an  analogous  result,  by  the  use  of  substantially  the  same 
means,  the  machine  is  new,  under  our  patent  law.  The  practical 
results  of  inventions  afford  the  reasons  for  the  patent  laws.  They 
are  designed  to  encourage  progress  in  the  useful  arts  ;  and  therefore 
to  disregard  the  practical  results  attained  by  a  patentee  would  be 
to  lose  sight  of  the  final  cause  of  the  system.  And  it  is  also  true, 
and  the  more  one  is  conversant  with  this  peculiar  subject  the  more 
impressed  he  will  be  with  the  truth,  that  means  and  ends  are  in- 
separably connected,  and  that  it  is  not  one  of  the  cases  ordinarily 
arising  under  the  patent  law  that  a  new  and  highly  useful  end  has 
been  attained  by  the  applicaHon  of  means  already  well  known  and 
before  applied  to  an  analogous  end.  It  is  a  possible  case;  and 
therefore  I  stand  on  this  proposition,  that  if  there  was  no  machine, 
prior  to  that  of  the  patentee,  which  could  accomplish  the  same  useful 
'purpose,  or  one  substantially  analogous  to  it,  by  the  use  of  sybstan- 
tially  the  same  means,  then  his  patent  is  valid.     Now,  in  looking  at 
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the  rulings  excepted  to,  two  well-settled  rules  are  to  be  kept  iu 
mind: 

I.  The  question  whether  any  machine,  proved,  or  admitted  to 
have  existed  before  the  patentee's  invention,  was  substantially  the 
same  as  the  thing  patented,  was  a  question  of  fact  for  the  jury. 

II.  The  patent  is  prima  facie  valid,  and  the  burden  of  proof  is 
on  the  defendant.  Consequently  the  defendant  was  required  by 
law  to  satisfy  the  jury,  not  only  that  the  machine  he  relies  on  did 
exist  before  the  patentee's  invention,  but  that  some  one  of  them 
could  accomplish  the  same  useful  purpose,  or  one  substantially 
analogous  to  it,  by  the  use  of  substantially  the  same  eleraeuts,  com- 
bined and  arranged  in  substantially  the  same  manner  as  he  de- 
scribed and  claimed  in  his  specification. 

As  to  the  admission  of  the  plaintiff.  Upon  such  an  admission  as 
was  made,  the  patent  cannot  be  tleclared  void,  as  a  conclusion  of 
law,  unless  it  is  a  conclusion  of  law  that  after  movable  press-blocks, 
in  combination  with  faces  of  various  shapes,  had  been  used  for  vari- 
ous purposes,  there  was  no  field  of  invention  left  unoccupied;  or  if 
any  such  field  was  left,  that  the  daim  of  the  patentee  is  not  within 
that  field. 

Now  the  first  of  these  is  manifestly  not  a  conclusion  of  law. 
The  law  cannot  determine  it  to  be  impossible  to  make  a  new  com- 
bination to  produce  a  new  and  useful  effect  because  the  principal 
elements  have  already  been  combined,  A  patent  for  a  combina- 
tion is  for  an  entirety,  formed  out  of  the  described  elements,  com- 
bined and  arranged  by  the  described  means  and  operating  in  the 
described  manner,  to  produce  the  described  effect.  Though  all  the 
elements  had  previously  beeii  combined  in  som^  way,  to  produce 
some  effect,  yet  if  the  patentee  modified  one  or  more  of  the  ele- 
ments, to  suit  his  new  design,  and  combined  the  elements  by  dif- 
ferent means,  and  so  as  to  operate  in  a  different  way,  to  produce  a 
new  and  useful  result,  it  is  a  new  combination,  and  the  subject 
of  a  patent. 

It  is  manifestly  possible  there  was  a  field  of  invention  which 
could  be  occupied  by  a  combination  of  the  same  elements  used 
here,  provided  the  patentee  should  modify  those  elements  to  adapt 
them  to  his  new  use,  and  should  combine  and  operate  them  in  a 
different  way,  so  as  to  produce  a  new  and  useful  result;  and  it 
must  be  a  question  of  fact  and  not  of  law  whether  he  has  so  done. 
If  he  has,  he  has  made  a  patentable  invention;  and  as  a  patent 
has  been  granted  to  him,  after  examination  by  the  proper  public 
officers,  it  is  presumed  he  has  made  an  invention,  until  the  con- 
trary is  shown.     Notwithstanding  the  admission,  as  there  was  a 
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field  of  invention  left,  he  is  presumed  to  have  occupied  that  field, 
unless  upon  the  fair  construction  of  his  claim  it  appears  he  has 
passed  out  of  that  fields  and  included  something  which,  by  his  ad- 
mission, appears  to  be  eld.  But  it  has  already  been  shown  that 
this  claim  cannot  be  so  construed. 

As  to  the  models  introduced  by  the  defendant.  Though  on  several 
of  them  movable  and  fixed  blocks  were  used,  we  assert  that  on  in- 
spection it  is  obvious  that  the  forms  of  those  blocks,  the  manner 
in  which  they  were  combined,  and  the  means  by  which  they  were 
moved  and  held,  were  not  adapted  to  the  new  design  of  the  pat- 
entee. But  if  all  this  should  be  denied,  still  it  is  a  question  of  fact 
whether  he  has  done  this.  How  is  the  court  to  say,  as  matter  of 
lata,  that  a  machine  for  holding  and  supporting  rails,  under  a 
welding  hammer,  is  substantially  the  same  as  a  machine  for  mak- 
ing bayonets,  or  angle-irons,  or  anchors?  The  patent  raises  a 
presumption  that  they  are  not  the  same,  and  without  the  aid  of 
the  jury,  how  has  this  presumption  been  overcome?  Yet,  upon 
the  introduction  of  these  models,  and  upon  the  admission  of  the 
plaintiff,  as  given  in  the  reporter's  statement,  the  court  did  in- 
struct the  jury,  as  matter  of  lata,  that  the  patent  taas  void.  The 
instruction  took  the  entire  case  from  the  jury,  and  no  further  in- 
struction could  be  given  to  them,  except  the  direction,  which  was 
given,  that  the  defendant,  as  matter  of  law,  was  entitled  to  their 
verdict. 

This  instruction  excepted  to  raises  the  question  whether  upon  the 
introduction  by  the  defendants  of  the  models  mentioned  in  the  bill 
of  exceptions,  and  the  admission  therein  statffed  to  be  made  by  the 
plaintifi*,  it  was  a  conclusion  of  law  that  the  thing  patented  was 
substantially  the  same  as  was  exhibited  in  either  of  the  said  mod- 
els, or  as  was  embraced  in  that  admission;  or  whether  there  was 
still  matter  of  fact  to  be  passed  on  by  the  jury.  If  the  claim  is 
construed  to  be  for  sttch  a  press-block  as  is  described,  and  s^ich  a 
fixed  block  as  is  described,  combined,  and  arranged  in  the  manner 
described,  to  produce  the  eflect  described,  no  amount  of  evidence 
concerning  the  existence  of  prior  machines  could  remove  from  the 
jury  the  question  whether  either  of  these  machines  included  this 
thing  claimed  by  the  patentee.  This  is  a  distinct  and  substantive 
question,  which  could  arise  only  after  the  prior  existence  of  the 
other  machines  had  been  shown  to  and  passed  on  by  the  jury. 

Now  upon  this  distinct  and  substantive  question,  as  there  does 
not  appear  to  have  been  any  evidence  of  experts,  it  was  for  the 
jury,  upon  an  examination  and  comparison  of  the  prior  machines, 
to  find  v/hether  either  of  them  embraced  the  particular  combina- 
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tioDS  described  and  claimed  by  the  patentee;  and  upon  this  ques- 
tion the  burden  of  proof  was  upon  the  defendant. 

The  admission  of  the  plainti^  *'that  movable  press-blocks,  in 
combination  with  faces  of  various  shapes  and  used  for  various  pur- 
poses, were  older  than  the  alleged  invention,"  dispensed,  indeed, 
with  the  production  of  evidence  of  the  prior  existence  of  those 
machines ;  but  the  question  of  fact  still  remained,  whether  eitlier  of 
them  included  the  particular  combination  described  and  claimed  by 
the  patentee.  It  is  true  that  if  he  had  claimed  a  machine  not  dis- 
tinguishable from  any  other  having  a  press-block,  in  combination 
with  a  face  of  some  shape,  and  used  for  some  purpose,  then  his 
admission  would  have, conclusively  proved,  not  only  the  prior  ex- 
istence of  such  machines,  but  their  identity  with  the  thing  claimed; 
and,  therefore,  though  it  is  not  very  clearly  expressed  in  any  part 
of  the  bill  of  exceptions,  it  would  seeiu  that  the  court  did  give  this 
broad  construction  to  the  claim — holding  it  in  effect  to  be  a  claim 
of  a  movable  and  a  fixed  block,  without  regard  to  any  modification 
made  by  the  patentee  of  those  elements  to  fit  them  for  his  special 
use,  and  without  regard  to  the  particular  manner  in  which  the 
patentee  had  combined  them  so  as  from  the  whole  to  produce  a 
new  result,  and  without  regard  to  the  degree  of  utility  of  that  re- 
sult.   But  it  has  been  shown  that  this  is  not  the  true  construction. 

The  rule  laid  down  by  the  court,  that  **it  was  the  duty  of  the 
patentee  to  describe  clearly  what  he  claims  as  his  invention,  so 
that  it  might  be  distinguished  without  doubt  or  difffrculty  from 
everything  else,"  seems  hardly  consistent  with  that  liberality  in 
the  construction  of  ctaims,  which  has  been  often  announced  by  this 
court,  as  due  to  the  nature  of  the  subject,  and  just  to  inventors, 
and  which  has  been  so  constantly  applied  by  the  Circuit  Courts  in 
administering  the  patent  laws.  Corning  v.  Burden,  15  Howard, 
269;  Winansv.  Denmead,  15  Id.,  341,  and  cases  there  cited.  It 
is  a  rule  which  would  destroy  a  very  considerable  proportion  of 
meritorious  patents.  But  still  it  might  be  applied  to  this  specifi- 
cation and  leave  it  valid.  For,  when  it  is  borne  in  mind  that  each 
of  the  blocks  is  carefully  described,  both  in  words  and  by  refer- 
ences to  the  drawings;  that  the  manner  of  combining  and  operat- 
ing them  is  also  carefully  and  distinctly  shown;  that  the  new  and 
useful  result  is  also  clearly  described,  and  that  the  manner  in 
which  each  part  operates  in  the  production  of  that  result  is  pointed 
out  and  exhibited,  and  that  the  claim  is  for  '*the  press-block  E, 
having  its  edge  formed  to  the  side  of  tlie  rail  Gr,  in  combination 
with  another  block  D,  with  its  edge  of  a  similar  but  reversed  form, 
(the  movable  blocks  to  be  operated  by  two  cams,  or  in  any  other 
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convenieat  manner,)  for  the  purpose  of  pressing  between  them  a  T 
or  otherwise  shaped  rail,  thereby  greatly  facilitating  the  difficult 
operation  of  welding  and  renewing  the  ends  of  such  rails,  after 
they  have  been  damaged,  in  the  manner  herein  described  and  set 
forth;"  it  would  be  doing  violence  to  the  clearly-expressed  inten- 
tion of  the  patentee  to  hold  that  he  has  made  a  broad  claim  of 
press-blocks^  and  faces  however  formed,  combined  in  any  way,  for 
any  use. 

Mr,  Keller ^  contra: 

1.  The  construction  of  the  claim  given  by  the  court  below  is  the 
true  construction  of  the  patent.  The  prayer  to  charge,  when  taken 
in  connection  with  the  charge,  leaves  no  doubt  as  to  the  construc- 
tion which  was  given  to  the  claim  of  the  patent  by  the  court  below. 
The  court  was  requested  to  charge  that ''the  invention  patented 
consisted  of  the  movable  press-block,  and  the  block  D,  in  combina- 
tion with  the  anvil  or  swedge-block  B,  described  in  said  specifica- 
tion." The  court  refused  so  to  charge,  but  did  charge  that  the 
patentee  claimed  as  his  invention  the  combination  of  the  fixed  with 
the  movable  block  or  jaw,  operated  by  two  cams,  or  in  any  other 
convenient  manner.  And  although  the  court,  in  the  charge,  did 
say  that  the  specification  shows  that  the  stationary  block  or  jaw  is 
to  be  a  part  of  the  anvil  or  swedge-block,  and  to  be  used  in  that 
combination,  nevertheless  it  is  clear  that  the  court  refused  to  con- 
sider the  anvil  as  one  of  the  elements  of  the  combination  claimed 
by  the  patentee.  The  court  below  also  clearly  excludes,  from  the 
invention  claimed,  the  shape  and  proportions  of  the  jaws,  holding 
that  these  were  merely  incidental  to  the  use  to  which  the  machine 
was  applied. 

Now  this  construction  is  the  true  construction,  because: 

I.  The  Patent  Act  of  1836,  §  6,  requires  the  patentee  to  give  not 
only  a  full,  clear,  and  exact  description  of  the  manner  of  making, 
constructing,  and  using  his  invention,  but  that  he  shall  also  ''par- 
ticularly specify  and  point  out  the  part,  improvement,  or  combina- 
tion which  he  claims  as  his  invention. 

This  provision  is  based  on  the  presumption  that  in  giving  a  full, 
clear,  and  exact  description  of  the  manner  of  making  and  con- 
structing a  machine,  the  applicant,  unavoidably,  will  be  required 
to  describe  many  things  well  known  in  the  arts  prior  to  his  inven- 
tion ;  hence  the  necessity  for  the  other  provision  of  the  same  sec- 
tion, which  requires  that  out  of  all  which  he  has  thus  described  he 
shall  specify  and  point  out  the  part,  improvement,  or  combination 
which  he  claims  as  his  invention.     In  view  of  this  provision  the 
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court  could  not  include  in  the  claim  of  a  combination  anv  element' 
not  named  in  the  claim,  however  clearly  such  part  may  be  pre- 
sented in  that  portion  of  the  specification  which  describes  the  man- 
ner of  making,  constructing,  and  using  the  machine. 

II.  The  elements,  which  constitute  the  combination  claimed  by 
the  patentee,  are  not  only  in  terms  the  movable  press-block,  with 
its  edge  formed  to  the  side  of  the  rail,  and  the  stationary  block, 
with  its  edge  of  a  similar  but  reversed  form;  but  the  better  to  ex- 
clude all  other  things  from  the  combination  intended  to  be  claimed, 
the  patentee  has  stated  that  the  things  so  claimed,  in  combination 
are  **for  the  purpose  of  pressing  between  them  a  T  or  otherwise- 
shaped  rail."  And  although  the  machine,  as  an  entirety,  is  stated 
to  be  for  the  general  purpose  of  welding  up  and  re-forming  the 
ends  of  railroad  rails,  such  general  purpose  will  not  justify  the  in- 
troduction of  the  anvil  as  one  of  the  elements  in  the  combination 
claimed,  in  the  absence  of  all  mention  of  the  anvil  in  the  claim, 
because  the  purpose  specified  in  the  claim,  and  the  office  assigned 
to  the  combination  claimed,  is  that  of  pressing  or  griping  the  rail, 
and  the  anvil  performs  no  office — subserves  no  duty — in  pressing 
the  rail,  and  it  is  the  duty  specified  in  the  claim,  and  not  the  use 
for  which  the  entire  machine  is  designed,  which  is  to  control  in  the 
construction  of  the  claim. 

III.  That  the  patentee  did  not  intend  to  include  the  anvil  as  one 
of  the  elements  of  the  combination  claimed,  appears  in  the  fact 
that,  in  the  descriptive  part  of  the  specification,  he  designates  the 
several  parts  by  letters  of  reference  to  the  drawings — the  anvil  by 
the  letter  B,  the  stationary  press-block  by  the  letter  D,  and  the 
movable  press-block  by  the  letter  E — and  that  in  specifying  the 
combination  which  he  claims  as  his  invention,  he  designates  the 
parts  by  the  same  letters,  and  the  letter  B  does  not  appear  in  the 
claim. 

IV.  As  the  movable  and  the  stationary  press-blocks  are  specified 
in  the  claim  in  terms  indicated  by  letters  of  reference,  and  per- 
form the  whole  duty  for  which  the  combination  is  claimed,  and  as 
the  anvil  is  not  specified  in  terras  in  the  claim,  nor  indicated  by 
letter  of  reference,  and  can  perform  no  duty  in  the  purpose  for 
which  the  combination  is  claimed,  by  no  rule  of  construction  can 
the  anvil  be  introduced  as  one  of  the  elements  of  the  combination 
claimed. 

V.  The  anvil  or  swedge-block,  described  and  represented  in  the 
patent,  could  not  be  claimed  in  combination  with  the  press-blocks, 
because  it  has  no  mechanical  relation  to,  or  dependence  upon  them. 
The  anvil  or  swedge-block  is  indicated  in  the  drawings  by  the 
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letter  B.  It  has  recesses  or  dies  formed  in  its  upper  face,  in  shape 
the  reverse  of  the  sides  of  the  rail,  so  that  when  a  rail  is  out  of 
shape  it  can  bo  laid  in  cither  of  these  recesses  or  dies,  and  ham- 
mered into  shape.  Now,  in  the  specification,  after  describing  the 
manner  in  which  the  ends  of  a  rail  arc  to  be  re-formed  when  griped 
between  the  stationary  and  the  movable  press-blocks,  the  patentee 
says:  ** Should  any  imperfections  remain,  which  is  not  usual  if  the 
first  operation  is  properly  gone  through  with,  they  "  (the  imper- 
fections) "can  be  removed  by  proper  hand  swedges,  after  i)lacing 
the  rail  in  the  recesses  C  C  for  that  purpose."  From  this  it  will 
be  seen  that  the  anvil  or  swedge-block  B,  with  its  recesses  C  C,  has 
no  mechanical  combination  with,  or  relation  to  the  press-blocks. 
It  makes  no  part  of  an  organized  mechanism.  It  is  simply  a 
swedge-block  or  anvil  of  the  usual  construction,  placed  in  conven* 
ient  proximity  to  the  press-blocks,  so  that  if  it  should  become  nec- 
essary to  s wedge  the  side  of  the  rail  it  can  be  done  conveniently. 
One  might  as  well  say  that  an  improvement  on  an  ordinary  vice 
could  be  claimed  in  combination  with  an  ordinary  blacksmith's 
anvil,  if  used  in  the  same  shop  and  placed  at  a  convenient  distance, 
so  that  a  piece  of  iron,  after  being  forged,  could  be  conveniently  put 
in  the  vice  to  be  filed. 

2.  Tlie  court  below  said  rightly  that,  in  the  view  which  it  took  of 
the  case,  "  there  could  be  no  question  of  fact  for  the  jury  to  decide." 

No  exception  was  taken  to  that  part  of  the  charge  in  which  the 
court  below  stated  that  *'moyable  press-blocks  in  such  combina- 
tions, with  faces  of  various  shapes,  and  used  for  various  purposes,  it 
is  clearly  proved  and  frankly  admitted,  are  greatly  older  than  the 
alleged  invention  of  the  patentee." 

In  view  of  the  ruling  of  the  court  on  the  questions  of  law,  there 
was  but  one  material  question  of  fact  in  the  case,  and  that  was 
whether,  prior  to  the  alleged  invention  by  the  patentee,  similar 
combinations  of  press-blocks,  with  faces  of  the  required  shapes, 
were  known  and  used  in  the  United  States,  or  patented  or  de- 
scribed in  any  printed  publication  in  this  or  any  foreign  country. 
And  that  fact  having  been  conceded  by  the  plaintiffs,  the  case  was 
left  to  stand  alone  on  questions  of  law.  It  was  therefore  the  duty 
of  the  court  to  direct  the  jury  to  render  a  verdict  for  the  defendant. 
Parka  v.  Ross^  11  Howard,  373 ;  Morgan  v.  Seaward^  Webster's 
Patent  Cases,  170. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 
1.  Patentee  describes  his  invention  as  a  new  and  useful  improve- 
ment in  the  common  anvil  or  swedge-block,  "for  the  purpose  of 
5 
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welding  up  and  re-formiDg  the  ends  of  railroad  rails  when  they 
have  exfoliated  or  become  shattered  from  unequal  wear,  occasioned 
by  the  inequalities  of  the  road.  Having  made  out  a  prima  fade 
case,  the  plaintiffs  rested,  and  the  defendants  then  introduced  cer- 
tain models  of  machines,  for  tbe  purpose  of  showing  that  the 
patentee  was  not  the  original  and  first  inventor  of  his  improve- 
ment. Models  of  machines  so  introduced  were  the  following,  to 
wit :  Firaty  a  model  of  an  angle-iron  machine.  Secondly,  a  model 
of  an  anchor  machine.  Thirdly ,  a  model  of  a  bayonet  machine. 
Fourthly,  they  also  introduced  a  copy  of  an  English  patent  granted 
to  one  Church,  with  the  specifications  and  drawings  annexed;  and 
the  statement  in  the  bill  of  exceptions,  in  regard  to  all  those  ma- 
chines, is  that  they  were  known  prior  to  the  invention  of  the 
patentee  in  this  case.  Bill  of  exceptions  also  states,  and  it  is  im- 
portant to  observe  the  fact,  that,  in  addition  thereto,  the  defend- 
ants also  adduced  evidence  to  show,  and  that  it  was  admitted  by 
the  plaintiffs,  that  movable  press-blocks,  in  combination  with  faces 
of  various  shapes  and  used  for  various  purposes,  were  older  than 
the  alleged  invention  of  patentee.  Other  evidence,  it  is  stated  in 
the  bill  of  exceptions,  was  also  introduced  by  the  defendants,  for 
the  purpose  of  showing  that  the  patentee  was  not  the  original  and 
first  inventor  of  the  machine  for  which  he  obtained  the  patent ; 
but  the  evidence  is  not  given,  and  it  is  not  perceived  that  the 
statement  is  of  any  importance  at  the  present  time. 

II.  Charge  of  the  court  is  given  entire  in  the  record  ;  but  in  the 
view  taken  of  the  case,  it  will  only  be  necessary  to  refer  to  so 
much  of  it  as  relates  to  the  construction  of  the  patent  and  the 
effect  of  the  admission  made  by  the  plaintiffs.  Construction  of  the 
patent,  as  given  by  the  court,  was  that  the  patentee  claimed  as  his 
invention  the  movable  press-block,  having  its  edge  formed  to  the 
side  of  the  rail  in  combination  with  the  block  D,  the  movable 
blocks  to  be  operated  by  two  cams,  or  in  any  other  convenient 
manner.  ''Specification  shows,"  said  the  court,  "that  the  block 
D  is  fixed  and  is  a  part  of  the  anvil  or  swedge-block,  in  combina- 
tion with  which,  as  well  as  with  the  fixed  block,  the  movable 
block  is  to  be  used."  Such  is  the  substance  of  the  charge  so  far 
as  respects  the  construction  of  the  patent ;  but  the  court  added^  in 
the  same  connection,  that  ''  movable  press-blocks  in  such  combina- 
tion, with  faces  of  various  shapes  and  used  for  various  purposes,  it 
is  clearly  proved  and  frankly  admitted,  are  greatly  older  than  the 
alleged  invention  of  the  patentee;"  and  in  support  of  that  proposi- 
tion of  fact,  the  presiding  justice  referred  to  the  several  models 
given  in  evidence  by  the  defendants,  and  to  the  description  con- 
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tained  in  the  English  patent,  as  examples  of  their  use  and  appli* 
cation.  Following  those  references,  and  in  connection  therewith, 
the  court  told  the  jury  that  ^^  the  patentee,  therefore,  claims  that 
of  which  he  is  not  the  inventor,  and  this  fact  is  fatal  to  the  patent, 
and  entitles  the  defendants,  as  matter  of  law,  to  your  verdict." 
Exceptions  were  seasonably  and  duly  taken  to  all  that  portion  of 
the  charge  of  the  court.  Principal  complaint  against  the  charge 
is  that  the  court  decided  a  question  of  fact  which  belonged  to  the 
jury,  and  which  should  have  been  submitted  to  their  determination 
under  proper  instructions. 

III.  Whether  that  complaint  is  well  founded  or  not  depends  very 
much,  if  not  entirely,  upon  the  construction  to  be  given  to  the  pat* 
ent.  Patents  for  inventions  are  not  to  be  treated  as  mere  monop- 
olies, and,  therefore,  odious  in  the  eyes  of  the  law ;  but  they  are  to 
receive  a  liberal  construction,  and  under  the  fair  application  of  the 
rule,  ut  res  magis  vcdeat  qtuxm  pereat,  are,  if  practicable,  to  be  so 
interpreted  as  to  uphold  and  not  to  destroy  the  right  of  tho  in- 
ventor.    Byan  v.  Goodunn,  3  Sum.  C.  C.  R.,  520. 

Claim  of  the  patentee  in  this  case  is  not  for  the  anvil-block  nor 
its  recesses,  as  is  expressly  stated  by  him  in  his  specification.  On 
the  contrary,  what  he  claims  as  his  invention  is  the  movable 
press-block,  having  its  edge  formed  to  the  rail,  in  combination  with 
another  block,  which  is  described  as  a  fixed  block,  and  whose  edge 
is  of  a  similar  but  reversed  form,  for  the  purpose  of  pressing  be- 
tween them  the  railroad  rail.  Shape  of  the  rail  is  immaterial, 
except  that  the  inner  face  or  edge  of  the  respective  blocks  must  be 
so  made  and  formed  as  to  fit  the  respective  sides  of  the  rail  to  be 
repaired.  Statement  of  the  claim  is,  that  the  movable  blocks  may 
be  operated  by  two  cams,  or  in  any  other  convenient  manner,  and 
the  representation  is  that  the  machine  will  greatly  facilitate  the 
operation  of  welding  and  renewing  the  ends  of  such  rails,  after 
they  have  been  damaged  in  the  manner  herein  described  and  set 
forth.  Taking  the  description  of  the  machine  as  set  forth  in  the 
specification,  it  consists  of  tho  following  elements:  First,  a  bed-sill, 
on  which  the  anvil  is  placed.  Secondly,  the  anvil  or  swedge-block 
of  cast-iron,  usually  four  or  five  feet  long,  and  sixteen  inches  across 
the  face.  Thirdly,  a  solid  block  cast  with  and  making  a  part  of 
the  anvil,  nearly  as  high  as  the  rail  when  it  is  laid  across  the  anvil 
in  its  usual  position.  Fourtldy,  a  movable  press-block,  attached 
to  the  face  of  the  anvil  by  dovetailed  tongues  and  grooves,  having 
an  inner  edge  or  face  shaped  to  fit  the  opposite  side  of  the  rail  so  as 
to  inclose  the  rail  between  the  two,  as  in  the  jaws  of  a  vice.  Press- 
block,  as  before  remarked,  is  worked  by  two  eccentric  cams,  which 
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.  serve  to  advance  the  press-block  upon  its  dovetailed  tongues  and 
grooves  parallel  to  the  opposite  face  of  the  fixed  block.  Wheu  the 
press-block  has  been  thus  advanced  so  far  as  to  bring  its  face  in 
contact  with  one  side  of  the  rail,  the  cams  and  the  tongues  and 
grooves  hold  the  press-block  in  position,  and  the  rail  is  firmly 
grasped  between  the  inner  faces  of  the  two  blocks.  Inventor  then 
goes  on  to  describe  the. mode  of  using  the  machine,  which  he  says 
is  extremely  simple  and  effective,  and  sufficient  has  already  been 
remarked  to  show  that  his  representation  is  correct,  without  repro- 
ducing the  description.  Immediately  following  that  description  is 
the  claim  of  the  patent,  as  heretofore  given,  which  need  not  be 
repeated. 

IV.  Evidently,  the  claim  must  be  construed  in  connection  with 
the  explanations  contained  in  the  specification,  and  when  viewed 
in  that  light,  it  is  quite  clear  that  it  should  receive  a  more  re- 
stricted construction  than  was  given  to  it  in  the  charge  of  the 
court.  Special  devices  are  described  as  combined  and  arranged  in 
a  particular  manner,  and  operate  only  in  a  special  and  peculiar 
way  for  a  special  purpose,  and  to  efiect  a  special  result.  Obvi- 
ously, it  is  not  a  claim  for  any  kind  of  movable  press-block,  com- 
bined and  operating  in  any  way  with  any  kind  of  fixed  block,  to 
accomplish  any  purpose  or  effect  any  kind  of  result.  Giving  that 
construction  to  the  claim,  then  indeed  it  would  be  true  that  the 
plaintiffs,  when  they  admitted  that  movable  press-blocks,  in  com- 
bination with  faces  of  various  shapes  and  used  for  various  purposes, 
were  older  than  the  invention  of  the  patentee,  did  admit  away  their 
whole  case,  and,  if  viewed  in  that  light,  would  be  equally  true 
that  there  was  no  question  of  fact  to  be  submitted  to  the  jury.  But 
such  is  not  the"  true  construction  of  the  patent,  as  is  obvious  from 
every  one  of  the  explanations  of  the  specification.  Invention  was 
.of  such  a  movable  press-block  as  is  described,  having  its  edge 

.  formed  to  the  side  of  the  rail  in  combination  with  such  other  block 
as  is  described,  with  its  edge  of  similar  but  reversed  form  arranged 
$s  described,  and  combined  and  operating  in  the  particular  way 

.  described,  for  the  special  purpose  of  effecting  the  described  re- 

.-suit. 
.  When  viewed  in  that  light,  it  is  equally  clear  that  the  charge 
of  the  court  was  erroneous,  because  there  was  an  important  ques- 
tion of  fact  which  should  have  been  left  to  the  jury,  whether  the 
machines  introduced  by  the  defendants  or  any  of  them,  or  any  of 

.  the  prior  movable  press-blocks,  as  is  shown  in  the  admission,  were 
substantially  the  same  as  the  machine  of  the  patentee.  American 
authorities,  at  least,  hold  that  every  such  question  is  one  for  the 
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jury,  and  upon  that  ground  alone  we  have  come  to  the  conclusion 
that  the  judgment  of  this  case  must  be  reversed. 

Judgment  of  the  Circuit  Court  is  accordingly  reversed,  with 
costs,  and  the  cause  remanded  with  direction  to  issue  a 

New  venire. 


Burr  v.  Duryeb. 

(1  Wallace.  531.) 

1.  The  practice  of  surrendering  valid  patents,  and  of  granting  reissues  thereon  in 

cases  where  the  original  patent  was  neither  inoperative  nor  invalid,  and  where 
the  specification  was  neither  defective  nor  insufficient — the  purpose  heing  only  to 
insert  in  the  reissue  expanded  or  equivocal  claims — is  declared  by  the  court  to  be 
a  great  abuse  of  tiie  privileges  granted  by  the  thirteenth  section  of  the  Patent  Act 
of  1836,  authorizing  a  surrender  and  reissue  iu  certain  cases,  and  is  pointedly  con- 
demned. 

2.  As  the  Patent  Act  grants  a  monopoly  to  any  one  who  may  have  discovered  or 

invented  "any  new  and  useful  art,  machine,  manufacture,  or  composition  of 
matter,"  and  as  a  machine  is  a  concrete  thing,  consisting  of  parts  or  of  certain 
devices  and  combinations  of  devices,  a  patent  must  be  granted,  in  cases  where  the 
invention  comes  within  the  category  of  a  machine,  for  t^,  and  not  for  a  "mode  of 
operation,"  nor  for  a  "principle,"  nor  for  an  "idea,"  nor  for  any  abstraction 
whatsoever:  and  this  rule  of  law  is  not  affected  by  the  fact  that  the  statute  re- 
quires tlie  patentee  to  explain  "the  mode  of  operation"  of  his  peculiar  machine 
which  distinguishes  it  from  all  others. 

3.  The  machine  patented  to  Seth  Boyden,  January  10,  1860,  for  an  improvement  in 

machinery  for  forming  hat-bodies,  is  no  infringement  of  any  of  the  patents  granted 
to  Henry  A.  Wells  for  the  same  thing.  The  patents  to  Wells,  so  far  as  they  re- 
lated to  an  improvement  in  the  process  of  making  hat-bodies,  were  void;  William 
Ponsford  having  invented  and  patented  the  thing  before  him,  and  Wells  having 
seen  Ponsford's  invention. 

Appeal  from  the  Circuit  Court  for  the  District  of  New  Jersey. 

The  complainaTit,  Burr,  as  assignee  of  a  patent  granted  to  Henry 
A.  Wells,  for  **an  improvement  in  the  machinery  for  making  hat- 
bodies,  and  in  the  process  of  their  manufacture,*'  filed  a  bill  in 
the  court  below  against  Duryee  and  others  for  infringement.  The 
patent  to  Wells  was  granted  originally  April  25,  1846.  It  was 
surrendered  in  1856,  and  reissued  in  two  separate  patents,  one  for 
the  improved  machine,  the  other  for  the  process.  In  the  spring  of 
1860  these  patents  were  extended,  and  afterwards,  December  3,  of 
that  year,  they  were  surrendered  and  reissued  with  what  were 
alleged  to  be  amended  si)ecifications ;  the  bill  being  filed  on  these 
reissues  of  1860,  numbered  respectively  No.  1086  and  No.  1087; 
the  former  for  process,  and  the  latter  for  machinery.  The  court 
below  dismissed  the  bill,  and  the  case  came  here  by  appeal. 
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These  reissues,  with  the  amended  specifications,  were  conceived 
by  the  appellant,  Burr,  to  have  been  justified  in  his  case  by  the 
terms  of  the  Patent  Act  of  1836,  §  13,  allowing  such  reissues  in 
certain  cases,  and  among  them  the  following  one,  to  wit: 

^*  Whenever  any  patent  shall  be  inoperative  or  invalid  by  reason 
of  a  defective  or  insufficient  description  or  specification/' 

The  chief  questions  in  this  court  were  in  effect — 

1.  Whether  a  certain  machine,  patented  to  one  Seth  Boyden, 
infringed  in  terms  the  machine  part  of  the  patent  originally 
granted  to  Wells? 

2.  If  it  did  not,  whether,  under  the  right  given  by  the  Patent 
Act  of  1836,  §  13,  to  surrender  and  have  a  reissue  in  certain  cases 
provided  for  by  the  act,  the  owner  of  the  original  paten  I.  could, 
by  such  surrender  and  reissue  of  a  patent,  enlarge  its  operation  in 
a  way  which  the  present  complainant  sought  to  do,  and  which  is 
stated  farther  on  ? 

3.  Whether  Wells  was  the  original  inventor  of  the  process  part 
of  his  patent? 

In  their  more  general  aspect,  however,  the  first  two  questions 
involved  some  of  the  fundamental  principles  in  the  law  of  the  issue 
and  reissue  of  patents;  and  they  were  argued  elaborately  and  with 
great  ability  on  both  sides. 

The  learned  Justice  Grier,  J.,  who  delivered  the  opinion  in  one 
of  the  cases  here  reported,  (see  postea,)  refers  to  the  'Harge  museum 
of  exhibits  in  the  shape  of  machines  and  models"  which  had  **been 
presented  to  the  court,"  and  which,  he  states,  were  *^ absolutely 
necessary  to  give  the  court  a  proper  understanding  of  the  merits  of 
the  controversy."  Most  of  them  were  introduced  by  the  defend- 
ant, and  they  were  arranged  and  explained  with  admirable  clear- 
ness by  one  of  his  counsel,  Mr.  George  Harding.*  Drawings — of 
which  but  three  can  here  be  given — supply  imperfectly  originals 
thus  advantageously  presented.  Without  them,  however,  no  idea  at 
all  can  be  had  of  the  case;  and  the  reporter  trusts  that  while,  from 
the  special  difficulty  above  referred  to,  of  understanding  the  case 
perfectly,  without  an  inspection  of  actual  machines,  he  will  be  par- 
doned for  a  stutetuent  of  it  which  may  be  not  intelligible  to  all ;  he 
will,  on  the  other  hand,  be  excused  for  incumbering  a  book  of  law 
reports  with  drawings,  which,  in  the  eyes  of  a  casual  observer,  will 
give  to  it  the  aspect  of  a  treatise  on  physical  science,  more  than  the 
aspect  of  one  on  the  science  of  jurisprudence. 


*The  whole  business  of  making  hats,  from  the  disintegrating  of  the  fur  to  the  pro- 
duction of  a  hat- body,  was  actually  carried  on  and  extiibited  in  the  court- room. 
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Adjt  complete  understaading  of  the  principles  which  the  case 
embraces  and  settles  requires  some  preliminary  explanation  of  the 
particular  art  which  happened  to  be  the  one  in  which  the  questions 
were  presented  to  this  court ;  the  art,  to  wit,  of  the  hatter. 

EXPLANATION  OF  THE   ART. 

Hat  bodies  are  manufactured  out  of  fibres  of  fur  or  wool  felted 
together.  The  fact  that  when  the  fibres  of  wool  or  fur  are  moist- 
ened and  rubbed  together  they  would  interweave  spontaneously  and 
form  the  fabric  called  felt,  has  been  known  from  a  remote  antiquity. 
The  process  of  felting  is  believed  to  have  been  anterior  to  the  art  of 
weaving. 

In  Asia  felted  wool  was  used  at  a  very  early  day  for  making  tents, 
cushions,  and  carpets.  It  was  known  to  the  Greeks  as  early  as  the 
age  of  Homer,  and  is  mentioned  by  him,  and  also  by  Xenophon  and 
Herodotus.  Its  use  was  introduced  into  Rome  from  the  Greeks,  and 
it  is  mentioned  by  Pliny.  Felt  hat-makers  appeared  in  France,  in 
Nuremberg,  and  in  Bavaria,  early  in  the  fourteenth  century.  It 
had  been  conjectured  by  Monge,  a  French  savant,  in  1790,  that 
felting  was  probably  due  to  small  scales  on  the  fibres  of  fur  or  wool, 
but,  as  nothing  of  the  kind  was  found  by  the  aid  of  the  microscope, 
the  idea  was  set  aside  by  Dr.  Young  and  other  phi- 
losophers. Mr.  Youatt,  an  intelligent  English  natu-  ^''f'' 
ralist,  in  1835,  in  investigating  the  subject  of  felting, 
carefully  re-examined  the  fibres  of  wool,  and  the  fur  W'^ 
of  rabbits  and  other  animals,  under  a  powerful  achro- 
matic microscope,  and  found  that  eacb  fibre  of  fur  or 
wool  has  its  surface  covered  with  serrations  or  saw-like  „,.  , 
projections,  and  that  all  these  serrations  pointed  in  a  Sj 
direction  from  the  root  towards  the  point  of  the  hair,    fc- 


VfiH" 
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The  appearance  of  a  short  piece  of  a  fibre  of  wool  under 
the  microscope  is  shown  in  figure  1,  and  the  wool  or  ^^'  '  ^' 
fur  of  the  rabbit  in  figure  2.*  The  fur  of  the  rabbit  does  not  exceed 
in  diameter  the  one-thousandth  part  of  an  inch  ;  and  in  an  inch  of 
length  of  each  fibre  there  are  found  to  be  2,880  of  these  serrations. 
In  order  tliat  the  fibres  of  fur  or  wool  should  felt,  it  is  necessary 
that  the  relative  position  which  they  occupy  in  nature  should  be 
changed,  and  the  direction  of  the  serrations  on  the  fibres  shall  be 
reversed  to  each  other,  as  shown  in- figure  3,  instead  of  being  pointed 

*The  great  majority  of  hat-bodies  are  made  of  the  fur  of  the  Russian  hare,  the  Eng- 
lish or  the  American  rabbit,  the  coney,  (a  small  species  of  rabbit,)  the  nutria,  and  the 
beaver. 
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ia  the  snme  direction  as  in  nature.  The 
thoruiigh  eeparatioaof  theindividual  fibres 
of  fur  from  each  other  is  one  of  the  firat 
essentials  in  mannfactnriug  fine  felted  fab- 
tics;  not  only  for  the  purpose  just  mon- 
tioned,  but  also  to  prevent  the  formation 
of  lumps.  The  well-known  instruments 
for  separating  or  disintegrating  fibrous 
material  are  the  carding  engine,  the  pick- 
er, and  the  bowstring. 
'"'*'■'■  The  carding  engine  is  the  most  com- 

plete and  generally  used  instrument  for  separating  all  fibrous  ma- 
terial, as  wool,  cotton,  fur,  and  silk.  It  is  shown  on  the  body  of 
the  instrument,  drawn  in  figure  6,  (page  74 ;)  that  part  of  the  in- 
strument on  the  left  of  the  dotted  line,  and  marked  F,  2,  c,  e,  6,  D, 
being  left  off.  The  carding  machine  is  composed  of  one  central 
main  cylinder,  covered  with  an  almost  infinite  number  of  fine  wire 
teeth.  On  the  finer  qualities  of  cards  there  are  79,000  teeth  in 
every  square  foot  of  surface.  This  fine  wire-pointed  surface  turns 
in  contact  with  a  succession  of  fine  wire-teethed  surfaces,  and  be- 
tween these  points  the  fibrous  material  is  thoroughly  disintegrated 
or  scratched  apart  and  separated.  When  operating  on  fur  a  fan 
(F) — in  this  plate  a  rotary  fan-wheel — Is  attached  to  it,  to  throw 
the  fur  after  it  has  been  so  separated. 

Another  mechanism  ordinarily  used  for  disintegrating  fibrous 
substances  lu  the  arts  is  the 
picker"  or  "devil,"  D, 
winch  is  shown  in  figure 
10  (page  84,)  and  con- 
sists of  a  scries  of  very 
short  stiff,  metallic  teeth 
or  studs,  arranged  at  in- 
tervals on  the  periphery  of 
a  cylinder,  and  which  is  re- 
volved with  great  rapidity. 
It  acts  by  striking  or  whip- 
ping the  fibrous  material 
into  or  against  the  air  with 
great  velocity,  and  thus 
scatters  it  into  distinct 
fibres 

The  bowstring  is  a  vi- 
brating  cord,  which    also 
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acts  OD  the  fur  in  a  Biiuilar  manoer  to  t1ie  picker.  By  being  twaaged 
it  vibrates,  and  it  whips  or  strikes  the  fibres  of  the  fur  or  wool  a 
sharp  aud  rapid  blow  against  the  air.  Felt  was  merely  used  ae 
the  foundution  or  body  for  the  hat,  which  body  was  first  stifiened 
and  tlien  shaped  into  the  figure  of  the  ordinary  stifF  cylindrical 
hat ;  and  finally,  its  exterior  surface  was  made  to  have  the  appear- 
ance of  a  glossy  fur. 

A  finished  hat  was  formerly  made  in  the  following  manner: 
The  "  body  "  or  foundation  was  first  made  of  beaver,  or  rabbit,  or 
coney  fur  ;  Jtrst,  by  the  fibres  being  deposited  in  the  form  of  two 
triangular  pieces  by  means  of  the  hatter's  bow,  as  shown  in  figure 
4,  and  then  felted  by  rubbing  by  hand.  In  forming  the  body  the 
skill  of  the  workman  directed  the  fur  towards  the  brim  or  tip,  aa 
was  required  ;  it  being  generally  necessary  to  make  the  brim  thick. 
The  bodies  were  then  taken  to  the  kettle,  or  battery,  containing 
boiling  water,  where,  by  the  workman's  repeatedly  immersing  the 
body  in  hot  water,  and  rubbing  it  on  the  shelf  with  his  bands  for 
about  the  space  of  an  hour,  the  fibers  of  fur  were  forced  to  interlock 
or  felt.     The  operation  is  seen  in  figure  6.     Under  this  process  of 


"sizing,"  ae  it  is  called,  the  body  shrinks  to  nearly  one  third  of  its 
original  superficial  size,  and  greatly  increases  in  thickness,  com- 
pactness, and  toughness.  The  body  was  then  stifiened,  either  by 
immersion  in  a  hot  solution  of  glue,  or  in  a  solution  of  gum  shellac 
in  alcohol.  It  was  next  Mocked  by  being  drawn  over  a  cylindri- 
cal block  and  tied  at  the  band,  and  then  lelted  or  stretched  so  as  to 
make  the  brim  straight.     Lastly,  the  body  was  dried,  and  a  silk 
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plush  coTeriQg  was  stuck  on  the  exterior  of  it  by  a  hot  iron,  which 
melted  the  glae  or  shellac.*- 

THE  INTENTION  IN  MACHINERY  AND  PROCESS  OF  MAKING  HAT-BODIES. 

Prior  to  1833  no  machine  had  been  devised  for  depositing  the 

fur  in  a  proper  manner  to  form  hat-hodies ;  and  the  process  was 


'Initead  of  vsiog  eilb  plosb  for  the  exterior  coveTing.  the  far-like  appearance  wu 
origiQally  given  to  Ihe  eilerior  gprface  of  the  body  by  analding  ia,  or  partially  felting 
the  fine  fur  Gbres  upon  the  exterior  surfacs,  after  the  body  was  stifltined,  and  before  it 
was  blocked,  produciag  a  napped  sarfnce,  and  the  hat  was  called  a  napped  hat.  At 
other  timet  the  workmen,  while  engaged  in  sizing  the  body,  by  contiaaally  broBhing 
the  body  with  a  hand  brash,  wonld  brosh  a  nop  out  of  its  aarfaoe.  Hate  so  finished 
were  called  bnuh  bats. 


Dec.  1863.]  Burr  v,  Duryee.  75 


Statoment  of  the  case. 


effected  solely  by  tlie  use  of  a  bowstring  worked  by  hand^  as  shown 
iu  figure  4. 

In  1833,  however,  T.  R.  Williams,  an  American  citizen,  ol 
Newport,  Rhode  Island,  while  temporarily  residing  in  England, 
invented,  and  in  the  same  year  patented,  a  machine  for  making 
*' hat-bodies/'  or  *' foundations,"  on  which  hats  were  to  be  formed. 
This  machine  as  a  whole  is  shown  in  figure  6^*  (page  74,)  and  its 
object,  as  patented,  was  to  produce  at  one  operation  '*  hat-bodies," 
or  *' foundations,"  in  the  stat^  to  be  at  once  covered  by  the  silk 
plush,  thereby  dispensing  with  all  manual  operation  but  the 
last. 

This  machine  depended  for  its  action  on  the  principle  of  distrib* 
uting  the  fur  fibres  in  the  atmosphere  over  a  perforated  hollow 
cone,  (6,)  usually  made  of  wire,  either  of  a  strictly  conical  form, 
(6,)  or  of  the  nearer  shape  of  a  hat,  as  seen  in  the  other  figure  c, 
of  the  plate;  having  an  apparatus  (D)  to  exhaust  the  air,  and  so 
to  attract  the  fibres  of  fur  to  the  cone  above.  The  cones  rested  and 
rotated  on  cog-wheels  driven  by  a  shaft  and  toothed  pinion  or  spur 
(«.)  The  cog-wheels  were  made  to  rotate  in  sockets  of  a  cone-box 
below ;  itself  revolving  horizontally  on  its  centre,  so  as  to  present 
each  hollow  cone  in  succession  to  a  conduit  of  fur,  which  is  seen  in 
the  plate  descending  in  a  shower.  Underneath  the  cone-box  was 
a  fan-box,  with  a  socket  above  for  the  cone-box  to  revolve  in,  and 
in  it  a  fan  with  side  passages  for  the  entrance  of  air.  The  cone- 
box  was  connected  by  a  rim  with  the  lower  box  or  conduit  leading 
to  this  exhaust-box.  The  fur,  as  the  reader  will  understand,  had 
been  previously  disintegrated  by  the  carding  machine,  and  is 
thrown  by  a  rotating  fan  (F)  in  such  a  way  as  to  be  deposited  on 
the  cones  below.  Williams's  invention  was  the  first  attempt  to 
make  use  of  the  principle  of  atmospheric  pressure,  or  ** exhaus- 
tion," to  cause  a  deposit  of  fur  or  other  fibrous  material  on  perfo- 
rated cones,  cone-frames,  or  *^ formers,"  as  these  contrivances  are 
indiscriminately  called.  This  machine  of  Williams  contained  no 
trunk  or  conduit  inclosed  on  all  sides  to  carry  the  fur  when  disin- 
tegrated, and  by  the  character  of  its  aperture  to  direct  it  in  a 
particular  way  towards  the  cone;  it  had,  however,  as  the  reporter 
understood  it,  a  sort  of  '^roof "  over  the  disintegrated  fur,  with 
open  sides ;  which  roof  the  operator  bent  more  or  less,  as  he  con- 
sidered that  the  case  needed.  After  sufficient  fur  had  been  depos- 
ited on  the  ''former,"  a  hollow  hinged  perforated  cover  (1)  was 
placed  over  it,  and  the  two  were  immersed  in  a  boiling  solution  of 


*  This  plate  is  a  copy  of  one  annexed  to  Williams's  patent. 
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glue  and  starch,  and  then  the  body  was  removed  from  between  the 
forms  and  dried.  The  immersion  of  the  body,  while  between  the 
perforated  forms,  in  a  solution  of  glue  or  starch,  as  described  by 
Williams,  was  deemed  necessary,  in  order  to  cause  the  fibres  to 
adhere  together  after  the  body  was  removed  from  the  influence  of 
the  exhausting  apparatus.  The  fur  fibres,  by  Williams's  process, 
were  so  glued  or  stuck  together  that  they  could  not  be  felted  after- 
wards. 

In  1839 — this  date  must  be  observed — a  certain  William  Pons- 
ford  discovered,  that  when  a  mass  of  fur  or  fibrous  material  capa- 
ble of  felting  is  disintegrated,  and  deposited  in  a  condition  proper 
for  felting,  and  is  immersed  for  an  instant  in  very  hot  water,  that 
the  hot  water  will,  of  itself,  cause  an  incipient  felting  of  the  fibres, 
so  that  a  continuous  fabric  of  fur  of  the  shape  of  the  "  former  "  can 
be  then  removed  from  the  ''former"  and  finished  by  the  hand  of 
the  workman;  and  he  further  discovered,  that  if  the  bat*  be  sur- 
rounded carefully  with  a  soft  cloth,  its  texture  will  not  be  disturbed 
during  the  operation  of  immersion,  by  reason  of  the  water  perco- 
lating or  passing  through  it.  The  mode  of  applying  this  discov- 
ery was  described  in  the  English  patent  of  Ponsford  in  1839  as 
follows : 

''The  heir  as  it  passes  from  the  blowing  machine  is  to  be  tossed 
or  thrown  into  the  air,  from  which  it  is  to  be  sucked  or  drawn 
down  upon  hollow  perforated  cones  or  moulds  of  metal  or  wood, 
with  an  exhausting  cylinder  beneath.  When  the  hair  has  been 
received  on  one  of  those  perforated  cones  or  moulds  to  a  sufficient 
thickness,  a  cowl  of  linen  or  flannel  is  to  be  drawn  gently  over  it, 
and  then  a  hollow  perforated  cover,  of  copper  or  any  other  suitable 
metal,  is  to  be  dropped  over  the  cowl ;  the  cone  or  mould  is  then 
to  be  immersed  in  a  vat  or  tub  of  boiling  hot  water,  and  there  al- 
lowed to  remain  for  about  a  minute,  after  which  it  is  to  be  taken 
out,  and  the  metal  cover  and  flannel  or  linen  cowl  removed,  when 
the  bat  or  layer  of  hair  will  be  found  felted  to  a  degree  that  it  may 
be  readily  finished  oflf  by  the  workman  in  the  usual  manner  at  the 
oven." 

As  illustrating  the  history  of  the  art,  and  fixing  the  true  rela- 
tions to  it  of  subsequent  discoveries,  rather  than  as  directly  bear- 
ing on  the  case  in  issue,  it  may  be  mentioned  that  in  1842  a  cer- 
tain Fosket  began  experiments  in  this  same  branch  of  business, 

^  A  "bat"  is  a  hat^body  in  tbe  process  of  formation. 
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and  obtained  a  patent  January  ^^-s 
23,  1846,  three  months  before  1  S^ 
Wellsobtained  his  original  pat- 
ont.  •  Fosket's  machine  con- 
siflted  of  a  combination  of  a  vi- 
brating bowstring  disintegra- 
ting apparatus,  worked  by  a 
wheel,  as  in  figure  7 ;  a  hollow 
perforated  revolving  vacuum 
cone  and  a  trunk  or  conductor, 
partially  surrounding  the  dis-  ^''''' 

integrater  at  one  end,  and  extending  to  the  cone,  for  the  purpose 
of  guiding  and  directing  the  fur  between  the  disintegrating  mech- 
anisui  and  the  cono.  The  patent  of  Fosket  was  reissued  March  23, 
1858,  two  years  anterior  to  the  Welle  reissues  of  1860,  A  person 
named  Robertson,  and  Hezekiah  Miller,  a  Philadelphian,  had  pre- 
viously made  certain  improvements,  not  necessary  to  be  specially 
presented;  the  former  in  1838,  the  latter  in  1839. 

The  present  controverBy  related  to  the  formation  of  the  "hat- 
body,"  or  foundation  of  the  hat  ou  the  perforated  cone,  and  the 
removal  of  it  when  formed  from  the  cone  without  injury  to  the 
texture;  the  former  matter  being  the  principal  question. 

A  fur  hat-body  is  required  to  be  made  of  uniform  thickness  tu 
the  direction  of  its  circumference,  and  of  varying  thickness  from 
brim  to  tip,  thin  at  the  tip  and  along  the  crown,  and  thick  at  the 
band  and  brim  ;  but  thickest  at  the  junction  of  the  brim  with  the 
crown,  termed  the  band.  To  secure  lightness  with  the  requisite 
strength  calls  for  such  a  distribution  of  the  material  as  will  con- 
centrate most  of  it  where  strength  is  most  required. 

Wells,  from  whom,  as  already  mentioned,  the  complainant  de- 
rived title,  obtained  a  patent.  April  25,  1846,  for  a  machine  for 
forming,  on  hollow  perforated  cones,  fur  hat-bodies,  and  for  a 
process  of  removing  the  body  from  the  cone  after  it  had  been  so 
formed,  in  such  a  condition  as  to  its  texture  that  its  fibres  could  be 
subsequently  felted  together  to  a  proper  degree  by  hand.  His  ma- 
chine (figure  8,  page  T9,)  consisted  of  a  revolving  brush  (F)  to 
Separate  and  throw  the  fibres  of  fur,  a  perforated  vacuum  cone  (o) 
to  receive  the  fur,  and  an  intermediate  trunk  (M)  to  convey  the  fur 
to  the  cone.  The  aperture  of  this  trunk  nearest  to  the  cone  had  a 
hinged  hood  or  deflector  (s)  at  its  upper  extremity,  which  vibrated 


■Wells's  reissue,  No.  1087,  referred  ii 
u  a  prior  patent. 


tB  preamble  to  this  patent  of  Foeket,  reciting 


Y8  Burr  v,  Ddryeb.  [Sup.  Ct, 

Statement  of  the  case. 


up  and  down  and  regulated  the  deposit  of  fibres  on  the  cone,  so  as 
to  make  the  brim  of  the  hat-body  thicker  than  the  tip. 

Wells's  specification,  in  its  iniportant  parts,  was  as  follows;  and 
it  is  important  for  the  reader  to  observe  not  only  what  is  described, 
but  how  far  in  the  description  Wells  describes  an  improvement  on 
a  machine;  in  other  words,  a  machine  itself,  or  part  of  one :  and 
how  far  something  less  concrete,  as  a  mode  of  operation;  the  alle- 
gation  of  the  defendants  having  been,  that  in  this  specification — 
the  specification,  to  wit,  of  the  original  patent — nothing  but  a 
machine  was  described. 

**It  has  long  been  essayed  to  make  hat-bodies  by  throwing  the 
fibres  of  fur,  wool,  &c.,  by  a  brush  or  picker  cylinder,  into  a  per- 
forated cone,  exhausted  by  a  fan  below  to  carry  and  hold  the  fibres 
thereon  by  the  currents  of  air  that  rush  from  all  directions  towards 
and  through  the  apertures  of  the  cone,  and  thus  form  a  bat  of 
fibres  ready  for  hardening  and  felting,  but  from  various  causes  all 
these  attempts  have  failed.  I  have,  however,  so  improved  this 
machine  in  various  important  particulars  as  to  remove  all  the  ob- 
jections, as  proved  by  the  test  of  experiment. 

*'My  improvements  consist  in  feeding  the  fur,  c^ter  it  has  been 
picked,  to  a  rotating  brushy  between  two  endless  belts  of  cloth,  one 
above  the  other  (ft  ft') ;  the  lower  one  horizontcal,  and  the  upper 
inclined,  to  gradually  compress  the  fur,  and  gripe  it  more  eflect- 
ually  where  it  is  presented  to  the  action  of  the  rotating  brush, 
which,  moving  at  a  great  velocity,  throws  it  in  a  chamber  or  tun- 
nel (M,)  which  is  gradually  changed  in  form  towards  the  outlet, 
where  it  assumes  a  shape  nearly  corresponding  to  a  vertical  section 
passing  through  the  axis  of  the  cone,  but  narrower,  for  the  pur- 
pose of  concentrating  and  directing  the  fur  thrown  by  the  brush 
into  the  cone  (o;)  this  casing  being  provided  with  an  aperture  (N) 
immediately  under  the  brush  (F,)  through  which  a  current  of  air 
enters,  in  consequence  of  the  rotation  of  the  brush  and  the  ex- 
haustion of  the  cone,  for  the  purpose  of  more  effectually  directing 
the  fibres  towards  the  cone,  which  is  placed  just  in  front  of  the  de- 
livery aperture  of  the  chamber ,  or  tunnd,  which  aperture  is  provided 
at  top  with  a  bonnet  or  hood,  hinged  thereto,  and  at  the  bottom  toith 
a  hinged  flap,  to  regulate  the  deposits  of  the  fibres  on  the  cone  or 
other  ^former,'  with  the  view  to  distribute  the  thickness  of  the  bat 
wherever  rru>re  is  required  to  give  additional  strength,  ...  Its  top 
is  gradually  elevated  and  sides  contracted  so  as  to  make  the  deliv- 
ery aperture  nearly  of  the  form  of  the  cone,  but  narrower  and 
higher." 
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The  Wells  disintegrating  arrangement  is  shown  in  figure  9,  and 
its  operation  was  that  of  brushing  the  fur  while  held  between  the 
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feed-rollers  {d  d'.)     Wells's  language 
was — 
\    /Py^^         "As   the   fibres   are   first  presented 


^a    ''  "^       #^~^    they  are  frnwAerf  and 'properly  tairf  by 

,       ^  \^  the  downward  artion  o/"  ^Ae  iriwA,' and 

^•■.—  ,  \_fi  when  'liberated'  are  carried  down  the 

i^M^^/Oi^^^  curved  surface  of  a  chamber,  &c.,  or 

mmm^^  tunnel.- 

P'e"'  Wells  next  described  the  mode  of 

operation,  and  afterwards  made  his  claim  thus:  the  same  observa- 
tion applying  here,  as  above,  as  to  the  importance  of  the  reader's 
noting  not  only  the  thing  described,  but  also  whether  this  thing 
was  a  machine — in  the  concrete— or  something  of  a  more  abstract 
kind. 

''What  I  claim,  &c.,  is  Me  arrangement  of  the  two  feeding-belts 
(b  I/,)  with  their  planes  inclined  to  eatJt  other,  and  jiassing  around 
the  lips  (dd')  formed  substantially  as  described,  the  better  to  pre- 
sent the  fibres  to  the  action  of  the  rotating  brush  (F,)  as  described  in 
combination  with  the  rotating  brush  and  tunnel  or  chamber  (M,) 
which  conducts  the  fibres  to  the  perforated  cone  or  other  former 
placed  in  front  of  the  aperture  or  mouth  thereof,  substantially  as 
herein  described.  I  claim  the  chamber  (M)  into  which  the  fibres 
are  thrown  by  the  brush,  in  combination  with  the  perforated  cone 
or  other  '  former '  (o)  placed  ia  front  of  the  delivery  aperture  thereof, 
for  the  purpose  and  in  the  manner  substantially  as  herein  de- 
scribed, the  said  chamber  being  provided  with  an  aperture  (N,) 
below  and  back  of  the  brush,  Ibr  the  admission  of  a  current  of  air 
to  aid  in  throwing  and  directing  tbe  fibres  on  to  the  cone  or  other 
former,  as  described.  I  also  claim  the  employment  of  the  hinged 
hood  (s)  to  regulate  the  distribution  of  the  fibres  on  the  perforated 
cone  or  other  former,  as  described.  And  I  also  claim  providing  the 
lower  part  or  deliverif  aperture  of  the  tunnel  or  chamber  with  a 
hinged  flap  (q,)  for  tlie  purpose  of  regulating  the  delivery  of  the  fibres 
to  increase  the  thickness  of  the  bat  where  more  strength  is  required, 
as  herein  described,  in  combination  loith  the  hood,  as  herein  de- 
scribed. ' ' 

In  the  original  machine  of  Wells,  tbe  movable  hood,  it  seemed, 
did  not  distribute  the  fur  on  the  cones  perfectly,  and  it  was  subse- 
quently improved  by  Burr  &  Taylor,  who  made  the  trunk  of  cop- 
per or  other  flexible  metal,  regulated  by  a  movable  top. 

Wells  also  described  and  claimed  in  his  original  patent  a  process 
of  removing  the  body  after  it  was  formed,  which  consisted  in  sur- 


Dec.  1863.]  Burr  v.  Duryeb.  81 


Statement  of  the  case. 


rounding  tlie  body,  while  yet  on  the  cone  upon  which  it  had  been 
formed,  with  cloths,  and  then  placing  over  it  another  perforated 
cover,  and  immersing  the  whole  together,  in  hot  water^  so  as  to 
partially  unite  the  fibres  of  fur  into  a  loose  texture — a  part  of 
the  patent'  not  important  here  to  be  dwelt  upon.  This  original 
patent,  as  stated  in  the  beginning  of  the  case,  was  surrendered, 
for  an  alleged  defective  specification,  and  hao  reissued  patents 
were  granted;  one  being  for  the  machine,  and  the  other  for  the 
process  of  removing  the  body  from  the  cone  by  immersion  in  hot 
water. 

On  the  10th  of  January,  1860,  Seth  Boyden — the  person  men- 
tioned in  the  beginning  of  the  case  as  the  person  whose  patent 
came  into  competition  with  the  machine  reissues  (No.  1087)  of 
Wells — obtained  letters  for  a  machine  for  forming  hat-bodies,  and 
the  defendants  used  several  machines  under  this  Boyden  patent. 
On  the  3d  of  December,  1860,  after  the  Boyden  machine  had  been 
put  in  operation  at  the  defendant's  factory,  where  the  complainant 
was  invited  to  inspect,  and  saw  it,  the  complainant,  who  now 
owned  the  reissues  of  1856  of  the  original  Wells  patent,  again  sur- 
rendered them  for  a  defective  specification,  and  obtained  two  new 
reissues,  to  wit,  the  issues  No.  1086  and  1087 — the  former  for  the 
process ;  the  latter,  on  which,  as  already  said,  the  principal  ques- 
tion in  the  present  suit  turned,  for  the  machine.  The  reissues  for 
both  were  obtained  under  the  thirteenth  section  of  the  Patent  Act 
of  1836,  which  permits  a  patentee  to  surrender  a  defective  patent, 
and  to  have  it  renewed  in  proper  form  **  whenever  it  shall  be  inop- 
erative or  invalid  by  reason  of  a  defective  or  insufficient  description 
or  specification,  or  by  reason  of  the  patentee  claiming  in  his  speci- 
fication as  his  own  invention  mx)rc  than  he  had  a  right  to  daim  as 
new,  if  the  error  has  arisen  by  inadvertency,  accident,  or  mistake," 
&c.  The  complainant,  in  his  application  for  these  reissues,  stating 
that  he  was  the  assignee  of  Wells,  set  forth,  as  the  ground  for  the 
application,  **  that  the  aforesaid  patent  is  not  fully  available  to  him 
as  assignee;  that  said  error  has  arisen  from  inadvertence,  accident, 
or  mistake." 

In  the  latter  of  the  two  reissues  of  1860 — that  is  to  say,  in  No. 
1087,  the  machine  patent,  and  the  patent  on  which  the  chief  ques- 
tions in  this  suit  arose — the  invention  of  Wells  is  thus  described; 
and  as  the  reader's  attention  was  directed,  {ante,  p.  78,)  in  read- 
ing the  specification  and  claim  in  the  original,  patent,  to  observe 
how  far  they  described  or  claimed  machines  in  a  concrete  form,  and 
how  far  m^des  of  opei^ation  abstractly,  so  it  must  be  directed  to  the 

same  point  in  reading  the  description  and  claim  in  the  reissue;  for 
6 
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it  was  upon  the  different  character  of  the  claim  in  the  two  that  the 
case  largely  rested. 

*'  2%e  mode  of  operation  of  the  said  invention  of  the  said  Henry 
A.  Wells  is  such  that  the  fur  fibres  are  directed  and  controlled  so 
as  to  travel  from  the  picking  and  disintegrating  brush  (F)  towards 
the  surface  of  the  pervious  cone  or  other  *  former,'  (o,)  that  they 
may  be  deposited  thereon  to  the  thickness  required  to  make  a  bat 
of  uniform  thickness  all  around,  and  of  the  required  varying  thick- 
ness from  brim  to  tip ;  and  this  mode  of  operation  results  from 
combining  with  a  rotary  picking  and  disintegrating  brush,  and  a 
pervious  cone  or  equivalent  former,  connected  with  an  exhausting 
apparatus,  suitaMe  means  for  directing  and  controlling  the  fur- 
bearing  currents. 

^^The  said  mode  of  operation^  invented  by  the  said  Henry  A. 
WellSy  is  embodied  in  the  foUouoing  description  of  the  mode  of  appli- 
cation^ reference  being  had  to  the  accompanying  drawings,  in 
which  a  is  a  frame  properly  adapted  to  the  operative  parts  of  the 
machine,  and  b  the  lower  feed-apron,  on  which  the  stock  or  fur  is 
spread  by  the  attendant,  in  separate  parcels,  each  sufficient  for  the 
formation  of  a  hat,  according  to  its  intended  weight." 

Then  followed  a  descriptiou  of  the  machine,  as  in  the  original 
patent,  with  these  exceptions:  1.  The  word  "hood"  which  oc- 
curred in  the  original  patent  is  omitted,  and  the  word  **  upper 
deflector"  substituted  for  it.  2.  The  word  "hinged  flap"  is 
omitted,  and  "lower  deflector"  substituted  throughout.  3.  A 
clause  near  the  end  of  the  original  patent  of  1846  is  altered  by 
leaving  off  the  part  in  italics: 

PoMage  in  Original  Patent  of  1846.  Corresponding  Passage  in  Eeissue  of  1860. 

It  will  be  obvious,  from  the  foregoing,  It  will  be  obvioas,  from  the  foregoing, 
that  the  hood  may  be  operated  by  hand  that  the  hood  may  be  operated  by  hand 
instead   of  machinery,   thus  substituting  instead   of  machinery,   thus  substituting 
the  attention,  skill,  and  cost  of  an  opera^  the  attention,  skill,  and  cost  of  an  opera- 
tive for  the  positive  regularity  and  cheap-  tive  for  the  positive  regularity  and  cheap- 
ness of  mechanical  movements,  &c.;   hut  n ess  of  mechanical  movements. 
such  a  change,  whilst  it  gives  less  perfect 
and  adiHintageous  results,  still  involves  one 
of  the  essential  parts  of  my  invention. 

After  describing  the  machine  as  shown  in  the  drawing,  and  de- 
scribed in  the  original  patent,  the  specification  resumes  thus : 

"  Having  thus  described  the  mode  of  application  of  the  said  io- 
vention  of  the  said  Henry  A.  Wells,  as  the  same  was  successfully 
reduced  to  practice  by  him,  I  do  not  wish  to  be  understood  as  lim- 
iting the  claim  of  my  invention  to  such  mode  of  application,  as 
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other  modes  may  be  devised,  having  the  same  mode  of  opercUion, 
or  principle  J  and  only  differing  from  it  in  form,  or  in  the  substita- 
tion  of  equivalent  means. 

"  Nor  do  I  wish  to  be  understood  as  making  claim  therein  to 
the  combined  process  of  forming  and  hardening  hat-bodies  on  per- 
vious cones  or  other  analogous  *  formers,'  preparatory  to  taking 
them  off  in  a  suitable  condition  for  the  after-process  of  sizing  by 
felting,  as  this  is  the  subject  of  another  patent. 

**  What  I  claim  as  the  invetUion  of  the  said  Henry  A.  Wells,  in 
machinery  for  forming  bats  of  fur  fibres,  in  the  manufacture  of  fur 
hat-bodies,  is  the  mode  of  operation^  substantially  as  Iieretn  de-. 
scribed^  of  forming  bats  of  fur  fibres  of  the  required  varying  thick- 
ness, from  brim  to  tip,  which  mode  of  operation  results  from  the 
combination  of  the  rotating  picking  mechanism,  or  the  equivalent 
thereof,  the  pervious  *  former'  and  its  exhausting  mechanism,  or 
the  equivalent  thereof,  and  the  means  for  directing  the  fur-bearing 
current,  or  the  equivalent  thereof,  as  set  forth." 

The  Boyden  machine — or  rather  the  important  and  peculiar  part 
of  it — as  used  by  the  defendants,  is  shown  in  figure  10,  (page  84.) 
It  consisted  of  a  revolving  picker,  or  devil,  (tlie  instrument  de- 
scribed, ante,  p.  72,)  to  separate  the  fibres,  a  perforated  vacuum 
cone  to  receive  the  fur,  and  an  intermediate  plate  to  so  guide  the  fur 
as  to  cause  more  to  he  deposited  on  the  base  than  the  top  of  the  cons, 
Boyden  thus  described  his  invention  ;  this  being  tlie  invention 
which  it  was  alleged  by  the  complainant  infringed  the  right 
granted  by  the  machine  patent,  or  reissue  No.  1087,  of  Wells, 
whose  specification  and  claim  have  just  been  set  forth,  (an^e,  pp. 
82,  83.) 

**  This  invention  relates  to  an  improved  mode  of  directing  or 
guiding  the  fur  to  the  cone,  as  hereinafter  fully  shown  and  de- 
scribed, whereby  trunks  and  aU  other  comparatively  complicated 
appliances  hitherto  used  for  the  purpose  are  dispensed  with,  and  an 
exceedingly  simple  and  efficient  device  substituted  therefor.  The  in- 
vention consists  in  placing  directly  in  front  of  the  picker  D  a 
plate  (F),  so  bent  or  curved  that  its  surface  will  have  a  certain  rel- 
ative position  with  the  axis  of  the  picker  and  the  surface  of  the 
cone  (B),  and  give  such  a  direction  to  the  fur,  as  the  latter  is 
thrown  on  it  by  the  rapid  motion  of  the  picker,  that  the  fur  will 
be  drawn  properly  on  the  cone  by  the  exhaust  or  suction  within  it. 
The  i)late  F  is  parallel  with  and  directly  back  of  the  picker  D,  and 
in  close  proximity  to  it,  and  said  plate  is  curved  so  as  to  have  its 
highest  point  at  the  centre,  as  shown  clearly  in  the  figure.     This 
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peculiar  curvature  of  the  plate  F  not  only  gives  the  proper  direc- 
tion to  the  fur,  so  that  the  latter  may  properly  cover  the  cone,  but 
it  also  directs  the  fur  to  the  cone  in  proper  quantity;  for  instance, 
the  central  and  highest  part  of  the  plate  F  is  comparatively  a 


short  curve,  and  directs  a  small  quantity  of  fur  to  the  upper  part 
of  the  cone,  where  but  a  small  portion  is  required  ;  but  it  will  be 
seen  that  the  lower  part  of  the  plat«  has  a  double  curved  surface 
to  supply  the  cone,  one  at  each  side  of  its  centre,  so  that  the  cone 
will  be  properly  fed  or  supplied,  the  supply  gradually  increasing 
from  the  top  to  the  bottom  of  the  cone. 

**I  do  not  claim  the  cone,  nor  the  picker,  neither  do  I  claim  the 
feed-apron,  but  I  do  claim  as  new  the  fur-director  or  plate  F, 
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curved  or  bent  substantially-  as  shown,  and  arranged  in  relation 
with  the  cone  B  and  picker  D,  to  operate  substantially  as  and  for 
the  purpose  set  forth." 

The  court  below,  remarking  that  the  law  relating  to  patents 
would  be  obscured  in  a  '* bank  of  fog"  by  the  subtle  ingenuity 
with  which  its  principles  were  sometimes  presented,  held  in  effect: 

1.  That  the  original  patent  to  Wells  was  to  be  so  construed  as 
to  limit  the  claim  to  the  combination  of  the  revolving  fur-throwing 
mechanism,  the  trunk,  or  peculiar  guide  of  Wells,  and  the  perfo- 
rated vacuum  cone;  that  the  machine  reissue  of  1860^  (No.  1087,) 
could  give  no  larger  effect,  except  on  an  assumption  that  it  pro- 
tected, not  a  combination  of  devices  to  effect  a  particular  purpose, 
but  an  abstraction  or  generalization  broad  enougli  to  include  all 
combinations  whatsoever  of  devices  to  produce  the  same  effect;  *'a 
transcendental  abstraction  magnified  into  a  monopoly,  not  of  a 
machine,  (which  is  a  concrete  thing,)  but  of  a  principle,  effect,  or 
result."  And  that  if  this  was  assumed,  an  assumption  was  made 
that  the  patent  protected  that  which  it  is  no  purpose  of  a  patent  to 
protect,  and  that  which  made  it  void. 

2.  That  Boyden's  machine  was  no  infringement  of  the  reissued 
patent  of  Wells;  and,  if  it  was  such  infringement,  the  reissue 
itself  would  be  void  as  claiming  more  than  the  original  did. 

3.  That  as  to  the  patent  for  process,  (reissue  No.  1086,)  the 
claim  wanted  originality;  Ponsford's  patent  having  been  prior 
to  it. 

From  the  consequent  dismissal  of  the  bill  the  appeal  came;  the 
correctness  of  these  views  on  the  case  as  stated  being  the  principal 
questions  here. 

Messrs,  Stoughton,  Gifford,  and  KeUer^for  the  complainant: 

I.  Wells  was  the  first  who  introduced  any  guiding  and  directing 
mecJianism,  and  his  introduction  of  that  between  the  rotating 
picker  and  '^former"  produced  a  n£w  machine,  viz,  the  first  ma- 
chine which  could  successfully  make  hat-bodies  from  tlie  flying 
fur,  by  guiding  and  directing  the  fur  from  the  picker  to  the  '* for- 
mer." He  may  therefore  treat  as  infringers  all  who  use  the  ma- 
chine with  only  a  substitute  for  one  of  the  parts  of  the  combination, 
performing  the  office  of  the  part  for  which  it  was  substituted. 

II.  The  machine  reissue  (No.  1087)  should  not  be  so  construed 
as  to  be  limited  to  the  particular  form  of  mechanism  interposed 
between  the  i)icker  and  former  to  guide  and  direct  the  fur,  but  it 
ought  to  cover  any  device  plactnl  between  the  picker  and  the  cone, 
performing  the  office  of  the  Wells  mechanism  in  guidiug  and  di- 
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recting  the  fur.  It  is  not  important  what  the  particular  sha{>eor 
construction  of  the  part  between  the  picker  and  cone  is,  so  long  as 
such  part  performs  the  office  and  does  the  work  which  Welle  con- 
ceived the  importance  of  having  there  done,  and  which  he  there 
did,  and  which  characterize  the  operation  of  his  machine. 

In  Winans  v.  Denmeadj  15  Howard,  341,  the  majority  of  this 
court,  including  three  of  its  present  justices,  recognized  and  ap- 
plied the  following  principles: 

1.  That  the  mode  of  operation  constitutes  the  essen^ce  of  a  machine. 

2.  That  the  ''mode  of  operation  is,  in  view  of  the  patent  law, 
the  tliin^g  entitled  to  protection." 

3.  That  a  description  by  tlie  patentee  of  one  structure  or  device^ 
embodying  his  new  mode  of  operation,  is  sufficient  to  entitle  him 
to  be  protected  against  the  use  of  other  structures  or  devices,  to 
carry  on  substantially  the  same  mode  of  operation. 

4.  That  copying  the  mode  of  operation  described  is  an  infringe- 
ment. 

5.  That  a  patentee  may  and  should  so  form  his  specification  and 
claim  as  to  cover  his  new  mode  of  operation. 

6.  That  where  the  patentee  has  described  his  invention  and 
shown  its  principle,  and  claimed  it  in  that  form  which  most  per- 
fectly embodies  it,  he  is  deemed  to  cover  by  his  claim  every  form 
embodying  his  mode  of  operation. 

7.  That  to  form  an  infringement,  the  defendants  need  not  have 
produced  the  same  degree  of  result  as  the  patentee,  but  that  it  is 
sufficient  to  constitute  infringement  if  the  result  ''be  the  same  in 
hind,  and  effected  by  the  employment  of  his  mode  of  operation  in 
substance." 

To  apply  this  doctrine  to  the  Wells  patent,  let  us  ask : 

What  is  the  structure  or  device  described  in  the  Wells  patent  as 
embodying  his  inventions?  It  consists,  essentially,  of  a  rotating 
picker,  a  pervious,  exhausted,  conical  '*  former,"  a  device  inter- 
mediate'to  the  picker  and  former,  to  guide  and  shape  the  current 
of  fur,  to  present  a  section  of  it  to  the  cone  nearly  in  the  form  of  a 
vertical  section  of  the  cone. 

What  mode  of  operation  is  introduced  and  employed  by  this 
structure  or  device,  that  is,  by  the  Wells  machines? 

The  answer  is,  that  operation  is  upon  the  fur ;  that  its  peculiar 
treatment  of  the  fur  identifies  its  mode  of  operation ;  that  its  mode 
of  operation  must  be  found  in  the  relation  between  it  and  the  thing 
acted  upon,  to  wit,  the  fur;  and  that  the  adaptation  and  capacity 
of  the  machine  to  produce  and  sustain  that  relation  constitutes  its 
principle;  that  is,  its  mode  of  operation.     Its  treatment  of  the  fur 
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is  to  disintegrate  it,  throw  it  into  a  current  of  air  which  it  pro- 
duccH,  forming  a  mixed  current  of  fur  and  air,  and  thus  suspend 
it,  propelling  it  toward  the  cone,  and  while  on  its  way  guiding 
and  directin<^  it,  so  that  when  it  reaches  the  cone  a  section  of  the 
current  will  nearly  correspond  with  a  vertical  section  of  the  cone, 
and  depositing  it  thence  upon  the  cone  in  proper  thickness  for  a 
hat-body. 

"  What  result  is  obtained  by  means  of  this  mode  of  operation  ; " 
that  is,  by  means  of  the  operation  of  the  Wells  machine  upon  fur? 

The  result,  which  is  matter  of  common  knowledge  and  is  proved, 
is,  that  bodies  are  formed  with  such  rapidity,  and  of  such  quality, 
and  out  of  such  variety  of  stock,  that  the  manufacture  of  hats  has 
been  revolutionized  ;  that  fur  is  now  used  for  hats  which  could  not 
before  be  used  ;  that  one  machine  forms  from  three  hundred  and 
fifty  to  four  hundred  hat-bodies  per  day,  while  twenty  was  a  large 
day's  work  for  a  good  workman  by  the  old  process  of  hand-bowing ; 
that  fur  bats  are  made  better  and  out  of  less  material  by  the  opera- 
tion of  a  machine  than  they  were  by  hand-bowing;  that  hats  are 
greatly  cheapened  to  the  consumer  by  the  operation  of  this  machine; 
and  that  hand-bowing,  once  the  most  difficult  part  of  the  hatter's 
trade,  has  now  ceased  to  be  any  part  of  it. 

'^Does  the  specification  of  claim  cover  the  desciibed  mode  of  opera- 
tion by  tahich  (he  result  is  attained  f  ' ' 

The  Wells  specification  does  directly  and  expressly  cover  the 
mode  of  operation.  In  Winans  v.  Denmead  there  was  some  doubt 
as  to  whether  or  not  the  claim  was  sufficient  to  cover  the  invention ; 
that  is,  the  mode  of  operation  ;  but  in  this  case  there  can  be  no 
uncertainty.  In  view  of  the  opinion  of  the  court  in  that  and  other 
cases  holding  the  same  doctrine,  the  claim  of  the  reissued  pat-ent 
was  made  so  as  to  expressly  cover  the  mode  of  operation  of  the 
Wells  machine.  This  claim  is  for  '*  the  mode  of  operation  '*  result- 
ing from  the  '^combination'*  of  the  mechanism. 

It  is  obvious  that,  where  the  invention  is  in  machinery,  the 
mode  of  operation  embodied  in  such  machinery  must  constitute  the 
essence  of  the  means  of  producing  the  result.  If  any  one  think 
otherwise,  let  liim  test  it  by  supposing  the  mode  of  operation  to 
be  taken  away  from  the  machine,  and  see  what  will  remain.  To 
enforce  this  truth,  imagine,  if  possible,  a  machine  without  any 
mode  of  operation,  and  what  is  it?  Clearly  nothing  but  the  wood 
and  metal  composing  it.  This  shows  that  the  mode  of  operation 
is  the  characterizing  feature.  McConnick  v.  Seyniotir,  2  Blatch- 
ford,  246  ;  Tafham  et  al  v.  LeKoy,  1  Id.,  485  ;  O'lieilly  v.  Morse, 
15  Howard,  62  ;  McGlu»g  v.  Eiiigsland,  1  Id.,  202  ;  Curtis  on  Pat- 
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ents,  sec.  223  ;  Morgan  v.  Seward,  Webster's  Patent  Cases,  170 ; 
Hay  worth  v.  Hardcasile^  Id.,  484;  Nelson  v.  Harford,  Id.,  295; 
Walton  V.  Potter,  Id.,  587 ;  Huddart  v.  Grimshaw,  Id.,  95 ;  BtLS- 
sell  V.  Conley,  Id.,  463. 

III.  The  claim  of  the  reissued  machine  patent  (No.  1087)  is  not 
void  as  being  for  an  unpatentable  subject-matter.  It  will  be  in- 
sisted on  the  part  of  the  appellees  that  because  the  claim  expresdy 
covers  the  *'mode  of  operation"  of  the  combination,  it  covers  an 
abstraction  or  a  result;  and  that  such  a  result  as  is  not  patentable. 
To  this  two  answers  may  suflSce: 

1.  That  the  **  mode  of  operation"  of  a  combination  in  machinery 
is  neither  an  abstraction  nor  an  unpatentable  result. 

2.  The  phraseology  having  been  recommended  by  this  court,  and 
adopted  by  the  owners  of  the  patent  pursuant  to  such  recommenda- 
tion, the  court  will  sustain  it. 

It  will  be  further  insisted  on  the  part  of  the  appellees,  that  be- 
cause the  claim  specifies  that  the  *'mode  of  operation  "  claimed 
results  from  the  combination  of  mechanism,  therefore,  the  claim 
must  cover  an  unpatentable  result. 

It  is  submitted  that  neither  such  reasoning  nor  such  conclusion 
is  sound : 

1.  There  cannot  be  a  mode  of  operation  of  a  combination  without 
the  existence  of  the  combination. 

2.  Creating  or  bringing  into  existence  the  combination,  of  course, 
produces  the  mode  of  operation. 

3.  It  follows,  therefore,  that  the  mode  of  operation  of  a  combi- 
nation of  parts  in  machinery  does  result  from  that  combination. 

The  mode  of  operation  is  a  property  of  the  combination  and  can- 
not exist  without  it.  The  phrase,  **the  mode  of  operation  of  a 
combination,"  has  the  same  meaning  as  the  phrase,  the  mode  of 
operation  resulting  from  the  combination. 

As  to  infringement :  The  defendants  infringe  by  using  the  com- 
bination patented,  varied  only  by  the  substitution  of  a  mechanical 
equivalent  for  one  of  the  elements  of  the  combination.  The  ques- 
tion respecting  infringement  is  not  whether  the  defendant's  machine 
is  like  the  patentee's  or  is  different  from  the  patentee's,  because  it 
may  be  greatly  diflTerent,  and  the  diflFerences  may  also  be  patent- 
able and  patented ;  but  the  question  is,  whether  or  not  the  defend- 
ant's machine  contains  the  invention  of  the  patentee.  Curtis  on 
Patents,  2  ed.,  §  224.  The  fact  that  an  alteration  in  a  machine  is 
patentable,  and  patented  as  an  improvement,  does  not  prevent  its 
being  a  mechanical  equivalent,  and  the  use  of  the  machine  an 
infringement.     McCormick  v.  Talcott,  20  Howard,  405;  Crclioe  & 
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Brooks  V.  Norton,  Coram  Nelson,  J.,  Southern  District  of  New 
York,  A.  D.  1853. 

As  to  the  reissued  patent :  The  ortginal  patent  of  Wells  sets  forth 
the  invention  which  is  claimed  in  the  machine  reissue,  (No.  1087,) 
and  justifies  and  sustains  that  reissue. 

The  specification  of  that  original  patent  consists  of  five  divisions : 

1.  A  statement  of  what  was  needed. 

2.  A  statement  that  he  (Wells)  had  succeeded  in  accomplishing 
what  others  had  tried  in  vain  to  do. 

3.  A  general  statement  of  the  means  hy  which  he  had  succeeded. 

4.  A  description  of  such  means  and  its  mode  of  operation  ;  and, 

5.  A  specification  of  items  claimed. 

Both  a  machine  for  forming  the  bats,  (or  fabric  of  the  body,)  and 
the  process  of  removing  them  from  the  **  former/'  are  described  in 
this  original  specification.  The  machine  consists  of  three  classes 
of  mechanism.  One  to  receive,  disintegrate,  and  throw  the  fur  ; 
another  to  act  upon,  guide,  and  direct  the  fur;  and  the  other  to 
receive  and  hold  the  fur.  A  trunk  was  the  means  which  he  adopted 
to  put  in  operation  that  idea ;  and  it  is  acknowledged  that  that 
was  the  best  form  of  means  which  has  yet  ever  been  known  for 
such  purpose.  In  his  original  specification  he  says,  that  this  trunk 
*^  is  gradually  changed  in  form  toward  the  outlet,  where  it  assumes 
a  shape  nearly  corresponding  to  a  vertical  section  passing  through 
the  axis  of  the  cone,  but  narrower."  After  giving  this  direction, 
he  states  the  object,  and  says  it  is  '*  for  the  purpose  of  concentra- 
ting and  directing  the  fur.  Again,  in  this  specification,  he  says, 
in  describing  the  trunk :  ^^Its  top  is  gradually  elevated,  and  sides 
contracted,  to  make  the  delivery  aperture  nearly  of  the  form  of  a 
cone,  but  narrower  and  higher." 

By  this  original  patent  three  things  are  claimed  in  combination, 
irrespective  of  other  parts  : 

1.  The  trunk  or  chamber. 

2.  The  perforated  cone  or  '*  former." 

3.  The  picker  or  brush. 

This  shows  that  he  regarded  this  combination  of  leading  and 
essential  parts  as  constituting  the  substance  and  essence  of  his 
invention  of  the  machinery ;  and  it  is  submitted  that  any  reissue 
from  this  patent  covering  the  mode  of  operation  of  this  combina- 
tion is  sustained  by  the  original,  and  is  good  and  valid  against  the 
use  of  any  equivalent  of  any  of  these  three  parts. 

A  combination  of  the  trunk,  ^^/ormer,"  and /wcier  being  claimed 
in  the  original  patent  of  Wells,  irrespective  of  other  parts,  was, 
perhaps,  sufficient  to  cover  the  *'  mode  of  operation"  of  that  com- 
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bination,  and  the  use  of  any  ** equivalents"  for  either  of  those 
parts.  But  after  the  direction  given  by  this  court  in  Winana  v. 
Denmead,  it  became  not  only  prudent  and  proper  for  the  owners  of 
the  patent,  but  their  duty,  to  have  it  so  reissued  as  to  expressly 
cover  the  mode  of  operation  of  the  combination.  It  was  pursuant 
to  the  directions  of  this  court  in  the  case  just  named  that  the  re- 
issued machine  patent  was  obtained. 

A  patent  may  be  valid,  and  may  have  been  so  held  to  be  by  a 
court,  without  being  broad  enough  to  cover  the  whole  invention. 
In  such  cases  the  act  of  Congress  tenders  the  patentee  relief  by  re- 
issuing to  make  his  claim  broader.  Batten  v.  Taggart,  17  How- 
ard, 83 >  It  is  no  objection  to  a  patent  that  it  has  been  more  than 
once  reissued.  O'BeiUy  v.  Morse,  15  Howard,  112.  If  the  last 
reissued  patent  claimed  under  be  adapted  to  the  invention  made  by 
the  patentee,  and  described  in  his  original  patent,  it  is  valid  as  a 
reissue,  and  it  is  immaterial  how  many  prior  reissues  there  may 
have  been,  or  what  may  have  been  the  proceedings  or  mistakes  in 
applications  for  or  in  the  granting  of  such  prior  reissues.  Good- 
year v.  Day^  2  Wallace,  Jr.,  283  ;  Woodworth  v.  Stone,  3  Story, 
749,  753;  Allen  v.  Blunt^  3  Id.,  742,  743;  Carver  v.  Braintree 
Manufacturing  Company,  2  Id.,  432,  438. 

The  action  of  the  "Commissioner  of  Patents,  in  accepting  a  sur- 
render of  a  patent  and  granting  a  reissue,  is  conclusive  that  the 
prerequisites  to  the  surrender  did  exist,  unless  fraud  be  shown. 
Stimson  v.  The  Westchester  Bailroad  Company,  4  Howard,  380, 
404 ;  Sam>e  v.  The  Philadelphia  and  Trenton  Bailroad  Company , 
14  Peters,  448. 

4.  As  to  the  reissued  patent  No.  1086 — the  process  patent. 
Ponsford's  patent,  it  is  true,  did  exhibit  a  process  of  removing  the 
body  from  the  cone  on  which  it  had  been  formed,  similar  to  the 
process  of  Wells.  But  the  invention  was  defective  in  not  present- 
ing or  forming  the  body  prior  to  its  removal.  It  was,  therefore, 
an  incomplete  invention  and  substantially  different. 

Messrs.  George  Harding  and  Courtland  Parker,  for  defendants: 
As  to  the  originality  of  Wells's  machine  patent. 
In  view  of  the  prior  inventions  of  Williams,  the  extent  of  Wells's 
invention  in  the  machine  patent  (No.  1087)  may  be  thus  analyzed: 

I.  In  the  machine  patent,  Wells  substituted  as  a  disintegrating 
agent  for  the  carding  machine,  shown  in  figure  6,  page  74,  the 
revolving  brush,  shown  in  figure  9,  page  80. 

II.  Wells  adopted  from  Williams's  machine  the  folbwing : 
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1.  The  hollow  perforated  removable  formers,  as  shown  in  figure 
11  and  12,  restiug  on  horizontal  wheels: 


2.  Two  revolving  perforated  removable 
wheels,  having  rims  projecting  below  to  turn 
on,  and  secure  the  joint,  and  cogs  on  their 
circnmference  to  be  driven  by ;  as  shown  in 
figure  13. 


3.  A  central   pinion,  or   an   upright   shaft,   for   driving   these 
-wheels.     (See  figure  14.) 


4.  A  cone-box  capable  of  revolving,  connected  by  a  rim  with  a 
lower  box  or  conduit  leading  to  the  exhaust-box,  (as  shown  in  fig- 
ure 15,)  having  two  sockets  above  for  the  cone-wheels. 

5.  A  conduit  from  the  cone-box  to  the  fan-box,  with  a  socket 
above  for  the  cone-box  to  revolve  in,  as  in  figure  16. 

6.  A  fan-box  and  fan  with  side  passages  for  entrance  of  air,  as 
in  figure  17. 

n n 


i 


7.  The  use  of  a  hollow  perforated  cover,  to  place  over  the  fur 
while  on  the  former,  after  the  material  had  been  deposited,  to 
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retain  it  in  position  when  removed  from  the  exhaust,  and  while 
aubeequently  treated. 

Ill,  Wells  devised  and  introduced  between  his  peculiar  disinte- 
grating apparatus  or  brush  and  the  vacuum  cone  apparatus  of 
Williams,  the  peculiar  conduit,  or  trunk,  or  tunnel,  as  it  is  called, 
with  its  hood  and  its  flap,  shown  in  figure  20,  page  93,  and  thus 
produced  the  complete  machine  shown  in  figure  8,  (ante,  p.  79.) 
As  to  the  originality  of  the  process  patent  of  Wells. 
In  view  of  the  prior  inventions  of  Williams  and  of  Ponsford,  the 
Wells  invention,  in  the  process  patent  of  Wells,  (reissue  No.  1086,) 
may  be  thus  analyzed: 

WelU  describes  the  covering  of  the  body  after  it  is  formed  on 
the  cone : 

First,  with  a  cloth,  which  was  the  invention  of  Ponsford. 
Second,  with  a  perforated  metallic  conical  case,  which  was  the 
invention  of  Ponsford  and  Williama. 

Third,  the  immersion  of  the  whole  in  a  vessel  of  boiling-hot 
water,  which  was  the  invention  of  Ponsford. 

It  is,  therefore,  only  necessary  to  say,  that  in  view  of  Ponsford's 
English  patent,  Wells's  reissue,  No.  1086,  claiming  exactly  the 
same  invention,  should  be  declared  to  be  void. 

As  to  Boyden's  machine:  Williams,  Wells,  and  Boyden  all  used 
the  Williams'  vacuum  cone  apparatus, 
see  fig.  18.  Williams  having  employed  a 
carding  maciiine  and  fan,  F,  as  shown  in 
fig.  19,  to  disintegrate  and  throw  the  fur 
1  to  tlie  cone;  WelU,  on  the  one  hand, 
substituted  therefor  a  revolving  brush,  F, 
inclosed  in  a  tunnel  or  trunk,  M,  with  a 
vibrating  hood  or  cap,  s,  as  shown  in 
figure  20.     Boyden,  on  the  other  hand, 
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substituted  for  WilliamB'  carding  niachiDe  and  fan  an  open  picker, 


D,  with  a  curved  guide  plate, 
F,  in  front  of  it,  as  shown  in 
figure  21. 

As  to  the  infringement  of  the 
machine  patent: 

The  defendants  do  not  infringe  this  patent  upon  any  construc- 
tion of  its  claims  which  would  not  require  the  patent  to  be  declared 
void.  In  view  of  the  new  state  of  the  art,  as  shown  by  Williams's 
patent  and  that  of  Fosket,  Wells  invented  nothing  but  the  peculiar 
device  called  a  "trunk,"  with  two  appendages,  to  wit,  a  "  hood  " 
and  a  lower  "flap"  placed  between  the  revolving  brush  or  fur- 
throwing  mechanism  and  the  perlbrated  vacunm  cone;  and  to  this 
combination  of  brush,  trunk,  and  cone  his  claim  should  he  limited 
by  the  court.  The  defendants  do  not  use  Wells's  invention,  nor 
its  principle.  Wells  proceeded  upon  the  principle  of  disseminat- 
ing (or  dissolving,  as  it  were)  the  particles  of  fur  thorouglily  in  a 
flowing  stream  of  air,  the  movement  of  which  air  was  readily  con- 
trolled by  a  tube,  on  well  known  principles  of  aerostatics  or  hydrau- 
lics. The  words  "tunnel,"  used  in  Wells's  specification  of  1846, 
was  perhaps  the  most  expressive  word,  an  indicating  a  tube  having 
a  peculiar  inlet  and  peculiar  outlet,  such  as  the  ordinary  liquor 
and  other  tunnels. 

Boyden  abandoned  all  notion  of  the  tube  and  its  vibrating  ap- 
pendage, and,  instead  of  attempting  to  carry  the  fur  by  an  inclosed 
stream  of  air,  commenced  with  the  idea  of  treating  the  particles  of 
fur  as  susceptible  of  having  sufficient  momentum  imparted  to  them 
to  be  projected  for  definite  distances  and  definite  directions  through 
(he  open,  air,  and  bases  his  machine  upon  that  idea. 

Boyden's  machine  may  be  thus  analyzed: 

1.  He  employed  a  revolving  picker  instead  of  a  brush. 

2.  He  adopted,  as  he  bad  a  right  to  do,  the  revolving  vacuum 
cone  apparatus  patented  by  Williams,  and  above  set  forth. 
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3.  Instead  of  placing  a  ^^  trunk/'  as  shown  in  figure  20,  between 
the  disintegrating  apparatus  and  the  cone,  he  placed  in  front  of 
and  opposite  to  the  picker  a  series  of  plates  having  different  angles 
of  elevation,  so  as  to  throw  different  portions  of  fibres  of  fur  to 
different  heights  on  the  cone.  Experience  soon  showed  him  that 
it  could  be  so  reduced  to  a  system  that  the  fur  could,  by  a  proper 
combination  of  inclined  planes,  of  varied  surface  and  inclination  to 
the  picker,  be  made  to  deposit  itself  in  any  manner  desired.     In 

fixing  the  angles  of  the  planes  there 
must  be  a  reference  to  the  influence 
which  gravity  exerts  on  all  projectile 
bodies.  Thus,  if  a  body  be  projected 
from  A  in  the  direction  of  the  line  A 
B,  instead  of  pursuing  the  course  of 
the  line  A  B,  gravity  will  cause  it  to 
constantly  fall  from  it,  and  to  travel 
in  the  path  indicated  by  the  dotted 
line  A  C.  Allowance  is  always  made  for  this  in  gunnery,  and  a 
similar  allowance  has  to  be  made  for  the  influence  of  gravity  in 
adjusting  the  Boyden  planes. 

The  width  of  the  planes  is  determined  by  the  relative  amount 
of  fur  that  is  required  at  the  part  of  the  cone  intersected  by  each 
plane  respectively.  Thus  the  zone,  at  the  base  of  the  cone,  one 
inch  wide,  as  compared  with  a  zone  one  inch  wide  at  the  top, 
would  require  very  different  amounts  of  fur;  flrst,  because  of  the 
much  greater  area  of  depositing  surface  presented  at  the  base  of 
the  cone;  and,  second,  because  of  the  greater  depth  of  deposit  re- 
quired at  the  base.  Hence,  the  width  of  the  plane  which  points 
towards  the  base  of  the  cone  is  very  many  times  wider  than  that 
which  points  towards  the  top. 

As  the  one  set  of  planes,  when  adjusted  for  a  particular  cone, 
will  answer  for  any  number  of  bodies  to  be  formed  on  that  cone, 
the  machine  is  automatic,  requiring  only  new  planes  when  the  cone 
is  changed.     The  invention  is  thus  described  in  Boyden's  patent: 

*'This  invention  relates  to  an  improved  mode  of  directing  or  guid- 
ing the  fur  to  the  cone,  as  hereinafter  fully  shown  and  described, 
whereby  trunks  and  ail  other  comparatively  complicated  appliances 
hitherto  used  for  the  purpose  are  dispensed  toith,  and  an  exceedingly 
simple  and  efficient  device  substituted  there/or, 

*'  The  invention  consists  in  placing  directly  in  front  of  the ^*cA;c7* 
a  plate,  so  bent  or  curved  that  its  surface  will  have  a  certain  rela- 
tive position  with  the  axis  of  the  picker  and  the  surface  of  the  cone, 
and  give  such  a  direction  to  the  fur,  as  the  latter  is  thrown  on  it 
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by  the  rapid  rootion  of  the  picker,  that  the  fur  will  be  drawn  prop- 
erly on  the  cone  by  the  exhaust  or  suction  within  it." 

The  Wells  disintegrating  arrangement  is  shown  in  figure  9, 
(antCj  p.  80,)  and  its  operation  is  that  of  brusJdng  the  fur  while 
held  between  the  feed-rollers.     A  picker  was  no  part  of  his  device. 

11.  Subject  to  what  the  court  may  decide  on  what  precedes,  we 
contend  that  the  claim  of  the  Wells  reissued  patent  is  void,  as 
being  for  a  function,  principle,  or  result;  that  the  term  ^^mode  of 
operation"  was  used  in  the  claim  and  throughout  the  Wells  reis- 
sued speciQcation,  No.  108T — the  machine  patent — to  characterize 
the  function  or  result  produced  by  the  machinery,  and  not  the 
manner  or  mode  in  which  the  physical  parts  comprising  the  Wells 
machine  are  combined  and  co-operated  to  produce  that  result. 

In  the  reissue — No.  108T — obtained  with  a  view  to  stop  the  Boy- 
den  machine,  after  a  full  inspection  of  it,  the  invention  of  Wells  is 
thus  described: 

*TAe  mode  of  operation  of  the  said  invention  of  the  said  Henry 
A.  Wells  is  such  that  the  fur  fibres  are  directed  and  controlled  so 
as  to  travel  from  the  picking  and  disintegrating  brush  towards  the 
surface  of  the  pervious  cone  or  other  former,  that  they  may  be  de- 
posited thereon  to  the  thickness  required  to  make  a  bat  of  uniform 
thickness  all  around,  and  of  the  required  varying  thickness  from 
brim  to  tip,  and  this  mode  of  operation  results  from  combining 
with  a  rotary  picking  and  disintegrating  brush,  and  a  pervious 
cone  or  equivalent  former,  connected  with  an  exhausting  appara- 
tus, suitable  means  for  directing  and  controlling  the  fur-bearing 
currents. 

^^The  said  mode  of  oper action,  invented  by  the  said  Henry  A. 
Wells,  is  embodied  in  the  following  description  of  the  mode  of  ap- 
plication, reference  being  had  to  the  accompanying  drawings." 

Then  follows  a  description  of  the  machine  as  in  the  original  pat- 
ent, with  these  exceptions:  1.  The  word  *'hood"  which  occurred 
in  the  original  patent  is  omitted,  and  the  word  '^ upper  deflector" 
substituted  for  it.  2.  The  word  ** hinged  flap"  is  omitted,  and 
''lower  deflector"  substituted  throughout.  3.  A  clause  near  the 
end  of  the  original  patent  of  1846  is  altered  obviously  with  the 
intention  of  changing  an  important  feature  of  his  invention.  See 
ante,  p.  82,  in  the  statement  of  the  case,  to  which  the  reader  can 
turn. 

After  describing  the  machine  as  shown  in  the  drawing,  and 
described  in  the  original  patent,  the  specification  of  No.  1087 
resumes  thus: 
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'* Having  thus  described  the  mode  of  application  of  the  said  in- 
vention of  the  said  Henry  A.  Wells,  as  the  same  was  successfully 
reduced  to  practice  by  him,  I  do  not  wish  to  be  understood  as  lim- 
iting the  claim  of  my  invention  to  sticJi  mode  of  application;  as 
other  modes  may  be  devised  having  the  same  mode  of  operation,  or 
principle,  and  only  differing  from  it  in  form,  or  in  the  substitution 
of  equivalent  means. 

*'Nor  do  I  wish  to  be  understood  as  making  claim  therein  to  the 
combined  process  of  forming  and  hardening  hat-bodies  on  pervious 
cones  or  other  analogous  formers,  preparatory  to  taking  them  off 
in  a  suitable  condition  for  the  after-process  of  sizing  by  felting,  as 
this  is  the  subject  of  another  patent. 

'*1.  What  I  claim  as  the  invention  of  the  said  Henry  A.  Wells, 
in  machinery  for  forming  bats  of  fur  fibres,  in  the  manufacture  of 
fur  hat-bodies,  is  the  mode  of  operation  svhstantially  as  herein  de- 
scribed, of  forming  bats  of  fur  fibres  of  the  required  varying  thick- 
ness from  brim  to  tip,  which  mode  of  operation  results  from  the 
combination  of  the  rotating  picking  mechanism,  or  the  equivalent 
thereof,  the  pervious  former  and  its  exhausting  mechanism,  or 
the  equivalent  thereof,  and  the  means  for  directing  the  fur-bearing 
current,  or  the  equivalent  thereof,  as  set  forth." 

A  striking  feature  about  this  claim,  and  indeed  about  the  whole 
reissued  specification,  is  that  while  professing  boldly  to  describe 
and  claim  a  mode  of  operation,  it  neither  describes  what  that  mode 
of  operation  is,  nor  does  it  state  in  what  parts,  or  combination  of 
parts,  of  machinery  that  mode  of  operation  is  to  be  found. 

Thus,  in  the  first  clause  of  the  former  of  the  passages  above 
quoted,  if  the  question  be  asked,  What  is  the  mode  of  operation 
which  Wells  invented?  the  answer  would  be  ^^such"  that  the  fur 
fibres  are  so  directed  and  controlled  so  as  to  form  a  bat  of  proper 
thickness. 

The  recital  of  Wells's  invention,  in  the  preamble,  is  equivalent 
precisely  to  this:  '*  The  mode  of  operation  of  the  said  invention  of 
Wells  is  ^sv>ch*  that  the  fur  fibres  are  directed  and  controlled  so  as 
to  form  a  bat,  thicker  at  the  brim  than  tip,  and  Ht  results*  from  com- 
bining with  a  revolving  brush  and  cone  ^suitable  means,*  i,  e,,  any- 
thing that  will  suit  for  accomplishing  this  result;''  or,  in  other 
words,  Wells's  invention  extends  to  the  use  of  anything  in  connec- 
tion with  a  revolving  picker  and  cone  which  will  ^^  suit,'*  and  the 
first  claim  is  in  terms  co-extensive  therewith,  and  the  patent  must 
be  held  to  be  void,  unless  the  claim  be  so  construed  as  to  be  limited 
to  the  substantial  devices  shown  in  the  body  of  the  patent. 
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Where  an  improvement  is  made  upon  a  machine,  the  patentee 
can  only  claim  the  part,  or  combination  of  parts,  which  he  has 
invented.  It  is  otherwise  where  the  invention  is  a  process,  strictly 
80  speaking,  in  which  the  treatment  of  substances  is  entirely  inde- 
pendent of  the  mechanical  appliances.  Coming  v.  Bowden,  15  How- 
ard, 252.  In  Neilson  v.  Harford — the  Neilson  Hot  Blast  case — the 
invention  consisted  not  in  a  machine,  but  in  the  discovery  of  a  pro- 
cess ;  so  in  Goodyear's  invention.     This  distinction  was  pointed  out 

■  

by  Taney,  C.  J.,  in  Morse  v.  O'Beilly,  15  Howard,  62;  and  see 
NeUaon  v.  Harford,  1  Webster's  Patent  Cases,  295. 

III.  Subject  to  the  two  former  points,  we  contend  that  the  reis- 
sued machine  patent  is  void.     Because — 

1.  It  is  for  a  different  invention  from  that  set  forth  in  the  orig- 
inal patent  as  Wells's  invention. 

2.  The  original  patent  was  not  surrendered  because  the  descrip- 
tion or  claims  were  '^  insufficient,"  or  inoperative  through  accident 
or  mistake ;  but  because,  in  the  language  of  the  oath  filed  with  the 
application  for  reissue,  it  was  '^not  fully  available  to  A.  Burr  as 
assignee."  The  act  of  Congress  does  not  authorize  a  surrender  and 
reissue  upon  any  such  ground. 

But  these  two  grounds  are  not  pressed,  except  in  the  event  of  the 
court  declaring  that  the  defendant's  machine  infringes  upon  that 
patent. 

Mr.  Justice  Gribr  delivered  the  opinion  of  the  court. 

The  great  question  of  the  case  is,  whether  the  Boyden  machine 
infringes  the  patent  originally  granted  to  Wells  for  his  invention  ; 
and  if  not,  whether  his  assignees,  by  the  use  or  abuse  of  the  right 
to  surrender  and  reissue  their  patent,  can  so  expand  it  as  to  cover, 
by  ex  post  facto  operation,  all  subsequent  inventions. 

The  original  patent  to  Wells  purports  to  be  for  **a  new  and 
useful  improvement  in  the  machine  for  making  hat-bodies."  His 
specification  recites  that  ^Mt  had  long  been  essayed  to  make  hat- 
bodies  by  throwing  the  fibres  of  wool,  &c.,  by  a  brush  or  picker  on 
a  perforated  cone  exhausted  by  a  fan  below,  to  carry  and  hold  the 
fibres  thereon ;  that  all  these  contrivances  were  defective."  He 
alleges  that  he  has  improved  this  machine  so  as  to  remove  all  the 
objections,  as  proved  by  the  test  of  experiment.  *^  My  improve- 
ment," he  says,  '* consists  in  feeding  the  fur  between  two  endless 
belts,  &c.,  which  present  it  to  the  action  of  a  rotating  brush,  which, 
moving  at  a  great  velocity,  throws  it  in  a  chamber  or  tunnel,  which 
is  gradually  changed  in  form  towards  the  outlet,  where  it  assumes 

the  shape  nearly  corresponding  to  a  vertical  section  passing  through 
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the  axis  of  the  cone,  this  casing  being  provided  with  an  aperture? 
immediately  under  the  brush,  through  which  a  current  of  air  en- 
ters," &c.  The  aperture  of  the  chamber  or  tunnel  is  provided 
with  a  bonnet  or  hood  hinged  thereto,  and  at  the  bottom  with  a 
hinged  flap. 

Beside  the  machine  thus  described,  he  includes  a  claim  also  for 
a  process  which  consists  in  covering  the  bat  before  it  is  removed 
with  felted  fulled  cloth,  &c.  As  our  present  concern  is  with  the 
machine,  we  need  not  describe  the  process  more  particularly. 

The  patentee  very  properly  does  not  claim  to  have  first  invented 
the  art  of  making  hats  on  exhausted  cones,  but  to  have  improved 
the  machinery  or  devices  used  for  this  purpose,  in  important  par- 
ticulars. After  properly  describing  the  several  devices,  the  combi- 
nation of  which  compose  his  improved  machine,  he  limits  his  claim 
in  exact  conformity  with  such  description.  He  says:  '*  What  I 
claim  as  my  invention,  and  desire  to  secure  by  letters  patent,  in 
the  machinery  above  described,  is  the  arrangement  of  the  two 
feeding-belts  with  their  planes  inclined,  &c.,  substantially  as  de- 
scribed, in  combination  with  the  rotating  brush  and  tunnel  placed 
in  front  of  the  aperture  or  mouth  thereof,  substantially  as  de- 
scribed. I  claim  the  chamber  into  which  the  fibres  are  thrown  by 
the  brush  in  combination  with  the  perforated  cone,  &c.  I  also 
claim  the  employment  of  the  hinged  hood  and  providing  the  lower 
flap,  for  the  purpose  of  regulating  the  delivery  to  increase  the 
thickness  of  the  bat,  in  combination  with  the  hood." 

This  patent  was  first  surrendered  in  September,  1856,  by  the 
assignee,  and  separate  patents  taken  for  the  machine  and  the  pro- 
cess :  the  same  operation  of  surrender  and  reissue  was  repeated  in 
1860.  The  specification  of  the  machine  patent  of  1860  (No.  1087) 
describes  the  machine  much  as  before,  premising  that,  in  1846, 
William  Fosket  had  obtained  a  patent  for  a  machine  in  which  the 
fibres  to  be  formed  into  a  hat-body  are  drawn  by  suction  through 
a  tube  into  the  lower  part  of  a  chamber  surrounding  a  pervious 
cone,  the  inside  of  which  is  connected  with  an  exhausting  fan ;  but 
that  hat-bodies  are  required  to  be  made  thick  at  or  near  the  brim, 
and  thin  along  the  crown,  that  the  required  strength  may  be  given 
without  making  the  hat  too  heavy.  The  specification  thus  con- 
tinues: ^^The  said  mode  of  operation  invented  by  said  Henry  A. 
Wells  is  embodied  in  the  fdloiving  description/'  dcc,^  and  the  claim 
is  modified  to  suit  this  abstraction.  **  What  is  claimed  herein  as 
the  invention  of  said  Wells  is  forming  bats  of  fur  fibres  by  throw- 
ing the  fiir  in  properly  regulated  quantities,  substantially  as  herein 
described.  *  * 
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Here  we  have  the  first  experiment  in  the  art  of  expansion  hy  an 
equivocal  claim,  which  may  be  construed  a  claim  for  the  result  or 
product  of  the  machine,  or  for  its  principle  or  mode  of  operation. 
By  this  construction  another  inventor  may  be  frightened  from  the 
course.  But  when  challenged  in  a  court  of  justice  as  too  broad, 
the  words  ^^ svhstantially  as  herein  described'*  may  be  resorted  to 
as  qualifying  this  claim  of  a  function^  result,  or  principle,  and 
arguing  that  as  the  specification  described  a  machine,  it  meant 
nothing  more. 

Let  us  consider  what  was  the  original  invention  of  Wells,  as  de- 
scribed and  claimed  by  himself,  without  regard  to  this  ingenious 
attempt  by  the  assignee  to  expand  it  into  an  abstraction. 

It  is  not  within  the  category  of  those  inventions  which  consist 
in  a  new  application  of  certain  natural  forces  to  produce  a  certain 
result  to  which  they  had  never  before  been  applied,  and  which, 
when  once  pointed  out,  required  no  invention  to  construct  devices 
for  its  application.  Such  inventions  partake  of  the  nature  of  dis- 
coveries, either  found  out  by  experiment  or  the  result  of  a  happy 
thought,  which,  when  once  expressed,  is  plain  to  all  intelligent 
persons,  who  could  point  out  at  once  many  devices  for  making  it 
effectual.  Any  one  can  perceive  the  difference  of  such  a  case  from 
the  invention  of  a  labor-saving  machine,  which  is  a  mere  combina- 
tion of  certain  mechanical  devices  to  produce  a  desired  manufac- 
ture in  a  cheaper  or  better  manner.  The  case  of  McLurg  v. 
KiTigslandj  1  Howard,  202,  will  serve  to  elucidate  this  peculiar 
sort  of  inventions. 

A  workman  in  a  foundry  observed,  in  pumping  water  into  a 
bucket,  that  the  water  entering  at  a  tangent  to  the  circle  of  the 
bucket  acquired  a  circular  motion,  diminishing  when  it  approached 
th**  centre,  where  bits  of  straw  and  other  lighter  materials  would 
be  concentrated.  In  casting  iron  rolls,  the  metal  required  to  have 
this  rotary  motion  for  the  same  purpose.  This  effect  had  pre- 
viously been  produced  by  stirring  the  liquid  metal.  The  thought 
all  at  once  struck  the  mind  of  this  observer,  that  the  application 
of  this  principle  or  law  of  nature  might  be  beneficially  made  to  the 
casting  of  rolls  by  merely  introducing  the  metal  at  the  bottom  of 
the  mould  at  a  tangent.  The  thought  being  once  suggested,  it 
required  no  skill  or  invention  to  devise  a  plan  for  the  application 
of  the  principle.  This,  though  classed  as  an  invention,  partook 
more  of  the  nature  of  a  discovery.  In  that  case  the  court  say : 
**  We  find  the  invention  consists  solely  in  the  angular  direction 
given  to  the  tube  through  which  the  metal  is  conducted  into  the 
cylinder  in  which  the  roll  is  cast.     Every  part  of  the  machinery  is 
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old ;  the  roll  itself  is  no  part  of  the  invention."  And  yet  it  was 
a  patentable  invention  or  discovery,  though  it  came  not  within  the 
description  of  the  statute,  as  ''a  machine,  manufacture,  or  com- 
position of  matter." 

It  is  plain  that  the  invention  of  Wells  had  nothing  of  the  na- 
ture of  a  discovery,  or  the  new  application  of  some  power  of  nature 
to  the  perfection  of  an  art  or  the  operation  of  a  machine,  such  as 
the  application  of  the  electro-galvanic  fluid  to  the  art  of  telegraphic 
writing.  It  was  simply  a  concrete  machine,  an  improvement  on 
other  known  machines,  and  nothing  more.  Wells  was  not  the 
first  who  discovered  that  bats  of  fur  could  be  made  on  perforated 
cones  by  means  of  a  vacuum  or  exhausted  chamber.  The  patent 
to  Williams,  in  1833,  was  the  first  great  ^tep  towards  applying 
these  natural  forces  to  labor-saving  machinery  in  the  art  of  hat- 
making.  He  was  the  first  to  use  the  power  of  atmospheric  pres- 
sure to  deposit  fur  or  fibrous  materials  on  any  surface.  He  used  a 
carding  machine  to  disintegrate  the  fur  or  fibres;  a  revolving  fan 
to  throw  them  on  the  cones ;  the  hollow  perforated  cones  or  formers 
connected  with  devices  for  exhausting  them ;  and  the  use  of  a  hol- 
low perforated  cone  to  place  over  the  bat,  to  retain  it  in  position 
when  removed  from  the  exhaust.  His  drawing  exhibited,  as  a 
substitute  for  a  trunk  or  conductor,  a  roof  without  side  or  bottom, 
in  the  shape  of  a  pliable  deflector. 

Without  particularly  noticing  the  patent  of  Robertson,  in  1838, 
or  of  Hezekiah  Miller,  in  1839,  we  may  mention  that  of  Fosket. 
It  is  dated  in  January,  1846.  He  used  a  bowstring  moved  by  ma* 
chinery,  in  place  of  the  rotating  picker  used  by  others.  He  used 
what  he  describes  as  '^a  suitable  passage  or  tube  which  leads  from 
the  vicinity  to  what  may  be  termed  the  forming  or  wind  cham* 
ber."  We  refer  to  these  previous  inventions,  not  to  show  that 
Wells's  improvement  was  not  new  or  useful,  but  to  show  the  state 
of  the  art,  in  order  to  properly  appreciate  the  nature  and  extent  of 
the  invention  of  Wells. 

The  patent  act  grants  a  monopoly  'Ho  any  one  who  may  have 
discovered  or  invented  any  new  and  useful  art,  machine,  manufac- 
ture, or  composition  of  matter." 

That  the  invention  of  Wells  comes  within  the  category  of  a 
.**  wacAine,"  cannot  be  disputed.  The  law  requires  that  the  speci- 
fication '* should  set  forth  the  principle  and  the  several  modes  in 
which  he  has  contemplated  the  application  of  that  principle,  or 
character  by  which  it  may  be  distinguished  from  other  inventions, 
and  shall  particularly  point  out  the  part,  improvement,  or  combi- 
nation which  he  claims  as  his  own  invention  or  discovery."     We 
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find  here  no  authority  to  grant  a  patent  for  a  ^^ principle"  or  a 
"mode  of  operation,"  or  an  idea,  or  any  other  abstraction.  A 
machine  is  a  concrete  thing,  consisting  of  parts,  or  of  certain  de» 
vices  and  combination  of  devices.  The  principle  of  a  machine  is 
properly  defined  to  be  ''its  mode  of  operation,"  or  that  peculiar 
combination  of  devices  which  distinguish  it  from  other  machines. 
A  machine  is  not  a  principle  or  an  idea.  The  use  of  ill-defined 
abstract  phraseology  is  the  frequent  source  of  error.  It  requires 
no  great  ingenuity  to  mystify  a  subject  by  the  use  of  abstract  terms 
of  indefinite  or  equivocal  meaning.  Because  the  law  requires  a 
patentee  to  explain  the  mode  of  operation  of  his  peculiar  machine, 
which  distinguishes  it  from  others,  it  does  not  authorize  a  patent 
for  a  ''mode  of  operation  as  exhibited  in  a  machine."  Much  less 
can  any  inference  be  drawn  from  the  statute,  that  an  inventor  who 
has  made  an  improvement  in  a  machine,  and  thus  efiects  the  de- 
sired result  in  a  better  or  cheaper  manner  than  before,  can  include 
all  previous  inventions,  and  have  a  claim  to  the  whole  art,  discov- 
ery, or  machine  which  he  has  improved.  All  others  have  an  equal 
right  to  make  improved  machines,  provided  they  do  not  embody 
the  same,  or  substantially  the  same  devices,  or  combination  of  de- 
vices, which  constitute  the  peculiar  characteristics  of  the  previous 
invention. 

The  original  patent  of  Wells  has  been  more  than  once  decided 
by  the  courts  to  be  a  valid  patent.  The  specification  states  clearly 
and  correctly  what  the  invention  is;  what  the  patentee  claims  as 
his  peculiar  improvemeht  on  former  machines;  what  are  the  de^ 
vices,  or  peculiar  combination  of  them,  which  make  it  to  differ, 
and  the  mode  in  which  they  operate  to  produce  the  required  result. 
He  claims  all  he  had  a  right  to  claim  as  new,  and  no  more.  There 
is  no  error  from  "  inadvertences,  accident,  or  mistake." 

The  aim  and  object  of  both  Wells  and  Boyden  was  to  construct 
an  automatic  machine  which  would  distribute  the  fur  on  the  cones 
so  that  the  bat  might  be  thicker  on  certain  portions  than  on  others. 
This  was  the  defect  of  former  machines,  which  each  proposed  to 
remedy.  Fosket,  though  he  used  a  spout  or  tunnel,  so  constructed 
it  that  the  crown  of  the  hat  was  thicker  where  it  ought  to  have 
been  thinner. 

The  great  and  peculiar  characteristic  of  the  Wells  invention  is 
a  tunnel  or  chamber,  constructed  as  described.  Instead  of  the 
picker,  he  used  a  rotating  brush  to  distribute  the  fur  from  the  fieed- 
aprons,  and  throw  it  ibrward  into  the  chamber  which  conducted  it 
to  the  cones.  The  hinged  hood  and  flap  were  devices  to  distribute 
the  material  in  unequal  quantities,  to  accomplish  the  object  of 
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making  the  bat  thicker  in  one  part  than  another.  This  machine, 
although  an  improvement  on  its  predecessors,  was  not  automatic, 
although  it  professed  to  be  such.  It  would  not  distribute  the  fur 
in  proper  proportions  without  the  assistance  of  a  skillful  operator. 
But,  finally,  Messrs.  Burr  &  Taylor,  after  much  expense  and  labor, 
devised  the  plan  of  making  this  chamber  or  trunk  of  thin  sheet 
metal,  regulated  by  a  movable  top,  so  that  the  deposit  of  the  fibres 
could  be  regulated  by  adapting  the  form  of  the  delivery  aperture  to 
any  size  required. 

Now,  the  machine  of  Boyden  has  not  one  of  the  pQCuliar  devices, 
or  combination  of  devices,  of  the  Wells  machine,  nor  any  substan- 
tial identity  with  it,  unless  by  substantial  identity  is  meant  every 
machine  which  produces  the  same  effect.  These  abstract  phrases, 
^^substantial  identity,"  *' equivalent,"  *'mode  of  operation,"  &c., 
are  often  used  in  such  a  vague  and  equivocal  manner,  that  they 
mystify  and  lead  many  to  absurd  conclusions,  who  will  not  distin- 
guish between  things  that  differ.  That  two  machines  produce  the 
same  effect,  will  not  justify  the  assertion  that  they  are  substan- 
tially the  same,  or  that  tne  devices  used  by  one  are,  therefore,  mere 
equivalents  for  those  of  the  other.  There  is  nothing  in  the  Wells 
machine  or  its  devices  which  suggests  the  peculiar  device  employed 
by  Boyden.  His  machine  has  no  tunnel,  no  cap,  no  flap,  nor  any 
equivalent  therefor,  nor  does  it  incorporate  in  its  structure  the  sub- 
stance of  the  first  invention.  There  is  nothing  to  be  found  in  the 
specification  of  Wells  which  would  ever  suggest  the  peculiar  device 
of  the  Boyden  machine.  As  an  improvement,  it  has  more  claim 
to  originality  than  that  of  Wells.  It  is  thus  correctly  described: 
'*  This  invention  relates  to  an  improved  mode  of  directing  and 
guiding  the  fur,  as  hereinafter  fully  shown  and  described,  whereby 
trunks  and  all  other  comparatively  complicated  appliances  hitherto 
used  for  the  purpose  are  dispensed  with,  and  an  exceedingly  sim- 
ple and  efficient  device  substituted  therefor.  The  invention  con- 
sists in  placing  directly  in  front  of  the  picker  a  plate  so  bent  or 
curved  that  its  surface  will  have  a  certain  relative  position  with 
the  axes  of  the  picker  and  the  surface  of  the  cone,  and  give  such  a 
direction  to  the  fur,  as  the  latter  is  thrown  on  it  by  the  rapid 
motion  of  the  picker,  that  the  fur  will  be  drawn  properly  on  the 
cone  by  the  exhaust  or  suction  within  it." 

Now,  '*an  infringement  involves  substantial  identity,  whether 
that  identity  be  described  by  the  terms,  *  same  principle,'  same 
*  modus  operandi/  or  any  other.  It  is  a  copy  of  the  thing  described 
in  the  specification  of  the  patentee,  either  without  variation,  or 
with  such  variations  as  are  consistent  with  its  being  in  substance 
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the  same  thing.  If  the  invention  of  the  patentee  be  a  machine,  it 
will  be  infringed  by  a  machine  which  incorporates  in  its  structure 
and  operation  the  substance  of  the  invention ;  that  is^  by  an  ar- 
rangement of  the  mechanism  which  performs  the  same  service  or 
produces  the  same  effect  in  the  same  way,  or  substantially  the 
same  way. 

No  one  who  reads  the  two  specifications,  or  inspects  the  two 
machines,  can  aver  that  they  contain  the  same  combination  of  me^ 
chanical  devices,  or  substantially  the  same,  to  produce  the  desired 
effect.  Not  one  of  the  devices,  or  its  equivalent,  used  in  the  one 
is  to  be  found  in  the  other,  nor  is  its  mode  of  operation  the  same. 
The  argument  used  to  show  infringement  assumes  that  every  com- 
bination of  devices  in  a  machine  which  is  used  to  produce  the  same 
effect,  is  necessarily  an  equivalent  for  any  other  combination  used 
for  the  same  purpose.  This  is  a  flagrant  abuse  of  the  term  ^^equiv- 
alent." Without  attempting  to  define  this  abstract  term  by  other 
abstract  terms,  we  may  give  examples  which  will  best  show  its  ap- 
plication to  machines,  as,  where  a  simple  lever  is  used  in  one,  and 
the  other  substitutes  a  cam,  or  toggle-joint,  or  wedge  for  a  cam, 
and  many  other  cases  where  one  mechanical  power  is  substituted 
for  another  in  a  machine.  In  the  case  of  McCormick  v.  Talbot,  20 
Howard,  405,  we  have  said:  '^If  the  invention  claimed  be  itself 
but  an  improvement  on  a  known  machine  by  a  mere  change  of 
form  or  combination  of  parts,  the  patentee  cannot  treat  another  as 
an  infringer  who  has  improved  the  original  machine  by  use  of  a 
different  form,  or  combination  performing  the  same  functions. 
The  inventor  of  the  first  improvement  cannot  invoke  the  doctrine 
of  equivalents  to  suppress  all  other  improvements  which  are  not 
colorable  invasions  of  the  first." 

But  it  has  been  argued,  that  though  not  a  colorable  invasion  of 
the  patentee's  claim,  it  is  an  evasion  of  his  patent,  which  is  equally 
injurious.  If  so,  it  is  ^^  damnum  absque  injuria."  Every  man  has 
a  right  to  make  an  improvement  in  a  machine,  and  evade  a  previ- 
ous patent,  provided  he  does  not  invade  the  rights  of  the  patentee. 

Now  we  are  of  opinion  that  the  invention  of  Wells  was  a  ma- 
chine which  was  an  improvement  on  the  machines  previously 
known.  It  is  not  founded  on  any  new  discovery  of  the  application 
of  any  element  or  power  of  nature  to  produce  an  effect.  He  was 
not  the  first  to  devise  the  application  of  a  vacuum  to  cones  for  the 
purpose  of  forming  and  compressing  bats  for  hat-bodies,  nor  the 
first  to  discover  that  such  bats  should  be  made  of  unequal  thick- 
ness, nor  of  pickers  to  distribute  the  fur  from  the  carding  appara- 
tus.    He  has  Improved  this  machinery  by  his  peculiar  devices  of 
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brush,  trunk,  cap,  flap,  &c.,  combiued  in  a  machine  which  failed 
to  be  automatic  till  further  improved.  We  are  of  opinion,  also, 
that  the  specification  of  Wells  correctly  set  forth  the  peculiar  com- 
bination of  devices  in  the  machine  he  invented,  that,  as  required 
by  the  statute,  he  truly  and  correctly  stated  the  principle  or  mode 
of  operation  of  his  machine,  and  the  functions  performed  by  its 
several  devices.  There  was  no  mistake  in  his  specification  by 
inadvertency  or  accident.  He  had  a  valid  patent  claiming  his 
whole  invention — no  more,  no  less. 

But  as  the  respondents  are  charged  in  the  bill  with  infringe- 
ment of  a  reissued  patent,  dated  3d  December,  1860,  and  since  the 
patent  granted  to  Boyden,  we  must  give  it  more  special  attention. 
It  is  true,  we  might  dispose  of  it  by  saying,  that  as  the  machine  of 
Boyden  is  not  an  infringement  of  the  original  invention  of  Wells, 
it  cannot  infringe  the  reissued  patent  if  it  be  for  the  same  inven- 
tion, and  if  the  reissued  patent  be  not  for  the  same  invention,  it  is 
void. 

Without  affirming  or  denying  the  charge  of  respondents,  that 
this  reissued  patent  is  fraudulent  as  well  as  void,  it  will  be  proper 
more  particularly  to  notice  its  history  and  contents. 

The  patent  to  Boyden  was  issued  on  the  10th  of  January,  1860. 
The  complainants  were  invited  to  examine  it.  They  did  so,  accom- 
panied by  their  counsel  and  other  experts.  After  this,  the  com- 
plainants surrendered  their  valid  patent,  or  rather  its  reissue  of 
1856,  and  have  another  reissue,  which  is  now  contended  to  have 
been  made  so  elastic  or  expanded  that  it  may  be  used  to  suppress 
all  other  inventions  which  have  been  or  may  be  made  to  effect  the 
same  purpose.  The  application  for  this  reissue,  as  sworn  to  by 
one  of  the  assignees,  contains  the  following  suggestion:  ''That 
the  aforesaid  patent  ie  not  fully  available  to  him  as  assignee;  that 
said  error  has  arisen  from  inadvertence,  accident,  or  mistake,"  &c. 

Previous  to  the  Patent  Act  of  1836,  which  established  a  board  or 
bureau  composed  of  competent  examiners,  patents  had  frequently 
been  adjudged  invalid  from  the  insufficiency  of  the  specification ; 
usually  because  by  inadvertency,  accident,  or  mistake,  the  patentee 
had  not  sufficiently  separated  the  old  from  the  new,  and  had 
claimed  more  than  he  was  entitled  to.  Few  inventors,  or  even 
learned  lawyers,  were  capable  of  correctly  and  clearly  setting  forth 
in  a  specification  the  proper  limits  of  the  just  claim  of  the  inveU" 
tion.  The  thirteenth  section  was  intended  to  remedy  this  evil,  by 
permitting  the  patentee  to  surrender  his  defective  patent,  and  have 
it  renewed  in  proper  form,  ^^  whenever  it  shall  be  inoperafive  or  in- 
validy  by  reason  of  a  defective  or  insufficient  description  or  sprcijica-- 
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tiony  or  by  reason  of  the  patentee  claiming  in  his  specification  as 
bis  own  invention  more  than  he  had  a  right  to  claim  as  new,  if  the 
error  has  arisen  by  inadvertency,  accident,  or  mistake,''  &c. 

Since  the  date  of  this  act,  not  only  the  Patent  Office,  but  the  bar 
can  furnish  gentlemen  fully  competent  to  the  task  of  drawing  up 
proper  specifications,  and  but  little  liable  to  commit  blunders  from 
inadvertency.  Specifications  now  seldom  issue  from  the  Patent 
Office  to  which  such  an  imputation  can  be  made.  Nevertheless, 
this  privilege  of  surrender  and  reissue  is  resorted  to  more  frequently 
than  ever.  Formerly,  when  in  course  of  investigation  in  a  court 
of  justice  it  was  discovered  that  a  patent  was  invalid  for  any  of 
the  reasons  mentioned  in  the  act,  it  was  resorted  to  for  protection. 
Now,  after  a  patent  has  been  declared  to  be  valid,  the  specification 
without  detect,  and  the  claim  for  nothing  more  than  the  invention, 
after  it  has  undergone  examination  for  many  years,  and  courts  and 
juries  have  decided  that  the  patent  is  not  invalid,  through  inad- 
vertency, accident,  or  mistake,  the  assignees  come  forward  and 
make  oath  that  the  inventor's- original  patent  is  '^  unavailable'' 
for  some  purpose  unnecessary  to  be  divulged.  In  the  present  case 
the  purpose  is  transparent.  The  specification  of  this  reissued  pat* 
ent,  instead  of  describing  first  the  machine  and  the  several  devices 
which  exhibit  its  peculiar  mode  of  operation  in  order  to  produce 
the  desired  effect,  and  stating  what  the  patentee  claims  as  his 
peculiar  invention,  commences  by  describing  "a  mode  of  oper- 
ation*'  as  the  thing  intended  to  be  patented,  and  uses  these  words : 
''The  said  ^^mode  of  operation,  invented  by  the  said  Henry  A. 
Wells,  is  embodied  in  the  following  description  of  the  mode  of  ap- 
plication." The  claim  is  for  the  ''mode  of  operation^  substan- 
tially as  herein  described." 

We  have  no  leisure  for  a  further  development  of  this  novel  form 
of  patent,  or  how,  by  the  use  of  general  and  abstract  terms,  the 
specification  is  made  so  elastic  that  it  may  be  construed  to  claim 
only  the  machine,  or  so  expanded  as  to  include  all  previous  or 
fiiture  inventions  for  the  same  purpose. 

Morse  was  certainly  the  first  who  successfully  applied  the  ele- 
ment of  electro-magnetism  to  telegraphing.  By  the  eighth  claim 
of  his  reissued  patent  he  claimed  "not  the  specific  machine  de- 
scribed, but  the  use  of  the  motive  power  of  the  galvanic  current, 
however  developed,  for  printing  signs  or  letters  at  a  distance, 
being  a  new  application  of  that  power  of  which  he  was  the  first 
discoverer." 

On  which  this  court  remark,  {O'Reilly  v.  Morse,  15  Howard^ 
112^)  "It  is  impossible  to  misunderstand  the  extent  of  this  claim, 
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if  it  be  maintained,  it  matters  not  by  what  process  or  machinery 
the  result  is  accomplished.  Another  may  possibly  discover  a  mode 
of  writing  or  printing  at  a  distance  by  means  of  the  electric  or 
galvanic  current,  without  using  any  part  of  the  process  or  combi- 
nation set  forth  in  plaintiff's  specification.  Yet  if  it  is  covered 
by  this  patent  the  inventor  could  not  use  it,  nor  the  public  have 
the  benefit  of  it,  &c.  The  court  is  of  opinion  it  is  too  broad  and 
not  warranted  by  law." 

In  this  case  we  have  an  attempt  to  convert  an  improved  machine 
into  an  abstraction,  a  principle  or  mode  of  operation,  or  a  still 
more  vague  and  indefinite  entity  often  resorted  to  in  argument,  an 
"idea."  Those  who  use  the  latter  term  seem  to  have  no  fixed 
idea  of  what  they  mean  by  it.  But  it  may  be  used  as  successfully 
to  mystify  a  plain  matter  as  the  words  used  in  the  specification. 

The  Patent  Bureau  in  this  country  is  composed  of  men  of  scien- 
tific attainments,  who  examine  the  merits  of  every  claimant  of  a 
patent^  and  decide  whether  in  their  opinion  it  attempts  to  claim  a 
monopoly  of  things  before  known  or  invented.  They  are  not  ex- 
pected, as  formerly,  to  grant  a  patent  without  inquiring,  to  every 
applicant  who  is  ready  to  pay  the  fees.  Such  a  course  of  conduct 
would  be  highly  injurious  to  the  public,  by  furnishing  means  to 
impose  on  the  public  by  false  pretenses,  and  with  threats  of  expen- 
sive and  ruinous  litigation. 

The  surrender  of  valid  patents,  and  the  granting  of  reissued 
patents  thereon,  with  expanded  or  equivocal  claims,  where  the 
original  was  clearly  neither  ''inoperative  nor  invalid,"  and  whose 
specification  is  neither ''defective  nor  insufficient,"  is  a  great  abuse 
of  the  privilege  granted  by  the  statute,  and  productive  of  great 
injury  to  the  public.  This  privilege  was  not  given  to  the  patentee 
or  his  assignee  in  order  that  the  patent  may  be  rendered  more  elas- 
tic or  expansive,  and  therefore  more  ^^ available**  for  the  suppres- 
sion of  all  other  inventions. 

We  concur,  therefore,  in  the  decision  of  the  Circuit  Court,  that 
the  machine  of  Boyden  is  not  an  infringement  of  the  invention  of 
Wells ;  and  if  it  be  an  infringement  of  the  reissued  patent,  that 
patent  is  void. 

2.  The  bill  claims,  also,  for  an  infringement  of  Wells's  reissued 
patent  for  his  process.  This  has  not  been  much  insisted  on.  The 
respondents  contend  that  it  is  void,  being  for  the  same  invention 
patented  to  Ponsford,  in  England,  in  1839,  and  known  to  Wells, 
who  was  at  the  time  in  England.  This  allegation  we  find  to  be 
fully  supported  by  the  evidence,  and  decide  accordingly. 

Decree  affirmed  with  cosis. 
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Note. 

At  the  same  time  with  the  preceding  cases,  or  rather  immedi- 
ately afterwards,  two  other  cases,  appeals  from  the  New  Jersey 
district,  between  the  same  parties  and  relating  to  the  same  gen- 
eral subject  of  hat-bodies,  were  heard  ;  the  same  counsel  who  had 
argued  the  first  and  principal  case,  arguing  these  two  also;  though 
not  at  length,  as  from  the  fact  already  mentioned,  to  wit,  that  the 
principles  involved  were  the  same,  it  was  understood  that  the  de- 
cision of  these  two  would  follow  the  decision  of  the  first  and  prin- 
cipal case.  The  first  of  these  two  cases  decided  simply  a  point  of 
fact,  to  wit,  that  the  machine  known  as  the  ^'Boyden  machine," 
and  so  largely  discussed  in  the  principal  case,  was  not  an  infringe- 
ment of  a  patent  granted  in  the  same  department  of  manufacture  to 
a  certain  Hopkins:  no  reasons  being  assigned;  Grier,  J.,  who 
delivered  the  opinion  of  the  court,  remarking  that,  while  their 
honors  had  come  to  a  conclusion  satisfactory  to  their  own  minds, 
it  was  impracticable  to  *' vindicate"  it  without  the  use  of  the 
''large  museum  of  exhibits  in  the  shape  of  machines  and  models" 
which  had  been  presented  on  the  argument  of  all  these  three  cases, 
and  which  ''were  absolutely  necessary  to  give  the  court  a  proper 
understanding  of  the  merits  of  the  controversy."  The  result, 
therefore,  was  stated ;  the  curious  being  referred  for  reasons  to 
those  given  by  the  defendant's  witness,  Mr.  Tredwell,  examined 
in  the  case.     This  decree,  too,  was  affirmed  with  costs. 

The  other  of  the  two  cases  admits  of  a  certain  kind  of  report, 
now  given,  as  on  the  three  pages  which  follow. 


Same  v.  Same. 

No.  231. 

The  "  BoydeD  machine  "  does  not  infringe  the  patent  of  A.  B.  Taylor.  The  practice  of 
reissuing  patents  for  the  purpose  of  interpolating  abstract  generalizations,  so  as  to 
cover  subsequent  inventions  made  by  others,  is  condemned. 

Bill  in  chancery,  by  which  the  complainant  charged  that  the 
defendants  were  using  a  certain  machine  for  the  manufacture  of 
hat-bodies,  which  infringed  a  patent  originally  granted  in  1856  to 
a  certain  A.  B.  Taylor,  and  subsequently,  in  1860,  reissued,  for 
hardening  the  bodies  of  hats  by  means  of  rollers  while  on  the  per- 
forated cone  upon  which  they  had  been  formed,  with  a  contrivance 
to  give  them  the  reciprocating  motion  required  in  the  operation 
of  being  hardened.     In  the  original  patent  of  Taylor,  of  1856,  the 
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claim  was  limited  to  his  ^^arrangement''  for  hardening  the  body  ia 
a  dry  state,  by  \^ machinery  operating  avbstantially  a>8  set  forth." 
The  complainant,  who  had  purchased  this  patent,  afterwards,  how- 
ever, saw  the  machine  known  as  Boyden's,  and  more  particularly 
described  in  the  preceding  case.  He  then  (1860)  surrendered  his 
patent  and  obtained  a  reissue,  in  which  he  altered  his  claim  of 
invention  from  an  '^  arrangement  of  machinery  *'  to  a  claim  for  a 
**  vibrating  concave  surface." 

The  difference  between  the  invention  as  claimed  in  the  original 
patent,  and  as  subsequently  set  forth,  as  well  as  the  general  nature 
of  his  invention  and  claim,  will  appear  more  minutely  by  the  jux- 
taposition of  them  in  parallel  columns. 

Original  FoLlent,  1856.  Reissue,  1860. 

The  object  of  my  improvements  is  to  My  said  invention,  which  relates  to  the' 
harden  the  bat  sufficiently  to  permit  it  to  hardening  of  the  bat  on  the  pervious  cone 
be  removed  from  the  perforated  cone  with-  on  which  it  is  formed,  and  while  the  hbres 
out  the  application  of  water,  and  to  facili-  constituting  the  bat  are  held  to  the  surface 
tate  the  removal  of  the  bat  from  the  cone  of  the  cone  by  the  pressure  of  the  surround- 
without  requiring  the  latter  to  be  taken  ing  air,  consists  in  combining  with  a  per- 
from  its  position  in  the  machine.  These  forated  cone,  on  which  the  bat  of  the  fibres 
improvements  consist  in  a  mechanical  pro-  is  held  by  the  pressure  of  the  surrounding 
cess  of  hardening  the  bat  before  it  is  re-  a,\r,  a  vibrating  concave  surface,  held  by  pres- 
moved  from  the  cone,  and  in  facilitating  sure,  so  as  to  act  on  the  convex  surface  of  the 
the  removal  of  the  bat  from  the  cone  by  bat  as  it  is  vibrated,  by  means  of  which 
means  of  a  blast  of  air  forced  through  the  combination  a  large  segment  of  the  bat, 
cone.  There  are  also  various  improve-  along  its  entire  length,  is  acted  upon  at 
ments  in  the  arrangement  and  construe-  onco  by  the  concave  surface,  while,  by  the 
tion  of  the  machinery  devised  by  me,  as  rotation,  every  part  of  the  circumference  is 
will  hereinafter  more  fully  appear.  brought,  in  succession,  under  the  hardening 

operation. 

Claim.  Claim. 

What  I  claim  as  my  invention  and  de-  What  1  claim  as  my  invention  is,  the 
eire  to  secure  by  letters  patent,  is  the  combination  of  a  vibrating  concave  surface, 
arrangement  for  hardening  the  hat-body  substantially  as  described,  with  an  ex- 
in  a  dry  state,  by  machinery  c>pera<in^  su6-  hausted  pervious  cone,  on  which  the  bat 
stantially  as  herein  set  forth.  of  flocculent  fibres  is  held  by  the  pressure 

of  the  surrounding  air,  substantially  as  and 
for  the  purpose  specified. 

The  argument  was  chiefly  upon  the  points,  how  far  the  reissue 
was  for  a  principle  or  function  as  distinguished  from  a  machine, 
and  how  far  such  a  patent  was  valid ;  and  also  whether  the  reissue 
was  or  was  not  for  the  same  thing  granted  in  the  original  patent; 
matters  discussed  much  more  fully  in  the  principal  case. 

Mr.  Justice  Grier  delivered  the  opinion  of  the  court. 
After  the  observations  made  in  the  preceding  and  principal  case, 
it  is  not  necessary  to  make  further  remarks  on  the  art  of  extending 
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patents.     It  may  be  ranked  ^^  inter  ingenuas  artbs/'  and  may  have 
the  claim  of  novelty,  if  not  of  usefulness. 

In  this  case  the  invention  of  Taylor  was  the  application  of  pres-- 
sure  by  means  of  rollers,  with  a  contrivance  to  give  them  the  recip- 
rocating motion  necessary  to  this  process  of  hardening.  He  was 
not  the  inventor  of  the  conical  cover  used  in  hardening  hat-bodies 
formed  on  a  cone,  nor  of  rubbing  them  by  a  reciprocating  motion, 
but  merely  of  a  certain  combination  of  devices  to  produce  a  certain 
effect.  Both  the  operation  and  the  result  were  well  known,  and 
the  invention  consisted  only  of  the  devices  combined  to  perform  the 
operation  and  produce  the  result.  It  was  open  to  every  other  per- 
son to  make  any  other  combination  of  devices  to  perform  the  opera- 
tion, which  was  not  a  mere  colorable  adoption  of  the  patentee's 
combination.  The  original  specification  of  Taylor  is  drawn  with 
sufficient  care  and  judgment  to  cover  all  the  patentee  knew  he  had 
invented,  and  the  whole  machine  as  described  therein. 

A  comparison  of  the  devices  used  in  the  two  machines  would  be 
unintelligible  without  models  or  drawings.  The  Taylor  patent  is 
but  for  a  form,  or  rather  a  combination  of  known  devices,  to  per- 
form a  certain  operation  and  produce  a  certain  desirable  effect. 
The  combination  used  by  Boyden  is  not  a  mere  colorable  or  sub- 
stantial adoption  of  the  same  combination  of  devices.  It  has  as 
much  claim  to  originality  as  that  of  Taylor  ;  but  it  has  a  vibrating 
concave  surface  of  cloth,  pressing  against  the  cone.  Accordingly, 
the  reissued  patent  to  Taylor,  or  rather  to  Burr,  got  up  after  an 
examination  of  Boyden's  machine,  contained  this  interpolation  in 
the  description  of  his  invention,  ^^A  vibratiTig  concave  surface  hdd 
bt/ pressure  J*'  &c.,  &c. ;  and  the  claim  extended  to  the  **  combina- 
tion of  a  vibrating  concave  surface;"  then  follow  the  words,  ^'sidh 
stantiaUy  as  described/'  In  a  contest  with  a  previous  patent,  the 
last  words  can  be  called  in  to  qualify  the  first,  and  narrow  it  down 
to  the  peculiar  combination  of  devices  described ;  while,  in  assault- 
ing a  new  combination,  for  the  purpose  of  suppressing  it,  the  claim 
may  be  stretehed  to  cover  every  machine  having  a  **  concave  vibra- 
ting surface,"  by  calling  all  the  other  parts  '* equivalents." 

It  is  plain  that  this  interpolation  of  an  abstract  generalization, 
to  render  the  specific  description  of  the  concrete  machine  more  elas- 
tic, was  suggested  by  an  examination  of  the  Boyden  machine.  If 
the  same  construction  be  given  to  the  claim  of  Taylor,  as  it  would 
necessarily  invoke  a  contest  with  preceding  inventions,  to  save  it 
from  the  charge  of  being  too  broad,  the  Boyden  machine  would  be 
properly  pronounced  as  no  infringement:  on  the  contrary,  such  a 
construction  of  it  as  would  include  the  Boyden  machine,  would 
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make  it  void  for  being  too  broad.  It  matters  little  on  which  horn 
of  this  dilemma  the  case  be  put,  the  result  roust  necessarily  be  the 
same. 

Decree  affirmed  with  costs. 


HuMBTON  V.  Stainthorp. 

(2  Wallace,  106.) 

A  decree  in  chancery,  awarding  to  a  patentee  a  permanent  injunction,  and  for  an  ac- 
count of  gains  and  profits,  and  that  the  cause  be  referred  to  a  master  to  take  and 
state  the  amount,  and  to  report  to  the  court,  is  not  a  final  decree,  within  the  mean- 
ing of  the  act  of  Congress  allowing  an  appeal  on  a  final  decree  to  this  court. 

Stainthorp  and  Seguin  had  filed  a  bill  in  the  Circuit  Court  for 
the  Northern  District  of  New  York,  against  Humiston,  for  infring- 
ing a  patent  for  moulding  candles;  and  had  obtained  a  decree 
against  him. 

The  decree  was  that  the  complainants  were  entitled  to  9l  perma- 
nent injunction^  and  for  an  account  of  gains  and  profits,  and  that 
the  cause  be  referred  to  a  master  to  take  and  state  the  amount  and 
report  to  the  court,  ^ 

A  motion  was  now  made  to  dismiss  the  cause  for  want  of  juris- 
diction. 

Mr.  Gifford,  in  favor  of  the  motion  of  dismissal:  An  appeal  lies 
only  from  a  final  decree;  this  is  an  interlocutory  one.  A  final 
decree  in  equity  is  one  which  finally  decides  and  disposes  of  the 
whole  merits  of  the  case,  and  reserves  no  questions  or  directions 
for  the  future  judgment  of  the  court  from  which  an  appeal  could 
be  taken.  This  court  will  not  allow  a  case  to  be  divided  up  into  a 
plurality  of  appeals. 

In  The  Palmyra^  10  Wheaton,  502,  restitution  with  costs  and 
damages  was  decreed,  and  an  appeal  taken  before  the  damages  had 
been  assessed.  The  court  held  that  the  decree  was  not  final,  and 
dismissed  it.  They  say,  ^*  The  decree  of  the  Circuit  Court  was  not 
final  in  the  sense  of  the  act  of  Congress.  The  damages  remain 
undisposed  of,  and  an  appeal  may  still  lie  upon  that  part  of  the 
decree  awarding  damages." 

The  case  of  Barnard  et  al.  v.  Gibson^  7  Howard,  650,  was  one  on 
letters  patent.  The  decree  referred  it  to  a  master  to  ascertain  and 
report  the  damages.  An  appeal  was  taken  ;  a  motion  made  to  dis- 
miss it,  and  the  motion  was  granted.     The  court  say,  **  The  decree 
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in  the  case  under  consideration  is  not  final  within  the  decisions  of 
the  court.  The  injunction  prayed  for  was  made  perpetual,  but 
there  was  a  reference  to  a  master  to  ascertain  the  damages  by 
reason  of  the  infringement. 

In  Perkins  v.  Foumiquet,  6  Howard,  206,  the  decree  was  that  the 
complainant  was  entitled  to  two  sevenths  of  certain  property,  and 
referred  it  to  a  master  to  take  and  report  an  account  of  it,  reserv- 
ing all  other  questions  until  the  coming  in  of  the  master's  report. 
It  was  held  that  this  was  not  a  final  decree  on  which  an  appeal 
could  be  taken. 

In  PuUiam  et  cU.  v.  Christian^  6  Howard,  209,  the  decree  set 
aside  a  deed  and  directed  an  account  from  trustees.  This  was  held 
not  to  be  a  final  decree,  and  an  appeal  from  it  was  dismissed. 

In  Craighead  et  al.  v.  Wilson,  18  Howard^  199,  a  bill  was  filed 
claiming  property  as  heirs.  A  decree  was  made,  which,  among 
other  things,  referred  it  to  a  master  to  take  an  account.  The  court 
held  that  this  decree  was  interlocutory,  and  that  no  final  decree 
could  be  made  until  after  the  coming  in  of  the  master's  report,  and 
the  appeal  was  dismissed. 

In  Crawford  v.  Points,  13  Howard,  11,  a  decree  was  made  direct- 
ing an  account.  An  appeal  was  taken  before  the  accounting.  On 
a  motion  to  dismiss  the  appeal,  the  court  say,  ^^The  decree  is  not 
final.  .  .  An  account  is  directed  to  be  taken  of  the  rents  and 
profits,  &c.  While  these  things  remain  to  be  done,  the  decree  is 
not  final,  and  no  ap|)eal  from  it  would  lie  to  this  court." 

In  Beebe  et  aL  v.  Russell,  19  Howard,  285,  the  court  thus  dis- 
tinguishes between  the  two  sorts  of  decrees:  "A  decree  is  under- 
stood to  be  interlocutory  whenever  an  inquiry  as  to  matter  of  law 
or  fact  is  directed,  preparatory  to  a  final  decision.  When  a  decree 
finally  decides  and  disposes  of  the  whole  merits  of  the  cause,  and 
reserves  no  further  questions  or  directions  for  the  further  judgment 
of  the  court,  so  that  it  will  not  be  necessary  to  bring  the  cause 
again  before  the  court  for  its  final  decision,  it  is  a.  final  decree. 

These  cases  seem  conclusive. 

Mr.  Norton,  contra: 

I.  The  precise  question  whether  an  appeal  may  be  taken  from 
such  a  decree  does  not  seem  to  have  arisen  in  this  court,  but  the 
principles  which  have  controlled  the  decisions  concerning  appeals, 
establish  the  right  of  appeal  from  the  decree  herein. 

In  Ray  v.  Law,  3  Cranch,  179,  it  was  held,  (Marshall,  C.  J.,) 
''That  a  decree  for  a  sale  under  a  mortgage  is  such  a  final  decree 
as  may  be  appealed  from,"  although  in  such  cases  there  follows  a 
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decree  confirmiog  the  sale,  and  it  may  be  for  execution  for  a  defi- 
ciency. That  case  was  followed  in  Whiting  v.  Bank  of  United 
StateSy  13  Peters,  6,  the  court  saying  in  reference  thereto,  **  This  de- 
cision must  have  been  made  upon  the  general  ground  that  a  decree, 
jflnal  upon  the  merits  of  the  controvjersy  between  the  parties,  is  a 
decree  upon  which  a  bill  of  review  would  lie.  without  and  independ- 
ent of  any  ulterior  proceedings." 

In  Forgay  v.  Conrad,  6  Howard,  201,  where  the  decree  set  aside 
as  void  certain  deeds  of  lands  and  slaves,  and  directed  an  account 
of  profits,  and  expressly  retained  a  part  of  the  bill  for  further 
decree,  it  was  held  that  an  appeal  from  same  was  well  taken. 

In  Barnard  v.  Gibson,  7  Howard,  653,  relied  on  by  the  other 
side,  where  the  decree  was  ibr  an  injunction  and  an  account  of 
profits,  and  expressly  reserved  *^the  question  of  costs  and  all  other 
questions"  not  specifically  passed  upon,  it  was  held  that  from  such 
decree  an  appeal  would  not  lie ;  and  in  that  case  this  court  did  not 
undertake  to  reverse  its  former  decisions,  but  to  abide  thereby. 

Now  the  decree  in  this  case,  though  different  from  that  in  either 
of  the  cases  thus  referred  to,  is  much  nearer  that  in  Forgay  v.  Con- 
rad than  the  one  in  Barnard  v.  Gibson,  for  it  fully  disposes  of 
the  merits,  without  reserving  any  question  whatever,  and  leaves 
nothing  uncompleted  but  an  accounting,  like  that  in  Forgay  v. 
Conrad;  and  upon  the  principle  established  in  those  cases,  the 
appeal  was  well  taken.  That  principle  is,  that  whenever  a  decree 
decides  the  merits  of  the  controversy,  it  is  final,  for  the  purposes  of 
an  appeal,  though  ulterior  proceedings  have  to  be  had  and  a  fur- 
ther or  additional  decree  yet  remains  to  be  made.  Thus  in  For- 
gay v.  Conrad,  the  court  say  of  the  decree  therein,  ^*  undoubtedly 
it  is  not  final,  in  the  strict  technical  sense  of  the  term,"  and  then, 
adopting  a  wider  view  of  the  act  of  Congress,  lay  down  the  prin- 
ciple that  when  a  decree  decides  the  right  in  controversy,  and  per- 
mits it  to  be  carried  into  execution,  it  is  pro  tanto,  final  for  the 
purposes  of  an  appeal.  And  the  only  way  of  reconciling  Barnard 
V.  Gibson  with  that  case  is,  that  it  reserved  the  question  of  costs 
and  other  questions. 

II.  An  appeal  from  such  a  decree  as  this  is  should  be  allowed : 

1st.  Because  it  disposes  of  the  entire  merits,  and  leaves  nothing 
but  a  mere  accounting. 

2d.  Because  the  court  below  has  power  to  render  and  enforce 
such  a  decree,  (and  the  practice  of  rendering  and  enforcing  such 
decrees  has  become  very  general,)  and  unless  an  appeal  be  allowed 
therefrom,  the  right  of  appeal  to  this  court  is  virtually  annulled 
in  this  class  of  cases^  where  the  decree  is  for  the  complainant. 
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3d.  Because  the  accounting  in  such  cases  is  necessarily  tedious 
and  expensive,  and  should  therefore  be  postponed  until  the  merits 
are  finally  disposed  of;  for  if  the  decree  be  reversed  the  accounting 
becomes  a  needless  waste  of  time  and  money,  and  even  if  it  be  mod- 
ified, as  to  the  nature  or  extent  of  the  patent  'or  of  the  infringe- 
ment of  same,  such  accounting  becomes  almost  equally  useless. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court,  and  after 
stating  the  case  said  : 

The  decree  is  not  final  within  the  act  of  Congress  providing  for 
appeals  to  this  court,  according  to  a  long  and  well-settled  class  of 
cases,  some  of  which  we  only  need  refer  to  in  disposing  of  the  case. 
The  Falmyra,  10  Wheaton,  502 ;  Barnard  et  al,  v.  Gibson,  7  How- 
ard, 650 ;  Crawford  v.  Points,  13  Id.,  11 ;  Craighead  v.  Wilson^ 
18  Id.,  199  ;  Beebe  et  al  v.  RusaeU,  19  Id.,  283. 

Motion  granted. 


Heckeks  v.  Fowler. 

(2  Wallace,  123.) 

1.  A  declaration  in  covenant  by  a  patentee,  setting  out  a  sealed  contract  by  defend- 

ant to  pay  him  a  certain  tariff  in  consideration  of  an  ezclasive  right  to  ase  the 
patent  within  a  certain  district,  is  good. 

2.  The  practice  of  referring  pending  actions  under  a  rule  of  court  to  arbitrators  ap- 

pointed by  the  court,  with  the  consent  of  both  parties,  ir.  a  mode  of  prosecuting  a 
snit  to  judgment,  as  well  established  and  as  fully  warranted  as  a  trial  by  jury. 

3.  A  reference  to  hear  and  determine  all  the  issues  in  a  case  does  not  require  the 

referee  to  report  his  finding  in  all.     It  is  answered  by  his  hearing  and  determin- 
ing all  and  reporting  the  result. 

4.  A  judgment  in  the  Circuit  Court,  entered  by  the  clerk  without  objection  upon  the 

report  of  the  referee  and  pursuant  to  order  of  court  and  the  agreement  of  parties, 
is  valid  and  can  be  enforced. 

John  Fowler  brought  suit  in  the  Circuit  Court  for  the  Southern 
District  of  New  York,  against  John  and  George  Hecker,  to  recover 
damages  for  a  breach  of  covenant.  The  declaration  alleged  that 
the  plaintiff,  who  was  the  patentee  of  an  improvement  in  making 
flour,  had  granted  to  the  Heckers  the  right  to  supply  a  particular 
district  with  such  flour.  Sec,  paying  so  much  per  barrel.  Defense, 
that  the  patent  was  worthless,  and  that  the  plaintiff  had  failed  to 
maintain  its  validity  at  his  own  cost,  as  he  had  agreed  to  do. 
Replication ;  issue,  and  joinder.  While  the  case  was  thus  pend- 
ing, the  attorneys  of  the  parties  agreed  to  refer  it  to  a  '*  referee,  to 
hear  and  determine  the  same^  and  all  issues  therein,  with  the  same 

powers  as  the  court;  and  that  an  order  be  entered  making  such 
8 
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reference ;  and  that  the  report  of  said  referee  have  the  same  force 
and  effect  as  a  judgment  of  said  court."  One  of  the  judges  accord- 
ingly ** ordered  that  the  cause  be  referred  to  H.  Cramm,  Esq.,  to 
hear  and  determine  aU  the  issues  herein,  with  the  fullest  powers 
ordinarily  given  to  referees;  and  that  on  filing  the  report  of  the 
said  referee  with  the  clerk  of  the  court,  judgment  be  entered  in 
conformity  therewith,  the  same  as  if  the  cause  had  been  tried 
before  the  court."  The  referee  heard  the  case,  and  without  stat- 
ing what  his  findings  were  upon  any  of  the  several  issues  presented 
in  the  pleadings,  made  the  finding,  simply  and  generally,  that 
there  was  due  to  plaintiff,  John  Fowler,  from  the  defendants,  John 
and  George  Hecker,  the  sum  of  $9,500,  besides  costs,  all  which 
he  '* reported"  to  the  court.  On  this,  the  attorneys  of  Fowler 
drew  up  the  form  of  a  judgment,  and  without  the  presence  or  ac- 
tion of  the  court,  except  the  order  of  reference  already  alluded  to, 
filed  it  with  the  clerk,  who  thereon  entered  judgment,  as  a  judg- 
ment of  the  court,  for  the  amount  reported,  with  costs.  The  de- 
fendant took  this  writ  of  error. 

It  is  necessary  here  to  state  that,  by  the  code  of  New  York,  §  272, 
a  referee  is  clothed  with  the  attributes  of  a  judge.  A  trial  by  him 
is  to  be  conducted  in  the  same  manner  as  a  trial  by  the  court;  he 
may  grant  adjournments,  allow  amendments,  compel  the  attend- 
ance of  witnesses.  His  decisions  may  be  excepted  to  and  revised, 
as  in  cases  of  appeal  from  courts  of  record.  It  is  also  enacted  that 
*'the  report  of  the  referees  upon  the  whole  issue  shall  stand  as  the 
decision  of  the  court,  and  judgment  may  be  entered  thereon  in  the 
same  manner  as  if  the  action  had  been  tried  by  the  court." 

Mr.  Norton,  for  the  plaintiff  in  error:  No  objection,  we  think,  can 
properly  be  taken  to  the  right  of  this  court  to  entertain  the  matters 
here  presented ;  although  it  might  be  suggested  that  the  facts  in 
this  case  not  having  been  found  either  by  a  general  or  special  ver- 
dict, nor  agreed  upon  in  a  case  stated,  and  there  being  no  bill  of 
exceptions,  there  are  no  questions  open  to  revision  here,  and  hence 
that  this  court  will  afiirm  the  judgment  of  the  court  below,  of 
course.  We  apprehend  it  to  be  clear,  however,  that  while  this 
court  will  not  review  the  judgment  of  inferior  courts  made  without 
the  intervention  of  juries,  or  on  a  case  stated,  it  will,  at  the  same 
time,  exercise  its  superintending  care  in  preventing  the  judgments 
of  State  judicial  officers  from  being  interpolated  into  the  records  of 
the  courts  of  the  United  States,  and  being  enforced  by  the  process 
of  those  courts. 

Assuming,  then,  the  jurisdiction  to  exist,  we  observe: 
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1.  That  the  declaration,  which  relies- on  a  coatract  in  restraint 
of  trade,  does  not  set  forth  a  sufficient  cause  of  action.     But, 

2.  The  case  presents  to  us  a  I'^cord  of  mixed  proceedings,  com- 
menced before  a  judicial  officer  of  the  United  States,  conducted  by 
a  judicial  officer  unknown  to  the  courts  of  the  United  States,  whose 
judgment  (or  a  paper  purporting  to  be  a  judgment)  is  filed  in  the 
office  of  the  United  States  Circuit  Court,  attached  to  the  pleadings 
by  its  clerk,  and  made  a  part  of  the  record  in  this  case.  Will 
such  a  proceeding  be  allowed?  State  courts  are  authorized  by 
statutes  to  have  such  proceedings ;  but  without  statute  the  pro- 
ceedings would  be  very  irregular,  and  there  is  no  statute  of  the 
United  States  which  authorizes  them  in  the  Federal  courts.  This 
court  has,  indeed,  decided  that  if  the  parties  agree  to  submit  the 
trial  both  of  fact  and  law  to  the  judge,  they  constitute  him  an 
arbitrator  or  referee,  whose  award  must  be  final  and  conclusive  be- 
tween them ;  but  no  consent  can  constitute  this  court  appellate 
arbitrators.  But  in  this  and  in  other  cases  which  might  be  cited 
the  judgment  was  rendered  by  a  judge  created  by  the  laws  of  the 
United  Slates,  whose  function  it  is  to  pronounce  judgments  in  the 
courts  of  the  United  States.  In  this  record  there  is  no  such  judg- 
ment. Whatever  is  rendered,  is  rendered  by  a  person  wholly  in- 
judicial, and  dehors  the  tribunal;  or  coming  into  it  only  pro  Aac 
vice.  Even  if  it  is  a  judgment  in  the  Circuit  Court,  it  is  not  a 
judgment  of  the  court. 

3.  The  referee  did  not  decide  the  case  in  conformity  with  the 
order  of  court.  He  did  not  '^determine  all  the  issues  of  the 
case;"  but  made  a  single  and  general  finding  that  there  was  due 
such  a  sum. 

4.  But  even  the  referee's  judgment  was  not  properly  entered. 
In  fact,  though  he  made  a  report,  he  gave  no  judgment.  The 
clerk  gave  the  judgment.  It  is,  therefore,  invalid,  and  cannot  be 
enforced. 

Mr.  Andrews,  contra. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United  States 
for  the  Southern  District  of  New  York. 

Suit  was  brought  in  this  case  by  the  present  defendant,  and 
judgment  was  rendered  in  his  favor  in  the  court  below.  Action 
was  referred,  under  a  rule  of  court,  by  consent  of  the  parties,  and 
the  judgment  in  the  case  was  rendered  upon  the  report  of  the 
referee,  made  in  pursuance  of  the  rule  of  reference.     Original  de- 
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fendaDts  sued  dT»t*fiii^v3F'iit  of  error,  and  now  seek  to  reverse  the 
judgment  upon  the  several  gro^inds  hereinafter  mentioned.  Errors 
assigned  at  the  argument  were  in'substance  and  effect  as  follows: 

1.  That  the  declaration  and  the  matters  therein  contained  are 
not  sufficient  in  law  to  enable  the  plaintiff  to  maintain  the  action. 

2.  That  the  Circuit  Court  erred  in  passing  the  order  that  the 
action  should  be  referred,  and  that  the  matters  in  controversy 
should  be  heard  and  determined  by  a  referee. 

3.  Th^t  the  action  of  the  referee  was  erroneous,  because  he  did 
not  determine  all  or  any  of  the  issues  involved  in  the  pleadings. 

4.  That  the  judgment  set  forth  in  the  transcript  is  invalid,  and 
not  such  a  one  as  can  be  enforced  in  the  Circuit  Court  of  the 
United  States. 

1.  First  objection  was  not  much  pressed  at  the  argument,  and  is 
entirely  without  merit,  as  will  be  obvious  from  a  brief  examina- 
tion of  the  record.  Plaintiff  was  assignor  and  patentee  of  a  cer- 
tain invention,  described  as  a  new  and  useful  improvement  in  the 
preparation  of  flour  for  the  making  of  bread ;  and  the  substance  of 
the  declaration  was  that  the  defendants,  in  consideration  that  the 
plaintiff  had  granted  to  them  the  exclnsive  right  to  supply  a  cer- 
tain district  with  such  prepared  flour,  and  to  manufacture  and 
vend  therein  the  patented  ingredients  used  in  the  preparation  of 
the  same,  promised  to  account  with  and  pay  over  to  the  plaintiff  a 
certain  tariff  for  every  barrel  of  flour  so  supplied,  and  for  the 
patented  ingredients,  when  manufactured  and  sold  separately,  to 
be  used  in  its  preparation.  Agreement  was  in  writing  and  under 
seal,  and  the  action  was,  covenant  broken  to  recover  damages  for 
the  neglect  and  refusal  to  account  and  pay  the  tariff  according  to 
the  terms  of  the  contract.  Pending  the  suit,  the  defendants  ap- 
peared and  pleaded  to  the  merits.  They  made  no  objection  to  the 
declaration,  and  if  they  had,  it  must  have  been  overruled,  as  it  is 
in  all  aspects  sufficient  and  well  drawn. 

2.  Substance  of  the  second  objection  is,  that  the  Circuit  Court 
erred  in  allowing  the  reference.  Defense,  among  other  things, 
was  that  the  plaintiff  agreed  to  maintain  the  validity  of  the  patent 
at  his  own  expense  during  the  period  the  defendants  should  be 
engaged  in  the  business,  and  that  lie  neglected  and  refused  so  to 
do,  and  that  the  patent  was  invalid  and  worthless.  Keplication  of 
the  plaintiff  reaffirmed  the  facts  set  forth  in  the  declaration,  and 
tendered  an  issue  to  the  country,  which  was  duly  joined  by  the  de- 
fendants. Pleadings  being  closed,  the  parties  agreed  in  writing 
to  refer  the  cause  to  a  referee,  *Ho  hear  and  determine  the  same, 
and  all  the  issues  therein,  with  the  same  powers  as  the  court,  and 
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that  an  order  be  entered  making  such  reference,  and  that  the  re- 
port of  the  referee  have  the  same  force  and  effect  as  a  judgment  of 
the  court." 

Following  that  agreement  is  the  order  of  the  court  allowing  the 
reference,  which  is  the  subject  of  complaint.  Becital  of  the  record 
is,  that  on  reading  and  filing  the  agreement  *'the  court  ordered 
that  the  cause  be  referred"  to  the  referee  therein  named,  to  hear 
and  determine  all  issues  therein  with  the  fullest  powers  ordinarily 
given  to  referees,  and  that  on  filing  the  report  of  the  said  referee 
with  the  clerk  of  the  court,  judgment  be  entered  in  conformity 
therewith  the  same  as  if  said  cause  had  been  heard  before  the  court, 
and  the  attorneys  of  the  parties  annexed  their  consent  in  writing 
to  the  order. 

Intention  of  the  court  and  of  the  parties  was  to  refer  the  action ; 
and  the  requirement  of  the  referee  was  that  he  should  hear  and 
determine  the  matters  in  controversy,  and  make  his  report  to  the 
court  in  which  the  action  was  pending.  Defendants  insist  that 
such  a  reference  of  a  pending  suit  in  the  Circuit  Court  of  the  Uni- 
ted States  18  invalid,  because  such  courts  have  no  power  to  author- 
ize such  a  proceeding.  Such  is  the  substance  of  the  several  propo- 
sitions submitted  by  the  defendants  on  this  branch  of  the  case. 
They  admit  that  the  State  courts  have  such  powers,  but  insist  that 
the  power  is  derived  from  statute,  and  that  the  Circuit  Courts  can- 
not exercise  it,  because  there  is  no  act  of  Congress  which  confers 
any  such  authority. 

Where  the  United  States  are  plaintiffs,  or  an  alien  is  a  party,  or 
the  suit  is  between  a  citizen  of  the  State  where  the  suit  is  brought 
and  a  citizen  of  another  State,  the  Circuit  Courts  of  the  United 
States  have  original  cognizance,  concurrent  with  the  courts  of  the 
several  States,  of  all  suits  of  a  civil  nature  at  common  law  or  in 
equity,  where  the  matter  in  dispute  exceeds,  exclusive  of  costs, 
the  sum  or  value  of  five  hundred  dollars.  Record  shows  that  the 
plaintiff  was  an  alien,  and  that  the  defendants  were  citizens  of  the 
State  where  the  suit  was  brought.  Amount  in  dispute  exceeds  the 
sum  or  value  of  five  hundred  dollars,  and  inasmuch  as  the  suit  was 
of  a  civil  nature,  at  common  law,  the  jurisdiction  of  the  court  was 
clear  beyond  cavil.     1  Stat,  at  Large,  78. 

Scope  of  the  objection,  however,  does  not  directly  involve  the 
question  of  jurisdiction,  but  has  respect  to  the  mode  of  trial,  as 
substituting  the  report  of  a  referee  for  the  verdict  of  a  jury.  Cir- 
cuit Courts,  as  well  as  all  other  Federal  courts,  have  authority  to 
make  and  establish  all  necessary  rules  for  the  orderly  conducting 
business  in  the  said  courts,  provided  such  rules  are  not  repugnant 
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to  the  laws  of  the  United  States.  Practice  of  referring  pending 
actions  is  coeval  with  the  organization  of  our  judicial  system,  and 
the  defendants  do  not  venture  the  suggestion  that  the  practice  is 
repugnant  to  any  act  of  Congress.  On  the  contrary,  this  court 
held,  in  the  case  of  the  Alexandria  Canal  Company  v.  Swan,  5 
Howard,  89,  that  a  trial  by  arbitrators,  appointed  by  the  court, 
with  the  consent  of  both  parties,  was  one  of  the  modes  of  prose- 
cuting a  suit  to  judgment  as  well  established  and  as  fully  war- 
ranted by  law  as  a  trial  by  jury,  and,  in  the  judgment  of  this 
court,  there  can  be  no  doubt  of  the  correctness  of  that  proposition. 

Doubts  were,  nevertheless,  entertained  whether  a  bill  of  excep- 
tions would  lie  to  the  ruling  of  the  Circuit  Court  in  overruling  the 
objections  filed  by  the  losing  party  to  the  acceptance  of  the  report 
or  award  of  a  referee  appointed  under  a  rule  of  court.  York  and 
Ctimberland  Railroad  Company  v.  Myers,  18  Howard,  246.  Opin- 
ion of  the  court  in  that  case  shows  that  the  action,  at  the  time  of 
the  reference,  was  pending  in  the  Circuit  Court  of  the  United 
States  for  the  District  of  Maine.  Myers  brought  the  suit,  and  the 
parties,  before  trial,  agreed  to  refer  the  action  to  three  persons,  to 
be  appointed  by  the  court.  Presiding  justice  named  three  persons 
as  referees,  and  the  rule  issued  by  the  clerk  provided  that  their 
report,  or  the  report  of  a  majority  of  them,  "was  to  be  made  to 
the  court  as  soon  as  may  be,  and  that  judgment  thereon  was  to  be 
final,  and  execution  to  issue  accordingly."  Subsequently,  one  of 
the  persons  so  appointed  was,  with  the  leave  of  the  court,  author- 
ized by  the  parties  to  sit  alone,  and  he  made  a  report  awarding 
damages  to  the  plaintiff. 

Corporation  defendants,  when  the  report  was  made,  submitted 
written  objections  to  the  acceptance  of  the  same,  and  examined 
the  referee  in  support  of  the  objections.  Question  presented  was, 
whether  the  report  should  be  accepted  or  rejected  ;  but  the  circuit 
judge  overruled  the  objections,  accepted  the  report,  and  rendered 
judgment  for  the  plaintifi^  for  the  amount  reported  by  the  referee. 
Defendants  excepted  to  the  rulings  of  the  court,  and  sued  out  a 
writ  of  error  to  reverse  the  judgment.  Preliminary  objection  in 
this  court  was  that  the  bill  of  exceptions  would  not  lie,  because  the 
proceedings,  as  it  was  insisted,  had  been  irregular;  but  this  court 
held  otherwise,  and  decided  the  cause  upon  the  merits.  Conclu- 
sion of  the  court  was  that  the  equity  of  the  statute,  allowing  a  bill 
of  exceptions  in  courts  of  common  law,  embraces  all  such  judg- 
ments or  opinions  of  the  court  arising  in  the  course  of  a  cause  as 
are  the  subjects  of  revision  by  an  appellate  cx)urt,  and  which  do  not 
otherwise  appear  on  the  record.     Strcther  v.  Hutchinson,  4  Bing- 
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ham's  New  Cases,  83 ;  Ford  v.  PottSy  1  Halsted,  388 ;  NeOntt  y. 
Bedlam,  7  Gill  &  Johnson,  494. 

Subordinate  tribunal,  say  the  court,  must  ascertain  the  facts 
upon  which  the  judgment  or  opinion  excepted  to  is  founded,  which 
undoubtedly  is  correct  for  the  reason  there  given,  that  this  court 
cannot  determine,  in  cases  at  common  law,  the  weight  or  effect  of 
evidence,  nor  decide  mixed  questions  of  law  and  iact.  Allusion  is 
then  made  to  the  fact,  that  appellate  courts  in  other  jurisdictions 
are  accustomed  to  revise  such  judgments  and  opinions,  and  the 
court  say,  **Upon  principle  we  can  see  no  objection  to  the  intro- 
duction of  the  same  practice  into  the  courts  of  the  United  States, 
under  the  limitations  we  have  indicated/'  Taken  as  a  whole,  that 
case  is  decisive  of  the  question  under  consideration.  But  it  is  a 
mistake  to  suppose  that  the  practice  referred  to  was  first  sanctioned 
in  this  court  by  the  opinion  in  that  case.  Ample  authority  for  it 
is  to  be  found  in  a  decision  of  this  court,  pronounced  more  than 
forty  years  before  the  question  in  that  case  was  argued.  Reference 
is  made  to  the  case  of  Thornton  v.  Carson,  7  Cranch,  596,  in  which 
the  opinion  was  given  by  Chief  Justice  Marsliall.  Statement  of 
the  case  shows  that  two  pending  actions  were  referred  by  consent 
under  a  rule  of  court.  Arbitrators  made  an  award.  Effect  of  the 
award  was  that  the  defendant  was  to  pay  to  the  plaintiff  (Carson) 
the  amount  of  the  bonds  in  suit,  unless  by  a  certain  day  he  made 
a  conveyance  to  the  plaintiff  of  the  property  described  in  the  award ; 
in  which  latter  event  he  was  to  receive  from  the  plaintiff  a  trans- 
fer of  certain  shares  in  a  mining  company,  and  to  be  discharged 
from  the  payment  of  the  money,  an  entry  to  that  effect  to  be  made 
in  the  suits.  Defendant  failed  to  perform  the  act  which  would  en- 
title him  to  such  an  entry  in  the  case,  and  consequently  became 
liable  to  pay  the  sums  awarded  by  the  referee.  Oral  objections 
were  made  to  the  acceptance  of  the  award,  but  the  court  overruled 
the  objections,  and  rendered  judgment  for  the  plaintiff  on  the 
award  for  the  amount  of  the  money  awarded.  None  of  the  evi- 
dence introduced  when  the  award  was  accepted  appeared  in  the 
record,  and  no  bill  of  exceptions  was  tendered  to  the  ruling  of  the 
court,  but  the  defendant  removed  the  cause  into  this  court  by  a 
writ  of  error.  Under  those  circumstances,  this  court  refused  to 
revise  the  rulings  of  the  Circuit  Court;  but,  in  disposing  of  the 
case,  the  court  say,  if  he^  the  original  plaintiff,  failed  to  do  that 
which  warranted  the  court  in  entering  judgment  on  the  award,  it 
was  the  duty  of  the  complaining  party  to  have  shown  that  fact  as 
a  cause  against  entering  judgment,  and  to  have  spread  all  the  facts 
upon  the  record,  which  would  enable  this  court  to  decide  whether 
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the  court  below  acted  correctly  or  not.  Various  other  objections 
were  also  taken  to  the  proceedings;  but  they  were  all  overruled, 
and  the  judgment  was  affirmed.  Similar  views  have  been  expressed 
by  this  court  on  other  occasions,  but  it  is  not  thought  necessary  to 
do  more  than  to  refer  to  the  other  cases,  as  those  already  examined 
are  believed  to  be  decisive.  Camochan  et  aL  v.  Christie  et  cd,,  11 
Wheaton,  446  ;  Lutz  v.  Linthicum,  8  Peters,  176;  Butler  v.  Mayor 
of  New  York,  7  Hill,  329 ;  Ward  v.  American  Bank,  7  Metcalf, 
486  ;    Water  Power  Company  v.  Gray,  6  Id.,  174. 

Practice  of  referring  pending  actions  under  a  rule  of  court,  by 
consent  of  parties,  was  well  known  at  common  law,  and  the  report 
of  the  referees  appointed,  when  regularly  made  to  the  court,  pur- 
suant to  the  rule  of  reference,  and  duly  accepted,  is  now  univer- 
sally regarded  in  the  State  courts  as  the  proper  foundation  of  judg- 
ment. Yates  v.  Russell,  17  Johnson,  468 ;  HaR  v.  Mister,  Salkeld, 
84 ;  Bank  of  Monroe  v.  Wadner,  11  Paige,  633  ;  Green  v.  Palskeny 
13  Wendell,  295  ;  Caldwell  on  Arbitration,  359 ;  Feeler  v.  Heath, 
11  Wendell,  482;  Graves  v.  Fisher,  5  Maine,  70;  MiUer  v.  MiUery 
2  Pickering,  570  ;  Com,  v.  Pejepscut  Proprietors,  7  Massachusetts, 
417,  420. 

3.  Third  objection  is,  that  the  action  of  the  referee  was  erroneous, 
because  he  did  not  determine  all  of  the  issues  between  the  parties. 
Evidently  the  objection  is  founded  in  a  mistaken  view  of  the  duty 
of  the  referee  as  prescribed  in  the  rule  of  reference.  He  was  not 
required,  either  by  the  agreement  of  the  parties  or  by  the  order  ol 
the  court,  to  report  specially  what  his  finding  was  upon  the  several 
issues  presented  in  the  pleadings.  His  duty  was  to  determine  all 
the  issues,  and  to  report  the  result  of  his  finding.  Referee  reported 
that,  having  heard  and  examined  the  matters  in  controversy  in 
the  cause,  and  having  examined  on  oath  the  several  witnesses  pro- 
duced, there  was  due  to  the  plaintiff  the  sum  of  nine  thousand  and 
five  hundred  dollars,  besides  the  costs  of  suit.  Presumption  is, 
that  he  did  determine  all  the  issues,  and  inasmuch  as  there  was  no 
evidence  to  the  contrary,  the  conclusion  must  be  to  the  same  effect. 

4.  Fourth  objection  is,  that  the  judgment  is  invalid,  and  cannot 
be  enforced.  Defect  suggested  is,  that  the  judgment  was  rendered 
by  the  clerk  and  not  by  the  court ;  but  the  record,  when  properly 
understood,  does  not  sustain  the  objection.  Judgments  are  always 
entered  by  the  clerk  under  the  authority  of  the  court.  Prevail- 
ing party  is  entitled  to  judgment,  and  it  is  not  the  practice  in  the 
Circuit  Courts  to  require  a  rule  for  judgment  to  be  entered  in  any 
case,  as  is  the  practice  in  some  of  the  courts  in  the  parent  country. 
2  Tidd's  Practice,  p.  903;    Archbold's  Practice,  by  Chitty,  521. 
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Entry  of  judgment  in  term  time  is  never  made  except  by  leave  of 
court ;  but  the  motion  need  not  be  in  writing,  and  the  order  of  the 
court  is  seldom  or  never  entered  in  the  minutes.  When  the  term 
closes,  judgments  are  entered  by  the  clerk  under  the  general  order 
without  motion;  and  yet  no  one  ever  doubted  that  a  judgment 
entered  under  such  circumstances  was  the  act  of  the  court  and  not 
of  the  clerk.  Reference  of  a  pending  action  is  ordinarily  perfected 
in  term  time  by  an  entry  made  under  the  case  by  the  clerk,  at  the 
request  of  the  parties,  that  it  is  ''referred,"  and  with  the  addition 
of  nothing  else  except  the  names  of  the  referees,  or  it  may  be  done, 
as  it  was  in  this  case,  by  a  written  agreement,  signed  by  the  parties 
or  their  attorneys,  and  filed  in  the  case.  When  that  is  done  a  rule 
is  then  issued,  or  the  order  of  the  court  may  be  entered  in  the  min- 
utes, as  was  done  in  this  record.  Duty  of  the  referee  is  to  notify 
and  hear  the  parties,  and  then  to  determine  the  controversy,  and 
make  a  report  or  award  to  the  court  in  which  the  action  is  pending, 
and  from  which  the  rule  was  issued.  Judgment,  however,  cannot 
in  general  be  entered  in  conformity  to  the  report  or  award  until  it 
is  accepted  or  confirmed  by  the  court.  Brotvn  v.  Cochran^  1  New 
Hampshire,  200.  Reason  for  the  rule  is,  that  whenever  it  is  pre- 
sented, and  before  it  is  accepted,  the  party  against  whom  it  is  made 
may  object  to  its  acceptance;  but  if  required  by  the  court,  he  must 
reduce  his  objections  to  writing,  and  file  them  in  the  case.  Hearing 
is  then  had,  and  after  the  hearing  the  court  may  accept  or  reject  the 
report ;  or,  if  either  party  desires  it,  the  report  may,  for  good  cause 
shown,  be  recommitted.  Such  a  report  of  referees  is  in  many  respects 
a  substitute  for  the  verdict  of  a  jury.  Where  there  is  no  agree- 
ment to  that  effect,  no  judgment  can  be  entered  on  such  a  report 
until  the  same  has  been  accepted.  Present  case,  however,  must  be 
determined  upon  the  peculiar  circumstances  disclosed  in  the  record. 
Parties  agreed  that  the  report  of  the  referee  should  have  the  same 
force  and  efiect  as  a  judgment  of  the  court,  and  the  court  ordered, 
by  consent  of  parties,  that  on  filing  the  report  with  the  clerk  of 
the  court,  judgment  should  be  entered  in  conformity  therewith, 
the  same  as  if  the  cause  had  been  tried  before  the  court.  Referee 
accordingly  made  the  report  and  filed  it  as  required,  and  thereupon 
the  clerk  entered  the  judgment  pursuant  to  the  order  of  the  court 
and  the  agreement  of  the  parties.  Proceedings  of  the  referee  were 
correct,  and  the  losing  party  made  no  objections  to  the  report. 
Hughes  v.  Bytoater^  4  Hill,  651.  Judgment  having  been  entered 
without  objection,  and  pursuant  to  the  order  of  the  court  and  the 
agreement  of  the  parties,  it  is  not  possible  to  hold  that  there  is  any 
error  in  the  record.     Bank  of  Monroe  v.  WadneVy  11  Paige,  533. 
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Theory  of  the  objection  is  unfounded  in  fact^  and  upon  that 
ground  it  is  overruled.  The  judgment  of  the  Circuit  Court  is, 
therefore, 

Affirmed  with  oasis. 


Case  v.  Brown. 

(2  Wallace.  230.) 

A  claim  for  a  combination  of  several  devices,  so  combined  together  as  to  produce  a 
particular  result,  is  not  good  as  a  claim  for  "auy  mode  of  comhining  those  devices 
which  would  produce  that  result,"  and  can  only  be  sustained  as  a  valid  claim  for 
the  peculiar  combination  of  devices  invented  and  described.  Burr  v.  Duryu,  1 
Wallace,  553,  affirmed  and  applied. 

Among  the  inventions  of  our  country  that  have  assumed  great 
value— especially  in  the  regions  of  the  West,  where  Indian  corn  is 
largely  produced — are  those  known  as  Corn-Planters.  The  ma- 
chine consists  of  a  mechanism  resembling  somewhat,  in  external 
appearance,  and  iir  section  view,  a  high  plough  on  wheels.  It  is 
drawn  by  a  horse,  while  a  man  walks  behind  and  manages  it. 
The  object  is  to  plant  corn  at  spots,  which  spots  shall  be  both 
equidistant  and  in  rows. 

The  corn  to  be  planted  is  placed  in  a  hopper  or  sort  of  box,  which 
is  fixed  in  the  body  of  the  machine ;  and,  at  proper  intervals,  as 
the  machine  is  drawn  by  the  horse,  the  grains  are  permitted  to 
enter  and  fall  through  a  valve,  ixt  the  base  of  a  short  vertical  spout, 
to  the  ground,  another  valve  being  at  the  top  of  the  spout.  If  the 
grains  were  permitted  to  fall  through  the  full  length  of  the  spout 
as  the  machine  passed  on,  by  a  valve  at  the  top  only  of  the  spout, 
they  would  not  reach  the  ground  exactly  under  the  place  at  which 
the  valve  was  opened;  inasmuch  as  in  the  interval  of  time  that  the 
grain  was  descending  through  the  spout,  the  machine  would  have 
passed  over  a  certain  space  of  ground  in  being  drawn  along  by  the 
horse.  But,  by  employing  two  valves,  one  opening  into  the  upper 
end  of  the  spout  from  the  hopper,  and  one  at  the  bottom  of  the 
spout  in  close  proximity  with  the  ground,  correct  dropping  is  in- 
sured ;  the  forward  motion  of  the  machine  being  compensated  for 
by  the  double  valves. 

A  certain  Jarvis  Case  had  invented  one  of  these  corn-planters, 
and  took  a  patent  for  it  in  January,  1845.  In  this  patent  he  lim- 
ited his  claim  to  the  particular  combination  of  parts  which  consti- 
tuted his  machine.     In  November,  1858,  he  surrendered  his  patent 
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and  obtaiDed  a  reissue  with  a  more  expanded  claim.  That  claim 
was  thus: 

'^I  claim,  in  combination  with  a  corn-planting  machine  that  is 
constantly  moved  over  the  ground,  and  drops  the  grain  intermit- 
tently, the  so  combining  of  tvm  slides y  one  of  which  is  at  or  near  the 
seed-hopper,  and  the  other  at  or  near  the  ground,  or  their  equiva- 
lents, toith  a  lever,  as  that  the  operator  or  attendant  on  the  ma- 
chine can  open  said  slides  at  the  proper  time  to  deposit  the  seed 
and  prepare  a  new  charge  by  the  4oubIe  dropping  herein  speci- 
fied." 

The  cut  below  shows  in  section  the  combination  or  arrangement. 


.A  is  the  hopper  which  carries  the  corn,  B  the  seed-slide  or  valve 
leading  from  the  hopper  to  the  seed-tube  E,  C  is  the  seed-cup  in 
the  seed-slide,  D  is  the  cut-off  in  the  hopper,  E  is  the  seed-tube, 
F  is  the  slide  or  valve  to  seed-tube,  G  is  the  hand  lever  by  which 
the  tubes  are  opened  and  closed  in  tlie  plaintiff's  machine,  H  the 
recoil-spring  by  which  the  slide-valves  B  and  the  valve  F  are 
simultaneously  closed  when  the  hand  is  removed  from  lever  G.* 

In  this  machine  of  Case's  a  lever  G,  of  a  peculiar  form,  was 
used,  which,  by  being  pressed  down,  effected  two  operations,  viz: 
it  carried  the  charge  of  grain  out  of  the  seed-box,  and  dropped  it 
into  the  tube  E,  and  it  raised  the  slide  F  to  let  out  the  previously 
dropped  charge.  Thus  the  same  operation  that  planted  one  charge 
put  the  next  succeeding  charge  in  close  proximity  to  the  ground,  so 


'*'Thi8  recoil  spring,  H,  relieved  the  operator  from  replacing  or  pushing  back  the 
lever  with  his  extended  arm;  a  matter  which,  when  to  be  performed  many  hundred 
times  a  day,  makes  a  large  demand  on  muscular  strength.  With  the  recoil-spring,  one 
mascular  effort  did  the  work  of  two. 
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that  it  had  but  a  lew  inches  to  fall  whea  the  valve  or  slide  F  was 
opened. 

About  the  eame  time  that  Case  originally  invented  his  machine, 
a  person  named  Brown  invented  one  also,  and  got  a  patent  in  May, 
1855.  The  parties  were  inde[)endent  inventors.  In  its  essential 
features,  Brown's  machine  diiTered  Trom  Case's  in  not  employing  a 
lever  having  a  weight  or  a  spring,  or  automatic  device  to  return  it 
to  its  position  and  close  the  valves,  although  the  same  final  result, 
namely,  the  simultaneous  double  dropping  of  the  seed,  was  accom- 
plished by  one  motion  of  the  hand  of  the  operator  in  both  cases. 
The  cut  below  will  exhibit  the  combination  and  arrangement  in 
this  second  invention. 


A  here  represents  the  hopper  carrying  the  grain,  B  the  side- 
valve,  and  C  the  seed-cup  between  the  hopper  and  the  seed-tube  E, 
and  F  the  slide-valve  which  permits  the  need  lo  pass  from  the  lower 
end  of  the  seed-tube  to  the  ground.  G  is  tlie  lever.  When  the 
upper  end  of  this  lever  G  is  moved  from  the  position  shown  in  the 
drawing  towards  the  hopper  A,  it  is  evident  that  the  grain-cup  C 
would  be  carried  over  and  discharged  into  the  tube  E,  and  the 
same  movement  of  the  lover  G  would  move  the  side-valve  F  so  as 
to  permit  the  grain  which  it  retained  at  its  lower  extremity  to  fall 
to  the  ground.  Each  movement  of  the  lever,  with  this  double 
seed-tube,  whether  forward  or  back,  produced  a  "drop." 

Thus  a  similar  double  dropping  of  grain  was  accomjilished  in 
this  machine  of  Brown  as  was  accomplished  in  this  machine  of 
Case ;  but  there  was  no  spring  or  automatic  recoil  arrangement 
attached  to  the  lever  G,  for  restoring  it  to  its  former  position,  us  it 
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is  on  the  plaintiff's  machine.     It  required  tj  be  worked  by  hand  in 
both  directions. 

Case  now  sued  Brown,  in  the  Circuit  Court  of  the  Northern  Dis- 
trict of  Illinois^  for  infringing  his  reissued  patent.  The  action  was 
case.  On  this  trial  his  counsel  requested  the  court  to  charge  the 
jury— 

'*That  the  plaintiff,  in  and  by  his  patent,  claims  any  mode  of 
combining  a  valve  in  the  seed-tube,  and  a  valve  in  the  seed-hopper, 
or  their  equivalents,  with  a  lever,  as  that  the  operator  may  by  one 
operation,  or  the  application  of  one  muacular  force,  carry  a  charge  of 
corn  from  the  seed-hopper  into  the  seed  tube,  and  arrest  it  at  the 
lower  valve,  and  by  the  same  operation  or  miLscvlar  force,  let  out 
from  the  lower  valve  and  drop  into  the  furrow  a  charge  of  corn, 
previously  dropped  and  lying  at  the  lower  valve. 

'^That  the  plaintiff  by  his  patent  is  not  confined  to  the  peculiar 
means  of  returning  the  aeedrdide  which  he  has  adopted  in  his  said 
model.  That  his  claim  covers  any  arrangement  to  operate  the 
valves  and  lever  which  will  produce  the  result,  although  he  may 
not  in  the  other  machine  employ  the  rock  shaft  and  weighted  lever, 
or  any  automatic  element.  He  may  employ  some  substitute  for  the 
automatic  element,  so  thai  he  by  one  operation,  or  the  application  of 
a  single  muscular  force  applied  to  the  lever,  drops  from  the  lower 
valve,  and  supplies  a  new  charge  to  take  its  place,  by  the  same 
operation  or  mmcular  force  so  as  aforesaid  applied  to  the  lever,  com- 
bined with  the  valve  at  the  seed-tube  and  the  valve  at  the  seed- 
hopper,  or  their  equivalents." 

[As  bearing  on  the  interpretation  asked  for  by  defendant  and 
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adopted  hy  the  court  below,  it  is  to  be  noted,  that  on  the  question 
of  the  prior  state  of  the  art  to  the  plaintiff's  invention,  the  de- 
fendant proved  at  the  trial  that  a  seed-planting  machine  had  been 
invented  and  used  to  a  limited  extent,  and  a  description  tliereof 
filed  in  the  Patent  Office,  as  early  as  1852,  by  one  Charles  Finn, 
in  which  was  combined  the  two  slides  and  lever,  for  accomplishing 
the  same  final  result  as  in  the  plaintiff's  machine.  A  sectional 
drawing  of  Finn's  machine  is  given  below,  in  which  the  corre- 
sponding letters  are  used  as  in  the  other  two  plates. 

A,  being  the  hopper,  B  the  slide-valve,  C  the  seed-cup,  E  the 
seed-tube,  F  the  slide-valve,  and  G  the  lever — this  arrangement 
agreed  with  the  plaintiff's  arrangement  in  nearly  every  respect  in 
which  the  defendant's  machine  did,  and  differed  from  the  plain- 
tiff's in  having  no  automatic  recoil  attachment  to  the  lever,  such 
as  a  weight  or  spring.] 

The  court  below  refused  to  charge  as  requested  by  the  plaintiff, 
but  charged  in  substance  that  the  thing  patented  to  him,  was  a 
technical  combination  consisting  of  certain  elements,  and  that  to 
constitute  an  infringement,  all  these  elements  must  be  used  by  the 
defendant;  that  among  these,  is  that  particular  kind  of  lever  G, 
described  by  the  patentee,  which  is  so  combined  with  a  weight  or 
spring,  that  when  the  valve  has  been  opened  by  the  hand  of  the 
operator  moving  the  lever  in  one  direction,  the  weight,  acting 
through  the  lever  and  moving  it  in  the  reverse  direction,  causes 
the  valves  to  close;  and  that  unless  the  defendant's  machine  em- 
ploys a  lever  having  the  same  mode  of  operation,  that  is  to  say,  the 
peculiar  arrangement  described  by  the  patentee  for  moving  it  in 
the  reverse  direction,  or  some  other  arrangement  which  is  a  mere 
mechanical  equivalent  therefor,  the  patent  is  not  infringed. 

The  language  of  the  court  as  quoted  exactly  was  this: 

*'In  order  to  constitute  an  infringement,  the  whole  combination 
must  be  used,  because  he  claims  not  the  various  parts,  but  the 
whole  combination  together.  The  plaintiff  cannot  claim  what  i« 
called  double  dropping  of  corn — that  is  a  restdt  or  an  effect.  He 
can  only  claim  the  double  dropping  by  the  particular  mode  which 
he  has  devised.  Any  one  can  produce  the  same  results  by  other 
and  different  modes,  and  still  not  violate  the  claim  of  the  plaintiff. 
In  order  to  constitute  a  violation,  there  must  be  a  use  of  the  same 
methods  substantially  as  those  adopted  by  plaintiff.  A  mere  change 
of  form,  for  example,  in  the  lever  and  its  mode  of  operation,  the 
adoption  of  some  equivalent  suggested  by  mere  mechanical  skill, 
would  not  prevent  it  from  being  an  infringement ;  otherwise,  if  the 


Dec.  1864.]  Case  v.  Broww.  127 

Argament  for  the  defendant  in  error. 

change  were  one  of  substance  and  requiring  the  exercise  of  invent- 
ive power." 

Thus  the  charge  made  the  case  turn  on  the  question,  whether 
the  defendant  employed  in  his  machine,  as  one  element  of  his  com- 
bination, a  lever  having  the  same  mode  of  operation  as  that  of  the 
plaintiff,  to  wit,  having  two  motions  in  opposite  directions  at  every 
dropping,  one  produced  by  the  hand  of  the  operator  to  open  the 
valves,  and  the  other  by  an  automatic  arrangement  to  close  them. 

Of  course,  the  charge  was  in  opposition  to  the  plaintiff's  request; 
and  the  jury  having  found  a  verdict  for  the  defendant,  the  case 
was  brought  by  writ  of  error  to  this  court. 

Mr.  Roberts  J  for  Case,  the  plaintiff  in  error :  The  court  erred  in 
its  charge  by  withdrawing  the  question  of  fact  from  the  jury, 
whether  the  machine  of  the  defendant  did  not  so  combine  the  valve 
and  lever  as  to  produce  the  result  substantially  produced  by  the 
plaintiff's ;  as  it  manifestly  did  in  limiting  them  to  the  inquiry, 
whether  defendant  employed  a  lever  with  such  arrangements  as 
required  two  motions  to  plant  each  hill  of  corn. 

The  error  was  in  construing  the  claim  to  be  for  a  technical  com- 
bination, and  resolving  the  advice  into  its  rudimental  parts^  and 
inquiring  whether  the  defendant  used  all  of  these  parts,  and 
whether  each  part  had  a  mode  of  operation  substantially  the  same 
in  the  two  machines.  That  this  was  an  error,  numerous  cases 
show.  Carver  v.  Braintree  Manufacturing  Company ^  2  Story,  432; 
Winans  v.  Denmead,  15  Howard,  330 ;  Wilbur  v.  Beecher,  2  Blatch- 
ford,  132;  Foster  v.  Moore,  1  Curtis,  279. 

Mr,  Goodwin,  contra,  for  Brovm:  It  is  the  duty  of  the  court  to 
construe  the  patent  on  the  maxim  ^^ut  magis  res  valea^  quam  pere- 
at'*  and  therefore  in  the  course  of  a  nisi  prius  trial,  the  judge  will 
apply  to  such  construction  the  state  of  the  art,  the  surrounding 
circumstances  in  which  the  inventor  is  placed,  and  the  previous 
existence  of  some  things  mentioned  or  referred  to  in  the  patent,  as 
developed  on  the  evidence.  Winans  v.  Denmead,  15  Howard,  338; 
Brooks  v.  Fiske,  Id.,  215 ;  Hogg  v.  Emerson,  6  Id.,  437 ;  Neilson  v. 
Harford,  Webster's  Patent  Cases,  350,  370  ;  Morris  v.  Barret,  per 
Leavitt,  J.,  Ohio,  1858  ;  Whipple  v.  Middlesex  Company,  Sprague, 
J.,  Massachusetts,  1859;  Ames  v.  Howard,  1  Sumner,  485;  Buck 
V.  Hermance,  1  Blatchford,  401. 

In  order  to  distinguish  the  plaintiff's  invention  from  that  of 
Finn,  the  judge  was  obliged  to  Jimit  the  claim  as  he  did,  and  in 
order  to  constitute  a  violation  of  the  plaintiff's  patent  thus  con* 


128  Case  v.  Brown.  [Sup.  Ot. 


Opinion  of  the  conrt. 


strued  by  the  court,  it  was  Decessary  that  a  party  should  use  the 
whole  combiDation,  that  is  to  say,  the  tube-valves  and  lever  com- 
bined substantially  in  the  same  way  as  the  plaintiff  had  combined 
them,  and  if  any  one  of  the  elements  necessary  to  constitute  the 
entire  combination  were  left  out,  then  there  was  no  infringement, 
leaving  the  question  as  to  the  identity  of  the  plaintiff's  and  de- 
fendant's machines  fairly  to  the  jury.  Fames  v.  Godfrey^  1  Wal- 
lace, 78;  Turrill  v.  Railroad  Company,  Id.,  491. 

Under  a  new  disguise,  is  not  the  question  here  raised  exactly 
the  same  as  that  involved  in  Burr  v.  Duryee,  decided  by  this 
court  but  a  year  ago?  1  Wallace,  531.  If  this  is  so,  it  would  be 
indecorous  to  discuss  it.  No  case  in  the  law  of  patents  was  ever 
more  ably  discussed  than  that;  the  united  sciences  of  jurispru- 
dence and  mechanics  having  been  brought  as  sister  lights,  with 
memorable  ability,  to  bear  upon  the  matter  in  issue.  The  court 
will  remember  the  very  able  arguments  of  all  the  gentlemen ;  that 
one  especially,  as  found  in  the  report  of  the  case,  which  we  now 
beg  to  refer  to,  of  Mr.  George  Harding,  of  Philadelphia,  who,  for 
the  sake  of  juridical  science  in  its  application  to  the  useful  arts  of 
the  country,  was  allowed  almost  to  convert  these  precincts  of  the 
law  into  an  institute  of  science.  The  case  was  not  less  ably  ex- 
pounded from  the  bench  in  giving  judgment  in  the  case.  Over- 
ruling nothing,  perhaps,  the  opinion  there  given  did  not  the  less 
dissipate  a  ^'bank  of  fog,"  which  the  learned  justice  who  gave  it 
remarked,  "that  the  subtle  ingenuity  with  which  its  principles 
were  sometimes  presented''  had  involved  the  law  of  patents,  and 
in  which  my  learned  brother  of  the  other  side  would  now  cover  it 
again. 

Mr.  Justice  Grier  delivered  the  opinion  of  the  court. 

The  error  alleged  is  the  refusal  of  the  court  to  give  certain  in- 
structions, the  substance  of  which,  when  extricated  from  the  mass 
of  verbiage  with  which  it  is  encumbered,  seems  to  be,  "that  the 
plaintiff  had  a  right  to  claim  any  mode  of  combining  "  the  various 
mechanical  devices,  in  the  improved  machine,  which  would  pro- 
duce the  same  effect  or  result,  as  mere  equivalents  for  those  de- 
scribed in  his  patent.  The  court  refused  to  give  this  instruction 
to  the  jury ;  but,  on  the  contrary,  instructed  them  in  the  language 
quoted  in  the  reporter's  statement.  Supra,  p.  126.  The  instruc- 
tion there  quoted  is  a  correct  exposition  of  the  law,  and  if  it  pro- 
duced a  verdict  in  favor  of  defendant,  the  plaintiff  had  no  right  to 
complain. 

The  plaintiff's  original  patent  limited  his  claim,  very  properly, 
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to  the  particular  devices  and  corabination  of  parts  which  consti- 
tuted his  improved  machine.  But  as  this  claim  was  not  broad 
enough  to  cover  the  improvement  described  in  defendant's  patent, 
the  plaintiff  surrendered  his,  and  had  it  reissued  with  a  more  ex- 
panded claim.  It  is  for  the  infringement  of  this  reissued  patent 
that  the  action  is  brought. 

We  have  had  occasion  to  remark,  in  a  late  case,  (Burr  v.  Durye^j 
1  Wallace,  535  ;  see,  also,  McCormick  v.  Talcottj  20  Howard,  405,) 
on  this  new  art  of  expanding  patents  for  machines  into  patents  for 
"  a  mode  of  operation,"  a  function,  a  principle,  an  effect  or  result, 
so  that  by  an  equivocal  use  of  the  term  "equivalent,"  a  patentee 
of  an  improved  machine  may  suppress  all  further  improvements. 
It  is  not  necessary  again  to  expose  the  fallacy  of  the  arguments  by 
which  these  attempts  are  sought  to  be  supported,  though  we  can- 
not hinder  their  repetition. 

Let  the  judgment  be  affirmed. 


Bead  v.  Bowman. 

(2  Wallace,  591.) 

1.  A  declaration  that  a  certain  improvement,  containing  in  reality  one  principal  and 

three  difltinct  minor  improvements,  was  patented  on  a  day  named,  is  supported  by 
evidence  that  foar  patents — reissues — were  sabseqaently  granted  on  an  original 
patent  of  the  date  named ;  snch  original  having,  in  its  specification,  described  all 
and  no  more  than  the  improvements  specified  in  the  four  reissues.  The  reissues 
relate  back. 

2.  Where  the  purchaser  of  a  claim  for  a  patent  agrees  that,  as  soon  as  the  patent 

is  issued,  he  will  give  his  notes,  payable  at  a  future  date,  the  fact  that  no  patent 
has  issued  until  after  the  day  when  the  last  note,  if  given,  would  have  been  pay- 
able, is  no  defense  to  (utwmpnt  for  not  having  given  the  notes;  the  patent  having 
finally  issued  in  form. 

Bead  &  Whitaker  were  inventors  of  four  improvements  in  reap- 
ing and  mowing  machines,  the  principal  one  being  what  was  called 
a  '^tubular  finger-bar;"  and  in  1856  were  in  partnership,  under 
the  name  of  Lloyd,  Whitaker  &  Co.,  with  two  persons  named 
Lloyd  &  Bowman ;  these  last-named  persons  using  the  improve- 
ments with  them,  though  not  in  any  way  inventors.  On  27th 
December,  1856,  Read  &  Whitaker  applied  for  a  patent ;  their  ap- 
plication giving  authority  to  Mr.  Hanna,  of  Washington,  whom 
they  appointed  their  solicitor,  ^ Ho  alter  or  modify  the  drawings, 
specifications,  and  claims  thereunto  attached,  in  such  manner  as 
circumstances  might  require,  or  to  withdraw  the  application  alto- 
gether should  it  be  deemed  advisable,  and  in  that  event  to  receive 
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and  receipt  for  such  sums  of  money  as  should  be  returnable  under 
the  act  of  Congress  in  that  case  made  and  provided/'  Pending 
this  application,  and  before  any  letters  were  granted,  Bead  agreed 
to  sell  out  his  interest  to  Whitaker  for  |4,500  ;  of  which  |1,500 
was  to  be  paid,  and  was  paid  in  cash.  The  instrument  of  sale  re- 
cited that,  '*  Whereas  Bead  &  Whitaker  have  invented  an  improve- 
ment, for  which  they  have  applied  for  letters  patent ;  and  whereas, 
Whitaker  has  agreed  to  purchase  of  Bead  his  interest  in  and  to 
said  invention,  in  consequence  of  letters  patent,  granted  or  to  be 
granted;  now,  therefore,  I,  the  said  Bead,  in  consideration,  &c., 
hereby  assign,  &c.,  to  Whitaker,  the  full  and  exclusive  right  to 
said  invention,  as  set  forth  ami  described  in  the  specificaiions  which 
7,  in  company  with  Whitaker ^  have  prepared^  executed^  and  filed 
with  the  Commissioner  of  Patents  at  Washington,  preparatory  to 
obtaining  letters  patent  therefor.  To  have  and  to  hold,"  &c. 
Then,  in  a  separate  paragraph,  the  assignment  proceeds,  for  the 
same  consideration,  ($4,500,)  and  the  further  consideration  of  one 
doUar,  to  assign  to  Whitaker  Bead's  right,  title,  and  interest  in 
and  to  three  claims  to  inventions  made  by  Bead  &  Whitaker,  for 
which  the  specifications  had  not  been  fully  made,  describing  them. 

The  specifications  above  referred  to  contained  a  description  of  all 
the  improvements  in  the  case,  which  were  plainly  but  parts  of  one 
invention. 

Contemporaneously  with  this  assignment,  •  Whitaker,  as  one 
party,  and  '* Bowman  &  Lloyd"  signing  as  another,  executed  an 
engagement  to  Bead  for  $3,000,  the  balance  of  the  consideration  of 
the  transfer  from  Whitaker  to  him.  The  contract,  in  opening,  re- 
cites, that  Bead  had  assigned  to  Whitaker  all  his  title  in  certain 
inventions  and  improvements  (both  plural)  made  by  Bead  &  Whit- 
aker, in  improvement  of  grain-reapers  and  grass-mowers,  &c.,  (for 
full  particulars  reference  being  made  to  said  assignment,)  '*for 
which  the  said  Whitaker  has  agreed  to  pay  the  said  Bead  as  fol- 
lows: $1,500  on  the  1st  January,  A.  D.  1859,  and  $1,500  on  the 
Ist  January,  A.  D.  1860,  with  interest."     And  the  contract  then 

thus  concludes: 

• 

^*Now,  therefore,  we,  the  said  J,  Lloyd^  F,  H.  Bowman,  and  J, 
T.  Whitaker,  do  hereby  agree,  for  a  valuable  consideration  to  us 
paid  by  the  said  Bead,  (the  receipt  whereof  we  do  hereby  acknowl- 
edge,) as  soon  as  the  patent  for  the  improvement  in  the  grain-reapea^ 
and  grass-mower  aforesaid  is  obtained  by  the  said  Bead  dk  Whit- 
aker, to  execute  unto  the  said  Bead  our  joint  and  several  notes  for 
the  said  amounts,  payable  as  aforesaid,  with  interest  as  aforesaid." 
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The  dates  when  the  notes  were  to  come  due  must  be  observed. 
After  this  time  Read  retired  from  business;  the  three  other  per- 
sons continuing  it,  and  using  all  four  improvements: 

The  ^^specifications"  referred  to  in  Read's  assignment,  as  filed 
by  him  and  Whitaker  with  the  Commissioner  of  Patents,  pre- 
sented in  reality /ot^r  improvements.  Mr.  Hanna,  their  solicitor, 
withdrew  three  of  the  claims;  and  on  the  11th  of  August,  1857, 
accepted  a  patent  for  one  of  them  only,  as  specified  in  a  specifica- 
tion amended  by  him ;  the  patent  embracing  all  the  improvements 
in  its  specification,  but  the  claim  being  restricted  to  the  principal 
improvement,  that  of  the  'Hubular  finger-bar."  On  the  12th  of 
February,  1859 — this  date,  too,  must  be  noted — **  Bowman  & 
Lloyd,"  who  now  ceased  to  use  any  of  the  improvements,  notified 
to  Read  that,  as  more  than  a  sufficient  time  had  elapsed  for  pro- 
curing the  pateilt  for  improvements,  and  as  the  same  had  not 
been  procured,  they  (Bowman  &  Lloyd)  considered  themselves 
discharged,  and  the  contract  void,  so  far  as  they  were  concerned. 
About  one  year  after  this  notice,  that  is  to  say,  on  the  7th  Febru- 
ary, 1860,  Read  did  obtain  four  patents — reissues  upon  the  patent 
of  August  11,  1857,  which  reissued  patents,  it  was  admitted,  did 
contain  the  said  four  improvements,  being  all  the  improvements 
in  the  matter. 

Read  accordingly  brought  assumpsit  against  Whitaker,  Bow- 
man &  Lloyd,  for  breach  of  contract  in  not  executing  their  two 
notes  for  |1^500  each ;  the  declaration  alleging  that,  subsequently 
to  making  the  agreement,  '^to  wit,  on  the  Mthday  of  August^ 
1857,  the  said  improvement  was  duly  patented;"  nothing  being 
said  about  any  surrender  or  about  the  reissues;  and  the  one  patent 
of  August  11,  1857,  being  alone  offered  in  proof. 

The  question  below  was,  whether  this  declaration  was  sustained 
by  the  evidence ;  and  whether  Lloyd  &  Bowman  were  discharged. 
The  court  held  the  declaration  sufficient  on  the  reissued  patents 
being  granted;  that  both  Bowman  &  Lloyd  were  bound,  just  as 
Read  was;  that  Bowman  &  Lloyd  were  chargeable  with  notice  of 
Mr.  Hanna's  authority,  and  were  bound  by  such  changes  and 
modifications  as  he  made.  Verdict  was  given  for  the  amount  of 
the  notes  with  interest.  Judgment  having  gone  accordingly,  the 
defendants  brought  the  case  here  on  error. 

Goodwin,  for  fhe  plaintiff  in  error:  The  contract  about  the  notes 
shows  plainly  that  Whitaker  was  the  principal  debtor.  It  is  '^the 
said  Whitaker'*  who  **  has  agreed  to  pay  the  said  Read."  Lloyd 
&  Bowman  do  not  contract  to  pay  at  all.     Indeed  there  was  no 
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equity  to  raise  an  obligation  for  them  to  pay.  Read's  assignment 
was  to  ''Whitaker,"  and  to  him  alone.  He  alone  got  a  permanent 
and  beneficial  interest.  What  Lloyd  &  Bowman  do  is  this:  they 
— after  that  Whitaker  has  promised  to  pay — agree  that  they  with 
him  will  give  their  not^s.  Is  it  not  plain  that  they  did  this  as  his 
sureties  ?  Where  a  contract  is  to  pay  the  debt  of  another,  without 
any  new  consideration  to  the  party  so  contracting,  the  obligation 
is  to  be  construed  as  one  of  suretyship,  (Bees  v.  BarringtoUj  3  Lead- 
ing Cases  in  Equity,  by  Hare  &  Wallace,  3d  edit.,  837 ;)  and,  of 
course,  to  be  construed  strictly.  The  surety  is  bound  in  the  man- 
ner and  under  the  circumstances  pointed  out  in  his  obligation.  He 
may  stand  to  its  very  terms,  and  if  a  variation  is  made  without  his 
assent,  he  is  discharged. 

This  obligation  of  the  sureties  was  not  absolute,  but  was  contin- 
gent upon  the  condition  precedent,  that  a  patent  for  the  specified 
improvements  should  first  issue.  If  no  patent  ever  issued,  although 
Whitaker  was  still  liable  to  Read  for  the  sum  agreed,  Bowman  & 
Lloyd  could  not  be  called  upon  for  its  payment. 

Then  the  issue  being  a  condition  precedent,  such  condition  must 
have  been  performed  within  a  reasonable  time ;  prior,  at  least,  to 
the  time  when  the  debt  for  which  they  thus  contingently  bound 
themselves  matured:  obtaining  a  patent  subsequent  to  such  time 
was  not  sufficient.  But  all  the  obligation  of  Whitaker  became  due 
on  or  before  the  Ist  day  of  January,  1860;  the  reissued  patents  all 
bear  date  subsequently.  From  the  date  of  the  contract,  therefore, 
to  its  maturity,  the  condition  precedent  to  Bowman  &  Lloyd's  lia- 
bility remained  unperformed. 

Moreover,  by  the  terms  of  the  contract  it  was  necessary  that  a 
patent  should  issue  for  all  the  improvements  specified.  In  their 
mechanical  nature,  one  may  have  been  greater  than  another.  In 
their  legal  magnitude,  all  stand  on  one  base.  The  patent  of  11th 
August,  1857,  the  only  patent  offered  in  evidence,  being  for  only 
one  of  the  four,  was  not  a  performance  of  the  condition. 

Under  the  simple  allegation  of  the  issue  of  a  patent  on  that  day, 
it  was  not  competent  to  prove  the  surrender  of  such  patent,  and 
the  reissue  of  the  four  patents  nearly  tliree  years  afterwards.  This 
evidence  being  excluded,  there  was  nothing  before  the  jury  but  the 
patent  of  August  11th,  1857,  and  the  verdict  should  have  been  for 
the  defendants. 

The  true  construction  of  the  last  clause  of  the  contract  is,  to 
regard  it  as  containing  solely  the  contract  of  Bowman  &  Lloyd,  in 
the  same  manner  as  if  the  earlier  part  had  been  signed  by  Whita- 
ker, with  the  clause  omitted;  and  then  the  clause  indorsed  upon 
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the  contract,  or  written  beneath  it,  and  signed  by  Bowman  & 
Lloyd  only.  Any  other  view  involves  the  absurdity  of  making 
Whitaker  both  absolutely  and  contingently  lialile  for  the  same 
debt  by  the  same  instrument.  The  contract  of  the  respective  par- 
ties, though  contained  in  the  same  writing,  must  in  construction 
be  so  severed  as  to  be  consistent  with  itself;  and  any  other  con- 
struction than  that  for  which  we  contend,  either  changes  the  ahso- 
lufe  liability  of  Whitaker  to  pay,  which  is  clearly  fastened  upon 
him  by  the  previous  part  of  the  contract,  into  a  contingent  liability 
dependent  upon  a  condition  to  be  performed,  or  enlarges  the  obli- 
gation of  Bowman  &  Lloyd,  which  is  contained  only  in  this  final 
clause,  from  a  conditional  into  an  absolute  liability,  a  construction 
which  would  make  the  instrument  inconsistent  and  contradictory. 

Bowman  &  Lloyd  are  not  chargeable  with  notice  of  the  authority 
of  Mr.  Hanna.  The  contract  refers  to  the  specifications  as  contain- 
ing the  description  of  the  inventions  for  which  a  patent  was  to  be 
issued,  and  is  only  notice  of  what  such  inventions  were,  and  not 
of  the  power  of  attorney.  Even  if  nx>tice  of  the  appointment  of 
Hanna  as  the  attorney,  and  of  his  authority,  can  be  implied  from 
the  contract,  it  would  be  no  evidence  of  the  assent  of  Bowman  & 
Lloyd  to  the  exercise  of  such  power  to  withdraw  or  lessen  the 
patent.  On  the  contrary,  the  notice  of  such  power  would  no  more 
be  evidence  of  such  assent,  than  the  knowledge  of  the  like  author- 
ity existing  in  the  inventors  themselves  under  the  patent  law 
would  imply  such  assent.  The  contract  made  with  Bowman  & 
Lloyd  by  the  patentees  would,  in  fact,  restrict  both  the  patentees 
themselves  and  their  attorneys  from  the  subsequent  exercise  of 
such  power  of  withdrawal  or  modification,  so  far  as  Bowman  & 

•  

Lloyd  were  concerned,  without  the  consent  of  Bowman  &  Lloyd, 
and  would  require  the  patent  to  be  obtained  for  all  the  specified 
improvements,  as  set  forth  in  the  agreement,  in  order  to  hold  Bow- 
man &  Lloyd  under  that  contract. 

To  construe  the  power  given  to  Mr.  Hanna  by  the  patentees  as 
binding  upon  Bowman  &  Lloyd,  and  implying  their  assent  to  its 
exercise,  would  contradict  the  terras  of  the  contract,  for  Bowman 
&  Lloyd  were  not  to  be  liable  unless  a  patent  were  first  issued,  but 
Mr.  Hanna  was  authorized  to  withdraw  the  entire  claim  and  re- 
ceive back  the  patent  fee.  You  cannot  imply  Bowman  &  Lloyd's 
assent  to  the  withdrawal  of  any  part  of  the  claim  any  more  than 
of  the  whole,  for  all  the  evidence  of  such  assent  is  what  is  fur- 
nished by  the  writings  themselves,  and  give  the  same  authority  tc 
withdraw  all  as  any  part. 
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3Ir.  Roberts  J  contra:  There  is  no  evidence  that  Lloyd  and  Bow- 
man were  suretien.  Had  the  consideration  moved  wholly  to  Whit- 
aker,  it  would  not  have  proved  that  fact,  for  a  promise  is  not  neces- 
sarily that  of  a  surety  because  the  consideration  moves  to  another. 
But  it  is  evident  that  Lloyd  and  Bowman  were  interested  in  the 
purchase,  for  they  received,  had,  and  used  the  thing  bought.  The 
assignment  was  made  to  Whitaker,  probably,  because  he  was  a 
joint  inventor.  Even  if  they  were  sureties,  that  makes  no  differ- 
ence; for  sureties  are  as  much  bound  by  the  true  intent  of  instru- 
ments as  principals. 

Had  not  the  pleader  in  drawing  the  nar,  alleged  the  issue  of  a 
patent,  we  should  have  insisted  that  there  was  no  condition  prece- 
dent to  be  performed  by  Read.  The  law  is  that  if  a  promise  is 
made  to  pay  a  sum  of  money  at  a  fixed  time,  with  a  condition  an- 
nexed which  may  never  be  performed,  the  promise  is  not  depend- 
ent but  absolute.  In  Harlow  v.  Boswell,  15  Illinois,  56,  the  prom- 
ise was  to  pay  in  twelve  months,  or  so  soon  as  the  promisor  should 
sell  to  the  amount  of  the  note  out  of  a  certain  commodity.  Treat, 
0.  J.,  said  the  note  was  payable  absolutely  at  a  day  certain.  In 
McCarty  v.  Howell^  24  Illinois,  341,  the  note  read,  **Four  months 
after  date,  or  so  soon  as  I  collect  a  certain  note  against  A.  Davis,  I 
promise  to  pay,"  &c.  Breese,  J.,  after  stating  that  the  note  was 
to  be  construed  most  strongly  against  the  promisor,  and  that  it 
was  payable  absolutely,  put  a  quietus  upon  the  defendant's  argu- 
ment by  stating  their  respective  positions  thus:  ''By  our  construc- 
tion the  note  would  read,  *  Four  mouths  after  date  I  promise  to 
pay,'  &c.,  *but  if  A.  D.  pays  his  note  before  that  time  I  will  pay 
then.'"  By  the  other  construction  it  would  read,  "I  will  pay 
this  note  at  four  months,  but  ij*  A.  D.  does  not  pay  his  note  to  me 
I  will  never  pay  it."  The  reductio  ad  abstirdum  would  be  no  less 
apparent  in  the  present  than  in  that  case,  if  the  position  indicated 
were  assumed.  Mr.  Read  had  parted  with  property  valued  at 
|3,000  over  what  had  been  paid  for  it,  and  with  all  control  over 
it ;  the  purchasers  had  it  in  their  power  never  to  perform  the  con- 
dition, on  the  hypothesis  assumed,  by  delaying  the  obtaining  of 
the  patent  until  after  the  time  the  notes  were  to  be  given,  and 
thus  to  defeat  a  right  of  action  and  still  keep  the  property.  And 
this  is  the  true  reason  why  such  a  jjromise  is  absolute.  It  is  be- 
cause the  promisor  has  it  in  his  power  to  defeat  the  condition. 
Who  can  say  that  the  plaintiflfe  in  error  did  not,  in  this  very  case, 
delay  the  grant  of  the  reissues,  for  a  month  and  seven  days,  upon 
the  idea  of  saving  to  themselves  $3,000? 

With  regard  to  Mr.  Hanna:  By  the  agreement  between  Read  & 
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Whitaker,  it  was  understood  between  them  that  the  specifications 
might  be  altered,  modified,  or  changed  by  this  person.  When, 
therefore,  the  letters  patent  were  issued,  upon  the  specifications, 
whether  as  they  originally  stood,  or  as  modified,  Whitaker  was 
bound,  by  the  letter  and  spirit  of  the  contract,  to  execute  the 
notes.  This  determined  the  obligation  of  Bowman  &  Lloyd.  It 
must  be  considered  that  the  parties  entered  into  this  contract  with 
all  the  rights  with  which  the  patent  law  clothes  inventors,  one  of 
which  is,  that  a  defective  specification  can  be  amended.  Hanna 
modified  the  specifications,  by  striking  out  all  but  one  claim.  The 
parties  are  presumed  in  law  to  have  been  informed  by  their  attor- 
ney that  this  had  been  or  would  be  done;  and  hence  the  distinc- 
tion in  the  assignment,  both  in  respect  to  the  one  invention,  as 
distinguished  from  the  other  three,  and  in  respect  to  the  consider- 
ation of  the  assignment,  by  making  a  class  of  one  claim,  and  an- 
other distinct  class  of  the  other  three,  so  that,  although  the  whole 
were  assigned  to  Whitaker,  they  well  understood,  at  that  time, 
that  the  patent  then  issued  or  to  be  issued,  covered  but  the  one 
claim.  Read  undertook  for  nothing,  except  that  the  inventions 
were  patentable,  to  be  shown  by  the  issue  of  a  patent.  He  had 
parted  with  all  his  interest  in  the  invention,  and  had  no  right  to 
interfere  with  Whitaker's  proceedings  in  obtaining  the  patent  in 
any  form  he  wished.  If  he  had  interfered  to  prevent  its  issue 
upon  the  one  claim,  he  would  have  thereby  furnished  a  perfect 
defense  to  this  action. 

The  second  patent  legalized  the  rights  of  the  patentee  from  the 
date  of  the  first  patent.  The  reissue  was  still  a  patent  for  the 
original  invention,  and  if  these  efiiects  can  be  given  to  it,  it  was 
properly  declared  on  as  it  was. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

This  is  a  writ  of  error  to  the  Circuit  Court  of  the  United  States 
for  the  Northern  District  of  Illinois.  The  principal  question  in 
the  case  arises  upon  the  exceptions  of  the  defendants  to  the  in- 
structions given  by  the  court  to  the  jury.  Other  exceptions  were 
taken  by  the  defendants  to  the  rulings  of  the  court,  and  to  the  re- 
fusal of  the  court  to  instruct  the  jury  as  requested  ;  but  the  whole 
substance  of  the  controversy  between  the  parties,  and  of  the  errors 
assigned  in  the  record,  is  involved  in  the  exceptions  to  the  instruc- 
tions of  the  court.  Defendant  in  error  and  the  first-named  plain- 
tiff were  inventors  of  a  certain  improvement  in  reaping  and  mow- 
ing machines,  and  were  joint  owners  of  the  improvement.  They 
applied  to  the  Patent  Office  for  letters  patent^  and  employed  a 
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pateDt  solicitor  to  prosecute  their  claim  before  the  Commissioner. 
Application  was  filed  on  the  eighteenth  day  of  May,  1857,  and  it 
is  conceded  that  the  specifications  accompanying  the  same  con- 
tained a  description  of  the  entire  improvement.  Pending  the  ap- 
plication, and  before  the  letters  patent  were  granted,  Whitaker, 
the  principal  defendant  in  the  court  below,  agreed  with  his  asso- 
ciate inventor  to  purchase  of  him,  for  the  sum  of  four  thousand 
five  hundred  dollars,  all  the  right,  title,  and  interest  which  the 
latter  had  or  might  have  in  and  to  the  invention,  in  consequence 
of  the  letters  patent  granted  or  to  be  granted  therefor ;  and,  in 
consideration  of  that  sum,  the  plaintiff  in  the  court  below,  who 
was  the  other  inventor,  assigned  and  set  over  to  the  party  first 
named  the  full  and  exclusive  right  to  all  of  the  invention,  as  set 
forth  and  described  in  the  specifications ;  and  the  contract  was 
that  the  assignee  should  have  and  hold  the  invention  to  him  and 
his  assigns,  as  fully  as  the  same  would  have  been  enjoyed  by  the 
assignor,  if  the  assignment  and  sale  had  not  been  made.  Intro- 
ductory part  of  the  instrument  described  the  invention  as  an 
improvement  in  reaping  and  mowing  machines,  for  which  the  in- 
ventors had  applied  for  letters  patent.  Assignor  also,  by  the 
same  instrument,  ^'  in  consideration  aforesaid,  and  also  of  one  dol- 
lar" to  him  paid,  assigned  and  set  over  to  the  same  assignee  all 
right,  title,  and  interest  in  and  to  three  certain  claims  to  inven- 
tions, described  as  made  by  the  same  inventors,  and  for  which  the 
specifications  had  not  been  fully  prepared.  Suit  was  brought  in 
this  case  by  the  assignor  in  that  instrument,  to  recover  the  sum  of 
three  thousand  dollars  as  the  unpaid  balance  of  the  consideration 
for  the  title  and  interest  of  the  invention  as  conveyed. 

Declaration  was  an  assumpsit,  and  was  founded  upon  a  con- 
temporaneous  written  agreement,  signed  by  the  assignee  in  that 
assignment,  and  the  other  two  defendants.  Agreement  declared 
on  refers  to  the  instrument  of  assignment,  describes  the  subject- 
matter  assigned  as  improvements  ''to  grain-reapers  and  grass- 
mowers,  belt-tightener,"  &c.,  specifies  the  entire  consideration, 
states  that  the  balance  unpaid  is  three  thousand  dollars,  and  that 
the  same  is  to  be  paid  in  two  annual  installments,  with  interest  at 
ten  per  cent,  per  annum,  and  concludes  with  what  is  the  material 
clause  in  the  controversy. .  Substance  of  the  clause  is  that  the 
defendants  agreed  to  execute  to  the  assignor  of  the  invention  their 
joint  and  several  notes  ''for  said  amounts,  payable  as  aforesaid, 
with  interest,  as  aforesaid,"  as  soon  as  the  patent  for  the  improve- 
ment in  the  grain-reaper  and  grass-mower  aforesaid  is  obtained  by 
the  said  inventors.      Material  allegations  of  the  declaration  are, 
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that  the  letters  patent  described  in  the  agreement  were,  on  the 
eleventh  day  of  August,  1857,  duly  obtained,  and  that  the  defend- 
ants, after  due  notice  thereof,  neglected  and  refused  to  give  to  the 
plaintiff  their  joint  and  several  notes  as  they  had  agreed  to  do. 
Plea  was  non-assumpsit,  and  the  verdict  and  judgment  were  for 
the  plaintiff. 

I.  Principal  defense  is  that  by  the  true  construction  of  the  agree- 
ment, no  right  of  action  against  the  last  two  defendants  was  to 
accrue  to  the  plaintiff,  unless  letters  patent  for  all  the  improve- 
ments specified  in  the  assignment  were  obtained  within  a  reason- 
able time,  and  that  inasmuch  as  the  patent  of  the  eleventh  of 
August,  1857,  was  for  one  only  of  the  four  specified  improvements, 
the  plaintiff,  as  against  those  defendants,  is  not  entitled  to  recover. 
Reference  must  be  made  to  the  circumstances  under  which  the  con- 
tract was  made,  as  affording  the  means  of  applying  the  language 
employed  in  the  instrument  to  the  subject-matter  of  the  agreement. 
Parties  agreed  that  there  were  four  improvements,  but  they  all 
related  to  grain-reapers  and  grass-mowers,  as  the  machines  are 
called  in  the  written  contract.  Specifications  of  the  patent  of  the 
eleventh  of  August,  1857,  embraced  all  of  the  improvements  de- 
scribed in  the  assignment,  but  the  claim  of  the  patent  limited  the 
invention  to  the  tubular  finger-bar,  therein  described,  which  is  by 
far  the  most  important  feature  of  the  entire  improvement,  and 
really  constitutes  the  principal  merit  of  the  invention.  Description 
of  the  improvement  in  the  assignment  is  that  it  is  an  improvement 
in  reaping  and  mowing  machines,  and  there  can  be  no  doubt  that 
it  was  regarded  by  the  parties  as  constituting  the  principal  matter 
of  the  assignment  and  transfer.  But  the  other  improvements  are 
embraced  in  the  assignment,  and  cannot  be  separated  from  the 
consideration  specified  in  the  instrument.  Two  of  the  claims  are 
described  as  the  subjects  of  one  application,  and  the  other  as  an 
invention  for  a  belt  'tightener,"  operated  by  a  right  and  left 
hand  screw.  They  were  four  in  all,  and  in  point  of  fact  were  all 
described  in  the  original  specification,  and  are  the  same  as  those 
described  in  the  reissued  patents  set  forth  in  the  record. 

First  one,  as  before  stated,  consists  of  an  improvement  in  the 
construction  of  the  finger-bar  in  reaping  and  mowing  machines, 
substituting  a  rolled  tubular  finger-bar  in  the  place  of  the  solid  bar 
previously  used. 

Second  one  consists  of  an  improvement  in  the  arrangement  and 
combination  of  the  raker's  seat  with  a  supporting  wheel,  and  the 
frame  and  finger-bar  of  the  machine. 

Third  one  consists  of  an  improvement  in  the  mode  of  mounting 
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the  driving  wheel,  and  of  driving  the  pulley  that  communicates 
motion  to  the  belt  and  reel  pulley. 

Fourth  one  consists  of  an  improvement  for  tightening  the  belt 
which  draws  the  reel  for  the  purpose  of  gathering  the  grain  into 
the  sickle. 

Obviously  the  improvements  are  but  part^s  of  the  same  invention, 
and  the  evidence  shows  that  the  parties  to  the  assignment  had  in- 
vented them  all  before  the  date  of  that  instrument.  Precise  date 
of  the  invention  does  not  appear;  but  it  does  appear  that  all  of  the 
parties  to  the  written  agreement  were  partners  in  1856,  and  that 
the  partnership  used  the  improvement  in  the  manufacture  of  ma- 
chines. When  the  plaintiff  assigned  his  interest  in  the  invention 
to  the  first-named  defendant  he  retired  from  the  firm,  and  the 
other  partners  continued  the  business,  using  all  four  of  the  im- 
provements. Express  reference  is  made,  both  in  the  assignment 
and  in  the  agreement,  to  the  pendency  of  the  application  for  a 
patent,  in  respect  to  the  principal  improvement,  and  in  the  latter, 
both  to  the  pending  specifications  and  to  those  which  were  ^'not 
fully  made."  Such  reference  to  the  specifications  and  pending 
proceedings  renders  it  allowable  to  examine  those  documents  in 
connection  with  the  assignment  and  agreement,  as  means  of  ascer- 
taining the  true  intent  and  meaning  of  the  parties. 

Pending  application  for  the  patent  was  dated  the  27th  day  of 
December,  1856,  and  was  signed  by  both  of  the  inventors.  Au- 
thority was  therein  conferred  upon  their  solicitor  to  alter  or  modify 
the  drawings,  specifications,  and  claims  thereunto  attached,  in  such 
manner  as  circumstances  might  require,  or  to  withdraw  the  appli- 
cation altogether  should  it  be  deemed  advisable,  and  in  that  event 
to  receive  and  receipt  for  such  sums  of  money  as  should  be  return- 
able under  the  act  of  Congress  in  that  case  made  and  provided. 

Pursuant  to  the  authority  conferred  by  both  the  inventors,  he 
amended  the  specifications  and  received  the  patent  described.  Ef- 
fect of  the  assignment  was  not  only  to  transfer  the  whole  title  of 
the  several  improvements  to  the  assignee,  but  also  to  confer  upon 
him  the  entire  control  of  the  pending  application  for  letters  patent. 
He  could  cancel  the  authority  of  the  solicitor,  or  he  could  suffer  it 
to  remain  without  restriction  or  limitation.  Plaintiff  reserved  no 
control  in  the  matter,  and  it  does  not  appear  that  he  ever  attempted 
to  interfere  in  the  premises.  Purchase  of  the  assignee  was  an 
absolute  one,  and  he  was  bound  to  pay  the  consideration  at  all 
events.  Plainly  the  other  defendants  were  not  parties  to  the  as- 
signment, nor  were  thev  parties  to  the  promise  of  the  assignee  to 
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pay  the  consideration,  as  therein  specified  and  repeated  in  the  in^ 
troductory  part  of  the  written  agreement. 

Their  promise  is  contained  in  the  last  clause  of  the  instrument, 
and  it  is  conditional ;  hut  it  is  a  mistake  to  suppose  that  it  is  not  a 
joint  one  with  the  assignee.  Neither  the  assignee  nor  the  other 
two  defendants  promised  to  give  their  notes  for  the  consideration, 
excepting  on  the  happening  of  the  condition  therein  specified. 
Legal  efiect  of  the  promise  hy  all  three  was,  that  they  would  give 
their  joint  and  several  notes  for  the  two  unpaid  installments,  '^pay- 
able as  aforesaid,  with  interest  aforesaid,"  as  soon  as  the  patent  for 
the  improvement  in  the  grain-reaper  and  grass-mower  aforesaid  was 
obtained  by  the  inventor.  Obligation  to  perform  was  made  depend- 
ent upon  the  future  and  undetermined  action  of  the  patent  officer. 
Applicants  for  patents  may,  by  law  and  the  usages  of  the  bureau, 
amend  their  specifications,  and  do  everything  authorized  to  be  done 
by  the  patent  solicitor  in  this  case.  Assignee  knew  what  authority 
he  and  his  associate  inventor  had  conferred  upon  the  solicitor,  and 
it  must  be  understood  that  the  other  defendants  also  knew  what 
was  the  law  upon  the  subject  and  the  general  usage  of  the  Patent 
Office.  Instructions  of  the  court,  therefore,  were  right,  that  when 
the  letters  patent  were  issued,  the  assignee  was  bound,  by  the  letter 
and  spirit  of  his  contract,  to  execute  his  notes.  Defendants  are 
right  in  supposing  that  a  surety  may  stand  upon  the  very  t^rms  of 
his  contract ;  that  he  will  be  discharged  if  any  alteration  is  made 
in  his  agreement,  without  his  knowledge  or  consent,  which  preju- 
dices him,  or  which  amounts  to  the  substitution  of  a  new  agree- 
ment for  the  one  he  executed.  Bonar  v.  McDonald^  1  English  Law 
and  Equity,  8;  MclViUiams  v.  Mason,  5  Duer,  276;  Maker  v.  Hall^ 
5  Barn  wall  &  Cresswell,  269  ;  Boulerv,  Cox,  4  Beavan,  380  ;  Myn 
V.  HarteU,  8  Taunton,  208. 

But  sureties  are  as  much  bound  by  the  true  intent  and  meaning 
of  their  contracts  which  they  voluntarily  subscribe  as  principals. 
They  are  bound  in  the  manner,  to  the  extent,  and  under  the  cir- 
cumstances as  they  existed  when  the  contract  was  executed.  Both 
V.  MiUeVy  15  Sergeant  &  Rawle,  100.  Strong  doubts  are  enter- 
tained whether  any  one  of  the  defendants  can  be  regarded  as  a 
surety  ;  but  it  is  unnecessary  to  decide  that  question  at  the  present 
time.  Terms  of  the  contract,  or  that  part  of  it  under  considera- 
tion, were  based  on  the  undetermined  action  of  the  Patent  Office, 
and  in  consideration  of  that  fact  it  must  be  assumed  that  the  parties 
not  only  knew  that  the  specifications  might  be  amended  or  with- 
drawn, but  that  they  contracted  in  view  of  the  probability  that 
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such  changes  might  be  made.     Barclay  v.  Luca^,  1  Terra,  291,  n. ; 
Miller  v.  Stewart ^  9  Wheaton,  703  ;  4  Stat,  at  Large,  122. 

Patentees,  also,  are  clothed  with  the  power,  whenever  the  patent 
granted  shall  be  inoperative  or  invalid  by  reason  of  a  defective  or 
insufficient  description  or  specification,  if  the  error  arose  from  in- 
advertency, accident,  or  mistake,  to  surrender  the  same;  and  there- 
upon the  Commissioner  of  Patents,  upon  the  payment  of  the  duty, 
is  authorized  to  cause  a  new  patent  to  issue.  Beissue  must  be  for 
the  same  invention,  and  in  judgment  of  law  it  is  only  a  continua- 
tion of  the  original  patent;  and,  consequently,  the  rights  of  the 
patentee,  except  as  to  prior  infringements,  are  to  be  ascertained  by 
the  law  under  which  the  original  application  was  made.  Shaw  v. 
Cooper  J  7  Peters,  315;  Grant  v.  Raymond^  6  Peters,  244;  Stanley 
V.  Whipple^  2  McLean,  35. 

Original  patent  in  this  case  was  surrendered,  and  on  the  7th  of 
February,  1860,  four  distinct  reissues  were  granted.  Prior  patent, 
as  already  explained,  embraced  all  those  improvements  in  its  speci- 
fications, but  the  claim  was  restricted  to  the  principal  improvement. 
Object  of  the  surrender  was  to  correct  that  part  of  the  specification 
known  as  the  claim,  and  it  is  admitted  by  the  defendants  that  the 
reissues  cover  all  the  improvements  specified  in  the  assignment,  and 
no  more  than  what  was  embraced  in  the  original  specifications. 
Under  the  circumstances,  we  are  of  the  opinion  that  the  instruction 
of  the  court  that  the  declaration  is  sufficient  was  correct.  Consid- 
ering the  state  of  the  record,  we  have  not  thought  it  necessary  to 
reproduce  the  instructions  of  the  court,  but  have  preferred  to  state 
our  views  of  the  law  applicable  to  the  case,  and  only  wish  to  add 
that  the  instructions  of  the  court  were  in  all  substantial  respects 
correct.     The  decree  of  the  Circuit  Court,  therefore,  is 

Affirmed  with  oostb. 


The  Suffolk  Company  v,  Haydbn. 

(3  Wallace,  315.) 

1.  Where  a  party  having  made  application  for  a  patent  for  certain  improvementfl, 

afterwards,  voilh  hU  claim  still  on  file,  makes  application  for  another  but  distinct 
improvement  in  the  same  branch  of  art,  in  which  second  application  he  describes 
the  former  improvement,  but  does  not  in  such  second  application  claim  it  as  orig- 
inal, the  description  in  such  second  application  and  non-claim  of  it  there,  is  not  a 
dedication  of  the  first  invention  to  the  public. 

2.  In  cases  where  there  is  no  established  patent  or  license  fee,  general  evidence  may  be 

resorted  to  in  order  to  get  at  the  measure  of  damages ;  and  evidence  of  the  utility 
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and  advantage  of  iho  invention  over  the  old  modes  or  devices  that  had  been  ased 
for  working  out  similar  reflolts  is  competent  and  appropriate. 

3.  The  jary,  in  ascertaining  the  damages,  upon  this  sort  of  evidence,  is  not  to  estimate 

tbem  for  the  whole  term  of  the  patent,  but  only  for  the  period  of  the  infringement. 
And  a  recovery  does  not  vest  the  infringer  with  the  right  to  continue  the  use. 

4.  Where  the  Patent  Office  grants  a  patent  for  one  invention,  and  afterwards,  upon  a 

claim  filed  previously  to  that  on  which  such  patent  has  been  granted,  issues  an- 
other, the  second  patent,  not  the  first,  is  void. 

In  December,  1854,  Hayden,  being  the  inventor  of  improvements 
in  cotton  cleaners,  made  application  to  the  Commissioner  for  a  pat- 
ent therefor. 

The  improvements  consisted  in  certain  described  changes  made 
by  Hayden  in  the  interior  arrangements  of  an  elongated  trunk  pre- 
viously in  use  for  cleaning  cotton. 

While  this  application  was  stiU  pending,  Hayden  made  another 
distinct  improvement,  not  in  the  interior  arrangements  of  the  elon- 
gated trunk,  but  in  the  form  of  the  trunk.  This  improvement 
consisted  in  increasing,  towards  the  rear  end  of  the  trunk,  that 
part  of  its  area  above  the  screen,  (which  divided  it  horizontally 
into  two  distinct  parts,)  so  that  as  the  air  moved  through  the  trunk 
towards  its  rear,  the  space  for  its  passage  being  enlarged,  the  air 
would  gradually  moVe  more  slowly. 

Hayden  desired,  apparently,  to  claim  this  new  improvement  in 
the  form  of  the  trunk,  both  separately  and  in  combination  with  his 
other  improvements  in  the  interior  arrangements  of  the  trunk,  as  to 
which  his  application  was  then  pending.  Accordingly,  in  Novem- 
ber, 1855,  he  filed  his  application  for  a  patent,  and  on  the  17th  day 
of  March,  1857,  letters  were  issued  to  him,  in  the  specification 
whereof  he  claims  the  improvement  in  the  form  of  the  trunk,  both 
separately,  and  in  combination  with  his  improvements  in  the  inte- 
rior arrangements  of  the  trunk;  but  he  made  no  claim  in  this  sped-' 
fication  to  his  improvements  in  the  interior  arrangements  of  the  trunk. 

It  did  not  appear  that  Hayden  was  guilty  of  any  laches,  or"  was 
in  any  default  in  reference  to  the  delay  of  the  Commissioner  to  act 
on  his  first  application  for  a  patent  for  improvements  in  the  inte- 
rior arrangements  of  the  trunk  made  in  December,  1854.  For 
some  cause,  however,  the  Commissioner  had  not  acted  on  that  ap- 
plication down  till  June,  1857 ;  and  in  that  month  Hayden  made 
another  application  for  a  patent,  for  what  the  judge  at  the  trial,  at 
the  request  of  the  defendants,  ruled  to  be  the  same  improvements, 
previously  applied  for  in  December,  1854  ;  and  upon  this  second 
application  a  patent  was  granted,  bearing  date  December  1,  1857. 

[It  may  be  here  mentioned  incidentally,  since  the  matter  was 
made  a  point  by  counsel  and  is  referred  to  by  the  court — though 
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the  patent  of  December  1,  1857,  was  the  only  one  in  suit — that  the 
Commissioner  finally  acted  on  the  original  application  of  Decem- 
ber, 1854,  and  on  the  11th  of  September,  1860,  granted  on  it  a 
patent — and  as  was  alleged,  though  not  proved,  for  the  same  m- 
provemerU  covered  by  the  patent  of  December  1,  1857.] 

Hayden  having  sued  the  Sufiblk  Manufacturing  Company,  in  the 
Massachusetts  district,  for  the  infringement  of  this  last-mentioned 
patent,  the  defendant's  counsel  at  the  trial  requested  the  judge  to 
rule  that  the  patent  was  void,  because  the  improvements  in  the 
interior  arrangements  of  the  trunk,  which  were  described  and 
claimed  in  it,  being  also  described  and  not  claimed  in  the  patent  of 
the  17th  of  March,  were  by  the  legal  operation  of  the  last-mentioned 
patent  sui^endered  to  the  public  use. 

The  judge  refused  so  to  rule,  and  on  error  this  refusal  raised 
here  the  first  question  ;  the  counsel  for  the  Suffolk  Company  taking 
the  same  position  here  as  below. 

A  second  question  was  on  the  law  as  delivered  to  the  jury  on  the 
matter  of  damages. 

It  appeared  that  no  sales  had  been  made  of  the  patent  right  by 
the  plaintiff,  or  of  licenses  for  the  use  of  it,  so  as  to  establish  a 
patent  or  license-fee  as  a  criterion  by  which  to  ascertain  the  meas- 
ure of  damages.  The  court  below  accordingly  permitted  evidence, 
after  objection,  as  to  the  uses  and  advantages  of  this  improvement 
over  the  previous  methods  of  cleaning  cotton.  And  an  expert 
testified  that  the  results  were — a  more  thorough  cleaning  of  the 
cotton,  the  saving  of  all  the  good  fibres,  less  damage  to  the  staple, 
the  freeing  of  the  room  from  dust,  and  the  machinery  from  dust, 
dirt,  and  sand;  the  keeping  of  the  machinery  in  better  order  at 
less  cost,  and  dispensing  with  one  grinder  of  the  cards  in  conse- 
quence of  the  diminution  of  dirt  and  sand,  expelling  fine  dust 
and  dirt  not  before  got  out,  less  breakage  of  the  yarns,  &c. 

There  was,  also,  evidence  of  the  amount  of  cotton  that  had  been 
cleaned  at  the  defendants'  mills  by  the  plaintiff's  improvement 
within  the  period  for  which  the  damages  were  claimed. 

The  court  below,  in  its  charge  to  the  jury,  stated  the  rule  as 
prescribed  by  the  statute,  which  is  the  actual  damages  that  the 
plaintiff  has  sustained  from  the  infringement ;  and,  while  speaking 
of  the  patent  of  December,  1857,  among  other  things,  observed : 

**  Then  you  will  look  at  the  value  of  the  thing  used,  and  ascer- 
tain that  value  by  all  the  evidence  as  to  its  character^  operation, 
and  effect.  You  will  take  into  view  the  value  of  that  which  the 
defendants  have  used  belonging  to  the  plaintiff,  to  aid  you  in  form- 
ing a  judgment  of  the  actual  damage  the  plaintiff  has  sustained." 
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The  jury  having  found  for  the  plaintiff  and  damages  $1,774, 
the  charge  as  above  given  was  assigned  by  the  defendant  for  error ; 
and  made  a  second  question  in  this  court ;  the  counsel  for  the  de- 
fendants arguing  that  the  court  in  the  instructions  quoted  gave  a 
latitude  to  the  jury  in  the  estimate  of  damages  beyond  that  of  the 
use  or  value  of  the  improvements  comprised  in  the  patent  in  ques- 
tion ;  that  they  might  take  into  view  the  improvements  on  the 
patent  of  the  17th  March,  1857;  and  arguing  also  that  the  value 
of  the  improvement  was  not  a  proper  matter  for  the  jury  to  con- 
sider when  making  their  estimate  of  damages. 

Messrs.  Caleb  Cushing  and  Caustcn  Brovme^for  the  Suffolk  Com- 
pany,  plaintiff  in  error. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court.  * 

The  first  point  of  the  plaintiff  in  error  is,  that  the  description, 
in  the  patent  of  March,  of  the  improvement  patented  the  Decem- 
ber following,  and  on  which  the  present  suit  is  brought,  and  omis- 
sion to  claim  it  on  such  earlier  patent,  operated  as  an  abandonment 
or  dedication  of  it  to  the  public,  and  that  for  this  reason  the  subse- 
quent patent  of  Ist  December  was  void.  But  the  answer  to  this 
ground  of  defense  is,  that  it  appeared  that  Hayden,  the  patentee, 
had  pending  before  the  Commissioner  of  Patents  an  application  for 
this  same  improvement  at  the  time  he  described  it  in  the  specifica- 
tion of  the  17th  March,  which  was,  doubtless,  the  reason  for  not 
claiming  it  in  this  patent.  The  description  in  no  sense  affected 
this  application  thus  pending  before  the  Commissioner  ;  and,  while 
it  remained  before  him,  repelled  any  inference  of  abandonment 
or  dedication  from  the  omission  to  again  claim  it. 

This  original  application  before  the  Commissioner  for  a  patent, 
among  other  things,  for  an  improvement  in  the  screen  of  the  long 
trunk,  not  having  been  acted  upon  by  that  officer,  a  new  application 
was  made  by  Hayden,  separately,  for  this  improvement,  and  which 
resulted  in  the  patent  of  Ist  December,  1857,  on  which  the  present 
suit  is  brought. 

We  do  not  perceive  any  objection  to  this  proceeding.  It  simpli- 
fied the  application,  and  disembarrassed  it  from  its  connection  with 
other  improvements  claimed ;  and,  doubtless,  hastened  the  granting 
of  the  patent.  The  office,  however,  subsequently  acted  upon  this 
original  application,  and,  on  the  11th  September,  1860,  granted  a 
patent  to  the  plaintiff,  and,  as  is  alleged,  for  the  same  improvement 
embraced  in  the  patent  of  the  1st  December,  1857,  the  one  in  ques- 

*  The  Chief  Justice  and  Davis.  J.,  not  having  sat,  heing  out  of  town. 
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tion.  And  it  is  insisted  that,  for  this  reason,  this  prior  patent  for 
the  same  improvement  is  void.  This  is,  obviously,  a  misapprehen- 
sion.    The  last,  not  the  first,  is  void. 

We  may  add,  on  looking  at  the  patent  of  11th  September,  1860, 
it  does  not  appear  that  it  was  granted  for  the  same  improvement. 
It  is  a  patent  for  a  combination  of  this  improvement  with  other 
devices. 

As  to  the  question  of  damages.  It  is  supposed  by  the  counsel  for 
the  defendants  that  the  court,  in  the  instructions  quoted  on  pre- 
ceding pages,  gave  a  latitude  to  the  jury  in  the  estimate  of  damages 
beyond  that  of  the  use  or  value  of  the  improvements  embraced  in 
the  patent  in  question ;  that  they  might  take  into  consideration  the 
improvements  on  the  patent  of  the  17th  March,  1857,  for  widening 
one  end  of  the  trunk.  But  it  is  quite  apparenc  that  the  court  was 
speaking  all  the  time  with  reference  to  the  improvement  in  the 
patent  in  suit,  and  the  only  one  in  contestation.  It  is,  also,  urged 
that  the  value  of  the  improvement  was  not  a  proper  subject  for  the 
consideration  of  the  jury  in  estimating  the  damages.  This  may  be 
admitted.  But  looking  at  the  term  value,  in  the  connection  in 
which  it  was  used,  it  is  quite  clear  that  it  had  reference  only  to  the 
utility  and  advantages,  or  value  of  the  use  of  the  improvement  over 
the  old  mode  of  cleaning  cotton  ;  not  the  value  of  the  patent  itself. 

This  question  of  damages,  under  the  rule  given  in  the  statute, 
is  always  attended  with  difficulty  and  embarrassment  both  to  the 
court  and  jury.  There  being  no  established  patent  or  license  fee 
in  the  case,  in  order  to  get  at  a  fair  measure  of  damages,  or  even 
an  approximation  to  it,  general  evidence  must  necessarily  be  re- 
sorted to.  And  what  evidence  could  be  more  appropriate  and  per- 
tinent than  that  of  the  utility  and  advantage  of  the  invention  over 
the  old  modes  or  devices  that  had  been  used  for  working  out  simi- 
lar results?  With  a  knowledge  of  these  benefits  to  the  persons  who 
have  used  the  invention,  and  the  extent  of  the  use  by  the  infringer, 
a  jury  will  be  in  possebsion  of  material  and  controlling  facts  that 
may  enable  them,  in  the  exercise  of  a  sound  judgment,  to  ascertain 
the  damages,  or,  in  other  words,  the  loss  to  the  patentee  or  owner, 
by  the  piracy  instead  of  the  purchase  of  the  use  of  the  invention. 

It  is  proper  to  say,  as  was  said  in  the  court  below,  that  the  jury, 
in  ascertaining  the  damages  upon  this  evidence,  is  not  to  estimate 
them  for  the  whole  term  of  the  patent,  but  only  for  the  period  of 
the  infringement.  A  recovery  does  not  vest  the  infringer  with  the 
right  to  continue  the  use,  as  the  consequence  of  it  may  be  an  in- 
junction restraining  the  defendant  from  the  further  use  of  it. 

Judgment  affirmed. 
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Commissioner  op  Patents  v.  Whitbley. 

(4  Wallace.  522.) 

1.  When  an  applicant  for  a  reissue  of  a  patent  has  done  all  in  his  power  to  make  his 

application  effectual — has  filed  his  application  with  the  Acting  Commissioner  and 
paid  the  requisite  amount  of  fees— the  application  is  to  he  considered  as  properly 
before  the  Commissioner. 

2.  Where  a  statute  direct-ed  the  Commissioner  of  Patents  to  grant  a  reissue  of  patents 

in  certain  cases,  to  "assignees,"  it  is  the  duty  of  the  Commissioner  to  decide 
whether  the  applicant  is  an  assignee  with  such  an  interest  as  entitled  him  to  a 
reissue  within  the  meaning  of  the  statutory  provision  on  the  subject;  and  if  he 
has  thoroughly  examined  and  decided  that  the  applicant  is  not  so,  a  Tnandamus 
will  not  lie  commanding  him  to  refer  the  application  to  "  the  proper  examiner,  or 
otherwise  examine  or  cause  the  same  to  be  examined  according  to  law."  The 
preliminary  question  was  within  the  scope  of  his  authority.  If  the  mandamiu 
had  ordered  the  CommisAioner  to  allow  an  appeal,  the  order  under  which  it 
issued  would  have  been  held  correct. 

3.  Ifandamiu  cannot  be  made  to  perform  the  functions  of  a  writ  of  error. 

4.  Semble  that  an  applicant  for  a  reissue  of  a  patent  under  the  thirteenth  section  of 

the  Patent  Act  of  1836,  which  allows  a  reissue  in  certain  cases  to  a  patentee,  "and 
in  case  of  his  death  or  any  asngnment  by  him  made  of  the  original  patent,"  vests 
a  similar  right  '*  in  his  executors,  administrators,  or  OMignees,*'  must  be  an  as- 
signee of  the  whole  interest  in  the  patent;  and  not  the  assignee  of  a  sectional 
interest  only.  At  least  where  the  Commissioner  of  Patents  had  thus  decided,  this 
court,  on  the  questions  being  raised  in  connection  with  other  questions,  whose 
decision  rendered  a  decision  on  it  unnecessary,  say  that  "as  at  present  advised 
they  were  not  prepared  to  say  that  the  decision  of  the  Commissioner  was  not  cor- 
rect." 

Error  to  the  Supreme  Court  of  the  District  of  Columbia. 

Whiteley,  the  defendant  in  error,  was  the  assignee  of  a  sectional 
interest  in  a  patent  granted  to  Haines,  on  the  4th  of  September, 
1855,  for  an  improvement  in  mowing  machines.  He  held,  by  vir- 
tue of  several  assignments,  all  the  territory  embraced  in  the  pat- 
ent, except  the  State  of  Ohio  and  the  northern  half  of  the  State  of 
Hlinois;.  and  in  all  the  territory,  except  as  just  mentioned,  was 
assignee  of  all  the  rights  of  the  patentee. 

In  1863,  he  applied  to  the  Commissioner  of  Patents  for  a  reissue 
of  the  patent,  according  to  the  thirteenth  section  of  the  Patent  Act 
of  1836 ;  a  section  which  enacts  that — 

**  Whenever  any  patent,  &c.,  shall  be  inoperative  or  invalid,  by 

reason  of  a  defective  or  insufficient  description  or  specification,  &c., 

if  the  error  has  or  shall  have  arisen  by  inadvertency,  accident,  or 

mistake,  &c.,  it  shall  be  lawful  for  the  Commissioner,  upon  the 

surrender  to  him  of  such  patent,  &c.,  to  cause  a  new  patent  to  be 

issued  to  the  said  inventor  for  the  same  invention,  for  the  residue 

of  the  period  then  unexpired  for  which  the  original  patent  was 
10 


146  COMMIBSIOKER  OF  PATENTS  V.  WhITELBY.  [Sup.  Gt. 


StaUmeat  of  the  case. 


granted,  in  accordance  with  the  patentee's  corrected  description 
and  specification.  And  in  case  of  his  death,  or  any  assignment  by 
him  made  of  the  original  patent,  a  similar  right  shall  vest  in  his 
executors,  administrators,  or  cMsstg^nee^/' 

The  assignees  for  the  State  of  Ohio,  and  of  the  northern  half  of 
Illinois,  did  not  join  in  the  application. 

The  Commissioner  of  Patent^^  after  a  laborious  investigation  of 
the  law  and  comparison  of  various  sections  of  the  patent  acts,  de- 
cided that  the  applicant,  not  being  the  assignee  of  the  whole  in- 
terest in  the  patent,  was  not  entitled  to  the  reissue  asked  for. 

Whiteley  took  no  appeal  from  the  Commissioner's  decision  to 
the  ^' board  of  examiners,''  but  setting  forth  that  his  application 
for  reissue  was  filed  with  the  acting  Commissioner,  and  the  re- 
fusal, petitioned  the  Supreme  Court  of  the  District  of  Columbia  for 
a  mandamus  to  send  the  application  to  an  examiner  to  be  acted  ti/pon 
by  him  as  tJiough  made  by  the  patentee." 

The  Commissioner,  in  reply — premising  that  for  the  reason  that 
the  proposed  applicant  was  not  such  an  assignee  as  the  law  con- 
templates, and  that  the  application,  therefore,  was  not  filed,  or 
entered  upon  the  books  of  the  office,  and  never  had  been,  and  that 
the  fees  required  on  such  application,  which  had  been  paid  by  the 
relator  to  the  chief  clerk  of  the  office,  on  the  presentation  of  said 
application,  had  not  been  placed  to  the  credit  of  the  patent  fund, 
but  remain  in  the  hands  of  the  chief  clerk,  personally,  and  subject 
to  the  order  of  the  relator — replied,  among  other  reasons,  against 
the  mandamus : 

1.  That  the  object  of  it  was  to  carry  by  appeal  a  preliminary 
question  solely  cognizable  by  him,  to  the  Supreme  Court  of  the 
District,  and  that  such  a  mandamus  would  be  nugatory. 

2.  That  he  had  decided  rightly  in  rejecting  the  application,  the 
relator  not  coming  within  the  meaning  of  the  term  '*  assignee,"  as 
contemplated  in  the  thirteenth  section  of  the  act  of  1836.  And  in 
support  of  this  view  he  submitted  as  part  of  his  answer  a  full  law 
argument,  which  now  came  up  in  the  record. 

The  Supreme  Court  of  the  District  granted  the  mjandamtis,  "com- 
manding the  Commissioner  of  Patents  to  refer  said  application  to 
the  proper  examiner^  or  otherwise  examine  or  cause  the  same  to  be 
examined  according  to  law,"  The  case  was  now  here  on  writ  of 
error,  brought  by  the  Commissioner  of  Patents,  to  remove  the  pro- 
ceeding to  this  court.     Two  principal  questions  were  raised: 

1.  Supposing  the  decision  of  the  Commissioner  to  have  been 
erroneous,  and  that  the  assignee  of  a  sectional  interest  in  a  patent 
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was  entitled  to  a  reissue,  did  a  mandamus  such  as  that  above  men* 
tioned  lie  to  correct  the  decision? 

2.  Did  the  Commissioner,  in  deciding  as  he  did,  that  the  appli- 
cant as  owner  of  but  a  sectional  interest  was  not  entitled  to  a  re- 
issue^ decide  correctly? 

In  order  to  judge  of  the  first  question  it  is  necessary  to  state — 

1.  That  the  Patent  Act  of  1836,  by  its  seventh  section,  pro- 
vides that  on  the  filing  of  any  application  for  a  patent,  ^'the  Cam- 
misdoner  shall  make  or  cause  to  be  made  an  examination  of  the 
alleged  new  invention  or  discovery,"  and  if  on  such  examination 
it  does  not  appear  that  the  same  had  been  invented  or  discovered 
by  any  other  person,  &c.,  he  shall  issue  the  patent.  But  if,  on 
the  contrary,  he  shall  decide  that  the  applicant  was  not  the  orig-* 
inal  and  first  inventor,  &c.,  and  the  applicant  shall  insist  on  his 
claim,  '^  such  applicant  may  on  appeal  have  the  decision  of  a  board 
of  examiners  to  be  composed  of  three  disinterested  persons  who 
shall  be  appointed  by  the  Secretary  of  State  for  that  purpose," 
which  board  shall  have  power  ^'to  reverse  the  decision  of  the  Com- 
missioner, either  in  whole  or  in  part." 

2.  That  by  an  act  of  1837,  in  addition  to  the  former  act,  it  is 
provided  that  in  cases  of  application  to  the  Commissioner  for  re^ 
issue,  the  applicant,  if  dissatisfied  with  the  decision  of  that  officer, 
''shall  have  the  same  remedy  and  be  entitled  to  the  same  privi- 
leges and  proceedings  as  are  provided  by  law  in  the  case  o{  original 
applications." 

Mr.  Foote,for  the  plaintiff  in  error  j  contended. 

On  the  frst  point.  That  if  the  decision  was  erroneous  it  could  not 
be  corrected  in  the  manner  in  which  the  relator  had  proceeded.. 
The  Commissioner  had  already  done  just  that  thing  which  the  writ 
commanded  him  to  do.  He  had  examined  the  matter  very  fully, 
and  the  proof  of  this  was  in  the  document  found  in  the  record  as 
the  chief  reply  to  the  application  for  the  mandamtts  granted.  The 
remedy  was  appeal. 

On  the  second  point.  The  decision  of  the  Commissioner  was  be- 
lieved by  him  to  be  correct;  but  that  officer  had  no  personal  inter- 
est in  the  questions.  All  that  he  wished  was  that  it  should  be 
settled  by  this  court.  Similar  questions  frequently  arose  in  the 
Patent  Office,  and  it  was  important  to  the  public  interest  that  the 
statute  should  receive  an  authoritative  construction. 

He  conceded  that  an  extension  of  the  act  to  assignees  of  sectional 
interests  would  be  very  convenient  to  them.  That  the  necessity  of 
a  reissue  might  be  as  great  to  them  as  to  the  owner  of  the  whole 
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interest.  Indeed  that  their  rights  might  be  impaired  and  even 
lost  for  want  of  such  a  power. 

But  there  were  serious  objections  to  such  a  construction  of  the 
statute. 

1st.  It  might  lead  to  as  many  different  patents  for  the  same  in- 
vention as  the  patentee  should  grant  sectional  interests  in  it. 

2d.  Upon  a  reissue  the  original  patent  must  be  surrendered. 

In  Moffatt  V.  Garr,  1  Black,  273,  this  court  held  that  a  surren- 
der of  the  patent  to  the  Commissioner  in  judgment  of  law  extin- 
guishes the  patent.  It  is  legal  cancellation  of  it;  and  hence  can 
no  more  be  a  foundation  for  a  right  after  the  surrender  than  could 
an  act  of  Congress  which  had  been  repealed.  If  the  patent  be  can- 
celed by  one  assignee,  how  could  a  suit  be  maintained  upon  it  by 
another  who  had  not  joined  in  the  reissue?  Or  if  the  sectional 
assignee  did  not  happen  to  possess  the  patent,  how  could  he  sur- 
render it  to  be  canceled? 

3d.  The  omission  in  the  thirteenth  section  of  the  act  to  mention 
the  grantees  of  sectional  interests,  as  would  be  seen  on  reference  to 
it  that  the  act  does  in  other  sections,  in  connection  with  the  re- 
quirement of  a  surrender  of  the  patent,  would  seem  to  imply  that 
it  was  not  the  intention  of  the  act  to  extend  its  provisions  beyond 
the  patentee  and  the  assignee  of  the  whole  interest. 

Messrs.  Cooinbs  and  Fisher,  contra  : 

So  far  as  it  was  possible,  Whiteley  complied  with  all  the  forms 
and  requirements  of  the  law.  The  case,  therefore,  presents  gen- 
eral questions  of  right  applicable  to  many  cases. 

I.  Has  the  Supreme  Court  of  the  District  of  Columbia  jurisdic- 
tion and  power  to  grant  and  enforce  a  *'  writ  of  mandamus"  com- 
manding the  Commissioner  of  Patents  to  do  an  act  enjoined  by  law? 

The  writ  is  a  remedial  writ,  issuing  out  of  the  King's  Bench,  or 
other  highest  court  of  original  jurisdiction  ;  it  commands  the  party 
to  whom  it  is  directed  to  do  his  duty,  and  summarily  enforces  its 
command  by  attachment;  and  it  is  the  appropriate  remedy  where 
the  law  has  prescribed  no  specific  remedy,  and  where  justice  and 
good  government  require  one.  It  is  based  upon  the  principle,  that 
there  should  be  a  remedy  to  enforce  every  right.  Without  such 
writ,  of  such  general  application,  and  of  such  power  in  terroremy 
the  frequent  failure  of  justice  would  be  intolerable.  Nowhere  in 
the  country  is  there  so  great  need  of  the  writ  of  mandamus  as  in 
the  District  of  Columbia,  where  all  the  great  departments  of  the 
General  Government  have  their  offices,  and  where  the  rights  of 
the  people  are  so  liable  to  infringement. 
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In  Griffith  v,  Cochrane,  5  Bianey,  103-105,  a  rule  was  granted 
upon  Cochrane,  secretary  of  the  land  office,  ^'commanding  him  to 
prepare  and  deliver  patents  to  Griffith  "  for  certain  tracts  of  land. 
The  court  said : 

'^  Where  a  ministerial  act  is  to  be  done,  and  there  is  no  other 
specific  remedy,  a  mandamus  will  be  granted  to  do  the  act  which 
is  required  ;  but  where  the  complaint  is  against  a  person  who  acts 
in  a  judicial  or  deliberative  capacity,  he  may  be  ordered  by  man-- 
damns  to  proceed  to  do  his  duty,  by  deciding  according  to  the 
best  of  his  judgment,  but  the  court  will  not  direct  him  in  what 
manner  to  decide.  This  was  the  principle  adopted  by  the  Supreme 
Court  of  the  United  States  in  the  case  of  United  States  v.  Lavrrence, 
3  Dallas,  42,  and  it  has  been  frequently  recognized  by  this  court. 
If  the  secretary  had  in  this  case  refused  to  make  any  calculation, 
or  take  any  step  whereby  the  business  of  the  applicant  might  be 
dispatched,  it  would  certainly  have  been  our  duty  to  compel  him 
by  mxxndamus." 

In  Kendall  v.  United  States,  12  Peters,  524,  in  this  court — the 
leading  authority  upon  the  question — the  court  said  : 

'*  Congress  has  entire  control  over  the  District  for  every  purpose 
of  government ;  and  it  is  reasonable  to  suppose  that,  in  organizing 
a  judicial  department  here,  all  judicial  power  necessary  for  the 
purposes  of  government  would  be  vested  in  the  courts  of  justice. 
The  Circuit  Court  here  is  the  highest  court  of  original  jurisdiction; 
and  if  the  power  to  issue  a  mandamus  in  a  case  like  the  present 
exist*  anywhere,  it  is  vested  in  that  court." 

In  Decatur  V,  Paulding,  14  Peters,  615,  Taney,  C.  J.,  in  deliv- 
ering the  opinion  of  the  court,  said : 

"  In  the  case  of  Kendall  v.  United  Staies,  it  was  decided  in  this 
court  that  the  Circuit  Court  for  Washington  county,  in  the  Dis- 
trict of  Columbia,  has  the  power  to  issue  a  mandamtts  to  an  officer 
of  the  Federal  Government,  commanding  him  to  do  a  ministerial 
act." 

The  act  of  Congress  of  3d  March,  1863,  (12  Stat,  at  Large,  762,) 
which  established  the  Supreme  Court  of  the  District  of  Columbia, 
in  section  third,  says : 

*'The  Supreme  Court  organized  by  this  act  shall  possess  the 
same  powers  and  exercise  the  same  jurisdiction  as  is  now  possessed 
and  exercised  by  the  Circuit  Court  of  the  District  of  Columbia," 
&c. 

II.   Is  the  Commissioner  of  Patents  commanded  by  law  to  ex- 
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amine,  or  cause  to  be  examined,  a  proper  and  lawful  application 
for  a  reissue,  and  does  the  writ  of  mandamus  lie  to  enforce  that 
command? 

The  relator  holds  that  when  an  application  for  a  reissue  is  made 
in  due  form  of  law,  it  is  the  duty  of  the  Commissioner  to  examine 
it,  and  take  such  action  upon  the  case  as  will  enable  the  applicant 
to  appeal  from  his  decision  if  it  be  unfavorable.  To  this  the  Com- 
missioner objects  that  the  relator  is  not  entitled  to  apply  for  a  re* 
issue,  because  he  does  not  own  the  entire  patent ;  that  the  legal 
question  involved  is  preliminary^  and  determinable  by  him  aloue, 
without  appeal ;  and  refuses  to  put  the  case  upon  the  files  of  the 
Patent  Office  in  such  form  that  his  refusal  to  grant  the  reissue 
would  give  the  applicant  an  appeal  to  a  justice  of  the  Supreme 
Court  of  the  District  of  Columbia.  And  the  object  in  praying  for 
the  writ  was  that  the  Commissioner  might  be  compelled  to  '^  ex* 
amine"  this  case.  Before  the  examination  can  be  made,  the  case 
must  be  duly  fled,  and  then,  if  the  Commissioner  refuses  the 
patent,  for  any  reason,  we  are  entitled  to  an  appeal ;  but  as  long 
as  the  Commissioner  keeps  us  completely  out  of  the  Patent  Office, 
we  are  subject  to  his  will,  which  deprives  us  of  the  right  of  ap- 
peal. 

The  thirteenth  section  of  the  act  of  1836,  the  eighth  section  of 
the  act  of  1837,  which  is  supplemental  to  it,  and  the  seventh  sec- 
tion of  the  act  of  1836,  are  co-active  sections  of  the  law,  and  com- 
mand the  Commissioner  to  make,  &c.,  an  examination. 

This  being  the  case,  the  writ  of  mandamus  lies  to  enforce  that 
command. 

Formerly  the  received  idea  was,  that  a  mandamus  would  lie  only 
to  command  the  performance  of  a  ministerial  duty ;  but  modern 
cases  have  gone  much  further,  and  it  is  now  the  practice  to  grant 
the  writ  to  command  the  performance  by  any  inferior  jurisdiction 
or  officer,  of  any  public  duty,  for  which  there  is  no  specific  remedy. 
The  duty  must  be  a  public  one,  though  the  value  to  the  public  is 
not  scrupulously  weighed. 

Adjudged  cases  {Rex  v.  Bp,  of  Litchfield,  7  Modern,  218;  Eexv, 
J.J,  of  Kent,  14  East,  220;  Bex  v.  J,  J,  of  North  Biding,  2  Barne- 
wall  and  Cresswell,  291 ;  and  Griffith  v.  Cochrane,  5  Binney,  103) 
cover  the  present  one,  and  demonstrate  the  power  of  the  court 
below  to  command  and  compel  the  Commissioner  of  Patents  "to 
hear  the  application;"  **to  exercise  his  discretion;"  **to  determ- 
ine the  one  way  or  the  other;"  *Ho  put  himself  in  motion  to  do 
the  thing ;"  "to  proceed  to  do  his  duty,"  by  examining,  or  caus- 
ing to  be  examined,  our  application  for  a  reissue,  according  to  law. 
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m.  Has  the  grantee  of  an  exclusive  territorial  interest  in  a  pat- 
ent a  legal  right  to  apply  for  a  reissae  of  that  patent? 

In  Shaw  v.  Cooper ^  7  Peters,  292,  the  court  say,  **That  the 
holder  of  a  defectiTe  patent  may  surrender  it  to  the  Department  ot 
State,  and  obtain  a  new  one,  which  shall  have  relation  to  the  ema- 
nation of  the  first,  was  decided  by  this  court  at  the  last  term,  in 
the  case  of  ChrarU  and  Others  v.  Raymond^  6  Peters,  220." 

The  word  ^'holder"  here  used,  it  must  be  observed,  is  a  general 
term,  and  cannot  be  so  restricted  as  to  apply  only  to  one  who  holds 
the  entire  interest  in  a  patent ;  but  is  equally  applicable  to  those 
who  hold  any  exclusively  territorial  interest. 

Moreover,  the  thirteenth  section  of  the  act  of  1836,  which  first 
established  the  reissue,  as  now  granted,  grants  unte  any  assignee 
the  same  right  to  a  reissue  that  it  grants  to  the  patentee.  Had  it 
been  the  intention  of  Congress  to  restrict  the  remedy  of  reissue  to 
the  assignee  of  the  whole  interest,  it  would  have  been  easy  to  use 
words  of  limitation,  or  to  have  used  the  restrictive  and  definite 
article  'Hhe"  instead  of  the  distributive  pronoun  ^^any,"  before 
the  word  '^ assignment.'* 

[The  learned  counsel  followed,  and  replied  to  the  argument  of 
the  Commissioner,  as  set  forth  in  the  opinion  annexed  to  his  an- 
swer, and  made  part  of  the  argument ;  contending,  also,  that 
Whiteley  was  not  a  mere  grantee  of  an  exclusive  territorial  right.] 

Mr,  Justice  Swatne  delivered  the  opinion  of  the  court. 

This  case  was  brought  here  by  a  writ  of  error  to  the  Supreme 
Court  of  the  District  of  Columbia. 

On  the  4th  of  September,  1855,  a  patent  was  issued  to  Jonathan 
Haines,  for  an  improvement  in  mowing  machines. 

On  the  22d  of  November,  1856,  Haines  sold  and  assigned  to 
Ball,  Anltman  &  Co.,  an  exclusive  right  to  the  invention  and  pat* 
ent,  within  the  limits  of  the  State  of  Ohio. 

On  the  13th  of  April,  1858,  upon  the  surrender  of  the  original 
patent  by  Haines,  and  upon  his  application,  without  the  assent  of 
Ball,  Aultman  &  Co.,  a  reissue  of  the  patent  was  granted  to  him. 

On  the  15th  of  January,  1860,  Jonathan  Haines  sold  and  as- 
signed to  his  brother,  Ansel  Haines,  one  undivided  third  part  of 
his  interest  in  the  patent. 

On  the  25th  of  January,  1860,  Jonathan  and  Ansel  Haines  sold 
and  granted  to  Isaac  and  Wm.  C.  Hawley  the  exclusive  right  to 
the  invention  and  patent  in  certain  counties  in  the  State  of  Illinois. 

On  the  10th  of  April,  1863,  Ansel  Haines  reassigned  to  Jona- 
than Haines  all  his  interest  in  the  patent. 
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On  the  17th  of  April,  1863,  Jonathan  Haines  sold  and  assigned 
all  his  interest  in  the  patent  to  Andrew  Whiteley,  the  defend- 
ant in  error.  Haines,  at  the  same  time,  delivered  the  patent  to 
Whiteley,  in  order  that  he  might  surrender  it  and  procure  another 
reissue. 

Ball,  Aultman  &  Co.  were  applied  to;  but  declined  to  concur. 
It  does  not  appear  that  the  Hawleys  were  advised  upon  the  subject. 

On  the  25th  of  January,  1863,  Whiteley  filed  his  application 
for  a  reissue  in  the  Patent  Office,  in  conformity  with  the  provisions 
of  the  thirteenth  section  of  the  act  of  1836. 

The  Commissioner  of  Patents  declined  to  entertain  the  applica- 
tion, upon  the  ground  that  the  applicant  was  only  the  grantee  of 
an  exclusive  sectional  interest,  and  not  of  the  entire  patent.  He 
also  declined  to  allow  an  appeal  to  be  t^ken  from  this  decision. 
An  application  was  thereupon  made  to  the  Supreme  Court  of  the 
District  of  Columbia  for  a  writ  of  mandamvs.  That  court  awarded 
a  peremptory  writ,  commanding  the  Commissioner  *'to  refer  said 
application  to  the  proper  examiner,  or  otherwise  examine  or  cause 
the  same  to  be  examined  according  to  law."  This  writ  of  error  is 
prosecuted  to  reverse  that  order.      Did  the  court  err  in  making  it? 

The  thirteenth  section  of  the  act  of  1836  declares  that,  under  the 
circumstances  therein  stated,  '4t  shall  be  lawful  for  the  Commis- 
sioner, upon  the  surrender  to  him  of  such  patent,"  ....  ''to 
cause  a  new  patent  to  be  issued  to  the  said  inventor,  for  the  same 
invention,  for  the  residue  of  the  period  then  unexpired,  for  which 
the  original  patent  was  granted,  in  accordance  with  the  patentee's 
corrected  description  and  specifications ;  and  in  case  of  his  death 
or  any  assignment  by  him  made  of  the  original  patent,  a  similar 
right  shall  vest  in  his  executors,  administrators,  or  assigns." 

The  seventh  section  of  this  act  provides  that,  on  the  filing  of 
any  application  for  a  patent  and  the  payment  of  the  duty  required, 
'^the  Commissioner  shall  make,  or  cause  to  be  made,  an  examina- 
tion of  the  alleged  new  invention  or  discovery,"  &c. 

The  eighth  section  of  the  act  of  1837  provides,  in  regard  to 
applications  for  the  reissue  of  patents,  and  the  decisions  of  the 
commissioner,  that  ^^in  all  such  cases  the  applicant,  if  dissatisfied 
with  such  decision,  shall  have  the  same  remedies,  and  be  entitled 
to  the  benefit  of  the  same  privileges  and  proceedings  as  are  pro- 
vided by  law  in  case  of  original  applications  for  patents." 

This  renders  it  necessary  to  recur  to  the  act  of  1836,  and  to  con- 
sider carefully  its  provisions  touching  the  applications  to  which  it 
relates. 

Both  acts  should  be  liberally  construed  to  meet  the  wise  and 
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beneficent  object  of  the  legislature.  Patentees  are  a  meritorious 
class,  and  all  the  aid  and  protection  which  the  law  allows,  this 
court  will  cheerfully  give  them. 

If  the  Commissioner  should  hold  that  a  party  applying  originally 
for  a  patent  ''was  not  the  original  and  first  inventor/'  and  should 
decide  against  him  upon  that  ground,  the  applicant  could  undoubt- 
edly take  an  appeal  from  his  decision.  The  Commissioner  having 
reached  this  conclusion,  would  be  under  no  obligation  to  go  further 
and  examine  any  other  question  arising  in  the  case,  and  it  would 
not  be  necessary  to  the  right  of  appeal  that  he  should  do  so. 

Here  an  assignee  applied  for  the  reissue  of  a  patent.  It  was 
clearly  competent  for  the  Commissioner,  and  it  was  his  duty,  to 
decide  whether  the  applicant  was  an  assignee  at  all,  and,  if  so, 
whether  he  was  an  assignee  with  such  an  interest  as  entitled  him 
to  a  reissue  within  the  meaning  of  the  statutory  provision  upon 
the  subject.  The  latter  questiou  is  an  important  one.  It  is  as 
yet  unsettled,  and  awaits  an  authoritative  determination. 

The  Commissioner  says,  in  his  answer  to  the  rule,  that  he  could 
not  examine  the  application,  because  none  had  been  filed  in  the 
Patent  Office. 

This  position  is  untenable.  It  is  averred  in  the  petition,  and 
not  denied  in  the  answer — and,  therefore,  as  in  other  like  cases  of 
pleading,  to  be  taken  as  conceded — that  the  application  was  filed 
with  the  acting  Commissioner.  It  is  also  admitted,  in  the  answer, 
that  the  requisite  amount  of  fees  had  been  paid  by  the  relator,  but, 
it  is  added,  that  it  had  not  been  placed  to  the  credit  of  the  office, 
and  was  in  the  hands  of  the  chief  clerk,  subject  to  the  relator's 
order. 

The  relator  had  done  all  in  his  power  to  make  his  application 
eifectual,  and  had  a  right  to  consider  it  properly  before  the  Com- 
missioner. 

It  was  so.  If  it  was  not,  a  mandamus  would  clearly  lie  to  com- 
pel the  Commissioner  to  receive  it.  It  was  his  first  duty  to  receive 
the  application,  whatever  he  might  do  subsequently.  Without 
this  initial  step  there  could  be  no  examination,  and,  indeed,  no 
rightful  knowledge  of  the  subject  on  his  part.  Examination  and 
the  exercise  of  judgment,  with  their  proper  fruit,  were  to  follow, 
and  they  did  follow. 

The  Commissioner  found  the  question,  whether  the  assignee  was 
such  a  one  as  the  law  entitled  to  a  reissue,  lying  at  the  threshold  of 
his  duties  ?  It  required  an  answer  before  he  could  proceed  further. 
His  decision  was  against  the  appellant.  His  examination  of  the 
subject  was  thorough,  and  his  conclusion  is  supported  by  an  able 
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and  elaborate  argument.  It  was  made  a  part  of  his  reply  to  the 
rule,  and  is  found  in  the  record. 

From  this  decision,  whether  right  or  wrong,  the  relator  had  a 
right,  under  the  statute,  to  appeal. 

If  the  mandamus  had  ordered  the  Commissioner  to  allow  the 
appeal,  we  should  have  held  the  order  under  which  it  was  issued  to 
be  correct.  But  the  order  was  that  he  should  proceed  to  examine 
the  application.  That  he  had  already  done.  The  preliminary 
question  which  he  decided  was  as  much  within  the  scope  of  his 
authority  as  any  other  which  could  arise.  Having  resolved  it  in 
the  negative,  there  was  no  necessity  for  him  to  look  further  into  the 
case.  Entertaining  such  views,  it  would  have  been  idle  to  do  so. 
The  question  was  vital  to  the  application,  and  its  resolution  was 
fatal,  so  far  as  he  was  concerned.  Only  a  reversal  by  the  tribunal 
of  appeal  could  revive  it,  and  cast  upon  him  the  duty  of  further 
examination. 

The  principles  of  law  relating  to  the  remedy  by  mandamus  are 
well  settled. 

It  lies  where  there  is  a  refusal  to  perform  a  ministerial  act  in- 
volving no  exercise  of  judgment  or  discretion. 

It  lies,  also,  where  the  exercise  of  judgment  and  discretion  are 
involved  and  the  officer  refuses  to  decide,  provided  that,  if  he  de- 
cided, the  aggrieved  party  could  have  his  decision  reviewed  by 
another  tribunal. 

It  is  applicable  only  in  these  two  classes  of  cases.  It  cannot  be 
made  to  perform  the  functions  of  a  writ  of  error. 

In  Decatur  v.  Paulding^  14  Peters,  516,  referring  to  an  act  of  Con- 
gress under  which  the  relator  in  that  case  claimed  a  pension  which 
had  been  refused  her  by  the  Secretary  of  the  Navy,  this  court  said : 
*'If  a  suit  should  come  before  this  court  which  involved  the  con- 
struction of  any  of  these  laws,  the  court  certainly  would  not  be 
bound  to  adopt  the  construction  given  by  any  head  of  a  depart- 
ment ;  and  if  they  supposed  his  decision  to  be  wrong,  they  would 
of  course  so  pronounce  their  judgment.  But  their  construction  of  a 
law  must  be  given  in  a  case  in  which  they  have  jurisdiction,  and 
in  which  it  is  their  duty  to  interpret  the  act  of  Congress  in  order 
to  ascertain  the  rights  of  the  parties  in  the  cause  before  them. 
The  court  could  not  entertain  an  appeal  from  the  decision  of  one 
of  the  secretaries,  nor  reverse  his  judgment  in  any  case  where  the 
law  authorizes  him  to  exercise  discretion  or  judgment ;  nor  can  it 
by  mandamiLS  act  directly  upon  the  officer,  and  guide  or  control 
his  judgment  or  discretion  in  the  matters  committed  to  his  care 
in  the  ordinary  discharge  of  his  official  duties.  .  .  .  The  inter- 
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ference  of  courts  with  the  performance  of  the  ordinary  duties  of 
the  executive  department  of  the  government  would  be  productive 
of  nothing  but  mischief,  and  we  are  quite  satisfied  that  such  a 
power  was  never  intended  to  be  given  to  them." 

This  case,  as  presented  to  the  court  below,  was  within  neither  of 
the  categories  above  mentioned.  The  court,  therefore,  erred  in 
making  the  order  to  which  the  Commissioner  objected. 

The  main  question  passed  upon  by  the  Commissioner,  and  which 
was  supposed  to  underlie  this  case,  is  not  before  us  for  considers^* 
tion.  If  it  were,  as  at  present  advised,  we  are  not  prepared  to  say 
that  the  decision  of  the  Commissioner  was  not  correct. 

The  order  of  the  court  below,  awarding  the  mandamusj  is  re* 
versed  with  costs,  and  it  is  ordered  by  this  court  that  the  applica- 
tion of  the  relator  be  by  that  court 

OVBBBULED  AKD  DISMISBBD. 


Packet  Company  v.  Sickles. 

(5  Wallace,  680.) 

1.  Where  the  record  of  a  former  suit  is  offered  in  evidence,  the  declaration  setting  oat 

a  special  contract,  bat  not  saying  whether  it  was  written  or  parol,  and  where 
jurors  who  were  impaneled  in  the  former  suit  are  brought  to  testify  that  the  con* 
tract  declared  on  in  the  second  suit  was  the  same  contract  that  was  in  controversy 
in  the  former  one,  and  was  passed  on  by  them,  testimony  may  be  given  on  the 
other  side  that  the  contract  was  a  parol  one ;  so  as  to  let  in  a  defense  of  the  statute 
of  frauds. 
[In  the  District  of  Columbia,  in  which  the  suits  in  this  case  were  brought,  the  Brit- 
ish statute  of  frauds,  providing  that  "  no  suit  shall  be  brought  to  charge  any  person 
upon  any  agreement  that  was  not  to  be  performed  in  one  year,  unless  there  was 
some  memorandum  or  note  in  writing  of  the  agreement,"  was  in  force.  And  the 
fact  that  the  contract  declared  on  was  a  parol  one,  and  so  within  the  statute,  was 
one  of  the  matter  meant  to  be  relied  on  by  the  defendants  in  the  second  trial.] 

2.  A  contract  where  performance  is  to  run  through  a  term  of  years,  but  which,  by  its 

tenor,  may  be  defeated  at  any  time  before  the  expiration  of  the  term — ex.  gr.,  a 
contract  to  pay  for  a  right  to  use  an  invention,  on  a  certain  boat,  so  much  a  year 
during  the  term  of  a  patent  having  twelve  years  yet  to  run,  ''if  the  said  boat 
should  so  long  last,"  is  within  the  clause  of  the  statute  quoted  in  the  preceding 
paragraph. 

In  this  case,  which  had  become  somewhat  complicated  by  several  trials  below,  and 
which  had  been  in  this  court  on  error  more  than  once,  and  was  now  returned  with 
a  mandate  for  a  venire  de  novo,  the  court  makes  two  observations  over  and  above 
the  points  above  stated  as  adjudged: 

(i)  That  the  secret  deliberations  of  the  jury  or  grounds  of  their  proceedings  while 
engaged  in  making  up  their  verdict,  are  not  competent  or  admissible  evidence  of 
the  issues  or  finding;  but  that  their  evidence  should  be  confined  to  the  points  in 
controversy  on  the  former  trial,  to  the  testimony  given  by  the  parties,  and  to  the 
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questionfl  sabmitted  to  the  jury  for  their  consideration ;  and  that  then  the  record 
famishes  the  only  proper  proof  of  the  verdict, 
(it)  That  where  the  extrinsic  proof  of  the  identity  of  the  cause  of  action  is  such  that 
the  court  must  submit  the  question  to  the  jury  as  a  matter  of  fact,  any  other  mat- 
ters in  defense  or  support  of  the  action,  as  the  case  may  be,  should  be  admitted  on 
the  trial,  under  proper  instructions. 

This  was  a  suit  brought  in  the  Supreme  Court  (the  former  Cir- 
cuit Court)  of  the  District  of  Columbia  to  recover  damages  under  a 
special  contract  set  forth  in  the  declaration. 

The  contract,  in  substance,  was,  that  on  the  18th  of  June,  1844, 
the  plaintiffs  below.  Sickles  &  Cook,  and  the  Washington,  &c.. 
Steam  Packet  Company,  the  defendants,  agreed  that  Sickles  & 
Cook  should  attach,  for  use,  to  a  steamboat  owned  by  the  company, 
the  Sickles  cut-off,  a  certain  patented  contrivance  which  was  de- 
signed to  effect  the  saving  of  fuel  in  the  working  of  steam  engines ; 
and  that,  in  consideration  thereof,  if  the  said  cut-off  should  effect  a 
saving  in  the  cbnsumption  of  fuel,  the  company  would  use  it  on 
their  boat  during  the  continuance  of  the  said  parent,  if  the  said  boat 
should  last  so  Umg,  and  that  they  would,  for  the  use  of  the  cut-off, 
pay  to  the  plaintiffs,  weekly,  three  fourths  of  the  value  of  the  fuel 
saved.  The  patent  had^  at  the  date  of  the  alleged  contract^  yet 
twelve  years  to  run.  The  declaration  set  forth  further,  that  it  was 
agreed  between  the  parties  that  the  saving  of  the  fuel  caused  by 
the  use  of  the  said  cut-off  should  be  ascertained  by  taking  two  piles 
of  wood  of  equal  quantity  and  burning  one  pile  without  and  the 
other  with  the  use  of  the  cut-off,  and  thus  to  ascertain  how  much, 
longer  the  boat  would  run,  under  the  same  circumstances,  with  the 
use  of  the  cut-off  than  without,  and  that  the  proportion  of  savings 
as  agreed  upon  above  should  be  paid  by  the  defendants.  It  alleged 
finally,  that  this  experiment  had  been  fairly  made,  and  showed  a 
saving  of  fuel  by  the  use  of  the  cut-off  of  thirty-four  per  cent. 

The  plaintiffs  accordingly  claimed  the  value  of  three-fourths  of 
the  fuel  thus  saved,  between  certain  dates  specified. 

The  defendants  pleaded  the  general  issue. 

On  the  trial  the  plaintiffs,  to  support  the  issue,  gave  in  evidence 
the  record  of  a  former  trial  between  the  same  parties  on  the  same 
contract  as  alleged,  for  payments  due  when  the  writ  in  that  case 
was  issued,  in  which  trial  a  verdict  and  judgment  had  been  ren- 
dered in  their  favor. 

The  declaration  in  the  record  of  this  former  trial  contained  four 
counts: 

1.  A  special  count  on  the  contract,  corresponding  in  all  respects 
with  that  set  out  in  the  declaration  in  the  present  suit. 
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2.  A  common  count  for  compensation  for  the  use  of  the  cut-off 
by  the  defendants  on  their  boat  before  that  time  had  and  enjoyed, 
and  for  such  an  amount  as  it  was  reasonably  worth. 

3.  A  common  count  for  money  had  and  received ;  and 

4.  A  special  count  on  a  contract  in  substance  like  the  first,  with 
the  difference  hereinafter  stated:  It  recited  that,  in  consideration 
the  plaintiffs  had  before  that  time  attached  the  said  Sickles  cut-off 
to  the  engine  of  the  defendants'  boat,  and  had  agreed  that  they 
should  have  the  use  of  it  during  the  continuance  of  the  patent 
right,  if  the  boat  should  last  so  long,  they,  the  defendants,  under- 
took and  agreed  to  pay  the  plaintiffs  three  fourths  of  the  value  of 
the  fuel  saved  by  the  use  of  the  cut-off;  that  a  large  quantity  of 
the  fuel,  to  wit,  one  thousand  cords  of  wood,  of  the  value  of  $2,500, 
had  been  saved,  yet  the  defendants,  not  regarding  their  promise, 
&c,y  have  refused,  &c.  The  difference  between  this  and  the  first 
count  consists  mainly  in  the  omission  of  any  agreement  to  ascer- 
tain the  saving  of  fuel  by  the  experiment. 

To  the  declaration  in  this  former  suit,  whose  record  was  thus 
offered  in  evidence,  the  defendants  had  pleaded  the  general  issue. 

It  should  be  here  mentioned  that  this  suit  had  been  in  this  court 
before.  It  was  here  in  1860.  (See  the  case  in  24  Howard,  334.) 
On  a  trial  from  the  result  of  which  the  writ  of  error  then  came,  a 
record  of  a  former  trial  had  also  been  offered  in  evidence;  appar- 
ently the  same  offered  in  the  suit  to  whose  result  the  present  writ 
was  taken. 

The  record  offered  in  that  previous  trial  contained  a  declaration 
having  two  counts  upon  the  contract,  with  the  common  counts,  a 
plea  of  the  general  issue,  a  general  verdict  for  the  plaintiffs  on  the 
entire  declaration^  and  a  judgment  on  the  first  count;  a  count  sim- 
ilar to  the  counts  in  the  declaration  in  the  suit  then  pending. 

Besides  this  testimony  of  the  contract,  the  plaintiffs  proved  on 
that  previous  trial  the  quantity  of  fuel  used  in  running  the  boat, 
and  relied  upon  the  rates  as  settled  to  determine  their  demand, 
and  insisted  that  the  defendants  were  estopped  to  prove  there  was 
no  such  contract,  or  to  disprove  any  one  of  the  averments  in  the 
first  count  of  the  declaration  in  the  former  suit,  or  to  show  that  no 
saving  of  the  wood  had  been  effected ;  or  to  show  that  the  so-called 
experiment  was  not  made  pursuant  to  the  contract,  or  was  fraudu- 
lently made,  and  was  not  a  true  and  genuine  exponent  of  the  ca- 
pacity of  the  said  cut-off;  or  to  prove  that  the  said  verdict  was  in 
fact  rendered  upon  all  the  testimony  and  allegations  that  were  sub- 
mitted to  the  jury,  and  was  in  point  of  fact  rendered,  as  by  the 
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record  it  purported  to  have  been,  upon  the  issoes  generally^  and 
not  upon  the  first  count  specially. 

The  Circuit  Court  adopted  these  conclusions  of  the  plaintiffg, 
and  excluded  the  testimony  offered  by  the  defendants  to  prove  these 
facts.  On  the  matter  coming  here  in  1860,  by  exceptions  in  that 
second  suit,  this  court,  in  24th  Howard,  pages  333,  346,  remarked 
upon  the  exclusion  of  this  testimony  as  follows: 

"  The  record  produced  by  the  plaintiff  showed  that  the  first  suit 
was  bi-ought  apparently  upon  the  same  contract  as  the  second,  and 
that  the  existence  and  validity  of  that  contract  might  have  been 
litigated.  But  the  verdict  might  have  been  rendered  upon  the 
entire  declaration,  and  without  special  reference  to  the  first  count. 
It  was  competent  to  the  defendants  to  show  the  state  of  facts  that 
existed  at  the  trial,  with  a  view  to  ascertain  what  was  the  matter 
decided  upon  by  the  verdict  of  the  jury.  It  may  have  been  that 
there  was  no  contest  in  reference  to  the  fairness  of  the  experiment 
or  to  its  suflSciency  to  ascertain  the  premium  to  be  paid  for  the  use 
of  the  machine;  or  it  may  have  been  that  the  plaintiffs  abandoned 
their  special  counts  and  recovered  upon  the  general  counts.  The 
judgment  rendered  in  that  suit,  while  it  remains  in  force,  and  for 
the  purpose  of  maintaining  its  validity,  is  conclusive  of  all  the 
facts  properly  pleaded  by  the  plaintiffs;  but  when  it  is  presented 
as  testimony  in  another  suit,  the  inquiry  is  competent  whether  the 
same  issue  has  been  tried  and  settled  by  it." 

Considering,  therefore,  that  the  Circuit  Court  had  erred  in  hold- 
ing the  Packet  Company  estopped  by  the  proceedings  in  the  first 
suit  from  any  inquiry  in  respect  to  the  matters  in  issue,  and  actu- 
ally tried  in  that  cause,  this  court  reversed  the  judgment  given 
against  it,  and  the  c^e  went  down  for  trial  a  second  time;  the 
trial,  namely,  after  which  the  present  writ  of  error  was  taken. 

On  this  new  trial  the  plaintiffs  called  several  of  the  jurors  who 
had  been  impaneled  in  the  former  trial,  to  give  evidence  of  the 
testimony  then  given,  and  also  as  to  the  matters  in  contest  before 
the  court  on  that  trial ;  the  purpose  in  introducing  this  extrinsic 
evidence  having  been  to  prove  such  facts  as,  in  connection  with  the 
record,  would  show  that  the  same  contract  was  in  controversv  in 
the  second  suit,  and  had  been  conclusively  adjudged  in  their  favor. 
[Many  of  these  jurors,  it  may  be  remarked,  while  stating  the  par- 
ticular grounds  cm  which  they  found  the  verdict^  and  speaking  of  a 
controict  that  was  before  them,  did  not  all  speak  so  definitely  as  to 
the  terms  of  the  contract  as  to  make  it  easy  to  say  whether  they 
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described  such  a  one  as  was  set  forth  ia  the  first  oount,  or  such  a 
one  as  was  set  forth  in  the  last  count.] 

When  the  plaintiffs  rested,  the  defendants  offered  a  competent 
witness  to  prove  that  the  only  contract  given  in  evidence  on  the 
former  trial  was  bjr  parol,  and  not  reduced  to  toriting;  the  purpose 
of  this  testimony  having  had  obvious  reference  to  a  provision  of  the 
statute  of  frauds,  in  force  in  the  District  of  Columbia ;  the  words 
of  the  statute  being :  '^hat  no  suit  shall  be  brought  to  charge  any 
person  upon  any  agreement  rwt  to  be  performed  in  one  year,  unless 
there  was  some  memorandum  or  note  in  writing  of  the  agree- 
ment," &G, 

The  evidence  thus  offered  was  objected  to,  and  excluded  by  the 
court.  The  defendants  offered  to  prove,  further,  that  the  contract 
was  by  parol,  and  to  be  performed  at  the  time  stated  in  the  declarer 
turn;  which  testimony  was  also  objected  to,  and  excluded,  except 
as  to  the  latter  branch.  The  questions  growing  out  of  this  exclu- 
sion of  evidence  were  now  before  this  court  on  a  bill  of  exceptions 
for  review. 

Two  questions  were,  accordingly,  raised  here  : 

1.  Whether  the  evidence  as  above  mentioned  was  rightly  ex- 
cluded. 

2.  Whether  the  contract,  which  it  was  sought  to  show  was  in 
issue  in  the  forn^r  suit,  was  now  to  be  regarded  as  valid.  This 
question  being  suggested,  of  course,  by  the  above-quoted  section  of 
the  statute  of  frauds. 

Messrs,  Carlisle  and  Davidge,  for  the  plaintiff  in  error: 
I.  The  court  erred  in  excluding  the  testimony : 

1.  Because  the  fact  that  the  only  evidence  offered  at  the  trial 
alleged  to  be  an  estoppel  was  parol  evidence,  was  a  fact  proper  for 
the  consideration  of  the  jury  in  weighing  the  evidence  offered  by 
the  plaintiffs  to  show  what  the  prior  jury  found. 

2.  Because  the  estoppel  relied  on  was  not  an  estoppel  of  record, 
in  the  strict  sense,  but  was  to  be  applied  by  the  jury  to  the  subject- 
matter  by  parol  evidence. 

As  the  case  was  tried,  the  court  assumed  the  absolute  truth  of 
the  evidence  offered  by  the  plaintiffs,  and  refused  to  submit  that 
evidence  to  the  jury,  or  to  allow  the  defendants  to  oflfer  any  evi- 
dence based  on  the  hypothesis  that  the  estoppel  might  not  be 
found  as  set  up.  In  other  words,  the  court  undertook  to  determ- 
ine the  weight  of  the  parol  evidence. 

3.  Because  the  evidence/  if  admitted,  showed  that  the  testimony 
submitted  at  the  former  trial  had  relation  only  to  the  common 
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counts.  Evidence  of  a  parol  contract  could  not  support  the  first 
count  of  the  declaration  in  the  former  suit;  nor  could  such  evi- 
dence be  objected  to,  as  it  was  admissible  as  tending  to  show  the 
measure  of  damages  under  the  common  counts. 

We  assert  that  if,  in  fact,  the  prior  jury  found  only  a  parol  con- 
tract, we  are  not  estopped  from  denying  its  validity  in  law  in  the 
present  case.  We  are  estopped  only  from  denying  the  particular 
points  of  facts  found,  to  wit,  a  parol  promise. 

The  fact,  if  true,  that  we  did  not,  at  the  former  trial,  make 
objection  on  this  ground  was,  at  most,  but  an  admission  for  the 
purposes  of  that  case.  It  was  an  admission  of  law,  which  does 
not  estop  in  any  subsequent  action.  Questions  of  law  are  not  sub- 
mitted to,  or  found  by  a  jury,  but  only  the  naked  issue  of  facts. 
Richardson  v.  City  of  Boston^  19  Howard,  263;  Hughes  v.  Alex- 
ander,  5  Duer,  488. 

We  maintain  that  the  contract  being  in  parol  merely  was  void 
in  law,  since  it  was  not  to  be  performed  within  one  year. 

Taking  it  for  granted,  for  the  present,  that  it  was  void,  cases 
show  that  courts  go  far  in  seaching  out  the  particular  point  of 
fact — the  punctum  facti — decided  by  the  prior  jury,  and  in  hold- 
ing such  point  to  be  set  aside  and  different  from  the  one  at  issue  in 
the  case  on  trial. 

Thus,  in  Carter  v.  James,  a  case  in  the  English  Exchequer,  (13 
Meeson  &  Welsby,  137,)  the  defendant  had  given  a  bond,  secured 
by  mortgage  for  £600,  The  mortgage  contained  a  covenant  to 
pay  the  debts.  The  plaintiff  sued  upon  the  bond,  but  the  defend- 
ant set  up  a  usurious  agreement,  and  averred  that  the  bond  was 
given  **in  pursuance  of  that  agreement,"  and  so  was  void.  The 
plaintiff  replied  that  it  was  not  given  in  pursuance  of  that  agree- 
ment, and  upon  this  issue  was  joined  and  a  verdict  found  for  the 
defendant.  Afterwards,  the  plaintiff  sued  upon  the  covenants  con- 
tained in  the  mortgage,  it  being  confessedly  for  the  same  debt. 
The  defendant  pleaded  the  former  verdict  by  way  of  estoppel,  but, 
on  demurrer,  the  plea  was  held  bad,  on  the  ground  that  the  point 
of  fact  found  in  the  former  case  was  no  answer  in  this ;  that  point 
being  that  the  bond  was  given  in  pursuance  of  the  complainant's 
agreement,  whereas  in  the  present  case  the  point  was  whether  the 
covenant  was  so  given,  and  whether  the  agreement  itself  was 
usurious. 

The  covenant  was  an  agreement  to  pay  the  same  debts  as  were 
named  in  the  bond ;  and  if  the  bond  was  given  in  pursuance  of  the 
complainant's  agreement,  the  inference  is  irresistible  that  the  cove- 
nant was  so  also ;  yet  the  court  made  a  distinction. 
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In  the  prior  case  the  plaintiff  had  not  denied  the  fact  of  a  usuri- 
ous agreement,  but  had  by  his  pleading  virtually  admitted  it  for 
the  purposes  of  that  case.  Held  (Alderson,  B.)  that  his  so  admit- 
ting did  tiot  estop  him  on  that  point,  as  it  was  one  on  which  the 
jury  did  not  pass. 

So  in  the  present  case,  we  deny  that  there  was  a  written  con- 
tract. We  are  not  estopped  from  doing  so  by  our.  not  having  de- 
nied it  at  the  former  trial,  nor  by  the  jury  finding  that  there  was 
a  parol  contract. 

In  Burlen  v.  Shannon^  14  Gray,  433,  a  prior  judgment  had  been 
obtained  against  the  defendant  for  the  board,  for  a  certain  period, 
of  his  wife,  who  had  left  his  house,  she  being  justified  in  doing  so, 
it  was  asserted,  on  the  ground,  first,  of  his  cruelty,  and,  second, 
of  his  consent.  On  a  suit  to  recover  board  for  a  subsequent  pe- 
riod, the  ground  then  being  that  the  wife  was  absent  from  cruelty, 
(not  his  consent,)  the  former  verdict  was  set  up  as  an  estoppel. 
But  its  being  so  was  denied  on  the  ground  that  it  was  dubious 
whether  the  jury  found  cruelty,  and  that  it  must  be  left  to  the 
present  jury  to  decide,  from  the  evidence  produced  to  them,  what 
particular  liact  (of  the  two  alleged)  the  former  jury  found. 

In  Sawyer  v.  Woodbury,  7  Gray,  499,  in  the  same  court,  a  plain- 
tiff had  brought  an  action  of  covenant,  alleging  several  distinct 
breaches.  The  jury  found  a  general  verdict  in  his  favor.  In  a 
subsequent  suit  he  set  up  one  of  those  breaches,  and  claimed  the 
former  verdict  as  an  estoppel.  But  the  court  held  that  evidence 
might  be  adduced  to  enable  the  jury  to  decide  which  breach  it  was 
the  prior  jury  found. 

II.  The  alleged  contract,  if  merely  parol,  was  void. 

The  statute  avoids  all  contracts  not  ''to  be"  performed  within 
one  year — meaning  acts  agreed  not  to  be  so  performed ;  acts 
agreed  to  be  done  beyond  the  end  of  one  year.  Now,  the  acts 
stipulated  to  be  done  by  the  defendant  in  this  case  were,  as  al- 
leged, to  pay  the  money  at  certain  intervals  throughout  the  term 
of  twelve  years.  In  order  to  perform  the  contracts,  the  defendant 
must  make  these  payments. 

In  case  the  boat  ceased  to  exist  during  that  term,  the  defendants 
would  then,  indeed,  be  excused  from  paying  afterwards ;  but  this 
would  be  a  defeasance,  as  if  by  a  condition  subsequent,  not  a  per- 
formance of  the  contract. 

Had  the  words  *'if  the  boat  shall  last  so  long*'  not  been  in- 
serted, there  can  be  no  question  that  the  alleged  agreement  would 
be  void.    Can  these  words  cause  a  difference?    The  agreement  was, 

not  to  pay  so  long  as  the  boat  should  last.     If  that  had  been  the 
11 
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agreement,  then  it  might  possibly  have  been  fully  performed  in  one 
year.  But  the  agreement  was,  to  pay  for  twelve  years,  though  it 
was  provided  that  such  payments  for  that  period  might  be  excused 
and  dispensed  with,  if  the  boat  should  previously  cease  to  exist. 

The  fact  that  further  performance  may  be  thus  dispensed  with 
will  not  take  the  case  out  of  the  statute.  Birch  v.  Earl  of  Liver- 
pool,  9  Barnewall  and  Cresswell,  392 ;  Roberta  v.  Tucker,  3  Ex- 
chequer B.,  632  ;  Dobson  v.  CoUis,  1  Hurlstone  and  Norman,  81. 

Mr.  Bradley,  contra. 

1.  By  the  testimony  of  the  former  jurors,  it  appears  that  the 
contract  specially  declared  on  in  the  first  two  counts  of  the  declar- 
ation in  the  second  cause — the  experiment  provided  for  in  that 
contract ;  the  result  of  that  experiment,  and  the  consequent  saving 
of  fuel  to  the  defendants — were  the  main  issues  in  that  cause,  and 
were  found  by  that  jury. 

Now,  it  will  thus  be  seen  that  there  are  only  two  questions : 

1.  Was  the  verdict  and  judgment  on  the  former  trial  conclusive 
on  all  the  questions  directly  in  issue  on  that  trial,  upon  the  proof 
offered  by  the  plaintiffs,  if  believed  by  the  jury? 

2.  Gould  the  defendants  go  behind  that  verdict  and  judgment 
while  the  plaintiffs  confined  themselves  to  proof  of  what  was  then 
in  issue  and  tried  by  the  jury  ? 

As  to  the  first,  we  submit  that  it  was,  and  that  the  court  below 
was  right  in  rejecting  all  evidence  tending  to  show  that  no  such 
contract  had  been  made,  or  that  the  contract  was  not  in  \oriting,  or 
that  the  experiment  was  insufficient  to  establish  the  rate  of  saving, 
or  that  it  had  been  unfairly  or  fraudulently  conducted.  All  these 
matters  were  involved  in  the  issues  raised  by  the  two  counts  in  the 
declaration  and  the  pleas  in  the  former  action,  and  passed  upon  by 
the  jury,  as  shown  by  the  witnesses. 

The  other  question  may  be  more  novel ;  but,  according  to  gen- 
eral principles  of  law,  and  according  to  the  settled  law  of  Mary- 
land, by  which  it  is  to  be  determined,  is  free  from  difficulty. 

II.  As  to  the  statute  of  frauds. 

If  the  contract  was  within  the  statute,  the  fact  whether  it  was 
in  writing  or  not  was  directly  in  issue  in  the  first  suit.  If  the  de- 
fendant then  waived  the  defense  (if  this  was  one)  arising  from  the 
contracts  being  but  in  parol,  as  he  might,  he  should  have  offered 
evidence  of  that  fact  on  the  second  trial.  He  did  not  make  such 
offer.  None  of  the  bills  of  exceptions  assert  thai  it  was  not  set  up  in 
that  action.  If  it  had  been,  and  if  it  was  a  defense,  the  suit  could 
not  have  been  sustained;  which  it  was  completely. 
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The  authorities  from  Peter  v.  Compton^  reported  by  Skinner, 
page  353,  to  this  day  are  numerous  to  show  that  the  case  was  not 
within  the  statute. 

What  was  this  contract?  It  was  one  to  put  a  machine  on  de- 
fendants' boat,  to  be  paid  for  by  a  share  of  the  savings  of  fuel 
caused  by  its  use,  to  be  ascertained  as  soon  as  the  machine  was  in 
working  order:  that  share  to  be  paid  for,  from  time  to  time,  when- 
ever demanded.  The  contract  might  run  on  to  the  expiration  of 
the  patent,  or  it  might  be  terminated  the  next  day.  There  is 
nothing  from  which  it  can  be  inferred  that  the  parties  understood 
it  could  not  be  performed  within  the  year.  It  would  have  been 
completed  by  the  loss  or  destruction  of  the  boat  at  any  time  during 
the  year,  a  matter  in  terms  provided  for. 

There  is  a  distinction  between  a  performance  which  shall  com^ 
plete,  and  one  which  may  defeat  the  contract  within  the  year.  If 
it  can  be  completed  within  the  year,  (as  this  one  might  have  been,) 
it  is  not  brought  within  the  statute  by  the  fact  that  it  may  run  on 
for  many  years.  See  the  authorities  in  support  of  this  proposition, 
collected  in  Browne  on  the  Statute  of  Frauds,  2d  edition,  ch.  13, 
§§  2T2,  6,  T,  8,  and  9. 

Mr.  Justice  Neijbon  delivered  the  opinion  of  the  court. 

When  this  case,  or  one  of  the  class,  was  formerly  before  tbis 
court,  (as  reported  in  24  Howard,)  in  which  the  record  of  the 
former  recovery  was  in  evidence,  it  was  claimed  that,  without  any 
extrinsic  evidence,  it  concluded  the  defendants  from  again  denying 
the  existence  of  the  contract,  or  from  disproving  any  other  of  the 
averments  in  the  first  count  of  the  declaration,  and  it  had  been  so 
ruled  by  the  court  below. 

This  court,  when  the  case  came  up  on  error,  agreed  that  the 
record  was  properly  admitted  as  evidence  of  the  former  trial  be- 
tween the  parties,  but  held  the  pleadings,  verdict,  and  judgment 
did  not  furnish  the  necessary  proof  to  show  that  the  contract  in 
controversy  in  the  suit  then  on  trial  had  been  before  agitated,  and 
conclusively  adjudicated  in  the  former  trial  in  behalf  of  the  plain- 
tiffs; and  that  the  verdict  had  been  rendered  upon  the  entire  dec- 
laration, and  without  special  reference  to  the  first  count. 

The  record,  with  the  pleadings  and  verdict,  furnished  evidence 
that  the  same  matters  might  have  been  litigated  on  that  trial,  and 
afforded  ground  for  the  introduction  of  extrinsic  evidence  to  show 
that  the  same  contract  had  been  in  contest  before  the  court,  and  had 
been  referred  to  the  decision  of  the  jury,  but  nothing  more.  For 
this  reason  the  judgment  was  reversed,  and  a  new  trial  ordered. 
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Taking  this  view  of  the  application  and  effect  of  the  record  of 
the  former  trial,  the  plaintiffs  introduced  in  this  ease  extrinsic  evi- 
dence, and  have  endeavored  to  prove  the  necessary  facts  which,  in 
connection  with  tlie  record,  would  lead  to  the  conclusion  that  the 
same  contract  was  in  controversy  in  the  former  suit,  and  had  been 
^conclusively  adjudged  in  their  favor.  •  But  this  extrinsic  evidence 
was  opened  to  he  controverted  on  the  part  of  the  defendants.  As 
the  record  itself  did  not  furnish  evidenceof  the  finding  of  the  exist- 
ence or  validity  of  the  contract  in  the  former  suit,  and  hence  ex- 
trinsic proof  was  required  to  this  effect,  it  was  of  course  competent 
for  the  defendants  to  deny  and  disapprove  both,  as  in  so  doing 
they  did  not  impeach  the  record,  but  only  sought  to  disprove  the 
evidence  introduced  by  the  plaintiffs. 

The  rejection  of  this  evidence,  therefore,  offered  by  the  defendants 
on  the  trial,  was  error.  Whether  or  not  the  contract,  as  proved  on 
the  former  trial,  rested  in  parol  or  was  in  writing,  was  material. 
If  in  writing,  there  could  be  no  controversy  in  fact  in  respect  to  its 
terms  or  stipulations ;  and  its  construction  and  legal  effect  belonged 
to  the  court  to  determine.  If  it  rested  in  parol,  its  terms  and  con- 
ditions depended  upon  the  extrinsic  proof,  and  hence  the  material- 
ity of  the  first  question  put  to  the  witness,  as  preliminary  to  further 
proof.  It  was  important  to  settle  the  terms  of  the  contract  in  evi- 
dence on  the  former  trial,  in  order  to  determine  whether  it  was  the 
same  as  the  one  then  in  controversy,  and,  resting  in  parol,  these 
terras  depended  very  much  upon  the  testimony  in  the  case. 

There  is  another  view  in  this  branch  of  the  case  that  must  be 
noticed.  As  we  have  seen,  the  declaration  in  the  former  suit  con- 
(tained  four  counts,  to  which  the  general  issue  was  pleaded,  and  a 
general  verdict  for  the  plaintiffs.  The  first  and  fourth  counts  set 
up  two  different  special  contracts  relating  to  the  same  subject-mat- 
ters, and  which  constituted  the  cause  of  action  between  the  parties. 
Now,  the  extrinsic  evidence  furnished  on  the  part  of  the  plaintiffs 
as  to  the  former  trial,  and  the  grounds  of  proceeding  therein,  tended 
to  prove  either  count,  and  was  sufficient  to  have  justified  the  jury 
in  finding  either  contract.  These  contracts  as  thus  set  forth,  were 
identical,  with  the  exception  of  the  agreement  to  settle  the  propor- 
tion of  fuel  saved  by  an  experiment,  which  had  been  made,  and 
resulted  in  the  saving,  by  the  use  of  the  cut-off,  of  three-fourths  of 
the  fuel  as  used  by  the  old  throttle  valve.  The  jury,  therefore, 
might  have  found  in  favor  of  the  plaintiffs  on  the  contract  as  set 
forth  in  the  fourth  count,  even  if  they  disbelieved  the  proof  of  the 
agreement  as  to  the  mode  of  settling  the  proportion  of  fuel  saved. 
Many  of  the  jurors  called  and  examined  speak  of  a  contract  between 
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the  parties  in  reRpect  to  tbe  use  of  the  Sickles  cut-off,  but  00  indefi- 
nitely it  is  imi)088ible  to  determine  whether  the  testimony  related 
to  the  one  set  out  in  first  or  fourth  counts,  and  no  attempt  was 
made  to  distinguish  between  the  one  or  the  other  on  the  trial. 

As  we  understand  the  rule  in  respect  to  the  conclusiveness  of  the 
verdict  and  judgment  in  a  former  trial  between  the  same  parties, 
when  the  judgment  is  used  in  pleading  as  a  technical  estoppel,  or 
is  relied  on  by  way  of  evidence  as  conclusive,  per  «e,  it  must  appear^ 
by  the  record  of  the  prior  suit,  that  the  particular  controversy 
sought  to  be  concluded  was  necessarily  tried  and  determined  -^-that 
is,  if  the  record  of  the  former  trial  shows  that  the  verdict  could  not 
have  been  rendered  without  deciding  the  particular  matter,  \t  will 
be  considered  as  having  settled  that  matter  as  to  all  future  actions 
between  the  parties ;  and  further,  in  cases  where  the  record  itself 
does  not  show  that  the  matter  was  necessarily  and  directly  found 
by  the  jury,  evidence  aliunde  consistent  with  the  record  may  be 
received  to  prove  the  fact;  but,  even  where  it  appears  from  the 
extrinsic  evidence  that  the  matter  was  properly  within  the  issue 
controverted  in  the  former  suit,  if  it  be  not  shown  that  the  verdict 
and  judgment  necessarily  involved  its  consideration  and  determin- 
ation, it  will  not  be  concluded.  Wood  v.  Jackson,  8  Wendell,  10, 
16,  31,  36;  Washington^  (fee,  Packet  Co.  v.  Sickles,  24  Howard, 
333,  343,  345 ;  Lawrence  v.  Hunt,  10  Wendell,  80 ;  Cowen  &  HilFs 
Notes  to  Phillips's  Evidence,  Part  2,  n.  121. 

In  view  of  this  doctrine,  it  is  quite  clear  that  the  record  of  the 
former  trial,  together  with  the  extrinsic  proofs,  failed  to  show  that 
the  qontract  in  controversy  in  the  present  suit  was  necessarily  de- 
termined in  the  former  in  behalf  of  the  plaintiffs.  We  agree,  if  the 
declaration  had  contained  but  the  first  count,  which  had  set  out  the 
contract  in  controversy  in  the  present  suit,  the  effect  of  the  judg- 
ment would  have  been  different.  The  verdict  of  the  jury,  then, 
could  not  have  taken  place  without  finding  the  existence  and  valid- 
ity of  the  contract.  But,  as  we  have  already  shown,  the  record  and 
evidence  on  the  former  trial  are  different,  and  tend  to  a  different 
conclusion. 

Some  of  the  jurors  in  a  former  trial  were  permitted  to  testify  as 
to  the  particular  ground  upon  which  they  found  the  verdict.  This 
testimony  was  not  objected  to,  and  therefore  is  not  available  as 
error  hese.  But  it  is  proper  to  say,  that  the  secret  deliberations  of 
the  jury,  or  grounds  of  their  proceedings  while  engaged  in  making 
up  their  verdict,  are  not  competent  or  admissible  evidence  of  the 
issues  or  finding.     The  jurors  oftentimes,  though  they  may  concur 
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in- the  result,  differ  as  to  the  grounds  or  reasons  upon  which  they 
arrive  at  it. 

The  evidence  should  he  confined  to  the  points  in  controversy  on 
the  former  trial,  to  the  testimony  given  by  the  parties,  and  to  the 
questions  submitted  to  the  jury  for  their  consideration,  and  then 
the  record  furnishes  the  only  proper  proof  of  the  verdict.  Wood  v. 
Jackson,  8  Wendell,  36;  Laiorence  v.  Sunt,  10  Id.,  85  ;  Hifchin 
V.  Campbdl,  2  Blackstone,  827 ;  Saunders  on  Pleading  and  Evi- 
dence, Pt.  I,  260. 

There  is  another  suggestion,  also,  it  may  be  proper  to  make, 
growing  out  of  the  rule,  now  very  general  both  in  the  Federal  and 
State  courts,  to  admit  the  record  of  a  former  trial  as  evidence  to 
conclude  a  party  from  agitating  the  same  matters  in  a  second  suit, 
and  that  is  where  the  extrinsic  proof  of  the  identity  of  the  cause  of 
action  is  such  that  the  court  must  submit  the  question  to  the  jury 
as  a  matter  of  fact ;  any  other  matters  in  defense  or  support  of  the 
action,  as  the  case  may  be,  should  be  admitted  on  the  trial,  under 
proper  instructions.  For,  if  the  jury  should  find  against  the  con- 
clusiveness of  the  former  trial,  then  this  additional  evidence  would 
not  only  be  material,  but  constitute  the  whole  of  the  proof  on 
which  the  cause  of  action  or  defense  must  rest.  If  the  extrinsic 
evidence  should  be  so  conclusive  that  the  court  could  properly  hold 
the  record  to  be  conclusive,  the  trial  would  of  course  be  at  an  end, 
so  far  as  t^e  matters  embraced  therein  were  identical  with  those 
in  controversy.  But,  if  not  so  conclusive,  and  the  question  must 
be  submitted  to  the  jury,  then  the  record  aud  evidence  in  respect 
to  the  former  trial  would  constitute  but  one  of  the  grounds  relied 
on  before  the  jury  in  support  of  the  cause  of  action,  or  in  defense, 
and  be  entirely  consistent  with  any  other  grounds  for  the  mainten- 
ance or  defense  of  the  suit  in  the  possession  of  the  parties.  This 
must  be  so,  for  the  reason  that  if  the  trial  should,  in  the  case  con- 
templated, be  confined  to  the  issue  growing  out  of  the  former  trial, 
and  the  jury  should  find  against  its  conclusiveness,  nothing  would 
be  determined.  The  former  trial,  therefore,  when  its  conclusive- 
ness must  be  submitted  to  the  jury,  can  be  regarded  only  as  a  pre- 
liminary question,  and  the  merits,  independently  of  this  question, 
should  be  heard  and  tried. 

As  the  case  must  go  down  for  another  trial,  and  as  the  validity 
of  the  contract  set  out  in  the  declaration  may  be  involved  in  that 
trial,  it  is  proper  that  we  should  express  our  opinion  upon  it,  if,  as 
it  was  offered  to  be  proved,  the  contract  was  not  in  writing,  but 
rested  in  parol. 

We  have  referred  particularly  to  the  contract  in  the  fore  part  of 
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this  opinioQ.  The  question  raised  is,  whether  or  not  it  is  within 
the  statute  of  frauds,  and  therefore  void.  The  law  in  this  District, 
it  is  admitted,  is  a  copy  of  the  English  statute  on  the  subject. 

The  patent  had  some  twelve  years  to  run  after  the  date  of  this 
contract,  which  was  in  June,  1844. 

The  words  of  the  statute  are:  ''That  no  suit  shall  be  brought 
to  charge  any  person  upon  any  agreement  that  was  not  to  b^  per- 
formed in  one  year,  unless  there  was  6ome  memorandum  or  note 
in  writing  of  the  agreement,"  &c.  Now,  the  substance  of  the 
contract  is,  that  the  defendants  are  to  pay  in  money  a  certain  pro- 
portion of  the  ascertained  value  of  the  fuel  saved  at  stated  inter- 
vals throughout  the  period  of  twelve  years,  if  the  boat  to  which  the 
cut-off  is  attached  should  last  so  long. 

The  statute  applies  to  contracts  not  wholly  to  be  performed 
within  the  year.  Boyddly,  Drummandy  11  East,  142;  Broadwdl 
V.  Getmatiy  2  Denio,  87. 

It  is  insisted,  however,  that  this  contract  is  not  within  it,  be- 
cause it  may,  by  the  happening  of  a  certain  event — the  loss  or 
destruction  of  the  boat — terminate  within  the  year.  The  answer 
is,  that  the  possibility  of  defeasance  does  not  make  it  the  less  a 
contract  not  to  be  performed  within  the  year. 

In  Birch  v.-  The  Earl  of  Liverpool,  9  Barnewall  and  Cresswell, 
392,  a  contract  for  hire  of  a  coach  for  five  years,  for  a  stipulated 
price  per  year,  was  held  to  be  within  the  statute,  although  determ- 
inable by  either  party  at  any  time  within  that  period. 

The  same  principle  was  again  held  in  Dobaon  and  Another  v. 
Espie,  2  Hurlstone  and  Norman,  81.  That  case  was  the  hiring  of 
a  traveler  for  more  than  a  year,  subject  to  a  determination  by  three 
months'  notice.  Pollock,  C.  B.,  in  delivering  his  opinion,  stated 
that  the  object  of  the  enactment  was  to  prevent  contracts  not  to  be 
performed  within  the  year  from  being  vouched  by  parol  evidence, 
when  at  a  future  period  any  question  might  arise  as  to  their  terms. 
No  doubt,  he  further  observes,  formerly  it  was  the  practice  to  con- 
strue not  only  penal  statutes,  but  statutes  which  interfered  with 
the  common  law,  as  strictly  as  possible;  but,  in  my  opinion,  that 
is  not  the  proper  course  of  proceeding.  Alderson,  B.,  observed: 
''The  very  circumstance  that  the  contract  exceeds  the  year,  brings 
it  within  the  statute.  If  it  were  not  so,  contracts  for  any  num- 
ber of  years  might  be  made  by  parol,  provided  they  contained  a 
defeasance,  which  might  come  into  operation  before  the  end  of  the 
first  year." 

We  might  refer  to  many  other  cases  arising  upon  this  statute. 
They  are  numerous,  and  not  always  consistent,  for  the  reason, 
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probably,  given  by  Pollock,  C.  B.,  that  the  courts  at  first  con- 
strued the  enactment  as  strictly  as  possible,  as  it  interfered  with 
the  common  law.  We  think  the  construction  given  in  the  cases 
referred  to  is  sound,  and  adopt  it.  The  result  is,  that  the  contract 
in  question  is  void,  not  being  in  writing.  It  is  a  contract  not  to 
be  performed  within  the  year,  subject  to  a  defeasance  by  the  hap- 
pening of  a  certain  event^  which  might  or  might  not  occur  within 
that  time.  All  the  mischiefs  which  the  statute  was  intended  to 
remedy  apply  with  full  force  to  it. 

Judgment  reversed,  the  cause  remitted,  and 

Vbnirb  db  novo. 

Mr.  Justice  Miller,  dissenting. 

I  dissent  from  the  opinion  of  the  court  just  delivered. 

The  points  in  the  case  before  us  for  review  are  whether  there 
was  such  a  contract  made  as  that  set  forth  in  the  first  count  of  the 
declaration,  and  if  so,  whether  it  was  valid. 

The  only  evidence  of  both  these  propositions  offered  by  plaintifib 
was  the  record  of  the  former  trial,  and  the  testimony  of  certain 
jurors  on  that  trial,  tending  to  show  that  their  verdict  was  based 
on  the  same  contract  which  is  described  in  the  first  count  of  the 
declaration  in  the  present  suit.  If  that  testimony  did  not  estab- 
lish both  these  propositions,  then  plaintiffs  failed  in  their  action^ 
for  they  offered  no  other  evidence  on  that  issue.  If  that  testiioony 
did  show  that  the  contract  on  which  the  verdict  in  the  former  suit 
was  rendered  was  the  one  set  up  in  the  first  count  of  the  present 
declaration,  then  the  record  established  both  the  making  of  that 
contract,  and  its  valid  character,  for  a  judgment  was  rendered  on 
that  verdict  which  is  still  in  full  force  and  unreversed.  If  the  tes- 
timony of  the  witnesses  tended  to  show  this  fact,  then  it  should  go 
to  the  jury,  for  its  sufficiency  to  establish  the  fact  was  for  them 
and  not  ibr  the  court.  No  charge  on  this  subject  was  asked  by 
defendants,  and  none  given  by  the  court  to  which  defendants  ex* 
cepted. 

The  main  exception  sustained  by  this  court  is  to  the  otffer  of  de- 
fendants to  prove  by  a  competent  witness  that  the  contract  proved 
in  the  former  trial  was  a  parol  contract. 

Did  this  testimony  have  any  tendency  to  disprove  that  of  the 
witnesses  of  plaintiffs  who  testified  as  to  the  contract  on  which  the 
former  verdict  was  founded  ?     I  am  not  able  to  see  it.  . 

The  witness  did  not  propose  to  swear  that  the  terms  of  the  con- 
tract proved  on  the  former  trial. differed  from  the. terms  of  the 
contract  counted  on  in  this  suit.     He  was  expected  to  state  that 
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the  only  coutract  proved  in  the  former  salt  was  a  parol  contract. 
None  of  the  witnesses  of  the  plaintiffs  said  it  was  other  than  a 
parol  contract.  It  was  not  pretended  that  the  contract  relied  on 
in  the  first  suit  was  a  written  contraet. 

It  is  said  that  if -the  contract  was  in  parol,  it  is  void  as  against 
the  statute  of  frauds,  and  that  question  could  not  be  concluded  by 
the  former  judgment. 

I  think  the  law  is  otherwise.  In  the  case  of  Smith  v.  Whiting^ 
11  Massachusetts,  445,  the  Supreme  Court  of  Massachusetts  says: 
''It  is  apparent  from  the  pleadings  that  this  very  demand  has 
been  once  tried  and  determined ;  and  although  the  court  may  have 
decided  wrong  in  rejecting  the  evidence  in  the  former  suit-,  yet  this 
is  not  the  way  to  remedy  the  misfortune.  Exceptions  might  have 
been  filed  to  the  opinions  of  the  jadge,  or  a  new  trial  had  upon  peti- 
tion. We  must  presume  that  this^  very  matter  has  been  tried,  and 
it  is  never  permitted  to  overrule  the  judgment  of  a  court  having 
jurisdiction  by  another  action."  To  the  same  effect  is  the  case  of 
Grant  v.  Button^  14  Johnson,  St?,  in  the  Supreme  Court  of  New 
York. 

If  the  law  be,  as  claimed,  that  there  can  be  no  estoppel  as  to 
matter  of  law,  but  only  as  to  matter  of  fact,  what  becomes  of  the 
estoppels  by  judgments  rendered  on  demurifer?  The  authorities  in 
favor  of  estoppels  in  this  class  of  cases  are  numerous.  The  case  of 
Goodrich  v.  The  City,  6  Wallace,  566,  decided  at  this  term,  is  di- 
rectly in  point.  There  the  judgment  of  the  State  court  of  Illinois 
on  demurrer,  in  a  former  suit  between  the  same  parties,  was  held 
a  bar,  although  it  was  intimated  that  if  it  had  been  an  openi  ques- 
tion, this  court  might  have  differed  withthe<  Illinois  court  in  the 
construction  of  the  law.'  All  decisions  on  demurrer  must  neces- 
sarily be  on  questions  of  law,  for  the  demurrer  admits  the  facts 
pleaded  and  only  raises  th«  questions  of  law  which'  grow  out  of 
those  facts.  If  the  principle  contended  for  were  true,  there  oould 
be  no  estoppel  by  demurrer. 

If,  then,  the  jury  were  satisfied  from  the  record  in  the  former 
case,  and  from  the  testimony  of  the  witnesses,  that  the  terms  of 
the  contract  on  which  that  verdict  was  founded  were  the  same  as 
the  special  contract  set  out  in  the  present  suit,  then  the  verdict 
and  judgment  in  that  case  established  the  existence  and  validity  of 
that  contract  for  the  purposes  of  this  suit,  aad  whenever  it  may  be 
called  in  question  between  the  same  parties  in  relation  to  the  same 
transaction.  And  the  testimony  offered,  if  admitted^  would  have 
had  no  tendency  to  disprove  either  of  those  propositions,  but  only 
to  show  thai  the  court  erred  in  its  judgment  ia  the  firat  suit; 
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Again,  if  I  understand  the  opinion  aright,  it  is  said  that  it  must 
be  made  to  appear  from  the  record  of  the  former  suit,  and  the 
testimony  of  the  witnesses,  that  the  former  verdict  was  necessarily 
founded  on  the  contract  set  out  in  this  suit.  It  seems  to  me  that 
when  this  case  was  last  here  before,  (as  reported  in  24  Howard,) 
the  court  then  stated  the  proposition  much  short  of  this.  For  the 
opinion,  after  alluding  to  the  indefinite  character  of  the  pleadings 
in  many  actions^  says:  ^'It  was  consequently  decided  that  it  was 
not  necessary  as  between  parties  and  privies  that  the  record  should 
show  the  question  upon  which  the  right  of  the  plaintiff  to  recover, 
or  the  validity  of  the  defense  depended,  for  it  to  operate  conclu- 
sively ;  but  only  that  the  same  matter  in  controversy  might  have 
been  litigated,  and  that  extrinsic  evidence  would  be  admitted  to 
prove  that  the  particular  question  was  material,  and  was  in  fact 
contested,  and  that  it  was  referred  to  the  decision  of  the  jury." 
The  rule,  as  I  understand  it,  is  that  to  render  such  former  judg- 
ment  conclusive  it  is  only  necessary  to  show  that  the  same  matter 
might  have  been  decided,  and  actually  was  decided. 

Again,  it  is  said  in  the  opinion  that  the  testimony  of  the  jurors 
in  the  former  trial  was  incompetent  to  disclose  the  grounds  of  their 
decision  in  the  former  case.  I  think  the  rule  in  those  courts  where 
it  is  adopted  at  all,  and  it  is  rejected  wholly  in  many,  is  that  a 
juror  cannot  be  permitted  to  impeach  his  verdict,  but  that  he  is 
never  refused  to  sustain  it.  And  this  only  applies  to  proceedings 
to  set  aside  that  verdict,  and  not  to  cases  where  the  question  of 
what  was  actually  decided  may  arise  in  another  proceeding. 

On  the  whole,  I  am  of  opinion  that  there  was  but  one  question 
in  the  case^  and  that  was  whether  the  former  verdict  and  judg- 
ment were  based  on  the  same  contract  counted  on  in  the  present 
suit,  and  that  the  evidence  which  went  to  the  jury  had  a  tendency 
to  establish  that  fact,  and  the  evidence  rejected  by  the  court  had 
no  tendency  to  disprove  it. 


RuBBBB  Company  v.  Goodybab. 

(6  Wallace,  163.) 

1.  ThoQgh  a  decree  have  been  entered  *'  cm  "  of  a  prior  date — the  date  of  an  order  set- 

tling apparently  the  terms  of  a  decree  to  be  entered  thereafter — the  rights  of  the 
parties  in  respect  to  an  appeal  are  determined  by  the  date  of  the  actual  entry,  or 
of  the  signing  and  filing  of  the  final  decree. 

2.  The  question  of  sufficiency  of  an  appeal  bond  is  to  be  determined  in  the  first  instance 

by  the  judge  who  signs  the  citation ;  but  after  the  allowance  of  the  appeal  it  be- 
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comes  cognizable  here.  It  is  not  required  that  the  security  be  in  any  fixed  propor- 
tion to  the  amount  of  the  decree;  bul  only  that  it  be  aafficient.  Where  a  decree 
had  been  for  a  Urge  aom,  ($310,752,)  secarity  in  less  than  double  the  amount  wab 
accepted  by  this  court,  and  the  appellants  allowed  to  withdraw  a  bond  given  in. 
such  double  sum. 

Appbal  from  the  Circuit  Court  for  the  District  of  Rhode  Island. 
On  motions. 

Two  motions  were  made  in  this  cause.  The  first  by  the  appel- 
lees, to  dismiss  the  appeal,  the  other  by  the  appellants  to  reduce 
the  amount  of  the  bond  given  on  appeal.  This  had  been  required 
in  double  the  amount  of  the  decree;  one  for  $310,752.72. 

The  first  motion  was  founded  on  the  allegation  that  the  final 
decree  of  the  Circuit  Court  was  entered  on  the  28th  of  November, 
1866,  while  the  appeal  was  taken  to  the  December  Term,  1867,  of 
this  court.  And  if  the  decree  was,  in  fact,  entered  on  the  day  al- 
leged, it  was  obvious  that  the  appeal  should  have  been  taken  to 
the  next  terra  of  this  court,  which  commenced  on  the  first  Monday 
— that  is  to  say,  on  the  3d  day  of  December,  1866,  and  that  the 
appeal  actually  taken  would  have  to  be  dismissed  as  not  authorized 
by  law. 

The  important  question  then  was,  on  what  day  the  decree  of  the 
Circuit  Court  was  actually  made. 

It  appeared  from  the  return  of  the  clerk  of  that  court  to  a  certio- 
rari issued  from  this  court,  that  on  the  28/A  day  of  November^  1866, 
the  following  order  was  entered  on  the  minute  book: 

**1.  In  the  cause  in  equity,  Goodyear ^  Executor^  et  al.  v.  Provi- 
dence Bubber  Company,  Ordered,  That  the  exceptions  of  the 
complainants  to  the  master's  report  be,  and  the  same  are  hereby, 
overruled. 

^'2.  That  the  several  exceptions  of  the  respondents  to  the  mas- 
ter's report  be,  and  the  same  are  hereby,  overruled. 

^^3.  That  the  report  of  the  master  in  the  case  be,  and  the  same 
is  hereby  confirmed. 

*'4.  That  the  profits  made  by  the  respondents,  in  violation  of 
the  rights  of  the  complainants,  under  the  patents  in  this  case,  are 
the  sum  of  $310,757.72. 

'*5.  That  the  complainants  do  recover  of  the  respondents  in  this 
case  the  sum  of  $310,757.72  and  costs,  taxed  at . 

'^Respondents  enter  an  appeal  in  open  court.  If  appeal  is  to 
act  as  a  supersedeas,  a  bond  is  to  be  filed  in  ten  days  in  double  the 
amount  of  the  judgment.  If  not,  execution  to  issue  for  judgment 
and  costs,  and  a  bond  for  costs  on  appeal  to  be  filed  in  the  sum  of 
$500. 
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"The  district  judge  to  decide  upon  the  sufficiency  of  the  sure- 
ties." 

Afterwards,  on  the  5th  of  December ,  1866,  ttvo  days  after  the  com- 
mencement of  the  December  Term  of  this  court,  a  final  decree  was 
filed  and  entered  as  follows: 

''Final  decree.  November  Term,  1866.  This  cause  came  on  to 
be  heard  at  this  term,  upon  ^exceptions  to  4;he  final  report  made 
therein  by  Charles  Hart,  Esq.,  one  of  the  masters  of  this  court, 

bearing  date  ,  and  was  argued  by  counsel,  and  thereupon, 

upon  consideration  thereof,  it  is  ordered,  adjudged,  and  decreed  as 
follows." 

Then  followed  three  clauses  identical  with  the  first  three  of  the 
previous  order  ;  and  the  two  concluding  clauses  in  these  words : 

''Fourth.  That  the  profits  made  by  the  respondents  in  violation 
of  the  rights  of  the  complainants  under  the  letters  patent  number 
1084,  granted  to  Charles  Goodyear,  June  15,  1844,  reissued  De- 
cember 25,  1849,  extended  June  14,  1858,  and  again  reissued  to 
Charles  Goodyear,  Jr.,  executor,  November  20,  1860,  in  this  case, 
are  the  sum  of  three  hundred  and  ten  thousand  seven  hundred  and 
fifty-seven  dollars  and  seventy-two  cents. 

"Fifth.  That  the  complainants  do  recover  of  the  respondents, 
the  Providence  Rubber  Company,  in  this  case,  the  sum  of  three 
hundred  and  ten  thousand  seven  hundred  and  fifty-seven  dollars 
and  seventy-two  cents,  and  costs,  taxed  at  seven  thousand  four 
hundred  and  twenty-nine  dollars  and  ninety-one  cents." 

This  decree  was  "entered  as  of  November  28,  1866,"  and  signed 
"J.  R.  Bullock,  district  judge." 

Messrs,  Curtis^  Adcerman,  and  C,  8.  Bradley,  in  support  of  the 
first  motion;*  Messrs,  Gushing,  Payne,  and  Parsons,  in  support  of 
the  second,^  and  vice  versa,  contra. 

The  Chief  Justice  delivered  the  opinion  of  the  court. 

The  final  decree,  filed  and  ent«ned  on  the  5th  of  December,  1866^ 
it  will  be  seen,  is  for  the  most  part  in  the  very  language  of  the 
order;  but  ufies  the  introductory  words  appropriate  to  a  decree, 
and  describes  particularly  the  patents  in  controversy,  and  ascer- 
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*  Citing  on  the  first  motion,  Cmta-o  v.  United  Statea,  3  Wallace,  .49 ;  Tke  Steamer 
Virginia  v.  West,  19  Howard,  182;  Mesa.y,  UniUd  StaUs,  2  Black,  721.  On  the 
second,  Stafford  v.  Union  Bank,  16  Howard,  135. 

tilting  on  the  first  motion,  Seymour  v.  Freer,  6  Wallace,  822;  Sihby  v.  Foote,  20 
Howard,  290.    On  the  second,  Black  v.  Zacharie,  3  Howard,  483. 
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taiDB  the  amount  of  costs  taxed.  It  omits  the  explanatory  direc- 
tions of  the  order  as  to  the  bond  to  be  given  on  appeal ;  but  the 
entry  of  the  decree  is  followed  immediately  by  another  entry  stat- 
ing that  an  appeal  was  prayed  for  by  respondents  in  open  court, 
and  was  allowed,  upon  filing  a  bond  within  ten  days  with  sureties 
to  the  satisiaction  of  the  district  judge. 

Upon  these  facts  we  cannot  doubt  that  the  entry  of  the  28th  of 
November  was  intended  as  an  order  settling  the  terms  of  the  de- 
cree to  be  entered  thereafter ;  and  that  the  entry  made  on  the  6th 
of  December  was  regarded  both  by  the  court  and  the  counsel  as  the 
final  decree  in  the  cause. 

We  do  not  question  that  the  first  entry  had  all  the  essential  ele- 
ments of  a  final  decree,  and  if  it  had  been  followed  by  no  other 
action  of  the  court,  might  very  properly  have  been  treated  as  such. 
But  we  must  be  governed  by  the  obvious  intent  of  the  Circuit 
Court,  apparent  on  the  face  of  the  proceedings.  We  must  hold, 
therefore,  the  decree  of  the  5th  of  December  to  be  the  final  decree. 

It  appears  to  have  been  entered  **as  of  the  28th  of  November." 
But  this  circumstance  did  not  afiect  the  rights  of  parties  in  respect 
to  appeal.  Those  rights  are  determined  by  the  date  of  the  actual 
entry,  or  of  the  signing  and  filing  of  the  final  decree.  That  test 
ascertains,  for  the  purpose  of  appeal,  the  time  of  rendering  the 
decree,  as  the  5th  of  December,  1866.  The  appeal  in  this  case, 
therefore,  was  rightly  taken  to  the  present  term. 

The  motion  to  dismiss  must  therefore  be  denied 

We  have  also  considered  the  motion  of  appellants  for  the  reduc- 
tion of  the  amount  of  the  bond  for  supersedeas. 

In  equity  cases  the  appellate  jurisdiction  of  this  court  attaches 
upon  the  allowance  of  the  appeal.  In  order  to  make  the  appeal 
operate  as  a  supersedeasy  it  is  necessary  for  the  appellant  to  give 
good  and  sufficient  security  for  the  prosecution  of  the  appeal,  and 
for  all  costs  and  damages  that  may  be  adjudged  against  him. 
This  security  is  usually  given  by  bond,  with  one  or  more  sureties, 
and  the  twenty-second  section  of  the  judiciary  act  requires  that  it 
be  taken  by  the  judge  who  signs  the  citation  on  appeal.  It  is  not 
required  that  the  security  shall  be  in  any  fixed  proportion  to  the 
decree.  What  is  necessary  is,  that  it  be  sufficient,  and  when  it  is 
desired  to  make  the  appeal  a  supersedeas,  that  it  be  given  within 
ten  days  from  the  rendering  of  the  decrc^e.  The  question  of  suffi- 
ciency must  be  determined  in  the  first  instance  by  the  judge  who 
signs  the  citation,  but  after  the  allowance  of  the  appeal,  this  ques- 
tion, 8fi  yre\\  as  every  other  in  the  cause,  becomes  cognizable  here. 
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It  is,  therefore,  matter  of  discretion  with  this  court  to  increase  or 
diminish  the  amount  of  the  bond,  and  to  require  additional  sureties 
or  otherwise  as  justice  may  require. 

In  this  case  the  decree  was  for  $310,757.72  damages,  and  $7,- 
429.91  costs;  and,  following  a  usual  practice,  the  judge  required  a 
bond  in  double  the  amount  of  the  decree.  We  are  satisfied  that  a 
bond  in  a  much  less  amount  will  be  entirely  sufiicient,  and  inas- 
much as  it  appears  that  security  in  part,  for  the  amount  they 
might  be  decreed  to  pay,  had  been  given  by  the  present  appellants 
beibre  the  bond  on  appeal  was  required,  by  a  deposit  of  bonds  of 
the  United  States,  and  other  private  bonds,  amounting  in  all  to  a 
sum  not  less  than  $200,000,  we  will  order  that  the  appellants  have 
leave  to  withdraw  the  appeal  bond  now  on  file  upon  filidg  a  bond 
in  lieu  thereof  in  the  sum  of  $225,000,  with  good  and  sufficient 
sureties,  to  the  satisfaction  of  the  clerk  of  this  court. 

First  motion  denied  ;  second  one  granted. 


Jacobs  v.  Baker. 

(7  Wallace,  295.) 

1.  Semhle  that  an  improvement  in  the  plan  of  coDstnicting  a  jail  is  not  a  sahject  of 

patent  within  the  Patent  Acts  of  1836  or  1842. 

2.  Jacobs  was  not  the  first  inventor  of  the  improvements  patented  to  him  in  1859  and 

1860,  for  improvements  in  the  construction  of  jails. 

Jacobs  filed  a  bill  in  the  Circuit  Court  for  Southern  Ohio  against 
Baker,  seeking  relief  for  the  infringement  of  four  separate  patents, 
which  had  been  granted  to  hira,  Jacobs,  for  improvements  in  the 
construction  of  prisons.     The  bill  sets  forth  the  different  patents. 

The  first,  dated  January  7th,  1859,  was  for  an  improvement  in 
the  construction  of  prisons,  which  the  complainant  set  forth  in  his 
specification  with  very  numerous  plates  and  designs.  The  claim 
concluded  thus:  ''What  I  claim  as  my  invention,  and  desire  to 
secure  by  letters  patent,  is  a  secret  passage,  or  guard  chamber, 
around  the  outside  of  an  iron-plate  jail,  and  between  said  jail  and 
a  surrounding  inclosure,  constructed  and  arranged,  substantially 
as  described,  for  the  purpose  set  forth."  [The  purpose  was  to 
allow  the  keeper  to  oversee  and  overhear  the  prisoners,  without 
their  being  conscious  of  his  presence.] 

The  next  patent  was  dated  20th  December,  1859,  and  purported 
to  be  for  an  ''improvement  in  iron-plate  jails."  The  claim  was 
for  ''  the  improved  iron  walls  for  the  same,  consisting  of  the  fol- 
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lowing  parts,  arranged  and  united  as  set  forth,  to  .wit :  the  entire 
wall  plates  (A)  having  their  edges  closely  ahntting,  the  joint 
plates  (e)  united  to  and  uniting  the  plate  A,  by  rivets  (i),  which 
have  their  riveted  ends  inwards,  and  countersunk  to  the  depth  of 
the  thickness  of  the  plate  A,  in  the  manner  and  for  the  purposes 
herein  set  forth."  This  specification  was  also  accompanied  by 
numerous  plates. 

The  third  patent,  dated  21st  February,  1860,  was  for  an  ^^  im* 
provement  in  joining  plates  of  metal,"  and  was  stated  to  be  spe- 
cially applicable  to  prisons.  The  claim  was  for  ''  the  construction 
of  the  joint,  made  by  means  of  the  closely  abutting  plates  (A  A), 
and  the  flat  and  semi-cylindrical  plates  B  B,  and  rivets  (c),  sub- 
stantially in  the  manner  and  for  the  purpose  set  forth."  This, 
too,  had  numerous  drawings. 

The  fourth  patent,  dated  24th  July,  1860,  was  for  an  "improve- 
ment in  iron  prisons."  The  claim  was  for  **  constructing  and  ar- 
ranging plate-iron  cells  in  jails,  separately  from  each  other,  with 
vertical  spaces  (e),  between  the  cells,  upon  the  same  level,  and 
horizontal  spaces,  between  cells,  arranged  one  above  another,  sub- 
stantially as  and  for  the  purpose  described."  This  was  also  pro- 
fusely illustrated  by  drawings. 

The  bill,  which  averred  that  the  complainant  was  the  original 
and  first  inventor  of  all  these  improvements,  and  that  the  defend- 
ant was  an  infringer  of  his  patents,  asked  that  the  defendant 
might  answer  the  bill  under  oath,  and  be  compelled  to  state  how 
extensively  and  where  he  had  sold  the  improvements  patented, 
and  to  describe  his  modes  of  construction,  &c. 

The  defendant  did  answer  on  oath,  denying  that  the  improve- 
ments were  original  with  the  complainant  or  new,  but  averring 
that  they  had  been  long  in  use,  and  setting  out  various  jails  in 
difierent  parts  of  the  country  where  they  had  been  used  in  1855, 
1857,  1858,  &c.,  all  before  the  date  of  the  patents  relied  on. 

A  large  amount  of  testimony  was  taken  on  both  sides,  upon 
which  the  court  below,  considering  that  the  defendant  had  estab- 
lished his  case,  dismissed  the  bill  with  costs.  The  case  was  now 
here  on  an  appeal  by  the  patentee. 

Mr,  Fisher,  for  the  appellant,  assuming  that  the  matters  era- 
braced  by  the  patents  were  the  proper  subjects  of  patents  within 
the  patent  acts,  went  into  an  elaborate  examination  of  the  testi- 
mony to  show  that  the  inventions  were  original  with  the  patentee. 


No  opposing  counsel. 
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Mr.  Justjce  (trier  delivered  the  opiQion  of  the  court. 

The  Patent  Act  of  1836,  §  6,  (5  Stat,  at  Large,  119,)  enumerated 
the  discoveries  or  inventions  for  which  patents  shall  be  issued,  and 
describes  them  as  '^any  new  and  useful  art,  machine,  manufacture, 
or  composition  of  matter." 

We  have  been  at  some  loss  to  discover  under  which  category  to 
class  the  four  patents  which  are  the  subjects  of  this  bill.  The 
complainant  alleges  that  he  has  invented  a  new  and  useful  im- 
provement in  the  construction  of  jails.  Now  a  jail  can  hardly 
come  under  the  denomination  of  a  ''  machine  ; "  nor,  though  made 
by  hands,  can  it  well  be  classed  with  '*  manufactures ; "  nor,  al- 
though compounded  of  matter,  can  it  be  termed  a  ^^composition  of 
matter,"  in  the  meaning  of  the  patent  act.  '*  But  if  the  subject- 
matter  be  neither  a  machine  or  a  manufacture,  nor  a  composition 
of  matter,  then,"  says  an  author  on  the  subject  of  patents,  (Curtis 
on  Paten tS)  91,)  it  must  be  an  art,  for  there  can  be  no  valid  patent 
exoept  it  be  for  a  ihing  made,  or  for  the  art  or  process  of  making  a 
thing."  Now,  without  attempting  to  define  the  term  ''art"  with 
logical  accuracy^  we  take  as  examples  of  it,  some  things  which,  in 
their  concrete  form,  exhibit  what  we  all  concede  to  come  within  a 
correct  definition,  such  as  the  art  of  printing,  that  of  telegraphy, 
or  thai  of  photography.  The  art  of  tanning  leather  might  also 
come  within  the  category,  because  it  requires  various  processes  and 
manipulations.  The  difficulty  still  exists,  however,  under  which 
category  of  the  patent  act  an  improvement  in  the  construction  of 
jails  is  to  be  classed,  or  whether  under  any. 

The  Patent  Act  of  1842,  §  3,  (5  Stat,  at  Large,  644,)  gives  a  copy- 
right for  ''new  and  original  designs  for  manufacture,  whether  of 
metal  or  other  material,  for  bust,  statue,  &c.,  or  any  new  and 
original  shape  or  configuration  of  any  article  of  manufacture,  to  any 
inventor  who  shall  desire  to  obtain  an  exclusive  property,  to  make, 
use,  and  vend  the  same,  or  copies  of  the  same." 

Now,  although  the  complainant  might  contend  (as  one  would 
suppose  from  th«  immense  number  of  plans,  designs,  and  drawings 
with  which  the  record  in  the  case  has  been  incumbered)  that  his 
patent  could  be  supported  under  this  act,  yet  still  the  difficulty  re- 
mains whether  the  erection  of  a  jail  can  be  treated  as  the  infringe- 
ment of  a  copyright. 

But  waiving  all  these  difficulties  as  hypercritical,  and  assuming 
the  correctness  of  the  positions  taken,  that  whatever  is  neither  a 
machine,  nor  a  manufacture,  nor  a  composition  of  matter,  must 
(ex  necessitate)  be  ''an  art;  "  that  a  jail  is  a  thing  "made;"  and 
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that  the  patent  is  for  the  '^process  of  making  it/'  let  us  examine 
the  case  as  presented  by  the  bill  and  answer. 

The  bill  relies  upon  four  several  patents  which  it  sets  forth. 
They  are  dated  January  7th  and  20th  December,  1859  ;  21st  Feb- 
ruary and  24th  July,  1860.  Jt  would  seem  from  the  quick  suc- 
cession of  these  patents  and  before  the  plans  for  building  jails 
which  they  severally  suggested  could  well  be  put  practically  into 
operation,  and  before  any  inquiry  was  made  as  to  how  other  persons 
constructed  jails,  that  as  a  new  idea  came  into  the  complainant's 
mind,  he  immediately  proceeded  to  the  Patent  Office  to  get  it 
patented. 

It  is  not  necessary  to  the  decision  of  this  case  to  examine  whether 
all  or  any  of  the  suggestions  made  by  the  complainant  were  proper 
subjects  of  patent.  The  bill  presents  a  number  of  interrogatories 
to  the  defendant  and  requires  him  to  answer  them  under  oath.  The 
answer  of  the  defendant  denies  that  the  complainant  was  the  origi- 
nal and  first  inventor  of  the  several  inventions  claimed,  or  any  of 
them,  and  avers  that  the  devices  described  in  the  complainant's 
patents  were  well  known,  and  in  use  prior  to  the  pretended  inven- 
tion of  them  by  the  complainant.  And  it  enumerates  many  per- 
sons who  had  used  devices  before  the  complainant.  The  record 
presents  no  question  of  law  as  to  the  construction  of  these  patents. 
The  only  issues  were  of  fact.  It  would  be  a  tedious  as  well  as  an 
unprofitable  task  to  attempt  to  vindicate  the  correctness  of  our  de- 
cision of  this  case  by  quoting  the  testimony  and  examining  the 
volume  of  plates  annexed  to  it.  The  decision  could  never  be  a 
precedent  in  any  other  case.  It  is  enough  to  say  that  we  see  no 
reason  to  doubt  the  correctness  of  the  decision  of  the  Circuit  Court 
on  the  issues  made,  or  the  pleadings. 

Dbcree  affirmed. 


Tylbr  v.  Boston. 

(7  Wallace,  327.) 

1.  Wheu  Jk  patout  is  claimed  for  a  discovery  of  a  new  substance  by  means  of  cbemical 

combinations  of  known  materials,  it  should  state  the  component  parts  of  the  new 
manufactare  claimed,  with  clearness  and  precision,  and  not  leave  the  person 
attempting  to  use  the  discovery  to  find  it  out  by  "  experiment." 

2.  The  doctrine  of  equivalents  as  applied  to  chemical  inventions  explained,  and  the 

distinction  between  mechanical  inventions  and  chemical  discoveries,  where  experi- 
ment is  required  to  ascertain  the  effect  of  chemical  substances,  pointed  out. 

3.  Whether  one  compound  of  given  proportions  is  substantially  the  same  as  another 

compound  varying  the  proportions,  is  a  question  for  the  jury. 
12 
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Ttlbr  brought  suit,  in  the  Circuit  Court  for  Massachusetts, 
against  the  city  of  Boston,  for  infringement  of  a  patent ;  the  case 
being  this : 

The  plaintiff  professed  to  have  discovered  a  new  compound  sub- 
stance, being  a  combination  of  fusil  oil  with  the  mineral  and  earthy 
oils,  which  compound  constitutes  a  burning  fluid,  "  by  which 
term,"  he  says,  **  I  mean  a  liquid  which  will  burn  for  the  purpose 
of  illumination,  without  material  smoke,  in  a  lamp  with  a  small 
solid  wick,  and  without  a  chimney." 

The  claim  of  his  patent  which  the  defendant  was  charged  with 
infringing  was  ''the  compound  produced  by  the  combination  of  the 
mineral  or  earthy  oils  with  fusil  oil,  in  the  manner  and  for  the 
purpose  substantially  as  herein  set  forth  ;  said  compound  consti- 
tuting a  new  manufacture." 

The  component  parts  of  this  new  manufacture  were  described  as 
*'by  measure  crude  fusil  oil  one  part,  kerosene  one  part,"  This 
combination,  the  patent  stated,  might  be  varied  by  the  substitution 
of  naphtha  or  crude  petroleum  in  place  of  kerosene,  or  a  part  of  the 
kerosene  by  an  equal  quantity  of  naphtha  or  crude  petroleum ;  '^the 
exact  quantity  of  fusil  oil  which  is  necessary  to  produce  the  most 
desirable  compound  must  be  determined  by  eocperiment/' 

The  defendants  used  a  burning  fluid  composed  of  naphtha  sev- 
enty-two and  fusil  oil  twenty-eight  parts ;  and  experts,  chemists, 
proved  that  seventy-two  parts  in  bulk  of  naphtha  was  the  sybstan-- 
Hal  equivalent  of  twenty-eight  parts  of  kerosene. 

The  court  below  charged  the  jury,  '*  that  the  patentee,  in  sug- 
gesting that  naphtha  might  be  substituted  for  kerosene,  intended 
to  describe  the  same  proportion  in  the  combination,"  and  that  the 
jury  should  understand  the  construction  of  the  suggested  substitu- 
tion, to  wit,  naphtha  for  kerosene,  as  contemplating  the  same  pro- 
portion of  the  two  ingredients — that  is,  one  and  one,  or  fifty  per 
cent,  of  one,  and  fifty  per  cent,  of  the  other." 

It  charged  further,  that  *^  whether  one  compound  of  given  pro- 
portions is  substantially  the  same  as  another  compound  varying  in 
the  proportions — whether  they  are  substantially  the  same  or  sub- 
stantially different — is  a  question  of  fact,  and  for  the  jury." 

Under  this  charge  the  jury  found  for  the  defendant ;  and  the 
case  was  now  here  on  error. 

Mr,  Maynadier,  for  the  plaintiff  in  error,  contended,  that  the 
construction  given  by  the  court  to  the  patent  was  erroneous,  and 
that  in  view  of  the  evidence  as  to  the  true  relations  and  charactoru 
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of  the  various  oils,  the  claim  should  be  construed  to  cover  not  only 
a  compound  composed  of  the  particular  ingredients  in  the  propor- 
tionate bulks  especially  named  in  the  specification,  (that  is  to  say, 
crude  fusil  oil,  one  part  by  measure^  and  kerosene  q/*  <Ae  grade  there 
described^  one  part  by  measure,)  and  all  other  compounds  com- 
posed of  these  ingredients  in  substantially  the  same  proportionate 
bulks;  but,  in  addition,  all  other  compounds  whose  ingredients 
are  any  of  the  earthy  or  mineral  oils,  and  any  of  the  fusil  oils, 
provided  the  quantity  by  measure  of  the  mineral  oil  or  oils  used 
were  ascertained  to  be  substantially  equal  in  character^  or  equiva- 
lent to  the  prescribed  proportion  of  the  prescribed  grade  of  kero- 
sene ;  and  the  quantity  by  measure  of  the  fusil  oil  used  were  in 
like  measure  ascertained  to  be  equal  to  the  prescribed  proportion 
of  the  prescribed  crude  fusil  oil. 

The  whole  spirit  of  the  patent,  in  view  of  the  perfectly  well- 
known  relations  of  naphtha  and  kerosene,  and  of  refined  and 
crude  fusil  oil,  warrants  the  construction  contended  for,  and  there 
is  nothing  in  the  letter  which  militates  against  it,  unless  the  state- 
ment that  **a  part  of  the  kerosene  may  be  replaced  by  an  equal 
quantity  of  naphtha  or  crude  petroleum"  be  construed  to  mean  an 
equal  quantity  in  bulk,  which  would  make  the  statement  false,  and 
one  that  all  persons  skilled  in  the  art  would  know  to  be  false; 
while  if  ''equal*'  be  construed  to  mean  ''equal  in  character,"  or 
"equivalent,"  the  statement  is  true,  and  in  harmony  with  the  rest 
of  the  spec.fication,  and  with  the  chemical  facts  of  the  case. 

Mr.  Bobby  cardra : 

The  instruction  given  was  correct.  The  language  used  by  the 
patentee  in  describing  his  invention  and  the  manner  of  compound- 
ing the  same,  is  "full,  clear,  and  exact,"  in  view  of  that  construc- 
tion adopted  by  the  court  below.  To  give  \%  the  construction 
contended  for  by  the  plaintiff,  the  obvious  import  of  the  terms 
used  must  be  disregarded,  and  the  same  word  must  be  taken  in 
difierent  senses,  in  the  same  sentence;  that  is,  the  word  "quan- 
tity," when  used  in  reference  to  fusil  oil,  alcohol,  or  kerosene, 
means  measure;  but  when  used  in  reference  to  naphtha  or  petro- 
leum, it  must  be  taken  to  mean  weight. 

Mr.  Justice  Grier  delivered  the  opinion  of  the  court. 

The  patent  states  that  "the  exact  quantity  of  fusil  oil  which  is 
necessary  tp  produce  the  most  desirable  compound  must  be  determ- 
ined by  cxperimenJty 

Now,  a  machine  which  consists  of  a  combination  of  devices  is 
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the  subject  of  invention,  and  its  effects  may  be  calculated  a  pricriy 
while  a  discovery  of  a  new  substance  by  means  of  chemical  combi- 
nations of  known  materials  is  empirical  and  discovered  by  experi- 
ment. Where  a  jiatent  is  claimed  for  such  a  discovery,  it  should 
state  the  component  parts  of  the  new  manufacture  claimed  with 
clearness  and  precision,  and  not  leave  the  person  attempting  to  use 
the  discovery  to  find  it  out  '*by  experiment.*'  The  law  requires 
the  applicant  for  a  patent  right  to  deliver  a  written  description  of 
the  manner  and  process  of  making  and  compounding  his  new-dis- 
covered compound.  The  art  is  new  ;  and  therefore  persons  cannot 
be  pre8ume<l  to  be  skilled  in  it,  or  to  anticipate  the  result  of  chem- 
ical combinations  of  elements  not  in  daily  use. 

The  defendants  used  a  burning-fluid  composed  of  naphtha  sev- 
enty-two and  fusil  oil  twenty-eight  parts;  and  expert  chemists 
proved  that  seventy-two  parts  in  bulk  of  naphtha  was  the  substan- 
tied  equivalent  of  twenty-eight  parts  of  kerosene. 

This  term  '^equivalent,"  when  speaking  of  machines,  has  a  cer- 
tain definite  meaning;  but  when  used  with  regard  to  the  chemical 
action  of  such  fluids  as  can  be  discovered  only  by  experiment,  it 
only  means  equally  good.  But  while  the  specification  of  the  patent 
suggests  the  substitution  of  naphtha  for  crude  petroleum,  it  pre- 
scribes no  other  proportion  than  that  of  equal  parts  by  measure. 
The  explanation  that  the  '^kerosene  must  be  replaced  by  an  equal 
quantity  of  naphtha"  does  not  alter  the  case. 

The  charge  which  the  court  gave  is  a  clear  and  intelligible  state- 
ment of  the  principles  of  law  which  should  govern  the  jury  in 
making  up  their  verdict.  It  said  properly,  that  '*  whether  one 
compound  of  given  proportions  is  substantially  the  same  as  another 
compound  varying  in  the  proportions — whether  they  are  substan- 
tially the  same  or  substantially  different — is  a  question  of  fact  and 
for  the  jury." 

If  the  jury  in  finding  for  the  defendants  have  erred,  the  remedy 
is  not  in  this  court. 

Judgment  affiraikd. 


Moore  v.  Marsh. 

(7  Wallace,  515.) 

Under  the  fourteenth  section  of  the  Patent  Act  of  1830.  enacting  tliat  damages  may  be 
recovered  by  action  on  the  case,  to  be  brought  in  the  name  of  the  person  "inter- 
ested," the  original  owner  of  the  patt  nt,  who  has  afterwards  sold  his  right,  may 
recover  for  an  infringement  committed  daring  the  time  that  he  wiis  owner.    The 
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word  "  interested,"  means  interested  in  the  patent  at  the  timo  when  the  infringe- 
ment was  committed. 

Error  to  the  Circuit  Court  for  the  Western  District  of  Pennsyl- 
vania. 

The  eleventh  section  of  the  Patent  Act  of  1836,  relating  to  the 
assignment  of  patents,  thus  enacts: 

''Every  patent  shall  be  assignable  in  law  either  as  to  the  whole 
interest,  or  any  undivided  part  thereof,  by  any  instrument  in  writ- 
ing, which  assignment,  and  also  every  grant  and  conveyance  of 
the  exclusive  right  under  any  patent  to  make  and  use,  and  to  grant 
to  others  to  make  and  use  the  thing  patented,  within  and  through- 
out any  specified  part  or  portion  of  the  United  States,  shall  be 
recorded,"  &c.,  &c. 

And  the  fourteenth  section,  which  relates  to  damages  in  suits, 
brought  by  the  owners  of  patents,  for  infringement,  says: 

"And  such  damages  may  be  recovered  by  action  on  the  case,  in 
any  court  of  competent  jurisdiction,  to  be  brought  in  the  name  or 
names  of  the  person  or  persons  interested^  whether  as  patentees,  as- 
signees, or  as  grantees  of  the  exclusive  right  within  and  through- 
out a  specified  part  of  the  United  States." 

This  statute  being  in  force,  Moore,  a  patentee,  brought  suit  in 
the  court  below,  against  Marsh,  for  infringement.  Marsh  pleaded 
that  after  the  date  of  the  alleged  infringement,  he  Moore,  the  pat- 
entee, had  sold  and  assigned  an  undivided  half  of  the  patent  for 
the  district  where  the  infringement  was  alleged  to  have  been  com- 
mitted. To  this  plea,  Moore  demurred.  The  court  having  sus- 
tained the  demurrer,  and  judgment  being  given  accordingly,  the 
ease  was  brought  here  by  the  patentee  on  appeal. 

The  general  question,  therefore,  was,  whether  a  sale  and  assign- 
ment by  a  patentee  of  his  patent  right  is,  under  the  fourteenth  sec- 
tion above  quoted,  a  bar  to  an  action  by  him  to  recover  damages 
for  an  infringement  committed  before  such  sale  and  transfer?  In 
other  words,  whether  the  words  of  the  statute  ''name  of  the  per- 
son interested,"  meant,  as  the  plea  assumed,  "persons  interested 
in  the  patent  at  the  time  when  the  suit  was  brought;"  or  meant, 
as  the  declaration  assumed,  interested  at  the  time  when  the  cause 
of  action  accrued. 

The  case  was  submitted  on  briefs. 

Mr,  S.  8.  Fisher,  for  the  patentee,  appellant,  argued,  that  the  lat- 
ter, or  interested  in  the  damages,  was  the  plain  meaning ;  that  it 
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would  be  unreasonable  and  contrary  to  all  analogies  of  the  law, 
that  a  simple  assignment  of  a  patent  right  should  carry  with  it  the 
right  to  all  previous  damages,  carry  with  it  all  the  damages  which 
had  ever  accrued  to  its  former  owners  in  the  whole  course  of  the 
patent's  life,  and  from  the  date  of  the  letters  patent;  that  back 
damages  were  not  a  matter  inherent  in,  sticking  to,  and  insepara- 
ble from  the  patent,  but  were  a  matter  which  belonged  to  the 
owner  in  his  individual  right.  And  this  natural  view,  he  con- 
sidered, was  supported  by  the  authority  of  this  court  in  Dean  v. 
Mason,  20  Howard,  198. 

Messrs.  Henry  Baldwin,  Jr.^  and  W,  BakeweU,  contra,  argued, 
that  the  words  of  the  fourteenth  section  of  the  statute  meant  inter- 
ested in  the  patent,  and  not  interested  in  the  damages;  and  that  this 
was  manifest — 

1.  By  comparing  this  fourteenth  section  with  the  eleventh  sec- 
tion above  cited. 

2.  By  the  fact  that  licenses  were  excluded,  though  they  were  fre- 
quently the  only  parties  interested  in  the  damages,  while  the  plain- 
tiff in  such  cases  is  the  party  interested  as  patentee,  assignee,  or 
grantee  of  an  exclusive  right,  and  had  no  interest  in  the  damages. 

3.  From  the  decisions  (as  the  learned  counsel  interpreted  them) 
of  this  court  and  of  several  of  the  circuit  courts.  Oayler  v.  Wilder, 
10  Howard,  493  ;  JVashburn  v.  Gould,  3  Story,  131,  167;  Suydam 
V.  Day,  2  Blatchford,  23;  Goodgear  v.  McBurney,  3  Id.,  32; 
Blanchardv.  Eldridge,  1  Wallace,  Jr.,  340. 

An  opposite  view,  they  contended,  might  lead  to  gross  oppres- 
sion. According  to  such  view,  a  party  who,  in  mistake  as  to  his 
rights — and  in  these  nice  questions  of  mechanical  principle,  inno- 
cent mistake  might  well  occur — may  have  infringed  a  patent  dur- 
ing a  number  of  years,  is  exposed  at  the  end  of  the  term  to  as  many 
separate  suits  for  infringement  as  there  have  been  separate  owners 
of  the  patent  during  the  time  he  has  been  using  it;  and  may  have 
to  defend  against  fifty  separate  actions  brought  by  as  many  dif- 
ferent plain  tiffs  for  what  has  been  a  continuous  act  of  user  of  the 
patented  machine.  Such  a  hardship  could  never  be  intended  by 
Congress,  and  this  court  would  not  put  a  construction  on  the  act 
fraught  with  such  oppressive  consequences.  This  argument,  ab 
inconvenientiy  was  considered  a  sound  one  in  this  court,  (the  coun- 
sel argued,)  in  Gayler  v.  Wilder,  10  Howard,  494,  where  Taney, 
C.  J.  pressed  it  in  behalf  of  the  court,  and  by  Mr.  Justice  Grier, 
in  Blanchard  v.  Eldridge,  1  Wallace,  Jr.,  341,  where,  speaking  of 
the  eleventh  section  of  the  act,  he  says  that  **the  act  of  Congress 
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had  not  subjected  even  a  pirate  of  the  machine  to  fifty  different  suits 
by  fifty  several  assignees,  whose  several  interests  might  be  affected." 
Dean  v.  Masony  relied  on  by  Mr.  Fisher,  (the  counsel  argued,) 
did  not  apply.  It  was  an  assignment  pendente  lite,  and  moreover 
of  a  rnere  license. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

Viewed  in  the  light  of  the  admitted  facts,  the  only  question  in 
the  case  is  whether  the  assignment  by  the  plaintiff  to  a  third  per- 
son of  an  undivided  half  of  the  right,  title,  and  interest  secured  to 
him  by  his  letters  patent,  subsequent  to  the  alleged  infringement, 
but  before  the  commencement  of  his  suit,  is  a  bar  to  his  claim  to 
recover  damages  for  such  infringement. 

Letters  patent  were  granted  to  the  plaintiff  on  the  18th  of  April, 
1848,  for  a  certain  new  and  useful  improvement  in  grain  drills,  in 
which  it  is  alleged  that  he  is  the  original  and  first  inventor  of  the 
improvement.  Original  patent  was  for  the  term  of  fourteen  years, 
but  it  was  subsequently  extended  by  the  Commissioner  of  Patents 
for  the  term  of  seven  years  from  and  after  the  expiration  of  the 
original  term.  Alleged  defects  existed  in  the  original  specification, 
and  in  consequence  thereof,  the  plaintiff,  on  the  3d  of  February, 
1863,  surrendered  the  letters  patent,  and  the  same  were  reissued  to 
him  in  three  new  patents  for  separate  and  distinct  parts  of  the  in- 
vention for  the  unexpired  portion  of  the  original  and  extended 
terms  of  the  patent. 

Damages  are  claimed  of  the  defendants  for  infringing  the  reis- 
sued letters  patent  from  the  day  of  the  reissue  to  the  24th  of  Feb- 
ruary, 1865,  as  more  fully  set  forth  in  the  declaration. 

Pleas  to  the  declaration  were  subsequently  filed  by  the  defend- 
ants, and  the  record  shows  that  they  gave  due  notice  of  certain 
special  defenses  which  they  proposed  to  offer  in  evidence  under  the 
general  issue,  in  pursuance  of  the  act  of  Congress  in  such  case  made 
and  provided.  Before  the  day  for  the  trial  came,  however,  the 
parties  filed  an  agreement  waiving  a  jury  and  submitting  the  cause 
to  the  court,  stipulating  that  the  decision  of  the  court  should  have 
the  same  effect  as  the  verdict  of  a  jury.  Leave  to  amend  was  sub- 
sequently granted  by  the  court  to  both  parties. 

Purport  of  the  amendment  to  the  declaration  was,  that  the  plain- 
tiff was  the  sole  owner  of  the  letters  patent  for  the  county  of  Union, 
in  the  State  of  Pennsylvania,  from  the  date  of  the  reissued  lettera 
patent  to  the  24th  of  February,  1865,  and  that  the  defendants  had 
infringed  the  same  throughout  that  period,  by  making  and  using 
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the  invention,  and  vending  the  same  to  others  to  be  used  without 
his  license  or  consent. 

Defendants  filed  another  special  plea,  in  which  they  alleged  that 
the  plaintiff,  when  he  commenced  bis  suit,  was  not  the  owner  of 
the  exclusive  right  secured  in  the  reissued  letters  patent  within 
any  part  of  the  United  States ;  that  in  certain  States  and  districts 
he  had  parted  with  all  his  interest  in  the  patent ;  and  that,  on  the 
said  24th  of  February,  he  assigned  and  transferred  an  undivided 
half  of  all  the  residue  of  his  right,  title,  and  interest  in  the  same, 
and,  therefore,  that  the  plaintiff  had  no  right  to  bring  this  action 
in  his  own  name  against  the  defendants.  Plaintiff  demurred  to 
the  plea,  and  the  defendants  joined  in  demurrer.  Parties  were 
heard,  and  the  court  rendered  judgment  for  the  defendants,  and 
the  plaintiff  sued  out  this  writ  of  error. 

Conceded  fact  is,  that  the  plaintiff  was  the  exclusive  owner  of 
the  patent  in  the  territorial  district  where  the  alleged  infringement 
was  committed,  throughout  the  entire  period  of  the  infringement, 
as  alleged  in  the  declaration.  Express  allegation  of  the  declara- 
tion is  to  that  effect,  and,  as  the  plea  is  in  avoidance  and  contains 
no  denial  of  the  matters  alleged  in  the  declaration,  they  must  be 
considered  as  admitted,  unless  the  matters  alleged  in  the  special 
plea  are  a  sufficient  answer  to  the  action. 

Briefly  stated,  the  matter  alleged  in  avoidance  of  the  right  of  the 
plaintiff  to  maintain  the  suit  is,  that  he,  before  he  commenced  the 
suit,  but  subsequent  to  the  infringement,  sold  and  assigned  an 
undivided  half  of  his  patent  for  the  territorial  district  where  the 
infringement  was  committed,  to  a  third  person. 

Patentees  have  secured  to  them,  by  virtue  of  the  letters  patent 
granted  to  them,  the  full  and  exclusive  right  and  liberty,  for  a 
prescribed  term,  ''of  making  and  using,  and  vending  to  others  to 
be  used,"  their  respective  inventions  or  discoveries;  and,  whenever 
their  rights,  as  thus  defined,  are  invaded  by  others,  they  are  enti- 
tled to  an  action  on  the  case  to  recover  actual  damages  as  compen- 
sation for  the  injury.     5  Stat,  at  Large,  123,  §  14. 

Such  damages  may  be  recovered  by  action  on  the  case  in  any 
Circuit  Court  of  competent  jurisdiction,  to  be  brought  in  the  name 
or  names  of  the  person  or  persons  interested,  whether  as  patentees, 
assignees,  or  as  grantees  of  the  exclusive  right,  as  already  defined, 
within  and  throughout  a  specified  part  of  the  United  States.  5 
Stat,  at  Large,  123,  §  14. 

Assignees  and  grantees,  as  well  as  the  patentee,  may,  under 
some  circumstances,  maintain  an  action  on  the  case  for  an  infringe- 
ment, in  their  own  name,  as  appears  by  the  express  words  of  the 
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act  of  Congress.  An  assignee  is  one  who  holds,  by  a  valid  assign* 
ment  in  writing,  the  whole  interest  of  a  patent,  or  any  undivided 
part  of  such  whole  interest,  throughout  the  United  States.  5  Stat, 
at  Large,  121,  §  11. 

Where  the  patentee  has  assigned  his  whole  interest,  either  before 
or  after  the  patent  is  issued,  the  action  must  be  brought  in  the 
name  of  the  assignee,  because  he  alone  was  interested  in  the  pat- 
ent at  the  time  the  infringement  took  place ;  but  where  the  assign- 
ment is  of  an  undivided  part  of  the  patent,  the  action  should  be 
brought  for  every  infringement  committed  subsequent  to  the  as* 
jsignment,  in  the  joint  names  of  the  patentee  and  assignee,  as  rep- 
resenting the  entire  interest.  Herbert  v.  AdamSy  4  Mason,  15; 
Curtis  on  Patents,  3d  ed.,  §  347 ;  Gayler  et  al.  v.  Wilder ^  10  How- 
ard, 4*1*1;  WhUtemore  v.  Cutter,  1  Q-allison,  430;  Woodworth  v. 
WiUon^  4  Howard,  712. 

Settled  view  at  one  time  was,  that  the  grantee  of  a  territorial 
right,  for  a  particular  district,  could  not  bring  an  action  on  the 
patent  in  his  own  name ;  but  the  act  of  Congress  having  made  him 
a  party  interested  in  the  patent,  it  is  now  equally  well  settled  that 
he  may  sue  in  his  own  name  for  invasion  of  the  patent  in  that  terri- 
torial district,  as  no  one  else  is  injured  by  any  such  infringement. 
T}yler  v.  Tad,  6  Cranch,  324 ;  Gayler  et  cd,  v.  Wilder,  10  Howard, 
477 ;  Curtis  on  Patents,  §  346. 

Both  assignees  and  grantees  have  an  interest  in  the  patent,  but 
the  terms  are  not  synonymous,  as  used  in  the  patent  law.  Potter 
V.  Holland,  Law's  Digest,  157. 

Grants,  as  well  as  assignments,  must  be  in  writing,  and  they 
must  convey  the  exclusive  right,  under  the  patent,  to  make  and 
nse,  and  vend  to  others  to  be  used,  the  thing  patented,  within  and 
throughout  some  specified  district  or  portion  of  the  United  States, 
and  such  right  must  be  exclusive  of  the  patentee,  as  well  as  of  all 
others  except  the  grantee.  Suits  for  infringement  in  such  districts, 
if  committed  subsequent  to  the  grant,  can  only  be  brought  in  the 
name  of  the  grantee,  as  it  is  clear  that  no  one  can  maintain  such  an 
action  until  his  rights  have  been  invaded,  nor  until  he  is  interested 
in  the  damages  to  be  recovered. 

Alleged  infringement  in  this  case  was  committed  in  the  county 
of  Union,  in  the  State  of  Pennsylvania,  and  the  admitted  fact  is, 
that  the  plaintiff,  throughout  the  entire  period  of  the  infringement, 
was  the  sole  owner  of  the  exclusive  right  to  make  and  use,  and 
grant  to  others  to  make  and  use,  the  thing  patented  in  that  terri- 
torial district,  by  virtue  of  his  original  title  as  patentee,  having 
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never  assigned  or  granted  any  right,  title,  or  interest,  within  that 
county.     6  Stat,  at  Large,  121,  §  11. 

Grant  that  these  views  are  correct,  and  it  is  clear  that  unless  the 
plaintiff  can  maintain  the  action  there  can  be  no  redress,  as  it  is 
too  plain  for  argument,  that  a  subsequent  assignee  or  grantee  can 
neither  maintain  an  action  in  his  own  name,  or  be  joined  with  the 
patentee  in  maintaining  it  for  any  infringement  of  the  exclusive 
right  committed  before  he  became  interested  in  the  patent.  Un- 
doubtedly the  assignee  thereafter  stands  in  the  place  of  the  pat- 
entee, both  as  to  right  under  the  patent  and  future  responsibility  ; 
but  it  is  a  great  mistake  to  suppose  that  the  assignment  of  a  patent 
carries  with  it  a  transfer  of  the  right  to  damages  for  an  infringe- 
ment committed  before  such  assignment. 

Comment  upon  the  cases  cited,  as  supporting  this  proposition,  is 
unnecessary,  as  it  is  clear  to  a  demonstration  that  they  give  it  no 
countenance  whatever.  Such  a  proposition  finds  no  support  in  any 
decided  case,  nor  in  the  act  of  Congress  upon  the  subject. 

True  meaning  of  the  word  interested,  as  employed  in  the  last 
clause  of  the  fourteenth  section  of  the  Patent  Act,  when  properly 
understood  and  applied,  is,  that  the  right  of  action  is  given  to  the 
person  or  persons  owning  the  exclusive  right  at  the  time  the  in- 
fringement is  committed.  Subsequent  sale  and  transfer  of  the  ex- 
clusive right  are  no  bar  to  an  action  to  recover  damages  for  an 
infringement  committed  before  such  sale  and  transfer. 

The  reason  for  the  rule  is,  that  the  assignee  or  grantee  is  not 
interested  in  the  damages  for  any  infringement  committed  before 
the  sale  and  transfer  of  the  patent.  Correct  interpretation  of  the 
words,  person  or  persons  interested,  is,  that  the  words  mean  the 
person  or  persons  interested  in  the  patent  at  the  time  when  the  in- 
fringement was  committed,  which  is  the  cause  of  action  for  which 
the  damages  may  be  recovered.  Dean  v.  Ma,8on  et  a2.,  20  How- 
ard, 198.  • 

Assignment  was  made  in  that  case  after  suit  was  brought,  but 
before  the  final  decree.  Proof  of  the  fact  was  offered,  and  a  motion 
filed  to  dismiss  the  case,  but  the  court  overruled  the  motion,  be- 
cause the  assignees  could  have  no  interest  in  a  suit  for  an  infringe- 
ment committed  before  their  right  accrued.  Kilbom  v.  Rewee,  8 
Gray,  415  ;  1  Hilliard  on  T.,  521 ;  Fades  v.  Harris^  1  Younge  & 
Collier,  230. 

Attempt  is  made  to  distinguish  the  case  at  bar  from  the  rule 
established  in  those  cases,  but,  in  the  view  of  this  court,  without 
success. 

Judgment  reversed.    New  venire  ordered. 
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Agawam  Company  v.  Jordan. 

(7  Wallace,  583.) 

1.  la  a  salt  in  chancery  under  a  patent,  evidence  of  prior  knowledge  or  nee  of  the 

thing  patented  is  not  admissible,  unless  the  answer  contains  the  names  and  places 
of  residence  of  those  alleged  to  faaye  possened  a  prior  knowledge  of  the  thing,  and 
where  the  same  had  been  used. 

2.  The  defense,  "that  the  patentee  fraudulently  and  surreptitiously  obtained  the  pat- 

ent for  that  which  he  knew  was  invented  by  another,"  is  not  a  sufiScient  defense 
to  a  charge  of  infringement,  unless  accompanied  by  the  further  allegation,  that 
the  alleged  first  inventor  was  at  the  time  using  reasonable  diligence  in  adapting 
and  perfecting  the  invention. 

3.  The  inventor  who  first  perfects  a  machine,  and  makes  it  capable  of  useful  operation, 

is  entitled  to  the  patent. 

4.  Where  a  master  workman,  employing  other  people  in  his  service,  has  conceived  the 

plan  of  an  invention  and  is  engaged  in  experiments  to  perfect  it,  no  suggestions 
from  a  person  employed  by  him,  not  amounting  to  a  new  method  or  arrangement 
which  in  itself  is  a  complete  invention,  is  sufficient  to  deprive  the  employer  of  the 
exclusive  property  in  the  perfected  improvement. 

5.  Letters  patent  of  long  standing  will  not  be  declared  invalid  upon  testimony  largely 

impeached;  as  ex.  gr.,  where  forty  persons  swear  that  the  character  of  the  witbess 
for  truth  and  veracity  is  bad ;  although  very  numerous  witnesses  on  the  other 
hand  swear  that  they  never  heard  his  reputation  in  that  way  questioned. 

6.  On  a  bill  in  chancery,  for  an  infringement  of  a  patent,  the  allegation  in  an  answer, 

of  sale  and  public  use  "prior  to  the  filing  of  an  application  for  a  patent,"  with  the 
consent  and  allowance  of  the  inventor,  is  insufficient,  unless  it  is  also  alleged  in 
the  answei  that  such  sale  or  use  was  more  than  two  years  before  he  applied  for 
a  patent. 

7.  Forbearance  to  apply  for  a  patent  during  the  progress  of  experiments,  and  until 

the  party  has  perfected  his  invention  and  tested  its  value  by  practical  experiment, 
affords  no  ground  for  presumption  of  abandonment. 

8.  Where  a  patent  is  extended  by  virtue  of  a  special  act  of  Congress,  it  is  not  necessary 

to  recite  in  the  certificate  of  extension  all  the  provisos  contained  in  the  act. 

9.  A  patentee  claiming  under  a  reissued  patent  cannot  recover  damages  for  infringe- 

ments committed  antecedently  to  the  date  of  his  reissue. 

Error  to  the  Circuit  Court  for  Massachusetts,  the  suit  having 
been  one  to  restrain  the  juse,  by  the  Agawam  Woolen  Company, 
of  a  certain  machine  for  manufacturing  wool  and  other  fibrous 
materials,  patented  to  John  Goulding. 

The  process  formerly  in  use  in  the  production  of  yarn  from  wool, 
was  by  a  set  of  carding  engines,  a  billy  and  a  jenny ;  a  series 
usually  consisting  of  three  carding  machines,  commonly  called  a 
first  breaker,  a  second  breaker,  and  a  finisher,  one  billy  and  two 
jennies,  sometimes  two  double  carding  machines  being  used  instead 
of  three  single  carding  machines. 

The  wool  was  fed  to  the  first  carding  machine,  called  the  first 
breaker,  on  a  feed  table,  and  was  defied  off  the  doffer  of  that 
machine  by  a  comb.     The  material  thus  doffed  off  was  taken  to 


188  Agawam  Company  v.  Jordait.  [Sap.  Ct. 


Statement  of  the  case. 


the  second  carding  machine,  called  the  second  breaker^  and  was 
fed  into  it  in  the  same  manner  as  in  the  first,  and  upon  leaving  the 
doffer  was  either  wound  round  a  large  cylinder,  making  what  was 
called  a  lap  or  bat,  or  dropped  on  the  floor.  The  material  was 
then  taken  to  the  third  carding  machine,  and  was  fed  to  it  in  the 
same  way,  and,  by  a  roller  and  shell  at  the  delivery  end  of  this 
machine,  was  made  into  short  rolls,  which  were  about  as  long  as 
this  machine  was  wide.  These  short  rolls  were  then  taken  to  the 
billy,  and  were  spliced  together  on  the  apron  roll  of  the  billy  by 
children,  by  rubbing  the  rolls  together  with  their  hands,  and  were 
carried  forward  on  the  billy,  after  being  so  spliced  together,  by  the 
apron  roll,  which  fed  them  through  the  jaws  of  the  billy  to  the 
spindles.  The  product  of  the  billy  was  called  roving.  The  rov- 
ing was  then  taken  from  the  billy  and  set  up  on  cops  to  the  jenny, 
upon  which  it  was  spun  into  yarn. 

As  early  as  1812,  Goulding,  born  in  1793,  the  son  of  a  ma- 
chinist, and  from  early  years  familiar  in  his  father's  factory  with 
machines  and  machinery,  sought  to  improve  this  long  train  of 
engines,  called  in  their  whole  series  'Hhe  carding  machine."  He 
thought  that  he  could  so  improve  it  as  to  produce  yarn  from  wool 
in  a  cheaper  manner,  of  better  quality,  and  in  greater  quantity 
than  was  produced  by  the  old  process.  Engaged  at  different  times 
in  Massachusetts,  at  Worcester,  Halifax,  and,  lastly,  at  Dedham, 
where,  in  1823,  he  fixed  himself  as  both  a  machinist  and  a  manu- 
facturer of  textile  fabrics,  he  only  sought,  for  some  years,  to  im- 
prove the  billy;  but,  as  experiments  were  made  by  him,  he  aimed, 
finally,  at  dispensing  with  the  billy  entirely,  and  accomplishing 
with  four  machines  that  which  had  previously  required  the  use  of 
five.  His  purpose  was  also  to  dispense  with  short  rolls  entirely, 
and  get  the  perpetual  or  endless  roll,  and  carry  it  through  its  dif- 
ferent stages,  from  the  crude  wool  until  it  became  finally  converted 
into  yarn. 

The  result  of  his  experiments  and  trials,  extending  over  a  long 
term  of  time,  and  after  the  use  by  him  of  very  many  devices,  was, 
as  he  alleged,  successful.  He  dispensed  with  the  billy  entirely, 
and  by  processes  testified  to  by  many  witnesses  as  invented  by  him, 
and  by  himself  so  sworn  to  be,  obtained  a  continuous  or  perpetual 
roll  as  the  product  of  each  carding  engine;  accomplished  a  success* 
ful  mixing  of  the  wool — ^as  well  where  the  same  color  was  used,  as 
where  different  colors  were  used ;  dispensed  with  a  large  amount 
of  manual  labor,  and  secured  a  larger  product  at  half  the  expense 
as  compared  with  the  old  process,  a  better  and  more  uniform 
roving,  and  a  better  and  more  uniform  quality  of  yarn. 
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Snch  was  his  view  and  his  case^  as  set  forth  in  the  bill. 

But  Gk>ulding's  claim  to  these  high  merits  of  invention  were  not 
conceded.  There  were  witnesses  also,  chiefly  one  Cooper,  of  Con- 
cord, New  Hampshire,  who  swore  that  he  derived  great  aid  from 
others.  Specific  conversations  and  admissions  of  Goulding,  about 
the  time  of  the  alleged  invention,  were  sworn  to  by  Cooper,  But 
his  testimony  was  strongly  impeached ;  and  relationship,  bad  feel- 
ing, or  interest  were  shown  in  others  of  the  witnesses.  As  to 
Cooper  himself,  forty  different  persons  swore  that  his  general  repu- 
tation for  truth  and  veracity  was  bad.  Very  numerous  ones,  how- 
ever, swore  that  they  had  not  heard  it  called  in  question.  This 
Bort  of  testimony  covered  some  hundred  pages  of  the  record. 

Taken  all  together,  this  part  of  the  case,  on  favorable  assump- 
tion for  the  defendant,  seemed  somewhat  thus :  After  Goulding 
came  to  Dedham,  and  had  been  experimenting  there  for  a  consid- 
erable time,  one  Edward  Winslow,  a  blacksmith  by  trade,  but  if 
the  testimony  in  his  favor  was  to  be  believed,  an  ingenious  man, 
came  into  his  service.  Winslow  professed  no  skill  out  of  his  busi- 
ness, but  made  himself  useful  generally  in  whatever  Goulding 
found  it  most  convenient  to  set  him  to  do ;  working  generally  in 
iron.  He  had  no  charge  of  Goulding's  machine  shop,  but  was  not 
un frequently  in  it.  Goulding  himself  directed  all  that  was  done 
about  machinery,  whether  as  to  making  or  as  to  altering  it.  In 
1824,  Winslow  having  been  to  a  neighbor's  factory,  where  certain 
devices,  meant  to  produce  long  or  endless  rolls,  and  to  serve  as 
receptacles  for  the  rovings,  had  been  introduced  on  machinery  for 
spinning  yarn,  Goulding,  who  had  now  nearly  completed  his  im- 
provement, and  while  he  was  diligently  prosecuting  his  experi- 
ments, asked  him  what  he  thought  of  them.  Winslow  replied 
that  the  principle  of  them  was  good,  but  that  the  agencies  em- 
ployed were  bad,  and  suggested  certain  substitutes  (a  spool  and 
drum)  for  them.  ''You  don't  know  anything,"  was  Goulding's 
first  reply.  However,  upon  seeing  an  experiment,  apparently  at 
first  successful,  made  at  his  own  mill,  on  the  basis  of  Winslow's 
idea,  he  exclaimed,  "Winslow,  you  have  got  it.  I  will  give  you 
$2,500  and  half  of  what  we  can  make."  But  the  experiment  broke 
down  in  the  process  of  exhibiting  it.  Goulding  then  exclaiming, 
''Vour  plan  isn't  worth  a  cent.  I  would  not  give  a  fig  for  it," 
left  the  mill.  Upon  further  conversation  and  consideration,  Gould- 
ing saw  merit  in  Winslow's  suggestions,  and  having  made  them 
practicable  by  an  addition  of  his  own,  (the  ''traverser,"  whose 
effect  was  to  wind  the  roving  evenly  on  the  spool,)  be  adopted 
them,  (instead  of  cans,  the  far  less  convenient  agency  previously 
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used,)  as  two  items  of  his  far  larger  improvement.  As  it  turned 
out  in  the  result  they  proved  useful. 

It  appeared,  however,  and  was  so  assumed  by  this  court,  after  a 
very  minute  statement  {wfra,  pp.  198,  202,)  in  the  terms  of  art,  of 
many  details  of  the  matter,  that  it  was  only  as  an  auxiliary  part  of 
Goulding's  invention  that  they  were  of  value,  and  that  they  did 
not  make  either  the  entire  invention  or  any  one  of  its  separate 
combinations. 

Goulding  went  on  continuously  engaged  in  perfecting  his  im- 
provement, till  November,  1826,  before  the  middle  of  which  month 
he  filed  his  application  for  letters  patent,  and  on  the  5th  December 
he  received  them  for  the  whole  combined  invention.  None  of  the 
devices  described  in  his  specifications  were  new,  and  the  claims  were 
for  combinations  arranged  in  a  manner  set  forth. 

The  patented  improvement  soon  came  into  universal  use^  and 
worked  a  revolution,  both  here  and  in  Europe,  in  the  art  of  manu- 
facturing fibrous  yarns.  It  has  not  been  improved,  but  remains 
now  what  it  was  when  the  patent  was  granted. 

The  patent  granted,  as  above  mentioned,  expired  December  5, 
1849.  Goulding  desired  to  make  application  for  its  renewal,  but 
through  erroneous  information  given  him  by  the  Commissioner  of 
Patents,  he  failed  to  apply  for  the  extension  until  too  late  for  the 
Commissioner  legally  to  entertain  his  application,  and  the  patent 
expired  accordingly  as  already  stated.  Congress  finally,  and  after 
persistent  efforts  by  Goulding,  passed  May  30,  1862,  a  special  act, 
authorizing  the  Commissioner  to  entertain  his  application  for  ex- 
tension as  though  it  had  been  made  within  the  time  prescribed  by 
law.     This  special  act  contained  a  proviso, 

"  That  the  renewal  and  extension  shall  not  have  the  effect,  or  be 
construed,  to  restrain  persons  who  may  be  using  the  machinery  in- 
vented by  said  Goulding  at  the  time  of  the  reneioal  and  extensiony 
thereby  authorized  for  continuing  the  use  of  the  same,  nor  subject 
them  to  any  claim  or  damage  for  having  so  used  the  same." 

The  patent  was  extended  by  the  Commissioner  August  30,  1862. 
The  patent  having  been  reissued  July  29,  1836,  was  again  reissued 
in  June,  1864,  having  before  this  last  date  become  vested  in  Jordan, 
the  complainant,  to  whom  the  reissue  was  made. 

The  proviso  of  the  act  authorizing  a  renewal  and  extension,  was 
not  recited  in  the  reissued  letters  patent.  But  the  certificate  of 
renewal  and  extension  was  made  subject,  in  express  terms,  to  the 
proviso  contained  in  the  act.  In  this  condition  of  things,  the  Aga- 
wam Woolen  Company,  using  certain  machinery  alleged  to  be  the 
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same  with  that  now  patented  to  Jordan,  he  filed  his  bill  against 
them,  praying  for  injunction,  account,  and  other  relief.  The  bill 
put  specific  and  categorical  interrogatories  in  reference  to  the  fact 
of  infringement.  The  defendants  did  not  answer  the  interroga- 
tories as  put.  They  only  denied  the  use  of  any  machinery  "  in 
violation  and  infringement  of  any  rights  of  the  plaintiff,  or  that 
they  are  using,  or  have  made,  or  sold,  or  used  any  machines  not 
protected  or  covered  by  the  proviso  in  the  act  of  Congress;"  and 
putting  it  to  the  court  o  say  whether  they  should  make  further 
answer.  The  machinery  which  they  did  use,  they  began  to  use 
after  the  date  of  the  extension,  (the  company  not  being  incorporated 
at  that  date,)  but  before  the  surrender  and  reissue  of  June,  1864. 

With  this  implied  admission  of  infringement,  the  answer  put  the 
defense  chiefly  on  four  grounds : 

First.  ''This  defendant  denies  that  the  said  Goulding  ever  be- 
stowed any  ingenuity  upon  the  invention  or  improvement  men- 
tioned in  either  of  the  letters  patent  aforesaid,  and  alleges  that  the 
improvements  therein  described,  were  invented  and  applied  by  one 
Edward  Winslow,  then  of  Dedhara,  from  whom  said  Q-oulding  first 
obtained  knowledge  of  the  same,  and  fraudulentlj  ^  and  surrepti- 
tiously obtained  a  patent  on  the  15th  day  of  Dece  iber  as  afore- 
said, for  that  which  he  well  knew  was  the  inventioi  of  said  Win- 
slow,  at  and  before  the  application  by  him  for  a  patent;,  as  set  forth 
in  said  bill." 

Second.  That  at  the  time  of  Goulding's  application  for  a  patent, 
the  invention  had  been  on  sale,  and  in  public  use,  with  his  consent 
and  allowance,  for  a  long  time;  and  that  he  abandoned  the  same  to 
the  public.  Sale  and  public  use  for  more  than  two  years,  prior  to 
the  application  for  a  patent,  were  not,  however,  alleged  in  the 
answer. 

Third:  That  the  certificate  on  the  reissued  letters  patent  of  1864, 
was  not  in  conformity  with  the  act  of  Congress,  and  did  not  con- 
tain the  limitations  or  conditions  as  annexed  to  the  patent,  as 
extended;  and,  therefore,  that  the  reissued  patent  was  void. 

Fourth.  That  the  defendant's  machinery,  although  built  subse- 
quently to  the  date  of  the  extension,  yet,  having  been  in  use  before 
and  at  the  time  of  the  reissuing  of  that  patent  in  1864,  was  within 
the  saving  proviso  of  the  act  of  Congress. 

The  court  below  decreed  for  the  complainant,  and  the  case  was 
now  here  on  appeal  by  the  other  side. 

Mr.  Udbhyfor  the  appellant — after  remarking  that  nearly  half  a 
century  had  passed  since  the  events  which  were  the  subject  of  in- 
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vestigation,  occurred ;  that  nearly  all  of  those  who  had  personal 
knowledge  of  them,  had  been  dead  many  years;  and  that,  in  every 
patent  case,  the  loss  of  testimony  affected  the  defendant  more  seri- 
ously than  it  did  the  plaintiff,  since  the  defendant  has  upon  hini 
the  burden  of  overcoming  the  presumption  which  the  plaintiff  de- 
rives from  his  patent  alone— commented  on  the  facts,  arguing  that 
Winslow  was  the  undoubted  inventor  of  the  spool  and  drum — most 
important  features  of  the  mechanism  patented — and  that  in  regard 
to  these,  Goulding  had  no  merit. 

The  efforts  at  impeachment  of  Cooper  were  to  be  received  (the 
learned  counsel  argued)  with  great  distrust.  It  was  easy  to  bring 
men,  in  almost  any  case,  who  would  swear  before  a  commissioner, 
and  from  the  bias  of  revenge  or  interest,  that  they  would  not  be- 
lieve a  particular  witness,  and  so  to  make  a  record  the  vehicle  of 
scandal,  which  would  never  have  been  spoken  if  the  witnesses  had 
been  in  the  presence  of  the  court,  under  the  restraints  of  law,  when 
they  told  their  stories.  In  this  case,  of  course,  the  testimony  bad 
been  taken  in  this  private  manner.  The  learned  counsel  then  con- 
tended : 

1.  That  the  invention  had  been  in  use  for  more  than  two  years, 
and  had  been  abandoned,  as  appeared,  by  the  delays  of  Goulding  in 
getting  a  patent;  moreover,  he  had  not  an  extension  until  twenty- 
two  years  after  the  expiration  of  the  first  patent. 

2.  That  the  proviso  in  the  act  of  Congress  was  a  limitation  of 
the  authority  vested  in  the  Commissioner.  The  grant  was  to  be 
limited  '*so  that  it  shall  not  be  construed"  to  vest,  &c.  Now  by 
law,  as  is  well  known,  no  extension  of  a  patent  shall  be  granted  by 
the  Commissioner  after  the  expiration  of  the  term  for  which  it  was 
originally  issued.  Prima  facie,  therefore,  this  patent  is  void,  and 
it  is  only  by  invoking  the  statute  that  it  can  be  saved.  Now,  this 
being  a  private  statute,  it  should  be  incorporated  with,  and  accom- 
pany the  exercise  of  the  authority  claimed  under  and  by  virtue 
of  it. 

3.  That  by  a  true  interpretation  of  the  act,  the  defendant's  ma- 
chinery came  within  the  proviso  of  the  act  of  Congress. 

Messrs,  B.  R.  Curtis  and  Stoughton,  contra. 

The  patent  is  prima  facie  evidence  that  Goulding  was  the  orig- 
inal and  first  inventor  of  the  thing  patented. 

The  answer  charges  a  fravdulent  and  surreptitious  appropria- 
tion, by  Goulding,  of  Winslow's  invention,  and  fraud  is  to  be 
proved  by  the  party  alleging  it. 

To  sustain  this  burden,  it  is  not  sufficient  for  the  appellants  to 
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prove  that  Winslow,  while  a  hired  workmaa  of  Goulding,  sug- 
gested mechanical  means  of  carrjing  some  part  or  parts  of  Gould- 
ing's  plan  into  effect;  he  must  prove  that  the  entire  plan  of  the 
inventioriy  as  described  by  Govlding  in  the  original  letters  patent  of 
December  15,  1826,  was  the  sole  invention  of  Winslow,  for  the  an- 
swer does  not  set  up  a  joint  invention  by  Qoulding  and  Winslow, 
but  a  several  invention  by  Winslow,  and  a  fraudulent  and  surrep- 
titious appropriation  of  the  entire  invention  by  Goulding.  Pitts 
V.  floH,  2  Blatchford,  234 ;  Alden  v.  Deivey,  1  Story,  338,  339;  Dixo^ 
V.  Moyerj  4  Washington,  71,  72;  Teese  v.  Phelps,  McAllister,  48; 
Washburn  v.  Gould,  (Story,  J.,)  3  Id.,  133 ;  Webster's  Patent  Cases, 
132,  note  e;  Allen  v.  Eawson,  1  Manning,  Granger  &  Scott,  574-577  ; 
Eyre  v.  Potter,  15  Howard,  56. 

But  these  principles  of  law  need  not  be  invoked.  There  is  no 
sufficient  evidence  that  Winslow  invented  anything.  The  attempt 
is  to  overturn  a  title  of  forty  years'  standing  on  evidence  that 
would  not  be  trustworthy,  even  if  it  related  to  recent  occurrences. 
To  recollect  specific  language  after  the  lapse  of  forty  years,  is  im- 
possible. Conversations  are  the  least  trustworthy  of  all  kinds  of 
evidence,  even  when  alleged  to  be  recent;  but  here,  where  they  are 
confessed  to  have  occurred  upwards  of  forty  years  ago,  no  reliance 
can  be  placed  on  them.  Badger  v.  Badger,  2  Wallace,  87 ;  Pen- 
nock  V.  Dialogue,  4  Washington,  538 ;  Alden  v.  Dewey,  1  Story,  339. 
The  fiftcility  with  which  conversations  can  be  either  invented  or 
distorted,  the  necessity  of  knowing  all  that  was  said,  the  occurren- 
ces which  gave  rise  to  the  conversations,  and  the  circumstances 
under  which  the  conversations  occurred,  the  inability  of  human 
memory  to  retain  the  precise  language  that  was  used,  the  proverb- 
ial fact  of  the  different  versions  which  different  witnesses  give 
even  of  recent  conversations,  the  radical  change  in  meaning  which 
even  the  slightest  transposition  of  language  will  sometimes  make, 
all  concur  in  showing  that  evidence  of  them  is  the  most  unsatisfac- 
tory testimony  upon  which  a  court  of  justice  can  act. 

Moreover,  forty  witnesses  have  sworn  that  Cooper's  general  rep- 
utation for  truth  is  bad.  Their  testimony  is  affirmative,  while  all 
the  counter  testimony  is  negative.  When  we  consider  the  facility 
with  which  bad  men,  with  some  good  qualities,  can  rally  friends 
in  oupport  of  their  character,  it  is  not  surprising  that  many  should 
have  appeared  to  assist  Cooper.  In  a  place  as  large  as  Concord, 
there  are  undoubtedly  men  whose  characters  for  veracity  are  bad, 
and  yet  many  witnesses  could  be  produced  who  never  heard  their 
characters  spoken  of  in  respect  to  veracity.     The  testimony  here  is 

simply  negative,  not  showing — because  some  of  the  witnesses  have 
13 
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not  heard  Cooper's  character  pronounced  bad — that  it  is  not  bad, 
but  only  showing  that  they  have  not  heard  it  stated  to  be  so.  It 
is  impossible,  we  submit,  for  any  man's  character  for  truth  and  ve- 
racity to  be  otherwise  than  bad,  when  forty  witnesses  swear  that  it 
is  bad,  even  if  ten  times  that  number  should  be  produced  to  swear 
that  they  had  never  heard  it  questioned. 

The  remaining  grounds  of  defense  have  no  foundation  in  the 
facts  of  the  case,  nor  in  the  law  of  patents  by  any  possible  view 
of  it. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

Patentees  acquire,  by  virtue  of  their  letters  patent,  if  properly 
granted  and  in  due  form,  the  full  and  exclusive  right  and  liberty 
of  making,  using,  and  vending  to  others  to  be  used,  their  respect- 
ive inventions  for  the  term  of  years  allowed  by  law  at  the  time 
when  the  letters  patent  were  issued.  Such  exclusive  right  and 
liberty  may  be  held  and  enjoyed  by  the  patentee  throughout  the 
entire  term  for  which  it  is  granted ;  or  he  may  assign  the  letters 
patent,  by  an  instrument  in  writing,  either  as  to  the  whole  inter- 
est or  any  undivided  part  thereof;  or  he  may  grant  and  convey  to 
another  the  exclusive  right  under  the  patent  to  make  and  use,  and 
grant  to  others  to  make  and  use,  the  thing  patented,  within  and 
throughout  any  specified  district.     5  Stat,  at  Large,  119, 121. 

Damages  may  be  recovered  by  an  action  on  the  case  for  any 
infringement  of  that  exclusive  right  and  liberty;  or  the  party 
aggrieved  may,  in  any  case,  at  his  election,  bring  his  suit  in  equity 
and  pray  for  an  injunction  to  prevent  th©  violation  of  the  same; 
but  the  express  provision  is,  that  all  such  actions,  suits,  and  con- 
troversies shall  be  originally  cognizable,  as  well  in  equity  as  at 
law,  by  the  Circuit  Courts  of  the  United  States,  or  any  District 
Court  having  the  powers  and  jurisdiction  of  a  Circuit  Court.  6 
Stat,  at  Large,  123,  124. 

Jurisdiction  of  such  cases  is  exclusive  in  the  Circuit  Courts,  sub- 
ject to  writ  of  error  and  appeal  to  this  court,  as  provided  by  law ; 
but  the  requirement  is,  that  the  suit  must  be  brought  in  the  name 
of  the  person  or  persons  interested,  whether  patentees,  assignees,  or 
as  grantees,  as  aforesaid,  of  the  exclusive  right  within  a  specified 
locality.     5  Stat,  at  Large,  124. 

Present  suit  was  in  equity,  and  was  founded  on  certain  reissued 
letters  patent  granted  to  the  complainant  on  the  twenty-eighth  of 
June,  1864,  as  the  assignee,  by  certain  mesne  assignments,  of  John 
Goulding,  who  was  the  original  patentee,  and  who,  as  alleged, 
was  the  original  and  first  inventor  of  the  improvement.     Original 
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patent  was  granted  December  15th,  1826,  for  the  term  of  fourteen 
years,  and  was,  as  alleged,  for  a  new  and  useful  improvement  in 
the  mode  of  manufacturing  wool  and  other  fibrous  materials;  but 
the  claims  of  the  specification  were  defective,  and  it  was  surren- 
dered on  that  account,  and  reissued  July  29th,  1836,  for  the  resi- 
due of  the  original  term. 

Representations  of  the  complainant  were,  that  the  original  pat- 
entee, without  any  neglect  or  fault  on  his  part,  failed  to  obtain  by 
the  use  and  sale  of  the  invention  a  reasonable  remuneration  for  his 
time,  ingenuity,  and  expenses  employed  and  incurred  in  perfecting 
the  invention,  and  introducing  the  same  into  use  within  the  time 
for  which  the  patent  was  originally  issued,  and  that  he  failed  also, 
by  accident  and  mistake,  to  obtain  an  extension  of  the  patent  before 
the  expiration  of  the  original  term. 

Power  of  the  Commissioner  to  renew  and  extend  the  patent  hav- 
ing expired,  the  allegation  was  that  the  original  patentee  applied 
to  Congress,  and  that  Congress,  on  the  thirtieth  of  May,  1862, 
passed  an  act  for  his  relief.  Pursuant  to  that  authority,  the  bill 
of  complaint  alleged  that  the  Commissioner,  thereafter,  on  the 
thirtieth  of  August,  in  the  same  year,  renewed  and  extended  the 
patent,  in  due  form  of  law,  for  the  further  term  of  seven  years  from 
and  after  that  date,  subject  to  the  provisions  contained  in  the  act 
conferring  the  authority. 

Derivation  of  the  title  of  the  complainant  is  fully  set  forth  in  the 
bill  of  complaint,  but  it  is  unnecessary  to  reproduce  it,  as  it  is  not 
the  subject  of  controversy  in  this  case.  Possessed  of  a  full  title  to 
the  invention  by  assignments,  the  complainant,  as  such  assignee, 
surrendered  the  letters  patent,  and  the  Commissioner,  on  the 
twenty-eighth  of  June,  1864,  reissued  to  him  the  original  patent, 
as  extended  under  the  act  of  Congress,  for  the  residue  of  the  ex- 
tended term. 

Founded  upon  those  letters  patent,  the  bill  of  complaint  alleged 
that  the  assignor  of  the  complainant  was  the  original  and  first 
inventor  of  the  improvement  therein  described,  and  the  charge  is 
that  the  corporation  respondents,  having  full  knowledge  of  the 
premises,  and  in  violation  of  the  complainant's  exclusive  rights 
and  privileges,  so  acquired  and  secured,  have  since  the  date  of  the 
reissued  letters  patent,  and  without  his  license  or  consent,  macle^ 
used,  and  sold,  and  continue  to  make,  use,  and  sell,  in  large  num- 
bers, cards,  jacks,  and  machinery,  embracing  and  containing  mech- 
anism substantially  the  same  in  principle,  construction,  and  mode 
of  operation  as  the  improvement  so  acquired  and  owned  by  the 
complainant. 
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Prayer  of  the  bill  of  complaint  was  for  an  account^  and  for  an 
injunction,  and  for  such  other  and  further  relief  as  the  nature  and 
circumstances  of  the  case  shall  require. 

Bespondents  ap))eared  and  filed  an  answer,  and  proofs  were 
taken  by  both  parties,  and  they  were  heard  in  the  Circuit  Court 
upon  bill,  answer,  replication,  and  proofs,  and  a  final  decree  upon 
the  merits  was  rendered  for  the  complainant,  and  thereupon  the 
respondents  appealed  to  this  court. 

Numerous  defenses  were  set  up  in  the  answer,  but  none  of  them 
will  be  much  considered  except  such  as  are  now  urged  upon  the 
consideration  of  the  court. 

The  grounds  of  defense  specially  enumerated  in  the  brief  of  the 
appellants,  and  urged  in  argument,  are  as  follows : 

1.  That  the  combinations  set  forth  in  the  several  claims  of  the 
patent  were  first  invented  by  one  Edward  Winslow,  and  that 
neither  of  them  was  original  with  the  assignor  of  the  complainant. 

2.  That  the  invention,  at  the  time  the  application  for  the  origi- 
nal patent  was  made,  had  been  on  sale  and  in  public  use,  with  the 
consent  and  allowance  of  the  applicant,  for  more  than  two  years, 
and  that  he  had  abandoned  the  same  to  the  public. 

3.  That  the  reissued  letters  patent  described  in  the  bill  of  com- 
plaint are  void,  because  they  do  not  contain  the  limitations  and 
conditions  expressed  in  the  extended  patent,  and  were  not  issued 
in  conformity  with  the  act  of  Congress  passed  for  the  relief  of  the 
original  patentee. 

4.  That  the  respondents'  machinery,  having  been  in  use  before 
and  at  the  time  the  patent  in  this  case  was  granted,  is  within  the 
saving  clause  of  the  proviso  in  the  said  act  of  Congress. 

I.  Exception  might  well  be  taken  to  the  first  proposition,  upon 
the  ground  that  it  is  a  departure  from  the  special  defense  set  up  in 
the  answer,  unless  it  can  be  admitted  as  included  in  the  more  gen- 
eral allegation^  denying  that  the  assignor  of  the  complainant  was 
the  original  and  first  inventor  of  the  improvement  described  in  the 
patent. 

Persons  sued  as  infringers  may  plead  the  general  issue  in  suits 
at  law,  and  may  prove,  as  a  defense  to  the  charge,  if  they  have 
given  the  plaintiff*  thirty  days'  notice  of  that  defense  before  the 
trial,  that  the  patentee  was  not  the  original  and  first  inventor  of 
the  thing  patented  ;  but  the  same  section  which  authorizes  such  a 
defense  provides  that  whenever  the  defendant  relies  in  his  defense 
on  the  fact  of  a  previous  invention,  knowledge,  or  use  of  the  thing 
patented,  ^*  he  shall  state  in  his  notice  of  special  matter  the  names 
and  places  of  residence  of  those  whom  he  intends  to  prove  to  have 
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possessed  a  prior  knowledge  of  the  thing,  and  where  the  same  had 
been  used."     WiUon  v.  Bailroad,  1  Wallace,  Jr.,  195. 

Evidence  to  prove  such  a  defense,  in  a  suit  at  law,  is  not  admis- 
sible without  an  antecedent  compliance  with  those  conditions,  and 
the  settled  practice  in  equity  is  to  require  the  respondent,  as  a 
condition  precedent  to  such  a  defense,  to  give  the  complainant  sub- 
stantially the  same  information  in  his  answer.  Unless  the  prac- 
tice were  so,  the  complainant  would  often  be  surprised,  as  the  rule 
of  law  is  that  the  letters  patent  afford  a  prima  facie  presumption 
that  the  patentee  is  the  original  and  first  inventor  of  what  is 
therein  described  as  his  improvement,  and  if  the  respondent  should 
not  be  required  to  give  notice  in  the  answer  that  proofs  would  be 
offered  to  overcome  that  presumption  and  establish  the  opposite 
conclusion,  very  great  injustice  might  be  done,  as  the  complainant 
might  rely  upon  that  presumption  and  fail  to  take  any  counter- 
vailing proofs.     Teese  v.  Huntingdon,  23  Howard,  10. 

Better  opinion  is,  that  the  defense  embraced  in  the  first  proposi- 
tion of  the  respondents  is  not  admissible  under  that  allegation  in 
the  answer  which  denies  that  the  assignor  of  the  complainant  was 
the  original  and  first  inventor  of  the  improvement.  Such  a  de- 
fense, if  recognized  at  all  in  this  case,  must  be  admitted  under 
that  part  of  the  answer  which  was  evidently  framed  for  that 
special  purpose. 

Substance  and  effect  of  those  allegations  are,  that  the  respond- 
ents deny  that  the  original  patentee  ever  bestowed  any  ingenuity 
upon  the  improvements,  and  they  allege  that  the  same  were  in- 
vented and  applied  by  one  Edward  Winslow;  that  the  patentee 
first  derived  knowledge  of  the  invention  from  that  individual, 
and  that  the  original  patentee  fraudulently  and  surreptitiously  ob- 
tained the  patent  for  that  which  he  well  knew  was  the  invention 
of  his  informant. 

No  exception  was  taken  to  the  answer  in  the  court  below,  and 
in  that  state  of  the  case  the  allegations  of  the  auvswer,  that  the  in- 
vention was  made  by  a  third  person,  and  not  by  the  assignor  of 
the  complainant,  may  be  regarded  as  a  good  defense,  but  it  is  quite 
clear  that  the  charge  that  the  original  patentee  in  this  case  fraud- 
ulently and  surreptitiously  obtained  the  patent  for  that  which  he 
well  knew  was  invented  by  another,  unaccompanied  by  the  further 
allegation  that  the  alleged  first  inventor  was  at  the  time  using 
reasonable  diligence  in  adapting  and  perfecting  the  invention,  is 
not  sufficient  to  defeat  the  patent,  and  constitutes  no  defense  to 
the  charge  of  infringement.  5  Stat,  at  Large,  123 ;  Beed  v.  Cutter^ 
1  Story,  599. 
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Viewed  in  any  light,  the  proposition  amounts  to  the  charge  that 
the  invention  was  made  by  the  person  therein  mentioned^  and  not 
by  the  assignor  of  the  complainant,  and  the  burden  to  prove  it  is 
on  the  respondents,  not  only  because  they  make  the  charge,  but 
because  the  presumption  arising  from  the  letters  patent  is  the 
other  way. 

Application  for  a  patent  is  required  to  be  made  to  the  Commis- 
sioner appointed  under  authority  of  law,  and  inasmuch  as  that 
oiBcer  is  empowered  to  decide  upon  the  merits  of  the  application, 
his  decision  in  granting  the  patent  is  presumed  to  be  correct.  Pitts 
V.  Holly  2  Blatchford,  229 ;  Union  Sugar  Refinery  v.  Ma(.thies8eny  2 
Fisher,  600. 

Before  proceeding  to  inquire  whether  or  not  that  defense  is  sus- 
tained by  the  proofs,  it  becomes  necessary  to  examine  specifications 
and  claims  of  the  patent,  and  to  ascertain,  by  a  comparison  of  the 
mechanism  therein  described,  with  the  antecedent  state  of  the  art, 
the  true  nature,  character,  and  extent  of  the  improvement. 

Sets  of  carding  machines,  for  the  production  of  yarn  from  wool, 
were  well  known,  and  in  use  before  the  invention  of  the  original 
patentee.  They  usually  consisted,  besides  the  spinning-jenny,  of 
three  carding  machines,  called  the  first  and  second  breaker,  and 
the  finisher,  but  they  could  not  be  used  to  much  practical  advan- 
tage, in  connection  with  the  jenny,  without  a  separate  machine, 
called  the  billy,  for  splicing  the  rolls.  Two  jennies  were  often 
used,  instead  of  one,  in  that  combination,  and  in  some  instances, 
two  double  carding  machines  were  preferred,  instead  of  three  single 
machines. 

Like  the  still  older  carding  machine,  the  breaker  had  what  was 
called  a  feed-table,  and  the  wool,  previously  prepared  by  other 
means,  was  placed  on  that  table,  and  was,  by  that  means,  fed  to 
the  carding  mechanism,  and  having  passed  through  the  carding 
apparatus  to  the  delivery  end  of  the  machine,  was  stripped  from 
the  device  called  a  dofler,  and  fell  to  the  floor.  The  device  for 
stripping  the  filament  from  the  doffcr  was  a  comb,  which  consti- 
tuted a  part  of  the  machine.  Second  breaker  was  similar  in  con- 
struction to  the  first,  and  the  process  of  feeding  and  carding  was 
the  same,  but  the  filament  from  the  first  breaker  constituted  the 
material  to  be  used  in  the  second,  instead  of  using  wool  prepared 
by  hand,  or  from  the  picker,  and  tlie  filament  when  carded  and 
stripped  from  the  doflfer,  was  wound  round  a  drum.  The  method 
of  feeding  the  material  into  the  carding  apparatus  of  the  finisher 
was  also  the  same,  but  it  was  provided  with  an  additional  appara- 
tus, at  the  delivery  end  of  the  machine,  called  the  roller  and  shell. 
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which  formed  the  material  into  short  rolls.  Those  rolls  were  about 
the  length  of  the  card  surface  of  the  doflfer.  They  were  taken  to 
the  billy,  and  were  there  spliced  by  hand,  on  the  apron  of  that 
machine,  and,  as  the  apron  moved  forward,  they  were  fed  to  the 
spindles,  and  converted  into  roving^  suitable  to  be  spun  into 
yarn. 

Gonldiog  aimed  to  dispense  with  the  billy  altogether,  and  sought 
to  accomplish,  with  four  machines,  what  had  previously  required 
the  use  of  five;  and  the  evidence  shows,  beyond  controversy,  that 
his  invention  enabled  manufacturers  to  produce  yarn  from  wool, 
at  much  less  cost,  of  better  quality,  and  in  greater  quantity,  than 
was  produced  by  the  old  process.  His  purpose,  also,  was  to  dis- 
pense with  short  rolls,  and  to  introduce  the  long  or  endless  roll  in 
its  place.  Years  were  spent  by  him  in  experiments  to  accomplish 
these  purposes,  but  the  result  was  that  he  was  successful.  He  dis- 
pensed altogether  with  the  billy,  and,  by  a  new  combination  of  old 
devices,  he  obtained  the  endless  roll,  and  so  perfected  his  ma- 
chinery that  he  could  use  it  successfully,  from  the  moment  the 
roving  left  the  delivery-end  of  the  first  breaker,  till  it  was  con- 
verted into  yarn,  fit  to  be  manufactured  into  cloth. 

Attempt  will  not  be  made  to  describe  the  various  plans  which  he 
formed,  nor  the  experiments  which  he  tried,  as  it  would  extend  the 
opinion  to  an  unreasonable  length.  Under  his  method,  as  de- 
scribed^ the  wool,  as  it  comes  from  the  picker,  is  placed  on  the 
table  of  the  first  breaker,  and  is  fed  to  the  carding  apparatus  as 
before,  but  the  sheet  of  carded  material,  when  stripped  from  the 
doffer,  is  taken  away  on  one  side  of  the  delivery-end  of  the  ma- 
chine, by  means  of  two  rollers,  through  a  turning-tube,  or  pipe,  to 
which  a  slow  rotary  movement  is  given  by  a  band  passing  from  a 
drum,  actuated  by  the  machine,  and  operating  upon  a  pulley  af- 
fixed to  the  tube.  Description  is  also  given  of  the  means  by  which 
the  roving  or  sliver  is  condensed  and  wound  round  the  bobbin,  and 
also  of  the  means  by  which  it  is  retained  in  the  proper  position, 
and  made  to  partake  of  the  rotary  movement  communicated  to  the 
drum.  Particular  description  is  also  given  of  the  means  by  which 
the  roving  may  be  evenly  wound  upon  the  bobbins,  either  by  car- 
rying it  and  the  drum  backward  and  forward,  or  by  passing  it 
between  guides,  affixed  to  a  bar,  to  which  a  similar  movement  is 
communicated. 

Next  step  is,  that  the  bobbins,  with  the  roving  thereon,  twenty 
in  number  at  least,  are  placed  in  a  frame  or  creel,  in  order  that  the 
roving  may  be  fed  to  the  second  carding  machine,  and  guided  into 
it,  between  certain  dividing  pins,  but  it  is  taken  away  at  the  de- 
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livery-end,  in  a  single  roving,  and  by  the  same  means  as  from  the 
first  machine. 

Principal  object  in  passing  the  material  through  the  second 
breaker  is,  that  it  may  be  more  completely  mixed,  so  that  every 
part  of  the  roving  will  be  of  the  same  fineness.  Third  operation 
is,  that  the  bobbins  of  roving,  as  delivered  and  wound  in  the  sec- 
ond breaker,  are  placed  in  a  frame  or  creel,  similar  to  that  before 
described,  but  each  roving  is  now  to  be  kept  separate,  and  certain 
blocks  are  provided  for  that  purpose,  made  broader  in  front  than 
behind,  so  that  each  roving  shall  preserve  its  proper  situation, 
without  mingling  with  those  adjacent  to  it,  during  the  operation 
of  carding,  and  also  that  it  may  finally  reach  its  proper  place  upon 
the  delivering  cards. 

The  feeding  of  the  material  into  the  carding  apparatus  of  the 
finisher  is  accomplished  in  the  same  way  as  before  described,  but 
the  mechanism  for  carding,  and  for  delivering  the  roving,  is  more 
complex,  and  widely  difierent.  Two  delivering  cylinders  are  con- 
structed, placed  one  above  the  other,  surrounded  with  wire  card, 
in  strips,  with  uncovered  spaces  of  equal  width,  and  so  arranged 
that  the  uncovered  spaces  on  one  cylinder  shall  correspond  with 
the  strips  of  wire  card  on  the  other,  for  carding  the  separate  rov- 
ings  as  they  are  fed  into  the  carding  apparatus.  Different  mechan- 
ism is  also  provided  for  removing  the  carded  material  from  the 
delivering  cylinders,  which  is  accomplished  by  the  rotary  action  of 
the  tubes  upon  such  material,  by  which  the  several  filaments,  as 
they  are  delivered,  are  formed  into  a  loose  continuous  roving, 
which  is  guided  between  certain  pins,  and  passed  through  certain 
rollers,  in  order  to  give  the  roving  a  sufficient  coherence  before  it 
is  wound  on  to  the  bobbins,  to  be  used  in  the  jenny. 

Means  for  slightly  twisting  the  roving  as  it  leaves  the  finisher 
are  also  described,  and  the  directions  are  that  the  guides  of  the 
finisher  must  have  a  lateral  motion  backward  and  forward,  so  that 
each  roving  may  be  regularly  laid  side  by  side,  within  its  own 
proper  limits,  and  the  devices  to  accomplish  that  function  are  fully 
described.  Modifications  were  also  made  by  the  inventor  in  the 
devices  of  the  carding  apparatus  of  the  finisher,  and  also  in  the 
apparatus  for  delivering  the  roving  in  the  third  operation,  and  for 
winding  it  on  to  the  bobbins  preparatory  to  their  transfer  to  the 
jenny  where  the  roving  is  spun  into  yarn.  Those  modifications  of 
old  machinery  are  minutely  described  in  the  specification,  and  it  is 
obvious  that  they  are  of  great  value  in  accomplishing  the  final 
result,  and  that  they  constitute  some  of  the  main  features  of  the 
invention. 
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Changes  were  also  made  in  some  of  the  devices  of  the  jenny,  and 
also  in  their  arrangement  and  mode  of  operation  as  compared  with 
prior  machines,  and  those  alterations  also  are  so  clearly  described 
as  to  constitute  a  full  compliance  with  the  sixth  section  of  the 
Patent  Act.  Substitutes  are  suggested  for  many  of  the  described 
devices,  but  it  is  not  practicable  to  enter  into  those  details.  Sep- 
arate parts  of  the  machinery,  as  used  in  the  several  combinations, 
are  not  claimed  by  the  patentee.  Omitting  redundant  words  the 
claims  of  the  reissued  patent  are  to  the  effect  following: 

First.  I  claim  in  combination  the  following  sets  of  apparatus 
making  up  a  machine,  namely :  1.  A  bobbin-stand  or  creel.  2. 
Bobbins  on  which  roving  may  be  wound.  3.  Guides  or  pins.  4. 
A  carding  machine.  6.  Condensing  and  drawing-off  apparatus. 
6.  Winding  apparatus,  whereby  rovings  may  be  fed  to  a  carding 
machine,  carded,  condensed,  drawn  off  and  wound  again  in  a  con- 
densed state,  substantially  in  the  manner  herein  set  forth. 

Second.  I  claim  the  feed  rollers  of  a  carding  machine,  in  combi- 
nation with  bobbings  and  proper  stands  therefor,  and  guides  or  pins 
whereby  slivers  or  rovings  may  be  fed  to  be  carded  by  mechanism 
substantially  such  as  herein  described. 

Third.  I  claim  a  delivering  cylinder  of  a  carding  machine  in  com- 
bination with  apparatus  for  drawing  off,  condensing,  or  twisting 
and  winding  carded  filaments,  by  apparatus  substantially  such  as 
herein  described. 

Lastly.  I  claim  a  mule  or  spinning-frame,  provided  with  spindles 
mounted  on  a  carriage,  and  with  jaws  or  their  equivalents  for  re- 
taining roving  in  combination  with  bobbins,  whose  axes  are  par- 
allel, or  nearly  so,  with  the  line  of  spindles,  and  rest  upon  drums 
revolving  to  unwind  the  bobbins  substantially  as  herein  set  forth. 

Careful  attention  to  the  description  of  the  invention  and  the 
claims  of  the  patent,  will  enable  the  parties  interested  to  compre- 
hend the  exact  nature  of  the  issue  involved  in  the  first  defense 
presented  by  the  respondents.  Purport  of  that  defense  is,  that  the 
invention  was  made  by  Edward  Winslow,  and  not  by  the  assignor 
of  the  complainant.  The  settled  rule  of  law  is,  that  whoever  first 
perfects  a  machine  is  entitled  to  the  patent,  and  is  the  real  inventor, 
although  others  may  have  previously  had  the  idea  and  made  some 
experiments  towards  putting  it  in  practice.  He  is  the  inventor  and 
is  entitled  to  the  patent  who  first  brought  the  machine  to  perfec- 
tion and  made  it  capable  of  useful  operation.  Washburn  et  al,  v. 
Gotdd,  3  Story,  133. 

No  one  is  entitled  to  a  patent  for  that  which  he  did  not  invent 
unless  he  can  show  a  legal  title  to  the  same  from  the  inventor  or 
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by  operation  of  law;  but  where  a  person  has  discovered  an  im- 
proved principle  in  a  machine,  manufacture,  or  compositiou  of 
matter,  and  employs  other  persons  to  assist  him  in  carrying  out 
that  principle,  and  they,  in  the  course  of  experiments  arising  from 
that  employment,  make  valuable  discoveries  ancillary  to  the  plan 
and  preconceived  design  of  the  employer,  such  suggested  improve- 
ments are  in  general  to  be  regarded  as  the  property  of  the  party 
who  discovered  the  original  improved  principle,  and  may  be  em- 
bodied in  his  patent  as  a  part  of  his  invention. 

Suggestions  from  another,  made  during  the  progress  of  such 
experiments,  in  order  that  they  may  be  sufficient  to  defeat  a  patent 
subsequently  issued,  must  have  embraced  the  plan  of  the  improve- 
ment, and  must  have  furnished  such  information  to  the  person  to 
whom  the  communication  was  made  that  it  would  have  enabled  an 
ordinary  mechanic,  without  the  exercise  of  any  ingenuity  and 
special  skill  on  his  part,  to  construct  and  put  the  improvement  in 
successful  operation. 

Persons  employed,  as  much  as  employers,  are  entitled  to  tlieir 
own  independent  inventions ;  but  where  the  employer  has  conceived 
the  plan  of  an  invention  and  is  engaged  in  experiments  to  perfect 
it,  no  suggestions  from  an  employee,  not  amounting  to  a  new 
method  or  arrangement,  which,  in  itself,  is  a  complete  invention,  iB 
sufficient  to  deprive  the  employer  of  the  exclusive  property  in  the 
perfected  improvement.  But  where  the  suggestions  go  to  make  ap 
a  complete  and  perfect  machine,  embracing  the  substance  of  all  that 
is  embodied  in  the  patent  subsequently  issued  to  the  party  to  whom 
the  suggestions  were  made,  the  patent  is  invalid,  because  the  real 
invention  or  discovery  belonged  to  another.  Pitts  v.  HaU,  2 
Blatchford,  234 ;  AUen  v.  Rawaon^  1  Manning,  Granger  &  Scott, 
574 ;  Aldm  v.  Dewey ^  1  Story,  338 ;  1  Webster's  Patent  Cases,  132, 
note  e;  Curtis  on  Patents,  3  ed.  99;  Reed  v.  Cutter,  1  Story,  599. 

Guided  by  these  well-established  principles,  the  first  inquiry  is, 
what  was  actually  done  by  the  person  who,  as  alleged  by  the  re- 
spondents, was  the  real  inventor  of  what  is  described  in  the  reissued 
letters  patent  ?  They  do  not  pretend  that  he  invented  or  even  sug- 
gested the  entire  invention,  nor  all  of  the  several  elements  embraced 
in  any  one  of  the  separate  combinations,  as  expressed  in  the  claims 
of  the  patent;  and  if  they  did,  it  could  not  for  a  moment  be  sus- 
tained, as  it  finds  no  support  whatever  in  the  evidence.  None  of 
the  devices  described  in  the  specifications  are  new,  but  the  claims 
of  the  patent  are  for  the  several  combinations  of  the  described  ele- 
ments arranged  in  the  manner  set  forth,  and  for  the  purpose  of 
working  out  the  described  results. 
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Regarded  in  that  light,  it  is  clear  that  the  concession  that  the 
person  named  did  not  invent  nor  suggest  the  entire  invention,  nor 
any  one  of  the  separate  combinations,  is  equivalent  to  an  aban- 
donment of  the  proposition  under  consideration^  as  it  is  clear  to  a 
demonstration  that  nothing  short  of  that  averment  can  be  a  valid 
defense.  Bespondents  do  not  allege  in  the  answer  that  the  person 
named  was  a  joint  inventor  with  the  original  patentee,  but  the 
allegation  is  that  he  made  the  invention,  and  they  deny  that  the 
assignor  of  the  complainant  ever  bestowed  any  ingenuity  upon  what 
is  described  in  the  letters  patent  as  his  improvement.  Such  a  de- 
fense cannot  be  successful  unless  it  is  proved,  as  common  justice 
would  forbid  that  any  partial  aid  rendered  under  such  circum- 
stances, during  the  progress  of  experiments  in  perfecting  the  im- 
provement, should  enable  the  person  rendering  the  aid  to  appro- 
priate to  himself  the  entire  result  of  the  ingenuity  and  toil  of  the 
originator,  or  put  it  in  the  power  of  any  subsequent  infringer  to 
defeat  the  patent  under  the  plea  that  the  invention  was  made  by 
the  assistant  and  not  by  the  originator  of  the  plan. 

The  evidence  shows  that  the  original  patentee  was  born  in  1793, 
and  that  he  commenced  working  on  machinery  in  his  youth,  while 
he  was  with  his  father,  and  that,  as  early  as  the  year  1812,  he  went 
into  the  employment  of  certain  machinists,  residing  at  Worcester, 
Massachusetts,  who  were  engaged  in  constructing  machinery  for  the 
manufacture  of  wool  and  cotton.  While  in  their  employment,  he 
began  experiments  in  woolen  machinery.  Those  experiments  were 
directed  to  the  object  of  improving  the  billy,  for  the  purpose  of 
drawing  out  the  carriage  more  accurately,  and  thereby  making 
better  work.  Several  years  were  spent  in  that  business,  but,  in  1820, 
he  went  to  Halifax,  in  that  State,  and,  while  there,  he  made 
numerous  experiments  to  get  rid  of  the  billy  entirely,  and  to  dis- 
pense with  short  rolls,  and  substitute  long  rolls  in  their  place.  He 
remained  there  three  years,  and^  during  that  time,  he  was  con- 
stantly engaged  in  experiments  to  accomplish  those  objects.  In  the 
spring  of  1823  he  moved  to  Dedham,  in  the  same  State,  and  there 
hired  a  mill,  and  engaged  in  the  manufacture  of  broadcloth,  and 
also  carried  on  the  machine  business,  and  the  witness  also  states 
that  he  then  prosecuted  his  experiments  on  a  large  scale. 

Cans  were  used  as  a  receptacle  for  the  rovings,  delivered  from  the 
doffers,  before  the  drawing-off  and  winding  apparatus,  described  in 
the  patent,  was  invented.  Rovings,  before  that  invention,  were 
spun  from  cans,  instead  of  being  wound  upon,  and  spun  from, 
spools  or  bobbins.  Considerable  importance  is  attached  to  the  new 
method,  as  it  was  largely  by  that  means  that  the  use  of  the  endless 
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roving  was  made  practical,  and  that  the  difficulty  produced  by  the 
kinking  of  the  roving,  incident  to  the  use  of  the  cans,  was  over- 
come. 

Theory  of  the  respondents  is,  that  the  new  method  of  accom- 
plisliing  that  function  was  invented  by  Edward  Winslow,  but 
their  witness,  John  D.  Cooper,  only  testifies  that  he  made  or  sug- 
gested the  spool  and  drum,  which  are  not  the  only  elements  of 
that  apparatus.  Unaccompanied  by  the  traverser,  they  would, 
perhaps,  be  better  than  the  cans,  but  it  is  clear  that  the  apparatus 
would  be  incomplete  without  that  device,  as  it  is  by  that  means 
that  the  bobbins  are  evenly  wound  with  the  roving. 

Testimony  of  that  witness  is,  that  he  first  suggested  to  Winslow 
that  the  roving  must  be  wound  on  a  spool,  else  they  never  could 
make  good  yarn,  and  he  proceeds  to  state  that  they  procured  some 
pasteboard,  and  that  Winslow  made  a  pattern  for  a  spool  and 
drum  from  that  material.  Explanations,  in  detail,  are  given  by 
the  witness,  of  the  several  steps  taken  by  them  in  accomplishing 
the  change  in  the  apparatus,  and  the  witness  states  that  the  orig- 
inal patentee  never  saw  the  spool  and  drum  until  he  came  into  the 
mill  and  saw  those  devices  in  the  machine.  Argument  for  the 
respondents  is,  that  the  spool  and  drum  were  invented  by  that 
party  while  he  was  in  the  employment  of  the  original  patentee, 
but  the  complainant  denies  the  theory  of  fact  involved  in  the 
proposition,  and  insists  that  the  statements  of  the  witness  are  un- 
true, and  that  he  is  not  entitled  to  credit.  Further  statement  of 
the  witness  is,  that  the  improvement,  as  soon  as  it  was  perfected, 
was  applied  to  all  the  carding  and  spinning  machines  in  the  mill, 
and  that  the  mills,  so  adjusted  as  to  embrace  that  improvement, 
were  put  in  successful  operation  during  the  summer  and  autumn 
of  that  year. 

Two  answers  are  made  by  the  complainant  to  the  defense 
founded  on  that  testimony,  both  of  which  are  sustained  by  the 
court :  1.  Suppose  the  testimony  of  the  witness  to  be  all  true,  the 
complainant  contends  that  it  is  not  sufficiently  comprehensive  to 
support  the  allegations  of  the  answer,  nor  even  to  support  the 
proposition  presented  in  the  brief  of  the  respondents.  Taken  in 
the  strongest  view  for  the  respondents,  the  testimony  merely  shows 
that  Winslow,  or  the  witness  Cooper,  or  both  together,  after  the 
originator  of  the  plan  had  nearly  completed  his  great  and  valuable 
improvement,  and  while  he  was  still  prosecuting  his  experiments 
with  the  utmost  diligence,  suggested  the  spool  and  drum  as  substi- 
tutes for  the  cans,  and  that  Winslow  actually  made  those  devices, 
and,  with  the  aid  of  witness,  put  them  into  one  of  the  machines  as 
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an  experiment.  When  their  employer  first  examined  the  arrange- 
ment, rude  as  it  was,  he  expressed  great  satisfaction  with  it,  but 
upon  seeing  it  tried  he  pronounced  it  of  no  value.  Neither  of 
those  opinions,  however,  turned  out  to  be  quite  correct,  as,  upon 
further  trial,  when  better  adjusted,  and  by  adding  the  traverser, 
so  that  the  contrivance  would  wind  the  roving  evenly  on  the  spool, 
it  proved  to  be  a  useful  auxiliary  part  of  the  invention. 

Valuable  though  it  was  and  is,  as  aiding  in  the  accomplishment 
of  the  desired  result,  it  is  nevertheless  a  great  error  to  regard  it  as 
the  invention  described  in  the  subsequent  patent,  or  as  such  a  ma- 
terial part  of  tbe  same  that  it  confers  'any  right  upon  the  party 
who  made  the  suggestion  to  claim  to  be  the  inventor,  or  a  joint 
inventor,  of  the  improvement,  or  to  suppose  that  the  proof  of  what 
was  done  by  that  party  can  constitute  any  defense,  as  against  the 
owner  of  the  patent,  to  the  charge  of  infringement. 

Second  answer  to  the  defense  founded  on  that  testimony  is,  that 
the  testimony  is  unreliable,  because  the  witness  is  not  entitled  to 
credit.  Hundreds  of  pages  of  the  transcript  are  filled  with  proof, 
introduced  either  to  assail  or  support  the  credit  of  that  witness ; 
but  the  court  is  of  the  opinion  that  it  is  not  necessary  to  enter  into 
those  details,  as  the  decision  must  be  in  favor  of  the  appellee,  even 
if  every  word  stated  by  that  witness  is  taken  to  be  true.  Entirely 
satisfied  with  our  conclusion  upon  the  merits,  we  are  the  less  in- 
clined to  enter  into  those  details,  as  a  full  analysis  of  the  proofs 
within  reasonable  limits  would  be  impracticable ;  but  it  is  proper 
to  say  that  the  proofs  have  been  carefully  examined,  and  it  is  the 
opinion  of  tbe  court  that  the  letters  patent  in  this  case  cannot  be 
held  to  be  invalid  upon  such  testimony. 

II.  Second  defense,  as  stated  in  the  argument,  is,  that  the  in- 
vention, at  the  time  the  application  for  the  original  patent  was 
made,  had  been  on  sale  and  in  public  use,  with  the  consent  and 
allowance  of  the  applicant,  for  more  that  two  years,  and  that  the 
applicant  abandoned  the  same  to  the  public.  Abandonment,  as 
set  up  in  the  concluding  paragraph  of  the  proposition,  is  a  distinct 
defense  from  that  set  up  in  the  preceding  part  of  the  same  proposi- 
tion, and  must  be  separately  considered. 

Sale  and  public  use,  for  more  than  two  years  prior  to  the  appli- 
cation for  the  patent,  are  not  alleged  in  the  answer.  What  the 
respondents  do  allege  is,  that  the  invention,  at  the  time  the  appli- 
cation for  a  patent  was  filed,  and  for  a  long  time  before,  had  been 
on  sale  and  in  public  use,  which,  without  more,  is  not  a  good 
defense  against  the  charge  of  infringement.  On  the  contrary, 
the  correct  rule  is  that  no  patent  shall  be  held  to  be  invalid  on 
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account  of  such  sale  and  public  use,  except  on  proof  that  the  in- 
vention was  on  sale  and  in  public  use  more  than  two  years  before 
the  application  therefor  was  filed  in  the  Patent  Office.  5  Stat,  at 
Large,  354;  McClurg  v.  Kingalaiid^  1  Howard,  209;  Stimpson  v. 
Bailroadyi  Id.,  Z80. 

Evidence  to  show  that  the  invention  of  the  original  patentee,  as 
finally  perfected,  was  on  sale  and  in  public  use  more  than  two 
years  before  he  applied  for  a  patent  is  entirely  wanting,  and  if  such 
evidence  was  offered,  it  could  not  be  admitted  under  the  pleadings, 
as  no  such  defense  is  set  up  in  the  answer.  Foster  v.  Goddard,  1 
Black,  518. 

Undoubtedly  an  inventor  may  abandon  his  invention,  and  sur- 
render or  dedicate  it  to  the  public ;  but  mere  forbearance  to  apply 
for  a  patent  during  the  progress  of  experiments,  and  until  the 
party  has  perfected  his  invention  and  tested  its  value  by  actual 
practice,  affords  no  just  grounds  for  any  such  presumption.  Ken- 
daU  et  al.  v.  Winaor,  21  Howard,  322;  Pennock  et  al,  v.  Dialogue^ 
2  Peters,  1. 

Application  for  a  patent  in  this  case  was  probably  filed  in  the 
Patent  Office  before  the  middle  of  November,  1826,  and  the  proofs 
are  full  and  satisfactory  to  the  court  that  the  inventor,  up  to  that 
time,  was  constantly  engaged  in  perfecting  his  improvement8,  and 
in  making  the  necessary  preparations  to  apply  for  a  patent. 

III.  Third  defense  is,  that  the  reissued  letters  patent  are  void, 
because  they  were  not  issued  in  conformity  with  the  act  of  Congress 
relating  to  that  subject.  Omission  of  the  original  patentee  season- 
ably to  apply  for  an  extension  of  his  patent  was  occasioned  through 
erroneous  information  given  to  him  by  the  Commissioner,  and  not 
from  any  negligence  or  fault  of  his  own.  Acting  upon  informa- 
tion from  that  source,  the  inventor  did  not  file  his  application  until 
it  was  too  late  to  give  the  notices  as  required  by  law,  and  the  time  for 
presenting  such  an  application  having  expired,  the  Commissioner 
had  no  power  to  grant  his  request.  Deprived  of  any  legal  remedy 
under  the  general  laws  for  the  protection  of  inventors,  he  applied 
to  Congress,  and  on  the  thirtieth  of  May,  1862,  Congress  passed  an 
act  for  his  relief.     12  Stat,  at  Large.  904. 

By  the  terms  of  that  act  he  was  authorized  to  apply  to  the  Com- 
missioner for  a  renewal  and  extension  of  the  letters  patent,  pre- 
viously granted  to  him  for  the  term  of  seven  years  from  the  time  of 
such  renewal  and  extension,  and  the  Commissioner  was  empowered 
to  grant  such  renewal  and  extension,  or  to  withhold  the  same  un- 
der the  then  existing  laws,  in  the  same  manner  as  if  the  applica- 
tion therefor  had  been  seasonably  made.     Annexed  to  the  body  of 
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the  act  is  a  proviso,  that  such  renewal  and  extension  shall  not  have 
the  effect  or  be  construed  to  restrain  persons  using  the  invention, 
at  the  time  of  such  renewal  and  extension,  from  continuing  the 
use  of  the  same,  nor  to  subject  them  to  any  claim  or  damage  for 
having  used  such  machinery. 

Objection  now  taken  is,  that  the  said  proviso  in  the  act  of  Con- 
gress is  not  recited  in  the  reissued  letters  patent;  but  the  objection 
is  entirely  without  merit,  as  it  appears  in  the  record  that  the  certi- 
ficate of  renewal  and  extension,  as  granted  by  the  Commissioner, 
was  made  subject  in  express  terms  to  the  proviso  contained  in  that 
act. 

Doubts  are  entertained  whether  even  that  was  absolutely  neces- 
sary ;  but  it  is  clear  that  there  is  nothing  in  the  proviso  to  warrant 
the  conclusion  that  the  form  of  the  extended  patent  might  not  be 
the  same  as  that  in  general  use,  and  it  is  not  even  suggested  that 
the  form  of  the  extended  or  reissued  patent  was  in  any  respect  dif- 
ferent from  the  corresponding  established  forms  of  the  Patent  Office. 

IV.  Fourth  defense  is,  that  the  respondent's  machinery  was  in 
use  before  the  patent  in  this  case  was  granted ;  but  it  is  not  alleged 
that  their  machinery  was  in  use  before  the  extended  patent  was  is- 
sued^ and  therefore  the  allegation  affords  no  defense  to  the  charge 
of  infringement.     Stimpsonv.  Railroad^  4  Howard,  380. 

Other  defenses  are  mentioned  in  the  brief  of  the  respondents ; 
but  none  of  them  were  urged  in  argument,  and  they  must  be  con- 
sidered as  abandoned. 

V.  Infringement  is  an  affirmative  allegation  made  by  the  com- 
plainant, and  the  burden  of  proving  it  is  upon  him,  unless  it  is 
admitted  in  the  answer.  Specific  inquiries  were  made  of  the  re- 
spondents in  this  case,  and  they  did  not  satisfactorily  answer  those 
interrogatories.  Evasive  answers,  under  such  circumstances,  if  not 
positively  equivalent  to  admissions,  afford  strong  presumptive  evi- 
dence against  the  respondents.  Apart  from  that,  however,  the 
answer  of  the  respondents  is  unsatisfactory  in  other  respects.  They 
do  not  in  terms  deny  that  they  have  used,  and  are  using,  the  in- 
vention as  alleged ;  but  what  they  do  deny  is,  that  they  use  any 
machinery  in  violation  and  infringement  of  any  rights  of  the  com- 
plainant, or  that  they  are  using,  or  have  made,  used,  or  sold,  any 
machinery  not  protected  by  the  proviso  contained  in  the  act  of 
Congress  passed  for  the  relief  of  the  original  patentee. 

Clear  implication  from  the  answer  is,  that  they  had  made  ma- 
chinery such  as  that  described  in  the  letters  patent,  and  if  so,  then 
they  are  clearly  liable  as  infringers,  as  they  were  not  incorporated 
at  the  date  of  the  extended  patent.     Machines  made  since  the  pat- 
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ent  was  extended  are  not  protected  by  that  proviso,  as  is  plain  from 
its  language;  but  the  complainant  cannot  recover  damages  for  any 
infringement  antecedent  to  the  date  of  the  reissued  patent^  as  the 
extended  patent  was  surrendered. 

Proofs  of  the  complainant  to  show  infringement  consist  in  a 
comparison  of  the  machines  made  by  the  respondents  with  the  me- 
chanism described  in  the  patent,  and  in  the  testimony  of  scientific 
experts,  and  they  are  so  entirely  satisfactory,  that  it  is  not  deemed 
necessary  to  pursue  the  investigation. 

Dbcbeb  affirmed. 


Whitely  v.  Swaynb. 

(7  Wallace,  685.) 

1.  Where  a  patent  has  been  granted  for  improvements,  which,  after  a  fall  and  fair 

trial,  resulted  in  onsoccessfal  experiments,  and  have  been  finally  abandoned,  if 
any  other  person  takes  up  the  subject  of  the  improvements,  and  is  successful,  he 
is  entitled  to  the  merit  of  them  as  an  original  inventor. 

2.  He  is  the  first  inventor,  and  entitled  to  the  patent,  who,  being  an  original  discov- 

erer, has  first  perfected  and  adapted  the  invention  to  actual  use. 

Whitely  filed  a  bill  against  Swayne,  in  the  Circuit  Court  for 
Southern  Ohio,  to  enjoin  the  use  of  a  certain  machine  known  as 
the  Kirbey  harvester. 

As  the  case  was  presented  in  the  argument,  he  relied  upon  a 
patent  granted  to  one  Steadman,  May  23,  1854,  for  an  improve- 
ment in  clover  and  grass-seed  harvesters,  which  had  been  assigned 
to  him,  (Whitely,)  and  surrendered,  and  three  reissues  granted  t4> 
him  on  the  19th  June,  1860. 

The  machine  complained  of,  and  sought  to  be  enjoined,  had  been 
originally  patented  to  one  Byron  Dinsraore.  Dinsmore's  specifica- 
tions were  sworn  to,  December  31st,  1850,  and  was  received  at  the 
Patent  Office,  January  10th,  1851.  His  patent  was  issued  Feb- 
ruary 10th,  1852.  He  made  and  tried  one  of  his  machines  in 
1850,  and  cut  some  t«n  or  twenty  acres  with  it.  In  1851  he  made 
twenty-one  of  them,  and  between  fifty  and  sixty  of  them  in  the 
following  year.  On  the  18th  of  April,  1852,  three  months  after 
the  date  of  Dinsmore's  patent,  Steadman  filed  a  caveat  in  the 
Patent  Office,  in  which  he  stated  that  he  was  engaged  in  making 
experiments  for  perfecting  certain  improvements  in  a  machine  for 
harvesting  clover  and  grass-seed,  preparatory  to  letters  jtatent 
therefor.  As  already  stated,  this  patent  was  granted  May  23, 
1854.     Besides  the  caveat  and  the  patent,  there  was  an  account. 


''A  Cfe      Dec.  1868.]  Whitbly  v,  Swaynb.  209 

Opinion  of  the  conrt. 

given  in  the  testimony,  of  the  working  of  the  machine,  by  Mr. 
Hatch,  a  neighbor  of  Steadman's,  who  resided  in  Holley,  Orleans 
county,  New  York,  in  1854.  The  machine  was  tried  in  the  neigh- 
borhood on  several  occasions  in  clover  fields,  but  never  went  into 
successful  practical  operation.  No  machines  were  ever  made  under 
the  patent  after  the  first,  which  was  about  the  time  the  patent  was 
granted.  The  experiment  appeared  to  have  been  wholly  given  up 
and  abandoned  by  Steadman  as  a  failure ;  and  it  thus  remained  for 
some  six  years,  when  the  complainant  (Whitely)  took  from  him  an 
assignment  of  the  patent,  and  procured  the  three  reissues  already 
referred  to. 

The  bill  was  dismissed  by  the  court  below,  and  the  complainant 
brought  the  case  here. 

Mr.  Fisher,  for  the  appellant. 

Mr.  Wright,  contra. 

Mr.  Justice  Nblbon  delivered  the  opinion  of  the  court. 

The  plaintiff's  title,  and  the  one  upon  which  he  must  succeed 
against  the  defendant,  if  he  succeeds  at  all,  rests  upon  a  patent  for 
improvements  in  a  machine  for  harvesting  clover  and  grass-seed; 
which  improvements,  after  a  full  and  fair  trial,  resulted  in  unsuc- 
cessful experiments,  and  which  were  finally  abandoned.  They 
never  went  into  any  useful  or  practical  operation,  and  nothing 
more  was  heard  of  them  from  Steadman  or  any  other  person,  for  a 
period  of  six  years.  At  the  end  of  this  period  the  plaintiff  takes 
an  assignment  of  the  patentee,  and  is,  doubtless,  vested  with  all 
his  rights.  But  what  were  those  rights?  Clearly,  if  any  other 
person  had  chosen  to  take  up  the  subject  of  the  improvements, 
where  it  was  left  off  by  Steadman,  he  had  a  right  thus  to  enter 
upon  it,  and  if  successful,  would  be  entitled  to  the  merit  of  them 
as  an  original  inventor,  for  he  is  the  first  inventor,  and  entitled  to 
the  patent,  who,  being  an  original  discoverer,  has  first  perfected 
and  adapted  the  invention  to  actual  use.  Curtis  on  Patents,  §  43, 
p.  37,  and  notes. 

Hence,  if  Dinsmore's  patent  was  later  than  that  of  Steadman, 
and  was  for  similar  improvements,  it  would  constitute  a  perfect 
defense  against  the  suit  in  the  present  case,  as  the  plaintiff  is 
obliged  to  rely  wholly  on  this  assignment  of  Steadman,  and  stands 
in  his  footsteps,  and  has  no  better  title.  But  the  fact  is  otherwise. 
Dinsmore's  invention  goes  back  to  the  year  1850.  His  first  ma- 
chine was  successfully  tried  in  the  harvest  of  that  year.  Some 
twenty-one  were  made  in  the  year  1861,  and  from  fifty  to  sixty  in 
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MoRET  V.  Lockwood. 

(8  Wallace.  230.) 

1.  Where  a  limiUtion  of  a  claim,  as  found  in  a  patent,  has  been  caused  by  a  mistake 

of  the  Commissioner  of  Patents  in  supposing  that  prior  inventions  would  b« 
covered,  if  the  claim  was  made,  as  the  applicant  makes  it,  more  broad,  and  bd 
inventor  has  thus  been  made  to  take  a  patent  with  a  claim  narrower  than  bis 
invention,  it  is  the  right,  and,  as  it  would  seem,  the  duty  of  the  Commissioner, 
upon  being  satisfied  of  his  mistake,  as  to  the  nature  of  the  prior  inventions,  to 
grant  a  reissue  with  an  amended  specification  and  a  broader  claim. 

2.  Where  the  amended  specifications  and  broader  claim  secures  the  patentee  only  the 

same  invention  that  he  had  originally  described  and  claimed,  the  reissue  is  valid. 

3.  The  syringe  known  as  the  Richardson  syringe  is  an  infringement  of  a  patent  for  t 

syringe,  granted  March  31st,  1857,  to  C.  &  H.  Davidson,  and  reissued  April  25th, 
1865,  with  an  amended  specification. 

4.  The  Davidsons  were  the  original  and  first  inventors  of  the  syringe  patented  by  the 

patent  and  reissue  above  referred  to. 

Appeal  from  the  Circuit  Court  for  the  District  of  Massachusetts. 

Lockwood,  assignee  of  the  inventors,  filed  a  bill  in  the  court  just 
named  to  restrain  Morey  and  others  from  infringing  letters  patent 
granted  to  Charles  H.  and  Herman  E.  Davidson,  on  the  31st  oi 
March,  1857,  for  a  new  and  useful  improved  syringe;  and  which 
were  surrendered  and  reissued  on  the  2bth  day  of  April,  1865,  with 
an  amended  specification.  The  diagram  below  presents  a  sectional 
view  of  the  instrument ;  now  commonly  called 

The  Davidson  Syringe. 


The  case  was  this : 

Prior  to  the  date,  when,  by  the  inventions  of  Goodyear,  India- 
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robber  had  become  so  important  an  agent  in  surgical  operations, 
the  only  syringe  in  much  use  was  the  old  metallic  syringe,  with  a 
plunger^  sometimes  known  as  the  pump  syringe.  The  objections 
to  the  use  of  it,  whether  anal  or  vaginal,  were,  amongst  others, 
that  it  required  to  be  worked,  if  the  party  was  at  all  feeble,  by  a 
second  person,  that  it  required  the  patient  to  be  moved  and  placed 
in  certain  positions  before  it  could  be  used,  thus  sometimes  causing 
a  strain;  that  where  the  parts  were  delicate  or  diseased,  it  was 
liable,  even  when  thus  used,  by  slipping  or  accidental  motion,  to 
injure  them;  and  finally,  that  unless  the  instrument  was  large, 
when  the  inconvenience  of  it  was  proportionally  increased,  it  re- 
quired, in  many  cases,  however  used,  to  be  removed,  refilled,  and 
replaced  before  a  sufficient  injection  could  be  obtained.  With  the 
discoveries  in  manufacturing  India-rubber,  three  improved  forms 
of  the  instrument  were  made. 

1.  The  globe  syringe,  composed  of  a  simple  globe  or  bulb  of 
India-rubber  with  an  inflexible  pipe  inserted  in  it.  By  compress- 
ing the  bulb,  the  air  was  expelled  and  a  vacuum  caused.  The 
pipe  being  then  placed  in  any  fluid,  it  flowed  by  the  weight  of  the 
external  atmosphere  into  the  globe,  from  which,  on  the  extremity 
of  the  pipe  being  inserted  into  the  part  to  which  it  was  designed  to 
convey  it,  the  fluid  passed  on  compression  of  the  globe  by  the 
hand.  One  objection,  among  others,  to  this  instrument  was,  that 
it  had  to  be  removed,  refilled,  and  replaced,  if  the  injection  re- 
quired was  large.  The  desideratum  remained  of  a  syringe  which 
could  supply  itself,  and  which,  avoiding  any  strain  upon  the 
patient's  body,  would  hold  the  enema  steadily  and  close  to  it. 

In  this  condition  of  the  art,  so  far,  apparently,  as  was  known^to 
him,  Herman  E.  Davidson,  a  physician,  resident  in  Gloucester, 
Massachusetts,  had  been  attending,  prior  to  August,  1852,  a  pa- 
tient, suffering  from  uterine  cancer,  and  who  used  a  globe  syringe, 
with  a  rubber  bulb  and  a  single  inflexible  tube.  Observing  the 
inconvenience  and  discomfort  to  the  patient  of  having  to  remove 
this  instrument  from  the  body,  from  time  to  time,  in  order  to 
refill  the  instrument  with  the  enema.  Dr.  Davidson  suggested  to 
a  brother  of  his,  Charles  H.  Davidson,  who  was  a  machinist,  the 
making  of  a  syringe  which  could  supply  itself  with  enema  without 
being  so  removed. 

Thereupon,  Charles  Davidson  devised  and  made  a  drawing  of  a 
syringe,  in  which  the  elastic  sac  had  but  one  opening,  the  two 
flexible  tubes  being  coupled  to  it  at  that  point,  the  enema  entering 
the  sac  through  one  tube  and  being  expelled  through  the  other ;  a 
^'single-neck"  syringe,  and  having  a  *' three-way  connection." 
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The  bulb  was  more  round  than  oval — nearly  spherical — being  the 
shape  of  the  bulb  in  the  syringe  which  the  patient  was  then  using. 
Dr.  Davidson  suggested  the  use  of  the  oval  form  of  bulb,  and  also, 
as  a  simpler  and  better  mode  of  combining  the  parts,  to  have  the 
two  flexible  tubes  enter  the  sac  at  opposite  sides. 

In  the  early  ])art  of  January,  1853,  the  Davidsons  filed  a  caveat 
in  the  Patent  Office,  announcing  that  they  had  made  certain  im- 
provements in  syringes,  and  that  they  were  now  perfecting  them 
prior  to  an  application  for  a  patent;  their  petition,  together  with 
the  accompaning  description,  being  dated  on  the  8th  of  January 
in  that  year.  In  that  description,  the  petitioners  state  that  their 
improvement  consisted  in  using  a  spheroidal,  cylindrical,  or  glol>- 
ular  elastic  sac  or  bulb,  to  which  were  attached,  and  communicat- 
ing with  it,  flexible  tubes  or  pipes ;  to  the  ends  of  which  pipes 
were  connected  valve-boxes,  with  suitable  valves  therein,  so  that 
by  the  alternate  action  of  compression  and  expansion,  the  desirable 
quantity  of  injection  might  be  adminiHtered  without  removing  the 
instrument  to  refill  it. 

When  application  was  made  by  the  attorney  of  the  inventors  to 
the  Commissioner  of  Patents,  with  a  claim  for  the  combination  of 
an  elastic  sac,  with  flexible  tubes,  terminated  with  suitable  valve 
cases  and  valves,  the  whole  operating  together  in  the  manner  and 
for  the  purpose  set  forth,  objection  was  made  by  the  office,  on  the 
ground  that  they  were  anticipated  by  Messrs.  Pearsall  &  Grilbert, 
who,  according  to  an  account  published  in  the  Franklin  Journal, 
had  already  improved  syringes  by  making  a  rubber  sac  with  two 
tubes  coupled  to  it  at  one  point.  The  diagram  which  the  Franklin 
Journal  presented  was  thus : 


r^ 


And  the  Commissioner  refused  to  grant  the  patent,  except  with 
a  claim,  thus — the  clause  in  italics,  **when  the  sac,  tubes,  and 
valve-boxes  are  in,  or  nearly  in,  the  axial  line,"  being  particularly 
insisted  on : 

.**  What  we  claim  as  new,  and  desire  to  secure,  &c.,  is  the  com- 
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bination  of  the  prolate  spheroidal  shaped  elastic  sac  with  flexible 
tubes,  terminating  in  valve-boxes,  containing  valves,  arranged  for 
the  purpose  of  eduction  and  ejection,  when  the  sac  tubes  and  valve- 
boxes  are  in  or  nearly  in  the  same  axial  line,  the  whole  operating 
together  substantially  in  the  manner  and  for  the  purpose  set  forth." 

The  specification  in  this  form  was  supposed  to  have  taken  the 
improvement  out  of  the  objection  of  the  prior  one  by  Pearsall  & 
Gilbert. 

In  May,  1856,  the  Davidsons  acquiesced  in  the  rejection,  and 
submitting  an  amendment  and  restricted  claim,  the  patent  was 
granted. 

The  original  specification  described  the  improvement,  in  sub- 
stance— 

**To  consist  of  an  oval  or  spheroidal  elastic  bulb,  with  flexible 
tubes  and  metallic  valve-boxes,  containing  valves  arranged  for  the 
purpose  of  eduction  and  ejection,  when  the  elastic  tubes  and  metal- 
lic valve-boxes  were  attached  to  such  an  elastic  bulb  in  or  nearly 
in  its  greatest  axial  line.  The  bulb  and  flexible  tubes  are  com- 
posed of  India-rubber,  or  of  any  suitable  material  of  sufficient  elas- 
ticity and  flexibility,  as  is  necessary,  and  required  by  the  patentee 
in  the  use  or  operation  of  the  instrument." 

The  specimens  exhibited  were  all  made  of  India-rubber. 

The  mode  of  operation  of  the  instrument  was  described  as  follows : 

*' Immerse  the  end  of  the  eduction  pipe  in  the  enema,  compress 
the  bulb  with  the  hand,  which  will  expel  the  air  from  within,  then 
releasing  the  grasp,  the  bulb  will  recover  its  form  by  means  of  its 
elasticity,  and  the  partial  vacuum  will  be  filled  with  the  enema; 
then  insert  the  injection  pipe,  and  repeat  the  operation  of  com- 
pressing the  bulb  until  the  required  quantity  of  the  enema  is 
administered." 

Having  described  the  invention,  what  the  inventors  claimed  as 
new,  were  the  matters  already  mentioned  as  the  ones  thought 
proper  by  the  Commissioner  to  be  so  claimed,  to  wit: 

"The  combination  of  the  prolate  spheroidal-shaped  elastic  sac, 
with  flexible  tubes,  terminating  in  valve-boxes  containing  valves, 
arranged  for  the  purpose  of  eduction  and  ejection,  when  the  sac, 
tubes,  and  valve-boxes  are  in,  or  nearly  in,  the  axial  line,  the 
whole  operating  together,  substantially  in  the  manner  and  for  the 
purposes  set  forth." 

Subsequently  to  this  grant  of  this  patent,  it  was  discovered  by 
the  patentees,  or  their  assignee,  and  also  by  the  Commissioner 
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himself,  that  the  invention  of  Messrs.  Pearsall  &  Gilbert  furnished 
no  legal  objection  to  the  claim  of  the  Davidsons,  as  first  presented 
to  the  office;  for,  although  the  prior  improvement  had  a  rubber 
sac,  the  tubes  were  metal  and  inflexible.  Accordingly,  on  a  sur* 
render  by  the  assignee  he  was  allowed  to  amend  the  claim  by 
restoring  it  to  its  original  form,  and  the  office  granted  a  reissue 
with  the  claim  in  that  form. 

The  amended  specification  was  substantially  the  same  as  the 
original,  leaving  out  that  part  which  described  the  bulb  or  sac, 
tubes,  and  valve-boxes  attached  and  so  arranged  as  to  be  *Mn,  or 
nearly  in,  its  greatest  axial  line."  As  respected  the  claim,  it  was 
as  follows : 

^^  What  is  claimed  as  the  invention  of  Charles  H.  and  Herman 
E.  Davidson,  is  a  syringe,  having  an  elastic  bulb  or  chamber, 
flexible  tubes,  and  a  suitable  valvular  arrangement,  when  organ- 
ized, so  as  to  operate  substantially  as  described." 

This  claim,  it  will  be  observed,  is  the  same  with  the  one  in  sub- 
stance made  by  the  Davidsons,  and  refused  by  the  Commissioner 
when  the  patent  was  applied  for. 

By  the  13th  section  of  the  Patent  Act  of  1836  a  surrender  and  an 
amended  specification  may  be  made  when  the  patent  issued  is  inop- 
erative, or  invalid,  by  reason  of  a  defective  or  insufficient  descrip- 
tion or  specification ;  or,  ^4f  the  error  has,  or  shall  have  arisen  by 
inadvertence,  accident,  or  mistake,  and  without  any  fraudulent  or 
deceptive  intention." 

The  invention  which  the  bill  sought  to  enjoin  was  one  known  as 

The  Richardson  Syringe. 


The  instrument  had  the  same  parts  and  materials  as  the  one 
made  by  the  Davidsons ;  but  instead  of  arranging  them  in  an  axial 
line,  the  bulb  or  sac  was  placed  above  the  point  of  delivery  and 
discharge  of  the  enema,  extending  its  '' single  neck,"  (which  was 
of  course  hollow,)  so  that  the  tubes  might  connect  with  each  side 
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of  it.  The  difference  between  it  and  the  instrument  of  the  patentee 
was,  that  in  the  latter,  in  the  axial  line,  tubes  connected  with  the 
ends  of  the  bulb;  in  the  former  they  connected,  not  with  the  ends 
of  the  bulb,  but  with  the  sides  of  its  hollow  neck.  The  enema 
passed  from  the  eduction  pipe  through  the  neck  or  throat  into  the 
bulb,  and  was  forced  through  the  discharge  pipe  by  the  same  means 
as  those  used  by  the  patentees. 

The  chief  ground  on  which  the  defendants  resisted  the  inven- 
tion were : 

First,  That  the  claim  was  broader  than  the  invention. 

8eco7^dly.  No  infringement,  want  of  originality,  setting  up  here 
as  the  same  in  principle  certain  other  syringes  confessedly  of  prior 
date,  as: 

1 .  The  Maw  Syringe. 


Valyelf 


This,  it  was  admitted,  was  a  large  step  from  the  globe  syringe 
towards  that  of  Davidson.  It  was  composed  of  an  India-rubber 
chamber,  in  form  cylindrical,  with  metallic  rims  or  casings  at  the 
ends.  From  these  casings  there  proceeded  a  metallic  tube  of  about 
one-third  the  diameter  of  the  metallic  casings,  upon  which  tubes 
the  inner  end  of  flexible  pipes,  for  eduction  and  injection,  were 
drawn.  Appropriate  valves  were  placed  within  these  small  me- 
tallic tubes.  The  mode  of  using  was  meant  to  be  the  same  as  in 
the  Davidson  syringe.  But  the  difficulty  was  that  the  metallic 
heads,  which  formed  a  material  part  of  the  inclosure,  being  rigid, 
counteracted,  by  their  connection  with  the  elastic  part  of  the  cham- 
ber, the  patient's  effort  to  compress  it.  Accordingly  the  patient, 
if  a  female,  or  otherwise  feeble,  could  not  well  compress  it,  and 
even  when  the  party  using  it  was  not  feeble,  the  strength  required 
to  compress  the  chamber  was  so  considerable  that  no  one  cared  to 
use  it.  Practically  it  proved  of  no  value.  Very  few  were  ever  sold. 
The  Davidson  syringe,  on  the  other  hand,  came  into  nearly  uni- 
versal use  at  once. 

2.  The  Thiers  Syringe. 

This  was  an  instrument  of  French  manufacture.  It  had  two 
flexible  tubes,  with  suitable  valves,  but  it  did  not  have  an  elastic 
bulb  or  chamber,  in  form  at  least,  like  that  shown  in  the  patent, 
A  diagram  of  it  is  on  page  216. 
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1.  It  was  not  made  of  elastic  material,  but  of  a  metal  base  plate 
and  a  rubber  hood  set  upon  it;  the  rubber  hood  forming  one  sub- 
stantial part  of  the  chamber  to  be  collapsed,  and  the  metal  base 
plate  forming  the  other  substantial  part  thereof. 

2.  The  chamber  was  not  expanded  by  the  elasticity  of  the  mate- 
rial, but  by  means,  wholly  or  partly,  of  a  metal  spring  placed 
within  the  chamber. 

3.  The  necessary  prolongation  of  the  flow  of  the  pressure  after 
the  collapsing  of  the  chamber  had  ceased  was  accomplished,  not  by 
the  reaction  of  the  chamber  alone,  as  in  the  Davidson  instrument, 
but  by  that  and  an  air-chamber  acting  in  connection  with  it. 

These  Thiers  syringes  were  imported  to  and  sold  in  this  country 
in  small  numbers  until  about  the  time  of  the  introduction  of  the 
Davidson  syringes,  and  soon  after  that  disappeared  from  the 
market. 

In  addition  to  these  were  numerous  syringes,  known  as  the  Ga- 
lante,  the  Phelps,  the  Johnson,  the  Hernstein,  the  Leroy,  the 
Feuchtwanger,  and  others,  some  of  which  had  had  a  certain  sale 
and  others  none;  all  were  displaced  by  Davidson's.  Much  evi- 
dence was  taken  on  the  one  part  to  show  their  priority  to  that  of 
Davidson,  and  on  the  other  to  disprove  it;  but  no  priority  was 
sufficiently  shown. 

'  The  court  below  decreed  an  injunction,  and  from  the  decree  this 
appeal  came. 
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Messrs.  H,  F.  French  and  G.  S,  BoutweU,for  the  appellants: 

The  original  patent  was  neither  **  inoperative  nor  invalid,"  nor 
was  the  specification  '*  defective  or  insufficient."  The  case,  there- 
fore, does  not  fall  within  the  13th  section  of  the  act  of  1836,  and 
the  reissue  was,  therefore,  without  authority  of  law.  Burr  v. 
Duryee,  1  Wallace,  531 ;  Case  v.  Broum,  2  lb.,  320. 

The  claim  in  the  reissued  patent  is  broader  than  the  invention, 
and,  consequently,  is  void.  If  the  fair  construction  of  the  reissue 
claim  includes  any  syringe  of  which  the  Davidsons  were  not  the 
original  and  first  inventors,  then  the  claim  is  broader  than  the  in- 
vention, and  so  is  void.  Now,  a  fair  construction  includes  both  the 
Maw  and  the  Thiers  syringe  ;  both  of  them  old,  known^  and  used. 
Can  any  other  construction  be  supported?  By  striking  out  the 
words  "or  chamber,"  and  giving  a  very  literal  meaning  to  the 
word  "bulb,"  we  may,  indeed,  make  a  distinction.  We  may  say 
the  Maw  syringe  has  everything  else,  but  it  has  not  a  bulb.  Even 
this,  however,  cannot  fairly  be  said  of  the  Thiers  syringe,  for  it  has 
an  elastic  bulb.  But  those  words  cannot  be  stricken  out.  The 
surrender  for  reissue  was  for  the  very  purpose  of  inserting  them. 
The  original  claim  describes  a  bulb  in  the  words  "prol&te  sphe- 
roidal-shaped elastic  sac."  The  word  chawher  was  not  there.  It 
was  not  in  the  caveat,  and  it  was  used  in  the  reissued  claim  with 
a  purpose. 

It  is,  in  no  sense^  a  synonym  with  btdb.  Every  bulb  is  a  cham- 
ber, but  a  chamber  is  not  necessarily  a  bulb.  Chamber  is  the 
larger  phrase,  and  may  include  bulb,  but  certainly  includes  cylin- 
der as  well.  Any  inclosed  space  is  a  chamber.  In  the  Davidson 
cavea^y  they  describe  their  sac  as  spheroidal,  cylindrical^  or  globu- 
lar. The  Maw  syringe  has  everything  in  the  Davidson  syringe 
but  the  bulb.  The  Davidson  syringe,  as  described  in  the  reissue, 
includes  every  element  of  the  Maw,  including  the  chamber,  which 
the  Davidsons  do  not  now  pretend  to  have  invented. 

The  syringe  made  by  the  appellants  is  a  combination  of  old  parts, 
substantially  difibrent  from  the  Davidson  syringe  in  structure  and 
effect. 

1.  Our  bulb  is  not  their  bulb,  but  different  in  this,  that  ours  has 
but  one  aperture,  while  theirs  has  two  apertures. 

2.  The  arrangement,  or  organization,  differs  in  this,  that  in  ours, 
the  fluid  in  the  bulb  is  above  the  point  of  delivery,  and  we  have 
gravity  to  aid  in  expelling  it,  while  in  theirs,  one  half  the  fluid  is 
below  the  centre  of  the  bulb. 

3.  Ours  has  a  three-way  piece,  not  found  in  theirs,  and  which 
cannot  be  used  with  theirs. 
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4.  Ours  is  so  constructed  as  to  receive  other  pipes  for  various 
purposes. 

These  differences  constitute  ours  a  different  instrument,  different 
in  its  combination  of  parts,  and  different  in  its  mode  of  operation ; 
more  different  from  it  than  theirs  was  from  the  Maw.  McCormick 
V.  Talcott,  20  Howard,  405. 

The  patent  is  wholly  void,  as  well  for  the  invention  claimed  in 
the  original  patent,  as  for  the  broader  claim  found  in  the  reissued 
patent,  because  syringes  containing  all  that  is  claimed  as  the  in- 
vention of  the  Davidsons  were,  long  before  their  alleged  invention, 
known  and  used  in  this  country. 

Messrs.  B.  B,  Curtis  and  Causten  Browne^  contra, 

1.  The  limitation  of  the  claim,  as  found  in  the  patent,  in  the 
form  in  which  it  is  issued,  was  caused  from  actual  inadvertence  and 
mistake  of  the  Commissioner  of  Patents.  The  Davidsons  acqui- 
esced from  necessity  in  the  Commissioner's  decision ;  but  the  Patent 
Office  had  a  right  to  admit  and  correct  its  own  blunder,  and  to 
grant  a  reissue  with  the  claim  as  originally  made. 

2.  The  terms  bulb,  or  chamber,  are  used  as  synonymous  terms. 
Besides,  the  argument  of  the  other  side  assumes  that  the  invention 
patented  embraces  any  and  all  elastic  chambers,  by  the  intermit- 
tent compression  and  relaxation  of  which  the  instrument  is  made 
to  operate  as  an  injection  syringe ;  whereas  it  covers  only  instru- 
ments having  substantially  such  an  elastic  chamber  as  is  described. 

3.  The  Bichardson  syringe  is  our  syringe,  under  a  less  useful 
form.  It  is,  in  fact,  the  form  in  which  Dr.  Davidson  first  invented 
it,  '' three-way  piece  and  all,"  a  form  abandoned  as  less  simple 
than  the  one  where  the  pipes  were  in  an  axial  line.  The  gravity 
of  an  ounce  or  two  of  water  is  small ;  of  other  things  sometimes 
injected  less.  But,  in  our  form,  the  benefit  of  gravity  can  be  ob- 
tained by  turning  the  sac  up  perpendicularly. 

4.  The  Maw  syringe  had  two  flexible  tubes  with  suitable  valves, 
and  it  had  an  elastic  chamber,  but  it  did  not  have  an  elastic  bulb, 
or  chamber  substantially  like  that  shown  in  the  patent.  We  need 
not  examine  particularly  the  construction  of  the  elastic  chamber. 
Whether  the  difference  was  theoretically  great  or  small,  practically 
it  was  a  very  important  one. 

The  same  thing  is  true  of  the  Thiers  syringe,  which  has  marked 
differences  in  the  construction  of  the  elastic  chamber,  particularly 
the  metal  spring  to  expand  it,  and  which  proved  of  little  practical 
use. 
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Several  objections  are  taken  to  this  reissued  patent ;  among 
others,  and  which  is  the  most  material,  that  the  claim  is  broader 
than  the  invention. 

The  13th  section  of  the  act  of  1836  authorizes  a  surrender,  and 
an  amended  specification,  when  the  patent  issued  is  inoperative,  or 
invalid,  by  reason  of  a  defective  or  insufficient  description  or  speci- 
fication, or  "if  the  error  has  or  shall  have  arisen  by  inadvert- 
ence, accident,  or  mistake,  and  without  any  fraudulent  or  deceptive 
intention. "  We  do  not  doubt  that  the  Commissioner  had  full  au- 
thority to  grant  the  amendment ;  and,  under  the  special  circum- 
stances of  the  case,  it  would  seem  to  have  been  a  duty,  as  the 
inventors  were  led  into  the  error  by  himself,  as  may  be  seen  from 
his  letter  when  the  patent  was  originally  granted. 

The  amendment  was  very  material,  as  the  language  of  the  orig- 
inal claim  tied  the  patentees  down  to  a  syringe,  consisting  of  the 
parts  mentioned,  to  an  instrument  in  which  they  were  arranged  in 
an  axial,  or  straight  line ;  tying  them  down  to  the  mere  form  of 
the  construction,  regardless  of  the  substance  and  legal  import  of 
the  invention.  While  the  original  specification  and  claim  re- 
mained, it  was  competent  for  any  one  to  evade  the  patent,  and 
enjoy  the  substance  of  the  improvement  by  a  change  in  the  mere 
form  of  the  construction — that  is,  by  an  arrangement  of  the  sev- 
eral parts  in  any  form,  if  not  in  an  axial  or  straight  line.  And 
this  is  what  the  defendants  are  endeavoring  to  accomplish,  and 
would  have  accomplished  if  the  amendment  of  the  claim  had  not 
been  allowed. 

They  have  constructed  a  syringe  with  the  same  parts  and  mate- 
rials as  used  by  the  patentees  ;  but,  instead  of  arranging  them  in 
an  axial  line,  the  bulb  or  sac  is  placed  above  the  point  of  delivery 
and  discharge  of  the  enema,  extending  its  hollow  neck  so  that  the 
tubes  may  connect  with  each  side  of  it.  The  only  difference  even 
in  form  between  this  and  the  patentees'  is,  that  the  latter,  in  the 
axial  line,  tubes  connect  with  the  ends  of  the  bulb  ;  in  the  former 
they  connect^  not  with  the  ends  of  the  bulb,  but  with  the  sides 
of  its  hollow  neck.  The  enema  passes  from  the  eduction  pipe 
through  the  neck  or  throat  into  the  bulb,  and  is  forced  through 
the  discharge  pipe  by  the  same  means  as  used  by  the  patentees. 
The  mode  of  operation  is  precisely  the  same  in  both  instruments. 
The  change  is  one  of  form  and  not  of  substance,  and,  upon  well- 
established  principles  of  patent  law,  constitutes  no  defense  to  a  bill 
for  an  infringement.  Curtis  on  Patents,  260,  261,  and  note  2, 
page  264. 
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As  beariag  upon  this  point,  it  may  be  stated  that  the  patentees 
themselves  first  constructed  and  used  this  form  of  syringe ;  but, 
becoming  satisfied  that  the  other  form  was  the  best,  recommended 
it  in  their  specification  accordingly.  They  are  protected,  however, 
against  the  use  of  any  form,  as  will  be  seen  by  the  authorities 
referred  to,  that  embodies  substantially  their  ideas  and  mode  of 
operation. 

On  the  question  of  novelty  there  are  two  specimens  of  syringe 
produced  by  the  defendants  that  are  chiefly  relied  on  as  disprov- 
ing it:  one  called  the  Maw  syringe,  and  the  other  the  Thiers.  The 
first  difiers  from  the  patentees'  in  this,  that  the  cylindrical  bulb  or 
chamber  is  made  so  rigid  both  in  the  material  and  from  its  metallic 
ends  or  heads  that  it  is  not  sufficiently  elastic  to  be  adapted  to 
practical  use ;  and  for  this  reason  it  failed  and  went  out  of  the 
market. 

The  Thiers  syringe  difiered  from  the  patentees'  in  this,  that  part 
of  the  bulb  or  chamber  is  metal  and  part  rubber ;  and  the  elastic 
portion  is  aided  by  a  spring  inside  of  the  chamber.  There  is  also 
an  air-chamber  attached  to  the  delivery  pipe.  The  whole  construc- 
tion and  arrangement  is  difierent  from  the  patentees' ,  as  they  have 
dispensed  with  the  meteA  portion  of  the  bulb,  the  spring,  and  the 
air-chamber,  and  substituted  a  simple  India-rubber  bulb. 

The  rest  of  the  proof  on  this  point  is  confiicting,  and  we  agree 

with  the  court  below,  that  the  weight  of  it  is  decidedly  with  the 

complainant. 

Dbgrbb  affirmed. 


Wood-paper  Company  v.  Heft. 

(4  Wallace,  333.) 

1.  An  appeal  apon  a  bill  for  the  infringement  of  a  patent  dismissed,  it  appearing  that 

after  the  appeal  the  appellants  had  purchased  a  certain  patent  to  the  defendants, 
ander  which  the  defendants  sought  to  protect  themselves ;  and  that  the  defendants 
as  compensation  had  taken  stock  in  the  company  which  had  nnsuccessfally  sought 
to  enjoin  them,  and  was  now  appellant  in  the  case. 

2.  The  fact  that  damages  for  the  iofringemeDt  alleged  in  the  bill  had  not  been  com- 

promised, held  not  to  affect  the  propriety  of  the  dismissal. 

On  motion  to  dismiss  an  appeal  from  the  Circnit  Court  for  the 
Eastern  District  of  Pennsylvania.     The  case  was  thus: 

In  August^  1865,  the  American  Wood-paper  Company  filed  a  bill 
in  the  court  below  to  enjoin  Heft,  Dixon,  and  other  defendants 
against  infringing  certain  patents  owned  by  the  company  for  im- 
provements in  paper-making ;  these  patents,  including  one  to  Watt 


Dec.  1869.]  Wood-papbb  Company  v.  Heft.  221 


Statement  of  the  case. 


&  Burgess,  granted  on  the  2(1  July,  1854,  the  other  to  M.  A.  Miller, 
on  the  26th  May,  1857. 

The  answer  of  the  defendants  set  up,  among  other  defenses:  1st. 
The  want  of  novelty ;  and,  2d,  that  they  manufactured  paper  under 
inventions  and  patents  of  Dixoii,  one  of  the  defendants.  Proofs 
were  taken  on  both  sides,  and,  after  the  hearing  of  counsel  on  the 
22d  November,  1867,  the  bill  was  dismissed;  and  the  case  was 
subsequently  brought  here  by  appeal. 

Pending  this  appeal,  one  Meach  asked  leave  to  intervene  by 
counsel,  upon  an  allegation  that,  since  the  decree  below,  the  case 
had  been  settled,  and  that  it  was  now  carried  on  without  the  appel- 
lees having  any  further  interest  in  the  defense,  and  for  the  purpose 
of  obtaining  the  decree  of  this  court  in  favor  of  the  complainants 
to  influence  suits  pending  in  the  circuits  in  their  favor  and  against 
strangers  to  this  suit,  and  in  which  the  same  questions  are  in- 
volved; and  that  the  intervener  was  a  defendant  in  one  of  these 
suits.  The  application  of  Meach  being  allowed,  a  commission 
issued  to  take  proofs  in  the  matter,  and  these  being  before  the 
court,  the  motion  to  dismiss  came  on  to  be  heard.  It  appeared, 
as  this  court  assumed,  from  the  proofs  under  the  commission,  that 
at  the  time  when  the  original  bill  was  filed,  to  wit,  in  August, 
1865,  the  Dixon  patents,  which  were  set  up  as  one  of  the  defenses 
to  the  suit,  were  owned,  two-thirds  by  one  Harding  and  one-third 
by  Dixon,  the  inventor;  the  two-thirds  having  being  conveyed  in 
December,  1864,  the  co-defendants  of  Dixon  having  no  interest 
therein,  except  working  under  them  in  the  manufacture  of  paper. 
It  further  appeared  that  in  the  autumn  of  1868,  about  one  year 
after  the  decree  dismissing  the  bill,  Harding  and  Dixon  sold  and 
transferred  all  their  interest  in  the  Dixon  patents  to  the  complain- 
ants, and  received  for  the  same  eighteen  hundred  shares  of  the 
stock  of  their  company  at  par  value,  which  was  $100  per  share, 
nominally  $180,000,  and  this  for  one-half  the  interest  in  the  pat- 
ents ;  for  the  other  half  the  complainants  confirmed  the  licenses 
that  had  been  granted  under  the  Dixon  patents. 

This  was  the  account  of  the  sale  given  by  Dixon,  who  was  ex- 
amined as  a  witness  under  the  commission.  One  Hay,  the  general 
agent  of  the  complainants,  testified  that  the  purchase  was  made 
with  Harding,  and  that  stock  to  the  amount  of  two  thousand 
shares  was  given,  and  that  two  certificates  with  blank  vouchers  of 
attorney  were  made  out,  and  delivered  to  Harding,  one  for  eighteen 
hundred,  and  the  other  for  two  hundred  shares.  Dixon  stated  that 
Harding  transacted  the  business  with  the  complainants  for  him| 
and  with  his  concurrence. 
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The  evidenoe,  it  should  he  added,  tended  to  show  that  Dixon  had 
agreed  to  keep  Heft  and  the  other  defendants  harmless. 

Mr.  B,  F,  BtUleTj  in  support  of  the  motion,  argued  that  on  the 
case  presented  the  appellant  had  become  the  sole  party  in  interest; 
that  the  controversy  was  thus  a  fictitious  one ;  and  on  the  author- 
ity of  both  English  and  American  precedents  ought  to  be  dis- 
missed. Hoskins  v.  Lord  Berkeley,  4  Term,  402  ;  In  the  maiter  of 
R.  J,  EUam,  3  Barnewall  &  Cresswell,  597  ;  Fletcher  v.  Pedc,  6 
Cranch,  147-8  ;  Lord  v.  Veazie,  8  Howard,  251 ;  Cleveland  v. 
Chamberlain,  1  Black,  425. 

Mr,  Jenckes,  contra,  contended  that  the  evidence  rightly  viewed 
did  not  present  such  a  case  as  opposite  counsel  assumed  from  it ; 
that  a  fictitious  case  was  not  to  be  supposed,  but,  on  thecontrary, 
required  clear  proof;  and  that,  even  if  now  late  in  the  controversy, 
the  appellant  had,  without  the  knowledge  of  counsel,  become  the 
dominus  litis  on  both  sides,  still  that  the  question  of  damages  for 
infringement  on  the  bill  remained  to  be  adjusted,  and  that  this 
required  a  settlement  of  the  merits  as  they  originally  stood. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

The  case,  as  it  now  stands,  is  this :  The  complainants  having 
purchased  in  the  patents  under  which  the  suit  was  defended,  own 
both  sides  of  the  subject-matter  of  this  litigation ;  and,  further,  the 
owners  of  the  Dixon  patents  having  taken,  in  consideration  for  the 
sale,  stock  in  the  complainants'  company,  their  interest  has  been 
transferred  to  the  side  of  the  complainants. 

It  is  said,  notwithstanding  all  these  negotiations,  exchanges,  and 
transfers,  the  damages  for  the  alleged  infringement  in  the  bill  have 
not  been  compromised.  But,  before  that  question  can  be  reached, 
as  the  bill  was  dismissed  below,  this  court  must  hear  and  determine 
the  question  on  the  merits,  whether  or  not  the  defenses  set  up  in 
the  answer  are  sustained  upon  the  proofs.  If  the  court  should 
determine  they  were  not,  then  the  question  of  damages  would 
arise  ;  if  otherwise,  not.  Now,  upon  this  question  of  merits,  the 
complainants  own  both  sides  of  the  litigation,  and  control  them ; 
and,' in  the  language  of  the  Chief  Justice,  in  the  case  of  Lord 
V.  Veazie,  8  Howard,  255,  ''the  plaintiff  and  defendant  have  the 
same  interest,  and  that  interest  adverse,  and  in  conflict  with  the 
interest  of  third  persons,  whose  rights  would  be  seriously  affected, 
if  the  question  of  law  was  decided  in  the  manner  that  both  parties 
to  this  suit  desire  it  to  be."  And,  for  this  reason,  the  case  should 
not  be  heard  by  this  court. 
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If  anything  further  was  necessary  to  show  that  the  litigation  is 
no  longer  a  real  one,  even  if  the  suit  should  proceed,  and  the  ques- 
tion of  damages  he  reached,  there  would  be  the  same  interest  on 
both  sides,  Dixon,  one  of  the  defendants,  since  the  sale  of  his 
patents,  having  a  large  interest  on  the  side  of  the  complainants, 
and,  as  defendant,  would  be  subject  to  his  payment  of  part,  or 
the  whole  amount,  of  the  damages  recovered.  Indeed,  the  weight 
of  the  proofs  is,  that  he  has  bound  himself  to  keep  his  co-defend- 
ants harmless. 

The  motion  to  dismiss  the  case,  for  the  reasons  above  given,  must 
be  Grantbd. 


Blanchard  v.  Pittkam. 

(8  Wallace,  420.) 

1.  Where,  in  a  sait  at  law  for  infringement  of  a  patent,  witnesses  testify  to  prerions 

invention,  knowledge,  or  use  of  the  thing  patented,  the  judgment  will  be  reversed 
unless  an  antecedent  compliance  with  the  requirements  of  the  15th  section  of  the 
Patent  Act,  requiring  in  the  notice  of  special  matter  the  names  and  places  of  resi- 
dence of  those  whom  the  defendant  intends  to  prove  possessed  prior  knowledge, 
and  where  the  same  bad  been  used,  appear  in  the  record.  And  this,  although  no 
reversal  for  this  cause  have  been  asked  by  counsel,  but  the  case  have  been  argued 
wholly  on  other  grounds. 

2.  Semble,  That  the  only  proper  comparison  on  a  question  of  infringement,  is  of  the 

defendant's  machine  with  that  of  the  plaintiffs,  as  described  in  the  pleadings; 
and  that  it  is  no  answer  to  the  cause  of  action  to  plead  or  prove  that  the  defend- 
ant is  the  licensee  of  the  owner  of  another  patent,  and  that  his  machine  is  con- 
structed in  accordance  with  that  patent. 

Error  to  the  Circuit  Court  for  the  Southern  District  of  Ohio,  the 
case  being  thus : 

The  15th  section  of  the  Patent  Act  enacts,  that  whenever  the 
defendant  relies  in  his  defense  on  the  fact  of  a  previous  invention, 
knowledge,  or  use  of  the  thing  patented,  ''he  shall  state  in  his 
notice  of  special  matter^  the  names  and  places  of  residence  of  those 
whom  he  intends  to  prove  to  have  possessed  a  prior  knowledge  of 
the  thing,  and  where  the  same  had  been  used,"  and  if  he  does  not 
comply  with  that  requirement  no  such  evidence  can  be  received 
under  the  general  issue. 

With  this  statute  in  force,  Alonzo  Blanchard  and  others,  being 
owners  by  assignment  of  a  patent  for  an  improvement  in  bending 
wood,  granted  to  Thomas  Blanchard,  December  18th,  1849,  reis- 
sued to  him  November  15th,  1859,  and  extended  for  seven  years 
from  December  18th,  1863,  brought  suit  at  law  against  Putnam 
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and  others  for  infringement.  The  defendants  pleaded  the  general 
issne,  but  so  far  as  the  transcript  of  the  general  record  showed, 
gave  no  notice  of  any  special  defense. 

On  the  trial,  the  plaintiffs  gave  in  evidence  the  original  patent, 
the  reissue,  the  certificate  of  renewal  and  extension,  the  assignment, 
and  facts  tending  to  prove  the  alleged  infringement,  and  rested. 

The  defendants,  who  were  licensees  under  a  patent  granted 
March  11th,  1856,  and  reissued  May  22d,  1862,  to  one  Morris,  for 
an  improvement  in  wood-bending  machines,  offered  in  evidence 
the  reissue. 

The  plaintiff  objected  to  the  admission  of  that  evidence,  but 
the  court  overruling  the  objection,  admitted  it,  and  the  plaintiff 
excepted. 

The  defendants  called  as  a  witness  one  W.  Mitchell,  and  offered 
to  prove  by  him,  that  in  A.  D.  1858,  he  saw  in  use  at  a  factory  of 
one  Andrews,  in  Grand  Detour,  in  the  State  of  Illinois,  a  machine 
for  bending  plough-handles,  similar  to  a  model  thea  shown  to  the 
witness,  and  asserted  by  the  defendants  to  be  the  same  in  its  mode 
of  operation  as  the  plaintiff's  patented  machine ;  the  defendants' 
counsel  promising  thereafter  to  connect  the  said  evidence  with 
other  testimony,  showing  such  a  machine  to  have  been  in  public 
use  anterior  to  Blanchard's  said  invention.  To  **  which  evidence," 
said  the  bill  of  exceptions,  ''the  plaintiff  objected  as  not  competent 
or  proper."  But  the  court  overruled  said  objection  and  admitted 
the  evidence.  Other  testimony  was  introduced  by  the  defendants 
tending  to  prove  that  the  machine  described  by  the  witness,  or 
others  like  it,  were  in  public  use  at  that  place  before  the  date  of 
the  invention  claimed  and  owned  by  the  plaintiffs. 

The  court  charged  the  jury  at  length.  It  told  them  that  the 
defenses  to  the  action  were : 

1st.  That  the  Blanchard  machine  was  void  for  want  of  novelty. 

2d.  That  the  machine  constructed  under  Morris's  patent  did  not 
infringe. 

On  the  first  defense,  while  stating  that  it  was  not  the  intention 
of  the  court  to  go  into  an  analysis  of  the  testimony  on  the  question 
of  anticipation,  the  learned  judge,  nevertheless,  enumerated  the 
machines  set  up  as  prior  inventions,  leaving  it  for  the  jury  to  pass 
on  the  question  of  novelty,  or  the  want  of  it. 

The  case  was  now  here  on  exceptions. 

Mr,  G,  M.  Lee,  by  brie/y  for  the  plaintiff  in  error,  observed  that 
the  machine  of  the  defendants,  in  appearance,  was  somewhat  un 
like  that  patented  by  Blanchard,  and  that  the  defendants  assert 
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that  it  worked  on  a  different  principle  from  Blanchard's;  while 
the  plaintiffs  assert  it  to  be  the  same  in  principle  and  mode  of  op- 
eration as  Blanchard's,  and  that  it  is  covered  by  Blanchard's  pat^ 
ent  and  claim ;  that  the  reed  question  waa^  therefore^  what  construc- 
tion should  he  given  to  JBlanchard' s  patent ;  and  that  there  was  little 
else  in  the  case. 

The  learned  counsel  then  went  into  an  examination  of  ^*what 
the  Blanchard  patent  and  invention  was ;  of  its  parts  and  office ; " 
of  the  ''parts  and  office  of  Morris's  patent  and  the  defendant's 
machine;"  and  having  shown,  as  he  assumed^  the  errors  of  the 
charge  upon  a  true  view  of  the  case,  merely  glanced  at  other  er- 
rors, of  these  specifying  five;  the  fourth  being  thus: 

"We  claim  that  William  Mitchell's  evidence  was  improperly 
admitted  on  the  promise  of  defendant's  counsel  to  afterwards  so 
connect  it  with  other  evidence  as  would  make  it  admissible.  There 
is  nothing  to  shoto  it  was  ever  so  connected,  and  upon  its  face  it  was 
inadmissible." 

After  specifying  the  five  errors,  the  counsel  added,  towards  the 
conclusion,  that  it  was  not  necessary  to  argue  the  effect  of  the 
defendant's  evidence  showing  the  existence  of  prior  machines, 
though  really  none  of  them  showed  any  want  of  novelty  in  Blanch- 
ard ;  that  this  question  became  immaterial,  because  the  jury  were 
not  called  to  pass  upon  it ;  that  the  court  blotted  out  the  ques- 
tion of  novelty  or  state  of  the  art  by  its  charge,  and  in  substance 
ordered  the  jury  to  find  for  defendants,  because  Blanchard's  patent 
did  not  cover  the  stationary  form  used  by  defendants  as  the  court 
held. 

Mr,  Fisher,  contra,  stated  that  the  machine  of  the  plaintiffs  was 
what  was  known  in  the  art  as  a  ''  rotating  form  machine,"  and  the 
machine  of  the  defendants  what  was  known  in  the  art  as  the  ''sta- 
tionary form  of  machine,"  and  that  the  struggle  of  the  parties 
in  the  case  was  upon  the  question  of  infringement,  and  the  issue 
was  finally  resolved  to  the  single  point,  whether  in  view  of  the  state 
of  the  art,  the  plaintiffs'  patent  could  be  fairly  construed  to  cover 
machines  for  bending  wood  in  which  stationary  forms  were  em- 
ployed. 

So  far  as  the  reporter  perceived,  the  plaintiff  in  error  nowhere 

alleged  nor  alluded  to,  nor  asked  a  reversal  for  error  in  receiving 

evidence  of  want  of  novelty,  because  proper  notice  in  writing  had 

not  been  given  to  the  plaintiff  as  required  by  the  15th  section  of  the 

Patent  Act,  quoted  at  the  beginning  of  the  statement  of  the  case. 
15 
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Mr.  Justice  Clifford  delivered  the  opinioD  of  the  court. 

Damages  for  the  infringement  of  letters  patent  may  be  recovered 
by  the  patentee,  or  by  his  assignee  of  the  whole  interest,  or  by  his 
grantee  of  the  exclusive  right  within  and  throughoiit  any  specified 
district,  by  a  suit  in  Equity  or  by  an  action  on  the  case,  at  the  elec- 
tion of  the  holder  of  the  legal  title.     5  Stat,  at  Large,  123,  124. 

Letters  patent  were  granted  to  Thomas  Blanchard,  December 
18th,  1849,  for  a  new  and  useful  improvement  in  bending  wood,  for 
and  during  the  term  of  fourteen  years  from  that  date^  but  the  speci- 
fication being  imperfect,  on  the  fifteenth  of  November,  1859,  he 
surrendered  the  patent,  and  the  same  was  reissued  to  him,  with  an 
amended  specification,  for  the  residue  of  the  original  term. 

Granted  for  the  term  of  fourteen  years  only,  the  patent  expired 
on  the  seventeenth  of  December,  1863,  but  the  patentee  having 
failed  to  obtain  from  the  use  and  sale  of  his  invention  a  reasonable 
remuneration  for  the  time,  ingenuity,  and  expense  bestowed  upon 
the  same  and  the  introduction  thereof  into  use,  the  Commissioner 
of  Patents  renewed  and  extended  the  patent  for  a  term  of  seven 
years  from  and  after  the  expiration  of  the  first  term,  giving  it  the 
same  efiect  as  if  it  had  originally  been  granted  for  twenty-one 
years.  Subsequent  to  the  extension  of  the  term  the  patentee  de- 
ceased, and  the  patent  was  reissued  to  his  executrix,  from  whom 
the  plaintiffs  derive  title  by  virtue  of  an  assignment  in  due  form, 
as  is  conclusively  admitted  by  the  defendants. 

Undoubted  owners  of  the  title  to  the  patent,  the  plaintifiB,  on 
the  twenty-third  of  November,  1865,  instituted  this  suit,  and  the 
charge  is  that  the  defendants,  on  the  second  of  November  of  the 
previous  year,  and  on  divers  other  days  and  times  between  that 
day  and  the  commencement  of  the  suit,  infringed  the  exclusive 
right  to  the  invention  vested  in  the  plaintifis,  by  constructing  and 
using  ten  machines  for  bending  wood  in  imitation  of  the  plaintiffs' 
invention,  and  in  violation  of  the  exclusive  right  secured  to  them 
in  their  letters  patent.  Process  was  issued,  and  being  duly  served 
the  defendants  appeared  and  pleaded  the  general  issue,  and  upon 
that  issue,  unaccompanied  by  any  notice  to  the  plaintifi's  of  any 
special  defense,  the  parties  went  to  trial,  and  the  verdict  and  judg- 
ment were  for  the  defendants. 

Exceptions  were  duly  taken  by  the  plaintiffs  to  certain  rulings 
of  the  court  in  admitting  evidence  offered  by  the  defendants,  and 
to  the  instructions  of  the  court,  as  given  to  the  jury,  and  the  only 
questions  presented  for  decision  are  such  as  are  involved  in  the 
exceptions  to  those  rulings  and  instructions. 

On  the  trial  of  the  cause  the  plaintiffs,  to  sustain  the  issue  on 
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their  part,  introduced  in  evidence  the  reissued  patent  on  which  the 
suit  was  founded,  together  with  the  original  patent  and  the  certifi- 
cate of  renewal  and  extension;  and  having  proved  the  assignment 
and  introduced  evidence  tending  to  prove  that  the  defendants  had 
infringed  the  reissued  patent,  as  alleged  in  the  declaration,  rested 
their  case. 

They  might  well  rest  in  that  state  of  the  case,  as  the;  letters 
patent  afforded  primd  facie  evidence  that  the  patentee  under  whom 
they  claimed  was  the  original  and  first  inventor  of  what  is  therein 
described  as  his  improvement,  and  having  introduced  evidence 
tending  to  show  infringement  and  damage,  they  were  entitled  to  a 
verdict  unless  some  evidence  was  introduced  by  the  defendants  to 
rebut  the  evidence  given  to  prove  infringement,  or  to  establish 
some  valid  defense  to  the  cause  of  action  set  forth  in  the  decla- 
ration. 

Influenced  doubtless  by  that  view  of  the  case,  the  defendants 
oflfered  in  evidence  the  reissued  patent  granted  to  one  John  C. 
Morris,  dated  May  27,  1862,  as  the  foundation  for  the  introduction 
of  evidence  to  show  that  the  machine  or  machines  which  they 
were  using  were  constructed  by  them  under  a  license  from  the 
patentee  in  that  patent,  and  in  accordance  with  the  specification 
and  claims  of  that  patent  as  reissued.  Seasonable  objection  was 
made  by  the  plaintifi^  to  the  introduction  of  that  patent,  as  evi- 
dence in  the  case,  but  the  court  overruled  the  objection  and  ad- 
mitted it  in  evidence,  and  the  plaintiffs  excepted. 

Such  evidence  was  inadmissible  for  the  purpose  for  which  it  was 
offered,  and  should  have  been  excluded,  as  the  novelty  of  the  in- 
vention was  not  open,  and  because  it  presented  on  the  question  of 
infringement  an  immaterial  issue  not  involved  in  the  pleadings, 
and  because  the  evidence  was  well  calculated  to  mislead  the  jury 
by  withdrawing  their  attention  from  the  real  subject-matter  in 
controversy.     Coming  et  al.  v.  Burden^  16  Howard,  271. 

Apart  from  the  question  of  damages  two  issues  only  were  pre- 
sented by  the  pleadings,  and  they  were  all  which  are  involved  in 
any  similar  case : 

1.  Whether  the  patentee  in  the  patent  on  which  the  suit  is 
founded  is  the  original  and  first  inventor  of  the  alleged  improve- 
ment, which  the  plaintiffs  in  this  case  established  as  a  primd  facie 
presumption  when  they  introduced  in  evidence  the  letters  patent 
described  in  the  declaration.  Curtis  on  Patents.  §  118;  Pitts  v. 
Hall,  2  Blatchford,  229 ;  Cahoon  v.  Ring,  1  Clifford,  625. 

2.  Whether  the  machine  of  the  defendants  infringes  the  plain- 
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tiffs'  machine  as  described  in  the  specification  and  claims  of  their 
letters  patent. 

Attempts  are  oflen  made  in  the  trial  of  patent  cases  to  introduce 
such  collateral  issues  on  the  question  of  infringement,  but  they 
are  irregular  and  cannot  be  sanctioned,  as  the  only  proper  compar- 
ison, on  that  issue,  is  of  the  defendants'  machine  with  that  of  the 
plaintiff,  as  prescribed  in  the  pleadings.  What  the  jury  have  to  de- 
termine is,  does  the  machine  of  the  defendant  infringe  the  machine 
of  the  plaintiff;  and  if  it  does  not,  then  the  defendant  is  entitled 
to  a  verdict;  but  if  it  does  infringe  the  plaintiff's  machine,  then 
the  plaintiff  is  entitled  to  his  remedy,  and  it  is  no  answer  to  the 
cause  of  action  to  plead  or  prove  that  the  defendant  is  the  licensee 
of  the  owner  of  another  patent,  and  that  his  machine  is  constructed 
in  accordance  with  that  patent. 

Controversies  between  litigants  in  court  cannot  be  completed  in 
that  way,  nor  should  the  plaintiff  be  subjected  to  such  outside 
issues,  as  he  is  clearly  entitled  to  a  verdict  when  he  has  proved 
that  he  is  the  original  and  first  inventor  of  his  improvement,  and 
that  the  defendant  has  infringed  his  patent.  Curtis  on  Patents,  §§ 
350,  353;  Carver  v.  Manufacturing  Company,  2  Story,  432. 

Suppose  the  rule  in  that  respect  is  otherwise,  still  the  judgment 
of  the  Circuit  Court  must  be  reversed,  as  the  next  exception  to  be 
considered  is  clearly  well  taken,  and  the  error  of  the  court  is  of 
such  a  character  that  it  cannot  be  remedied  in  any  other  way  than 
by  granting  a  new  trial. 

Testimony  was  offered  by  the  defendants  to  prove  the  existence 
and  use,  in  1858,  at  Grand  Detour,  in  the  State  of  Illinois,  of  a 
machine  for  bending  plough  handles,  similar  to  a  model  shown  to 
the  witness  under  examination,  and  which,  as  is  claimed  by  the 
defendants,  was  the  same  in  its  mode  of  operation  as  the  patented 
machine  of  the  plaintiffs. 

Objection  was  seasonably  made  by  the  plaintiffs  to  the  admissi- 
bility of  the  testimony,  but  the  defendants  stating  that  they  ex- 
pected to  connect  the  same  with  the  other  testimony  showing  that 
the  machine  was  in  public  use  anterior  to  the  invention  described 
in  the  plaintiffs'  patent,  the  court  overruled  the  objection  and  ad- 
mitted the  testimony,  and  the  bill  of  exceptions  shows  that  other 
testimony  was  introduced  by  the  defendants  tending  to  prove  that 
the  machine  described  by  the  witness,  or  others  like  it,  were  in 
public  use  at  that  place  before  the  date  of  the  invention  claimed 
and  owned  by  the  plaintiffs. 

Evidence  to  prove  such  a  defense  is  not  admissible  in  any  case 
without  an  antecedent  compliance  with  the  conditions  specified  in 
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the  fifteenth  section  of  the  Patent  Act.  Whenever  the  defendant 
relies  in  his  defense  on  the  fact  of  a  previous  invention^  knowledge, 
or  use  of  the  thing  patented,  ^^he  shall  state,  in  his  notice  of  spe- 
cial matter,  the  names  and  places  of  residence  of  those  whom  he 
intends  to  prove  to  have  possessed  a  prior  knowledge  of  the  thing, 
and  where  the  same  had  been  used,"  and  if  he  does  not  comply 
with  that  requirement  no  such  evidence  can  be  received  under  the 
general  issue.  5  Stat,  at  Large,  123;  Teese  v.  Huntingdon,  23 
Howard,  10. 

Unless  the  rule  of  law  was  so  the  plaintiff  might  often  be  sur- 
prised at  the  trial,  as  he  would  rely  upon  the  presumption  which 
the  patent  affords,  that  he  or  his  assignor  or  grantor  was  the  orig- 
inal and  first  inventor  of  the  improvement  in  question,  and  would 
not  think  it  necessary  to  summon  witnesses  to  rebut  the  evidence 
introduced  by  the  defendant  attacking  the  novelty  of  his  patent. 
Agawam  Company  v.  Jordan,  7  Wallace,  596. 

Other  exceptions  to  the  rulings  of  the  court  were  taken  by  the 
plaintiffs  to  the  same  effect,  but  it  is  unnecessary  to  refer  to  them, 
as  the  charge  of  the  court  shows  to  a  demonstration,  that  the  court 
throughout  the  trial  overlooked  the  fact  that  such  evidence  is  not 
admissible  in  patent  cases,  unless  it  appears  that  the  defendant, 
thirty  days  before  the  trial,  gave  notice  in  writing  to  the  plaintiff, 
or  his  attorney,  of  his  intention  to  give  such  special  matter  in  evi- 
dence, as  required  in  the  fifteenth  section  of  the  Patent  Act,  and 
that  the  notice  given  constituted  a  compliance  with  the  several 
conditions  therein  specified. 

Compliance  with  that  provitsion  being  a  condition  precedent  to 
the  right  of  the  defendant  to  introduce  such  evidence,  under  the 
general  issue,  it  necessarily  follows  that  the  onus  probandi  is  on 
him  to  show  that  the  required  notice  was  given  to  the  plaintiff 
thirty  days  before  the  trial,  and  if  he  fails  to  do  so  he  cannot 
introduce  any  evidence  to  controvert  the  novelty  of  the  patent. 
Philadelphia  and  Trenton  Railroad  Co.  v.  Stimpson,  14  Peters, 
459;  Silsby  v.  Foots,  14  Howard,  222;  Phillips  v.  Page,  24  Id., 
168. 

Undoubtedly  the  plea  of  not  guilty  puts  in  issue  the  novelty  of 
the  invention  as  well  as  the  charge  of  infringement,  but  the  answer 
to  that  suggestion,  as  applied  to  this  case,  is  that  the  letters  patent, 
when  introduced  by  the  plaintiffs,  afforded  primd  facie  presumption 
that  the  assignor  of  the  plaintiffs  was  the  original  and  first  inventor 
of  the  improvement,  and  as  the  defendants  had  not  given  to  the 
plaintiffs  the  required  notice  that  they  intended  to  offer  evidence  at 
the  trial  to  overcome  that  presumption,  they  had  no  right  to  in- 
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troduce  any  such  evidence,  and  it  necessarily  follows  that  the  court 
had  no  right  to  submit  any  such  question  to  the  jury. 

Two  defenses,  said  the  court,  are  interposed  by  the  defendants: 
(1.)  That  the  patent  is  void  for  the  want  of  novelty.  (2.)  That  the 
machine  constructed  and  used  by  the  defendants  does  not  infringe 
the  patented  machine  of  the  plaintiifs;  and  the  charge  proceeds 
throughout  upon  the  ground  that  both  of  those  defenses  were  open 
and  were  to  be  determined  by  the  jury. 

Extended  remarks  were  made  by  the  judge  to  the  jury,  upon  the 
evidence  produced  by  the  lefendants  to  impeach  the  novelty  of  the 
invention,  and  very  full  explanations  were  given  to  them  in  respect 
to  the  principles  of  law  by  which  they  were  to  be  governed  in  de- 
termining that  question.  Most  of  the  rules  of  law  as  stated  by  the 
judge  are  correct,  but  the  difficulty  is  that  no'  such  questions  were 
involved  in  the  pleadings. 

JUDGMBNT  HEVBRSBD.      NeW  VENIRE  ORDERED. 

Mr.  Justice  Swayne,  with  whom  concurred  Grier  and  Miller, 
JJ.,  dissenting. 

I  am  unable  to  concur  in  the  conclusion  reached  by  the  majority 
of  my  brethren,  and  will  state  briefly  the  grounds  of  my  dissent. 

The  judgment  is  reversed,  because  no  notice  of  the  special  matters 
which  were  proved  to  the  jury  is  found  in  the  record.  If  a  sufficient 
notice  had  been  given  to  the  plaintiffs,  according  to  the  statute,  the 
testimony  was  unquestionably  proper  to  be  received.  It  is  shown 
by  the  bill  of  exceptions,  that  the  admission  of  the  evidence  was 
objected  to,  but  upon  what  ground,  except  as  to  one  item  mentioned 
hereafter,  does  not  appear.  The  objection  may  have  had  reference 
to  several  considerations  other  than  the  want  of  notice.  The  case 
was  tried  in  all  respects  as  if  no  such  defect  existed.  If  due  notice 
had  not  been  given,  and  that  fact  had  been  brought  to  the  attention 
of  the  learned  district  judge  who  tried  the  case,  it  cannot  be  doubted 
that  he  would  at  once  have  excluded  the  evidence,  or  have  admitted 
it  only  after  the  defect  had  been  properly  supplied.  It  nowhere 
appears  in  the  case  that  such  an  objection  was  made  in  the  court 
below.  A  series  of  instructions  were  asked  by  the  plaintiff's  coun- 
sel, and  refused  by  the  court ;  neither  of  them  has  any  reference  to 
this  point.  The  court  was  not  asked  to  rule  out  the  evidence,  nor 
to  direct  the  jury  to  disregard  it.  The  point  was  not  made  in  this 
court  by  the  counsel  for  the  plaintiffs  in  error.  Other  errors  were 
strenuously  insisted  upon,  but  nothing  was  said  upon  this  subject. 
Other  objections  to  the  admission  of  the  testimony  excepted  to  in 
the  court  below  were  fully  discussed  here,  but  there  was  entire 
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silence  as  to  the  want  of  notice.  The  discovery  that  there  is  no 
notice  in  the  record,  was  made  after  the  cause  had  been  argued  and 
submitted  to  this  court,  and  the  objection  does  not  now  come  from 
the  plaintiffs  in  error.     It  is  not  of  a  jurisdictional  character. 

Upon  a  careful  examination  of  the  record,  it  seems  to  me  doubt- 
ful whether  any  of  the  testimony  in  question  required  a  notice  to 
authorize  its  introduction,  (Corning  v.  Burden^  15  Howard,  252,) 
except  that  of  Mitchell,  which  was  objected  to  upon  a  distinct  and 
different  ground.  But,  conceding  this  to  be  otherwise,  under  the 
circumstances,  I  think  these  propositions  apply  : 

1.  We  are  bound  to  presume  that  a  proper  notice  was  before  the 
court  below.  This  suggestion  derives  additional  weight  from  the 
fact  that  the  statute  requires  the  notice  to  be  given  to  the  plaintiff, 
and  does  not  prescribe  that  it  shall  be  filed  in  the  clerk's  ofiSce, 
or  made  part  of  the  record.  In  some  of  the  circuits  the  practice 
has  been  heretofore  simply  to  produce  and  prove  it  at  the  trial. 

2.  If  there  were  no  such  notice,  it  was  waived  by  the  plaintiffs  in 
error,  and  they  are  concluded  by  their  conduct.  Laber  v.  Cooper^ 
7  Wallace,  569. 

3.  The  objection  not  having  been  made  in  the  court  below,  ac- 
cording to  the  settled  rule  and  practice  of  this  court,  it  cannot  be 
made  here.     Id. 

4.  The  plaintiffs  in  error  not  having  made  the  objection,  this 
court  ought  not  to  make  and  enforce  it  for  them.  They  have  not 
suffered,  and  do  not  complain.  The  interests  of  justice  do  not  re- 
quire such  vicarious  and  voluntary  action  on  the  part  of  this  court. 
The  counsel  for  the  defendant  in  error  has  had  no  notice  and  no 
opportunity  to  be  heard.  I  think,  therefore,  that  the  judgment 
ought  not  to  be  reversed. 


Bbnnet  v.  Fowler. 

(8  Wallace,  445.) 

1.  Whether  a  given  invention  or  improvement  shall  be  embraced  in  one,  two,  or  more 

patents,  is  a  matter  about  which  some  discretion  must  be  left  with  the  head  of  the 
Patent  Office;  it  being  often  a  nice  and  perplexing  question,  and  one  not  capable 
of  being  prescribed  for  by  a  general  rale. 

2.  Accordingly,  in  a  case  where  two  reissued  patents,  both  related  to  the  lifting  and 

depositing  a  load  of  hay  in  a  mow  of  a  barn,  or  in  a  rick  or  shed,  but  in  one  of 
them  the  lifter  was  somewhat  dififerently  constructed,  so  as  to  adapt  it  specially 
to  the  stacking  of  hay,  (which,  as  this  court  assumed,  had  doubtless  led  the  office  to 
divide  the  improvements,  and  issue  separate  patents,  in  a  case  where  the  improve- 
ments had  heeti  embraced  in  one  in  the  original  patent,)  the  reissue  in  the  two- 
fold form  was  held  proper. 
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3.  Where  the  defendant  proposes  to  maintain  at  the  final  hearing  of  a  case  in  chancery, 
that  his  machine  does  not  infringe  the  complainant's  patent,  proof  of  non-infringe- 
ment should  appear  in  the  testimony. 

Appeal  from  the  Circuit  Court  for  the  Northern  District  of  Illi- 
nois. 

Fowler  filed  a  bill  in  that  court  to  enjoin  Bennet  and  others  from 
infringing  two  reissued  patents,  Nos.  1870  and  1869,*  for  improve- 
ments in  hay  elevators,  issued  February  14th,  1865.  The  improve- 
ments had  been  embraced  in  one,  in  the  original  patent.  An 
analysis  of  the  complainant.  Fowler's,  claims  presented  them  thus: 

No.  1870. 

First  Claim:  In  the  construction  of  elevators  for  hay,  the  com- 
bination of  the  permanent  pyramidal  supporting  frame,  and  the 
revolving  cross-bar,  and  its  braces,  with  a  central  supporting  piece 
for  allowing  the  cross-bar y  and  its  braces,  to  turn  upon  the  supporting 
frame  y  svbstantiaUy  in  the  manner  and  for  the  purposes  descy-ibed. 

Second  Claim:  In  the  construction  of  elevators  for  hay,  I  claim, 
in  combination  with  the  cross-bar  revolving  upon  an  under  sup- 
porting frame,  the  so  arranging  of  the  sheaves,  and  hoisting  tackle, 
that  the  weight  to  be  raised  shall  be  upon  one  end  of  the  cross-bar, 
whilst  the  power  to  raise  that  weight  is  applied  to  the  opposite 
end  of  the  cross-bar,  for  the  purpose  of  enabling  me  to  use  a  small 
and  compact  structure  that  m>ay  be  easily  transported  or  moved,  oc- 
cupying but  little  space,  and  sufficiently  rigid  within  itself  toithout 
the  use  of  additional  guys,  braces,  or  other  fastenings,  as  herein  de- 
scribed. 

Third  Claim:  In  the  construction  of  elevators  for  hay,  I  also 
claim  two  pyramidal  frames,  one  placed  upon  the  other,  the  under 
frame  being  upright,  and  the  upper  inverted,  and  the  head  blocks, 
or  apices  of  both,  so  united  as  tJiat  the  upper  frame  may  freely  turn 
upon,  whilst  it  is  supported  by  the  lower  frame,  substantially  as  de- 
scribed. 

No.  1869. 

First  Claim:  So  constructing  a  machine  for  elevating  hay  or 
other  like  products,  that  the  «ame  power  employed  in  elevating  said 
products,  will  also  revolve  the  top  of  the  machine  while  the  load  is 
being  elevated,  or  when  high  enough  to  pass  over  the  top  of  the  stack, 
and  so  that  it  may  be  raised  from  either,  or  any  side  of  the  machine. 


*  By  some  clerical  error  at  the  Patent  Office,  the  higher  namher,  1870,  came  before 
the  lower,  1869. 
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and  deposited  on  the  stack  at  any  other  side,  and  wherever  desired, 
svbstantiaUy  as  described. 

Second  Claim:  An  elevator  or  crane,  (when  constructed  as 
herein  described,)  in  combination  with  a  device  /or  gra^ng  hay, 
or  other  like  products,  and  depositing  it  upon  a  stack  svbstantiaUy 
as  described. 

The  defendants  put  in  an  answer  setting  up  various  defenses  to 
the  bill,  but  no  proofs  were  taken  in  support  of  it,  so  that  it  need 
not  be  referred  to  more  particularly.  The  complainant  filed  a 
replication  to  the  answer. 

When  the  cause  was  brought  on  for  hearing  no  counsel  appeared 
for  the  defendants.  After  proof  of  infringement,  a  decree  was  ren- 
dered for  the  complainant,  affirming  the  validity  of  the  patents 
and  the  infringement,  and  referring  the  cause  to  a  master  to  take 
proofs  of  the  gains  and  profits  of  the  defendants  for  the  use  of  the 
machines. 

A  good  deal  of  testimony  was  taken  before  the  master,  on  the 
subject  of  the  gains  and  profits,  counsel  on  both  sides  appearing 
before  him.  The  master  reported  in  favor  of  the  complainant 
$1,860.  The  counsel  took  one  exception  to  the  report,  namely, 
that  part  of  the  allowance  for  profits  against  the  defendants  were 
for  infringements  of  third  persons.  The  court  modified  the  report 
in  this  respect,  and  reduced  the  amount  to  $1,500.  A  decree  hav- 
ing been  entered  accordingly,  the  case  was  brought  by  the  defend- 
ants here. 

m 

Mr.  Coburn,  for  the  appellant,  contended : 

1.  That  the  court  erred  in  affirming  the  validity  of  the  tioo  re- 
issued patents. 

2.  That  the  machines  of  the  defendants  did  not  infringe  the 
complainant's  patents. 

Mr,  Groodwin,  contra, 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

An  objection  has  been  taken  by  counsel  for  the  defendants  that 
the  court  erred  in  affirming  the  validity  of  the  two  patents,  Nos. 
1869,  1870. 

It  may  be  that  if  the  improvements  set  forth  in  both  specifica- 
tions had  been  incorporated  into  one  patent,  the  patentee  taking 
ca.re  to  protect  himself  as  to  all  his  improvements  by  proper  and 
several  claims,  it  would  have  been  sufficient.  It  is  difficult,  per- 
haps impossible,  to  lay.  down  any  general  rule  by  which  to  determ* 
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ine  when  a  given  invention  or  improvements  shall  be  embraced 
in  one,  two,  or  more  patents.  Some  discretion  mnst  necessarily 
be  left  on  this  subject  to  the  head  of  the  Patent  Office.  It  is  often 
a  nice  and  perplexing  question.  It  is  true,  in  the  present  case 
both  patents  relate  to  the  lifting  and  depositing  a  load  of  hay  in  a 
mow  of  a  barn,  or  in  a  rick  or  shed.  But,  in  No.  1870,  the  lifter 
is  somewhat  differently  constructed,  so  as  to  adapt  it  specially  to 
the  stacking  of  hay,  which,  doubtless,  led  the  office  to  divide  the 
improvements,  and  issue  separate  patents.  The  improvements 
were  embraced  in  one  in  the  original  patent. 

The  counsel  also  objects  that  the  machines  of  the  defendants  do 
not  infringe  the  complainant's  patents,  but,  if  he  had  intended  to 
contest  this  point,  he  should  have  introduced  proof  to  this  effect. 
Proof  of  the  infringements  given,  that  the  machines  made  and  used 
by  the  defendants  were  substantially  like  the  complainant's,  was 
sufficient,  if  not  rebutted.  Models  were  also  produced  on  the  argu- 
ment before  the  court,  which  confirm  this  proof. 

Decree  AFFiRiiED. 


Wise  v,  Allis. 

(9  Wallace,  737.) 

1.  In  giving  notice,  under  the  15th  section  of  the  Patent  Act  of  Jnly  4th,  1S36,  of  the 

names  and  places  of  residence  of  those  by  whom  he  intends  to  prove  a  previona  ua 
or  knowledge  of  the  thing,  and  where  the  same  had  been  nsed.  the  party  giving 
notice  is  not  bound  to  be  so  specific  as  to  relieve  the  other  from  all  inquiry  or 
effort  to  investigate  the  facts.  If  he  fairly  puts  his  adversary  in  the  way  that  he 
may  ascertain  all  that  is  necessary  to  his  defense  or  answer,  it  is  all  that  can  be 
required,  and  he  is  not  bound  by  his  notice  to  impose  an  unnecessary  and  embar- 
rassing restriction  on  his  own  right  of  producing  proof  of  what  he  asserts. 

2.  Held,  therefore,  in  a  suit  for  infringing  a  patent  for  balancing  millstones,  that  when, 

in  addition  to  the  particular  town  or  city  in  which  such  large  objects  as  millstones 
are  used,  the  name  and  residence  of  the  witness  by  whom  that  use  was  to  be 
proved  was  also  given,  there  was  sufficient  precision  and  certainty  in  the  notice. 

On  certificate  of  division  of  opinion  between  the  judges  of  the 
Circuit  Court  for  the  District  of  Wisconsin. 

The  Patent  Act  of  July  4th,  1836,  referring  to  suits  for  the  in- 
fringement of  patents,  enacts  by  its  15th  section  that  '*  whenever 
the  defendant  relies  in  his  defense  on  the  fact  of  a  previous  inven- 
tion, knowledge,  or  use  of  the  thing  patented,  he  shall  state  in  his 
notice  of  special  matter  the  names  and  places  of  residence  of  those 
whom  he  intends  to  prove  to  have  possessed  a  prior  knowledge  of 
the  thing,  andtohere  the  same  had  been  used,*' 
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This  section  being  in  force,  Wise  sued  Allis  in  the  court  below 
for  infringement  of  a  patent  for  an  improvement  in  balancing  mill- 
stones. The  defendant  pleaded  the  general  issue^  and  also  gave 
notice  that  the  invention  claimed  was  well  known  and  in  general 
use  before  the  patentee  professed  to  have  invented  it,  and  he  speci- 
fied Utica,  Rochester,  Buffalo,  Albany,  New  York  city,  and  Brook- 
lyn, in  the  State  of  New  York,  as  the  places  where  it  had  so  been 
used,  and  gave  the  names  of  witnesses  in  each  of  those  places  by 
whom  he  expected  to  prove  that  fact;  but  he  did  not  specify  the 
mills  in  which  the  supposed  prior  use  had  been  made. 

On  the  trial  the  judges  of  the  Circuit  Court  differed  in  opinion 
as  to  whether  the  notice  was  sufficiently  specific  in  its  reference  to 
the  places  where  the  prior  use  was  had,  and  certified  that  differ- 
ence to  this  court  in  the  shape  of  two  questions,  in  substance,  to 
wit,  this,  whether  the  evidence  of  use,  taken  under  that  notice,  was 
admissible.      In  form,  the  questions  were: 

1st.  Is  the  defendant  entitled,  under  his  notice,  to  give  evidence 
of  the  use  of  said  invention  or  millstone  balance  by  any  person  or 
persons  prior  to  the  alleged  invention  by  the  patentee  thereof? 

2d.  Should  evidence  of  such  prior  use  of  said  invention  or  mill- 
stone balance  be  excluded  on  the  ground  that  the  notice  aforesaid 
is  defective  and  insufficient  for  the  purpose  of  such  evidence? 

Mr.  Walker,  for  the  defendavt,  contended, 

That  the  notice  did  not  specify  place:  that  Utica,  Rochester, 
Buffalo,  Albany,  New  York  city,  or  Brooklyn,  were  indeed  each 
a  plaice.  So  was  England,  India,  France,  Spain,  or  Wisconsin 
each  a  place.  To  refer  the  plaintiff  to  New  York  city,  with  her 
population  of  1,300,000,  and  her  mills,  numbering  916,  as  the 
place  where  prior  use  was  made  of  his  invention,  was  mockery. 
Reference  to  the  whole  State  of  Wisconsin,  Iowa,  Minnesota,  or 
Kansas,  would  have  been  to  a  less  number  of  people  or  mills ;  and 
to  a  place  where  search  could  have  been  made  with  far  less  of  dan- 
ger. Under  this  notice,  after  plaintiff  had  traveled  from  Wiscon- 
sin to  New  York  city;  had  gone  the  rounds  of  nine  hundred  and 
fifteen  of  her  mills,  and  returned  after  incurring  onerous  expenses, 
and  finding  nothing  like  his  invention,  and  all  this  within  thirty 
days;  he  might  still  be  defeated  on  the  trial,  by  having  the  fact 
sprung  upon  him  in  evidence,  that  it  was  the  very  nine  hundred 
and  sixteenth  mill  in  which  his  cherished  invention  had  been  used. 
Then  why  not  have  told  him  so  at  first,  in  the  notice?  He  could 
then  have  gone  to  that  mill  at  once.  If  he  had  found  the  notice 
true,  he  could  have  abandoned  an  unjust  suit.     If  false,  could  have 
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prepared  to  repel  a  pirate's  Unjust  defense.  Yet,  New  York  was 
but  one  of  six  large  cities  named  in  the  notice  to  be  searched  by 
the  plaintiff  within  thirty  days,  and  a  thousand  miles  away. 

Mr.  M,  H.  Carpenter y  contra, 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court. 

The  decree  of  particularity  or  certainty  necessary  in  pleas  and 
notices  is  an  ever-recurring  question  in  judicial  proceedings,  and 
can  never  be  effectually  disposed  of  so  long  as  new  and  varying 
circumstances  may  present  the  question  in  new  aspects. 

The  object  of  the  rule  is  undoubtedly  to  enable  the  other  party  to 
make  such  answer  or  response*  to  the  matter  set  up  in  the  plea  or 
notice,  either  by  waj^  of  pleading  or  of  evidence,  or  such  cross- 
examination  of  the  witness  of  the  party  setting  up  the  plea  or 
notice  as  the  facts  of  his  case  may  enable  him  to  do.  In  other 
words,  to  apprise  him  fairly  of  what  he  may  expect  to  meet  under 
the  plea  or  notice.     Teeae  v.  Huntingdon^  23  Howard,  10. 

In  the  case  before  us,  in  addition  to  the  common-law  rules,  Con- 
gress has,  for  the  protection  of  patentees,  made  an  enactment  on 
the  subject.  With  the  requirements  of  this  statute  the  defendant 
has  complied,  so  far  as  the  names  and  residence  of  the  witnesses 
are  concerned ;  but  it  is  denied  that  he  has  been  sufficiently  spe- 
cific as  to  the  places  where  the  use  was  to  be  shown.  It  is  said 
that  it  is  not  sufficient  to  name  the  city,  but  that  the  particular 
mill  in  which  the  invention  had  been  used  must  be  pointed  out. 
But  we  cannot  take  judicial  notice  how  many,  or  how  few,  mills 
using  stones  may  be  in  any  particular  locality.  In  some  town  there 
may  be  but  one.  Nor  do  we  think  that  the  party  giving  notice 
is  bound  to  be  so  specific  as  to  relieve  the  other  from  all  inquirj*^ 
or  effort  to  investigate  the  facts.  If  he  fairly  puts  his  adversary  in 
the  way  that  he  may  ascertain  all  that  is  necessary  to  his  defense 
or  answer,  it  is  all  that  can  be  required,  and  he  is  not  bound  by  his 
notice  to  impose  an  unnecessary  and  embarrassing  restriction  on  his 
own  right  of  producing  proof  of  what  he  asserts.  We  are  all, 
therefore,  of  opinion,  that  when,  in  addition  to  the  particular  town 
or  city  in  which  such  largo  objects  as  millstones  are  used,  the  name 
and  residence  of  the  witness  by  whom  that  use  is  to  be  proved  is 
also  given,  there  is  sufficient  precision  and  certainty  in  the  notice. 
Phillips  V.  Page^  24  Howard,  164. 

The  questions  propounded  are  accordingly  answered:  the  first  in 
the  affirmative,  and  the  second  in  the  negative. 
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Rubber  Company  v.  Goodyear. 

(9  Wallace.  788.) 

1.  Where  a  patentee  dies,  the  eurrngate  of  the  place  where  the  decedent  was  domiciled 
properly  has  jurisdiction  to  take  probate  of  his  will  and  issue  letters  testamentary. 

2.  Where  several  executors  are  appointed  by  the  will  of  a  patentee  decedent — provision 
being  made,  however,  for  one  alone  acting — and  but  one  proves  the  will  and  re- 
ceives the  letters  of  administration,  he  alone  can  maintain  an  action  for  infringe- 
ment of  the  letters  patent  at  common  law. 

3.  Under  the  laws  of  the  United  States,  where  a  patient  is  granted  by  the  government 
to  C.  G.  as  executor,  he  can  maintain  a  suit  on  the  patent  in  all  respects  as  if  he 
had  been  designated  in  the  patent  as  trustee  instead  of  execntor. 

i.  An  objection  to  the  authority  of  an  executor  to  maintain  a  suit  on  letters  patent 
shonld  be  taken  by  a  plea  io  abatement. 

5.  The  novelty  of  the  Oharl.;s  Goodyear  patent  for  vulcanized  rubber  sustained. 

6.  A  patentee  or  his  representative  in  a  reissue  may  enlarge  or  restrict  the  claim,  so  as 
to  give  it  validity  and  secure  the  invention. 

7.  A  process  and  the  product  of  a  process  may  be  both  new  and  patentable,  and  are 
wholly  disconnected  and  independent  of  each  other. 

8.  Extended  letters  patent  cannot  be  abrogated  in  any  collateral  proceeding  for  fraud. 

9.  A  license  to  use  an  invention  by  a  person  only  at  **hi8  own  eatablUhment"  does  not 

authorize  a  use  at  an  establishment  owned  by  himself  and  others. 

10.  In  taking  an  account,  the  master  is  not  limited  to  the  date  of  entering  the  decree; 
he  can  extend  it  down  to  the  time  of  the  hearing  before  him. 

11.  An  objection  that  the  word  "patented"  was  not  affixed  by  the  complainant,  under 
section  13  of  act  of  March  2d,  1861,  must  be  taken  in  the  answer,  if  it  is  intended 
to  be  raised  at  the  hearing  or  before  the  master. 

12.  A  decree  ''for  all  the  profits  made  in  violation  of  the  rights  of  the  complainants 
under  the  patents  aforesaid,  by  respondents,  by  the  manufacture,  use,  or  sale  of 
any  of  the  articles  named  in  the  bill  of  complaint,"  is  correct  in  form. 

1 3.  Profits  are  rightly  estimated  by  the  master  by  finding  the  difiference  between  cost 
and  sales. 

li.  In  estimating  this  cost,  the  elements  of  cost  of  m.'\terials,  interest,  expense  of  manu- 
facture and  sale,  and  bad  debts,  considered  by  a  manufacturer  in  finding  his  profits, 
are  to  be  taken  into  account,  and  no  others. 

15.  Interest  on  capital  stock  and  "manufacturer's  profits"  were  properly  disallowed 
by  the  master. 

16.  Profits  due  to  elements  not  patented,  which  entered  into  the  composition  of  the 
patented  article,  may  sometimes  be  allowed.  They  were,  however,  properly  dis- 
allowed in  this  particular  case. 

17.  Extraordinary  salaries  were  properly  disallowed  by  the  master,  on  the  ground  that 
they  were  dividends  of  profit  under  another  name. 

Appeal  from  the  Circuit  Court  for  Rhode  Island. 

This  case  involved  various  questions  arising  upon  the  well-known 
patent  of  Charles  Goodyear,  for  what  is  commonly  styled  vulcanized 
India-rubber,  and  on  different  surrenders  to  himself,  as  also,  after 
his  death,  to  his  testamentary  executors. 

The  novelty  of  Goodyear's  invention  was  also  brought  into  gnes- 
tion. 
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The  reader  is  referred  for  the  case  to  the  statement  of  it  as  made 
in  the  opinion. 

Messrs.  Payne^  Gushing^  ParsonSy  and  Black,  for  the  appdlanis; 
Messrs.  Sfottghton,  Ackermany  and  EvartSy  contra. 

Mr.  Justice  Swayne  stated  the  case  and  delivered  the  opinion  ot 
the  court. 

This  is  an  appeal  in  equity  from  the  decree  of  the  Circuit  Couit 
of  the  United  States  of  the  District  of  Rhode  Island.  The  afjpellc^es 
were  the  complainants  in  the  court  below.  The  defendants  were 
the  appellants,  and  William  W.  Brown,  Edwin  M.  Chaffee,  and 
Augustus  O'Bourne.  The  bill  alleges  that  a  patent  for  **  a  new  and 
useful  improvement  in  India-rubber  fabrics"  was  originally  granred 
to  Charles  Goodyear,  deceased,  on  the  15th  of  June,  1844  ;  that  this 
patent  was  surrendered,  and  that  on  the  15th  of  June,  1849.  a 
patent  was  reissued  to  the  original  patentee,  '*  for  a  new  and  useful 
improvement  in  processes  for  the  manufacture  of  India-rubber;" 
that  it  was  extended  by  the  Commissioner  of  Patents  on  the  14t1i 
of  June,  1868;  that  this  patent  was  surrendered  by  Charles  Good- 
year, Jr.,  executor  of  Charles  Goodyear,  deceased,  and  reissued  to 
to  him  as  executor  on  the  20th  of  November,  1860,  in  two  patents, 
one  entitled,  ''for  improvement  in  the  manufacture  of  caoutchouc,"' 
and  the  other,  ''for  improvement  in  the  art  of  preparing  caout- 
chouc;*' that  the  complainants,  other  than  Charles  Goodyear,  Jr., 
are  the  assignees  of  licensees  of  Charles  Goodyear,  deceased ;  that 
the  complainants  have  the  exclusive  right  to  manufacture  and  sell 
army  and  navy  equipments  made  of  vulcanized  India-rubber,  in- 
cluding vulcanized  India-rubber  blankets,  coats,  cloaks,  cloth, 
clothing,  ponchos  for  army,  navy,  and  other  purposes,  and  also  of 
vulcanized  India-rubber  bulbs,  to  be  used  in  the  manufacture  of 
syringes;  and  that  the  defc ndants  have  infringed  the  patents  by 
the  manufacture  and  sale  of  these  articles. 

The  prayer  of  the  bill  is  for  an  injunction  and  an  account. 

The  answer  denies  that  Goodyear  was  the  original  and  first  in- 
ventor of  the  improvement  described  in  the  original  patent.  It 
denies  also  the  infringement  alleged  in  the  bill.  It  sets  up  a8 
special  defenses  that  only  one  of  the  persons  named  in  the  will  of 
Charles  Goodyear^  deceased,  as  executors,  is  made  a  party  com- 
plainant ;  that  the  original  patent  is  invalid;  that  all  the  reissues 
are  void,  even  if  the  original  patent  were  valid,  because  the  claims 
are  broader  than  the  claim  in  the  original  patent;  and  that  they 
are  not,  nor  is  either  of  them,  in  fact,  for  the  same  invention  as 
that  for  which  the  original  patent  was  granted  ;  and  that  the  ex- 
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tension  of  the  patent  in  June,  1858,  by  the  GommiBsioner  of  Patents, 
was  procured  *'  by  fraud  and  collusion,  by  fraudulent  suppressions 
and  concealments  from,  and  by  false  and  fraudulent  representations 
to,"  that  officer.  The  answer  also  claims  that  the  defendants  are 
not  infringers,  because  they  have  manufactured  their  goods  under  a 
license  from  the  original  patentee  to  E.  M.  Chaffee,  dated  June 
25th,  1848,  which  they  insist  is  valid  and  outstanding,  and  a  com- 
plete defense  to  this  suit. 

A  large  mass  of  testimony  was  taken  by  the  parties.  The  record 
covers  nearly  one  thousand  two  hundred  printed  pages.  The  court 
deqreed  in  favor  of  the  complainants. 

The  defendants  have  brought  the  case  here  for  review. 

It  has  been  argued  in  this  court  on  both  sides  with  great  learn- 
ing and  ability.  The  propositions  to  which  our  attention  has  been 
called  as  grounds  for  the  reversal  of  the  decree  are  not  numerous, 
and  the  scope  of  our  remarks  will  not  be  extended  beyond  them. 

Charles  Goodyear,  deceased,  by  his  will  appointed  his  son,  Charles 
Goodyear,  Jr.,  his  wife,  Fanny  Goodyear,  and  James  A.  Dorr,  his 
executors.  The  will  provided  that  a  majority  of  the  executors 
should  decide  all  questions  that  might  arise;  that  the  acts  of  a 
majority  should  be  as  binding  as  the  acts  of  all ;  that  if  at  any  time 
there  should  be  but  two,  they  might  appoint  a  third ;  and  that  if 
there  should  be  but  one,  he  might  appoint  another.  The  manner 
of  appointment  in  both  cases  was  specified. 

It  is  insisted  that  Charles  Goodyear,  Jr.,  alone,  as  executor,  can- 
not maintain  this  suit,  and  that  his  co-executors  named  in  the  will 
are  necessary  parties.  The  evidence  in  the  record  shows  that  the 
testator  was  domiciled  and  had  property  in  the  city  of  New  York. 
This  gave  the  surrogate  there  jurisdiction  to  take  the  probate  of 
the  will,  and  to  issue  letters  testamentary.  Charles  Goodyear,  Jr., 
alone  proved  the  will,  and  received  such  letters.  The  other  persons 
named  as  co-executors  have  taken  no  step  in  that  direction.  They 
have  never  at  any  time  assumed  to  do  any  act  or  claimed  any  right 
by  virtue  of  their  nomination  in  the  will. 

At  the  place  where  the  letters  testamentary  were  issued  the  com- 
mon law  relied  upon  by  the  appellants  was  in  conflict  with  the 
statutory  provisions  of  the  State,  and  was  therefore  abrogated.  It 
could  no  more  be  recognized  in  the  Federal  than  in  the  State  tri- 
bunals. Nor  is  the  rule  in  courts  of  equity  different  from  the  rule 
in  the  courts  of  law.  Neither  can  recognize  the  authority  of  an 
executor  any  more  than  that  of  administrator,  and  neither  will  aid 
him  to. obtain  possession  and  control  of  the  estate,  until  he  has 
fulfilled  the  conditions  and  given  the  guarantees  of  fidelity  and 
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solvency  prescribed  by  the  local  law.  A  different  rule  could  hardly 
fail  to  be  followed  by  the  most  mischievous  consequences. 

If,  however,  the  question  were  to  be  settled  by  the  rules  of  the 
common  law,  we  should  be  of  opinion,  upon  the  facts  of  the  case 
as  disclosed  in  the  record,  that  the  suit  was  well  brought  by  Charles 
Goodyear,  Jr.,  alone.  But  there  are  other  considerations  bearing 
upon  the  subject  which  are  still  more  satisfactory  to  our  minds. 

The  patent  law  of  the  United  States  authorizes  an  executor  to 
surrender  a  patent  and  take  a  reissue.  Act  of  July  4th,  1836,  §  13. 
In  this  case  the  patent  was  surrendered  by  Charles  Goodyear,  Jr., 
as  executor,  and  the  reissues  were  to  him  in  the  same  character. 
This  was  a  specific  grant  by  the  government,  and  vested  in  him  ex- 
clusively the  legal  title.  The  suflBx  of  executor  signified  the  trustee 
character  in  which  he  assumed  to  act,  and  in  which  he  was  recog- 
nized and  dealt  with  by  the  Commissioner.  The  designation,  and 
the  trust  which  it  implied,  did  not  prevent  the  passage  of  the  legal 
title  or  qualify  the  estate  which  accompanied  it.  It  follows  from 
this  view  of  the  subject  that  the  grantee  can  sustain  a  suit  on  the 
patent  in  all  respects,  as  if  he  had  been  designated  in  it  as  trustee 
instead  of  executor. 

But,  conceding  for  the  purposes  of  the  argument,  that  he  occu- 
pies the  same  relation  to  the  patents  reissued  to  him  as  to  the  one 
reissued  to  the  testator,  and  which  he  surrendered,  then  he  was  a 
foreign  executor  in  the  forum  where  the  suit  was  instituted. 

The  bill  alleges  that  he  was  the  executor  of  Charles  Goodyear, 
deceased.  His  rights  as  such  in  that  forum  depended  upon  the 
local  law  of  Bhode  Island.  If  his  authority  to  sue  there  in  his 
representative  character  was  intended  to  be  questioned,  it  should 
have  been  done  by  plea  or  by  the  answer.  Not  having  been  done 
in  that  way,  the  defendants  are  concluded,  and  the  question  is  no 
longer  open  in  the  case.  The  answer  is  silent  upon  this  point.  Its 
averments  touching  the  jurisdiction  of  the  surrogate  of  the  city  of 
New  York  are  efiectually  disposed  of  by  the  complainants'  proofs. 

In  any  view  which  can  be  taken  of  the  subject  the  objection  is 
untenable. 

The  proposition  that  the  patent  is  fatally  defective,  because  it  is 
impossible  to  make  merchantable  goods  according  to  the  directions 
contained  in  the  specifications,  cannot  be  entertained.  The  answer 
contains  no  averment  upon  the  subject.  No  such  issue  was  ten- 
dered to  the  complainants,  and  they  have  had  no  notice  that  such 
a  defense  was  intended  to  be  relied  upon.  In  equity,  the  proofs 
and  allegations  must  correspond.  The  examination  of  the  case 
by  the  court  is  confined  to  the  issues  made  by  the  pleadings.. 
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Proofs  without  the  requisite  allegations  are  aa  UDavailing  as  such 
allegations  would  be  without  the  proofs  requisite  to  support  them. 
Foster  v.  Goddard,  1  Black,  518;  TVipp  v.  Vincent,  3  Barbour's 
Chancery,  613  ;  Boone  v.  Chiles,  10  Peters,  178  ;  Harrison  et  al.  v. 
Nixon,  9  Id.,  483. 

It  is  alleged  in  the  answer  that  the  testator  was  not  the  original 
and  first  inventor  of  the  process  described  in  his  patents. 

The  original  patent  was  issued  in  1844.  The  invention  has 
since  been  covered  by  a  succession  of  patents,  the  last  of  which, 
the  reissues  in  question,  are  still  unexpired,  and  are  the  foundation 
of  this  litigation.  The  discovery  was  one  of  very  great  value.  It 
is  a  mine  of  wealth  to  the  possessors.  Since  the  first  patent  was 
issued  there  have  been  numerous  cases  of  litigation  involving  its 
validity.  They  were  earnestly  contested.  In  every  instance  the 
patent  was  sustained.  This  litigation  was  remarked  upon  by  the 
counsel  for  the  appellants,  and  it  was  added  that  this  question  is 
now,  for  the  first  time,  presented  to  this  court  for  consideration. 
It  is  a  just  commentary  to  say  that  such  a  litigation  is  always  to  be 
expected  in  cases  like  this.  There  are  always  those  who  are  ready 
to  gather  where  they  have  not  sown.  The  number  and  ardor  of 
the  conflicts  is  usually  in  proportion  to  the  value  of  the  prize  at 
stake.  The  validity  of  the  claim  of  the  testator  was  never  shaken 
by  any  adjudication.  It  has  been  uniformly  affirmed  and  sustained. 
If  the  subject  was  never  brought  here  before,  it  was  doubtless  be- 
cause those  who  were  defeated  elsewhere  saw  no  ground  for  the 
hope  of  a  more  favorable  result  in  this  court.  These  considerations 
are  very  persuasive  to  the  presumption  that  the  olaim  of  Charles 
Goodyear,  the  elder,  that  he  was  the  original  and  first  inventor,  is 
impregnable.  If  it  were  not  so,  we  cannot  doubt  that  it  would 
have  been  overthrown  in  the  numerous  and  severe  assaults  which 
have  been  made  upon  it.  We  have,  however,  examined  the  question 
by  the  light  of  the  evidence  found  in  the  record,  and  in  the  absence 
of  the  adjudications  referred  to  should  have  had  no  difficulty  in 
coming  to  the  same  conclusion.  We  entertain  no  doubt  upon  the 
subject.  The  point  was  not  very  earnestly  pressed  upon  our  atten- 
tion in  the  argument  at  the  bar.  We  deem  what  we  have  said  in 
regard  to  it  sufficient. 

The  patents  reissued  to  the  executor  upon  the  surrender  of  the 
patent  reissued  to  the  testator  were  numbered  respectively  1084  and 
1085.  The  one  numbered  1085  is  for  the  process  by  which  vulcan- 
ized India-rubber  is  manufactured.  The  other  one  is  for  the  result 
of  the  process  in  the  form  of  the  article  produced. 

It  is  contended  by  the  appellants  that  both  these  patents  are  in- 
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valid,  for  two  reasons — Ist,  because  they  are  broader  than  the  claims 
of  the  patent  surrendered  by  the  executor;  and,  2d,  because  one  is 
for  a  process,  and  the  other  for  the  product  of  that  process.  The 
court  below  held  the  objection  to  the  patent  for  the  process — that  it 
is  too  broad — fatal  to  its  validity,  because  the  claim  embraced  *'  other 
vulcanizable  gums"  besides  India-rubber  as  articles  to  which  the 
process  was  to  be  applied.  From  this  part  of  the  decree  below  no 
appeal  was  taken  by  the  complainants.  It  is,  therefore,  final  and 
conclusive  in  its  effect,  and  the  patent  to  which  it  relates  must  be 
laid  out  of  view.  It  remains,  therefore,  to  consider  only  the  patent 
No.  1084,  which  is  for  the  product. 

The  claims  of  the  patent  reissued  to  Charles  Goodyear,  deceased, 
in  1849,  are  as  follows: 

''What  I  claim  as  my  invention  and  desire  to  secure  by  letters 
patent  is  the  curing  of  caoutchouc,  or  India-rubber,  by  subjecting 
it  to  the  action  of  a  high  degree  of  artificial  heat,  substantially  as 
herein  described,  and  for  the  purposes  specified. 

''And  I  also  claim  the  preparing  and  curing  the  compound  of 
India-rubber,  sulphur,  and  a  carbonate  or  other  salt,  or  oxide  of 
lead,  by  subjugating  the  same  to  the  action  of  artificial  heat,  sub- 
stantially as  herein  described." 

The  claim  of  the  patent  for  the  product  is  thus  expressed : 

"What  is  claimed  as  the  invention  of  Charles  Goodyear,  deceased, 
is  the  new  manufacture  of  vulcanized  India-rubber,  (whether  with 
or  without  other  ingredients,)  chemically  altered  by  the  application 
of  heat,  substantially  as  described." 

The  specification,  among  other  things,  contains  these  clauses: 

"For  many  purposes  the  manufacture  is  improved  by  the  addition 
of  other  substances  than  sulphur,  among  which  white  lead  is  one  of 
the  best,  and  which,  when  used,  may  be  combined  in  the  mixture 
above  described,  in  the  proportion  of  seven  parts  by  weight,  thereby 
forming  a  triple  compound.  Other  salts  of  lead  may  be  used  with 
advantage,  and  coloring  matter  may  be  also  incorporated  with  the 
mixture  for  the  purpose  of  imparting  colors  to  the  product. 

"And  other  materials,  such  as  cotton,  silk,  wool,  or  leather,  may 
be  incorporated  or  combined  with  the  India-rubber  and  sulphur, 
thereby  modifying  the  strength,  elasticity,  or  other  qualities  of  the 
new  manufacture  for  particular  purposes ;  as  it  is  found  that  the 
new  substance  or  product  will  be  produced  whenever  the  essential 
elements  of  rubber,  sulphur,  and  heat  are  used,  whether  such  other 
materials  are  incorporated  or  not." 
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A  patent  should  be  construed  in  a  liberal  spirit,  to  sustain  the 
just  claims  of  the  inventor.  This  principle  is  not  to  be  carried  so 
far  as  to  exclude  what  is  in  it,  or  to  interpolate  anything  which  it 
does  not  contain.  But  liberality,  rather  than  strictness,  should 
prevail  where  the  fate  of  the  patent  is  involved,  and  the  question  to 
be  decided  is  whether  the  inventor  shall  hold  or  lose  the  fruits  of 
his  genius  and  his  labors.  Coming  v.  Burden,  15  Howard,  269 ; 
Battin  v.  Taggert,  17  Id.  74.  The  surrender  was  made  by  the 
executor,  for  the  reason  that  the  specification  was  defective  and 
required  amendment.  This  the  law  permitted,  if  the  facts  brought 
the  case  within  the  provisions  of  the  statute.  The  Commissioner 
was  charged  with  the  duty  of  examining  the  facts  and  deciding 
upon  the  application.  His  judgment  is  shown  in  the  results.  Upon 
comparing  the  context  of  the  specifications  of  the  surrendered  and 
of  the  reissued  patent,  and  giving  to  each  a  reasonable  interpreta- 
tion, we  are  satisfied  that  the  decision  was  correct,  and  we  see  no 
reason  to  reverse  it.  It  is  the  right  of  the  patentee  and  his  repre- 
sentatives to  enlarge  or  restrict  the  claim,  so  as  to  give  it  validity 
and  secure  the  invention.     Battin  v.  Taggert,  17  Howard,  84. 

Patentable  subjects,  as  defined  by  the  patent  law,  (act  of  1836, 
f  6,  (are  '^any  new  and  useful  art,  machine,  manufacture,  or  compo- 
sition of  matter,  or  any  new  and  useful  improvement  on  any  art, 
machine,  manufacture,  or  composition  of  matter."  A  machine  may 
be  new,  and  the  product  or  manufacture  proceeding  from  it  may  be 
old.  In  that  case  the  former  would  be  patentable  and  the  latter  not. 
The  machine  may  be  substantially  old  and  the  product  new.  In  that 
event  the  latter,  and  not  the  former,  would  be  patentable.  Both 
may  be  new,  or  both  may  be  old.  In  the  former  case,  both  would 
be  patentable  ;  in  the  latter  neither.  The  same  remarks  apply  to 
processes  and  their  results.  Patentability  may  exist  as  to  either, 
neither^  or  both,  according  to  the  fact  of  novelty,  or  the  opposite. 
The  patentability,  or  the  issuing  of  a  patent  as  to  one,  in  nowise 
afifects  the  rights  of  the  inventor  or  discoverer  in  respect  to  the 
other.  They  are  wholly  disconnected  and  independent  facts.  Such 
is  the  sound  and  necessary  construction  of  the  statute. 

This  objection  to  the  patent,  we  think,  is  also  not  well  taken. 

Can  we  go  behind  the  action  of  the  Commissioner  in  extending 
the  patent  and  inquire  into  the  frauds  by  which  it  is  alleged  that 
the  extension  was  procured?  The  fifth  section  of  the  act  of  1790, 
(1  Stat,  at  Large,  109,)  provided  for  the  repeal  of  patents  under  the 
circumstances  and  in  the  manner  specified.  This  act  was  repealed 
by  the  act  of  1793.  1  Stat,  at  Large,  318.  The  tenth  section  of 
that  act  re-enacted  the  fifth  section  of  the  act  of  1790.     The  fifth 
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BectioQ  of  the  latter  act  authorized  substantially  the  same  defenses 
in  suits  upon  patents  which  are  allowed  by  the  15th  section  of  the 
act  of  1836,  with  the  further  provision,  that  if  the  facts  touching 
either  defense  were  established,  '^judgment  shall  be  rendered  for 
the  defendant  with  costs,  and  the  patent  shall  be  declared  void." 
This  act  continued  in  force  until  it  was  repealed  by  the  act  of  1836. 
These  provisions  were  not  then,  and  they  have  not  since  been,  re- 
enacted.  The  16th  section  of  the  act  of  1836  authorizes  a  court  of 
equity,  in  cases  of  interference,  to  take  jurisdiction  and  annul  the 
patent  issued  to  the  party  in  the  wrong.  Beyond  this  the  patent 
laws  are  silent  upon  the  subject  of  the  exercise  of  such  authority. 
This  review  furnishes  a  strong  implication  that  it  was  the  intention 
of  Congress  not  to  allow  a  patent  to  be  abrogated  in  any  collateral 
proceeding,  except  in  the  particular  instance  mentioned,  but  to 
leave  the  remedy  in  all  other  cases  to  be  regulated  by  the  principles 
of  general  jurisprudence.  To  those  principles  we  must  look  for 
the  solution  of  the  question  before  us.  The  subject  was  examined 
by  Chancellor  Kent  with  his  accustomed  fullness  of  research  and 
ability,  in  Jackson  v.  Lawton,  10  Johnson,  23.  He  there  said: 
'*  Unless  letters  patent  are  absolutely  void  on  the  face  of  them,  or 
the  issuing  of  them  was  without  authority,  or  was  prohibited  by 
statute,  they  can  only  be  avoided  in  a  regular  course  of  pleading,  in 
which  the  fraud,  irregularity,  or  mistake  is  regularly  put  in  issue. 
The  principle  has  been  frequently  admitted,  that  the  fraud  must  ap- 
pear on  the  face  of  the  patent  to  render  it  void  in  a  court  of  law,  and 
that  when  the  fraud  or  other  defect  arises  on  circumstances,  dehors 
the  grant,  the  grant  is  voidable  only  by  suit.  1  Henning  &  Mun- 
ford,  19,  187  ;  1  Munford,  134.  The  regular  tribunal  is  chancery, 
founded  on  a  proceeding  by  scire  facias  or  by  bill  or  information.'' 
The  patent  in  that  case  was  for  land,  but,  as  regards  the  point  here 
under  consideration,  there  is  no  distinction  between  such  a  patent 
and  one  for  an  invention  or.  discovery.  If  there  be,  the  case  is 
stronger  as  to  the  latter.  In  the  case  of  Field  v.  Seabury,  19 
Howard,  332,  the  patent  was  also  for  land.  This  court  ruled  the 
point  in  like  manner,  and  the  same  remarks  apply.  Viewing  the 
subject  in  the  light  of  the  principle  involved,  we  can  see  no  defect 
in  the  parallelism  between  that  case  and  the  one  before  us. 

The  extension  was  granted  by  the  Commissioner  pursuant  to  the 
first  section  of  the  act  of  1848  and  the  eighteenth  section  of  the  act 
of  1836.  The  latter  declares  that  upon  the  making  and  recording 
of  the  certificate  of  extension  **the  said  patent  shall  have  the  same 
effect  in  law  as  though  it  had  been  originally  granted  for  the  term 
of  twenty-one  years."     The  law  made  it  the  duty  of  the  Commit- 


Dec.  1869.]  Bubber  Company  i\  Goodyear.  245 

Opinion  of  the  coart. 

sioner  to  examine  and  decide.  He  had  full  jurisdiction.  The  func- 
tion he  performed  was  judicial  in  its  character.  No  provision  is 
made  for  appeal  or  review.  Foley  v.  Harrison,  15  Howard,  448. 
His  decision  must  be  held  conclusive  until  the  patent  is  impeached 
in  a  proceeding  had  directly  for  that  purpose  according  to  the  rules 
which  define  the  remedy,  as  shown  by  the  precedents  and  author- 
ities upon  the  subject.  We  are  not,  therefore,  at  liberty  to  enter 
upon  the  examination  of  the  evidences  of  fraud  to  which  we  have 
been  invited  by  the  counsel  for  the  ay»pe11ants.  The  door  to  that 
inquiry  in  this  case  is  closed  upon  us  by  the  hand  of  the  law.  The 
rule  which  we  have  thus  laid  down  is  intended  to  be  limited  to  the 
class  of  cases  to  which,  as  respects  the  point  in  question^  the  one 
before  us  belongs.     We  decide  nothing  beyond  this. 

The  proof  of  infringement  makes  a  case  so  clear  for  the  appel- 
lees, in  our  judgment,  that  it  is  deemed  unnecessary  to  extend  this 
opinion  by  discussing  the  subject. 

It  is  unnecessary  to  consider  the  respective  rights  of  the  several 
corporation  complainants  in  this  litigation,  because  it  is  clear  that 
such  as  do  not  belong  to  them  are  vested  in  Charles  Goodyear,  the 
executor,  by  virtue  of  his  holding  the  entire  legal  title  of  the  pat- 
ent. 

The  appellants  meet  the  case  in  the  aspect  of  infringement, 
by  setting  up  a  license  from  Charles  Goodyear,  deceased,  to  E.  M. 
Chaffee,  bearing  date  on  the  25th  of  June,  1846,  which  they  insist 
is  a  complete  bar  to  the  relief  sought  by  the  bill.  This  instrument 
gives  to  Chaffee,  "  his  executory,  administrators,  and  assigns,  a 
free  license  to  use  the  said  Goodyear's  gum-elastic  composition  for 
coating  cloth  for  the  purpose  of  japanning,  marbling,  and  variegate 
japanning,  at  his  own  establishment,  but  not  to  be  disposed  of  to 
others  for  that  purpose  without  the  consent  of  the  said  Charles 

Goodj'ear; the  right  and  license  hereby  conferred  being 

limited  to  the  United  States,  and  not  extending  to.  any  foreign 
country,  and  not  being  intended  to  convey  any  right  to  make  any 
contract  with  the  government  of  the  United  States.*' 

There  are  several  objections  to  the  view  taken  of  this  license  by 
the  counsel  for  the  appellant.  It  authorizes  Cliaffee  to  use  it  him- 
self. It  gave  him  no  right  to  authorize  others  to  use  it  in  conjunc- 
tion with  himself,  or  otherwise,  without  the  consent  of  Goodyear, 
which  is  not  shown,  and  not  to  be  presumed.  It  was  to  be  used  at 
his  own  establishment,  and  not  at  one  occupied  by  himself  antl 
others.  Looking  at  the  terms  of  the  instrument,  and  the  testimony 
in  the  record,  we  are  satisfied  that  its  true  meaning  and  purpose 
were  to  authorize  the  licensee  to  make  and  sell  India-rubber  cloth, 
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to  be  used  in  the  place,  and  for  the  purposes,  of  patent  or  japanned 
leather.  In  our  judgment  it  conveyed  authority  to  this  extent  and 
nothing  more.  The  practical  construction  which  the  parties  them* 
selves  have  given  to  a  contract  by  their  own  conduct  is,  in  cases  of 
doubt,  always  entitled  to  great  weight.  That  this  practical  con- 
struction, in  the  case  before  us,  was  in  accordance  with  tliat  which 
we  have  given  to  the  instrument,  is  clearly  shown  by  the  following 
facts :  The  defendants,  Chaffee,  Bourne,  and  Brown,  were  hostile 
to  the  extension,  and  collected  evidence  to  defeat  it.  If  they  had 
understood  the  license  then,  as  they  construe  it  now,  their  interest 
would  have  prompted  an  opposite  line  of  conduct.  In  1856,  Good- 
year the  elder,  and  others,  sued  Brown,  Bourne,  and  Chaffee  for  an 
infringement  of  the  patent  reissued  to  Goodyear — by  manufactur- 
ing India-rubber  shoes.  In  September  of  that  year,  they  filed 
their  answer.  The  license,  as  they  now  construe  it,  would  have 
been  conclusive  against  the  complainants.  The  answer  is  long  and 
elaborate.  It  makes  no  allusion  to  the  license.  An  absolute  in- 
junction was  decreed.  The  Chaffee  license  bears  date  in  1846.  In 
1858,  the  same  defendants  procured  a  license  to  manufacture  rub- 
ber shoes,  from  Haywood.  The  terms  were  stringent  and  onerous. 
This  license  would  have  been  useless,  if  their  present  construction 
of  the  license  to  Chaffee  is  correct.  It  is  not  clear  that  any  interest 
was  conveyed  by  Chaffee  to  the  other  parties,  if  ever,  until  since 
the  commencement  of  this  suit.  The  claim  was  not  heard  of  be- 
fore the  conflict  began.  The  license  sets  forth  in  express  terms, 
that  it  was  not  intended  to  give  dny  authority  to  contract  with  the 
United  States.  All  the  articles  to  which  this  controversy  relates, 
were  manufactured  for  the  United  States,  under  contracts  with  the 
quartermaster  general.  This  defense  cannot  avail  the  defendants. 
Upon  looking  further  into  the  record  we  find  that  the  complain- 
ants took  seven  exceptions,  and  the  defendants  twenty-eight,  to  the 
master's  report  in  the  court  below,  all  of  which,  on  both  sides, 
were  overruled.  The  complainants  not  having  appealed,  their  ex- 
ceptions are  not  open  to  examination.  Our  attention,  therefore, 
will  be  confined  to  those  taken  by  the  defendants,  who  have  brought 
them  before  us  by  this  appeal.  Many  of  them  relate  to  the  findings 
of  the  master  upon  questions  of  fact.  Others  are  predicated  of  facts 
which,  upon  examination,  are  not  found  to  be  as  the  exce[)tions 
assume.  In  all  these  cases  we  are  satisfied  with  the  master's  con- 
clusions, and  do  not  propose  to  review  them.  We  shall  dispose  of 
such  other  points  arising  upon  the  report,  as  we  deem  it  proper  to 
remark  upon,  without  adverting  particularly  to  the  exceptions  by 
which  they  are  raised. 
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In  taking  the  account  the  master  was  not  limited  to  the  date  of 
the  decree.  In  snch  cases,  it  is  proper  to  extend  the  account  down 
to  the  time  of  the  hearing  hefore  him,  unless  the  infringement 
ceased  prior  to  that  time.  The  rights  of  the  parties  are  settled  hy 
the  decree,  and  nothing  remains  hut  to  ascertain  the  damages  and 
adjudge  their  payment.  The  practice  saves  a  multiplicity  of  suits, 
time,  and  expense,  and  promotes  the  ends  of  justice.  We  see  no 
well-founded  objection  to  it. 

The  thirteenth  section  of  the  act  of  March  2d,  1861,  requires 
''that  every  article  made  or  sold  under  the  protection  of  a  patent 
shall  have  fixed  upon  it  the  word  'patented,'  and  the  day  and  year 
when  the  patent  was  granted ;  and  when,  from  the  character  of  the 
article,  that  may  be  impracticable,  a  label  on  which  a  notice  to  the 
same  effect  is  printed  shall  be  attached  ;  "  and  if  this  be  not  done 
it  is  declared  "that  in  case  of  suit  for  infringement,  brought  by 
the  person  failing  so  to  mark  the  articles,  no  damages  shall  be 
recovered  by  the  plaintiff  except  on  proof  that  the  defendant  was 
duly  notified  of  the  infringement,  and  continued,  after  such  notice, 
to  make  and  vend  the  articles  patented,"  &c.  It  is  said  that  the 
bill  contains  no  averment  on  this  subject,  and  that  the  record  is 
equally  barren  of  proof  that  any  such  notice  was  ever  given  to  the 
defendants,  except  by  the  service  of  process,  upon  the  filing  of  the 
bill.  Hence,  it  is  insisted  that  the  master  should  have  commenced 
his  account  at  that  time,  instead  of  the  earlier  period  of  the  begin* 
ning  of  the  infringement.  His  refusal  to  do  so  was  made  the  sub- 
ject of  an  exception.  The  answer  of  the  defendants  is  as  silent 
upon  the  subject  as  the  bill  of  the  complainants.  No  such  issue 
was  made  by  the  pleadings.  It  was  too  late  for  the  defendants  to 
raise  the  point  before  the  master.  They  were  concluded  by  their 
previous  silence,  and  must  be  held  to  have  waived  it.  It  cannot 
be  considered  here.  We  refer  to  the  authorities  cited  in  an  earlier 
part  of  this  opinion,  in  support  of  the  rule  upon  this  subject. 

The  Circuit  Court  decreed  that  the  Providence  Company  was 
liable  ''for  all  the  profits  made  in  violation  of  the  rights  of  the 
complainants,  under  the  patent  aforesaid^  by  respondents,  by  the 
manufacture,  use,  or  sale  of  any  of  the  articles  named  in  said  bill." 
This  was  in  accordance  with  the  rule  in  equity  cases  established  by 
this  court.  Livingston  v.  Woodworth,  15  Howard,  546;  Dean  v. 
Mason^  20  Id.,  198.  It  was  not  objected  to  in  the  argument  here, 
but  it  was  strenuously  insisted  that  the  master  had  erred  in  his 
application  of  the  rule,  and  the  court  in  confirming  his  conclusions. 
We  have  examined  the  repoi*t  and  are  satisfied  that  he  discharged 
his  duty  with  exemplary  care  and  diligence.     The  report  is  char- 
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acterized  by  unusual  ability.  He  has  stated  two  accounts:  one 
against  the  Providence  Company  and  the  other  against  the  Colum- 
bian Company,  which  he  finds  to  be  the  Providence  Company  under 
another  name. 

The  Providence  Company  manufactured  articles  covered  and  art- 
icles not  covered  by  the  patent  in  question.  No  separate  account 
was  kept  as  to  their  respective  cost  and  profit.  The  business  as  to 
both  was  so  intermingled  and  confused  that  approximate  re&ults 
only  were  possible,  and  these  were  attainable  by  but  one  process. 
He  applied  the  principle  of  apportionment  as  follows  : 

The  gross  amount  of  sales  of  articles  of  both  classes  was  $2,648,- 
131.49.  The  gross  amount  of  sales  of  articles  covered  by  the  pat- 
ent, $1,899,696.78.  Gross  amount  of  profits,  $349,520.02.  Pro- 
portion of  profits  due  to  articles  covered  by  the  patent,  $250,757.72. 
The  master  reports  that  this  result  approaches  exactness,  and  that 
it  is  favorable  to  the  defendants.  The  Columbian  Company  man- 
ufactured only  patented  articles.  Its  books  were  properly  kept. 
The  data  were  clear  and  certain,  and  he  had  no  difficulty  in  reach- 
ing a  satisfactory  conclusion.  He  found  the  amount  of  profits  to 
be  $60,000. 

Profits  of  the  Providence  Company $250,759  72 

Profits  of  the  Columbian  Company 60,000  00 

Total  for  which  the  defendants  are  liable $310,757  72 

In  making  up  the  account  the  master  allowed  deductions  from 
profits,  for  bad  debts,  for  rents,  and  interest  paid — debiting  rents 
and  interest  received ;  he  allowed  for  the  market  value  of  the  ma- 
terials on  hand  when  the  infringement  began,  for  the  cost  of  those 
acquired  afterwards  to  carry  on  the  business,  and  for  the  usual 
salaries  of  the  managing  officers.  In  this  connection  we  take  the 
following  paragraph  from  the  report : 

'^  Large  amounts  appear  by  the  books  to  have  been  expended  in 
repairs  of  building  and  machinery,  and  in  the  purchase  of  new  ma- 
chinery, tools,  and  fixtures.  No  further  allowance  is  made  by  the 
master  for  wear,  and  tear,  and  depreciation." 

He  refused  to  allow  the  extraordinary  salaries  which  it  appeared 
by  the  books  had  been  paid,  being  satisfied  they  were  dividends 
of  profit  under  another  name,  and  put  in  that  guise  for  conceal- 
ment and  delusion.  The  allowance  for  repairs  and  other  items 
mentioned  in  this  connection  doubtless  exceeded  the  wear  and  tear 
which  could  have  occurred  during  the  time  of  the  infringement. 
He  refused  to  allow  the  value,  at  the  time  they  were  used,  of  ma- 
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terials  bought  for  the  purposes  of  the  infringement.  The  market 
was  a  rising  one.  The  defendants  had  the  benefit  of  it  as  to  those 
which  were  untainted  by  dishonesty.  Those  bought  later  stand 
upon  a  different  tooting.  The  claim  is  entitled  to  no  special  favor. 
There  must  be  a  fixed  rule.  There  can  be  none  better  than  the 
cost  as  to  those  to  which  that  principle  was  applied.  The  articles 
might  have  fallen  in  value  instead  of  rising.  The  defendants  can- 
not complain,  as  they  are  held  liable  only  for  the  ultimate  profits 
of  the  piracy. 

He  refused  to  allow  the  profits  due  to  elements  not  patented, 
which  entered  into  the  composition  of  the  patented  articles.  There 
may  be  cases  in  which  such  an  allowance  would  be  proper.  This 
is  not  one  of  them.  The  manner  in  which  the  books  of  the  Provi- 
dence Company  were  kept  renders  such  an  account  impossible  as  to 
the  business  done  in  their  name. 

The  conduct  of  the  defendants  in  this  respect  has  not  been  such 
as  to  commend  them  to  the  favor  of  a  court  of  equity.  Under  the 
circumstances,  every  doubt  and  difficulty  should  be  resolved  against 
them.  Lupton  v.  White^  15  Vesey,  432 ;  Copdand  v.  Crane,  9  Pick- 
ering, 79;  Dexter  v.  Arnold,  2  Sumner,  109;  Miller  v.  Whittier, 
36  Maine,  585.     The  allowance  was  properly  denied. 

He  refused  to  allow  manufacturer's  profits  and  interest  on  the 
capital  stock.  This  was  correct.  **The  profits  made  in  violation 
of  the  rights  of  the  complainants''  in  this  class  of  cases,  within  the 
meaning  of  the  law,  are  to  be  computed  and  ascertained  by  finding 
the  difference  between  cost  and  yield.  In  estimating  the  cost,  the 
elements  of  price  of  materials,  interest,  expenses  of  manufacture 
and  sale,  and  other  necessary  expenditures,  if  there  be  any,  and  bad 
debts,  are  to  be  taken  into  the  account,  and  usually  nothing  else. 
The  calculation  is  to  be  made  as  a  manufacturer  calculates  the  prof- 
its of  his  business.  '^ Profit"  is  the  gain  made  upon  any  business 
or  investment,  when  both  the  receipts  and  payments  are  taken  into 
the  account.  People  v.  Super,  Niag.,  4  Hill,  23.  The  rule  is 
founded  in  reason  and  justice.  It  compensates  one  party  and  pun- 
ishes the  other.  It  makes  the  wrong-doer  liable  for  actual,  not 
possible,  gains.  The  controlling  consideration  is,  that  he  shall  not 
profit  by  his  wrong.  A  more  favorable  rule  would  offer  a  premium 
to  dishonesty,  and  invite  to  aggression. 

The  jurisdiction  of  equity  is  adequate  to  give  the  proper  remedy, 
whatever  phase  the  case  may  assume ;  and  the  severity  of  the  de- 
cree may  be  increased  or  mitigated  according  to  the  complexion  of 
the  conduct  of  the  offender.  We  find  no  error  in  the  record,  and 
the  decree  of  the  Circuit  Court  is 

Affirmed. 
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Note. — Bradley  and  Strong,  JJ.,  had  not  taken  their  seats 
upon  the  bench  when  the  preceding  case  was  argued  and  decided. 


Same  v.  Same. 

(9  Wallace.  805.) 

A  bill  of  review  will  not  be  granted  either  where  the  party  conld  by  an  attentive 
examination  of  the  exhibits,  attached  to  the  bill  in  the  original  case,  have  discov- 
ered what  he  relies  on  as  newly  discovered  matter,  and  has  thus  been  guilty  oi 
laches;  or  where  the  court  is  satisfied  that  upon  the  case  offered  to  be  made  out, 
the  decree  ought  to  be  the  same  as  has  been  already  given. 

On  motion  of  Mr,  Gushing^  for  the  appellant^  to  stay  the  mandate 
and  for  leave  to  file  a  bill  of  review;  Mr,.W,  E,  Curtis  opposing 
the  application, 

Mr.  Justice  Swayne  stated  the  case  and  delivered  the  opinion  of 
the  court. 

The  appellants  have  submitted  a  motion  that  the  mandate  in 
this  case  be  stayed,  and  that  they  have  leave  to  file  a  bill  of  review. 
The  ground  of  the  application  is  the  alleged  fact  that  George  B. 
Dorr  and  William  Judson,  both  deceased,  were  largely  interested 
in  the  patent  which  lies  at  the  foundation  of  this  litigation,  and 
that  their  legal  representatives  should  have  been  made  parties  to 
the  suit.  It  is  shown  that  a  suit  has  been  recently  instituted  by 
Louisa  Judson,  widow  and  executrix  of  William  Judson,  against 
the  appellants  for  the  same  infringements  of  the  patent  which  are 
charged  in  the  bill  in  this  case.  Affidavits  are  on  file — taken  to 
show  the  interest  of  Judson — and  that  the  appellants  had  no 
knowledge  of  the  fact  until  since  the  determination  of  the  case  in 
this  court.  They  are  silent  as  to  the  interest  of  Dorr.  Upon  look- 
ing into  the  record,  we  find  that  the  subpoena  in  this  case  bears 
date  on  the  30th  of  October,  1862.  The  litigation  was  in  progress 
from  that  time  until  it  was  determined  here  by  the  opinion  of  this 
court,  delivered  on  the  Tth  of  February  last,  affirming  the  decree 
of  the  Circuit  Court  in  favor  of  the  complainants. 

Exhibit  ^'B,"  annexed  to  the  complainants'  bill  in  the  record, 
is  the  opinion  of  Mr.  Justice  Grier  in  the  case  of  Ooodyear  v,  Daj/y 
involving  the  same  patent. 

That  opinion  was  delivered  at  the  May  Term,  1852,  of  the  Cir- 
cuit Court  of  the  United  States  for  the  District  of  New  Jersey.  It 
appears  by  this  opinion  that  the  point  was  made  in  that  case  by  the 
defendant,  that  William  Judson  and  James  A.  Dorr  were  parties 
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in  interest,  and  nhoiild  be  made  parties  complainant.  The  assign- 
ment by  Goodyear  to  Judson  and  Dorr  was  before  the  learned 
judge,  and  the  question  made  was  fully  considered.  They  were 
not  made  parties.  Exhibit  *'C,''  annexed  to  the  bill,  is  the  opin- 
ion of  the  same  justice  in  the  case  of  Goodyear  and  the  New  Eng- 
land Car  Spring  Company  against  the  Central  Railroad  of  New 
Jeisey,  argued  in  the  Circuit  Court  of  that  State  on  the  24th  of 
March,  1853.  The  suit  in  that  case  also  was  founded  upon  the 
Goodyear  patent.  The  objection  that  Judson  and  Dorr  should 
have  been  co-complainants  was  set  up.  The  assignment  to  them 
by  Goodyear  was  analyzed  and  considered.  The  learned  judge 
arrived  at  the  conclusion  that  they  were  not  necessary  parties,  and 
overruled  the  point.  These  exhibits  were  as  much  a  part  of  the 
bill  in  this  case  as  anything  which  it  contained.  The  appellants 
are  estopped  from  denying  knowledge  of  its  contents.  They  were 
sufficient  to  show  the  existence  of  the  assignment  to  Judson  and 
Dorr,  and  the  general  scope  and  character  of  its  contents.  If  not 
satisfied  with  the  views  of  Mr.  Justice  Grier  upon  the  subject  they 
should  have  made  the  defense  by  plea  or  answer.  Not  having 
spoken  at  the  proper  time  in  that  way,  they  cannot  be  permitted  to 
speak  with  effect  now  in  this  way.  They  have  slept  upon  knowl- 
edge which,  if  material,  should  have  awakened  them  to  activity 
more  than  seven  years  ago.  Their  laches  is  fatal  to  their  applica- 
tion. It  is  a  settled  rule  in  this  class  of  cases  '^^that  the  matter 
must  not  only  be  new,  but  such  as  the  party,  by  the  use  of  reason- 
able diligence,  could  not  have  known  ;  for,  if  there  be  any  laches 
or  negligence  in  this  respect,  that  destroys  the  title  to  the  relief." 
Story's  Equity  Pleadings,  §  414.  Whether  such  an  application 
shall  be  granted  or  refused,  rests  in  the  sound  discretion  of  the 
court.  The  requisite  leave  is  never  a  matter  of  right.  Id.,  §  417. 
The  affidavits  have  failed  to  satisfy  us,  that  if  a  bill  of  review  were 
filed  the  result  would  affect  the  decree  which  has  been  rendered. 

We  are  all  of  the  opinion  that,  under  the  circumstances,  it  would 
not  be  proper  to  withhold  longer  from  the  appellees  the  fruits  of 
the  relief  to  which  we  have  found  them  entitled.  It  is  not  prob- 
able that  the  appellants  will  be  injured  by  any  litigation  which  the 
representatives  of  Judson  or  Dorr  may  institute.  If  their  interests, 
as  claimed,  shall  be  established,  the  Circuit  Court  which  tries  the 
case  will  doubtless  so  exercise  its  flexible  jurisdiction  in  equity  as 
to  protect  all  rights  and  do  justice  to  all  concerned.  The  motion 
for  leave  to  file  a  bill  of  review  is 

Denied. 
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8amg  17.  Same. 

(9  Wallace,  807.) 

1.  Where,  on  a  bill  by  several  persons  for  the  infringement  of  a  patent  and  for  an  ac- 

count, (the  defenses  being  invalidity  of  the  patent  and  a  license,)  the  conrt  sustain 
the  patent  and  decree  damages,  a  bill  cannot  be  regarded  as  a  cross-bill  which  sets 
up  a  judgment  in  another  suit  against  one  of  the  complainants,  and  asks  that  the 
conjoined  defendants  in  the  principal  suit  set  forth  and  discover  what  share  of  the 
damages  they  claim  rtnptctivdy,  so  that  the  defendant  in  that  suit  may  set  off  his 
judgment  as  respects  the  one  against  whom  it  is. 

2.  As  an  original  bill  it  cannot  be  sustained,  if  it  have  either  been  filed  before  the  de- 

cree for  damages  was  rendered  in  the  principal  suit,  or  have  been  a  judgment  in 
attachment  only,  and  where  there  was  no  service  on  the  person  of  the  defendant. 

3.  A  bill  which  is  in  nowise  auxiliary  to  an  original  suit,  nor  in  continuation  of  that 

proceeding,  does  not  present  a  case  proper  for  substituted  service. 

Appeal  from  the  Circuit  Court  for  the  District  of  Rhode  Island. 

Messrs,  Payne^  Oushing,  and  Parsons ,  for  the  appellant;  and  Mr. 
W,  E.  Curtis  and  Mr.  Stonghton,  contra. 

Mr.  Justice  Swaynb  stated  the  case  and  delivered  the  opinion  of 
the  court. 

After  the  interlocutory  decree  was  entered  in  the  case  of  Charles 
Goodyear,  executor  of  Charles  Goodyear,  deceased,  and  others, 
against  The  Providence  Rubber  Company  and  others,  in  the  Cir- 
cuit Court  of  the  United  States  for  the  District  of  Rhode  Island, 
and  while  the  case  was  before  the  master  to  whom  it  had  been  re- 
ferred, the  complainants  filed  this  bill.  It  alleges  that  they  hold 
a  judgment  against  the  estate  of  Charles  Goodyear,  deceased,  in 
favor  of  E.  M.  Chaffee  &  Co:,  for  the  sum  of  $48,215.20,  amount- 
ing, with  interest  thereon,  to  $72,215.20,  or  thereabout,  which 
they  insist  ought,  in  equity  and  good  conscience,  to  be  offset 
against  such  portion  of  the  damages  to  be  recovered  in  the  suit 
first  mentioned  as  may  be  due  and  payable  to  Charles  Goodyear, 
the  executor.  An  exhibit  is  annexed  to  the  bill  and  made  a  part 
of  it,  by  which  it  appears  that  the  judgment  was  recovered  against 
Charles  Goodyear,  deceased,  in  his  lifetime,  by  attacliment ;  that 
process  was  not  served  upon  him  ;  that  he  did  not  appear  ;  that  he 
made  no  defense  ;  that  the  cause  of  action  was  the  alleged  breach 
of  a  contract,  and  that  the  court  assessed  the  damages  for  which 
the  judgment  was  rendered. 

It  further  appears  by  this  exhibit  that  the  firm  of  E.  M.  Chaffee 
&  Co.  consisted  of  Edwin  M.  Chaffee,  George  O'Bourne,  and  Wil- 
liam W.  Brown.  The  shcriff"s  return  upon  the  writ  of  attachment 
is  as  follows: 
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"  For  want  of  the  body  of  the  within-named  defendant,  to  be  by 
me  found  in  my  precinct,  I  have  this  day,  at  eleven  o'clock  a.  m., 
made  service  of  this  writ  by  attaching  two  pieces  grass  cloth,  one 
piece  red  fitting,  six  rolls  cotton  batting,  one  piece  of  perforated 
rubber  cloth,  one  roll  grass  cloth,  one  roll  sheeting  covered  with 
cotton  batting,  two  bundles  wadding,  one  piece  bagging,  set  forth 
to  me  by  the  plaintiflFs  as  the  property  of  the  defendant,  and  have 
left  a  true  and  attested  copy  of  this  writ,  with  my  doings  hereon, 
with  Messrs.  Bourne  and  Brown,  in  whose  hands  or  possession  I 
found  said  goods  and  chattels,  the  defendants  having  no  last  and 
usual  place  of  abode  within  my  precinct  whereat  to  leave  a  copy." 

The  bill  further  sets  forth  that  the  Union  India-Rubber  Com- 
pany claims  to  be  a  corporation  of  the  State  of  New  York,  having 
its  principal  place  of  business  in  the  city  of  New  York,  and  that 
the  Phenix  Rubber  Company  claims  to  be  a  corporation  of  the 
State  of  Connecticut,  having  its  principal  place  of  business  also  in 
the  city  of  New  York. 

The  prayer  of  the  bill  is,  that  the  defendants  set  forth  and  dis- 
cover what  share  of  the  damages  to  be  recovered  in  the  prior  suit 
they  respectively  claim  ;  that  the  judgment  may  be  set  off  against 
that  portion  which  shall  belong  to  Charles  Groodyear,  as  executor 
of  Charles  Goodyear,  deceased ;  and  for  other  and  proper  relief. 
There  is  a  further  prayer  that  service  of  process  may  be  made  upon 
the  corporation  defendants,  by  serving  it  upon  their  solicitor  of 
record,  and  that  service  may  be  made  upon  Charles  Goodyear,  the 
executor,  by  some  disinterested  person  in  the  State  of  New  York. 
Substituted  service  was  made  upon  the  corporations  accordingly, 
pursuant  to  an  order  of  the  court.  Charles  Goodyear  entered  his 
appearance,  and  demurred.  The  corporations  appeared  specially, 
and  moved  to  dismiss  the  bill.  The  demurrer  and  the  motion 
were  both  sustained,  and  the  bill  was  dismissed.  The  complain- 
ants thereupon  appealed  to  this  court. 

In  the  argument  here,  the  counsel  for  the  appellants  have  en- 
deavored to  support  the  bill,  upon  the  ground  that  it  is  a  cross- 
bill, having  for  its  object  to  enforce  an  offset  arising  under  such 
circumstances  as  give  a  court  of  equity  jurisdiction  of  the  case, 
and  authority  to  give  the  relief  for  which  the  bill  specifically 
prays.  A  cross-bill  is  brought  to  obtain  a  discovery  in  aid  of  a 
defense  to  the  original  suit,  or  to  obtain  complete  relief  to  all  the 
parties  as  to  the  matters  charged  in  the  original  bill.  It  should 
not  introduce  any  distinct  matter.  It  is  auxiliary  to  the  original 
suit,  and  a  graft  and  dependency  upon  it.  If  its  purpose  be  differ- 
ent from  this,  it  is  not  a  cross-bill,  though  it  may  have  a  connec- 
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tion  with  the  same  general  subject.  Mitford's  Pleading,  80,  81 ; 
Ayres  v.  Carver^  17  Howard,  591 ;  Gross  v.  De  Valley  1  Wallace,  6. 
Here  the  original  suit  was  for  the  infringement  of  a  patent.  The 
defenses  were,  invalidity  of  the  patent  and  a  license.  Neither  the 
case  made  by  the  bill  nor  the  defenses  set  up  in  the  answer  had 
the  slightest  relation  to  the  judgment  in  question.  It  is  entirely 
foreign  to  the  grounds  of  the  controversy.  Its  only  connection 
with  the  parties  was  that  it  belonged  to  the  defendants,  and  was 
against  the  testator  of  one  of  the  complainants.  Any  discovery  in 
relation  to  it  could  not  give  or  help  any  defense  to  the  original 
suit.  It  was  simply  a  fact  affecting  personally  a  portion  of  the 
parties,  but  no  more  affecting  the  litigation  than  would  any  other 
controversy  between  them  as  to  lands,  stocks,  or  other  property. 
We  therefore  hold  the  bill  to  be  an  original  and  not  a  cross-bill. 

Can  it  be  sustained  as  such?  When  it  was  filed,  no  decree  had 
passed  in  the  original  suit  for  the  payment  of  damages.  Non  con- 
stat  that  such  a  decree  would  ever  be  made.  It  was  possible  that 
the  court  might  annul  the  interlocutory  order,  decree  for  the  de- 
fendants, and  dismiss  the  bill.  The  bill  before  us  was  therefore 
prematurely  filed.  The  judgment  which  it  seeks  to  enfore  was 
recovered  in  a  proceeding  by  attachment.  It  did  not  affect  the 
defendant  personally,  and  bound  no  property  but  that  upon  which 
the  grasp  of  the  court  was  fixed  by  the  service  of  the  writ  of 
attachment.  Beyond  that  it  was  ineffectual  for  any  purpose.  An 
execution  could  not  be  issued  upon  it  to  reach  other  property,  and 
it  would  not  be  primd  facie  evidence  against  the  defendant  in 
another  suit  upon  the  same  cause  of  action.  To  enforce  the  con- 
tract against  the  testator  while  living,  or  his  executor  after  his 
decease,  it  was  necessary  to  sue,  procure  personal  service,  and  make 
the  same  proofs  as  if  the  judgment  in  attachment  had  not  been 
rendered.  Such  a  judgment  has  no  more  efiicacy  and  can  no  more 
be  enforced  in  equity  than  at  law.  The  demurrer  of  the  executor 
was  well  taken  and  properly  sustained.  D'Arcy  v.  Ketchunij  11 
Howard,  165  ;  McVicker  v.  Beeby,  31  Maine,  314  ;  St^  y's  Conflict 
of  Laws,  §  314. 

The  motion  to  dismiss  was  made  by  the  foreign  corporations. 
The  bill,  being  in  nowise  auxiliary  to  the  original  suit  nor  in  con- 
tinuation of  that  proceeding,  the  case  was  not  one  proper  for  sub- 
stituted service,  Dunn  v.  Clark,  8  Peters,  1.  They  were  not  bound 
to  appear.  They  entered  their  appearance  specially,  and  appeared 
only  to  object  to  the  jurisdiction  of  the  court. 

The  learned  judge  who  heard  the  case  below  was  correct  in  order- 
ing the  bill  to  be  dismissed. 
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Bourne  v.  Goodyear. 

(9  Wallace,  811.) 

A  proceeding  to  vacate  the  extension  of  a  patent,  of  which  the  extension  has  expired 
before  the  proceeding  was  begun,  has  no  eqnity  to  snpport  it,  and  cannot  be  sus- 
tained on  demurrer. 

Appeal  from  the  Circuit  Court  for  the  Southern  District  of  New 
York,  in  which  court,  on  the  15th  of  June,  1865,  a  proceeding  was 
begun,  in  the  name  of  the  United  States,  ex  relatione  Bourne, 
against  the  executor  of  Goodyear,  to  vacate  an  extension  of  a 
patent.  The  bill  showed  that  the  extension  of  the  patent  sought 
to  be  vacated  by  the  proceeding  expired  on  the  14th  of  June,  1865  ; 
before  the  suit  was  commenced,  and  the  defendant  demurred  to  it 
on  that  ground  among  others.  The  court  below  dismissed  the  bill, 
and  the  relator  brought  the  case  here. 

Messrs,  T.  H.  Parsons^  A.  Payne ^  and  G,  Gvshing^  for  the  appel- 
lant; Messrs,  E,  JF.  Stoughtonand  W,  E.  Cur  lis,  contra. 

The  Chief  Justice  delivered  the  opinion  of  the  court. 

The  extension  having  expired  before  the  bill  was  filed,  there  is 
no  equity  to  support  the  application  to  set  it  aside.  The  extension 
has  ceased  to  be  of  any  effect,  and  there  remains  nothing  which  can 
be  the  subject  of  a  suit.  The  demurrer  to  the  bill,  therefore,  must 
be  sustained,  and  the  decree  of  the  Circuit  Court  by  which  the  bill 
was  dismissed  must  be. 

Affirms. 


BiSCHOFF  V,  WbTHBRED. 

(9  Wallace,  812.) 

1.  A  jadgment  recovered  in  the  Common  Pleas,  at  Westminster,  England,  against  a 

person  in  the  United  States,  without  any  service  of  process  on  him,  or  any  notice 
of  the  suit  other  than  a  personal  one  served  on  him  in  this  country,  has  no  validity 
here,  even  of  9k  prima  fade  character. 

2.  On  a  suit  at  law,  involving  a  question  of  priority  of  invention,  where  a  patent  under 

consideration  is  attempted  to  he  invalidated  by  a  prior  patent,  counsel  cannot 
require  the  court  to  compare  the  two  specifications,  and  to  instruct  the  jury,  as 
matter  of  law,  whether  the  inventions  therein  described  are  or  are  not  identical. 
The  rule  on  the  subject  stated. 

Error  to  the  Circuit  Court  for  the  District  of  Maryland. 
Bischoff  and  others  brought  an  action,  in  the  court  below,  against 
Wethered,  to  recover  damages  for  breach  of  covenant  in  the  assign^* 
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ment  of  one-fortieth  part  of  an  English  patent  granted  to  one  New- 
ton. The  covenant  was  that  the  patent  was  in  all  respects  valid 
and  unimpeachable.  The  breach  complained  of  was  that  it  was  null 
and  void.  The  declaration  contained  certain  other  counts,  namely, 
the  ordinary  money  counts,  and  a  count  on  a  judgment  recovered 
in  the  Common  Pleas,  at  Westminster  Hall,  in  England.  To  the 
latter  count  the  defendant  pleaded  ntd  tiel  record.  The  only  evi- 
dence adduced  in  its  support  was  an  exemplified  copy  of  a  judgment 
recovered  against  the  defendant  in  the  said  Common  Pleas,  without 
any  service  of  process  on  him,  or  any  notice  of  the  suit,  other  than 
a  personal  notice  served  in  the  city  of  Baltimore,  and  as  no  evidence 
was  adduced  to  sustain  the  common  counts,  the  chief  question  in 
the  case  arose  under  the  count  on  the  alleged  covenant,  that  the 
patent  in  question  was  valid  and  unimpeachable. 

This  patent  was  granted  to  Newton  on  the  25th  of  May,  1853, 
and  was  for  certain  improvements  in  the  generation  of  steam,  con- 
sisting of  an  accessory  steam-pipe  carried  from  the  boiler  through 
the  fire  or  chimney,  so  as  to  cause  the  steam  conveyed  therein  to 
become  superheated;  and  from  thence  carried  to  the  steam-chest, 
or  to  an  intermediate  pipe,  there  to  connect  with  the  ordinary 
steam-pipe  which  conveys  the  steam  from  the  boiler  to  the  engine, 
80  as  to  mix  the  superheated  steam  with  the  ordinary  steam  as  it 
comes  from  the  boiler.  The  effect  of  this  mixture  is  described  to  be 
that  the  superheated  steam  converts  into  steam  all  the  remaining 
watery  particles,  froth  and  foam,  contained  in  the  ordinary  steam, 
and  thus  dries  and  rarefies  the  whole  mass,  and  makes  it  more 
effective. 

The  plaintiff  having  put  in  evidence  the  assignment  containing 
the  covenant  declared  on,  and  the  letters  patent  granted  to  New- 
ton, in  order  to  show  the  breach  of  covenant,  put  in  evidence  a  prior 
English  patent  granted  to  one  Poole,  in  1844,  for  an  invention 
which  the  plaintiff  claimed  was  identical  with  that  patented  to 
Newton.  The  plaintiff  then  called  upon  the  court  to  compare  the 
two  specifications,  and  to  instruct  the  jury  that  the  patent  to  New- 
ton was  not  a  valid  and  unimpeachable  patent,  inasmuch  as  the 
invention  therein  described  was  not  novel,  but  was  already  sub- 
stantially described  in  the  specification  of  Poole ;  and  that  under 
the  covenants  contained  in  the  assignment,  the  plaintiffs  were 
entitled  to  recover  £500,  the  amount  of  purchase  money  paid,  with 
interest.     This  the  court  refused  to  do,  and  the  plaintiffs  excepted. 

The  defendant  then  prayed  the  court  to  instruct  the  jury,  amongst 
other  things,  that  there  is  not  on  the  face  of  the  respective  patents 
of  Newton  and  Poole  such  an  identity  as  authorizes  the  court  to 
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pronounce  that  they  are  for  one  and  the  same  invention,  and  that 
for  that  reason  the  patent  granted  to  Newton  is  invalid;  and  such 
invalidity  being  necessary  to  support  the  phtintiffs'  claim,  and 
being  wanting,  the  verdict  must  be  for  the  defendant.  The  court 
granted  this  prayer,  and  instructed  the  jury  accordingly,  and  a  ver- 
dict was  fouDd  for  the  defendant.  The  plaintiffs  excepted  to  this 
instruction.     The  case  being  brought  here,  the  questions  were — 

1st  (one  not  pressed.)  What  effect  had  the  proceeding  in  the 
Common  Pleas  in  England  ? 

2d.  The  principal  one — whether  the  court  below  was  bound  to 
compare  the  two  specifications,  and  to  instruct  the  jury,  as  matter 
of  law,  whether  the  inventions  therein  described  were  or  were  not 
identical  ? 

Mr.  W,  M,  AddisotiyfoT  the  plaintiff  in  error;  Mr,  J.  B.  Latrobe, 
contra. 

Mr.  Justice  Bradlet  delivered  the  opinion  of  the  court. 

As  to  the  first  point  raised — to  wit,  the  effect  of  the  proceeding 
in  the  Common  Pleas  at  Westminster  Hall — it  is  enough  to  say 
that  it  was  wholly  without  jurisdiction  of  the  person,  and  what- 
ever validity  it  may  have  in  England,  by  virtue  of  statute  law, 
against  property  of  the  defendant  there  situate,  it  can  have  no 
validity  here,  even  of  a  primd  facie  character.     It  is  simply  null. 

The  second  and  principal  question  in  the  case  raises  an  import- 
ant question  of  practice  under  the  patent  law,  and  deserves  to  be 
seriously  considered  by  this  court. 

It  is  undoubtedly  the  common  practice  of  the  United  States  Cir- 
cuit Courts,  in  actions  at  law,  on  questions  of  priority  of  invention, 
where  a  patent  under  consideration  is  attempted  to  be  invalidated 
by  a  prior  patent,  to  take  the  evidence  of  experts  as  to  the  nature 
of  the  various  mechanisms  or  manufactures  described  in  the  differ- 
ent patents  produced,  and  as  to  the  identity  or  diversity  between 
them ;  and  to  submit  all  the  evidence  to  the  jury  under  general 
instructions  as  to  the  rules  by  which  they  are  to  consider  the  evi- 
dence. A  case  may  sometimes  be  so  clear  that  the  court  may  feel 
no  need  of  an  expert  to  explain  the  terms  of  art  or  the  descrip- 
tions contained  in  the  respective  patents,  and  may,  therefore,  feel 
authorized  to  leave  the  question  of  identity  to  the  jury,  under 
such  general  instructions  as  the  nature  of  the  documents  seems  to 
require.  And  in  such  plain  cases  the  court  would  probably  feel 
authorized  to  set  aside  a  verdict  unsatisfactory  to  itself,  as  against 
the  weight  of  evidence.  But  in  all  such  cases  the  question  would 
still  be  treated  as  a  question  of  fact  for  the  jury,  and  not  as  a 
17 
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question  of  law  for  the  court.  And  under  this  rule  of  practice, 
counsel  would  not  have  the  right  to  require  the  court,  as  matter 
of  law,  to  pronounce  upon  the  identity  or  diversity  of  the  several 
inventions  described  in  the  patents  produced.  Such,  we  think,  has 
been  the  prevailing  rule  in  this  country,  and  we  see  no  sufficient 
reason  for  changing  it.  The  control  which  the  courts  can  always 
exercise  over  unsatisfactory  verdicts  will  enable  them  to  prevent 
any  wrong  or  injustice  arising  from  the  action  of  juries  ;  whereas, 
if  the  courts  themselves  were  compellable  to  decide  on  these  often 
recondite  and  difficult  questions,  without  the  aid  of  scientific  per- 
sons familiar  with  the  subjects  of  the  inventions  in  question,  they 
might  be  led  into  irremediable  errors,  which  would  produce  great 
injustice  to  suitors.  We  are  disposed  to  think  that  the  practice 
adopted  by  our  courts  is,  on  the  whole,  the  safest  and  most  condu- 
cive to  justice. 

It  may  be  objected  to  this  view  that  it  is  the  province  of  the 
court,  and  not  the  jury,  to  construe  the  meaning  of  documentary 
evidence.  This  is  true.  But  the  specifications  of  patents  for  inven- 
tions are  documents  of  a  peculiar  kind.  They  profess  to  describe 
mechanisms  and  complicated  machinery,  chemical  compositions 
and  other  manufactured  products,  which  have  their  existence  in 
jKiiSy  outside  of  the  documents  themselves;  and  which  are  com- 
monly described  by  terms  of  the  art  or  mystery  to  which  they  re- 
spectively belong;  and  these  descriptions  and  terms  of  art  often 
require  peculiar  knowledge  and  education  to  understand  them 
aright;  and  slight  verbal  variations,  scarcely  noticeable  to  a  com- 
mon reader,  would  be  detected  by  an  expert  in  the  art,  as  indicat- 
ing an  important  variation  in  the  invention.  Indeed,  the  whole 
subject-matter  of  a  patent  is  an  embodied  conception  outside  of  the 
patent  itself,  which,  to  the  mind  of  those  expert  in  the  art,  stands 
out  in  clear  and  distinct  relief,  whilst  it  is  often  unperceived,  or 
but  dimly  perceived,  by  the  uninitiated.  This  outward  embodi- 
ment of  the  terms  contained  in  the  patent  is  the  thing  invented, 
and  is  to  be  properly  sought,  like  the  explanation  of  all  latent 
ambiguities  arising  from  the  description  of  external  things,  by 
evidence  in  pais. 

We  are,  therefore,  of  opinion  that  the  Circuit  Court  was  justified 
in  refusing  to  give  the  instructions  demanded  by  the  plaintiffs,  and 
in  giving  that  which  was  asked  by  the  defendant. 

The  precise  question  has  recently  undergone  considerable  discus- 
sion in  England,  and  has  finally  resulted  in  the  same  conclusion  to 
which  we  have  arrived.  The  cases  will  be  found  collected  in  the 
last  edition  of  Curtis  on  Patents,  §  446.     It  was  at  first  decided  in 
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the  cases  of  BovtU  v.  Pimm.  36  English  Law  and  Equity,  441 ; 
Beits  V.  Menziesy  1  Ellis  &  Ellis,  Q.  B.  999;  and  Bush  v.  Fox,  38 
English  Law  and  Equity,  I ;  that  it  was  the  province  and  duty  of 
the  court  to  compare  the  documents  and  decide  on  the  identity  or 
diversity  of  the  inventions.  But  in  1862,  Lord  Westbury,  in  two 
very  elaborate  judgments^  one  of  which  was  delivered  in  the  House 
of  Lords  on  occasion  of  overruling  the  decision  in  Beils  v.  Alemies, 
held  that  it  belonged  to  the  province  of  evidence,  and  not  that  of 
construction,  to  determine  this  question.  "In  all  cases,  therefore,*' 
he  concludes,  "where  the  two  documents  profess  to  describe  an 
external  thing,  the  identity  of  signification  between  the  two  docu- 
ments containing  the  same  description,  must  belong  to  the  province 
of  evidence,  and  not  that  of  construction."  Lord  Westbury  very 
justly  remarks,  that  two  documents  using  the  same  words,  if  of 
different  dates,  may  intend  very  diverse  things,  as,  indeed,  was 
actually  decided  by  this  court  in  the  case  of  The  Bridge  Proprietors 
V.  The  Hoboken  Company y  1  Wallace,  116.  The  court,  in  that  case, 
said:  "It  does  not  follow  that  when  a  newly  invented  or  discovered 
thing  is  called  by  some  familiar  word,  whicli  comes  nearest  to  ex- 
pressing the  new  idea,  that  the  thing  so  styled  is  really  the  thing 
formerly  meant  by  the  familiar  word."  And  the  decision  was  that 
the  word  "bridge,"  in  an  old  bridge  law,  passed  in  1790,  did  not 
mean  the  same  thing  as  the  same  word  meant  when  applied  to  the 
modern  structure  of  a  railroad  bridge. 

This  view  of  the  case  is  not  intended  to,  and  does  not,  trench 
upon  the  doctrine  that  the  constrttction  of  written  instruments  is 
the  province  of  the  court  alone.  It  is  not  the  construction  of  the 
instrumefU,  but  the  character  of  the  thing  invented,  which  is  sought 
in  questions  of  identity  and  diversity  of  inventions. 

Judgment  affirmed. 


Stimpson  v.  Woodman. 

(10  Wallace,  117.) 

Where  a  roller  in  a  particular  combination  had  been  used  before  without  designs  on  it, 
and  a  roller  with  designs  on  it  had  also  been  used  in  another  combination,  ^t  was 
not  a  patentable  invention  to  place  designs  on  the  roller  in  the  first  named  com- 
bination. Such  a  change,  with  the  existing  knowledge  in  the  art,  involved  simply 
mechanical  skill,  which  is  not  patentable. 

Error  to  the  Circuit  Court  of  the  United  States  for  the  District 
of  Massachusetts. 

Woodman  sued  Stimpson,  in  the  court  below,  to  recover  damage* 
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for  an  infringement  of  a  patent  granted  on  the  29th  March,  1864, 
for  ^*a  new  and  useful  machine  for  ornamenting  leather,"  as  stated 
in  the  letters  patent.  In  the  specification  the  plaintiff  stated  that 
he  has  ** invented  a  new  and  useful  improvement  in  boarding  or 
pebbling  leather,"  and  describes  how  this  process  was  formerly 
carried  on.     He  says: 

*'  What  is  known  as  a  boarded  or  pebbled  grain  or  finish,  has 
hitherto  been  given  to  leather  by  what  is  called  the  boarding 
operation,  which  consists  in  doubling  the  skin  over  on  to  itself,  on 
a  table,  so  that  the  flesh  side  shall  be  out,  and  then  forcing  or 
rucking  one  part  over  the  other,  in  different  directions,  by  means 
of  a  flat  *  cork-board,'  which  breaks  or  wrinkles  the  grain,  and 
gives  it  a  rough,  checkered,  or  pebbled  appearance.  This  opera- 
tion is  performed  by  hand,  and  is  very  slow  and  laborious,  and 
produces  only  one  particular  kind  of  finish." 

He  then  observes: 

*'The  nature  of  my  invention,  therefore,  consists  in  producing 
this  ^pebbled'  or  *  boarded'  grain  or  finish  on  leather,  by  subjecting 
it  to  the  pressure  of  a  short  revolving  cylinder  or  roller  of  steel,  or 
other  suitable  metal,  having  the  required  design  or  figure  engraved 
or  sunk  on  its  periphery.  .  .  .  My  improvement  further  consists 
in  combining  with  said  roller  a  certain  new  and  useful  combination 
of  mechanical  devices  for  carrying  my  invention  into  practical 
operation,  so  as  to  accomplish  the  object  desired  with  great  rapidity 
and  cheapness." 

He  further  observes: 

^^It  is  obvious  that  ray  ^pebbled'  roller  may  be  combined  with 
various  mechanical  devices,  whereby  it  can  be  rolled  with  sufficient 
pressure  over  a  skin  of  leather.  I  will,  however,  now  describe  a 
combination  of  devices  which  I  find  to  answer  every  purpose  re- 
quired." 

The  plaintiff  then  describes  with  great  minuteness  the  machine, 
and  every  part  of  it,  and  closes  with  his  claims: 

** First.  Boarding  or  pebbling  skins  or  leather  by  means  of  a 
singljB  short  cylinder  rolling  over  a  table  with  the  requisite  press- 
ure, substantially  as  described. 

** Second.  I  also  claim  raising  and  lowering  the  table  'A'  by 
means  of  the  toggles  'Q,'  arm  'S,'  spring  *U,'  arm  *T,'  and  cam 
*P,'  or  their  equivalents,  substantially  as  set  forth,  and  for  the 
j)ur poses  described." 

The  socond  claim  was  not  in  the  case,  as  the  arrangement  or  con- 
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trivance  was  not  found  in  the  defendant's  machine.  The  first  was 
the  only  one  in  question.  That,  as  already  stated,  was  ^^ boarding 
or  pebblinoj"  skins  or  leather  by  means  of  a  single  short  cylinder 
rolling  over  a  table  with  the  requisite  pressure,  substantially  as 
described,  which  means,  as  this  court  stated  that  they  understood 
the  claim,  finishing  or  figuring  the  leather,  by  means  of  a  revolv- 
ing roller,  the  design  or  figure  engraved  or  sunk  on  its 'periphery, 
and  worked  over  the  grain  of  the  leather  by  the  use  of  the  machin- 
ery described,  or  by  machinery  substantially  like  it. 

It  was  admitted,  in  the  bill  of  exceptions,  that  evidence  was 
given  on  the  trial,  by  the  defendant,  tending  to  show  that  prior  to 
the  plaintiff's  invention,  boarded  or  pebbled  grain  or  finish,  de- 
scribed in  his  patent  as  produced  by  him,  had  been  produced  on 
leather  by  subjecting  it  to  the  pressure  of  a  short  revolving  cylin- 
der of  steel  or  other  metal,  having  the  required  design  or  figure 
engraved  or  sunk  on  its  periphery,  and  rolling  over  a  table  upon 
which  the  leather  was  placed;  and  that  the  said  revolving  figured 
cylinders,  which  are  known  in  the  case  as  *' pebbling  rollers," 
were  operated  with  the  requisite  pressure  by  means  of  hand  devices. 

It  was  also  admitted  that  the  defendant  gave  evidence  tending 
to  show  that  prior  to  the  plaintiff's  improvement  there  was  known 
and  used  a  machine  (made  by  one  Green)  which,  in  its  substantial 
combination  or  arrangement  of  its  parts,  co-operating  together  for 
the  purpose  of  impressing  the  surface  of  leather,  differed  in  no 
material  respect  from  the  machine  described  in  the  letters  patent, 
whereof  a  model  was  produced,  except  in  respect  to  the  mechanism 
for  raising  and  lowering  the  table,  (not  in  the  defendant's  ma- 
chine,) and  except  that  instead  of  operating  a  short  revolving 
roller  like  the  plaintiff's,  having  a  figured  surface  for  the  purpose 
of  producing  the  pebbled  grain  on  leather,  it  operated  a  short  re- 
volving metallic  roller,  having  a  smooth  surface,  for  the  purpose  of 
giving  to  the  leather  a  closer  natural  grain ;  that  tliis  was  the  only 
diversity  between  the  two  machines,  and  that  having  the  smooth 
roller  instead  of  the  roller  with  the  ornamented  surface,  made  no 
difference  in  the  substantial  combination  or  arrangement  of  ma- 
chinery co-operating  together  in  said  machines  for  the  purpose  of 
doing  the  work. 

On  this  case  the  defendant  asked  the  court  to  instruct  the  jury 
as  a  second  instruction,  thus : 

**  If  they  find  that  the  form  of  the  surface  of  the  rollers  in  the 
plaintiff's  machine  is  not  material  to  the  mechanical  action  of  the 
roller  in  combination  with  the  other  devices,  and  their  arrange- 
ments, by  which  the  roller  is  moved,  the  leather  supported,  and 
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the  pressure  made;  and  if  they  fiud  that  before  ^he  plaintiff's  in- 
vention a  machine  was  known  and  used  not  differing  substantially 
from  the  plaintiff's  machine  in  any  other  respect,  but  having  a 
roller  for  giving  a  finish  to  leather,  the  surface  of  which  roller  was 
different  from  that  specifically  shown  and  described  in  plaintiff's 
l)atent;  and  if  they  find  that,  before  the  plaintiff's  invention,  roll- 
ers having  such  a  surface  as  the  plaintiff's,  substantially,  were 
known  and  used  in  other  machines  for  the  same  purpose,  the  plain- 
tiff's patent  for  the  first  claim  is  void." 

This  was  refused,  and  the  jury  found  in  favor  of  the  plaintiff. 
The  other  side  now  brought  the  case  here. 

Mesars,  B.  li.  Curtis  and  G,  L,  Roberta^  for  the plairUiff  in  error; 
Mr,  Wakefield,  contra, 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

Taking  the  evidence  as  stated  in  the  bill  of  exceptions,  it  will  be 
seen  that  the  only  difference  between  the  prior  machine  and  the 
{>laintiff 's^  in  its  combination  and  arrangement,  and  in  its  working 
and  effect  upon  the  leather,  is  that  the  metallic  roller  in  the  former 
had  a  smooth,  and  in  the  latter  a  figured  surface.  In  all  other 
respects  the  two  machines  were  the  same.  But,  as  also  appears  in 
the  bill  of  exceptions,  this  figured  revolving  roller  was  old,  and 
the  use  of  it  in  pebbling  leather  was  also  old  and  well  known. 
Neither  the  jilaintiff  nor  the  defendant  could  claim  any  right  to  it 
as  inventors.  The  same  pebbled  grain  or  finish,  as  described  in 
plaintiff's  patent,  had  already  been  produced  on  leather  by  subject- 
ing it  to  pressure  while  rolling  over  the  table  on  which  the  leather 
was  placed.  But  this  pressure  was  produced  by  means  of  hand 
devices.  The  field  of  invention  was  open  to  any  person  to  con- 
struct new  devices  or  machinery  by  means  of  which  to  operate  this 
old  instrument  in  *' pebbling  leather" — in  the  language  of  the  pat- 
entee in  this  case,  **so  as  to  accomplish  the  object  desired  with 
greater  rapidity  and  cheapness."  And  this  the  plaintiff  would 
have  accomplished  by  his.  machine  if  he  had  not  been  anticipated. 
But  the  case  admits  that  evidence  was  given  tending  to  show  that 
the  device  or  machine  he  has  patented  for  the  purpose,  so  far  as 
used  by  the  defendant,  was  the  same  as  the  Green  machine,  which 
was  prior  in  date. 

The  prayer  for  the  second  instruction  to  the  jury  prayed  for  by 
the  defendant  is  somewhat  involved  and  obscured  by  too  much 
verbiage  ;  but  when  analyzed  and  understood,  it  was  clearly  war- 
ranted and  supported  by  the  evidence,  and  should  have  been  given. 
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Id  substance  it  is,  if  the  jury  should  find  that  the  figured  roller  in 
the  plaintiiF's  machine  was  not  material  to  the  mechanical  action 
of  the  roller  in  the  combination  and  arrangement  of  the  machinery 
by  which  it  was  moved,  the  leather  supported,  and  the  pressure 
made;  and  if  they  find  that  before  the  plaintiff's  a  machine  was 
known  and  in  use  similar  to  his,  except  that  the  surfi&ce  of  the 
roller  was  smooth;  and  if  they  find  that  before  the  plaintiff's  in- 
vention figured  rollers  were  known  and  used  in  other  machines  for 
the  same  purpose,  then  the  plaintiff's  first  claim  was  void.  In 
other  words,  and,  in  short,  if  the  plaintiff's  machine  had  been  an- 
ticipated in  every  part  of  its  construction  except  the  figures  or 
designs  on  the  roller,  which  roller  was  old,  he  was  not  entitled  to 
recover.  This  instruction  was  refused,  which,  for  the  reasons  al- 
ready stated,  we  think  was  error. 

There  is  also  another  ground  upon  which  we  think  this  instruc- 
tion should  have  been  given.  Assuming  the  plaintiff  to  have  been 
anticipated  in  the  construction  of  his  machine  in  every  part  of  it, 
except  that  the  prior  machine  used  a  smooth  revolving  roller,  and 
the  plaintiff  a  figured  one,  but  which  figured  roller  had  been  used 
for  pebbling  leather  by  pressure,  and  was  well  known,  all  of  which 
the  jury  would  have  been  warranted  in  finding,  the  engraving  or 
stamping  of  the  figure  upon  the  surface  of  the  smooth  roller,  or 
the  substitution  of  the  old  figured  roller  for  the  purpose,  required 
no  invention  ;  the  change  with  the  existing  knowledge  in  the  art 
involved  simply  mechanical  skill,  which  is  not  patentable. 

Judgment  revbrsed.    Yenirb  de  novo. 

Mr.  Justice  Clifford,  dissenting. 

Inventions  secured  by  letters  patent  are  property,  and  as  such 
they  are  under  the  protection  of  the  Constitution  of  the  United 
States  and  the  laws  of  Congress.  When  duly  secured  in  that  way 
the  patentee  acquires  the  exclusive  right,  if  the  invention  is  a  ma- 
chine, to  make  and  use  the  same  and  to  vend  it  to  others  to  )>e 
used  during  the  entire  term  for  which  it  was  granted,  as  provided 
by  law.  Vested  with  that  exclusive  right  he  may  have  an  action 
on  the  case  to  recover  damages  against  any  person  who  infringes 
his  exclusive  right;  and  on  the  trial  of  the  case,  to  the  jury  he  may 
introduce  his  letters  patent  in  evidence,  and  when  so  introduced 
the  letters  patent  afford  a  primd  facie  presumption  that  tlie  i)at- 
entee  is  the  original  and  first  inventor  of  what  is  therein  described 
as  his  improvement ;  and  the  defendant,  if  he  denies  that  proposi- 
tion, takes  the  burden  to  establish  the  affirmative  of  the  general 
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issue  or  of  the  notices  filed  in  that  behalf.  Agawam  Co.  v.  Jor- 
dan,  7  Wallace,  596. 

Letters  patent  bearing  date  the  twenty-ninth  of  March^  1864, 
were  granted  to  the  plaintiff  for  a  new  and  useful  improvement  in 
boarding  and  pebbling  leather,  which,  as  described;  consists  in  giv- 
ing to  the  surface  of  the  leather  a  checkered  or  pebbled  appearance 
by  subjecting  the  leather  on  the  finished  side  to  the  pressure  of  a 
short,  engraved  revolving  cylinder  or  roller,  made  of  steel  or  other 
suitable  metal,  having  the  required  design  or  figure  engraved  on 
the  periphery  of  the  device.  My  improvement,  says  the  patentee, 
consists  in  combining  with  said  roLler  a  certain  new  and  useful  com- 
bination  of  mechanical  devices  for  carrying  my  invention  into  prac- 
tical operation,  so  as  to  accomplish  the  object  desired  with  great 
rapidity  and  cheapness. 

Nothing  can  be  plainer  than  is  the  meaning  of  those  two  pas- 
sages in  the  specification,  the  substance  of  which  is  here  repro- 
duced. In  the  first  passage  he  describes  the  result  or  effect  which 
his  invention  will  produce,  and  in  the  second  he  gives  a  terse  gen- 
eral descripiion  of  the  invention  itself,  alleging  that  it  consists  in 
combining  with  the  roller  a  certain  new  and  useful  combination  of 
devices  to  accomplish  the  work.  Had  the  patentee  stopped  there 
the  specification  might  perhaps  have  been  regarded  as  wanting  that 
full,  clear,  and  exact  description  of  the  invention  which  is  required 
by  the  sixth  section  of  the  Patent  Act.     5  Stat,  at  Large,  119. 

But  the  patentee  did  not  stop  there,  as  fully  appears  by  what 
immediately  follows  in  the  specification.  On  the  contrary,  ho  gives 
a  minute  description  of  the  roller,  and  then  proceeds  to  describe  the 
several  mechanical  devices  to  be  combined  with  the  roller,  and 
which,  as  he  says,  will  answer  every  purpose  to  produce  the  re- 
quired effect ;  and  in  conclusion  he  gives  a  minute  description  of 
every  element  composing  the  organized  machine  described  in  the 
patent  as  it  was  issued. 

Exact  description  is  also  given  of  the  several  devices  composing 
the  apparatus  for  raising  and  lowering  the  table  on  which  the 
leather  is  placed  as  it  is  subjected  to  the  operation  of  the  pebbling 
instrunient.  Such  an  apparatus  is  essential  to  the  effective  opera- 
tion of  the  machine,  as  the  table  must  be  raised  in  order  that  tlie 
leather  may  be  subjected  to  the  pressure  of  the  roller  or  pebbling 
instrument  as  it  passes  over  the  upper  surface,  and  it  must  also  be 
lowered  in  order  that  the  arm  to  which  the  pebbling  instrument  is 
attached  may  pass  back,  and  it  is  obvious  that  the  contrivance  is 
ingenious  and  useful. 

What  the  patentee  claims  is  as  follows  :  First,  boarding  or  peb- 
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bliDg  skiDS  or  leather  by  means  of  a  single  short  cylinder  rolling 
over  a  tabic  with  the  requisite  pressure  substantially  as  described. 
Striking  out  tlie  word  substantially  as  described,  it  might  be  con- 
tended that  the  claim  is  for  the  effect  and  not  for  the  means  by 
which  the  effect  is  producer],  but  such  a  construction  cannot  be 
maintained  lor  a  moment,  as  it  would  be  contrary  to  the  settled 
rules  of  law  everywhere  applied  in  such  cases. 

Patents  for  inventions  are  not  to  be  treated  as  mere  monopolies, 
and  therefore  as  odious  in  the  law,  but  they  are  to  receive  a  liberal 
construction,  and  under  a  fair  application  of  the  rule  that  they  be 
construed  ut  re  magis  valeat  qtuim  pereat.  Hence  where  the  claim 
immediately  follows  the  description,  it  may  be  construed,  says  Cur- 
tis, in  connection  with  the  explanations  contained  in  the  specifica- 
tion, and  be  enlarged  or  restricted  accordingly.  Curtis  on  Patents, 
I  225 ;  TurriU  v.  Bailroad,  1  Wallace,  510  ;  Byan  v.  Goodunn,  3 
Sumner,  520. 

Construed  in  view  of  that  rule,  it  is  clear  to  a  demonstration  that 
the  first  claim  of  the  patent  is  for  the  means  described  in  the  speci- 
fication for  accomplishing  the  effect,  which  is  the  exact  view  taken 
of  the  claim  by  the  presiding  justice  in  the  court  below. 

Strike  out  the  second  claim  and  it  might  be  contended  that  the 
first  claim  covers  the  whole  invention,  including  the  apparatus  for 
raising  and  lowering  the  table  as  well  as  the  combination  of  de- 
vices for  pebbling  the  leather,  but  the  whole  specification  must 
be  construed  together,  and  when  so  construed  it  is  clear  that  the 
claims  were  intended  to  be  distinct,  as  the  second  claim  hot  only 
specifies  the  **  raising  and  lowering  of  the  table,"  but  it  also  in- 
cludes by  name  every  one  of  the  described  devices  to  perform  that 
office. 

Giving  due  weight  to  these  considerations^  it  is  as  clear  as 
anything  can  be  that  the  first  claim  of  the  patent  is  a  claim  for  a 
combination  of  the  described  mechanical  devices,  with  the  roller 
for  carrying  the  invention  into  practical  operation,  and  for  accom- 
plishing the  described  result  by  the  described  means,  excluding 
the  apparatus  for  raising  and  lowering  the  table,  which  is  included 
in  the  second  claim.     Le  Roy  v.  Taiham,  22  Howard.  132. 

Influenced  by  these  considerations  I  dissent  from  the  opinion  of 
the  court,  because  it  adopts  an  erroneous  construction  of  the  pat- 
ent, and  one  utterly  at  variance  with  the  whole  tenor  of  the  speci- 
fication and  the  language  of  the  claim. 

Some  attempt  was  made  at  the  trial  to  show  that  the  invention  of 
the  plaintiff  was  superseded  by  the  machine  of  Garnar,  or  by  that 
of  Green,  but  the  attempt  was  an  utter  failure,  and  the  jury  found 
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the  issue  in  favor  of  tlie  plaintiff.  Questions  of  fact  are  certainly 
for  the  jury^  and  it  is  too  plain  for  argument  that  the  finding  of 
the  jury  cannot  be  revised  here  under  a  bill  of  exceptions.  Sup- 
pose, however,  it  were  otherwise,  still  it  would  be  impossible  to 
come  to  any  other  conclusion  than  that  their  finding  is  right. 

Take  the  Garnar  machine,  which  is  the  first  in  order  as  the  evi- 
dence is  exhibited  in  the  bill  of  exception.  Evidence  was  intro- 
duced by  the  plaintiff,  showing  not  only  that  the  machine  differed 
from  the  machine  of  the  plaintiff,  but  that  it  operated  in  a  sub- 
stantially different  manner,  and  produced  a  substantially  different 
effect  upon  the  leather,  which  must  be  obvious,  upon  comparing 
the  two  machines,  to  every  one  having  any  acquaintance  with  the 
subject.  Equally  decisive  evidence  was  also  introduced  by  the 
plaintiff  showing  that  the  Green  machine  did  not  supersede  his 
patent.  Among  other  things  the  plaintiff  proved  that  the  figuring 
instrument  described  in  that  patent  was  not  a  revolving  instru- 
ment, but  an  instrument  for  rubbing  the  leather,  as  appears  by 
the  model;  that  the  adaptation  of  the  pebbling  roller  to  that  ma- 
chine, so  that  the  same  could  be  practically  used  therein,  would 
require  invention  and  was  not  within  the  common  knowledge  and 
skill  of  a  mechanic,  and  that  a  figured,  rotating  cylinder,  such 
as  is  described  in  the  plaintiff's  patent,  had  not  in  fact  been  in- 
troduced and  operated  in  that  machine  prior  to  the  plaintiff's 
invention. 

Remark  upon  the  question  of  infringement  is  not  necessary,  as 
that  issue  was  found  by  the  jury  for  the  plaintiff,  and  there  is  no 
exception  calling  for  any  review  of  the  instructions  given  by  the 
court. 

Suggestion  is  made  in  the  opinion  just  read  that  perhaps  the 
judgment  might  be  reversed  upon  the  ground  that  the  invention 
was  not  patentable.  Many  v.  Jagger^  1  Blatchford,  372 ;  Wilbur  v. 
Bcecher,  2  Id.,  132.  Patented  inventions  which  are  not  new  and 
useful,  or  which  did  not  require  any  invention  as  compared  with 
what  existed,  and  was  in  use  before,  may  doubtless  be  held  invalid 
on  that  account,  but  the  question  whether  a  particular  invention  is 
new  and  useful,  or  whether  it  did  require  any  invention  to  produce 
it,  as  compared  with  what  existed  before,  are  everywhere  admitted 
to  be  questions  of  fact  for  the  jury,  and  certainly  no  such  question 
is  open  here  for  the  determination  of  this  court  under  this  bill  of 
exceptions.  Curtis  on  Patents,  §  41 ;  Lowell  v.  LewiSy  1  Mason,  182 ; 
Winans  v.  Railroad,  2  Blatchford,  297 ;  Bedford  v.  Hunt,  1  Mason, 
302 ;  Hall  v.  WiUa,  2  Blatchford,  194.  Such  a  remark  cannot  have 
been  well  considered,  as  the  authorities  are  all  the  other  way ;  but 
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if  it  were  otherwise  the  bill  of  exceptions  shows  that  the  fiDding 
of  the  jury  was  right,  as  it  appears  that  the  pebble  finish  can  be 
made  cheaper  and  better  by  the  plaintiff's  machine  than  by  any 
other  machine  or  instrument  known  in  the  trade,  which  is  a  com- 
plete answer  to  both  suggestions. 

Valuable  as  the  property  of  the  plaintiff  in  this  invention  is,  I 
cannot  concur  in  the  judgment  which  assigns  it  to  an  infringer. 
Most  modern  patents  are  for  new  combinations  of  old  elements, 
just  like  the  present  one,  but  many  of  them  are  of  great  utility, 
and  they  are  nn  much  within  the  protection  of  the  patent  law  as 
those  of  any  other  class.  Union  Sugar  Befinery  v.  Mattkiessen,  2 
Fisher,  606.  Such  patents  being  for  the  combination  only,  no  one 
can  be  held  liable  for  infringing  the  invention,  unless  it  be  shown 
that  the  infringer  uses  all  of  the  elements  which  compose  the  com- 
bination, showing  that  the  public  have  the  most  ample  security  that 
nothing  will  be  protected  by  the  patent,  except  what  was  in  fact 
invented  by  the  patentee.  Prouty  v.  RuggleSy  16  Peters,  341 ;  Car- 
ver V.  Hyde^  lb.,  520 ;  Stimpson  v.  Railroad^  10  Howard,  346 ;  Bar- 
rett V.  J3aZZ,  1  Mason,  477 ;  Howe  v.  Abbott,  2  Story,  194. 

Where  an  invention  is  for  distinct  combinations  which  are  sep- 
arable, and  where  it  embraces  two  distinct  improvements,  one 
having  respect  to  the  operative  part  of  the  machine  and  the  other 
to  the  motive  power,  it  is  entirely  competent  for  the  Commissioner 
to  grant  separate  claims  for  the  two  combinations  in  the  same 
patent,  or  he  may,  under  existing  laws,  grant  separate  patents  for 
each  combination,  if  it  is  new  and  produces  a  new  and  useful  result. 

Two  combinations  ar€  embraced  in  this  patent:  one  consisting 
of  a  combination  of  certain  described  mechanical  devices  with  the 
roller  to  do  the  work  of  pebbling  the  leather,  the  other  consists  of 
the  described  combination  to  raise  and  lower  the  table;  and  the 
one  last  named  is  admitted  to  be  new  and  useful,  and  therefore 
valid,  but  the  opinion  of  the  court  surrenders  the  first  one  to  in- 
fringers, and  of  course  the  property  of  the  inventor  is  rendered  of 
no  value. 


Clark  v.  Bouspield. 

(10  Wallace,  133.) 

A  claim  for  arranging  an  elastic  bed  for  printing  designs,  is  not  a  claim  for  a  design 
nnder  the  eleventh  section  of  the  act  of  March  2d,  1861,  entitled  ''An  act  in  addi- 
tion to  an  act  to  promote  the  progress  of  the  useful  arts'" — but  is  a  claim  for  a 
device. 
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On  certificate  of  division  between  the  judges  of  the  Circuit  Court 
for  the  Northern  District  of  Ohio,  the  case  being  this: 

The  Patent  Act  of  July  4th,  1836,  ^'to  promote  the  progress  of 
the  useful  art^,"  authorized  the  patenting  of  any  "new  and  useful 
art,  machine^  manufacture,  or  composition  of  matter,"  and  gives 
an  exclusive  right  to  the  patentee  for  a  term  of  fourteen  years,  with 
a  privilege  of  renewal  for  seven  in  certain  cases,  but  this  act  did 
not  allow  a  patent  for  mere  designs. 

The  eleventh  section  of  an  act  of  March  2d,  1861,  entitled  "An 
act  in  addition  to  an  act  to  promote  the  progress  of  the  useful 
arts,"  extends  this  privilege  of  patent.  It  secures  to  the  inventor 
or  producer  of  any  original  design,  &c. ;  or  any  new  and  original 
impression  or  ornament,  to  be  placed  on  any  article  of  manufac- 
ture, &c. ;  or  any  new  and  useful  pattern,  or  print,  or  picture,  to 
be  either  worked  on,  or  printed,  or  painted  on  any  article  of  manu- 
facture; or  any  new  and  original  shape  or  configuration  of  any 
article  of  manufacture,  not  known  or  used  before,  &c.,  a  patent 
for  the  exclusive  property  therein;  and  it  gives  this  right  for  a 
term  of  years,  diflferent  from  the  term  granted  by  the  act  of  1836 
to  the  inventor  of  a  machine,  &c. 

With  both  acts  in  force,  R.  &  A.  Cross  obtained,  December  27th, 
1864,  a  patent  for  a  new  and  useful  improvement  in  machines  for 
graining  pails,  and  other  analogous  uses.  [See  the  diagram,  page 
269.]  The  nature  of  it,  as  declared  by  them  in  the  schedule  to  the 
letters  patent,  consisted  in  constructing  an  elastic  bed,  containing 
the  impression  or  impressions  of  the  device  to  be  grained  upon  the 
pail,  in  separate  panels,  each  panel  to  be  of  different  design,  so 
that  by  moving  the  pail  over  the  same  the  various  designs  would 
be  stamped  upon  the  pail,  thus  producing  a  pail  whose  staves  were 
painted  in  imitation  of  different  kiiids  of  wood.  The  patentees 
then  described  the  instrument  or  macliine,  which  they  stated  to  be 
a  box,  into  which  the  elastic  material,  with  the  required  designs 
to  be  grained  upon  the  pail,  is  placed,  and  which  might,  according 
to  their  statement,  be  constructed  of  wood  or  iron,  or  any  other 
suitable  material,  and  so  shaped  (describing  the  shape  minutely) 
that  when  the  pail  was  adjusted  properly  upon  the  bed,  and  rolled 
upon  and  over  it,  the  upper  or  larger  end  of  the  pail  should  follow 
the  outer  curve  of  the  bed,  and  the  lower  or  smaller  should  follow 
the  interior  or  smaller  curve  with  exactness  and  precision.  "The 
elastic  bed,"  they  say,  "may  present  one  continuous  or  uniform 
design  if  desired,  or  it  may  be  arranged  in  blocks  or  staves,  each  of 
different  designs,  so  that  the  pail  grained  thereon  or  thereby  shall 
present  the  appearance  of  being  constructed  of  different  kinds  or 
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species  of  wood.  The  elastic  bed  may  be  composed  of  any  euitnble 
impressible  material,  as  rubber  or  leather;  bat  a  compound  of  glue 
and  molasses,  such  as  is  used  for  printers*  rollers,  is  preferred," 


The  patentees  then  described  the  contriviinces  for  working  the  elas- 
tic bed  in  connection  with  the  pail,  so  ;ih  to  effect  the  graining  of 
the  latter.  By  this  contrivance  the  pnil,  they  state,  is  readily 
rolled  by  hand  across  the  bed,  leaving  upon  it  the  desired  design  or 
figure,  or  the  pail  may  be  suspended  on  handles,  and  the  clastic  bed 
itstif  moved  beneath  it,  in  a  suitably  arranged  groove  or  track, 
producing  the  same  result.*  The  patentees  then  set  forth  their 
claims,  the  first  two  of  which  only  are  material : 


*  Tbe  read*r  to  whom  th«  foregoing  dwcriptioD  of  th«  iustrumeDt  and  of  ils  mod«  of 
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First.  **  We  claim  constructing  the  bed  of  the  elastic  material 
used  in  graining  machinei!>,  in  the  form  herein  shown,  substantially 
as  and  for  the  purposes  specified," 

Second,  ''We  claim  arranging  the  elastic  material  aforesaid, 
whether  curved  or  rectangular  in  form,  in  a  series  of  distinct  staves 
or  designs,  substantially  as  and  for  the  purposes  herein  shown  and 
set  forth." 

On  a  suit  below,  by  Clark  and  others,  assignees  of  Cross,  the 
patentees,  against  one  Bousfield,  for  infringement,  it  was  suggested 
on  behalf  of  the  defendant  that  the  second  claim  was  for  nothing 
more  or  other  than  a  design  to  be  impressed  on  the  bed  :  and  if  this 
was  so,  that  the  claim  would  be  void,  as  a  patent  could  not  properly 
contain  a  valid  claim  for  a  machine,  and  contain  also  a  claim  for  a 
design  ;  that  the  two  things  were  patentable  under  different  acts 
and  for  different  terms  of  time. 

The  judges  of  the  Circuit  Court  were  accordingly  divided  upon 
the  question  whether  this  second  claim  in  said  letters  patent  was 
for  anything  patentable  other  than  under  the  already  mentioned 

operation  may  not  be  sufficiently  specific,  may  derive  more  precise  ideas  from  the  fol- 
lowing account,  referring  by  letters  to  the  different  parts  of  the  invention : 

Description  or  the  Invention. 

A,  box  or  bed  into  which  the  elastic  material,  impressed  with  the  required  designs 
to  be  grained  upon  the  pails,  is  placed  or  framed. 

a,  6,  c,  d,  e,/,  g.  Blocks  or  staves,  each  of  different  designs,  into  which  the  elastic 
bed  may  be  arranged,  so  that  the  pail  or  vessel  grained  shall  present  the  appearance 
of  being  constructed  of  different  kinds  of  woods,  as  rosewood,  oak,  walnut,  and  others; 
this  in  case  only,  however,  that  the  manufacturer  does  not  prefer  one  continuous 
design.  ^ 

C,  E,  and  F,  the  handles  and  other  devices  for  affixing  or  attaching  the  handles  C 
and  i^to  the  pails,  to  facilitate  the  operation  of  graining. 

E  E^d,  circular  plate  divided  in  two  parts,  to  each  of  which  is  rigidly  attached  the 
handles  F  F. 

The  handles  ^^are  connected  by  a  hinge  at  A,  and  between  them  is  arranged  a 
spring  s,  to  throw  said  handles  apart  when  not  confined  by  the  ring  r  upon  the  ends 
of  the  same. 

Mode  of  Operation  and  Application. 

The  ring  r  being  removed  from  the  end  of  the  handle  F  F^  the  opposite  ends  thereof 
approach  each  other,  being  forced  together  by  the  operation  of  the  spring  s  and  hinge 
hi  and  thus  the  two  parts  of  the  plate  E  E  are  drawn  together,  diminishing  its  size, 
80  that  it  can  be  introduced  within  the  chime  of  the  bottom  of  the  pail,  when  by  preas- 
ing  the  ends  of  F  F  together  and  replacing  the  ring  r,  the  plate  E  E  is  expanded  and 
adjusted  within  said  chime  so  as  firmly  to  fasten  the  handle  i^to  the  pail.  The  handle 
Cis  then  inserted  and  adjusted  within  the  pail,  when  the  operator  grasps  the  handles 
C F,  and  adjusts  the  pail  upon  the  elastic  bed,  as  shown;  the  paint  or  coloring  matter 
having  been  previously  applied  thereto  by  means  of  a  roller,  or  in  any  other  suitable 
and  convenient-manner.    The  pail  is  then  readily  rolled  across  the  bed  and  grained. 
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section  eleven  of  the  act  of  .March  2d,  1861  ?    And  if  not,  whether 
the  patent  was  not  void  ? 

Messrs,  J,  CanfieM  and  A.  G.  Riddle^  for  the  plaintiff: 
We  admit  that  if  this  second  claim  is,  in  substance,  a  claim  for  a 
design,  instead  of  a  claim  for  a  principle  in  an  apparatus,  it  should 
have  been  patented  under  the  act  of  1861 ;  but  if  it  is  for  a  prin- 
ciple in  an  apparatus,  then  we  assert  that  it  does  not  come  under 
the  act  of  1861,  but  under  the  act  of  1836.  Now  Judge  Grier,  in 
Coming  v.  Burden^  15  Howard,  263,  has  thus  defined  the  principle 
patentable  as  a  machine : 

**It  is  for  the  discovery  or  invention  of  some  practicable  method 
or  means  of  producing  a  beneficial  result,  or  effect  itself  It  is 
when  the  term  process  is  used  to  represent  the  means  or  method 
of  producing  a  result,  that  it  is  patentable;  and  it  will  include 
all  methods  or  means  which  are  not  affected  by  the  mechanism  or 
mechanical  combinations.  But  the  term  process  is  often  used  in 
a  more  vague  sense,  in  which  it  cannot  be  the  subject  of  a  patent ; 
thus,  we  say  that  a  board  is  undergoing  the  process  of  being 
planed,  grain  of  being  ground,  iron  of  being  hammered  or  rolled. 
Here  the  term  is  used  subjectively  or  passively,  as  applied  to  the 
material  operated  on,  and  not  to  the  method  or  mode  of  producing 
that  operation,  which  is  by  mechanical  means  or  the  use  of  a  ma- 
chine, as  distinguished  from  a  process.  In  this  use  of  the  term  it 
represents  the  function  of  a  machine,  or  the  effect  produced  by  it 
on  the  material,  subjected  to  the  action  of  the  machine.  But  it  is 
well  settled  that  a  man  cannot  have  a  patent  for  the  function  or 
abstract  effect  of  a  machine,  but  only  for  the  machine  which  pro- 
duces it." 

This  language  is  both  concise  and  correct,  and,  tested  by  it,  our 
second  claim  is  for  the  machine  which  produces  the  effect,  and  not 
for  the  effect  itself.  In  other  words,  it  is  for  the  machine  which 
grains  a  pail  in  staves,  which  staves  represent  different  kinds  of 
wood,  and  not  for  the  impression  upon  the  pail,  representing 
staves  of  different  kinds  of  wood.  The  means  of  producing  this 
effect  on  the  pail  is  our  machine,  which  comes  under  the  act  of 
1836 ;  the  effect  as  produced  is  a  design,  which  comes  under  the 
act  of  1861,  and  for  which  we  claini  nothing. 

Mr,  George  Willey,  toith  a  printed  brief  of  Messrs,  George  WiUeyy 
John  E.  Carey,  and  H.  8,  Sherman,  contra: 

The  nature  and  object  of  the  invention,  as  stated  in  the  specifi- 
cation, contemplated  a  design  and  the  construction  of  a  bed  cor- 
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responding  with  the  shape  of  the  design,  but  as  an  obvious 
sequence  or  incident  of  the  design.  Nothing  is  claimed  on  the 
material,  or  box  or  bed  or  its  material,  nor  as  to  form  could  any- 
thing be  claimed  in  the  way  of  invention,  inasmuch  as  it  involves 
the  mere  measurement  of  surface — the  simplest  of  mechanical  oper- 
ations. Then  it  says,  "  the  elastic  bed  may  present  one  contin- 
uous or  uniform  design  if  desired,  or  it  may  be  arranged  in  blocks 
or  staves,  each  of  different  designs/'  meaning  block  or  stave  de- 
signs. Again,  it  speaks  of  *' different  designs  arranged  in  staves," 
which  is  but  another  form  of  representing  stave  designs.  Again, 
it  speaks  of  the  ''  pail  being  rolled  across  the  bed  and  grained  in 
staves  in  imitation  of  various  woods  or  marbles."  The  specifica- 
tion does  not  say,  series  of  separate  pieces  or  blocks,  but  a  '*  series 
of  distinct  staves  or  designs,**  and  the  specification  speaks  of  ** dif- 
ferent designs  arranged  in  staves,  impressed  upon  a  single  united 
mass,  so  as  to  produce  the  same  effect  as  when  constructed  in  sepa- 
rate blocks,"  evidently  treating  staves  and  designs  as  synonymous 
or  convertible,  the  word  ** staves"  meaning  stave  designs.  So 
that  from  all  these  considerations  it  is  obvious  that  stave  designs 
"  impressed  on  a  bed,  whether  curved  or  rectangular,  for  the  purpose 
of  transferring  said  stave  designs  to  a  pail  or  "other  analogous 
uses,"  or  to  rectangular  objects,  is  the  substantial  object  or  mean- 
ing of  this  second  claim.  If  this  be  so,  then  the  doubt  suggested 
below  is  well  founded,  and  the  plaintiff  has  no  valid  patent. 

Mr.  Justice  Nelson  delivered  the  opinion  of  the  court. 

It  will  be  seen  by  reference  to  the  eleventh  section  of  the  act  of 
1861,  that  if  the  second  claim  is  patentable  under  this  section,  it 
must  be  a  claim  for  an  original  design  or  impression,  or  ornament, 
or  pattern,  or  picture,  and  the  like,  wholly  irrespective  of  the  means 
of  producing  it.     The  patent  is  simply  for  the  design,  &c.,  itself. 

In  order  to  understand  the  full  meaning  of  this  second  claim,  it 
will  be  useful  to  settle  the  meaning  of  the  first,  as  the  two  are 
intimately  connected. 

The  first,  as  we  have  seen,  is  for  constructing  the  bed  for  the 
elastic  material  used  in  graining  machines  in  the  form  shown  and 
for  the  purposes  specified.  The  patentees  describe  it  as  a  box  or 
bed,  and  which  may  be  constructed  of  wood  or  iron,  or  of  any  other 
suitable  material.  This  box  or  bed  is  made  for  the  purpose  of 
holding  the  elastic  material,  whether  of  rubber  or  leather,  or  the 
compound  of  glue  and  molasses,  which  is  preferred.  Now,  the 
second  claim  is  for  arranging  the  elastic  material,  when  placed  in 
this  box  or  bed,  whether  curved  or  rectangular  in  form,  *'in  a 
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series  of  distinct  staves  or  designs,"  for  the  purpose  specified — that 
is,  for  the  purpose  of  graining  pails  in  tlie  variety  of  colors  or 
figures  described.  The  elastic  bed  may  be  arranged,  as  is  stated 
in  the  specification,  so  as  to  present  one  continuous  or  uniform  de- 
sign, or  it  may  be  arranged  in  blocks  or  staves,  each  of  different 
designs,  so  that  the  vessel  shall  present  the  appearance  of  different 
kinds  of  wood — ^as  rosewood,  oak,  walnut,  and  others.  It  may 
also  be  constructed  of  separate  pieces  or  blocks,  as  shown  in  the 
drawing,  or  the  material  may  be  a  single  united  mass,  impressed 
by  different  designs  arranged  in  staves,  so  as  to  produce  the  same 
effect  as  when  constructed  in  separate  blocks.  The  two  claims,  as 
we  see,  are  closely  connected,  and  each  essential  to  the  complete 
construction  of  the  instrument  or  apparatus,  which,  when  put  into 
practical  operation  by  the  contrivances  pointed  out  in  the  specifica- 
tion, can  accomplish  the  desired  result,  which  result  is  the  grain- 
ing of  the  exterior  body  of  the  pail  with  a  variety  of  colors  and 
figures. 

The  learned  counsel  for  the  defendants  below  insists  that  this 
second  claim  is  only  an  arrangement  of  designs,  and,  in  a  limited 
sense,  he  is  no  doubt  right,  but  in  its  connection  with  the  first 
claim,  and  with  the  machine  for  transferring  the  design  to  pails,  it 
is  more;  it  is  a  part  of  the  machine  or  instrument,  and  an  indis- 
pensable part;  it  is  the  elastic  bed  of  rubber,  or  of  leather,  or  com- 
pound of  glue  and  molasses,  of  any  arranged  figure  or  design,  that 
constitutes  an  element  in  the  machine,  and  which,  with  the  curved 
box  and  contrivances  for  working  the  instrument,  produces  the 
desired  result.  The  figure  or  design  is  but  incidental,  and,  as 
such,  has  no  other  protection  than  that  which  the  patent  secures  to 
the  inventor  of  the  machine.  The  right  to  the  use  of  the  machine 
carries  along  with  it  the  right  to  use  the  designs. 

The  arranged  figure  in  the  elastic  bed  is  not  the  one  protected  by 
the  eleventh  section  of  the  act  of  1861 ;  that  is  the  one  which  is 
transferred  to  the  pail  or  wares,  where  its  beauty  is  first  visible  to 
the  eye.  While  it  remains  in  the  elastic  material  it  exhibits  no 
more  beauty  than  if  engraved  on  stone  or  metal. 

It  may  be  that  the  inventors  of  the  machine  for  impressing 

figures  or  designs  upon  pails  or  other  wares  would  not  be  protected 

from  using  figures  or  designs,  the  right  of  property  in  which  had 

been  secured  to  the  original  inventor  under  this  eleventh  section, 

but  they  may  clearly  use  any  and  all  not  thus  protected.     The 

machine  in  question  is  invented  for  reducing  to  practical  use  these 

figures  and  designs,  and  will  make  them  profitable  to  the  original 

inventors  or  owners  of  them,  if  they  choose  to  employ  it. 
18 
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We  are  of  opinioa  that  the  first  question  should  be  aaswered  ia 
the  affirmative  aad  the  second  in  the  negative. 


Bailroad  Company  v.  Trimblb. 

(10  Wallace,  367.) 

1.  A  deed  by  which  a  party  conveys  "all  his  property  and  estate,  whatsoever  and 

wheresoever,  of  every  kind  and  description,*'  carries  patent  rights  and  extensions, 
if  the  party  own  any. 

2.  A  decree  in  equity  in  one  of  the  loyal  States  against  a  party  who,  having  been 

engaged  in  the  rebellion,  was  at  the  time  a  prisoner  of  war  of  the  United  States, 
outside  of  the  State,  and  against  whom  there  was  no  service  of  process,  or  any 
step  taken  to  bring  him  before  the  court,  is  void;  and  any  sale  under  it  is  also 
void. 

3.  Where  there  is  doubt  as  to  the  proper  meaning  of  an  instrument,  the  construction 

which  the  parties  to  it  have  themselves  put  upon  it,  is  entitled  to  great  considera- 
tion ;  but  where  its  meaning  is  clear,  an  erroneous  construction  of  it  by  them  will 
not  control  its  effect. 

4.  A  deed  by  which  a  patentee  of  an  invention  conveys  all  the  right,  title,  and  interest 

which  he  has  in  the  "said  invention,"  as  secured  to  him  by  letters  patent,  and 
also  all  "right,  title,  and  interest,  which  may  be  secured  to  him  from  time  to  time,'* 
the  same  to  be  held  by  the  assignee  for  his  own  use  and  for  that  of. bis  legal  repre- 
sentatives, "to  the  full  end  of  the  term  for  which  said  letters  patent  are  OB  may  be 
granted,"  carries  the  entire  invention  and  all  alterations  and  improvements,  and 
all  patents  whensoever  issued  and  extensions  alike,  to  the  extent  of  the  territory 
specified. 

5.  A  grant  by  a  patentee  of  an  extension  of  a  patent,  before  any  extension  has  issued, 

will  carry,  if  the  terms  of  the  grant  be  proper  ones,  the  legal  as  well  as  the  equita- 
ble interest  in  the  patent. 

6.  Where  the  owner  of  a  patent  granted  the  portion  of  his  interest  in  it  to  another  per- 

son in  consideration  of  certain  payments  to  be  made  by  such  person  to  third  par- 
ties, and  certain  promises  and  agreements  then  made  by  him;  and  such  person, 
never  made  any  of  the  payments  which  he  was  thus  required  to  make,  and  by 
common  consent  of  the  grantor  and  grantee,  the  contract  never  went  into  opera- 
tion in  any  way,  because  the  grantee  was  unable  to  comply  with  any  of  his  en- 
gagements, so  that  the  grantor  was  compelled  to  pay,  and  did  pay,  the  money 
which  the  grantee  had  agreed  to  pay ;  and  the  grantee  during  his  lifetime  never 
claimed  any  interest  in  the  contract,  but,  on  the  contrary,  always  recognized  the 
grantor's  exclusive  right,  and  acted  as  his  agent  in  the  patent,  under  a  power  of 
attorney,  paying  him  a  part  of  the  profits  for  the  privilege: 
Held,  after*the  grantee's  death,  that  the  agreement  did  not  prevent  the  grantor's 
bringing  suit  for  the  infringement  of  the  patent  without  naming  the  grantee. 

Error  to  the  Circuit  Court  for  Maryland,  the  case  being  thus: 

The  Patent  Act  of  1836  (5  Stat,  at  Large,  121, 123)  thus  enacts: 

^^ Section  11.  That  every  patent  shall  be  assignable  in  law,  either 
as  to  the  whole  ifiterest  or  any  undivided  part  thereof,  by  any  in- 
strument in  writing;  which  assignment,  and  also  every  grant  and 
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conyejance  of  the  exclusive  right  under  any  patent  to  make  and 
use,  and  to  grant  to  others  to  make  and  use  the  thing  patented 
within  and  throughout  any  specified  part  or  portion  of  the  United 
States,  shall  be  recorded,  &c, 

Sectioft  14.  Damages  may  be  recovered  by  action  on  the  case,  in 
any  court  of  competent  jurisdiction,  to  be  brought  in  the  name  of 
the  person  or  persons  interested,  whether  as  patentees,  assignees, 
or  grantees  of  the  exclusive  right  within  and  throughout  a  speci- 
fied part  of  the  United  States/' 

Section  18  of  the  act  authorizes,  under  certain  circumstances,  an 
extension  of  the  patent  beyond  the  term  of  its  limitation,  and  thus 
continues : 

''And  thereupon  the  said  patent  shall  have  the  same  effect  in 
law  as  though  it  had  been  originally  granted  for  a  term  of  twenty- 
one  years.  And  the  benefit  of  such  renewal  shall  extend  to  as- 
signees and  grantees  of  the  right  to  use  the  thing  patented  to  the 
extent  of  their  respective  interest  therein."  . 

These  statutory  provisions  being  in  force,  a  certain  Howe  ob- 
tained, on  the  3d  of  August,  1840,  a  patent  for  an  improvement  in 
the  manner  of  constructing  the  truss  frame  of  bridges.  He  bad 
previously,  on  the  10th  of  July,  of  the  same  year,  obtained  a  pat- 
ent on  the  same  account,  which  was  merged  practically  in  that  of 
August  3d.  On  the  9th  of  July,  1844,  he  assigned  to  one  Isaac 
R.  Trimble  all  his  right  in  these  two  patents  for  certain  States,  in- 
cluding Maryland.  This  assignment  (duly  recorded)  conveyed 
Howe's  rights  in  these  words: 

''All  the  right,  title,  and  interest  which  I  have  in  said  invention, 
as  secured  to  me  by  said  letters  patent ;  and  also  aU  right,  title,  and 
interest  which  may  be  secured  to  me  for  alterations  and  improve- 
ments  in  the  same /rom  tim^  to  time;  .  .  •.  the  same  to  be  held  and 
enjoyed  by  the  said  I.  R.  Trimble,  &c.,  to  the  full  end  of  the  term 
for  which  said  letters  patent  are  or  may  be  granted,  as  fully  and 
entirely  as  the  same  would  have  been  held  and  enjoyed  by  me  had 
this  assignment  and  sale  not  have  been  made.'' 

Afterwards,  on  the  28th  of  August,  1846,  another* patent  was 
granted  to  Howe,  for  an  improvement  in  the  manner  of  constructing 
these  truss  frames ;  and  on  the  18th  of  September,  1854,  Howe 
having  died  meanwhile,  his  administrator,  one  Joseph  Stone,  in 
order  to  "secure  to  I.  R.  Trimble  more  perfectly  his  legal  rights, 
and  tend  to  a  more  speedy  adjustment  of  any  disputed  claim,"  as- 
signed to  Trimble  the  same  interest  in  the  patent  of  1846  which  he 
held  in  the  others.     The  assignment  recited  that  the  alterations 
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and  improvements  secured  by  the  patent  of  1846  already  belong  to 
Trimble,  **  who  has  used  and  paid  for  the  same  since  the  year  1846, 
as  understood  at  tj^e  time." 

On  the  application  of  the  same  administrator,  Stone,  the  patent 
of  1846  was  extended  for  seven  years  from  the  28th  of  August, 
1860. 

On  the  30th  of  May,  1861,  Trimble  executed  a  deed,  duly  record- 
ed, of  **  all  his  property  and  estate,  whatsoever  and  wheresoever, 
of  every  kind  and  description,"  to  Anne  Trimble  (his  wife)  and 
G-eorgiana  Presstraan,  in  trust,  &c. 

The  Philadelphia,  Wilmington,  and  Baltimore  Railroad  Com- 
pany, during  the  years  1864,  1865,  and  1866,  that  is  to  say,  during 
the  term  of  the  extension,  having  built  certain  bridges  in  Mary- 
land, adopting  Howe's  improvement,  Trimble,  his  wife,  and  Presst- 
man  brought  suit  for  damages.  Plea  not  gailty,  &c.  There  was 
no  question  as  to  the  validity  of  the  patent,  the  only  point  being 
whether  the  assignment  of  July  9th,  1844,  from  Howe  to  Trimble, 
passed  Howe's  interest  in  the  extension  of  1846. 

The  plaintiffs  having  put  the  case,  as  already  stated,  before  the 
jury,  the  defendant  gave  in  evidence  an  assignment  dated  April 
1st,  1861,  from  Howe's  administrator,  Joseph  Stone,  to  a  certain 
Daniel  Stone,  of  Philadelphia,  of  all  the  administrator's  interest  in 
the  patent  of  1846,  and  its  extension,  for  the  State  above  men- 
tioned. This  was  followed  by  proof  of  an  agreement  between 
Trimble  and  Daniel  Stone,  dated  30th  September,  1846.  This 
agreement,  which  was  not  recorded  until  July  27th,  1864,  and 
after  Stone's  death,  which  event  took  place  in  December,  1863,  re- 
cited the  agreement  between  Trimble  and  Howe,  and  the  payments 
thereby  stipulated  to  be  made  by  Trimble.  Stone  covenanted  to 
pay  one-half  of  the  installments  still  unpaid  as  they  shnuld  mature. 

This  clause  follows : 

'^And  the  said  Isaac  R.  Trimble,  in  consideration  of  the  said 
payments,  promises,  and  agreements  on  the  part  of  the  said  Daniel 
Stone  as  aforesaid,  for  and  on  the  part  of  himself,  the  said  Isaac 
R.  Trimble,  and  his  heirs,  executors,  and  administrators,  cove- 
nants and  agrees,  and  by  these  presents  doth  covenant  and  agree, 
to  sell  and  transfer,  and  doth  hereby  sell  and  transfer  unto  the  said 
Daniel  Stone,  his  heirs,  executors,  and  administrators,  the  one  equal 
moiety  or  half  part  of  all  the  right,  title,  claim,  and  interest  of 
him,  the  said  Isaac  B,  Trimble,  of,  in,  and  to  the  patent  right 
aforesaid,  which  he  purchased  as  aforesaid  of  the  said  William 
Howe." 

A  copartnership  between  the  parties  in  the  business  of  building 
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bridges  under  Howe's  patents  was  then  made  by  the  agreement, 
and  it  was  stipulated  that  if  either  party  should  at  any  time  desire 
a  dissolution,  Trimble  should  name  a  sum  which  he  would  be  will- 
ing to  give  or  take  for  a  moiety  of  the  rights  which  he  acquired 
from  Howe,  including  the  payments  to  Howe,  and  that  Stone 
should  thereupon  decide  whether  he  would  buy  or  sell;  and,  fur- 
ther, that  the  contract  might  be  dissolved  at  the  expiration  of  six 
months  after  notice  from  either  party. 

The  defendants  then  gave  in  evidence  a  transcript  of  the  record 
in  an  equity  proceeding  in  the  Supreme  Court  of  Pennsylvania,  in- 
stituted March  10th,  1864,  by  this  same  Joseph  Stone,  administra- 
tor of  Daniel  Stone,  against  Trimble,  as  '*  formerly  of  said  city  of 
Philadelphia.'*  It  alleged  a  partnership  between  Daniel  Stone 
and  Trimble,  and  that  the  same  was  carried  on  in  Philadelphia,  and 
it  produced  what  it  charged  was  a  copy  of  the  articles  of  partner- 
ship of  September  30th,  1846.  It  then  charged  that  Trimble,  "on 
or  about  the  29th  day  of  April,  1861,  absconded  to  parts  unknown, 
abandoning  the  said  copartnership  business,  and  took  up  arms 
against  the  government  of  the  United  States,  became  a  major  gen- 
eral in  the  so-called  Confederate  States  army,  was  afterwards  cap- 
tured, and  is  now  held  at  Johnston's  Island,  on  Lake  Erie,  as  a 
prisoner  of  war  by  the  United  States."  It  further  charged  that 
since  April  29th,  1861,  Trimble  had  taken  no  part  in  the  manage- 
ment of  tiie  partnership  business ;  that  Daniel  Stone  died  on  No- 
vember 26th,  1863,  and  that  the  complainant  had  administered  on 
his  estate ;  that  no  settlement  of  the  business  had  ever  been  had  ; 
that  a  large  amount  was  due  from  Trimble  to  Daniel  Stone's 
estate  ;  that  the  assets  of  the  firm  consisted  in  part  of  an  interest 
in  Howe's  patents,  which  had  been  extended  for  seven  years  from 
AugtLst  28//i,  1860 ;  that  great  loss  would  result  from  lapse  of 
time  and  non  user,  &c.,  unless  the  rights  of  the  copartnership 
should  be  disposed  of,  &c.  The  bill  then  required  the  defendant 
to  answer  as  to  whether  "the  property  of  the  partnership  does  not 
principally  consist  of  a  partial  right  under  letters  patent  orginally 
granted  to  Howe,  on  the  28th  of  August,  1846,  and  afterwards 
extended  for  seven  years  from  the  28//i  of  August^  I860;"  and  it 
prayed  an  account,  injunction,  receiver,  &c.,  and  a  subpoena  against 
Trimble.  It  was  sworn  to  by  Joseph  Stone.  No  subpoena  was 
ever  issued,  but  on  the  production  of  two  affidavits,  sustaining  the 
allegations  of  the  bill  as  to  Trimble's  having  gone  into  the  Con- 
federate army,  and  being  then  in  prison  at  Johnston's  Island,  the 
court,  March  26,  1864,  sixteen  days  after  the  filing  of  the  bill,  ap- 
pointed one  John  E.  Shaw  receiver,  and  ordered  him  to  sell  the 
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partnership  property.  He  filed  an  inventory,  in  which  the  Howe 
patent,  as  extended,  was  set  down  as  the  only  assets  of  the  partner- 
ship, and  a  sale  of  it  for  $300,  to  one  Burton,  was  reported.  He 
then  filed  a  petition  for  the  confirmation  of  the  sale  of  the  patent 
and  extension  to  Burton,  and  on  June  11th,  18fi4,  the  sale  was 
absolutely  confirmed,  and  the  receiver  directed  to  execute  the  as- 
signment to  Burton  of  the  Howe  patent  ''to  the  full  end  of  the 
time  for  which  said  letters  patent  have  been  extended." 

[The  articles  of  copartnership  between  Trimble  and  Stone,  filed 
by  the  complainant,  in  the  equity  suit  in  Pennsylvania,  as  an  ex- 
hibit with  his  bill,  though  in  all  other  respects  identical  with  the 
instrument  filed  in  the  Patent  Office,  and  produced  by  the  defend- 
ants on  the  trial,  did  not  contain  the  words  of  actual  sale,  which 
were  contained  in  the  latter  instrument,  to  wit:  the  words,  ^^and 
doth  hereby  sell  and  transfer,**  but  confined  themselves  to  an  agree- 
ment to  sell.] 

Next  followed  an  assignment  dated  June  11th,  1804,  from  this 
Shaw,  receiver,  to  Burton,  of  all  the  interest  of  Daniel  Stone  and 
Trimble,  as  partners  in  the  Howe  patents. 

Next  was  produced  an  assignment  from  Joseph  Stone,  adminis- 
trator of  Daniel  Stone,  to  the  same  Burton,  dated  March  6th,  1865, 
in  which  he  tranfers  to  the  assignee  all  the  interest  of  the  deceased 
in  the  Howe  patents  and  extension. 

The  plaintiffs,  by  way  of  rebutting  evidence,  then  proved  by 
Trimble  that  Daniel  Stone  never  made  any  of  the  payments  stipu- 
lated to  be  paid  by  him  in  the  agreement  offered  in  evidence  by 
the  defendant;  that  by  common  consent,  the  agreement  never  went 
into  operation  in  any  way,  because  Stone  was  unable  to  comply 
with  any  of  his  engagements  made  in  said  agreement,  and  left 
their  witness  to  pay,  and  the  witness  wa^  compelled  to  pay,  the 
installments  still  due  on  the  orignal  purchase,  which  the  witness 
himself  did  ;  that  Stone  never  claimed  any  right  or  interest  what- 
ever during  his  life  under  that  agreement,  nor  did  he  ever  pretend 
to  act  under  it ;  but,  on  the  contrary,  always  recognized  the  wit- 
ness's exclusive  right  to  the  interest  referred  to  in  said  agreement, 
and  acted  as  the  witness's  agent  under  a  power  of  attorney,  in 
constructing  bridges  thereunder,  paying  the  witness  a  part  of  the 
profits  as  a  compensation  for  the  privileges.  The  witness  further 
proved  that  he  never  was  a  resident  or  citizen,  nor  were  any  of  the 
plaintiffs,  at  any  time,  residents  or  citizens  of  Pennsylvania. 

The  evidence  being  closed,  the  plaintiffs  presented  their  prayer 
for  instructions,  as  follows: 

''  That  if  the  jury  believe,  that  the  agreement  offered  in  evidence 
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by  the  .defeodant,  executed  by  and  between  Trimble  and  Daniel 
Stone,  and  bearing  date  the  30th  September,  1846,  never  went 
into  effect  and  operation  between  the  parties  thereto,  because  of 
the  inability  and  failure  of  the  said  Stone  to  comply  with  the  terms 
thereof  on  his  part,  and  that  the  partnership  therein  contemplated 
was,  for  the  same  reason,  abandoned  by  the  common  consent  of  the 
said  parties ;  and  the  said  agreement  was  held  and  treated  by  and 
between  them,  in  all  particulars,  as  inoperative  and  of  no  effect ; 
and  further  believe  that  the  said  Trimble,  by  reason  of  the  failure 
of  said  Stone  to  pay  the  moneys  due  on  the  purchase  of  the  original 
patent,  as  in  said  agreement  stipulated,  was  compelled  to  pay,  and 
did  pay,  the  same  altogether  himself ;  and  that  said  Stone  always, 
after  the  execution  of  the  said  agreement,  and  notwithstanding  the 
same,  recognized  the  said  Trimble  as  the  sole  owner  of  the  patent 
right  therein  referred  to,  and  acted  only  as  his  agent  and  attorney 
in  regard  thereto,  and  in  recognition  of  his  sole  right  therein,  and 
not  otherwise,  and  never  caused  or  procured  or  intended  the  said 
agreement  to  be  recorded,  but  died  in  1862  or  1863,  before  the 
recording  of  the  same,  and  without  setting  up  the  same  or  pretend- 
ing to  have  acquired  any  rights  thereunder,  then  the  said  agree- 
ment is  not  to  be  regarded  by  the  jury  as  passing  any  right  or  title 
to  the  said  Stone,  which  the  defendant  is  entitled  to  set  up  in  con- 
nection with  any  other  evidence  in  the  cause^  as  a  bar  to  the  right 
of  the  plaintiffs  to  recover ;  provided  the  jury  find  the  execution 
and  delivery  to  the  plaintiffs,  Ann  Trimble  and  Georgiana  Presst- 
man,  of  the  deed  of  the  13th  of  May,  1861,  produced  by  the  plain- 
tiffs, and  that  the  same  was  recorded,"  &c. 

This  instruction  the  court  gave. 

The  defendant  presented  eight  prayers,  of  which  the  court  grant- 
ed the  first  and  seventh,  and  refused  the  rest. 

The  second  was  to  the  effect  that  Trimble  did  not  acquire  by 
Howe's  assignment,  or  that  of  his  administrator,  a  legal  title  to  the 
extension  of  the  patent,  and  that  the  deed  of  trust  executed  by 
Trimble  passed  no  legal  title  to  the  grantees. 

The  third  maintained  that  the  articles  of  copartnership  between 
Trimble  and  Stone  passed  Trimble's  title  to  a  moiety  of  his  inter- 
est in  the  patents,  and  that  in  the  absence  of  any  proof  of  a  recon- 
veyance in  writing  Trimble  had  no  exclusive  legal  right  in  the 
extended  t^erm  of  the  patent. 

The  fourth  affirmed  the  validity  of  the  receiver's  deed  to  Burton, 
and  that  the  proceedings  in  Pennsylvania,  and  that  deed  divested 
Trimble's  entire  interest. 

The  fifth  was  a  corollary  to  the  fourth,  and  assumed  that  as  the 
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deed  of  trust  was  not  recorded  in  the  Patent  Office  when  the  pro- 
ceedings in  Pennsylvania  took  place,  it  cannot  operate  to  Burton's 
prejudice  if  neither  he,  the  complainant,  nor  the  receiver  had  any 
knowledge  of  it. 

The  sixth  asserted  that  the  assignment  hy  Howe's  administrator 
to  Daniel  Stone,  passed  the  legal  right  under  the  extension  to  said 
Stone. 

The  seventh,  touching  limitations,  was  granted. 

The  eighth  asked  an  instruction  that  there  was  no  evidence  in 
the  case  from  which  the  jury  could  find  that  the  plaintiffs  had  an 
exclusive  legal  title  to  the  use  of  the  Howe  improvement  at  the 
time  of  the  infringement. 

Under  these  instructions,  excepted  to  hy  the  defendant,  the  jury 
found  a  verdict  of  |1 2,500  for  the  plaintiff,  and  after  judgment  the 
case  was  brought  here  on  error. 

Messrs,  W,  Schley  and  T,  Donaldson,  for  the  plaintiff  in  error: 

1.  The  alleged  infringements  occurred  during  the  extended  term 
of  the  patent,  but  the  plaintiffs  below  did  not  adduce  any  evidence 
of  title  in  that  term.  There  is  nothing  in  the  agreement,  nor  in 
the  assignment,  relied  on  by  them,  which  would  justify  the  con- 
clusion, that  the  parties  had  in  contemplation  the  possible  extension 
of  the  patents,  or  any  of  them.  Wilson  v.  Rousseau,  4  Howard, 
682,  seems  in  point.  There  a  covenant  by  the  patentee,  prior  to 
the  Patent  Act  of  1836,  whose  18th  section  authorized  extensions, 
that  the  covenantee  should  have  the  benefit  of  any  improvement 
in  the  machinery  or  alteration  or  renewal  of  the  patent,  did  not 
include  an  extension  by  an  administrator  under  that  act;  and 
other  cases  favor  that  view.  Wilson  v.  Simpson,  9  Howard,  109; 
Bloomer  v.  McQuewan,  14  Id.,  539 ;  Hartshorn  v.  Day,  19  Id.,  220 ; 
Chaffee  v.  Boston  Belting  Company,  22  Id.,  223 ;  Day  v.  Union  Bub- 
her  Company,  3  Blatchford,  491,  504. 

2.  Even  if  there  had  been,  in  the  agreement  or  assignment,  or 
in  both,  a  covenant,  providing  for  an  interest  in  any  extension,  it 
would,  as  respects  third  parties,  have  vested  but  an  equitable  right. 
By  estoppel,  the  subsequently  accruing  right  feeding  the  estoppel 
— it  might,  in  a  suit  inter  partes,  even  at  law,  have  clothed  the 
covenantee  with  a  legal  right.  But,  however  this  might  be  in 
such  case,  it  could  not  create  a  legal  right,  to  be  enforced  by  the 
covenantee,  or  his  assigns,  in  an  action  at  law,  against  a  stranger 
to  the  covenant. 

3.  But  even  if  Trimble  had  an  inchoate  right,  in  the  possible 
extension  of  the  patent  of  1846,  his  agreement  with  Daniel  Stone 
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passed  to  Daniel  Stone  one  half  of  such  right ;  and,  of  course,  the 
plaintiffs  (assuming  the  agreement  to  he  operative)  would  not  have 
such  exclusive  title,  as  would  enable  them  to  maintain  this  suit. 

4.  The  evidence  of  Trimble,  as  a  witness,  is  not  competent  legal 
evidence  to  destroy  the  agreement;  or  to  revest  in  him  the  moiety, 
which  he  had  transferred  to  Stone.  An  assignment  of  a  legal  in- 
terest in  a  patent,  or  of  an  interest  therein,  can,  under  the  11th 
section  of  the  Patent  Act  of  1836,  only  he  made  by  writing.  Even 
if  the  facts,  stated  by  the  witness,  would  avail  in  equity,  as  a 
ground  for  a  decree  setting  aside  the  deed,  still,  in  a  suit  at  law, 
they  cannot  annul  the  agreement.  Philadelphia  and  Trenton  Rail- 
road Company  v.  Sfimpsony  14  Peters,  461 ;  Hartshorn  v.  Day,  19 
Howard,  220;  Troy  Iron  and  Nail  Factory  y.  Corning y  1  Blatch- 
ford,  472. 

5.  Without  entering  into  any  discussion  of  the  merits  of  the  suit 
in  the  Supreme  Court  of  Pennsylvania,  it  was  shown  that  it  was 
still  pending ;  and  that  the  court,  by  a  receiver,  had  taken  posses- 
sion of  the  interest  of  Trimble  in  the  patent  right,  long  before  the 
commencement  of  this  suit.  Coming  into  question,  collaterally,  in 
this  suit,  comity  requires  that  the  action  of  that  court  should  not 
be  declared  a  nullity  in  law.  It  was  a  proceeding  in  a  court  of 
equity ;  and  partnership  matters  are  properly  cognizable  in  equity. 
It  was  a  case  in  a  matter  within  its  jurisdiction.  The  appointment 
of  a  receiver  is  an  ordinary  exercise  of  power,  for  the  purpose  of 
preserving  property,  pending  litigation;  and  it  is  the  province  of 
every  court,  having  possession  of  a  cause,  to  decide  for  itself, 
whether,  upon  the  state  of  case  before  it,  it  is  expected  to  exercise 
the  power.  The  averments  of  the  bill  presented  a  strong  case  for 
prompt  interference. 

Messrs.  B.  C,  Presttman  and  8,  T,  WaUis,  contra, 

Mr.  Justice  Swayne  delivered  the  opinion  of  the  court. 

The  controversy  between  the  parties  in  this  court  is  confined  to 
questions  relating  to  the  title  of  the  defendants  in  error  under  the 
extended  patent  of  August  23, 1860,  alleged  to  have  been  infringed 
by  the  plaintiffs  in  error.  The  instruction  given,  and  those  refused 
by  the  court  below,  which  are  brought  under  review,  must  be 
examined  in  the  light  of  the  facts  which  the  bill  of  exceptions  dis- 
closes. Before  proceeding  to  consider  the  main  questions  in  the 
case,  we  deem  it  proper  to  dispose  of  others  arising  upon  the  record 
in  regard  to  which  we  have  found  no  difficulty  and  entertain  no 
doubt. 

The  deed  of  Isaac  B.  Trimble  of  the  30th  of  May^  1861,  conveyed 
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all  his  rights  under  the  patent,  whatever  they  may  have  heen,  to 
the  grantees  in  that  instrument.  If  his  title  vras  sufficient,  theirs 
is  so.  This  was  not  controverted  by  the  counsel  for  the  plaintiffs 
in  error,  and  needs  no  further  remark. 

The  assignment  of  the  11th  of  June,  1864,  to  Aaron  E.  Burton, 
made  by  John  E.  Shaw,  as  receiver  appointed  in  the  case  in  equity 
in  the  Supreme  Court  of  Pennsylvania,  wherein  Joseph  Stone,  ad- 
ministrator of  Daniel  Stone,  was  complainant,  and  Isaac  B.  Trim- 
ble defendant,  was  a  nullity,  and,  as  such,  may  be  laid  out  of 
view.  Looking  into  the  record,  we  find  no  evidence  of  the  issuing 
of  any  process  against  Trimble,  or  that  he  was  notified  of  the 
pendency  of  the  suit  by  publication  or  otherwise.  It  does  not  ap- 
pear that  there  was  any  step  whatever  taken  to  bring  him  before 
the  court.  The  entire  proceeding,  as  disclosed,  was  coram  non 
judice  and  void.  It  may  be  added  that  Trimble's  deed  to  his  co- 
plaintiffs  was  prior  in  date  to  the  filing  of  the  bill,  and  that  the 
title  of  the  grantees  in  that  deed  could  not  be  affected  by  a  pro- 
ceeding to  which  they  were  not  parties. 

If  Trimble,  at  the  date  of  that  deed,  held  the  title  under  the 
extended  patent,  which  the  defendants  in  error  insist  he  had,  the 
deed  of  confirmation  to  him  from  Howe's  administrator,  of  the 
18th  of  September,  1854,  touching  the  patent  of  1846,  extended 
by  the  one  in  question,  was  inoperative  and  useless.  It  was  re- 
ferred to  in  the  argument,  as  showing  the  construction  put  by  the 
parties  upon  the  deed  of  Howe  to  Trimble  of  the  9th  of  July,  1844. 
Where  there  is  doubt  as  to  the  proper  construction  of  an  instru- 
ment, this  feature  of  the  case  is  entitled  to  great  consideration. 
But  where  its  meaning  is  clear  in  the  eye  of  the  law,  the  error  of 
the  parties  cannot  control  its  effect.  In  this  view  of  the  subject, 
conceding  that  Trimble  took  this  conveyance,  not  out  of  abundant 
caution,  and  to  solve  in  his  favor  a  doubt  which  might  otherwise 
possibly  arise  against  him,  but  because  he  deemed  it  necessary  to 
give  him  a  title  which  he  did  not  already  possess,  his  legal  rights 
in  this  controversy  are  just  what  they  would  have  been  if  that 
instrument  had  not  been  executed. 

If  the  construction  given  to  the  deed  of  Howe  by  the  counsel  for 
the  defendants  in  error  be  correct,  and  no  part  of  the  title  vested 
in  Trimble  by  that  deed  passed  to  Daniel  Stone  by  the  agreement 
of  the  30th  of  September,  1846,  between  him  and  Trimble,  as  the 
counsel  for  the  defendants  in  error  insist,  there  was  nothing  for 
the  deed  of  Howe's  administrator  to  Stone  of  the  Ist  of  April, 
1861,  nor  for  the  deed  of  Stone's  administrator  of  March  6,  1865, 
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to  BurtoD,  to  operate  upon,  and  both  of  them  were  also  without 
effect  upon  the  rights  of  the  parties  in  this  litigation. 

This  brings  us  to  the  examination  of  the  deed  of  Howe  to  Trim- 
ble, and  of  the  agreement  between  Trimble  and  Stone.  They  are 
the  hinges  upon  which  the  controversy  turns.  The  stress  of  the 
argument  on  both  sides  was  properly  confined  to  these  subjects  in 
their  several  aspects  of  fact  and  of  law. 

The  deed  from  Howe  recites  that  he  had  obtained  from  the 
United  States  two  patents  for  new  and  useful  improvements  in  the 
construction  of  truss  bridges  and  other  structures — one  dated  on 
the  10th  of  July,  the  other  on  the  3d  of  August,  in  the  year  1840. 
The  instrument  is  a  deed  poll.  After  setting  out  the  considera- 
tion, it  proceeds  as  follows:  *'I  have  assigned,  sold,  and  set  over, 
and  do  hereby  assign,  sell,  and  set  over,  all  the  right,  title,  and 
interest  which  I  have  in  said  invention^  as  secured  to  me  by  said 
letters  patent,  and  also  aU  right,  title,  and  interest  which  may  be 
secured  to  me  for  alterations  and  improvements  on  the  same  from 
time  to  time,  for,  to,  and  in  the  following  States,  viz.,"  &c.:  .  .  . 
**the  same  to  be  held  and  enjoyed  by  the  said  I.  R.  Trimble  for  his 
own  use  and  behoof,  and  for  the  use  and  behoof  of  h  s  legal  repre- 
sentatives to  the  full  end  of  the  term  for  which  said  letters  patent 
are  or  may  be  granted,  as  fully  and  entirely  as  the  same  would 
have  been  held  and  enjoyed  by  me  had  this  assignment  and  sale 
not  have  been  made."  A  careful  analysis  of  these  provisions  elim- 
inates the  following  results:  Howe  assigns  to  Trimble  all  his  title 
and  interest  in  the  inventions  secured  to  him  by  the  two  patents 
mentioned,  in  respect  to  the  territory  specified,  and  ahso  all  the 
right  and  title  which  should  be  secured  to  him  for  alterations  and 
improvements  in  the  inventions,  from  time  to  time  thereafter,  for 
the  same  territory,  to  be  held  and  enjoyed  by  Trimble  to  the  full 
end  of  the  terms  for  which  patents  had  been  theretofore,  or  might 
be  thereafter,  granted,  in  all  respects  as  they  would  have  been 
held  and  enjoyed  by  the  assignor  if  the  assignment  had  not  been 
made. 

The  language  employed  is  very  broad.  It  includes  alike  the 
patents  which  hud  been  issued  and  all  which  might  be  issued  there- 
after. No  discrimination  is  made  between  those  for  the  original 
inventions  and  those  for  alterations  and  improvements,  nor  between 
those  which  were  first  issues  and  those  which  were  reissues  or  re- 
newals and  extensions.  The  entire  inventions  and  all  alterations 
and  improvelnents,  and  all  patents  relating  thereto,  whensoever 
issued,  to  the  extent  of  the  territory  specified,  are  within  the  scope 
of  the  terms  employed.     No  other  construction  will  satisfy  them. 
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Upon  the  fullest  consideration  we  have  no  doubt  such  was  the  mean- 
ing and  intent  of  the  parties. 

The  effect  of  such  a  contract,  we  think,  has  been  settled  by  this 
court  in  Gayler  v.  Wilder  and  others,  10  Howard,  477.  Fitzgerald, 
the  inventor,  before  the  patent  was  issued,  assigned  his  entire  right 
to  Enos  Wilder.  The  assignment  contained  a  request  that  the 
patent  should  be  issued  to  the  assignee,  and  was  duly  recorded  in 
the  Patent  Office.  This  brought  the  case  within  the  terms  of  the 
6th  section  of  the  act  of  1836.  Fitzgerald  made  no  assignment 
after  the  patent  was  issued  to  him.  Enos  Wilder,  his  assignee, 
assigned  to  Benjamin  Wilder,  who  was  the  plaintiff  in  the  action. 
The  defendants  insisted  that  Enos  Wilder  had  not  the  legal,  but 
only  an  equitable  title.  Upon  the  question  whether  an  assignment 
subsequent  to  the  issuing  of  the  patent  was  necessary  to  pass  the 
former  to  the  assignee,  this  court  said :  **  We  do  not  think  the  act 
of  Congress  requires  it,  but  that  when  the  patent  issued  to  Fitz- 
gerald, the  legal  right  to  the  monopoly  and  the  property  it  created 
was,  by  the  operation  of  the  assignment  then  on  record,  vested  in 
Wilder.*'  The  argument  which  controlled  the  judgment  of  the 
court  may  be  thus  stated  :  Fitzgerald  had  an  inchoate  right  at  the 
time  of  the  assignment,  the  invention  being  then  complete  and  the 
specification  prepared.  It  appeared,  by  the  language  of  the  assign- 
ment, that  it  was  intended  to  operate  upon  the  perfect  legal  title, 
which  he  then  had  a  lawful  right  to  obtain,  as  well  as  upon  the  in- 
choate right  which  he  then  possessed.  There  was  no  sound  reason 
for  defeating  the  intention  of  the  parties  by  restricting  the  assign- 
ment to  the  latter  interest,  and  compelling  the  parties  to  execute 
another  transfer,  unless  the  act  of  Congress  required  it,  which,  in 
the  opinion  of  the  court,  it  did  not.  The  act  of  1836  declares  that 
every  patent  shall  be  assignable  in  law.  The  thing  to  be  assigned 
is  not  the  mere  parchment  on  which  the  grant  is  written,  but  the 
monopoly  which  the  grant  confers — the  right  of  property  which  it 
creates.  '*And  when  the  party  has  acquired  an  inchoate  right  to 
it,  and  the  power  to  make  that  right  perfect  and  absolute  at  his 
pleasure,  the  assignment  of  his  whole  interest,  whether  executed 
before  or  after  the  patent  issued,  is  equally  within  the  provisions  of 
the  act  of  Congress."  We  concur  in  these  views.  The  rule  laid 
down  is  the  law  of  this  tribunal  upon  the  subject.  There  the  patent 
was  an  original  one,  here  it  is  an  extension.  The  question  before 
us  arises  under  the  11th  and  18th  sections  of  the  act  of  1836.  But 
the  arguments  which  controlled  the  decision  in  that  'case  apply  in 
this  with  equal  force.  The  same  considerations  are  involved  in 
both.     There  is  no  substantial  ground  of  distinction.     The  appli- 
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cation  of  the  same  principle  to  the  assignment  of  an  extended 
patent,  made  before  the  extension,  is  an  inevitable  corollary  from 
the  reasoning  and  ruling  of  the  court.  Without,  in  effect,  over- 
ruling that  adjudication,  we  cannot  hold  that  Trimble  had  not  a 
legal  title  under  the  extended  as  well  as  under  the  original  patent. 
In  our  judgment  he  had  such  a  title. 

In  this  connection  our  attention  has  been  called  by  the  counsel 
for  the  plaintiffs  in  error  to  Wilson  v.  Rounseau,  4  Howard,  682,  and 
several  other  cases.  None  of  them  turned  upon  the  question  we 
have  been  considering,  and  neither  of  them  contains  anything  in 
conflict  with  the  proposition  established  by  Gayler  v.  Wilder. 

It  remains  to  consider  the  contract  between  Trimble  and  Daniel 
Stone. 

It  recites  the  agreement  between  Trimble  and  Howe,  and  the 
payments  thereby  stipulated  to  be  made  by  Trimble.  Stone  cove- 
nants to  pay  one  half  of  the  installments  still  unpaid  as  they  should 
mature. 

This  clause  follows: 

''And  the  said  Isaac  R.  Trimble,  in  consideration  of  the  said 
payments,  p^omiseSy  and  agreements  on  the  part  of  the  said  Daniel 
Stone  as  aforesaid,  for  and  on  the  part  of  himself,  the  said  Isaac  R. 
Trimble,  and  his  heirs,  executors,  and  administrators,  covenants 
and  agrees,  and  by  these  presents  doth  covenant  and  agree,  to  sell 
and  transfer,  and  doth  hereby  sell  and  transfer  unto  the  said  Daniel 
Stone,  his  heirs,  executors,  and  administrators,  the  one  equal  moiety 
or  half  part  of  all  the  right,  title,  claim,  and  interest  of  him,  the 
said  Isaac  R,  Trimble^  of,  in,  and  to  the  patent  right  aforesaid^ 
which  he  purchased  as  aforesaid  of  the  said  William  Howe,  the 
sale  heretofore  made  to  Reading  excepted." 

A  copartnership  between  the  parties  in  the  business  of  building 
bridges  under  Howe's  patents  was  then  entered  into,  and  it  was 
agreed  that  if  either  party  should  at  any  time  desire  a  dissolution, 
Trimble  should  name  a  sum  which  he  would  be  willing  to  give  or 
take  for  a  moiety  of  the  rights  which  he  acquired  from  Howe,  in- 
cluding the  payments  to  Howe,  and  that  Stone  should  thereupon 
decide  whether  he  would  buy  or  sell.  It  was  further  provided 
that  the  copartnership  might  be  dissolved  at  the  expiration  of  six 
months  after  notice  by  either  party. 

Trimble  was  examined  as  a  witness,  and  testified  as  follows: 
Stone  never  made  any  of  the  payments  which  he  was  required  to 
make  by  the  contract.  By  common  consent  of  the  parties,  the 
contract  never  went  into  operation  in  any  way,  because  Stone  was 
unable  to  comply  with  any  of  his  engagements.     Trimble  was 
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compelled  to  pay,  and  did  pay,  the  full  amount  of  the  installments 
still  due  on  his  contract  with  Howe.  Stone  during  his  lifetime 
never  claimed  any  right  under  the  contract;  but,  on  the  contrary, 
always  recognized  Trimble's  exclusive  right  to  the  interest  re- 
ferred to  in  the  agreement,  and  acted  as  Trimble's  agent  in  build- 
ing bridges,  under  a  power  of  attorney,  paying  Trimble  a  part  of 
the  profits  for  the  privilege.  There  was  no  other  evidence  on  the 
subject.     Trimble's  testimony  was  uncontradicted. 

The  agreement  was  recorded  in  the  Patent  Office  on  the  27th  of 
July,  1864,  after  Stone's  death,  and  more  than  eighteen  years  after 
the  date  of  its  execution. 

The  words,  *'and  do  hereby  sell  and  transfer,"  found  in  the 
copy  from  the  Patent  Office,  which  was  used  in  evidence  in  the 
court  below,  are  not  in  the  copy  annexed  to  the  bill  filed  in  the 
Supreme  Court  oi  Pennsylvania.  But,  conceding  that  they  were 
in  the  contract  as  executed,  and  that  the  contract  had  the  same 
eflFect  in  transferring  to  Stone  a  moiety  of  Trimble's  rights  and  in- 
terests, which  Trimble's  contract  with  Howe  had  in  transferring 
the  whole  to  Trimble,  then  a  question  arose  for  the  jury  as  to  the 
eflFect  of  the  facts  disclosed  in  Trimble's  testimony.  Upon  the 
trial  the  court,  at  the  request  of  the  plaintiflFs,  charged  the  jury  in 
eflTect,  that  if  they  found  the  facts  to  be  as  testified  by  Trimble, 
the  contract  between  Trimble  and  Stone  **  was  not  to  be  regarded 
as  passing  any  title  to  Stone,  which  the  defendant  was  entitled  to 
set  up  in  connection  with  any  other  evidence  in  the  cause  as  a  bar 
to  the  right  of  the  plaintiflFs  to  recover,"  provided  they  found  also 
the  execution  and  delivery  of  Trimble's  deed  to  his  co-plain tiflFs. 
To  this  instruction  the  plaintiflFs  in  error  excepted. 

If  the  facts  were  as  alleged  by  Trimble,  his  contract  with  Stone 
was  stillborn.  It  never  had  any  vitality.  Neither  the  legal  rep- 
resentative of  Stone  nor  any  one  in  privity  with  him  asserts  its 
validity  in  this  litigation.  It  is  vicariously  put  forward  by  the 
plaintiflFs  in  error.  They  seek  to  give  it  life  and  vigor,  and  invoke 
its  aid  for  their  protection. 

If  a  deed  of  real  estate  be  executed  and  recorded,  primd  facie  it 
conveys  the  legal  title;  but  if  it  be  shown  it  was  not  delivered, 
that  destroys  its  eflFect.  Maynard  v.  Maynard  etaL,  10  Massachu- 
setts, 456.  A  judgment  may  be  assigned  without  written  evidence 
of  the  transfer.  Ford  v.  Stuart,  19  Johnson,  342.  A  party  may 
waive  a  constitutional  provision  which  applies  in  his  favor.  Baker 
V.  BramaTiy  6  Hill,  48.  Fraud  or  mistake  in  the  execution  of  a 
deed  may  bo  shown  at  law.  Hartshorn,  Executor,  v.  Day,  19  How- 
ard, 223.    The  most  solemn  contracts  under  seal,  where  the  statute 
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of  fraads  is  not  involved,  may  be  changed  or  abrogated  by  a  new 
parol  agreement,  express  or  implied;  and  a  contract  within  the 
statate  may  be  taken  ont  of  it  by  the  conduct  of  the  parties. 
Emerson  v.  Slater,  22  Howard,  41.  If  Stone's  administrator  were 
to  sue  Trimble,  and  the  facts  should  be  established  as  Trimble 
alleges  them  to  be,  the  action  would  be  barred  by  estoppel  in  pais. 
We  think  the  instruction  was  correct,  and  that  it  properly  sub- 
mitted this  part  of  the  case  to  the  jury. 

The  plaintiffs  in  error  submitted  eight  prayers  for  instructions. 
The  2d,  3d,  4th,  5th,  6th,  and  8th,  were  refused.  The  refusal  was 
excepted  to.  Some  of  the  points  which  they  present  were  not 
insisted  upon  in  the  argument  at  the  bar.  The  others  are  suffi- 
ciently answered  by  what  has  already  been  said. 

Jm>6MENT  AFFIRMED. 

Mr.  Justice  Bradley  dissented,  on  the  ground  that  there  was 
not  enough  language  in  the  assignment  of  Howe  to  Trimble  to 
show  that  a  transfer  of  the  extension  was  intended. 


Eureka  Company  v.  Bailey  Company. 

(11  Wallace,  488.) 

1.  A  contract  in  writing  may  be  binding  on  a  corporation  thongb  a  private  seal  of  one 

of  its  officers  was  u^^ed  instead  of  the  corporate  seal,  and  tboagh  no  record  may  be 
found  authorizing  tlie  officer  to  make  the  contract,  if  other  evidence  proves  that  he 
had  such  authority,  or  that  the  company  ratified  his  act  afterwards. 

2.  A  patent  from  the  government  cannot  be  impeached  for  fraud  in  procuring  its  issue 

in  any  other  mode  than  by  a  direct  proceeding  to  set  it  aside.  But  it  may  be 
shown  in  a  suit  on  a  reissued  patent  that  it  covers  matter  not  part  of  the  original 
invention. 

3.  When  parties  have,  after  long  negotiation,  with  full  opportunities  for  knowing  what 

they  are  doing,  entered  into  contracts  for  the  use  of  inventions  covered  by  rival 
patents,  and  no  fraud  or  imposition  is  alleged,  the  case  of  a  party  sued  in  such  a 
contract  must  be  very  clear,  who  denies  the  validity  of  the  patent  for  which  he 
has  agreed  to  pay  a  royalty. 

4.  And  when  such  a  party  has  furnished  under  the  contract  a  model  of  the  machines 

which  he  proposes  to  make,  on  which  he  agrees  to  pay  a  royalty,  he  cannot  deny 
that  such  machine  contains  matter  covered  by  the  patent,  unless  he  alleges  and 
proves  circumstances  which  would  set  aside  the  contract  for  fraud,  mistake,  or 
surprise. 

Appeal  from  the  Circuit  Court  for  the  District  of  Massachusetts ; 
the  case  being  thus : 

The  Bailey  Company  was  the  owner  of  a  reissued  patent  for  an 
improved  washing  and  wringing  machine,  the  original  of  which 
had  been  issued  to  John  Allender.     There  had  been  several  sur- 
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renders  and  reissues  of  this  patent,  the  last  of  which  was  on  the 
22d  July,  1865.  The  Eureka  Company  being  engaged  in  the  man- 
ufacture of  clothes-wringing  machines  under  other  patents,  one  S. 
B.  Bindge,  its  treasurer,  professing  to  act  as  its  agent,  entered  into 
two  written  indentures  with  the  Bailey  Company,  through  its  gen- 
eral agent,  for  the  privilege  of  using  their  patent. 

The  execution  of  the  agreements  was  in  the  following  form : 

*'In  witness  whereof  the  said  party  of  the  first  part  have  caused 
its  seal  to  be  hereunto  affixed,  and  this  instrument  to  be  signed  by 
S.  A.  Bailey,  its  general  agent,  thereto  duly  authorized ;  and  the 
said  party  of  the  second  part  has  affixed  its  seal  and  caused  these 
presents  to  be  signed  by  S.  B.  Rindge,  its  treasurer,  thereunto 
duly  authorized,  this  day  and  year  first  hereinabove  written. 
*' Bailey  Washing  and  Wringing  Machine  Co., 

*'S,  A.  Bailey,  [seal.] 

"General  Agent. 

^* Eureka  Clothes  Wringing  Machine  Co., 

*'By  S.  B.  Rindge,    [seal.] 

••  Treasurer." 

The  seals  above  set  were  not  corporate  seals,  but  mere  private 
seals. 

The  first  of  the  agreements  licensed  the  Eureka  Company  to  use 
the  patent  of  the  Bailey  Company  during  the  existence  of  the  patent, 
and  of  any  renewal  thereof,  for  which  the  Eureka  Company  was  to 
pay  a  royalty  of  fifty  cents  for  every  machine  manufactured  by  it  in 
which  the  patent  should  be  used.  To  secure  the  performance  of 
this,  and  to  prevent  any  misunderstanding,  the  Eureka  Company 
furnished  a  sample  of  the  machines,  and  agreed  that  its  books 
should,  at  all  times,  be  open  to  the  examination  of  complain- 
ants, and  that  it  would  make  monthly  reports  and  payments ;  and 
it  covenanted  that  it  would  not,  directly  or  indirectly,  infringe  the 
reissued  patent  of  the  Bailey  Company,  or  violate  the  conditions  of 
their  agreement. 

The  second  agreement  was  made  to  arrange  the  prices  at  which 
the  machines  made  by  the  parties  should  be  sold,  so  as  to  prevent 
injurious  competition. 

The  Eureka  Company  made  a  report  and  payment  for  one  month 
after  the  agreement;  but  would  make  no  more.  Thereupon  the 
Bailey  Company  filed  a  bill  in  the  court  below.  The  bill  set  out 
the  covenants.  It  charged  that  they  were  the  result  of  protracted 
negolnation,  in  which  the  original  patent,  the  reissues,  and  the 
character  of  the  invention  were  well  considered,  and  that  they  were 
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a  fair  adjustment  of  the  interests  of  the  parties.  It  then  alleged 
that  in  the  first  month  five  hundred  machines  were  made  under 
the  contrabt  and  paid  for  by  defendant,  but  that  it  continued  to 
make  and  sell  the  machines,  and  refused  to  account  or  to  pay  for 
them.  It  then  prayed  a  discovery  of  the  number  made,  and  for  an 
account  and  decree  for  the  sum  due,  and  for  an  injunction  against 
the  use  of  the  patent  until  the  sum  found  due  should  be  paid. 

The  answer  of  the  Eureka  Company,  which  was  somewhat  vague 
in  its  allegation,  denied  that  it  had  ever  executed,  or  caused  to  be 
executed,  or  ever  authorized  any  one  in  its  name  or  behalf  to  exe- 
cute the  indentures ;  asserted  that  ever  since  its  organization  the 
company  had  a  corporate  seal,  duly  adopted  and  established,  (an 
impression  of  which  it  affixed  in  the  margin,)  and  that  it  had  never 
employed  any  other,  or  authorized  any  agent  to  use  or  employ  any 
other;  it  denied  the  infringement, asserted  that  the  reissued  patent 
was  obtained  by  fraud;  that  it  was  a  device  to  cover  matter  not 
invented  or  claimed  by  Allender,  and  denied  that  the  machines 
made  by  the  defendants  had  anything  m  them  covered  by  the 
patent  of  the  complainant. 

Replication  was  put  in,  and  testimony  taken.  The  complainant 
did  not  produce  any  minute  from  the  books  of  the  corporation, 
directing  Rindge  to  make  the  covenant  which  he  had  undertaken 
to  make.  But  Rindge' s  relations  and  action  as  agent  to  the  com- 
pany, and  the  report  and  payment  for  one  month,  were  sufficiently 
proved . 

The  machine  which  the  Eureka  Company  was  making  was  before 
the  court;  the  purpose  of  its  exhibition  being  to  show  that  it  was 
not  covered  by  the  original  patent  to  Allender ;  but  the  patent  was 
not  in  the  record,  nor  were  any  of  the  reissues,  except  the  last. 

The  court  below  rendered  a  decree  according  to  the  prayer  of  the 
bill,  and  the  Eureka  Company  brought  this  appeal. 

Mr,  J,  B.  Rdbb^for  the  appellant;  Mr,  C,  L.  Woodbury^  contra. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court. 

1.  We  are  satisfied  that  the  agreements  set  up  in  the  bill  are  the 
valid  contracts  of  the  defendant.  Though  the  plaintiff*  was  unable 
to  produce  any  resolution  or  order  in  writing  by  the  trustees  or 
board  of  directors  of  the  defendant  corporation,  and  though  the 
seal  used  was  the  private  seal  of  one  of  its  officers,  instead  of  the 
corporate  seal,  neither  of  these  is  essential  to  the  validity  of  the 
contract.  We  entertain  no  doubt  that  Rindge,  the  agent  and  one 
of  the  directors  and  treasurer  ^f  the  Eureka  Company,  was  author- 
ized to  execute  the  agreement,  and  if  any  doubt  existed  on  that 
19 
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point,  the  report  and  payment  for  five  hundred  machines,  the  first 
month's  use  of  the  patent  under  that  agreement,  would  remove  the 
doubt.     If  it  did  not,  it  would  very  clearly  amount  to  a  ratification. 

2.  The  defendant  company  furnished  a  sample  of  the  machine 
they  were  making.  That  machine  is  before  us.  We  do  not  under- 
stand that  it  is  seriously  contended  that  this  machine  does  not 
contain  some  part  of  the  invention  covered  by  the  reissue  of  the 
AUender  patent.  The  effort  of  defendant  is  to  show  that  it  is 
not  covered  by  the  oripfinal  patent  to  Allender.  This  latter  point 
will  be  noticed  presently.  After  making  the  agreement  in  this 
case,  an  agreement  made  on  due  deliberation,  the  defendant  being 
engaged  in  the  business  of  making  the  machines  before  it  took  the 
license,  an  agreement  manifestly  intended  to  adjust  conflicting 
rights,  and  after  furnishing  one  of  the  machines  as  a  sample  ot 
what  it  proposed  to  do  under  that  agreement,  and  after  having 
made  and  sold  five  hundred  of  them,  there  arises  a  very  strong 
presumption  that  the  denial  that  anything  in  those  machines  is 
cohered  by  plaintiff's  patent  is  made  to  support  an  unwillingness 
to  pay  the  royalty  which  it  had  agreed  to  pay.  And  we  are  not 
at  all  satisfied  that,  in  equity,  it  can  be  permitted  to  set  up  this 
defense,  while  it  makes  no  attempt  by  cross-bill,  or  even  in  the 
answer,  to  show  that  the  agreements  were  obtained  by  fraud, 
surprise,  or  imposition. 

But  if  this  could  be  permitted,  the  testimony  does  not  repel  the 
presumption  arising  from  the  making  of  that  contract  and  the 
defendant's  action  under  it,  that  the  machines,  made  by  it  do  con- 
tain matter  covered  by  the  reissued  patent  of  plaintiff. 

3.  If  the  defendant  means,  by  the  very  vague  answer  to  the  bill, 
to  set  up  and  to  rely  on  a  fraud  by  which  the  Commissioner  was 
misled  and  deceived,  and  induced  to  reissue  the  patent,  and  that 
the  plaintiff  or  its  assignors  were  the  guilty  parties,  that  question 
cannot  be  raised  in  this  collateral  proceeding,  and  can  only  be  con- 
sidered in  some  direct  suit  to  impeach  and  set  aside  the  patent. 
Rubber  Company  v.  Goodyear,  9  Wallace,  788. 

But  if  it  is  meant  merely  to  say  that,  in  point  of  fact,  the  reissue 
embraces  matter  which  was  no  part  of  AUender's  original  inen- 
tion,  then  there  is  no  evidence  in  the  record  by  which  we  can  de- 
termine that  question,  for  neither  the  original  patent  to  Allender, 
or  any  part  of  it,  or  any  of  the  reissues  of  that  patent,  except  the 
last,  which  is  the  one  claimed  to  be  wrongfully  reissued,  is  in  the 
record. 

4.  Some  attempt  is  made  to  assail  the  novelty  of  AUender's  in- 
vention, but  as  no  notice  was  given  of  any  such  attempt,  or  of  the 
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iiritnesses  or  other  evidence  by  which  that  charge  was  to  be  sup- 
ported, it  cannot  be  considered  in  this  case. 

On  the  whole  case  we  concur  with  the  Circuit  Court,  and  its 

JUDOBIENT  IS  AFFIRMED. 


Seymour  v.  Osborne. 

(11  Wallace.  616.) 

1.  The  invention  of  William  H.  Seymour  and  of  Palmer  and  Williams,  explained  and 
defined. 

2.  The  grant  of  letterfl  patent  hy  the  Commissioner  of  Patents  when  lawfully  exercised, 

is  pri/nd  fade  evidence  thai  the  patentee  is  the  first  inventor  of  that  which  is 
described  and  claimed  in  them. 

3.  The  settled  practice  in  equity  is  to  require  a  respondent  to  give  notice  in  his  answer 
of  the  names  and  residence  of  those  persons  whom  he  intends  to  prove  to  have  pos- 
sessed a  prior  knowledge  of  the  invention,  and  where  the  same  had  been  used. 

4.  Recitals  in  letters  patent  in  the  absence  of  fraud  are  conclu>ive  evidence  that  the 
necessary  oaths  were  taken  before  the  patent  was  granted. 

5.  Where  an  invention  does  not  embrace  an  entire  machine,  the  part  should  be  speci- 
fied and  pointed  out,  as  ea.  gr.^  the  coulter  of  the  plough,  or  the  divider  or  sweep- 
rake  of  a  reaping  machine,  80  that  another  party  may  construct  the  plough  or 
reaping  machine,  provided  he  does  not  use  the  part  specified. 

6.  Neither  reissaed  nor  extended  patents  can  be  abrogated  by  an  infringer  in  a  suit 
against  bim  for  infringement,  upon  the  ground  that  the  letters  patent  were  pro- 
cared  by  fraad  in  prosecuting  the  application  for  the  same  before  the  Com- 
missioner. 

7.  The  act  of  the  Commissioner  in  accepting  a  surrender  and  granting  a  reisaue  is  fisal 
and  conclnsive,  and  not  re-examinable  in  a  suit  in  the  Circnit  Court,  unless  it  is 
apparent  upon  the  face  of  the  patent  that  be  has  exceeded  his  authority,  or  that 
there  ia  such  a  repugnancy  between  the  old  and  the  new  patent  that  it  must  be 
held  as  a  matter  of  legal  construction  that  the  new  patent  is  not  for  the  same 
invention  as  that  embraced  and  $>ecured  in  the  original  patent. 

8.  Interpolations  in  a  reissued  patent  of  new  features  or  ingredients  or  devices,  which 
were  neither  described,  suggested,  nor  substantially  indicated  in  the  original 
specifications,  drawings,  or  Patent  Office  model,  are  not  allowed. 

9.  Parol  testimony  as  to  the  scope  of  an  original  invention,  is  not  allowable  on  an 
application  for  a  reissue  as  the  basis  of  interpolation  of  new  matter. 

10.  The  identity  of  invention  in  the  original  and  reissued  patent  in  such  suits,  is  a 
question  of  comparison  of  the  two  instruments  to  be  made  by  the  court,  aided 
or  not  by  the  testimony  of  experts,  as  it  may  or  may  not  appear  that  one  or  boili 
may  contain  technical  terms  requiring  the  assistance  of  such  persons  in  defining 
them. 

11.  To  raise  such  a  question,  the  defendant  in  a  patent  suit  must  introduce  the  original 

patent. 

12.  A  claim  which  might  otherwise  be  held  to  be  bad  as  covering  a  function  or 
result,  when  containing  the  words  **  substantially  as  described,"  must  be  con- 
strued in  connection  with  the  specification  and  be  limited  thereby;  and  when  so 
construed  it  may  be  held  to  be  valid.  The  claims  in  this  case,  when  so  construed, 
were  so  held. 
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13.  Changes  in  the  construction  and  operation  of  an  old  machine,  so  as  to  adapt  it  to 

a  new  and  valuable  use  which  the  old  machine  had  not,  are  patentable,  and  may 
consist  either  in  a  material  modification  of  old  devices,  or  in  a  new  and  usefal 
combination  of  the  several  parts  of  the  old  machine. 

14.  Utility,  in  the  sense  of  the  patent  law,  does  not  require  such  general  utility  as  to 
supersede  all  oiher  inventions  that  can  accomplish  the  same  object. 

15.  Crude  and  imperfect  experiments  do  not  confer  a  right  to  a  patent.     He  is  the 

first  inventor  who  first  perfects  and  adapts  an  invention  to  use. 

16.  Desertion  of  an  alleged  prior  invention,  con.sisting  of  a  machine  never  patented, 
may  be  proved  by  showing  that  the  inventor,  after  constructing  it,  broke  it  up  or 
laid  it  aside,  as  something  requiring  more  thought  and  experiment;  provided  it 
appears  that  those  acts  were  done  without  any  definite  intention  of  resuming  his 
experiments. 

17.  Under  the  act  of  Congress  allowing  reissues  in  divisions,  it  may  require  the  use  of 
several  reissues  to  constitute  a  complete  machine,  and  on  a  proceeding  for  infringe- 
ment these  may  be  introduced  in  one  bill. 

18.  A  description  in  a  prior  publication,  in  order  to  defeat  a  patent,  must  contain  and 
exhibit  a  substantial  representation  of  the  patented  improvement  in  such  full, 
clear,  and  exact  terms,  as  to  enable  any  person  skilled  in  the  art  or  science  to 
which  it  appertains,  to  make,  construct,  and  practice  the  invention  patented.  It 
must  be  an  account  of  a  complete  and  operative  invention,  capable  of  being  put 
into  practical  operation. 

19.  The  extent  to  which  either  the  inventor  of  a  device  or  of  an  entire  machine,  or  of 
a  mere  combination,  can  invoke  the  aid  of  the  doctrine  of  equivalents,  is  the  same, 
except  that  a  combination  is  not  infringed  unless  by  a  machine  containing  all  the 
material  ingredients  patented,  or  proper  substitutes  for  one  or  more  of  such  ingre- 
dients, well  known  to  be  such  at  the  time  when  the  patent  was  granted. 

20.  A  question  of  infringement  is  best  determined  by  the  court,  by  a  comparison  of  a 
defendant's  machines  with  mechanism  described  in  patent,  and  of  their  modes  of 
operation. 

21.  The  use  of  one  post  and  a  supporting  frame  attached  thereto  in  a  reaping  machine, 
is  an  obvious  equivalent  for  the  two  posts  specifically  mentioned  in  the  patent  of 
Palmer  and  Williams. 

Appeal  from  the  Circuit  Court  for  the  Northern  District  of  New 
York. 

The  suit  below  was  on  a  bill  by  W.  H.  Seymour  and  D.  S. 
Morgan,  for  the  infringement  by  Osborne  of  five  patents  owned 
by  them,  for  improvement  in  reaping  machinery. 

Two  of  these  patents  covered  the  inventions  of  Seymour — one 
(No.  72)  relating  to  tlie  shape  or  construction  of  the  grain  plat- 
forms, and  its  special  lociition  in  reference  to  the  cutting  apparatus 
— the  other  (No.  1683)  involving  the  gathering-reel  as  an  addi- 
tional element  to  the  combination  just  named.* 


*  Seymour's  patent  wiia  granted  July  8th,  1861,  and  this  patent  was  reissued  July 
10th,  1860,  in  decisions  1003, 1004, 1005.  Reissue  No.  1005  was  ngain  surrendered  and 
reissued  May  7th,  1861,  numbered  reissue  72,  which  was  in  this  suit.  Reissue  No. 
1003  was  also  surrendered  and  reissued  May  3d,  1864,  as  reissue  No.  1683,  which  was 
also  in  this  ^uil. 
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The  other  three  patents  in  controversy  were  granted  to  secure 
inventions  made  by  Palmer  and  Williams,  assignors  of  the  com- 
plainants. Two  of  the  latter  patents  iNo.  1682  and  No.  4)  were 
tor  the  employment  of  a  discharging  sweep-rake  in  connection  with 
the  peculiarly  shaped  platform,  which  was  conceded  to  have  been 
the  invention  of  Seymour.* 

The  third  pat<jnt  of  Palmer  and  Williams  (No.  10,459)  was  for 
the  means  of  snstaining  the  reel  or  grain-gathering  device,  con- 
sisting of  a  prolonged  axle  and  two  supporting  posts,  placed  at 
one  end  of  the  reel  only,  leaving  the  other  end  free.t 

The  court  below  was  of  the  opinion  that  the  proofs  of  the  com- 
plainants did  not  show  any  infringement,  and  so  dismissed  the 
bill.     From  this  decree  the  complainants  took  this  appeal. 

The  leading  parts  or  features  of  a  reaping  machine  are  three  in 
number. 

First.  The  part  which  gathers  or  presses  the  standing  grain  to 
the  catting  apparatus,  and  this  has  been  called  a  reel.     (Fig.  1.) 

Second.  The  cutting  apparatus  which  severs  the  stalk ;  which 


cutting  apparatus  usually  consisted  of  a  vibrating  scallopetl  sickle, 
sliding  through  a  series  of  fingers  or  guards.  rig.s. 

Third.  A  platform  on  which  the  grain  is 
received,  after  it  has  been  severed  from  the 
stalk.  (Fig,  3.)  In  connection  with  the  plat- 
form there  is  also  to  be  noticed,  its  shape,  and 
the  arrangements  for  removing  the  grain  there- 
from, and  depositing  it  on  the  ground  in  gavels 


•Pfclmer  and  Williama  obtainad  original  patent  dtled  July  1st,  1851.  This  waa 
larrendered  April  tOth,  1855,  which  was  again  surrenilered  Januarf  1st,  1861,  and 
Teiesnes  4  and  5  granted,  Reissus  5  wu  surrRndered  May  31st,  1864,  and  reissae  1682 
granUd  in  liaa  thereof.     Beiiieiies  4  and  1682  are  concerned  in  Ibis  euit. 

f  Palmer  and  Williame  ubtained  a  separate  patent  for  reel-Bup|>ort,  January  24th, 
1851,  Dombered  10,459,  which  patent  is  in  this  suit. 
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in'  biiiullfa  ready  for  the  binder.  The  latter  arraagetnent  usually 
votiNUttn),  in  practice,  prior  to  the  }ial«nts  in  controversy,  of  a 
huml-ruke  and  device  for  snpporting  th«  body  of  the  raker  on  the 
machine,  a-t  shown  in  Figure  5,.  further  on. 

These  several  purts  in  the  machine  were  necessarily  so  arranged 
with  reference  to  eaeb  other  as  to  co-operate  in  producing  the  de- 
tiireil  ix>sult,  viz,  that  of  cutting  the  grain  and  depositing  it  on  the 
ground  in  bundles,  adapted  to  being  reiidily  bound  into  sheaves. 

The  reaping  machine,  when  doing  its  work,  passes  around  the 
field,  tite  horses  being  attached  in  front,  and  to  one  side  of  it,  and 
if,  while  cutting  the  tirst  swath,  the  grain  was  to  pass  directly  back 
and  fall  on  the  ground  in  the  rear  of  the  sickle,  as  the  horses  came 
around  with  the  machine  to  cut  the  second  swath,  they  would  walk 
over  and  trample  upon  this  grain  which  hal  been  just  cut. 

Thus,  if  S  represents  the  standing  grain  anil  P  the  phttform, 
and  if  the  distinctly-marked  horse  tracks,  T,  in  the  cnt,  represent 
the  path  just  passed  over  by  the 
horses,  in  cutting  the  first  swath, 
then  the  dotted  horse-tracks,  t, 
show  the  )mth  the  horsra  will  pass 
over  on  their  ne.'it  round. 

If  the  grain  be  thrown  from  the 
platform  so  as  to  fall  on  the  track 
just  passed  over  by  tlie  horses,  (i. 
e.jon  the  ilistinctly-mnrktHl  hoi"se- 
tracks  T,)  it  will  then  be  out  of  the 
way  of  the  liorses  on  their  next 
round.  If,  however,  tlie  grain  be 
discharged  directly  backwards,  im- 
mediately Iwhind  tlie  sickle,  it  will 
be  in  the  way  of  the  horses  on  their  second  round,  and,  in  that 
case,  binders  roust  be  employed  to  follow  the  machine  and  bind  the 
grain  into  slieaves  and  lay  it  to  one  side,  before  the  horses  come 
around  with  the  machine  to  cut  the  succeeding  awath. 

It  is  evident  that  the  proper  place  to  discharge  the  grain  is  in 
the  path  just  )>assed  over  by  the  horses;  and  behind  the  horses, 
because  it  will  then  be  out  of  the  way  of  the  horses  on  their  next 
round. 

Perhaps  the  most  usual  mode  of  discharging  grain  practiced 
))rior  to  the  patent  in  controversy  here,  is  shown  in  the  accompany- 
ing sketch. 

The  plate  represents  the  arrangements  for  discharging  the  grain, 
and  also  the  relative  position  of  cutter,  reel,  and  platform,  as  well 


Dec.  1870.] 


Sbthour  v.  Osborne. 


StaWmaat  of  Ibe  cwa. 


ae  thftt  of  the  gavel  or  sheaf  deposited  od  the  grouDil.  The 
raker  is  supported  upon  that  machine  hy  a  seat  or  stand  which 
HUBtains  the  lower  part  of  his  body,  leaving  the  upper  part  of  his 


body  free,  to  enable  him  to  operate  the  hand-rake  with  his  arms. 
From  this  position  he  reaches  the  cut  grain  on  the  platform  hack 
of  the  reel,  and  by  a  sweep  of  his  arms  delivers  it  on  the  ground, 
either  diagonally  or  more  or  less  nt  light  angles  to  the  track  in  the 
path  passed  over  by  the  horses. 

This  mode  of  delivering  the  grain,  however,  was  fatiguing  to 
the  raker,  and  frequently  the  grain  was  deposit«d  in  a  straggling 
manner  upon  the  ground,  and  more  or  less  obliquely  to  the  track 
or  path  of  the  machine. 
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ObcJ  Hussey,  one  of  the  earliest  inventors  of  reaping  machines, 
coi^structed  his  machines  without  a  reel,  and  with  a  square  plat- 
form, and  discharged  the  grain  when  cut  immediately  in  the  rear 
of  the  platform,  as  shown  in  the  drawing,  Figure  6. 

In  this  machine,  the  grain  was  discharged  directly  into  the  path 
to  be  passed  over  by  the  horses  in  their  next  round,  and  had  there- 
ibre  to  be  gathered  up  immediately  as  fast  as  cut.  Some  machines 
were  also  constructed  by  Hussey  with  a  strait  guide-board  on  the 
platform,  which  was  adjustable  within  certain  limits,  and  which,  to 
a  certain  extent,  caused  the  cut  grain  to  be  pressed  to  one  side 
sufficiently  for  a  single  horse  or  tandem  team  to  pass  on  the  next 
round  without  trampling  on  the  cut  grain.  Hussey  also  made 
machines  with  two  platforms — one  platform  attached  to  the  rear 
of  the  other — and  employed  two  men,  one  to  rake  the  grain  back, 
and  the  other  to  discharge  it  to  one  side.  He  likewise  made  a 
reaping  machine  with  a  square  platform,  to  the  rear  of  which  was 
bolted  an  angular  addition,  giving  to  the  whole  where  the  addition 
was  attached  an  angular  form.  This  machine  was  made  in  1848, 
and  after  being  made,  it  was  removed  in  the  latter  part  of  the  sum- 
mer of  1848,  from  Hussey's  shop  in  Baltimore,  of  which  place  he 
was  at  the  time  a  resident,  to  the  railroad  depot,  and  (as  the  wit- 
nesses understood)  to  be  shipped  for  trial,  but  they  did  not  know 
where  it  was  to  go,  or  whether,  in  fact,  it  was  ever  so  shipped  or 
tried.  Some  time  in  1849,  or  later,  this  machine  reappeared  at 
the  shop  of  Hussey,  and  had  the  appearance  of  having  been  used 
some  little.  On  its  return  to  the  shop  it  was  set  aside,  and  nothing 
more  was  done  to  it  or  with  it  until  it  was  looked  up  in  connection 
with  this  suit. 

An  important  question  arose  upon  this  state  of  facts  as  to 
whether  that  last  machine,  even  if  conceded  to  be  the  same  in 
principle  with  that  of  the  complainants,  amounted  in  view  of  law 
to  an  anticipation  of  their  invention. 

The  invention  of  Seymour  consisted  in  constructing  the  plat- 
form upon  which  was  received  the  grain  in  the  shape  of  a  quadrant 
or  sector  of  a  circle,  and  placing  it  just  behind  the  cutting  appa- 
ratus, and  in  such  relation  to  the  main  frame  that  the  cut  grain 
could  be  swept  around  on  the  arc  of  a  circle,  and  dropped  on  to  the 
ground  behind  the  horses,  so  as  to  be  so  far  removed  from  the 
standing  grain  as  to  leave  room  for  the  horses  and  frame  to  pass 
between  the  standing  grain  and  the  gavels,  thereby  obviating  the 
necessity  of  taking  up  the  cut  grain  as  fast  as  cut,  and  at  the  same 
time  doing  the  work  more  perfectly.     It  is  here  shown. 

Such  being  Seymour's  invention,  he  obtained  an  original  patent 
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dated  July  8, 1851,  and  by  Biiccessive  reisBues  and  divers  divisioas 
thereon,  among  otlier  thiagH,  two  claims  were  allowed  to  him,  one 
in  reissue  No.  72,  aa  foUowe,  viz; 

"  A  qaadrant-thaped  plat/orm,  arranged  relatively  to  the  cutting 
apparatus  substantially  aa  herein  described,  /or  the  purpose-  set 
forth." 
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The  other  claim  allowed  to  him  was  ia  retsBue  No.  1683,  on  the 
hasis  of  the  same  original  patent,  as  follows,  viz: 

"  The  combination  in  a  harvesting  madUne  of  the  cutting  appara- 
tus (to  sever  the  stalks)  with  a  reel,  and  with  a  quadi-ant  shaped 
platform  located  in  the  rear  of  the  cutting  apparatus,  these  three 
members  being  and  operating  as  sttforfh." 

In  Figure  8  is  shown  a  quadrant  platform  cutting  apparatus, 
and  the  operation  of  dlBcIiarging  the  grain  by  hand-rake  by  sweep- 
ing it  in  the  arc  of  a  circle.  The  relative  position  of  the  parts 
also  to  the  reel  is  shown,  the  discharging  hand-rake  striking  the 
cut  grain  immediately  after  it  is  deposited  by  the  reel  on  the  plat- 
form. 

The  complainants  alleged  that  the  defendants  infringed  these 
two  claims  by  the  use  of  a  machine  such  as  is  shown  in  the  follow- 
ing sketch. 


This  machine  was  used  with  a  hand-rake.  The  defendants  con- 
tended that  the  complainant's  claim  was  for  a  quadrant-shaped 
platform  only,  and  that  their  own  platform  was  composed  of  two 
straight  side  pieces  placed  together  at  an  angle. 

T)ie  court  below  decided  that  although  this  form  of  the  platform 
made  it  in  effect  a  quadrant-shaped  platform ;  yet  that  in  view  of 
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Hussey's,  and  of  Nelson  Piatt's  platform,  the  complainants  were 
only  legally  entitled  to  hold  under  their  claim  the  precise  shape  of 
platform  invented  and  described  by  Seymour,  and  that  as  so  lim- 
ited, it  had  not  been  infringed  by  the  defendants,  and  that  the 
doctrine  of  equivalents  could  not  be  invoked  in  such  a  case  on  be- 
half of  plaintiff's  patent,  relying  on  Burr  v.  Duryee^  1  Wallace, 
531.  The  position  thus  assumed  by  the  court  l)elow  was  pressed 
upon  this  court  by  the  counsel  of  the  defendants,  the  now  appellees. 

The  machine  of  Hussey  last  above  referred  to,  with  the  angular 
l)iece  bolted  to  the  platform,  was  urged  as  having  been  a  full  and 
complete  anticipation  of  Seymour's  invention. 

The  complainants,  or  now  appellants,  on  the  other  hand,. con- 
tended that  Seymour's  invention  of  the  quadrant  platform  was 
complete  in  or  before  the  harvest  of  1849;  that  Hussey's  machine, 
with  the  angular  rear  piece,  had  no  reel,  and  was  therefore  no 
answer  to  reissue  No.  1683,  which  had  a  reel  as  part  of  its  claim; 
and  that  as  to  reissue  No.  72,  Hussey  was  not  proved  to  have  antici- 
])ated  Seymour  as  an  inventor,  and  that  his  platform  was,  in  point 
of  law,  an  abandoned  or  incomplete  experiment. 

A  machine  of  one  Burral  was  set  up  in  the  answer  but  not  in  the 
argument.  Irrespective  of  plain  want  of  identity  it  was  proved  to 
be  posterior  in  date.     It  need  not  be  described. 

The  inventions  of  Palmer  and  Williams  involved  in  this  suit  are 
embraced  in  reissue  No.  4  and  No.  1682,  and  pertain  to  the  employ- 
ment of  an  automatic  sweep-rake  in  combination  with  the  quadrant 
platform,  which  as  a  separate  device  was  conceded  as  between  these 
two  inventors  to  have  been  the  invention  of  Seymour. 

The  annexed  description  and  Figure  10  (p.  300)  is  taken  from 
Palmer  and  Williams's  patent;  and  the  claim  concerned  in  this 
case  under  reissued  patent  No.  4  was  as  follows: 

''  Discharging  the  cut  grain  from  a  quadrant-shaped  platform,  on 
tohich  it  falls  as  it  is  cut,  hy  means  of  an  automatic  siveep-rake  sweep- 
ing over  the  same  substantially  as  described. ' ' 

The  defendants  contended  that  this  was  a  claim  for  a  function  or 
result,  and  as  such  was  bad  in  law,  and  that  the  patent  was,  there- 
fore, void. 

The  defendants  also  contended  that  there  was  no  novelty  in  the 
invention,  and  that  Palmer  and  Williams  had  been  anticipated  by 
Nelson  Piatt's  patent,  and  although  Palmer  and  Williams's  ma- 
chine differed  from  Piatt's,  yet  there  was  no  invention  in  the 
change  from  Nelson  Piatt's  rake  to  the  complainants' ;  that  all 
that  Palmer  and  Williams  had  in  fact  done  was  to  take  Piatt's 
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automatic  sweep-rake  and  put  it  upon  Seymour's  quadrant-shaped 
platform ;  and  that  doing  this  was  not  invention,  but  merely  the 
exercise  of  ordinary  mechanical  skill. 

Fig.  10. 


Palmer  and  Williams's  Machine. 

This  latter  view  was  adopted  by  the  Circuit  Court. 

Nelson  Piatt's  patent  was  granted  June  12thj  1849,  for  a  self- 
raking  reaper,  which  is  shown  in  Figure  11,  on  page  301. 

In  this  machine  the  platform  was  propelled  from  the  rear,  and 
the  grain,  after  being  cut,  was  deposited  on  a  rectangular  platform, 
and  was  tlien  raked  across  the  rectangular  platform,  by  one  set  of 
rakes  acting  from  below,  on  to  a  second  quadrant-shaped  platform. 
The  grain  was  then  discharged  from  that  second  quadrant-shaped 
platform  by  a  vibrating  rake,  which  swept  across  it  in  the  arc  of  a 
circle,  on  to  the  ground,  the  heads  of  grain  lying  towards  the 
machine.  The  defendants  did  not  insist  that  this  was  identical 
in  construction  with  the  complainants'  invention,  but  that  the  skill 
of  the  mechanic  only  was  required  to  change  it  to  their  invention. 
The  court  below  adopted  this  view. 

The  complainants  contended  that  the  claims  of  Palmer  and  Wil- 
liams's patents  were  to  be  construed  for  covering  substantially  the 
^^ means''  described  for  discharging  the  grain  ^*<w  specified'* — that 
^^(his  means"  was  a  combination  of  mechanism.  The  elements  of 
the  combination  are  a  quadrant-shaped  platform,  a  cutting  appara- 
tus, and  an  automatic  sweep-rahe^  and  that  these  elements  must 


Dec.  IStO.] 


Sethous  v.  Osbornb. 


301 


Statement  of  the  case. 


Fig.  11. 


Kelaon  Piatt's  Machine. 


sustain  to  each  other,  to  constitute  the  thing  patented,  the  follow- 
ing relations : 

First.  The  quadrant-shaped  platform  must  he  directly  behind 
tlie  cutting  apparatus. 

Second,  The  automatic  sweep-rake  must  traverse  the  platform  so 
as  to  sweep  the  grain  from  where  it  falls,  as  cut,  round  to  the  place 
of  its  destiny  upon  the  ground. 

Third,  To  accomplish  this,  the  rake  must  have  a  certain  rela- 
tion to  the  cutting  apparatus,  to  the  platform,  and  to  the  material 
which  has  been  laid  upon  the  platform. 

The  complainants  further  contended,  that  while,  upon  the*  one 
hand,  the  claim  was  for  an  entirely  different  invention  from 
Piatt's,  yet  that  one  form  of  the  defendants'  machine,  known  as 
their  automatic  sweep-rake  machine,  was  a  clear  infringement. 

The  defendants'  automatic  sweep-rake  machine,  alleged  to  in- 
fringe, is  here  shown. 

The  automatic  rake  in  that  machine  swept  over  the  platform 
from  the  cutter  to  the  place  of  delivery.  It  was  used  with  a  plat- 
form of  the  same  shape  as  referred  to  above  in  connection  with 
the  defendants'  hand-raking  machine.  The  automatic  rake  swept 
the  cut  grain  from  where  it  fell  on  the  platform  to  the  point  of 
delivery. 

The  peculiar  mechanism  or  gearing  by  which  the  sweep-rake  in 
the  defendants'  machine  was  made  to  traverse  their  platform  was 
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adni'tted  h)   the  compla'nants  to  be  diflferent  from  that  'd  their 
patent 

Fig    S. 


Upon  the  Utter  difference,  the  Circnit  Court  decided  that  defend- 
ant'e  automatic  rake  did  not  infringe  the  claims  now  in  question, 
thereby  limiting  this  claim  of  the  complainants  to  the  epeciflc 
driving  mechanism  or  machinery  for  gearing  and  actuating  tlie 
8weep-rake  in  its  movement. 

The  claim  of  the  complainant's  patent  reissue  No.  1682,  was  in 
the  following  words: 

'*  The  combination  of  the  cutting  apparatus  of  a  liarventing  ma- 
chine with  a  quadrant-shaped  plaiform  arranged  in  the  rear  thereof, 
and  a  sweep-rake  operated  by  mechanism  in  such  manner  that  its 
teeth  are  canned  to  sweep  over  the  platform  in  curves  when  acting  on 
the  grain,  these  parts  being  and  operating  substantially  a«  hereinbe- 
fore sel  forth. ' ' 

And  it  was  contended  by  the  comjilainaats  to  he  a  claim  to  a 
combination  consisting  of 

1.  A  cutting  apparatus. 

2.  A  quadrant-shaped  platform  combined  with  and  placed  be- 
hind the  cutting  apparatus. 

3.  An  antoraatic  sweep-rake  connected  with  the  frame  by  a  pivot 
and  operated  by  cog-wheels,  ao  aa  to  sweep  over  the  plaiform  while 
moving  the  grain  towards  the  delivery  side  of  the  platform. 

The  complainants  insisted  that  the  difference  between  this  claim 
and  that  of  reissue  No.  i  was  in  this: 
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That  the  combination  claimed  in  this  patent,  No.  1682,  apper- 
tained exclusively  to  the  operation  of  catting  the  grain,  receiving 
it  upon  and  removing  it  from  the  platform.  It  did  not  (unless 
incidentally)  include  the  means  of  carrying  the  rake  back  to  seize  a 
new  gavel.  The  claim  of  No.  4  included  also  the  means  of  carry- 
ing the  rake  back  to  get  a  new  gavel  after  delivering  the  former 
one. 

The  defendants  insisted  that  this  patent  was  void,  as  being  iden- 
tical with  the  claim  of  reissue  No.  4,  and  as  also  being  obnoxious 
to  the  objections  urged  against  reissue  No.  4. 

Patent  No.  10,459,  granted  to  Palmer  and  Williams,  was  also 
alleged  to  have  been  infringed. 

This  patent  merely  related  to  the  mode  of  supporting  the  reel. 
When  a  reel  is  supported  at  each  end  by  a  post  or  bearer,  the  post 
or  bearer  which  is  on  that  side  or  end  of  the  reel  which  runs  into 
the  standing  grain  encounters  obstructions,  and  these  collect  Uf>on 
and  impede  thfe  rotation  of  the  reel.  To  avoid  this.  Palmer  and 
Williams  devised  the  mode  of  supporting  the  reel  wholly  on  that 
side  of  the  machine  which  did  not  run  into  the  standing  grain,  and 
no  support  was  provided  at  the  other  end  of  the  reel.  The  claim 
for  this  invention  was  in  these  words: 

'*Th€  method  of  hanging  the  reel  so  as  to  dispense  with  any  post  or 
red-bearer  next  to  the  standing  grain,  as  herein  described,  thereby 
preventing  the  grain,  from  getting  caught  and  being  hdd  fast  between 
the  divider  and  a  reel  supporter/' 

'"'^e  defendants'  machine  had  but  one  post.  The  reel  axle,  how- 
ever,  was  prolonged,  and  it  was  supported  wholly  on  that  side  or 
end  of  the  reel  and  by  means  of  two  bearings  attached  to  that  post. 
This  mode  of  support  is  shown  supra,  in  Figure  9,  and  was  argued 
by  the  complainants'  counsel  to  be  substantially  the  same  as  that 
claimed  in  reissue  10,459. 

The  only  alleged  prior  invention  set  up  in  the  proofs  against 
this  particular  patent  was  what  is  called  the  Ogle  machine.  The 
only  evidence  of  this  machine  was  contained  in  the  '^  Mechanics' 
Magazine,"  published  in  London  in  1825. 

A  copy  of  the  description  and  drawing  from  this  book  was  put 
in  evidence  by  the  appellees. 

An  expert  of  the  defendant  testified  as  to  this  publication: 

^^I  do  not  understand  that  it  has  any  reel  support  at  the  grain 
side  of  the  machine,  it  being  represented  as  having  two  reel  sup- 
ports at  the  stubble  side  of  the  machine." 

But  the  expert  did  not  say  positively  that  the  reel  had  not  any 
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support  on  the  grain  side  of  the  machine,  but  that  he  did  not  so 
understand  it;  and  gave  his  reasons  why  he  did  not  so  understand 
it,  which  was  because  there  were  two  supports  on  the  stubble  side ; 
or,  in  other  words,  because  there  were  two  reel  supports  on  the 
stubble  side  he  inferred  that  there  was  none  on  the  grain  side. 

On  the  other  hand,  the  complainants  contended  that  thfe  pres- 
ence of  two  reel  bearings  on  the  stubble  side  of  the  machine  was 
not  conclusive  evidence  of  the  absence  of  a  bearing  also  on  the 
grain  side,  because  there  might  have  been  two  on  the  stubble  side 
to  better  support  the  shaft  toward  the  centre  and  keep  it  from  sag- 
ging, as  well  as  one  on  the  grain  side,  and  that  for  such  purpose 
they  might  obviously  be  useful. 

The  experts  of  the  complainants  testified  that  these  drawings, 
taken  with  the  printed  part  of  the  description  in  the  **  Magazine," 
did  not  show  what  is  described  in  this  patent  of  the  complainants 
and  specified  in  the  claim  in  controversy,  and  that  they  did  not 
suggest  the  idea  of  this  invention. 

The  counsel  of  the  complainants  insisted  that  the  description  in 
the  first  publication,  to  be  available,  must  be  such  as  to  enable  the 
public  to  practice  the  invention.  Citing  Curtis  on  Patents,  §  378; 
Belts  V.  MenzieSy  Hall  v.  Evans,  6  Law  Times,  N.  S.,  90. 

In  addition  to  the  points  above,  as  to  novelty  and  infringement, 
other  grounds  of  objection  were  taken  by  the  defendants  to  the 
validity  of  these  reissued  patents,  amon^  them  these : 

That  Palmer  and  Williams  never  made  oath  to  the  application 
on  which  the  reissued  patent  was  granted,  and  therefore  the  reissue 
was  void : 

That  the  patentees  did  not  specify  and  point  out  in  their  specifi- 
cations and  claims  the  parts  which  they  claim  as  their  respective 
inventions: 

That  the  Commissioner  of  Patents  had  no  jurisdiction  to  receive 
the  surrender  of  the  originals  or  grant  the  reissued  patents  there- 
on, because  no  evidence  was  produced  before  him  to  show  that  the 
originals  were  '* inoperative  and  invalid:  " 

That  the  reissued  letters  patent  were  void  because  they  were  not 
granted  for  the  same  invention  as  the  original  patents. 

Messrs,  Gifford  and  StoughtoUyfor  the  appellants,  the  complainants 
below;  Mr,  D,  Wright,  contra, 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

Controversies  respecting  the  infringement  of  letters  patent  pos- 
sess, in  many  cases,  a  degree  of  importance  much  beyond  the 
profits  or  damages  claimed  for  the  alleged  unlawful  use  of  the 
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invention,  as  the  pleaclin<^s  usually  put  in  issue,  in  one  form  or 
another,  the  validity  of  the  letters  patent  allejijed  to  be  infringed, 
and  frequently  involve,  directly  or  indirectly,  the  same  inquiry  in 
regard  to  the  letters  patent  set  up  in  defense  as  superseding  the 
patent  on  which  the  suit  is  founded.  Such  being  the  state  of  the 
pleadings,  the  result,  whatever  it  may  be,  whether  for  the  party 
suing  or  for  the  party  defending,  must  oftentimes  determine  rights 
of  property  of  much  greater  value  than  the  amount  of  the  profits  or 
damages  claimed  for  the  alleged  infringement  of  the  letters  patent. 

Inventions  secured  by  letters  patent  are  property  in  the  holder 
of  the  patent,  and  as  such  are  as  much  entitled  to  protection  as  any 
other  property,  consisting  of  a  franchise,  during  the  term  for  which 
the  franchise  or  the  exclusive  right  is  granted. 

Letters  patent  are  not  to  be  regarded  as  monopolies,  created  by 
the  executive  authority  at  tlie  expense  and  to  the  prejudice  of  all 
the  community  except  the  ])ersons  therein  named  as  patentees,  but 
as  public  franchises  granted  to  the  inventors  of  new  and  useful  im- 
provements for  the  purpose  of  securing  to  them,  as  such  inventors, 
for  the  limited  term  therein  mentioned,  the  exclusive  right  and 
liberty  to  make  and  use  and  vend  to  others  to  be  used  their  own 
inventions,  as  tending  to  promote  the  progress  of  science  and  the 
useful  arts,  and  as  matter  of  compensation  to  the  inventors  for 
their  labor,  toil,  and  expense  in  making  the  inventions,  and  reduc- 
ing the  same  to  practice  f^r  the  public  benefit,  as  contemplated  by 
the  Constitution  and  sanctioned  by  the  laws  of  Congress. 

Five  several  letters  patent  were  owned  by  the  complainants  when 
the  present  suit  was  commenced,  and  they  allege  in  the  bill  of  com- 
plaint that  the  respondents  have  infringed  their  exclusive  rights 
as  secured  to  them  in  each  and  every  one  of  those  letters  patent. 
Four  of  the  letters  patent  arc  reissued  letters  patent,  and  are  num- 
bered and  described  as  follows:  (1.)  Reissued  letters  patent  No.  4, 
dated  January  1,  1861,  for  a  new  and  useful  improvement  in  har- 
vesters, being  one  of  a  second  reissue  in  two  separate  patents,  on 
amended  specifications,  as  more  fully  explained  in  the  pleadings 
and  the  patents  annexed  to  the  printed  record.  (2.)  Reissued 
letters  patent  No.  1682,  dated  May  31,  1864;  also  for  a  new  and 
useful  improvement  in  harvesters,  being  the  second  reissue  from 
the  before-mentioned  reissue  when  the  invention  was  divided  into 
two  parts.  They  both  purport  to  be  founded  upon  the  original 
patent  granted  to  Aaron  Palmer  and  Stephen  G.  Williams,  dated 
July  1,  1851,  which  was  for  a  new  and  useful  improvement  in 
harvesters,  and  the  reissued  patents  were  fully  extended  for  seven 

years  from  the  expiration  of  the  original  term.      (3.)  Reissued 
20 
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letters  patent  No.  72,  dated  May  7,  1861,  being  a  reissue  of  one 
of  three  parts  of  a  prior  reissue  of  the  original  patent,  dated 
July  8,  1851,  which  was  granted  to  William  H.  Seymour  for  a 
new  and  useful  improvement  in  reaping  machines.  (4.)  Reissued 
letters  patent  No.  1683,  dated  May  31,  1864,  being  a  reissue  of 
another  of  the  three  parts  of  the  prior  reissue  of  that  patent,  as 
more  fully  explained  in  the  pleadings;  the  charge  being  that  the 
respondents  have  infringed  the  first  claim.  (5.)  Superadded  to 
those  several  charges  against  the  respondents  is  the  further  one 
that  they  have  also  infringed  certain  original  letters  patent  owned 
by  the  complainants,  dated  January  24,  1854,  which  secures  to 
them,  as  assignees  of  Palmer  and  Williams,  certain  other  new  and 
useful  improvements  in  grain  harvesters  besides  those  embodied 
in  the  several  reissued  letters  patent  to  which  reference  has  been 
made. 

Founded  upon  those  several  letters  patent,  the  bill  of  complaint, 
which  is  drawn  in  the  usual  form,  alleges  that  the  respondents 
have  unlawfully  made  and  used,  and  vended  to  others  to  be  used, 
the  respective  inventions  therein  described,  and  the  complainants 
pray  for  an  account  and  for  an  injunction.  Service  was  made  upon 
the  respondents,  and  they  appeared  and  filed  an  answer,  setting  up 
several  defenses  to  each  of  the  patents  described  in  the  bill  of  com- 
plaint. Responsive  to  the  answer  the  complainants  filed  the  gen- 
eral replication,  and  the  cause  being  at  issue  they  put  in  evidence 
the  five  several  letters  patent  on  which  the  suit  is  founded,  the  re- 
spondents consenting  that  copies  of  the  same,  and  of  the  respective 
certificates  of  extension  mentioned  in  the  pleadings,  might  be  sub- 
stituted in  the  record  in  the  place  of  the  originals  as  introduced  in 
evidence. 

Other  proofs  were  introduced  and  the  parties  were  fully  heard, 
but  the  Circuit  Court  was  of  the  opinion  that  the  proofs  introduced 
by  the  complainants  were  not  sufficient  to  show  any  infringement 
of  their  rights,  and  accordingly  entered  a  decree  for  the  respond- 
ents, dismissing  the  bill  of  complaint.  Dissatisfied  with  that  con- 
clusion, the  complainants  appealed  to  this  court,  and  now  seek  to 
reverse  that  decree. 

Separate  defenses  liaving  been  set  up  in  the  answer  to  each  of  the 
five  letters  patent,  it  will  be  necessary  to  a  clear  understanding  of 
the  controversy  and  to  prevent  any  misunderstanding  as  to  the 
views  of  the  court,  to  describe  somewhat  more  fully  the  nature  of 
the  several  inventions  and  the  objects  which  they  were  designed  to 
accomplish. 

I.  Explained  in  general  terms,  the  invention  secured  in  the  first- 
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mentioned  reissued  patent^  numbered  four,  consists  in  arranging  an 
automatic  sweep-rake  in  a  harvesting  machine  in  such  relation  to  a 
quadrant-shaped  platform,  upon  which  the  cut  grain  falls  as  it  is 
cut,  that  it  shall  vibrate  over  the  same  at  suitable  intervals  to  dis- 
charge the  cut  grain  in  gavels  upon  the  ground. 

Specific  description  is  given,  in  the  first  place,  of  the  frame  of  the 
machine,  which,  as  represented,  is  composed  of  three  longitudinal 
beams  and  two  transverse  beams  securely  fastened  to  each  otlier  at 
their  points  of  intersection.  Next  follows  a  reference  to  the  driv- 
ing wheel,  which,  as  represented,  is  placed  between  the  outer  lon- 
gitudinal beam  and  the  central  beam,  having  its  bearings  on  arched 
supports  or  brackets  rising  from  each  of  the  beams  composing  the 
frame.  Guard  fingers  through  which  a  sickle  vibrates  are  secured 
upon  the  front  edge  of  a  platform  shaped  like  a  quadrant  or  sector 
of  a  circle,  of  which  the  arm  or  lever  that  carries  the  rake-head 
forms  the  radius,  and  the  fulcrum-pin  on  which  the  arm  or  lever 
vibrates  constitutes  the  centre,  the  whole  operating  so  that  the 
grain  is  swept  round,  on  an  arc  of  a  circle,  and  discharged  in 
gavels  upon  the  ground  behind  the  driving  wheel. 

Minute  details  of  all  the  other  elements  of  the  machine  are  also 
given  in  the  subsequent  parts  of  the  specifications,  and  of  their 
modes  of  operation,  and  the  specification  concludes  with  the  claim 
which,  in  substance,  is  discharging  the  cut  grain  from  a  quadrant- 
shaped  platform  on  which  it  falls  as  it  is  cut,  by  means  of  an  auto- 
matic sweep-rake  vibrating  over  the  same,  substantially  as  described, 
which  must  be  understood  as  referring  back  to  the  description  con- 
tained in  the  body  of  the  specification. 

II.  Two  combinations  are  mentioned  in  the  specification  of  the 
reissued  letters  patent  No.  Ifi82,  but  it  is  only  necessary  to  refer  to 
the  first,  as  it  is  not  alleged  that  the  respondents  have  infringed 
the  second  claim.  Described  separately,  the  ingredients  of  the  first 
claim  are  as  follows:  (1.)  The  cutting  apparatus  to  sever  the  stand- 
ing stalks  of  grain.  (2.)  Tlie  quadrant-shaped  platform  arranged 
behind  the  cutting  apparatus  to  receive  the  severed  stalks  of  grain 
as  they  fall.  (3.)  The  sweep-rake  and  the  described  mechanism 
to  operate  the  same  in  such  manner  that  the  teeth  shall  move  in 
circular  curves  over  the  platform  when  they  are  acting  on  the 
grain. 

Reference  must  also  be  made  to  the  other  two  reissued  letters 
patents  embraced  in  the  pleadings.  Both  have  respect  to  an  im- 
provement made  in  reaping  machines,  and  they  were  both  granted 
to  secure  material  parts  of  an  original  invention  once  before  sur- 
rendered and  reissued  because  the  letters  patent  were  defective  and 
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inoperative.     Before  the  term  of  the  original  patent  expired  the 
patents  were  extended  for  the  further  term  of  seven  yeurs. 

III.  Number  seventy-two  consists  in  constructing  the  platform 
of  a  reaping  machine,  upon  which  the  cut  grain  falls  as  it  is  cut,  in 
the  shape  of  a  quadrant,  or  of  a  sector  of  a  circle,  placed  just  behind 
the  cutting  apparatus,  and  in  such  relation  to  the  main  frame  that 
the  grain,  whetlier  raked  off  by  hand  or  by  machinery  located  be- 
hind the  cutting  apparatus,  can  be  swept  around  on  the  arc  of  a 
circle  and  be  dropped,  heads  foremost,  on  the  ground  far  enough 
from  the  standing  grain  to  leave  room  for  the  team  aud  machine  to 
pass  between  the  gavels  and  the  standing  grain  witliout  the  neces- 
sity of  taking  up  the  gavels  before  the  machine  comes  round  to  cut 
the  next  swath. 

IV.  They  also  acquired  title  to  the  invention  secured  in  the  re- 
maining reissued  letters  patent  mentioned  in  tlie  bill  of  complaint, 
to  wit,  number  1683;  but  it  will  be  sufficient  to  refer  to  the  first 
claim  of  the  same,  as  the  second  is  not  the  subject  of  controversy  in 
this  suit. 

As  described  in  the  specification  the  ingredients  of  the  first  claim 
are  the  cutting  apparatus  to  sever  the  stalks,  the  reel  to  incline  the 
heads  of  the  stalks  towards  the  cutting  apparatus,  and  the  quad- 
rant-shaped platform,  located  in  the  rear  of  the  cutting  apparatus, 
to  receive  the  cut  stalks  as  they  fall  before  the  operation  of  the 
sweep-rake  begins. 

Designed  as  the  improvements  were  to  accomplish  the  same  ob- 
ject as  the  other  two  improvements  previously  described,  the  pat- 
entees or  owners  of  the  several  letters  patent  elected  to  compromise 
rather  than  litigate,  and  the  result  was  that  the  entire  interest 
became  ultimately  vested  in  the  appellants. 

V.  Patented  improvements  in  the  method  of  transferring  motion 
from  the  driving  wheel  of  a  reaping  machine  to  the  rake  on  the 
platform  of  the  machine,  and  in  the  method  of  hanging  the  reel  so 
as  to  dispense  with  any  post  on  the  side  of  the  machine  next  the 
grain,  were  also  acquired  by  the  appellants  as  a  part  of  the  same 
arrangement,  and  they  charge  in  t!ie  bill  of  complaint  that  the 
second  claim  of  the  original  letters  patent,  embodying  that  im- 
provement, is  also  infringed  by  the  respondents. 

Power  to  grant  letters  patent  is  conferred  by  law  upon  the  Com- 
missioner of  Patents,  and  when  that  power  has  been  lawfully  ex- 
ercised, and  a  patent  has  been  duly  granted,  it  is  of  itself  primd 
facie  evidence  that  the  patentee  is  the  original  and  first  inventor 
of  that  which  is  therein  described,  and  secured  to  him  as  his  inven- 
tion.     White  et  al  v.  Alien  et  al,  2  Clifford,  228. 
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Persons  seeking  redress  for  the  unlawful  use  of  letters  patent,  in 
which  they  have  an  interest,  are  obliged  to  allege  and  prove  that 
they,  or  those  under  whom  they  claim,  are  the  original  and  first 
inventors  of  the  improvement  embodied  in  the  letters  patent  on 
which  the  suit  is  founded,  and  that  the  same  have  been  infringed 
by  the  piarty  against  whom  the  suit  is  brought. 

Undoubtedly  the  burden  to  establish  both  of  those  allegations  is, 
in  tlie  first  place,  upon  the  party  instituting  the  suit,  as  they  lie  at 
the  foundation  of  every  such  claim,  but  the  law  is  well  settled  that 
the  letters  patent  in  question,  wliere  they  are  introduced  in  evi- 
dence in  support  of  the  claim,  if  they  are  in  due  form,  afford  a 
primd  facte  presumption  that  the  first-named  allegation  is  true, 
and  the  rule  is  equally  well  settled  that  that  presumption,  in  the 
absence  of  satisfactory  proof  to  the  contrary,  is  sufficient  to  entitle 
the  party  instituting  the  suit  to  recover  for  the  alleged  violation  of 
the  exclusive  rights  secured  to  him  in  the  letters  patent. 

Availing  themselves  of  that  rule  of  law  the  complainants  in  this 
case  introduced  the  five  several  letters  patent  on  which  the  suit  is 
founded,  and  they  contend,  and  well  contend,  that  their  effect  as 
evidence  is  to  cast  the  burden  of  proof  upon  the  respondents  to  show 
that  the  respective  patentees  are  not  the  original  and  first  inventors 
of  the  improvements  embodied  in  the  several  letters  patent,  as  they 
have  alleged  in  their  answer. 

Parties  defendants,  sued  as  infringers,  are  not  allowed  in  an 
action  at  law  to  set  up  the  defense  of  a  previous  invention,  knowl- 
edge, or  use  of  th^  thing  patented,  unless  they  have  given  notice 
of  such  a  defense  thirty  days  betbre  the  trial,  and  have  stated  in 
the  notice  *'the  names  and  places  of  residence  of  those  whom  they 
intend  to  prove  to  have  possessed  a  prior  knowledge  of  the  thing, 
and  where  the  same  had  been  used;''  and  the  settled  practice  in 
equity  is  to  require  the  respondent,  as  a  condition  precedent  to  such 
defense,  to  give  the  complainant  substantially  the  same  informa- 
tion in  his  answer.  Agaivam  Company  v.  Jordan,  7  Wallace,  596; 
Teese  v.  Huntingdon,  23  Howard,  10. 

Notices  of  the  kind  were  given  by  the  respondents  in  this  case, 
but  it  will  be  more  convenient  to  examine  certain  special  defenses 
set  up  in  the  answer  before  entering  upon  that  inquiry,  as  the 
decree  must  be  affirmed,  in  any  event,  if  any  one  of  those  defenses 
is  well  founded,  whether  tlie  issues  of  novelty  and  of  infringement 
are  determined  in  favor  of  the  complainants  or  respondents. 

AH  of  the  special  defenses  apply  to  the  original  patent,  as  well 
as  to  those  which  have  been  reissued,  except  such  as  are  founded 
upon  the  acts  or  omissions  of  the  Commissioner  in  granting  the 
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reissues,  which  of  course  are  not  applicable  to  the  former.  They 
are  eight  in  number,  as  exhibited  in  the  answer,  the  respondents 
alleging  in  each  that  the  letters  patent  are  void  and  of  no  effect 
for  the  reasons  therein  set  forth  ;  and  they  will  be  briefly  examined 
in  the  order  in  which  they  are  pleaded. 

1.  That  the  letters  patent  are  void  and  of  no  effect  because  the 
patentees  did  not  make  oath,  before  the  patents  were  granted,  that 
they  did  verily  believe  that  they  were  the  original  and  first  invent- 
ors of  the  improvements  for  which  the  letters  patent  were  solicited. 

Congress  possesses  the  power  to  pass  laws  to  secure  to  invent- 
ors, for  limited  times,  the  exclusive  right  to  their  inventions,  and 
Congress,  in  pursuance  of  that  article  of  the  Constitution,  has  con- 
ferred the  power  to  grant  letters  patent  for  that  purpose  upon  the 
Commissioner  of  Patents.  Persons  who  have  made  an  invention, 
and  who  desire  to  obtain  an  exclusive  property  therein,  may  make 
application  in  writing  to  the  Commissioner  of  Patents,  and  the 
provision  is  that  the  Commissioner,  on  due  proceedings  had,  may 
grant  a  patent  for  the  said  invention. 

Inventors  of  machines  are  required,  before  they  receive  a  patent, 
to  deliver  a  written  description  of  their  inventions,  and  of  the 
manner  and  process  of  making,  constructing,  and  using  the  same, 
in  such  ''full,  clear,  and  exact  terms'*  as  to  enable  any  person 
skilled  in  the  art  or  science  to  make,  construct,  and  use  the  same, 
and  fully  to  explain  the  principle  by  which  the  invention  may  be 
distinguished  from  others  of  like  kind ;  and  they  are  also  required 
to  specify  and  point  out  the  part,  improvement,  or  combination 
which  they  claim  as  their  invention. 

Doubtless  these  several  requirements  may  be  regarded  as  condi- 
tions precedent  to  the  right  of  the  Commissioner  to  grant  the  ap- 
plication, as  they  must  appear  on  the  face  of  the  letters  patent, 
and  are  always  open  to  legal  construction  as  to  their  sufficiency. 

Drawings  are  also  required  in  certain  cases,  and  where  the  in- 
vention is  such  that  it  may  be  represented  by  a  model,  the  appli- 
cant for  a  patent  is  required  to  furnish  a  model  of  the  same;  and 
the  further  requirement  is  that  he  shall  make  oath  or  affirmation 
that  he  does  verily  believe  that -he  is  the  original  and  first  inventor 
of  the  improvement  for  which  he  solicits  a  patent,  and  that  he  does 
not  know  that  the  same  was  ever  before  known  or  used. 

Importance,  it  is  conceded,  must  be  attached  to  the  latter  re- 
quirement, but  it  is  certain  that  the  oath  or  affirmation  may  be 
taken  elsewhere  than  before  the  Commissioner,  as  the  same  section 
provides  that  it  ''may  be  made  before  any  person  authorized  by 
law  to  administer  oaths.''     5  Stat,  at  Large,  119. 
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Extended  examination  of  the  question,  however,  is  unnecessary, 
as  every  one  of  the  letters  patent  on  which  the  suit  is  founded  con- 
tains the  recital  that  the  required  oath  was  taken  before  the  same 
was  granted,  and  the  court  is  of  the  opinion  that  those  recitals,  in 
the  absence  of  fraud,  are  conclusive  evidence  that  the  necessarv 
oaths  were  taken  by  the  applicants  before  the  letters  patent  were 
granted. 

2.  That  the  letters  patent  are  void  and  of  no  effect  because  the 
patentees  did  not  specify  and  point  out  in  their  specifications  and 
claims  the  parts,  improvements,  or  combinations  which  they  claim 
as  their  respective  inventions. 

Grant  the  theory  of  fact  assumed  in  the  proposition  and  the  con- 
clusion would  follow,  but  tlie  whole  theory  of  the  proposition  as 
applied  to  the  present  case  is  founded  in  error. 

Inventions  secured  by  letters  patent  sometimes,  though  rarely, 
embrace  an  entire  machine,  and  in  such  cases  it  is  sufficient  if  it 
appear  that  the  claim  is  coextensive  with  the  invention.  Other 
inventions  embrace  only  one  or  more  parts  of  a  machine,  as  the 
coulter  of  a  plough,  or  the  divider  or  sweep-rake  of  a  reaping  ma- 
chine; and  in  such  cases  the  part  or  parts  claimed  must  be  specified 
and  pointed  out  so  that  constructors,  other  inventors,  and  the  pub- 
lic may  know  how  to  make  the  invention,  and  what  is  withdrawn 
from  general  use. 

Patented  inventions  are  also  made  which  embrace  both  a  new 
ingredient  and  a  combination  of  old  ingredients  embodied  in  the 
same  machine.  Even  more  particularity  of  description  is  required 
in  such  a  case,  as  the  property  of  the  patentee  consists,  not  only  in 
the  new  ingredient,  but  also  in  the  new  combination,  and  it  is 
essential  that  his  invention  shall  be  so  fully  described  that  others 
may  not  be  led  into  mistake,  as  no  other  person  can  lawfully  make, 
use,  or  vend  a  machine  containing  such  new  ingredient  or  such 
new  combination.  They  may  make,  use,  or  vend  the  machine  with- 
out the  patented  improvements,  if  it  is  capable  of  such  use,  but  they 
cannot  use  either  of  those  improvements  without  making  themselves 
liable  as  infringers. 

Improvements  in  machines  protected  by  letters  patent  may  also 
be  mentioned,  of  a  much  more  numerous  class,  where  all  the  ingre- 
dients of  the  invention  are  old,  and  where  the  invention  consists 
entirely  in  a  new  combination  of  the  old  ingredients,  whereby  a 
new  and  useful  result  is  obtained^  and  many  of  them  are  of  great 
utility  and  value,  and  are  just  as  much  entitled  to  protection  as 
those  of  any  other  class.  Union  Sugar  Refinery  v.  Matihieaseny  2 
Fisher's  Patent  Gases^  605. 
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Such  a  combination  is  suflSciently  described  if  the  ingredients  of 
which  it  is  composed  are  named,  their  mode  of  operation  given,  and 
the  new  and  useful  result  to  be  accomplished  pointed  out,  so  that 
those  skilled  in  the  art  and  the  public  may  know  the  extent  and 
nature  of  the  claim,  and  what  the  parts  are  which  co-operate  to 
produce  the  described  new  and  useful  result.  Tested  by  these  rules, 
it  is  clear  that  the  objection  under  consideration  cannot  prevail  in 
respect  to  any  one  of  the  several  letters  patent  on  which  the  suit 
is  founded. 

3.  That  the  reissued  letters  patent  are  void  and  of  no  effect,  be- 
cause the  Commissioner  of  Patents  never  obtained  jurisdiction  to 
receive  the  surrender  of  the  originals,  nor  to  grant  the  reissues,  as 
no  evidence  was  produced  before  him  to  show  tliat  the  originals 
were  inoperative  or  invalid  for  any  reason  or  cause  whatsoever. 

Whenever  any  patent  is  inoperative  or  invalid,  by  reason  of  a 
defective  or  insufficient  description  or  specification,  if  the  error 
arose  by  inadvertency,  accident,  or  mistake,  and  without  any  fraud- 
ulent or  deceptive  intention,  it  is  lawful  for  the  Commissioner,  upon 
the  surrender  to  him  of  such  patent,  and  of  the  payment  to  him  of 
a  certain  duty,  to  cause  a  new  patent  to  be  issued  to  the  inventor 
for  the  same  invention  for  the  residue  of  the  term  then  unexpired, 
in  accordance  with  the  patentee's  corrected  description  and  specifi- 
cation.    5  Stat,  at  Large,  122. 

Whether  adjudged  to  be  valid  or  invalid,  it  is  clear  that  the 
several  reissued  letters  patents  are  all  in  due  form,  and  that  they 
contain  all  the  usual  recitals  asserting  a  compliance  with  the  re- 
quirements specified  in  the  patent  act,  and  it  is  equally  certain 
that  the  respondents  did  not  introduce  any  proofs  to  establish  the 
theory  of  fact  assumed  in  the  answer. 

Authority  to  accept  the  surrender  of  original  patents  in  certain 
cases,  and  to  grant  new  patents  to  the  inventor,  was  conferred  upon 
the  Commissioner  by  the  act  of  the  3d  of  July,  1832,  and  in  a  case 
arising  under  that  act  it  was  held  by  this  court,  more  than  thirty 
years  ago,  that  where  an  act  was  to  be  done  or  a  patent  granted, 
upon  proofs  to  be  laid  before  a  public  officer,  upon  which  he  was  to 
decide,  the  fact  that  such  public  officer  had  done  the  act  or  granted 
the  patent  was  prima  facie  evidence  that  the  proofs  had  been  reg- 
ularly made,  and  that  they  were  satisfactory,  even  though  the 
])atent  did  not  contain  any  recitals  tliat  the  prerequisites  to  the 
grant  had  been  fulfilled  ;  and  such  continued  to  be  the  rule  until 
the  question  came  up  again  for  consideration  under  the  existing 
patent  act,  when  it  was  held  by  this  court  that  the  fact  of  the 
granting  of  the  reissued  patent  closed  all  inquiry  into  the  existence 
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of  inadvertence,  accident,  or  mistake,  and  left  open  only  the  ques- 
tion of  fraud  for  the  jury.  Railroad  v.  Stimpaon,  14  Peters,  458  ; 
Stimpson  v.  BaUroad,  4  Howard,  384  ;  4  Stat,  at  Large,  559. 

Since  that  time  it  has  been  definitely  settled  that  neither  re- 
issued  nor  extended  patents  can  be  abrogated  by  an  infringer,  in  a 
suit  against  him  for  infringement,  upon  the  ground  that  the  letters 
patent  were  procured  by  fraud  in  prosecuting  the  application  for 
the  same  before  the  Commissioner.  Rubber  Company  v.  Goodyear, 
9  Wallace,  797  ;  S,  C,  2  Cliflford,  375. 

Where  the  Commissioner  accepts  a  surrender  of  an  original  pat- 
ent and  grants  a  new  patent,  his  decision  in  the  premises,  in  a 
suit  for  infringement,  is  final  and  conclusive,  and  is  not  re-exam- 
inable  in  such  a  suit  in  the  Circuit  Court,  unless  it  is  apparent 
upon  the  face  of  the  patent  thvat  he  has  exceeded  his  authority, 
that  there  is  such  a  repugnancy  between  the  old  and  the  new 
patent  that  it  must  be  held,  as  mitter  of  legal  construction,  that 
the  new  patent  is  not  for  the  same  invention  as  that  embraced 
and  secured  in  the  original  patent.  Battin  v.  Taggart,  17  Howard, 
83 ;  O'BeiUy  v.  Moj'se,  15  Id.,  Ill,  112;  Sickles  v.  Evans  et  aL,  2 
Clifford,  222  ;  Allen  v.  Blunt,  3  Story,  744. 

4.  That  the  reissued  letters  patent  are  void  and  of  no  effect  be- 
cause they  were  not  granted  for  the  same  invention  as  that  em- 
bodied in  the  original  letters  patent,  nor  for  any  invention  made  by 
the  patentees  before  the  original  letters  patent  were  granted. 

Reissued  letters  patent  must,  by  the  express  words  of  the  section 
authorizing  the  same,  be  for  the  same  invention,  and  consequently 
where  it  appears  on  a  comparison  of  the  two  instruments,  as  matter 
of  law,  that  the  reissued  patent  is  not  for  the  same  invention  as  that 
embraced  and  secured  in  the  original  patent,  the  reissued  patent  is 
invalid,  as  that  state  of  facts  shows  that  the  Commissioner,  in 
granting  the  new  patent,  exceeded  his  jurisdiction.  Power  is  un- 
questionably conferred  upon  the  Commissioner  to  allow  the  specifi- 
cation to  be  amended  if  the  patent  is  inoperative  or  invalid,  and  in 
that  event  to  issue  the  i)atent  in  proper  form;  and  he  may,  doubt- 
less, under  that  authority,  allow  the  patentee  to  redescribe  his  in- 
vention and  to  include  in  the  description  and  claims  of  the  patent 
not  onlv  what  was  well  describe:^  before  but  whatever  else  was 
suggested  or  substantially  indicated  in  the  specification  or  draw- 
ings which  properly  belonged  to  the  invention  as  actually  made 
and  perfected.  Interpolations  of  new  features,  ingredients,  or 
devices,  whicli  were  neither  described,  suggested,  nor  indicated  in 
the  original  patent,  or- Patent  Office  model,  are  not  allowed,  as  it 
is  clear  that  the  Commissioner  has  no  jurisdiction  to  grant  a  re- 
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issue  unless  it  be  for  the  same  invention  as  that  embodied  in  the 
original  letters  patent,  which  necessarily  excludes  the  right  on  such 
an  application  to  open  the  case  to  new  parol  testimony  and  a  new 
hearing  as  to  the  nature  and  extent  of  the  improvement,  except  in 
certain  special  cases,  as  provided  in  a  recent  enactment  not  applica- 
ble to  the  case  before  the  court.  16  Stat,  at  Large,  206 ;  CaJiari 
et  al.  V.  Atistin,  2  Clifford,  536  ;  Curtis  on  Patents,  (3d  ed.,)  276 ; 
Woodworth  V.  Stone,  3  Story,  753. 

Corrections  may  be  made  in  the  description,  specification,  or 
claim  where  the  patentee  has  claimed  as  new  more  than  he  had  a 
right  to  claim,  or  where  the  description,  specification,  or  claim  is 
defective  or  insnfiicient,  but  he  cannot  under  such  an  application 
make  material  additions  to  the  invention  which  were  not  described, 
suggested,  nor  substantially  indicated  in  the  original  specifications, 
drawings,  or  Patent  OflSce  model. 

Prior  to  the  decision  of  this  court  that  a  person  sued  as  an  in- 
fringer cannot  abrogate  a  reissued  or  extended  patent  by  showing 
that  the  Commissioner  had  been  induced  to  grant  it  by  fraudulent 
representations,  it  had  sometimes  been  supposed  that  every  such 
new  patent  was  open  to  that  defense  and  that  the  question  was  one 
of  fact  dependent  upon  evidence,  but  since  it  has  been  determined 
that  such  a  party  cannot  be  heard  to  make  such  a  defense  to  the 
charge  of  infringement,  it  has  come  to  be  regarded  as  the  better 
opinion  that  all  matters  of  fact  involved  in  the  hearing  of  an  appli- 
cation to  reissue  a  patent,  and  in  granting  it,  are  conclusively  set- 
tled by  the  decision  of  the  Commissioner  granting  the  application. 
Matters  of  construction  arising  upon  the  face  of  the  instrument  are 
still  open,  but  all  matters  of  fact  connected  with  the  surrender  and 
reissue  are  closed  in  such  a  suit  by  the  decision  of  the  Commis- 
sioner in  granting  the  reissued  patent.  Rubber  Co,  v.  Goodyear, 
9  Wallace,  796;  SHmpson  v.  Railroad,  4  Howard,  404;  Railroad 
V.  Stimpson,  14  Peters,  458. 

Letters  patent  reissued  for  an  invention  substantially  different 
from  that  embodied  in  the  original  patent  are  void  and  of  no  effect, 
as  no  jurisdiction  to  grant  such  a  patent  is  conferred  by  any  act  of 
Congress  upon  the  Commissioner,  and  he  possesses  no  power  in  that 
behalf  except  what  the  acts  of  Congress  confer.  Whether  a  reissued 
patent  is  for  the  same  invention  as  that  embodied  in  the  original 
patent  or  for  a  different  one  is  a  question  for  the  court  in  an  equity 
suit  to  be  determined  as  a  matter  of  construction,  on  a  comparison 
of  the  two  instruments,  aided  or  not  by  the  testimony  of  expert 
witnesses,  as  it  may  or  may  not  appear  that  one  or  both  may  con- 
tain technical  terms  or  terms  of  art  requiring  such  assistance  in 
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ascertaining  the  true  meaning  of  the  language  employed.  Sickles 
V.  Evam  et  al,  2  Clifford,  203. 

Where  the  specification  and  claim,  both  in  the  original  and 
reissued  patents,  are  expressed  in  ordinary  language,  without  em- 
ploying any  technical  terms  or  terms  of  art,  the  question  whether 
the  reissued  patent  is  for  the  same  invention  as  that  described  ia 
the  original  patent  or  for  a  different  one  is  purely  a  question  of 
construction,  but  where  both  or  either  contain  technical  terms  or 
terras  of  art  the  court  may  hear  the  testimony  of  scientific  wit- 
nesses to  aid  the  court  in  coming  to  a  correct  conclusion.  Cases 
doubtless  arise  where  the  language  of  tlie  specification  and  claim, 
both  of  the  surrendered  and  reissued  patents,  is  so  interspersed 
with  technical  terms  and  terms  of  art  that  the  testimony  of  scien- 
tific  witnesses  is  indispensable  to  a  correct  understanding  of  its 
meaning.  Both  parties  in  such  a  case  would  have  a  right  to  ex- 
amine such  witnesses,  and  it  would  undoubtedly  be  error  in  the 
court  to  reject  the  testimony,  but  the  case  before  the  court  is  not  of 
a  character  to  render  it  expedient  to  pursue  the  inquiry.  Biachoff 
V.  Wethered,  9  Wallace,  814;  Belts  v.  Menzies,  4  Bast  &  Smith,  Q. 
B.  999. 

Apply  the  rule  to  the  present  case,  that  the  question  is  one  of 
construction,  and  it  is  clear  that  the  defense  under  consideration  is 
not  open  to  the  respondents,  as  they  did  not  introduce  in  evidence 
the  original  letters  patent  from  which  the  reissued  patents  were 
derived. 

Persons  owning  reissued  letters  patent,  and  seeking  redress  from 
those  who  have  evaded  their  exclusive  rights,  are  not  abliged  to 
introduce  in  evidence  the  surrendered  patent,  and,  if  the  old  patent 
is  not  introduced  by  the  party  sued,  he  cannot  have  the  benefit  of 
such  a  defense. 

5.  That  the  several  letters  patent  are  void  and  of  no  effect  be- 
cause the  claims  therein  patented  are  for  an  effect,  and  not  for  any 
particular  machinery. 

Founded,  as  the  defense  is,  upon  an  obvious  misconstruction  of 
the  claims  of  the  several  patents,  it  does  not  seem  to  require  much 
explanation.  Omit  the  words  '^  substantially  as  described,''  or 
'*  substantially  as  set  forth,"  and  the  question  presented  would  be 
a  very  different  one ;  but  inasmuch  as  those  words,  or  words  of 
equivalent  import,  are  employed  in  each  of  the  claims,  the  defense 
is  without  merit.  Where  the  claim  immediately  follows  the  de- 
scription of  the  invention,  it  may  be  construed  in  connection  with 
the  explanations  contained  in  the  specifications,  and  where  it  con- 
tains words  referring  back  to  the  specifications,  it  cannot  properly 
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be  construed  in  any  other  way.     Curtis  on  Patents,  (3d  ed.,)  §§ 
225-227. 

6.  That  the  several  reissued  letters  patent  are  void  and  of  no 
effect  because  the  claims  therein  made  are  too  broad,  and  embrace 
that  of  which  the  patentees  were  not  the  original  and  first  invent- 
ors prior  to  the  granting  of  the  original  letters  patent. 

Properly  understood,  the  defense  is  substantially  the  same  as 
that  set  up  in  the  fourth  defense,  and  it  must  be  overruled  for  the 
same  reasons,  which  need  not  be  repeated. 

7.  That  the  several  letters  patent  are  void  and  of  no  eflfect  be- 
cause what  is  claimed  therein  as  new  was  in  public  use,  with  the 
consent  and  allowance  of  the  original  patentees,  more  than  two 
years  before  they  applied  for  the  several  patents. 

Such  a  defense  set  up  in  a  case  where  the  complainants  file  the 
general  replication  is  of  no  avail  unless  sustained  by  proof,  and  the 
respondents  did  not  introduce  any  proofs  to  sustain  it,  which  is  all 
that  need  be  said  upon  tlie  subject. 

8.  That  the  combination  claimed  in  each  of  tlie  several  letters 
patent  is  a  combination  of  old  parts,  the  combining  of  which  in- 
volved no  invention,  but  merely  the  skill  of  an  intelligent  mechanic 
or  other  person  skilled  in  the  manufacture  and  use  of  harvesting 
machines. 

Reduced,  to  a  proposition,  the  defense,  as  set  up  in  the  answer, 
is  that  the  several  improvements  were  old,  and  not  patentable  on 
that  account,  as  no  improvements  were  made  wliich  required  in- 
vention. Specific  objection  is  made  under  this  head  to  each  of  the 
four  reissued  letters  patent,  but  the  grounds  of  the  several  objec- 
tions are  substantially  the  same,  so  that  the  several  propositions 
may  be  considered  together. 

New  and  useful  machines  are  the  proper  subjects  of  an  applica- 
tion for  a  patent,  and  so,  by  the  express  words  of  the  act  of  Con- 
gress, are  new  and  useful  improvements  on  any  machine.  All  of 
the  patents  embraced  in  the  suit  fall  under  the  second  clause  of 
the  provision,  and  are  of  the  fourth  class  of  patents  before  de- 
scribed— that  is,  they  consist  of  a  new  combination  of  old  elements 
whereby  a  new  and  useful  result  is  obtained. 

Particular  changes  may  be  made  in  the  construction  and  opera- 
tion of  an  old  machine  so  as  to  adapt  it  to  a  new  and  valuable  use 
not  known  before,  and  to  which  the  old  machine  had  not  been, 
and  could  not  be,  applied  without  those  changes,  and,  under  those 
circumstances,  if  the  machine,  as  changed  and  modified,  produces 
a  new  and  useful  result,  it  may  be  patented,  and  the  patent  will 
be  upheld   under  existing  laws.     Bray  v.  HartsJiorn,  1  Clifford, 
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541  ;  Losh  v.  Hague,  1  Webster's  Patent  Cases,  207  ;  Hindmarsh 
on  Patents,  95;  Phillips  v.  Page,  24  Howard,  166;  Norman  on 
Patents,  25. 

Such  a  change  in  an  old  machine  may  consist  merely  of  a  new 
and  useful  combination  of  the  several  parts  of  which  the  old  ma- 
chine is  composed,  or  it  may  consist  of  a  material  alteration  or 
modification  of  one  or  more  of  the  several  devices  which  entered 
into  its  construction  ;  and  whether  it  be  the  one  or  the  other,  if 
the  change  of  construction  and  operation  actually  adapts  the  ma- 
chine to  a  new  and  valuable  use  not  known  before,  and  it  actually 
produces  a  new  and  useful  result,  then  a  patent  may  be  granted 
for  the  same,  and  it  will  be  upheld  as  a  i)atentable  improvement. 
Park  V.  Little  J  3  Washington  Circuit  Court,  196. 

Improvements  for  which  a  patent  may  be  granted  must  be  new 
and  useful  within  the  meaning  of  the  patent  law,  or  the  patent 
will  be  void  ;  But  the  requirement  of  the  patent  act  in  that  respect 
^s  satisfied  if  the  combination  is  new  and  the  machine  is  capable  of 
being  beneficially  used  for  the  purpose  for  which  it  was  designed, 
as  the  law  does  not  require  that  it  should  be  of  such  general  utility 
as  to  supersede  all  other  inventions  in  practice  to  accomplish  the 
same  object.  Lowell  v,  Lewis,  1  Mason,  182  ;  Bedford  v.  Hunt, 
Id.,  302  ;  Many  v.  Jagger,  1  Blatchford,  372  ;  Barrett  v.  Hall,  1 
Mason,  447. 

Unsuccessful  in  those  defenses  the  respondents  in  the  next  place 
attack  the  respective  inventions  as  destitute  of  originality,  and 
allege  that  the  patentees  were  not  the  original  and  first  inventors 
of  the  several  improvements  supposed  to  be  secured  in  the  letters 
patent.  Separate  defenses  of  the  kind  are  set  up  in  the  answer  to 
each  of  the  letters  patent,  but  the  nature  and  character  of  the 
objections  are  such  that  the  whole  series  may  properly  be  consid- 
ered together. 

Prior  notice  in  the  answer  is  required  in  such  a  case  as  a  condi- 
tion precedent  to  the  right  to  introduce  proofs  to  support  such  a 
defense,  and  it  is  certainly  proper  that  the  respondent  should  be 
allowed  to  comply  with  that  requirement,  but  it  is  an  abuse  of  the 
privilege  to  give  such  notices  without  some  reason  to  suppose  that 
such  a  defense  can  successfully  be  made,  and  that  the  proofs,  if  re- 
quired, can  be  obtained,  as  it  exposes  the  complainant  to  unneces- 
sary expense  and  trouble  in  preparing  his  case  for  trial.  Where 
no  proofs  were  introduced  in  support  of  the  answer  no  mention 
will  be  made  of  the  notices,  as  a  notice  without  proof  to  support  it 
is  of  no  avail. 

Out  of  all  the  alleged  prior  inventions  set  up  in  the  answer  only 
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four  were  made  the  subject  of  proof  to  any  substantial  extent. 
Two  of  these  are  the  inventions  of  Obed  Hussey  and  of  Thomas 
D.  Burral,  of  the  combination  of  the  quadrant-shaped  platform 
located  behind  the  cutting  apparatus.  Those  patents  were  intro- 
duced as  tending  more  particularly  to  supersede  the  reissued  patent 
number  seventy-two,  before  described. 

Strong  doubts  are  entertained  whether  any  of  the  patents  given 
in  evidence  by  the  respondents  as  superseding  the  particular  pat- 
ent of  the  complainants,  involved  in  this  issue,  are  of  a  character 
to  have  that  effect,  even  if  the  inventions  which  they  purport  to 
secure  were  of  prior  date,  but  it  is  not  absolutely  necessary  to  de- 
cide that  point,  except  as  to  one  of  the  exhibits,  as  the  court  is  of 
the  opinion  that  none  of  the  others  antedate  the  invention  secured 
in  that  patent.  Conclusions  are  all  that  will  be  useful  on  this 
branch  of  the  case,  especially  as  the  question  is  one  of  fact  de- 
pendent upon  the  proofs,  which  are  somewhat  conflicting,  and 
where  a  full  analysis  of  the  evidence  would  hardly  be  practicable, 
as  it  would  extend  the  opinion  to  an  unreasonable  length. 

Proofs  entirely  satisfactory  to  the  court  are  exhibited  by  the  com- 
plainants showing  that  their  invention,  as  described  in  the  patent 
in  question,  was  perfected  early  in  the  summer  of  1849,  as  a  mate- 
rial part  of  a  harvesting  machine,  and  that  the  same  was  reduced 
to  practice  as  an  operative  machine  during  the  harvesting  season 
of  that  year. 

Hussey,  from  1839  or  earlier  to  the  time  of  his  death,  in  the 
summer  of  1860,  was  much  engaged  in  the  manufacture  of  reaping 
machines  of  various  kinds.  Most  of  his  machines,  however,  were 
constructed  without  any  reel  and  with  square  platforms,  so  as  to 
drop  the  cut  grain  at  the  rear  of  the  platform,  differing  so  widely 
from  the  patented  machine  of  the  complainants  as  to  require  no 
argument  to  show  that  they  afford  no  support  to  the  present  de- 
fense. Other  machines  were  constructed  by  him  with  a  straight 
guide-board  on  the  platform,  which  was  adjustable  within  certain 
limits,  and  the  apparatus  was  doubtless  capable,  to  a  limited  ex- 
tent, of  causing  the  cut  grain  to  be  moved  sufficiently  out  of  the 
path  of  the  machine  to  give  room  for  a  single  team. 

Evidence  to  show  that  the  invention  of  the  complainants  is  em- 
bodied in  those  machines  is  entirely  wanting,  and  it  is  quite  cle<ir 
that  if  any  such  had  been  introduced  it  could  not  have  been  cred- 
ited, as  the  differences  between  them  are  too  palpable  and  material 
to  be  overcome  by  parol  evidence.  Machines  were  also  made  by 
him  with  two  platforms,  or  with  a  platform  in  two  parts,  the  one 
being  attached  to  the  rear  of  the  other,  but  it  required  two  men 
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to  do  the  work  which,  with  the  complainants'  machine,  is  easily 
and  much  better  accomplished  by  one,  which  is  certainly  all  the 
explanation  which  need  be  given  of  those  machines  in  the  present 
case. 

Apart  from  these  he  also  made  one  experimental  machine,  with 
a  squar?  platform,  to  which  was  bolted  an  angular  addition,  giving 
the  whole,  when  the  addition  was  attached,  an  angular  form.  Ex- 
amined when  the  addition  is  bolted  to  the  main  platform,  irre- 
spective of  the  other  ingredients  of  the  combination,  it  approaches 
much  nearer  to  the  invention  of  the  complainants  than  any  of  the 
other  exhibits  introduced  in  evidence  by  the  respondents.  Conced- 
ing all  that,  still  it  would  not  be  difficult  to  show  that  the  two  are 
substantially  different  in  several  respects ;  but  it  is  unnecessary  to 
enter  that  field  of  inquiry,  as  the  proofs  are  entirely  satisfactory  to 
the  court,  that  the  machine,  as  constructed,  was  merely  an  experi- 
ment, and  that  it  was  never  reduced  to  practice  as -an  operative 
machine  Undoubtedly  it  was  built  in  the  autumn  of  1848,  sub- 
sequent to  the  close  of  the  harvest  season ;  but  the  respondents' 
testimony  shows  that  it  was  not  used  for  cutting  grain  during  that 
harvesting  season. 

Some  obscurity  surrounds  its  early  history,  nor  is  it  of  much  im- 
portance that  it  should  be  better  known.  It  appears  that  it  was 
sent  to  the  railroad  depot  to  be  transported  to  some  other  place  for 
trial ;  but  there  is  no  positive  evidence  that  it  was  ever  forwarded 
or  used,  or  that  it  was  capable  of  any  beneficial  use.  Where  it 
was  transported,  if  at  all,  from  the  depot,  does  not  appear  ;  but  it 
does  appear  that  it  was  returned  the  next  year  to  the  shop  of  the 
maker,  and  that  it  was  set  against  the  wall  by  the  side  of  the 
street,  in  front  of  the  shop,  where  it  remained  for  some  time  ;  that 
it  was  then  removed  to  the  new  shop  of  the  maker,  where  it  re- 
mained until  it  was  taken  to  pieces  and  broken  up  by  his  order, 
and  never  restored  till  long  subsequent  to  the  complainants'  pat- 
ent. 

Original  and  first  inventors  are  entitled  to  the  benefit  of  their 
inventions  if  they  reduce  the  same  to  practice,  and  seasonably  com- 
ply with  the  requirements  of  the  patent  law  in  procuring  letters 
patent  for  the  protection  of  their  exclusive  rights.  Crude  and  im- 
perfect experiments  are  not  sufficient  to  confer  a  right  to  a  patent ; 
but  in  order  to  constitute  an  invention,  the  party  must  have  pro- 
ceeded so  far  as  to  have  reduced  his  idea  to  practice,  and  embodied 
it  in  some  distinct  form. 

Desertion  of  an  invention  consisting  of  a  machine,  never  pat- 
ented, may  be  proved  by  showing  that  the  inventor,  after  he  had 
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constructed  it,  and  before  he  had  reduced  it  to  practice,  broke  it  up 
as  something  requiring  more  thought  and  experiment,  and  laid  the 
parts  aside  as  incomplete,  provided  it  appears  that  those  acts  were 
done  without  any  definite  intention  of  resuming  his  experiments, 
and  of  restoring  the  machine  with  a  view  to  apply  for  letters  patent. 
Johnson  v.  Boot,  2  Clifford,  123;  Gayler  v.  Wilder  et  al.,  10  How- 
ard, 498;  Parkhurst  v.  Kinsman^  1  Blatchford,  494;  White  et  aL 
V.  Allen  et  aL,  2  Clifford,  230. 

He  is  the  first  inventor  in  the  sense  of  the  patent  law,  and  en- 
titled to  a  patent  for  his  invention,  who  first  perfected  and  adapted 
the  same  to  use,  and  it  is  well  settled  that  until  the  invention  is  so 
perfected  and  adapted  to  use  it  is  not  patentable  under  the  patent 
law.  Washburn  y,  Gould,  3  Story,  122;  Calioonw  Ring,  1  Clifford, 
612. 

Argument  is  hardly  necessary  to  show  that  nothing  else  intro- 
duced in  evidence  by  the  respondents  as  having  been  constructed  by 
that  inventor  is  of  a  character  to  interfere,  in  any  substantial  re- 
spect, with  the  novelty  of  the  invention  held  by  the  complainants, 
as  the  weight  of  the  evidence  plainly  tends  to  disprove  the  allega- 
tions of  the  answer,  and  the  inferences  to  be  drawn  from  a  com- 
parison of  the  exhibits  would  establish  the  opposite  theory  even  if 
the  other  proofs  were  less  decisive  to  that  effect. 

Prior  invention  by  Thomas  D.  Burrall  is  the  next  defense  set  up 
by  the  respondents  to  the  particular  patent  under  consideration. 
They  attempt  to  show  that  he  constructed  a  harvesting  machine 
having  a  square  platform,  to  which  he  attached  an  apron,  quadrant 
formed,  which  would  deliver  the  cut  grain,  heads  foremost,  at  the 
side  of  the  machine  and  out  of  the  way  of  the  team  in  cutting  the 
next  swath. 

Concede  the  fact  that  the  machine,  together  with  the  circular 
apron,  was  constructed  by  the  person  named  as  alleged,  and  that 
the  machine  in  that  form  antedates  the  invention  held  by  the  com- 
plainants, still  the  court  is  of  the  opinion  that  it  is  not  of  a  char- 
acter to  defeat  the  complainant's  patent,  as  it  had  no  reel,  was  not 
a  self-raker  in  any  view  of  the  case,  and  consisted  beyond  doubt  of 
a  substantially  different  combination.  Compared  with  that,  the 
invention  described  in  the  complainant's  patent  is  both  new  and 
useful,  and  is  plainly  sufficient  to  support  a  patent  as  a  new 
arrangement. 

Suppose  it  to  be  otherwise,  still  the  conclusion  as  to  this  defense 
must  be  the  same,  as  the  court  is  unhesitatingly  of  the  opinion  from 
the  proofs  that  the  supposed  inventor  did  not  construct  the  circular 
apron,  and  attach  the  same  to  the  square  platform,  and  use  the  twA 
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in  conjunction  until  after  the  complainant's  invention  was  perfected 
and  reduced  to  practice  as  an  operative  machine. 

Evidence  was  also  introduced  by  the  respondents  respecting  the 
invention  of  Nelson  Piatt,  but  extended  discussion  upon  that  topic 
is  unnecessary,  as  it  is  hardly  contended  by  the  respondents  that 
the  machine  contains  a  quadrant-shaped  platform  with,  and  imme- 
diately behind,  the  cutting  apparatus,  and  in  such  relation  to  the 
main  frame  as  that  described  in  the  specification  of  the  complain- 
ant's patent.  They  appear  to  shrink  from  that  proposition,  which 
is  the  only  one  involved  in  this  defense,  and  seek  shelter  under 
another,  of  a  very  diflTerent  character,  which  is  that  the  difference 
between  the  two  is  so  very  slight  that  it  required  no  invention  to 
pass  from  the  former  to  the  latter,  which  is  a  matter  appertaining 
to  another  head  of  the  defense  that  has  previously  been  fully  con- 
sidered and  the  point, distinctly  overruled. 

Properly  understood,  that  ma;chine  does  not  contain  a  combina- 
tion of  the  quadrant-shaped  platform  with  the  cutting  apparatus 
in  any  practical  sense.  On  the  contrary,  it  has  a  square  platform 
combined  with  the  cutting  apparatus,  and  the  quadrant-shaped 
platform  is  combined  with  the  square  platform  ;  nor  does  it  contain 
any  quadrant-shaped  platform  to  receive  tlie  grain  as  it  falls,  but 
the  ingredients  of  the  invention,  as  well  as  the  combination,  are 
different  from  those  in  the  complainant's  machine,  and  the  mode 
of  operation  is  also  different,  which  is  all  that  need  be  said  in  re- 
sponse to  that  defense. 

Substantially  the  same  defenses  were  also  set  up  to  the  other 
reissued  letters  patent,  to  the  extent  that  those  patents  were  put  in 
issue  in  the  pleadings,  but  it  will  not  be  necessary  to  restate  the 
objections  to  their  originality  nor  to  present  any  response  to  the 
same,  as  to  do  so  would  only  be  to  repeat  what  has  been  said  in 
respect  to  the  one  more  particularly  assailed  in  argument. 

Attempt  is  also  made  to  show  that  the  original  letters  patent 
described  in  the  bill  of  complaint  are  also  invalid,  because  the 
patentees  are  not  the  original  and  first  inventors  of  the  improve- 
ments therein  secured.  Whether  they  were  or  were  not  the  orig- 
inal and  first  inventors  of  the  improvement  in  the  first  claim  is  a 
matter  of  no  importance  in  this  case,  as  tlic  pleadings  do  not  put 
that  claim  in  issue.  They  only  put  in  issue  the  second  claim, 
which  embodies  the  described  metliod  of  hanging  the  reel  so  as  to 
dispense  with  any  post  or  reel-bearer  next  to  the  standing  grain, 
to  prevent  the  grain  from  getting  caught  between  the  divider  and 
the  reel-supporter,  and  the  only  evidence  introduced  of  prior  in- 
vention is  what  is  contained  in  an  article  published  in  London,  in 
21 
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the  Mechanics'  Magazine.  Expert  witnesses  were  examined  in 
respect  to  it  by  both  sides.  One  examined  by  the  respondents 
testified  that  lie  did  not  understand  that  it  had  any  reel-support 
on  the  grain  side  of  the  machine,  which  in  that  respect  is  like  the 
machine  of  the  complainants,  but  three  expert  witnesses  examined 
by  the  complainants  testify  that  neither  the  description  nor  the 
drawings  of  the  same,  as  exhibited  in  that  magazine,  show  any-  . 
thing  which  is  embodied  in  the  complainants'  patent,  and  the 
court  is  of  the  same  opinion. 

Patented  inventions  cannot  be  superseded  by  the  mere  intro- 
duction of  a  foreign  publication  of  the  kind,  though  of  prior  date, 
unless  the  description  and  drawings  contain  and  exhibit  a  sub- 
stantial representation  of  the  patented  improvement,  in  such  full, 
clear,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art  or 
science  to  which  it  appertains,  to  make,  construct,  and  practice  the 
invention  to  the  same  practical  extent  as  they  would  be  enabled  to 
do  if  the  information  was  derived  from  a  prior  patent.  Mere  vague 
and  general  representations  will  not  support  such  a  defense,  as  the 
knowledge  supposed  to  be  derived  from  the  publication  must  be 
sufficient  to  enable  those  skilled  in  the  art  or  science  to  understand 
the  nature  and  operation  of  the  invention,  and  to  carry  it  into 
practical  use.  Whatever  may  be  the  particular  circumstances 
under  which  the  publication  takes  place,  the  account  published, 
to  be  of  any  effect  to  support  such  a  defense,  must  be  an  account  of 
a  complete  and  operative  invention  capable  of  being  put  into  prac- 
tical operation.  Webster's  Patent  Cases,  719;  Curtis  on  Patents, 
(3d  cd.,)  §  278a;  HiU  v.  EvanSy  6  Law  Times,  N.  S.  90;  Betta  v. 
Menzies,  4  Best  &  Smith,  Q.  B.  999. 

None  of  these  defenses,  however,  were  sustained  in  the  court 
below,  but  the  circuit  judges  were  of  the  opinion  that  the  proofs 
failed  to  show  that  the  respondents  had  infringed  the  letters 
patent  of  the  complainants. 

Actual  inventors  of  a  combination  of  two  or  more  ingredients  in 
a  machine,  secured  by  letters  patent  in  due  form,  are  entitled, 
even  though  the  ingredients  are  old,  if  the  combination  produces 
a  new  and  useful  result,  to  treat  every  one  as  an  infringer  who 
makes  and  uses  or  vends  the  machine  to  others  to  be  used  without 
their  authority  or  license.  Pitta  v.  Whitman^  2  Story,  619;  Ames 
V.  Howard^  1  Sumner,  487. 

They  cannot  suppress  subsequent  improvements  which  are  sub- 
stantially different,  whether  the  new  improvements  consist  in  a 
new  combination  of  the  same  ingredients,  or  of  the  substitution  of 
•  some  newly-discovered  ingredient,  or  of  some  old  one,  performing 
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8ome  new  function  not  known  at  the  date  of  the  letters  patent,  as 
a  proper  substitute  for  the  ingredient  withdrawn  from  the  combi- 
nation constituting  their  invention.  Mere  formal  alterations  in 
a  combination  in  letters  patent,  however,  are  no  defense  to  the 
charge  of  infringement,  and  the  withdrawal  of  one  ingredient  from 
the  same  and  the  substititution  of  another  which  was  well  known 
at  the  date  of  the  patent  as  a  proper  substitute  for  the  one  with- 
drawn, is  a  mere  formal  alteration  of  the  combination  if  the  ingre- 
dient substituted  performs  substantially  the  same  function  as  the 
one  withdrawn. 

Patentees,  therefore,  are  entitled  in  all  cases  to  invoke  to  some 
extent  the  doctrine  of  equivalents,  but  they  are  never  entitled  to 
do  so  in  any  case  to  suppress  all  other  substantial  improvements, 
and  the  rule  which  disallows  such  pretensions,  if  properly  under- 
stood and  limited,  is  as  applicable  to  the  inventor  of  a  device,  or 
even  of  an  entire  machine,  as  to  the  inventor  of  a  mere  combina- 
tion, except  that  the  inventor  of  the  latter  cannot  treat  any  one  as 
an  infringer  whose  machine  does  not  contain  all  of  the  material 
ingredients  of  the  prior  combination,  as  in  that  state  of  the  case 
the  subsequent  invention  is  regarded  as  substantially  different  from 
the  former  one,  unless  the  latter  machine  employs  as  a  substitute 
for  the  ingredient  left  out  to  perform  the  same  function  some  other 
ingredient  which  was  well  known  as  a  proper  substitute  for  the 
same  when  the  former  invention  was  patented.  Prouty  v.  Bug- 
gies, 16  Peters,  341 ;  Johnson  v.  Root,  2  Clifford,  123. 

Bond  fide  inventors  of  a  combination  are  as  much  entitled  to 
suppress  every  other  combination  of  the  same  ingredieuts  to  pro- 
duce the  same  result,  not  substantially  different  from  what  they 
have  invented  and  caused  to  be  patented,  as  any  other  class  of 
inventors.  All  alike  have  the  right  to  suppress  every  colorable 
invasion  of  that  which  is  secured  to  them  by  their  letters  patent, 
and  it  is  a  mistake  to  suppose  that  this  court  ever  intended  to  lay 
down  any  different  rule  of  decision.  Guided  by  these  rules  the 
remaining  question  for  the  determination  of  the-  court  is  whether 
the  respondents  have  infringed  the  several  patents  described  in  the 
bill  of  complaint. 

Infringement  is  alleged  by  the  complainants,  and  the  burden  is 
upon  them  to  prove  the  allegation,  as  it  imputes  a  wrongful  act  to 
the  respondents.  All  controversy  as  to  the  character  of  the  ma- 
chines made  and  sold  by  the  respondents  is  closed  by  their  admis- 
sion set  forth  in  the  record.  Exhibit  six,  it  is  conceded  by  the 
respondents,  is  an  accurate  representation  of  the  machines  which 
they  made  and  sold,  and  the  complainants  accept  the  admission  as 
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correct.  Absolute  certainty,  therefore,  attends  that  inquiry,  and 
there  is  very  little,  if  any,  more  difficulty  in  ascertaining  the  con- 
struction of  the  patented  machines  made  and  furnished  to  the 
public  by  the  comi)lainants,  so  that  the  only  substantial  inquiry  is 
whether  the  machines  made  and  sold  by  the  respondents  infringe 
the  patented  machines  of  the  complainants,  as  the  latter  embody 
all  the  inventions  of  the  complainants,  except  the  claims  pointed 
out  as  not  infringed,  and  the  proofs  satisfy  the  court  that  the  ex- 
hibits are  constructed  in  accordance  with  the  mechanism  described 
in  the  several  letters  patent. 

Properly  construed  the  reissued  j)atent  number  four  is  the  com- 
bination of  a  quadrant-shaped  platform  located  behind  the  cutting 
apparatus  of  the  harvester  so  as  to  receive  the  grain  as  it  falls  after 
it  is  cut,  with  an  automatic  sweep-rake  so  constructed  as  to  sweep 
over  the  platform  in  circular  curves,  and  to  move  forward  and 
backward,  or  towards  and  from  the  cutting  apparatus,  so  as  to 
seize  upon  the  grain  as  it  falls,  after  being  cut,  sweeping  it  over 
the  platform  in  circular  curves  and  delivering  it  upon  the  ground 
behind  the  machine  with  its  stalks  at  right  angles,  or  nearly  so, 
with  the  line  of  progression  of  the  machine,  and  to  return  by  a 
forward  movement  towards  the  cutting  apparatus  to  the  original 
position  when  the  first  operation  commenced. 

Number  1682  is  divided  into  two  parts,  the  first  of  which  may 
be  used  without  the  second,  and  it  is  not  charged  that  the  second 
part  has  been  infringed  by  the  respondents.  Briefly  described  it 
consists  of  a  combination  of  the  cutting  apparatus  of  a  harvester 
with  a  quadrant-shaped  platform  arranged  in  the  rear  thereof,  and 
with  a  sweep-rake  operated  by  mechanism  in  such  a  manner  that 
its  teeth  are  caused  to  sweep  over  the  platform  in  curves  when 
acting  on  the  grain  and  to  discharge  the  stalks  crosswise  to  the 
direction  of  the  swath  and  out  of  the  way  of  the  team  on  the  return 
of  the  machine. 

Two  combinations  are  also  contained  in  the  reissued  patent  1863, 
but  the  respondents  are  not  charged  with  infringing  the  second,  so 
that  it  is  only  necessary  in  this  connection  to  refer  to  the  first  and 
describe  its  operation.  It  consists  of  a  combination  of  the  cutting 
apparatus  with  a  reel  and  with  a  quadrant-shaped  platform  located 
in  the  rear  of  the  cutting  apparatus,  operating  as  follows:  The 
cutting  apparatus  severing  the  grain,  the  reel  bearing  the  grain 
against  the  cutting  apparatus  and  insuring  its  delivery  upon  the 
quadrant-shaped  platform  in  the  rear  thereof,  and  the  quadrant- 
shaped  platform  receiving  the  grain  from  the  cutting  apparatus 
and  reel,  and  supporting  it  in  such  a  manner  that  it  can  be  moved 
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from  the  cutting  apparatus,  heads  foremost,  swept  round  in  a  curve 
and  discharged  u[>on  the  ground  crosswise  to  the  direction  of  the 
swath  and  out  of  the  track  of  the  horses  when  the  machine  comes 
round  to  cut  the  next  swath. 

Patent  numbered  seventy-two  is  also  an  arrangement  of  the 
quadrant-shaped  platform  immediately  behind  the  cutting  appa- 
ratus of  a  reaping  machine,  so  that  the  platform  will  receive  the 
grain  as  it  falls  irom  the  cutting  apparatus,  and  will  support  it  in 
such  a  manner  that  it  may  be  swept  round  in  a  curvilinear  path 
and  discharged,  heads  foremost,  upon  the  ground  at  the  side  of  the 
platform  out  of  the  path  of  the  horses  when  they  return. 

Reference  will  only  be  made  to  the  second  part  of  the  original 
patent  embraced  in  the  suit,  as  it  is  not  charged  that  the  respond- 
ents have  infringed  the  other  claim.  Separated  from  the  second 
claim  the  first  consists  in  a  mode  of  hanging  the  reel  in  a  reaping 
machine  so  as  to  dispense  with  any  post  or  reel-bearer  on  the  side 
next  to  the  standing  grain,  without  any  projection  of  the  reel -shaft 
or  bearing  therefor  on  that  side  of  the  machine,  so  that  the  reel 
overhangs  the  bearings  on  the  one  side  and  is  without  support  on 
the  other  side. 

Prior  to  the  act  of  Congress  allowing  several  patents  to  be  issued 
for  distinct  and  sef>arate  parts  of  the  thing  patented,  it  is  not  proba- 
ble that  a  bill  of  complaint  joining  five  several  patents  in  the  same 
charge  of  infringement  would  have  escaped  objection  from  the  re- 
spondent, but  it  will  be  noticed  that  all  the  claims  appertain  to  the 
same  general  subject,  and  that  it  requires  all  of  the  inventions  in 
question  to  constitute  a  complete  telf-raking  harvester  or  reaping 
machine,  and  that  they  are  all  embodied  in  machines  which  the 
complainants  make  and  furnish  to  the  public.  Viewed  in  that 
light  the  court  is  of  the  opinion  that  the  objection,  if  it  had  been 
made,  could  not  have  been  sustained.     5  Stat,  at  Large,  192. 

Where  the  invention  or  inventions  are  embodied  in  a  machine 
the  question  of  infringement  is  best  determined  by  a  comparison 
of  the  machine  made  by  the  respondent  with  the  mechanism  de- 
scribed in  the  complainant's  patent  or  patents,  where  more  than 
one  is  embraced  in  the  same  suit.  Blanchard  v.  Putnam,  8  Wal- 
lace, 426. 

Comparisons  of  the  kind  have  been  carefully  made  by  the  court, 
aided  by  the  evidence  of  the  expert  witnesses,  as  exhibited  in  the 
record,  and  the  court  is  of  the  opinion  that  the  several  inventions 
of  the  complainants,  excepting  the  claims  pointed  out  as  not 
infringed,  are  embodied  in  the  machines  made  and  sold  by  the 
respondents.     Two  of  the  expert  witnesses  testify  to  that  effect 
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without  qualification,  and  the  reasons  which  they  assign  for  that 
conclusion  are,  in  the  opinion  of  the  court,  decisive  of  the  question. 
Some  attempt  was  made  in  the  cross-examination  of  those  witnesses 
to  elicit  an  answer  that  the  sweep-rake  employed  by  the  respond- 
ents operated  differently  from  the  corresponding  device  of  the 
complainants  in  the  several  reissued  patents,  but  the  attempt  was 
wholly  unsuccessful,  and  called  forth  explanations  which  confirm 
the  conclusion  that  the  two  devices  have  substantially  the  same 
operation. 

Special  reference  is  made  in  the  opinion  of  the  district  judge  to 
the  means  employed  by  the  respondents  in  supporting  the  reel,  as 
showing  that  the  machines  which  they  have  made  and  sold  do  not 
infringe  the  second  claim  of  the  original  patent.  His  view  is  that 
their  machines  do  not  infringe  that  claim,  because  they  do  not 
employ  but  one  reel-post  instead  of  two,  as  shown  in  the  complain- 
ants* patent,  but  it  is  so  obvious  that  the  one  post  with  the  frame 
attached  to  the  upper  end  is  substantially  the  same  thing  that  it  is 
not  deemed  necessary  to  pursue  the  argument. 

For  these  reasons  we  are  all  of  the  opinion  that  the  complainants 
are  entitled  to  a  decree  that  their  several  patents  are  valid,  and  for 
an  account  and  for  a  perpetual  injunction,  except  as  to  such,  if  any, 
as  have  expired. 

Decree  reversed  with  costs,  and  the  cause  remanded  for  further 

proceedings 

In  conformity  to  the  opinion  of  the  court. 


Whiteley  v.  Kirby, 

(1 1  Wallace,  678.) 

The  inventions  of  Nelson  Piatt  and  of  Alfred  Cluirchill,  patented,  the  former  June  12, 
1849,  the  latter  March  3d,  1841,  (harvester->,)  contained  nothing  which  antedated 
the  pecaliar  device  secured  by  patent  to  Byron  Dinsinore,  February  10,  1852,  for 
harvesting  and  mowing  machines,  assigned  July  2,  1859,  to  Kirby  and  Osborn, 
and  surrendered  and  reissued  28th  January,  1862. 

Appeal  from  the  Circuit  Court  for  the  Southern  District  of  Ohio. 

Kirby  and  Osborn  filed  a  bill  in  the  court  below  against  White- 
ley  and  others,  to  enjoin  them  from  infringing  their  patent,  origi- 
nally issued  to  Byron  Dinsmore,  February  10,  1852,  assigned  to 
them,  the  complainants,  Kirby  and  Osborn,  July  2,  1859,  and  sur- 
rendered and  reissued  28th  January,  1862.  The  court  granted  the 
injunction,  and  the  defendants  appealed. 
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Mr.  8.  Fishery  for  the  appellants;  Mr.  David  Wright,  contra. 

Mr.  Justice  Nei^on  delivered  the  opinion  of  the  court. 

The  patent  is  for  improvements  in  harvesting  and  mowing  ma- 
chines, and  consists  chiefly  in  this,  namely :  the  construction  and 
combination  of  two  frames,  the  one  for  supporting  the  driving- 
wheel,  and  the  other  for  supporting  the  cutting  apparatus,  and 
hinging  the  same  together  in  such  a  manner  that  the  driving- 
wheel  and  cutting  apparatus  may  each  follow  the  inequalities  of  the 
ground  independently  of  each  other,  and  to  be  bolted  rigidly  to- 
gether for  supporting  the  cutting  apparatus  at  any  desired  height. 
After  giving  a  description  of  the  machine  sufficiently  exact  and 
precise  as  to  enable  any  one  skilled  in  the  art  to  construct  it,  the 
claim  is  as  follows  : 

"The  hanging  of  the  driving-wheel  in  a  supplemental  frame, 
or  its  equivalent,  which  is  hinged  at  one  end  to  the  main  frame, 
whilst  its  opposite  end  may  be  adjusted  and  secured  at  various 
heights,  or  be  left  free,  as  desired,  whereby  the  cutting  apparatus 
may  be  held  at  any  given  height  for  reaping,  or  be  left  free  to 
accommodate  itself  to  the  undulations  of  the  ground,  for  mowing, 
as  substantially  described." 

The  surrender  of  this  patent  was  made  by  the  assignees  on  account 
of  a  defect  in  the  claim,  the  patentee  having  failed  to  embrace 
within  it  the  hanging  of  the  driving-wheel  in  the  supplemental 
frame,  and  its  connections  with  the  main  frame  to  which  the  cut- 
ting apparatus  is  attached^  and  by  means  of  which  both  the  driv- 
ing-wheel and  cutting  apparatus  were  made  to  follow  the  inequal- 
ities of  the  ground  independently  of  each  other.  These  devices 
were  fully  described  in  the  specification,  drawings,  and  model, 
and  were  embodied  in  the  construction  of  the  first  machines.  The 
patent,  we  have  seen,  was  granted  February  10,  1852.  The  first 
machine  was  built  and  successfully  tried  in  the  harvest  of  1850. 
Twenty-one  were  made  and  sold  the  next  year,  (1851,)  and  fifty  or 
sixty  the  year  following,  all  entirely  successful. 

The  defendants  set  up  in  their  answer,  and  gave  in  evidence  two 
patents  for  harvesters  which  they  claimed  antedated  this  invention 
of  Dinsmore. 

The  first,  Nelson  Piatt's,  of  La  Salle  county,  Illinois,  June  12, 
1849 ;  the  second,  Alfred  ChurchiU's,  Kane  county,  same  State, 
March  3,  1841.  There  is  no  proof  in  the  record  in  respect  to  these 
patents.  Whether  any  i^achine  was  ever  constructed  under  either 
of  them,  or  went  into  practical  use  if  constructed,  or  whether  each 
were  but  an  imperfect  and  abandoned   experiment,  are  matters 
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apparently  regarded  by  the  counsel  who  introduced  them  as  of  no 
great  importance.  Nothing  appears  to  be  known  in  respect  to 
them,  except  that  they  were  found  among  the  records  of  the  Patent 
Office,  and  have  relation  to  the  subject  of  grain  harvesters.  What- 
ever may  have  been  their  merit,  however,  as  harvesters,  they  can 
have  no  material  bearing  that  we  can  perceive  upon  this  invention 
of  the  complainants,  for,  as  it  respects  the  peculiar  device  for  which 
the  present  patent  was  granted,  it  is  not  to  be  found  in  either  of 
them;  neither  in  the  specification  or  claims. 

A  rejected  specification  and  drawing  were  also  given  in  evidence 
of  E.  P.  Covett,  of  Philadelphia,  on  the  part  of  the  defendants,  on 
the  point  of  novelty;  but  this  was  an  application  made  to  the 
Patent  Office  as  late  as  1852,  two  years  after  the  invention  of 
Dinsmore. 

This  closes  all  the  evidence  in  the  case  on  the  question  of  novelty, 
and  which  requires  no  further  comment. 

The  only  remaining  question  is  as  to  the  infringement.  The 
defendants'  answer  itself  goes  far  towards  making  out  an  infringe- 
ment, stripped  of  the  coloring  generally  given  to  a  case  stated  in 
the  pleadings.  It  is  admitted,  the  defendants'  harvester  is  con- 
structed with  a  main  frame  which  carries  the  working  parts  of  the 
machine — that  is,  the  cutting  apparatus — and  to  this  main  frame 
is  attached  a  secondary  (supplemental)  frame,  which  carries  the 
driving-wheel.  The  secondary  frame,  it  is  said,  is  not  left  free  to 
play  up  and  down,  but  is  prolonged  beyond  the  driving-wheel  to  a 
standard  in  the  form  of  an  arc,  that  rises  from  the  rear  of  the  main 
frame.  This  standard  is  provided  at  various  heights  with  holes, 
which  secure  said  secondary  frame,  and  with  it,  the  axle  of  the 
driving-wheel,  at  certain  fixed  distances  above  the  main  frame. 
Defendants  say  that  their  driving-wheel  is  not  hung  upon  a  crank 
shaft,  and  that  their  main  and  secondary  frames  are  hinged  in  the 
opposite  direction  from  that  in  which  they  are  attached  in  the 
machine  patented  to  Dinsmore.  We  have  a  model  of  the  defend- 
ants* machine  before  us,  and  the  above  is  a  pretty  fair  description 
of  it ;  and  it  will  be  seen  to  embrace  every  substantial  element 
found  in  the  construction  and  arrangement  of  the  Dinsmore  ma- 
chine. There  are  the-two  frames,  the  main  and  secondary,  or  sup- 
plemental, the  one  supporting  the  cutting  apparatus,  the  other  the 
driving-wheel,  hinging  the  two  frames  together  in  such  a  way  that 
the  driving-wheel  and  cutting  apparatus  may  each  follow  the  ine- 
qualities of  the  ground  independently  of  each  other,  and  may  also 
be  bolted  rigidly  together  for  supporting  the  cutting  apparatus  at 
any  fixed  height.     Every  advantage  in  reaping  or  mowing  uneven 
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or  stony  ground  by  the  new  and  peculiar  device  of  Dinsmore  in  the 
construction  and  arrangement  of  his  machine,  is  found  in  that  of 
the  defendants.  The  form  in  some  parts  is  changed,  their  two 
frames  are  hinged  at  different  ends,  different  names  are  given  to  the 
same  things,  and  different  mechanical  arrangements  in  the  gearing 
are  used  lo  produce  corresponding  results,  and,  as  is  claimed,  better 
results,  although  we  perceive  no  evidence  of  this  in  the  record. 

An  expert,  Mr.  Young,  an  experienced  machinist,  engaged  in 
building  this  class  of  machines,  who  had  a  model  of  the  defendants 
before  him,  was  inquired  of  if  he  found  in  its  construction  two 
powers — the  one  for  supporting  the  driving-wheel,  and  the  other 
for  supporting  the  cutting  apparatus?  He  answered  that  he  did. 
He  was  inquired  of  if  he  found  the  two  frames  hinged  together  in 
such  a  manner  that  the  driving-wheel  and  cutting  apparatus  may 
each  follow  the  irregularities  of  the  ground  independently  ;  and 
also,  if  they  were  bolted  rigidly  together  for  supporting  the  cutting 
apparatus  at  any  desired  height?  He  answered  that  he  did.  He 
was  asked  if  he  found  the  driving-wheel  represented  in  the  model 
as  hung  in  a  supplementary  frame?  He  answered  that  he  did. 
Also,  if  he  found  the  supplementary  frame  hinged  at  one  end  to 
the  main  frame?  He  answered  that  he  did,  and  that  its  opposite 
end  could  be  adjusted  at  various  heights,  or  left  free,  as  desired. 
Do  you  find  these  several  parts  so  constructed  and  arranged  that 
the  cutting  apparatus  may  be  held  at  any  desired  height  for  reap- 
ing, or  be  lefl  free  to  accommodate  itself  to  the  undulations  of  the 
ground,  for  mowing?     He  answered  he  did. 

Another  witness,  Mr.  Dunning,  supports  in  all  respects  the  evi- 
dence above  given;  and  there  is  no  substantial  contradiction  of 
this  account  of  the  construction  and  arrangement  of  the  defend- 
ants' machine. 

There  is  a  good  deal  of  conflicting  evidence  on  a  point  that  is 
not  at  all  controlling  in  the  case,  namely:  whether  the  defendants' 
machine  would  work  well  in  mowing  without  adjusting  the  wheel 
frame  to  the  standard  firmly  at  a  given  height.  There  are  re- 
spectable witnesses  on  both  sides  of  this  question. 

Decbee  affirmed. 


Kailroad  Company  v.  Dubois. 

(12  Wallace,  47.) 

1,  Construction  of  Dubois's  patent,  of  September  23d,  1862.  "for  building  piers  for 
bridges,  and  setting  the  same."  Held,  to  be  for  a  device  or  instrument  used  in  a 
nrocess,  and  not  for  the  process  itself. 
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2.  It  is  not  a  bar  to  an  action  for  an  infringement  of  a  patent  that  before  making  his 

application  to  the  Patent  Office,  the  patentee  had  explained  his  invention  orally 
to  several  persons,  without  making  a  drawing,  model,  or  written  spociOcation 
thereof,  and  that  subsequently,  though  prior  to  his  application  for  a  patent,  the 
defendant  bad  devised  and  perfected  the  same  thing,  and  described  it  in  the  pres- 
ence of  the  patentee,  without  his  making  claim  to  it. 

3.  Silence  of  a  party  works  no  estoppel,  unless  it  has  misled  another  party  to  his  hurt. 

4.  The  novelty  of  a  patented  invention  cannot  be  assailed  by  any  other  evidence  than 

that  of  which  the  plaintiff  has  received  notice.  Hence  the  state  of  Thp  art,  at  the 
time  of  the  alleged  invention,  though  proper  to  be  considered  by  the  court  in  con- 
struing the  patent,  in  the  absence  of  notice,  has  no  legitimate  bearing  upon  the 
question  whether  the  patentee  was  the  first  inventor. 

£rror  to  the  Circuit  Court  for  the  District  of  Maryland. 

Dubois  brought  suit  against  the  Philadelphia,  Wilmington,  and 
Baltimore  Railroad  Company,  for  damages  for  an  infringement  of 
a  patent  granted  to  him  September  23d,  1862,  for  *'a  new  and  use- 
ful improvement  in  the  mode  of  building  piers  for  bridges  and 
other  structures  and  setting  the  same."  The  alleged  improve- 
ment was  asserted  to  have  been  used  by  the  company  in  building 
their  railroad  bridge  across  the  Susquehanna  at  Havre  de  Grace. 

In  his  specification,  Dubois,  the  patentee,  after  reference  to  dia- 
grams accompanying  his  schedule,  thus  described  his  inventions, 
referring  to  the  diagrams  by  corresponding  letters ;  herewith  the 
diagrams  themselves  omitted,  as  occupying  space,  and  not  indis- 
pensably necessary  to  a  comprehension  of  the  invention. 

''  In  the  building  and  setting  of  piers  for  bridges  and  other 
structures  in  beds  of  rivers  or  streams,  it  has  been  found  necessary, 
in  most  instances,  to  erect  stationary  coffer-dams  at  the  points 
where  the  piers  are  to  be  located.  This  operation  requires  a 
water-tight  chamber  to  be  constructed  up  from  the  bed  of  the 
river,  and  then  emptied  of  its  water  by  a  pumping  process,  before 
the  building  of  the  pier  can  be  proceeded  with.  The  expense  and 
inconvenience  of  this  operation,  as  well  as  that  of  all  other  modes 
of  building  and  setting  piers  in  rivers,  greatly  enhances  the  cost  of 
building  bridges. 

*'With  my  invention  much  of  the  inconvenience  and  expense 
thus  incurred  will  be  obviated,  and  a  much  firmer  structure  ob- 
tained. 

**  To  enable  others  skilled  in  the  art  to  perform  with  my  inven- 
tion, I  will  proceed  to  describe  its  construction  and  operation  : 

''  To  construct  piers  for  a  bridge  across  a  river  or  stream  from  a 
solid  foundation,  by  first  driving  long  temporary  piles  into  the  bed 
of  the  stream,  outside  of  a  given  space.  These  piles  are  left  ex- 
tending up  above  the  surface  of  the  water.     Then  either  drive 
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down  betweeu  and  near  about  the  long  piles  other  short  piles  or 
firmly  imbed  rock  or  other  substantial  material  into  the  earth  or 
river  bed,  and,  if  desirable,  slip  down  over  the  piles  one  or  more 
broad  and  heavy  stones  or  timbers,  and  imbed  the  same  firmly 
into  the  soil,  so  that  they  rest  down  upon  the  foundation,  and  form 
a  flat  surface.  Next  construct  a  strong  timber  or  other  suitable 
character  of  platform,  and  bolt  to  its  upper  side  one  section  of  a 
hollow  rectangular  or  other  desirable  form  of  box  or  tube,  which  in 
used  to  incase  and  strengthen  the  pier ;  the  said  tube  being  com- 
posed of  boiler-plate  metal,  or  other  suitable  material,  and  its 
lower  section  having  a  bolting  flange  on  its  lower  edge,  running 
inward  at  right  angles  to  its  sides,  so  as  to  bolt  horizontally  to  the 
platform.  This  platform  and  section  of  the  tube  are  caulked  and 
pitched,  or  cemented,  so  as  to  be  water-tight  at  bottom  and  on  all 
sides,  except  at  top,  where  it  is  fully  open.  The  flrst  and  several 
other  sections  of  the  tube  should  be  strengthened  laterally  and 
longitudinally  from  sides  and  ends  by  means  of  strong  rods. 

''The  structure  should  now  be  filled  to  slide  down  over  the  sus- 
taining and  guide  piles  by  cutting  vertical  holes,  corresponding 
v.-ith  the  shape  of  the  piles,  through  the  platform.  The  structure, 
when  thus  fitted  to  the  piles  and  let  down  to  the  surface  of  the 
water,  floats,  by  reason  of  its  buoyancy.  The  upper  ends  of  the 
l)ile8  are  now  framed  together  with  ties,  so  as  to  stand  firm. 
The  preparatory  steps  for  building  and  setting  the  pier  having 
thus  been  consummated,  and  additional  sections  provided,  so  as  to 
be  brought  into  use  as  required,  the  stonemason  commences  to  lay 
the  solid  pier  within  the  floating  cofler-dam,  using  for  the  purpose 
common  stone,  or  other  material  deemed  suitable.  As  soon  as  a 
sufficient  height  of  mason  work  has  been  set  in  the  first  section 
to  cause  the  structure  to  descend  nearly  level  with  the  surface  of 
the  water,  another  section  is  bolted,  or  otlicrwise  firmly  fastened 
upon  the  top  edge  of  the  first,  so  as  to  give  the  proper  buoyancy 
and  safety  for  continuing  the  work.  This  done,  the  mason  pro- 
ceeds further  with  his  work,  and  builds  up  the  pier  until  it  again 
becomes  necessary  to  increase  the  buoyancy,  when  he  bolts  on  other 
sections  of  boiler  tubing,  and  proceeds  with  the  building  of  the  pier 
until  the  platform  and  pier  rest  down  and  become  ^set'  upon  the 
foundation.  He  now  finishes  the  pier  above  the  water  without 
using  any  more  sections  of  tubing,  and  may,  if  he  deems  best,  use 
fine-cut  stone,  or  other  finished  material,  or  he  may,  it  desirable, 
continue  the  tubing  to  the  top  of  the  pier,  so  as  to  obtain  additional 
strength. 

*' When  the  pier  is  completed,  the  piles  are  sawed  off"  just  abovQ 
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the  top  of  the  platform,  and  their  stumps,  in  connection  with  the 
weight  of  the  pier,  serve  to  prevent  lateral  movement  of  the  plat- 
form and  pier  on  its  foundation. 

^' A  metal  sectional  boiler-plate  tube  has  been  described  as  the 
casing  for  the  pier,  because  such  tube  possesses  great  strength  at 
small  expense,  and  will  serve  to  bind  and  support  the  masonry  of 
the  pier.  It,  however,  is  obvious  that  a  floating  water-tight  coffer- 
dam, operating  on  the  principle  described,  might  be  made  of  wood, 
or  other  material  than  boiler-plate  metal,  and  when  the  pier  is 
finished,  the  floating  coffer-dam  may  be  removed  from  around  it, 
leaving  the  pier  wholly  uncovered  from  base  to  top.  The  removed 
structure  may  be  used  in  erecting  other  piers,  if  desirable. 

*'I  have  given  a  minute  description  of  means  for  carrying  out 
my  invention,  but  I  do  not  wish  to  be  confined  to  those  means,  but 
desire  to  be  protected  in  the  principle  of  operation  embodied  in  a 
floating  coffer-dam,  substantially  as  described  for  building  and  set- 
ting piers  for  bridges  and  other  structures. 

"Having  described  one  mode  of  carrying  out  my  invention,  what 
I  claim  and  desire  to  secure  by  letters  patent  is: 

''1st.  Building  and  setting  piers  by  means  of  a  floating  coffer- 
dam, substantially  as  set  forth. 

''2d.  The  use  of  the  tube  which  constitutes  the  dam  for  incasing 
and  strengthening  the  pier,  substantially  as  set  forth. 

"3d.  The  guide-piles  (A  A)  in  combination  with  a  floating  coffer- 
dam, substantially  as  and  for  the  purpose  set  forth." 

The  defendant  pleaded  three  pleas. 

Ist.  The  general  issue. 

2d.  That  the  letters  patent  were  obtained  by  fraud  and  imposi- 
tion on  the  Patent  Office. 

3d.  Want  of  originality. 

Issue  was  joined  on  the  first  plea,  and  on  replications  to  the 
second  and  third. 

At  the  trial  it  became  a  material  question  for  what  invention  the 
patent  was  granted,  and  especially  what  the  Jirst  claim  of  the  pat- 
entee was  intended  to  cover.  *     Was  it  a  device,  a  structure,  or  an 

'*'  Odc  portion  of  the  company's  evidence  had  tended  to  show  that  while  it  used  a 
platform,  it  was  not  one  perforated  with  holes,  for  the  insertion  of  guide-piles;  that 
while  it  had  used  an  iron  tube  of  boiler-metal  plate,  it  was  not  a  hollow  tube  with  a 
bolting  flange  on  its  lower  edge,  po  as  to  be  bolted  horizontally  to  the  platform ;  that 
it  had  used  no  caulk,  pitch,  or  cement;  that  its  tube  had  an  iron  bottom,  part  of  the 
tube  itself;  that  while  using  the  buoyancy  of  water,  it  had  not  used  it  in  combination 
with  the  plaintiff's  apparatus;  that  one  pier  had  been  guided  by  screws  alone;  that 
another  had  been  partly  lowered  by  fall  and  block,  and  guided  by  furring. 
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instrument  designed  for  use  in  a  process,  or  was  it  a  process  itself? 
The  defendants  contended  that  the  patent,  so  far  as  it  covered  the 
first  claim,  was  for  a  process  of  building  and  setting  piers,  which 
process  consisted  of  driving  temporary  piles  in  the  bed  of  a  stream 
outside  of  a  given  space,  then  preparing  a  suitable  foundation  for  a 
pier,  then  making  a  strong  timber,  or  other  suitable  character  of 
platform,  and  bolting  upon  its  upper  surface  a  section  of  a  hollow 
rectangular  or  other  desirable  form  of  box,  to  be  made  of  boiler- 
plate metal,  or  other  suitable  material,  strengthened  laterally  and 
longitudinally  from  sides  and  ends  by  means  of  strong  rods,  and 
fitted  to  slide  down  over  the  guide  piles  first  driven,  by  cutting 
vertical  holes  through  the  platforms,  then  laying  the  masonry  of 
the  pier  in  this  box,  made  water-tight,  adding  sections  from  time  to 
time  as  the  increasing  weight  of  the  masonry  required,  and  as  the 
box  with  its  contents  sunk,  until  the  platform  and  pier,  incased  by 
the  diflFerent  sections  of  the  box,  rested  and  became  set  upon  the 
foundation  prepared,  when  the  guide-piles  are  sawed  off  just  above 
the  top  of  the  timber  or  other  platform  so  that  their  stumps  in  con- 
nection with  the  weight  of  the  pier  may  serve  to  prevent  lateral 
movement  of  the  platform  and  pier  on  the  foundation.  Holding 
such  opinions  of  the  nature  of  the  invention,  the  defendants  asked 
the  court  thus  to  construe  the  patent,  and  to  instruct  the  jury  that 
the  words  *' substantially  as  described"  in  the  specification,  (when 
speaking  of  the  ** principle  of  operation"  which  the  patentee  de- 
sired to  have  protected,)  and  the  words  '^substantially  as  set  forth" 
in  the  first  claim,  refer  to  that  process,  and  hence,  that  unless  the 
defendants  used  that  process  as  detailed,  as  well  the  platform,  com- 
posing in  .part  the  floating  coffer-dam  fitted  to  slide  down  the 
guide-piles  referred  to,  by  cutting  vertical  holes  through  it,  and 
sawing  off  the  stumps  of  the  piles  just  above  the  top  of  the  plat- 
form, when  the  pier  is  completed,  as  also  the  other  parts  of  the  pro- 
cess claimed  in  the  first  claim,  the  plaintiff  could  not  recover  for 
an  infringement  of  that  claim.  This  instruction  the  court  refused 
to  give,  construing  the  claim  to  be,  not  for  a  process,  but  for  a 
device,  or  instrument  to  be  employed  in  a  process,  the  instrument 
being  a  floating  coffer-dam  constructed  as  described  in  the  specifi- 
cation, in  which  the  masonry  of  the  pier  might  be  laid  and  sunk  to 
the  foundation  by  its  own  gravity. 

In   construing   the   second  and    tJiird  claims,  the   court    thus 
charged : * 

'^The  company  had  introduced  some  evidence  tending  to  show  that  one  of  its  caissons 
was  constructed  on  shore,  and  then  floated  to  its  place,  and  set  on  its  foundation  before 
any  masonry  was  put  in. 
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^^  The  second  claim  of  the  plaintiff's  patent  is  for  the  use  of  the 
tube  or  material  of  which  the  dam  is  made,  for  incasing  and 
strengthening  the  pier;  that  is,  it  shall  be  so  constructed  that  it 
can  be  used  for  the  casing  and  strengthening  the  pier,  no  matter 
whether  it  be  first  placed  in  position  entire,  or  be  built  in  sections 
as  the  masonry  progresses. 

^^The  third  claim  of  the  plaintiff's  patent  is  for  a  combination  of 
a  floating  coffer-dam,  as  claimed  in  the  first  claim,  with  guide- 
piles,  which  are  driven  into  the  bottom  of  the  river,  around  tlie 
site  of  the  proposed  pier,  and  reach  above  the  surface  of  tlie  water, 
and  pass  through  holes  in  the  platform,  and  have  their  tops  framed 
together  with  ties;  when  the  pier  is  building,  they  are  to  sustain 
and  keep  upright  the  tube  with  its  pier  inside,  and  to  guide  it 
down  to  its  foundation  prepared  at  the  bottom  of  the  river ;  when 
the  pier  is  finished  they  are  then  to  be  cut  off  just  above  the  top  of 
the  platform,  and  their  stumps  left  to  prevent  any  lateral  move- 
ment of  the  platform  and  pier  on  its  foundation." 

In  the  course  of  the  trial,  and  in  support  of  the  plea  that  the 
letters  patent  were  obtained  by  fraud  and  imposition,  the  testimony 
of  one  George  A.  Parker,  the  engineer  of  the  railroad  company, 
defendant  in  the  case,  by  whom  the  bridge  was  designed  and  built, 
and  of  a  certain  Grossman,  in  the  service  of  the  company,  and 
standing  in  some  intimate  subordinate  relation  to  Parker,  was 
given  by  the  defendant,  the  object  of  which  was  to  show  that  the 
plaintiff  had  fraudulently  obtained  his  patent  for  what  was  in  fact 
the  invention  of  Parker.  It  tended  to  show  that  prior  to  1861, 
Parker,  a  civil  engineer  since  1838,  and  who,  as  already  stated, 
had  built  the  bridge,  in  the  laying  of  whose  piers  the  alleged 
infringement  consisted,  had  conceived  the  plan  on  which  the  piers 
in  this  bridge  were  laid,  going  to  different  places  to  look  at  largo 
bridges,  and  making  many  experiments  and  investigations;  all 
with  a  view  to  building  the  piers  for  this  particular  bridge.  That 
in  the  spring  of  1861,  when  work  on  the  bridge  had  been  begun, 
and  estimates  for  iron  in  the  piers  had  been  received,  Grossman 
informed  Mr.  Parker  that  '^a  man  named  Dubois,  who  had  some 
notions  about  bridge  building,  wanted  to  see  him."  That  Parker 
being  willing  to  see  him,  some  delay  intervening,  a  time  was 
fixed  for  an  interview,  and  the  man,  this  Dubois,  introduced;  that 
Dubois  had  previously  told  Grossman  that  he  wanted  to  talk  witli 
Parker  about  the  foundations  of  the  Susquehanna  bridge  ;  that  he 
himself,  when  thus  speaking  with  Grossman  about  the  founda- 
tions, described  the  cribwork  for  foundation,  but  never  describ(»d 
sectional  caissons;  and  that  when  afterwards  introduced  to  Parker, 
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he  '^described"  a  simple  wooden  structare,  a  crib  made  of  raft 
timbers,  put  together  in  the  ordinary  way,  in  form  of  a  parallelo- 
gram, to  be  built  partly  on  shore  and  partly  on  the  river.  How 
he  was  to  sink  it,  or  how  guide  it  to  the  bottom,  Parker,  the 
witness,  did  not  remember  :  it  was  to  be  filled  with  rough  stones, 
and  was  to  sink  as  it  was  filled  ;  that  on  this  Parker  asked  Dubois 
it'  he  was  aware  that  his  masonry  would  be  torn  away  by  the  floods, 
to  which  Dubois  replied  that  he  would  throw  out  ballast  on  the 
outside  and  bring  it  to  the  top  of  the  pier.  Parker  then  said, 
/*Now,  I  will  tell  you  my  plan,"  and  proceeded  to  describe  it  ac- 
cordingly, when  Dubois  remarked,  '*I  like  your  plan,  all  except 
the  iron."  Parker  then  replied  that  the  iron  was  the  only  new 
thing  about  it,  the  especially  valuable  thing.  Dubois  then  objected 
to  the  expense  of  iron,  when  Parker  made  a  calculation  showing 
that  it  would  be  cheap  ;  Dubois  then  said,  "Your  plan  is  the  best," 
and  asked  whether  Parker  could  not  give  him  something  to  do  for 
the  bridge,  as  he  had  a  lumber  yard  and  saw-mill  at  Havre  de 
Grace.  Parker  promised  to  apply  to  him  if  there  was  any  occasion, 
and  they  parted.  In  September  Dubois  got  his  patent.  Afterwards 
meeting  Dubois,  Dubois  said  to  him,  **I  understand  you  claim  to 
be  the  inventor  of  this  way  of  putting  down  the  piers."  To  which 
Parker  replied,  '*  Don't  speak  to  me  again  during  your  natural  life. 
If  you  have  any  business  with  me  or  the  company,  do  it  through 
your  lawyer."     This  was  in  the  autumn  of  1862. 

On  the  other  hand,  Dubois  himself  being  examined,  testified 
that  in  June,  1862,  when  he  asked  Grossman  to  procure  for  him  an 
interview  with  Mr.  Parker,  he  described  confidentially  to  Grossman 
Iiis  plan  of  building  piers  ;  that  this  plan  was  essentially  the  same 
as  that  adopted  in  the  Susquehanna  bridge ;  that  being  introduced 
some  days  afterwards  to  Parker,  whom  Grossman  in  the  meantime 
had  seen,  in  order  ostensibly  to  get  Parker's  leave  to  introduce 
Dubois  to  him,  Parker  described  to  him,  as  his  own,  the  same  plan 
that  he,  Dubois,  had  described  a  few  days  before  to  Grossman, 
except  that  the  same  use  was  not  made  of  the  boiler  iron.  Dubois 
in  giving  his  testimony  proceeded:  "Witness  did  not  then  state 
to  Parker  that  the  plan  was  his  own,  because  from  circumstances 
he  felt  sure  that  Grossman  had  disclosed  it.  Witness  at  once  ap- 
])lied  for  and  obtained  a  patent.  Grossman  being  charged  with 
having  disclosed  the  plan  to  Parker  denied  it,  and  then  said  per- 
haps he  did,  and  would  think  it  over.  At  a  subsequent  interview 
he  denied  it." 

Upon  this  part  of  the  case  the  defendant's  counsel — by  one  of 
his  ]>rayer8  for  instructions,  the  eighth — asked  the  court  to  charge : 
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**That  if  the  jury  should  find  that  the  plaintiff,  in  the  spring  of 
1861,  explained  his  invention  to  the  witnesses  who  testified  upon 
the  subject,  by  verbal  statements  only,  but  without  reducing  the 
same  to  practice  by  making  a  drawing,  model,  or  written  specifica- 
tion thereof;  and  that,  prior  to  the  application  of  the  plaintiff  for  a 
patent,  Parker,  the  engineer  of  the  defendants,  superintending  the 
construction  of  their  bridge  across  the  Susquehanna,  had  devised 
and  perfected  the  plan  afterwards  pursued  for  building  and  setting 
the  piers  of  the  said  bridge,  and  was  actually  engaged  in  preparing 
for  the  work  of  actual  construction  when,  as  testified  by  the  said 
Parker,  the  plaintiff  called  on  him  and  heard  the  plan  described 
without  making  any  claim  thereto,  but  afterwards  applied  for  and 
obtained  the  patent  on  which  the  present  action  is  founded,  then 
the  plaintiff  was  not  entitled  to  recover." 

One  of  the  pleas,  having  been  as  it  will  be  remembered,  want  of 
originality,  the  defendants  had  given  to  the  plaintiff  this  notice: 

^*Take  notice,  that  at  the  trial  of  the  above  cause,  evidence  will 
be  offered  to  show  that  you  were  not  the  original  and  first  inventor 
in  the  improvement  in  the  mode  of  building  piers  for  bridges,  for 
which  letters  patent  of  the  United  States  were  issued  to  you  on  the 
23d  September,  1862,  but  that  a  prior  knowledge  of  the  improve- 
ment aforesaid  was  had  by  the  parties  whose  names  and  residences 
are  given  in  a  schedule  hereto  annexed, "*"  and  that  the  same  had 
been  used  in  the  construction  of  the  bridge  of  the  defendants,  across 
the  Susquehanna  river,  between  Havre  de  Grace  and  Perry ville; 
and  that  the  said  improvement  had  been  described  in  ^Mahan's 
Civil  Engineering'  anterior  to  your  supposed  invention;  and  fur- 
ther, as  special  matter,  testimony  will  be  offered  to  show  that  you 
surreptitiously  and  unjustly  obtained  your  said  patent  for  that 
which  was  in  fact  invented  by  George  A.  Parker,  engineer  of  said 
bridge,  who  was  using  reasonable  diligence  in  adapting  and  per- 
fecting the  same." 

The  notice  was  given  in  professed  pursuance  of  the  15th  section 
of  the  Patent  Act  of  1836,  which  enacts  that  a  defendant  may  plead 
the  general  issue  and  after  notice  give  evidence  that  the  patentee 
was  not  the  original  and  first  inventor;  or  that  the  thing  patented 
had  been  described  in  some  public  work  anterior  to  the  supposed 
discovery,  or  that  the  patentee  had  surreptitiously  or  unjustly  ob- 
tained the  patent  for  that  which  was  in  fact  invented  or  discovered 


^The  names  and  residences  of  Parker,  Grossman,  and  several  other  witness,  were 
given  in  this  schedule. 
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by  another  who  was  using  reasonable  diligence  in  adapting  and 
perfecting  the  same,  *^in  either  of  which  cases"  the  act  declares 
that ''judgment  shall  be  rendered  for  the  defendant."  It  pro- 
ceeds : 

"That  whenever  the  defendant  relies  in  his  defense  on  the  fact 
of  a  previous  invention,  knowledge,  or  use  of  the  thing  patented, 
he  shall  state,  in  his  notice  of  special  matters,  the  names  and  places 
of  residence  of  those  wliom  he  intends  to  prove  to  have  possessed  a 
prim'  knowledge  of  the  thing,  and  where  the  same  had  been  used," 

Testimony  having  been  given  tending  to  show  want  of  origin- 
ality, the  defendant  in  his  last  prayer  asked  the  court  to  instruct 
the  jury: 

''That,  upon  the  issues  joined,  the  question  was  open  before 
them,  whether  the  plaintiflF  was  or  was  not  the  first  and  original 
inventor  of  the  improvement  described  in  the  patent  of  the  23d 
September,  1862,  oiFered  in  evidence;  and  that  in  considering  the 
said  question,  the  jury  may  and  ought  to  consider  the  evidence  in 
the  cause  in  relation  to  the  state  of  the  art  of  building  and  setting 
piers  known  at  the  time  of  tlie  alleged  invention  of  the  plaintiff 
described  in  said  patent." 

The  court  refused  to  give  this  instruction,  but  instructed  the 
jury  thus: 

''In  reference  to  the  question,  whether  the  plaintiff  is  the  orig- 
inal and  first  inventor  of  the  three  claims  made  by  him  in  his  said 
patent,  the  jury  have  a  right  to  take  into  consideration  the  knowl- 
edge which  they  may  find  to  have  been  possessed,  prior  to  the  date 
of  plaintiff's  patent,  by  the  several  witnesses  whose  names  are 
given  in  the  notice  of  defense  in  this  case,  and  who  have  been  ex- 
amined ;  and  also  the  description  of  such  constructions  in  '  Mahan's 
Civil  Engineering,'  and  the  patent  of  Parker,  dated  6th  September, 
1864 ;  and  also  all  description  of  his  invention  made  by  plaintiff  to 
any  one  prior  to  the  date  of  his  said  patent,  in  the  year  1861  or 
'62 ;  and  also  to  the  conversation  (whatever  the  jury  may  find  that 
to  have  been)  between  the  plaintiff  and  the  engineer  of  defendants 
in  1862,  prior  to  the  date  of  plaintiff's  application  for  a  patent." 

It  also  charged  (in  its  sixth  instruction)  that  if  the  jury  found 

that  the  defendant  had  infringed,  and  that  the  plaintiff  was  the 

true  inventor,  they  could,  in  ascertaining  the  actual  damages  the 

plaintiff  had  sustained,  &c.,  take  into  consideration  the  state  of 

the  art  at  the  time  of  the  plaintiff's  invention,  its  utility  over  old 

modes,  and  the  saving  which  had  accrued  to  the  defendant. 
22 
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The  defendaats  now  brought  the  case  here,  on  error,  for  refusal 
to  give  the  instructions  asked,  and  on  account  of  the  instructions 
given. 

Messrs,  W,  Schley  and  T,  Donaldson,  for  the  plaintiff  in  error : 

1.  The  first  claim  is  for  the  specified  means  of  effecting  the  result 
of  placing  a  pier  in  a  stream  in  a  condition  of  preparedness  for  the 
reception  of  the  bridge.  Those  means  embrace  a  floating  coffer- 
dam, constructed,  used,  and  guided,  as  described  in  the  specifica- 
tion ;  and  also  embrace  the  specified  devices  and  contrivances  for 
constructing,  using,  and  guiding,  the  said  coffer-dam,  up  to  the 
])oint  of  the  completeness  of  the  pier. 

The  language  of  the  claim  is  for  ** building  and  setting  piers." 
It  is  not  for  the  coffer-dam^  nor  for  the  use  of  the  coffer-dam  sepa- 
rately, but  for  the  use  of  the  coffer-dam,  described  in  the  specifica- 
tion, constructed  as  therein  mentioned,  gradually  lowered  by  the 
weight  of  the  masonry,  and  guided,  in  its  descent,  by  guide-piles, 
in  the  manner  mentioned  in  the  specification,  all  co-operating  to 
produce  the  result  to  be  accomplished,  namely :  building  and  set- 
ting a  finished  pier  in  a  river  or  stream. 

In  the  first  paragraph  of  the  specification,  the  patentee  claims  to 
have  invented  "a  new  and  useful  improvement  in  building  piers 
for  bridges  and  other  structures,  and  setting  the  same,*'  His  first 
claim  is  for  this  improvement,  and  was  intended  to  cover  the  whole. 

In  another  part  of  the  specification,  after  mentioning  certain 
preparatory  steps,  he  proceeds  to  show  how  the  platform  was  to 
be  constructed,  the  first  section  of  the  hollow  tube  to  be  bolted 
thereon,  &c.,  **for  the  building  and  setting  the  pier;"  and  then 
follows  a  description  of  the  whole  process  of  building  and  lowering 
the  pier  in  its  gradual  guided  descent  until,  in  his  own  language, 
*nhe  pier  rests  down  and  becomes  'set'  upon  the  foundation." 

The  first  claim  is  for  a  process,  A  process  may,  undoubtedly, 
be  the  basis  of  a  patent,  where  no  part  of  the  means  employed, 
separately  considered,  is  new,  or  claimed  as  new.  The  combina- 
tion of  co-operating  constituent  elements,  so  combined  and  oper- 
ating as  to  produce  a  new  and  useful  result,  or  a  known  result  in 
a  new  and  useful  way,  is  patentable.  In  such  a  case,  the  patent 
stands  upon  the  combination  or  process.  Prouty  v.  Draper,  1 
Story,  568;  Prouty  v.  Buggies,  16  Peters,  336,  341;  Davis  v. 
Palmer,  2  Brockenbrough,  298,  304 ;  McCormick  v.  Talcott,  20 
Howard,  405 ;   Vance  v.  Campbell,  1  Black,  427. 

In  the  construction  given,  as  to  this  first  claim,  it  is  limited  to  so 
much  of  the  process  as  is  necessary  to  building  the  pier.     It  ignores 
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the  idea  of  a  process  for  building  and  setting.  It  does  not  regard 
the  guide^lesj  as  embraced  by  the  first  claim,  nor  the  holes  in  the 
platform,  as  part  of  the  means  employed  in  the  mode  of  accom- 
plishing what  he  claims  as  his  invention  in  this  first  claim. 

In  view  of  the  evidence  introduced  by  the  defendant,  (see  it 
supra,  p.  332,  in  note,)  it  was  very  material  that  the  jury  should 
have  been  properly  instructed  as  to  this  first  claim. 

2.  The  second  claim  of  the  plaintifi*  is  '*  for  the  use  of  the  tube, 
which  constitutes  the  dam  for  incasing  and  strengthening  the  pier, 
substantially  as  set  forth." 

The  words  *' substantially  as  set  forth**  require  that  we  should 
recur  to  the  specification  to  see  what  sort  of  a  tube  is  there  de- 
scribed. And  it  seems  to  be  plain  that  he  claims  a  sectional  cais- 
son. His  direction  is,  to  bolt  to  the  upper  side  of  the  platform 
"one  section  of  a  hollow  rectangular  box  or  tube."  He  speaks, 
again,  of  *^the  first  and  several  other  sections,"  and  of  "addi- 
tional '  *  sections. 

But  the  court  construes  this  claim  as  embracing  the  use  of  the 
tube,  "whether  it  be  first  placed  in  position  entire,  or  be  built  in 
sections  as  the  masonry  progresses."  In  this  ruling  the  court,  we 
think,  was  in  error. 

3.  The  eighth  prayer  of  the  defendant  ought  to  have  been 
granted.  By  the  second  plea,  fraud  and  imposition,  in  the  obtain- 
ing of  the  patent,  were  directly  charged,  and  issue  was  joined  on 
a  replication  to  this  plea.  Strong  evidence  was  given  tending  to 
show  the  alleged  fraud.  If  found  it  would  have  been  destructive 
of  the  patent. 

On  another  ground  the  instruction  should  have  been  given.  The 
testimony  of  Mr.  Parker  shows,  and  Dubois  himself  admits  that, 
in  the  conversation  between  them,  Dubois  did  not  disclose  the  fact, 
if  such  was  the  fact,  nor  even  pretend,  that  he  was  the  inventor  of 
the  mode  of  building  and  setting  bridges,  which  Parker,  as  the 
engineer  of  the  defendant,  intended  to  follow,  in  constructing  and 
setting  the  piers.  It  is  a  strong  case  for  the  application  of  the 
doctrine  of  estoppel  in  pais.  His  silence  was  a  justification  to  Mr. 
Parker  in  pursuing  the  course  which  he  had  explained  to  Dubois 
he  intended  to  pursue.  Doe  v.  Oliver,  2  Smith's  Leading  Cases, 
417,  and  notes. 

The  last  prayer  was  framed  on  the  theory  that  the  evidence  in 
relation  to  the  state  of  the  art  of  building  and  setting  piers,  known 
at  the  date  of  plaintiff's  patent,  was  proper  to  be  considered  by 
the  jury  upon  the  question  whether  the  plaintiff  was  the  first  and 
original  inventor  of  what  he  claimed  as  new.     See  Vance  v.  Camp- 
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beU,  1  Black,  427.  The  court,  in  its  sixth  instruction,  limited  the 
consideration  of  the  state  of  the  art  to  the  question  of  damages 
alone. 

Messrs.  W,  H,  Armstrong  and  8.  Linn,  contra, 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court.  ^ 
The  court  below,  refusing  to  give  the  first  instruction  asked  for 
by  the  defendants,  construed  the  first  claim  in  the  plaintiff's  patent 
to  be,  not  for  a  process,  but  for  a  device,  or  instrument  to  be 
employed  in  a  process,  the  instrument  being  a  floating  coffer-dam 
constructed  as  described  in  the  specification,  in  which  the  masonry 
of  the  pier  might  be  laid  and  sunk  to  the  foundation  by  its  own 
gravity.  In  this  it  is  now  insisted  the  court  erred.  We  are  of 
opinion,  however,  that  the  construction  given  to  this  claim  was 
correct,  and  that  the  defendants  were  not  entitled  to  an  affirmative 
response  to  their  prayer.  Undoubtedly  a  patentee  may  claim  and 
obtain  a  patent  for  an  entire  combination,  or  process,  and  also  for 
such  parts  of  the  combination  or  process  as  are  new  and  useful,  or 
he  may  claim  and  obtain  a  patent  for  both.  That  this  patentee 
did  not  intend  by  his  first  claim  to  appropriate  the  process  of  build- 
ing and  setting  piers  which  he  had  previously  described  in  his 
specification  is  made  evident  by  several  considerations.  The  words 
by  which  the  claim  is  immediately  preceded  tend  stongly  to  show 
this.  The  patentee  had  described  the  common  method  of  building 
and  setting  piers,  by  a  stationary  coffer-dam  built  up  from  the 
bottom,  out  of  which  the  water  was  pumped.  The  inconvenience 
and  expense  of  this  he  proposed  to  obviate.  He  then  added,  *'to 
enable  others  to  perform  tvith  my  invention,  I  will  proceed  to  de- 
scribe its  construction  and  operation/*  Did  he  mean  construction 
of  a  process?  Following  this  was  a  description  of  a  floating 
caisson,  or  coffer-dam,  with  all  the  details  of  its  construction,  and 
also  of  guide-piles,  with  a  mode  for  their  use  in  directing  the  cof- 
fer-dam in  its  descent  with  tlie  pier  to  the  foundation.  He  then 
added,  **I  have  given  a  minute  description  of  the  means  for  carrying 
out  my  invention,  but  I  do  not  wish  to  be  confined  to  those  means, 
[by  which  he  plainly  meant  process,]  but  desire  to  be  protected  in 
the  principle  of  operation  embodied  in  a  floating  coffer-dam,  sub- 
stantially as  described,  for  building  and  setting  piers  for  bridges 
and  other  structures. '*  This  can  hardly  mean  anything  else  than 
a  claim  for  the  principle  of  operating  in  building  and  setting  piers 
through  the  instrumentality  of  a  floating  coffer-dam,  substantially 
such  as  he  had  previously  described.  The  language  is  awkward, 
but  it  is  reasonably  intelligible.     It  was  not  the  principle  of  oper- 


Dec.  1870.]  Railroad  Company  v.  Dubois.  341 

Opinion  of  the  coart. 

ating  by  what  was  embodied  in  a  process,  such  as  had  been  de- 
scribed, that  he  desired  to  be  protected  in,  but  that  embodied,  or 
wlioUy  contained,  in  a  coflFer-dam.  This  he  had  described  as  an 
improved  substitute  for  a  stationary  dam.  If  it  was  not  the 
method  or  process  that  he  sought  protection  for^  it  is  incredible 
that  he  would  have  described  it  as  embodied  (that  is,  collected  into 
a  whole)  in  one  of  the  devices  used  in  the  process.  Now,  reading 
the  first  claim  in  connection  with  this  language  of  the  specifica- 
tion that  immediately  precedes  it,  we  cannot  doubt  that  the  claim 
is  for  the  instrument,  or  device,  denominated  a  floating  coffer-dam, 
substantially  such  as  described  in  the  specification,  to  be  used  in 
building  and  setting  piers.  It  is  clear  the  invention  was  regarded 
by  the  patentee  as  a  different  thing  from  the  mode  of  using  it. 
^*  Having,"  said  he,  '*  described  one  mode  of  carrying  out  my  in- 
vention, what  I  claim  and  desire  to  secure  by  letters  patent  is,  1st, 
building  and  setting  piers  by  means  of  a  floating  coffer-dam,  sub- 
stantially as  set  forth  ;  2d,  the  use  of  the  tube  which  constitutes 
the  dam  for  incasing  and  strengthening  the  pier,  substantially  as 
set  forth  ;  3d,  the  guide-piles  A  A,  in  combination  with  a  floating 
coffer-dam,  substantially  as  and  for  the  purpose  set  forth."  If  his 
intention  was  to  claim  the  process,  or  a  process  substantially  such 
as  described  in  the  specification,  it  was  easy  to  say  so,  and  it  was 
worse  than  useless  to  mention  only  one  of  the  means  or  instru- 
ments by  which  the  process  was  conducted.  Looking,  also,  at 
the  third  claim,  which  is  plainly  for  a  combination  of  devices,  a 
combination  of  a  floating  coffer-dam  with  guide-piles,  substantially 
as  described,  and  for  the  purposes  described,  to  wit,  building  and 
setting  piers,  it  is  evident  the  first  claim  was  for  the  caisson,  or 
coffer-dam.  Why  claim  such  a  combination  if  the  first  claim  was 
foV  a  process  of  which  the  guide-piles  and  the  floating  dam  were 
essential  component  parts? 

At  the  argument  much  importance  was  attached,  on  behalf  of 
the  plaintiffs  in  error,  to  the  fact  that  the  language  of  the  claim  is, 
''building  and  setting''  piers  by  means  of  a  floating  coffer-dam, 
and  it  was  urged  that,  in  the  construction  given  to  it  by  the  court, 
the  idea  of  '^setting"  the  pier  is  ignored.  But  the  setting  of  a  pier 
by  means  of  a  floating  dam  is  inseparable  from  the  construction  of 
a  pier.  It  is  a  part  of  the  process  of  building.  The  building  con- 
sists in  laying  the  masonry  of  the  pier  within  the  dam,  causing  it 
to  descend  by  its  own  gravity  towards  the  bottom  until  it  reaches 
the  foundation.  This  descent  is  the  setting.  The  floating  coffer 
is,  therefore,  an  instrument  not  only  for  building,  but  for  setting 
piers.     Hence,  if  the  claim  was,  as  we  think,  for  the  floating  dam 
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alone,  when  used  for  the  purpose  designated,  and  not  for  its  use  in 
combination  with  the  other  devices,  and  with  the  process  described 
in  the  specification,  (what  the  inventor  called  ^^one  mode  of  carry- 
ing out  his  invention,'*)  it  was  well  described  as  a  means  for  build- 
ing and  setting  piers. 

The  plaintiffs  in  error  also  complain  that  the  court  construed  the 
second  claim  of  the  patent  to  be  for  the  use  of  the  tube,  or  material 
of  which  the  dam  is  made,  for  incasing  and  strengthening  the  pier, 
no  matter  whether  it  be  first  placed  in  position  entire  or  be  built 
in  sections  as  the  masonry  progresses.  It  is  argued  the  claim  em- 
braced only  an  iron  sectional  tube  or  caisson.  It  is  very  manifest, 
however,  that  the  construction  given  to  it  was  riglit.  The  specifi- 
cation expressly  describes  the  tube  as  ** composed  of  boiler-plate 
metal  or  other  suitable  material,"  and,  again,  it  states  *'that  a 
floating  water-tight  coflfer-dam,  operating  on  the  principle  de- 
scribed, might  be  made  of  wood  or  other  material  than  boiler-plate 
metal."  It  is  equally  plain  that  a  tube  composed  of  sections  was 
not  exclusively  meant.  The  claim  refers  to  the  specification,  and 
that  explains  both  its  construction  and  its  possible  use  in  strength- 
ening the  piers.  By  reference  to  it  it  will  be  seen  that  the  tube  is 
not  necessarily  constituted  of  several  sections.  Its  formation  is  de- 
scribed to  be,  constructing  a  strong  timber  or  other  suitable  char- 
acter of  platform,  and  bolting  to  its  upper  side  one  section  of  a 
hollow  rectangular,  or  other  desinxble  form  of  box  or  tube,  which  is 
used  to  incase  or  strengthen  the  pier,  the  tube  being  composed  of 
boiler-plate  metal  or  other  suitable  material.  This  platform  and 
.  section  of  the  tube  are  then  caulked  and  pitched,  or  cemented,  so  as 
to  be  water-tight  at  bottom  and  on  all  sides,  except  at  top,  and 
strengthened,  laterally  and  longitudinally,  by  means  of  strong  rods. 
It  is  then  complete  and  ready  for  all  tlie  uses  for  which  it  is  designed. 
Sections  are  added  only  when  required  by  tlie  depth  of  the  water, 
and  when  the  tube  has  sunk  in  consequence  of  the  masonry  laid  in 
it  nearly  to  a  level  of  the  water  surface,  though,  if  desired,  they 
may  be  continued  to  the  top  of  the  pier.  There  is  nothing  that 
would  justify  our  holding  that  the  claim  demands  a  tube  composed 
of  more  than  one  section.  It  is  the  use  of  the  tube,  whether  longer 
or  shorter,  no  matter  what  its  shape  or  material,  or  of  how  many 
parts  consisting,  that  the  claim  sought  to  cover. 

What  has  been  said  is  sufficient  to  show  that,  in  our  opinion,  the 
Circuit  Court  did  not  misinterpret  tho  first,  tho  second,  or  the  third 
claim  of  the  patentee. 

The  next  assignment  of  error,  not  disposed  of  by  the  observa- 
tions we  have  already  made,  is,  that  the  court  refused  to  charge 
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the  jury  as  requested  in  the  defendant's  eighth  prayer.  (Supra,  p. 
336.)  The  theory  of  this  prayer  was  twofold.  The  defendants  had 
pleaded  that  the  letters  patent  of  the  plaintiff  were  obtained  by 
fraud  and  imposition  on  the  Patent  Office,  and  the  prayer  assumed 
that  his  not  claiming  the  invention  when  Parker  described  his 
plan  for  building  and  setting  the  piers  of  the  bridge  established 
the  fraud  pleaded.  The  prayer  also  assumed  that  the  plaintiff's 
silence,  when  Parker's  plans  were  revealed,  coupled  with  the  facts 
that  Parker  was,  at  the  time,  preparing  for  the  work  of  actual  con- 
struction, that  he  subsequently  proceeded  with  his  plan,  and  that 
the  plaintiff's  patent  was  afterwards  applied  for  and  obtained, 
amounted  to  an  estoppel  in  pais.  It  is  impossible,  however,  to  dis- 
cover how  the  plaintiff's  silence  on  the  occasion  mentioned  tended 
at  all  to  show  a  fraud  upon  the  Patent  Office,  much  less  that  it 
constituted  a  fraud  in  law,  so  as  to  justify  the  court  in  ruling  that 
he  could  not  maintain  his  action.  And  the  defendants,  when  sued 
for  an  infringement,  were  not  at  liberty  to  set  up  as  a  defense  that 
the  patent  had  been  fraudulently  obtained,  no  fraud  appearing 
upon  its  face.     Bubber  Company  v.  Goodyear,  9  Wallace,  788. 

Nor  was  there  any  case  presented  by  the  prayer  that  amounted 
to  an  estoppel.  No  principle  is  better  settled  than  that  a  party  is 
not  estopped  by  his  silence  unless  it  has  misled  another  to  his  hurt. 
HiU  V.  Epley,  7  Casey,  334.  There  was  no  evidence  of  any  such 
misleading  stated  in  the  prayer  or  found  in  the  case.  The  patent 
was  granted  September  23,  1862.  It  nowhere  appears  that  before 
that  day  the  defendants  had  expended  one  dollar  in  building  their 
piers.  Moreover,  the  point  does  not  negative  knowledge  by  Parker 
of  the  plaintiff's  invention  before  the  conversation  of  which  it  speaks 
took  place ;  and  there  is  some  reason  found  in  the  evidence  for  be- 
lieving that  the  plaintiff's  plans  had  been  revealed  to  Parker  by 
Grossman,  to  whom  the  plaintiff  had  partially  explained  them,  be- 
fore that  conversation.  The  court  could  not,  therefore,  have  given 
the  instruction  asked,  even  if  the  plaintiff  was  under  obligation  to 
disclose  his  invention  to  Mr.  Parker,  which  we  are  not  prepared  to 
assert. 

The  only  remaining  assignment  of  error  is,  that  the  court  de- 
clined instructing  the  jury  as  requested,  that  in  considering  the 
question  whether  the  plaintiff  was  or  was  not  the  first  and  original 
inventor  of  the  improvement  described  in  his  patent,  they  niiglit 
and  ought  to  consider  the  evidence  in  the  cause  in  relation  to  the 
state  of  the  art  of  building  and  setting  piers  known  at  the  time  of 
tlie  alleged  invention  of  the  plaintiff.  Upon  this  subject  the  court 
did  charge  the  jury  that  they  had  a  right  to  take  into  coDsideratiou 
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the  knowledge  which  they  might  find  to  have  been  possessed,  prior 
to  the  date  of  the  plaintiff's  patent,  by  the  several  witnesses  whose 
names  were  given  in  the  notice  of  defense,  and  who  had  been  ex- 
amined ;  and  also  the  description  of  such  constructions  in  Mahao's 
Civil  Engineering,  and  the  patent  of  George  A.  Parker,  and  also 
all  description  of  his  invention  made  by  the  plaintiff  to  any  one 
prior  to  the  date  of  his  patent  in  1861  or  '62,  and  also  the  conver- 
sation (whatever  they  might  find  it  to  have  been)  between  the 
plaintiff  and  the  engineer  of  the  defendants  in  1862,  prior  to  the 
date  of  the  plaintiff's  application  for  a  patent.  This  was  all  the 
defendants  had  a  right  to  ask.  They  had  given  notice  of  nothing 
more.  They  had  not  apprised  the  plaintiff  that  the  novelty  of  his 
invention  would  be  assailed  by  any  other  evidence  than  such  as 
they  had  particularized  in  their  notice  of  defense.  While,  there- 
fore, evidence  in  regard  to  the  state  of  the  art  was  proper  to  be 
considered  by  the  court  in  construing  the  patent  and  determining 
what  invention  was  claimed,  it  had  no  legitimate  bearing  upon  the 
question  whether  the  patentee  was  the  first  inventor. 

Decree  affirbied. 


United  States  v.  Burns. 

(12  Wallace,  246.) 

1.  The  army  regulation  No.  1002,  which  declares  that  *'  no  officer  or  agent  in  the  mili- 
tary service  shall  purchase  from  any  other  person  in  the  military  service  or  make 
any  contract  with  any  such  person  to  furnish  supplies  or  services,  or  make  any 
purchase  or  contract  in  which  such  person  shall  he  admitted  to  any  share  or  part, 
or  to  any  benefit  to  arise  therefrom,"  does  not  apply  to  contracts  on  behalf  of  the 
United  States,  which  require  for  their  validity  the  approval  of  the  Secretary  of 
War.  The  secretary,  though  the  head  of  the  War  Department,  is  not  in  the  mili- 
tary service  in  the  sense  of  the  regulation,  but  is  a  civil  officer. 

2  In  February,  1858,  a  contract  was  made  on  behalf  of  the  United  States  with  Sibley, 
an  officer  in  the  army  of  the  United  States,  for  the  manufacture  and  use  of  what 
is  known  aa  the  Sibley  tent,  of  which  tent  Sibley  had  secured  a  patent,  by  which 
contract  the  government  was  authorized  to  make  and  procure  as  many  of  the 
tents  as  it  might  require  by  paying  the  sum  of  five  dollars  for  each  tent,  the  con- 
tract to  continue  until  the  1st  of  January,  1859,  and  longer  unless  the  United 
States  were  notified  to  the  contrary.  In  April,  1858,  Sibley  executed  to  Burne, 
another  officer  in  the  army  of  the  United  States,  an  assignment  of  '*the  one-half 
interest  in  all  the  benefits  and  net  profits  arising  from  and  belonging  to  the  in- 
vention." Trom  and  after  February  22d,  1856.  Soon  after  the  cnmmen cement  of 
the  rebellion  Sibley  resigned  his  commission  in  the  army  of  the  United  States  and 
joined  the  Confederates.  Burns  remained  true  in  his  allegiance  to  the  govern- 
ment of  the  United  States  and  served  in  the  army  of  the  Union.  After  tlie  resig- 
nation and  defection  of  Sibley  one  half  of  the  royalty  on  each  tent  made  or 
procured  by  the  government  was  paid  to  Burns,  under  the  contract  with  Sibley, 
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until  December  26th,  1861,  when  farther  payments  to  him  were  forbidden  by 
order  of  the  Secretary  of  War,  althongh  the  government  continued  to  manufac- 
ture and  use  the  tents  as  previously :  Held,  Ist,  that  the  assignment  of  Sibley 
passed  to  Burns  one-half  interest  in  the  contract  of  Sibley  with  the  government, 
and  the  right  to  a  moiety  of  the  royalty  stipulated  ;  2d,  that  the  order  of  the  Sec- 
retary of  War,  in  December.  1861,  did  not  terminate  the  contract;  3d,  that  the 
War  Department,  by  its  previous  payments  to  Burns  of  one-half  of  the  royalty 
stipulated,  severed  his  claim  from  that  of  Sibley  under  the  contract;  4th,  that  the 
act  of  March  3d,  1863.  in  barring  Sibley,  by  reason  of  his  disloyalty,  of  any  action 
upon  the  contract  with  the  government  in  the  Court  of  Claims,  does  not  affect  the 
rights  of  Burns  to  his  moiety  under  that  contract  or  his  right  of  action  for  the 
same  in  the  Court  of  Claims.  The  act  severs  their  claims. 
3.  The  Court  of  Claims,  in  deciding  upon  the  rights  of  claimants,  is  not  bound  by  any 
special  rules  of  pleading. 

Appeal  from  the  Court  of  Claims,  iu  which  court  the  petitioner 
claimed  against  the  United  States  the  amount  due  on  a  contract 
authorizing  them  to  make  and  use  a  certain  tent  known  as  the 
Sibley  tent. 

The  facts  found  by  the  court  belov/  were  thus: 

Ist.  On  the  22d  of  April,  1856,  letters  patent  were  issued  to 
Major  H.  H.  Sibley  for  an  improved  tent,  since  known  as  the 
Sibley  tent. 

2d.  On  the  6th  of  February,  1858,  General  Thomas,  assistant 
quartermaster  general  at  Philadelphia,  in  a  letter  addressed  to  W. 
E.  Jones,  "agent  for  the  Sibley  patent  tent,"  stated  that  he  had 
received  information  from  the  quartermaster  general  that  the  tent 
might  be  adopted  into  the  service,  provided  a  satisfactory  arrange- 
ment could  be  made  for  the  use  of  the  patent,  or  for  the  tents,  at  a 
reasonable  rate,  and  proposed  that  the  department  should  pay  him 
the  sum  of  $5  for  each  tent  made  for  the  use  of  the  army,  cts  long 
08  the  agreement  might  he  confimfned  by  the  War  Department,  and 
asking  a  reply  to  the  proposition.  To  this  letter  Mr.  Jones  replied 
that  he  was  willing  to  enter  into  a  temporary  arrangement  of  that 
nature,  and  to  authorize  the  assistant  quartermaster  to  make  as 
many  of  the  tents  as  the  government  might  require,  by  paying 
him  $5  for  each  tent;  the  arrangement  to  hold  good  until  the  \8t 
of  January^  1859,  and  longer^  unless  notified  to  the  contrary  by  him. 

On  the  18th  of  February,  1858,  the  terms  proposed  in  the  letter 
of  Mr.  Jones  were  approved  by  the  Secretary  of  War,  and  a  contract 
was  made  accordingly,  between  the  United  States  and  Jones,  as  the 
agent  of  the  Sibley  tent  patent,  by  which  the  United  States  were 
authorized  to  make  and  procure  as  many  of  the  tents  as  the  govern- 
ment might  require  by  paying  |5  for  each  tent,  and  this  arrange- 
ment was  to  hold  good  until  the  1st  of  January,  1859,  and  longer, 
unless  the  United  States  were  notified  to  the  contrary.     And  the 
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the  knowledge  which  they  might  find  to  have  been  possessed,  prior 
to  the  date  of  the  plaintiff's  patent,  by  the  several  witnesses  whose 
names  were  given  in  the  notice  of  defense,  and  who  had  been  ex- 
amined ;  and  also  the  description  of  such  constructions  in  Mahan's 
Civil  Engineering,  and  the  patent  of  George  A.  Parker,  and  also 
all  description  of  his  invention  made  by  the  plaintiff  to  any  one 
prior  to  the  date  of  his  patent  in  1861  or  '62,  and  also  the  conver- 
sation (whatever  they  might  find  it  to  have  been)  between  the 
plaintiff  and  the  engineer  of  the  defendants  in  1862,  prior  to  the 
date  of  the  plaintiff's  application  for  a  patent.  This  was  all  the 
defendants  had  a  right  to  ask.  They  had  given  notice  of  nothing 
more.  They  had  not  apprised  the  plaintiff  that  the  novelty  of  his 
invention  would  be  assailed  by  any  other  evidence  than  such  as 
they  had  particularized  in  their  notice  of  defense.  While,  there- 
fore, evidence  in  regard  to  the  state  of  the  art  was  proper  to  be 
considered  by  the  court  in  construing  the  patent  and  determining 
what  invention  was  claimed,  it  had  no  legitimate  bearing  upon  the 
question  whether  the  patentee  was  the  first  inventor. 

Decree  affirmed. 


United  States  v.  Burns. 

(12  Wallace,  246.) 

1.  The  army  regnlation  No.  1002,  which  declares  that  "  no  officer  or  agent  in  the  mili- 
tary service  shall  purchase  from  any  other  person  in  the  military  service  or  make 
any  contract  with  any  sach  person  to  furnish  supplies  or  services,  or  make  any 
purchase  or  contract  in  which  such  person  shall  be  admitted  to  any  share  or  part, 
or  to  any  benefit  to  arise  therefrom,"  does  not  apply  to  contracts  on  behalf  of  the 
United  States,  which  require  for  their  validity  the  approval  of  the  Secretary  of 
War.  The  secretary,  though  the  head  of  the  War  Department,  is  not  in  the  mill- 
tary  service  in  the  sense  of  the  regulation,  but  is  a  civil  officer. 

2  In  February,  1858,  a  contract  was  made  on  behalf  of  the  United  States  with  Sibley, 
an  officer  in  the  army  of  the  United  States,  for  the  manufacture  and  use  of  what 
is  known  aa  the  Sibley  tent,  of  which  tent  Sibley  had  secured  a  patent,  by  which 
contract  the  government  was  authorized  to  make  and  procure  as  many  of  the 
tents  as  it  might  require  by  paying  the  sum  of  five  dollars  for  each  tent,  the  con- 
tract  to  continue  until  the  1st  of  January,  1859,  and  longer  unless  the  United 
States  were  notified  to  the  contrary.  In  April,  1858,  Sibley  executed  to  Burne, 
another  officer  in  the  army  of  the  United  States,  an  assignment  of  "the  one-half 
interest  in  all  the  benefits  and  net  profits  arising  from  and  belonging  to  the  in- 
vention." Trom  and  after  February  22d,  1850.  Soon  after  the  cummenceroent  nf 
the  rebellion  Sibley  resigned  his  commission  in  the  army  of  the  United  States  and 
joined  the  Confederates.  Burns  remained  true  in  his  allegiance  to  the  govern- 
ment of  the  United  States  and  served  in  the  army  of  the  Union.  After  the  resig- 
nation and  defection  of  Sibley  one  half  of  the  royalty  on  each  tent  made  or 
procured  by  the  government  was  paid  to  Barns,  under  the  contract  with  Sibley, 
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until  Deceniber  26th,  1861,  when  farther  payments  to  him  \rere  forbidden  by 
order  of  the  Secretary  of  War,  although  the  government  continued  to  manufac- 
ture and  use  the  tents  as  previously:  Held,  Ist,  that  the  assignment  of  Sibley 
passed  to  Burns  one-half  interest  in  the  contract  of  Sibley  with  the  government, 
and  the  right  to  a  moiety  of  the  royalty  stipulated  ;  2d,  that  the  order  of  the  Sec- 
retary of  War,  in  December,  1861,  did  not  terminate  the  contract;  3d,  ihat  the 
War  Department,  b^'  its  previous  payments  to  Burns  of  one-half  of  the  royalty 
stipulated,  severed  his  claim  from  that  of  Sibley  under  the  contract;  4th,  that  the 
act  of  March  8d,  1863,  in  barring  Sibley,  by  reason  of  his  disloyalty,  of  any  action 
upon  the  contract  with  the  government  in  the  Court  of  Claims,  does  not  affect  the 
rights  of  Burns  to  his  moiety  under  that  contract  or  his  right  of  action  for  the 
same  in  the  Court  of  Claims.  The  act  severs  their  claims. 
3.  The  Court  of  Claims,  in  deciding  upon  the  rights  of  claimants,  is  not  bound  by  any 
special  rules  of  pleading. 

Appeal  from  the  Court  of  Claims,  in  which  court  the  petitioner 
claimed  against  the  United  States  the  amount  due  on  a  contract 
authorizing  them  to  make  and  use  a  certain  tent  known  as  the 
Sibley  tent. 

The  facts  found  by  the  court  below  were  thus: 

1st.  On  the  22d  of  April,  1856,  letters  patent  were  issued  to 
Major  H.  H.  Sibley  for  an  improved  tent,  since  known  as  the 
Sibley  tent. 

2d.  On  the  6th  of  February,  1858^  General  Thomas,  assistant 
quartermaster  general  at  Philadelphia,  in  a  letter  addressed  to  W. 
E.  Jones,  ''agent  for  the  Sibley  patent  tent,"  stated  that  he  had 
received  information  from  the  quartermaster  general  that  the  tent 
might  be  adopted  into  the  service,  provided  a  satisfactory  arrange- 
ment could  be  made  for  the  use  of  the  patent,  or  for  the  tents,  at  a 
reasonable  rate,  and  ])ropo8ed  that  the  department  should  pay  him 
the  sum  of  $5  for  each  tent  made  for  the  use  of  the  army,  as  long 
as  the  agreement  might  be  confirmed  by  the  War  Department^  and 
asking  a  reply  to  the  proposition.  To  this  letter  Mr.  Jones  replied 
that  he  was  willing  to  enter  into  a  temporary  arrangement  of  that 
nature,  and  to  authorize  the  assistant  quartermaster  to  make  as 
many  of  the  tents  as  the  government  might  require,  by  paying 
him  $5  for  each  tent;  the  arrangement  to  hold  good  until  the  1st 
of  January^  1859,  and  longer,  unless  notified  to  the  contrary  by  him. 

On  the  18th  of  February,  1858,  the  terms  proposed  in  the  letter 
of  Mr.  Jones  were  approved  by  the  Secretary  of  War,  and  a  contract 
was  made  accordingly,  between  the  United  States  and  Jones,  as  the 
agent  of  the  Sibley  tent  patent,  by  which  the  United  States  were 
authorized  to  make  and  procure  as  many  of  the  tents  as  the  govern- 
ment might  require  by  paying  |5  for  each  tent,  and  this  arrange- 
ment was  to  hold  good  until  the  1st  of  January,  1859,  and  longer, 
unless  the  United  States  were  notified  to  the  contrary.    And  the 


346  United  States  v.  Burns.  [Sup.  Ct. 


Statement  of  the  case. 


tent  was  adopted  as  one  of  the  tents  of  the  army  by  the  army 
regulations. 

On  the  16th  of  April,  1858,  Sibley  assigned  to  Major  W.  W. 
Burns,  another  officer  in  the  army  of  the  United  States,  **the 
one-half  interest  in  all  of  the  benefits  and  net  profits  arising  from 
and  belonging  to  the  invention  of  a  certain  improved  conical  tent, 
known  as  the  Sibley  tent,  from  and  after  the  22d  of  February, 
1856,  forever.'' 

Soon  after  hostilities  commenced  between  the  United  States  and 
the  Confederates,  Major  Sibley  resigned  his  commission  in  the 
array  of  the  United  States  and  joined  the  Confederates.  Major 
Burns  remained  true  to  his  allegiance  and  served  in  the  army  of 
the  Union. 

On  the  22d  of  August,  1861,  General  Meigs,  quartermaster  gen- 
eral, instructed  General  Thomas,  asnistant  quartermaster  general, 
at  Philadelphia,  under  whose  directions  Sibley  tents  were  made 
and  contracted  for  for  the  United  States,  that  the  case  of  the  claim 
of  Major  Burns  to  the  royalty  of  the  Sibley  tent  having  been  exam- 
ined by  the  department,  it  was  considered  that  he  was  entitled  to 
one-half  of  the  royalty  as  originally  fixed  between  the  government 
and  Major  Sibley,  the  inventor.  It  was  accordingly  directed  that 
General  Thomas  should  pay  Major  Burns  $2.50  on  each  such  tent 
manufactured  by  the  government,  and  that  the  other  half  of  the 
original  royalty,  formerly  paid  to  Sibley,  would  for  the  future  be 
withheld,  as  well  as  all  that  might  be  due  him ;  for  that  in  conse- 
quence of  the  defection  of  that  officer,  it  was  considered  that  all 
his  right  and  title  thereto  had  reverted  to  the  government. 

Burns  was  accordingly,  for  some  time  afterwards,  paid  $2.50  on 
each  tent  under  the  contract. 

On  the  26th  of  October,  1861,  Major  Meigs,  quartermaster  gen- 
eral, in  a  communication  to  the  Secretary  of  War,  submitted  the 
question  whether  the  contract  in  respect  to  the  royalty  allowed 
Burns  was  or  was  not  in  violation  of  paragraph  1002  of  Revised 
Regulations  for  the  Army.     The  paragraph  is  in  these  words: 

^'No  officer  or  agent  in  the  military  service  shall  purchase  from 
any  other  person  in  the  military  service,  or  make  any  contract  with 
any  such  person  to  furnish  supplies  or  services,  or  make  any  pur- 
chase or  contract  in  which  such  persons  shall  be  admitted  to  any 
share  or  part,  or  to  any  benefit  to  arise  therefrom." 

Upon  this  communication,  the  government  at  this  time  having 
made  38,158  tents,  Mr.  Cameron,  the  Secretary  of  War,  on  the 
26th  December,  1861,  indorsed  as  follows: 
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*'No  further  payments  will  be  made  to  Major  W.  W.  Barns  on 
account  of  royalty  on  the  Sibley  tent." 

This  order  was  communicated  to  officers  of  the  War  Department, 
though  not  communicated  to  the  petitioner  or  the  patentee,  Major 
Sibley,  but  from  its  date  no  payments  on  account  of  the  royalty 
were  made.  The  last  payment  on  account  of  the  royalty  was  on 
the  3d  of  September,  1861.  Notwithstanding  the  order,  however, 
the  government  continued  to  make  and  use  the  tents.  The  peti- 
tion of  Burns  asked  for  payment  from  the  government  of  one-half 
the  royalty,  or  $2.50,  for  those  tents  wliich  it  had  made  and  not 
paid  him  for. 

On  the  3d  March,  1863,  Congress  passed  an  act  amending  the 
act  establishing  the  Court  of  Claims,  the  twelfth  section  of  which 
amendatory  act  provides : 

*'That  in  order  to  authorize  the  said  court  to  render  a  judgment 
in  favor  of  any  claimant,  if  a  citizen  of  the  United  States,  it  shall 
be  set  forth  in  the  petition  that  the  claimant  .  .  .  has  at  all  times 
borne  true  allegiance  to  the  government  of  the  United  States, 
and  .  .  .  has  not  in  any  way  voluntarily  aided,  abetted,  or  given 
encouragement  to  rebellion  against  the  said  government,  which 
allegation  may  be  traversed  by  the  government;  and  if  on  trial 
such  issue  shall  be  decided  against  the  claimant  his  petition  shall 
be  dismissed."     12  Stat,  at  Large,  767. 

The  original  act  establishing  the  Court  of  Claims  gives  the  court 
jurisdiction — 

'*To  hear  and  determine  all  claims  founded  upon  by  law  of  Con- 
gress, or  upon  any  regulation  of  an  executive  department,  or  upon 
any  contract,  express  or  implied,  with  the  government  of  the  United 
States,  that  may  be  suggested  to  it  by  a  petition  filed  therein,"  &c. 
10  Stat,  at  Large,  612. 

The  Court  of  Claims  entered  a  judgment  in  favor  of  the  peti- 
tioner for  one-half  of  the  royalty,  or  $2.50  on  each  of  40,497  tents 
(the  number  which,  as  a  fact,  it  found  had  been  made,)  amounting 
to  the  sum  of  $101,242.50. 

From  this  judgment  the  United  States  appealed. 

Mr,  B.  H,  Bristow,  Solicitor  General,  and  Mr,  C,  H,  HiU,  As- 
sistant Attorney  General,  fm^  the  United  States: 

We  do  not  ourselves  make,  as  a  point,  the  question  submitted 
on  the  26th  of  October,  1861,  by  Quartermaster  Meigs  to  the  Sec- 
retary of  War;  though  of  course  the  court  is  free  to  consider  it  as 
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one  whioh  has  occurred  to  others.  The  judgment,  however,  was 
perhaps  erroneous  on  other  grounds. 

The  contract  gave  the  War  Department  a  right  to  determine 
the  contract.  The  department  did  determine  it  when  Secretary 
Cameron  indorsed  on  the  note  of  Quartermaster  Meigs  that  "no 
further  payments  will  be  made  to  Major  W.  W.  Burns  on  account 
of  royalty  on  the  Sibley  tent."  Stoppage  of  payment  was  the  most 
eflFective  form  of  notice  to  Burns.  It  was,  perhaps,  previously  (on 
the  Ist  January,  1859,)  determined  by  the  efflux  of  the  time  for 
which  it  was  to  run  ;  Sibley  not  having  notified  to  the  government 
a  contrary  wish  on  his  part.  The  contract  being  determined,  if  not 
on  the  Ist  January,  1859,  certainly  on  the  26th  December,  1861, 
no  suit  lies  in  the  Court  of  Claims.  The  government  may  have 
acted  tortiously  in  making  tents  under  the  patent  when  it  had  no 
right  by  contract  to  do  so.  But  for  relief  against  such  action,  Con- 
gress is  the  body  to  address. 

Sibley  assigned  to  Burns  no  interest  in  the  patent  by  the  agree- 
ment of  April  15th,  1858.  The  assignment  was  made  after  Sib- 
ley's contract  with  the  United  States.  It  could  give  Burns  no 
right  as  against  the  United  States ;  or  anything  but  a  right  to  call 
Sibley  to  account  with  him  for  moneys  which  Sibley  might  receive 
under  the  contract.  Burns's  right  was  thus  but  an  equitable  right, 
on  which  no  suit  lies  in  the  Court  of  Claims.  Bonner  v.  United 
States,  9  Wallace,  156. 

By  Sibley's  becoming  a  rebel,  perhaps  his  whole  right  under  the 
patent  became  forfeit.  If  not,  certainly  by  being  a  public  enemy 
his  partnership  with  Burns  was  dissolved,  and  his  own  right  under 
the  patent  suspended.  What  rights  then  has  Burns,  who  was  no 
party  to  the  contract,  and  who  claims  but  under  Sibley? 

Mesfirs.  Carpenter,  Hughes,  Denver,  and  Peck,  contra, 

« 

Mr.  Justice  Field  delivered  the  opinion  of  the  court. 

Upon  the  facts  found  by  the  Court  of  Claims,  we  are  of  opinion 
that  the  contract  entered  into  on  behalf  of  the  United  States  with 
Major  Sibley,  by  which  the  government  was  authorized  to  make 
and  procure  as  many  of  the  Sibley  tents  as  it  might  require,  by 
paying  the  sum  of  five  dollars  for  each  tent,  was  a  valid  contract, 
and  not  within  the  prohibitions  of  the  army  regulation,  number 
1002.  That  regulation  does  not  apply  to  contracts  on  behalf  of  the 
United  Stjites,  which  require  for  their  validity  the  approval  of  the 
Secretary  ol'  War.  Though  contracts  of  that  character  are  usually 
negotiated  by  subordinate  officers  or  agents  of  the  government, 
they  are  in  fact  and  in  law  the  acts  of  the  secretary,  whose  sane- 
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tion  is  essential  to  bind  the  United  States.  The  secretary,  though 
the  head  of  the  War  Department,  is  not  in  the  military  service  in 
the  sense  of  the  regulation,  but,  on  the  contrary,  is  a  civil  officer 
with  civil  duties  to  perform,  as  much  so  as  the  head  of  any  other  of 
the  executive  departments. 

It  would  be  carrying  the  regulation  to  an  absurd  extent  to  hold 
it  was  intended  to  preclude  the  War  Department  from  availing 
itself,  by  purchase  or  any  other  contract,  of  any  property  which 
an  officer  in  the  military  service  might  acquire,  if  its  possession  or 
use  were  deemed  important  to  the  government.  If  an  officer  in 
the  military  service,  not  specially  employed  to  make  experiments 
with  a  view  to  suggest  improvements,  devises  a  new  and  valuable 
improvement  in  arras,  tents,  or  any  other  kind  of  war  material,  he 
is  entitled  to  the  benefit  of  it,  and  to  letters  patent  for  the  im- 
provement from  the  United  States,  equally  with  any  other  citizen 
not  engaged  in  such  service;  and  the  government  cannot,  after 
the  patent  is  issued,  make  use  of  the  improvement  any  more  than 
a  private  individual,  without  license  of  the  inventor  or  making 
compensation  to  him. 

In  the  present  case  there  is  no  question  of  the  right  of  Sibley  to 
the  improved  conical  tent.  He  received  a  patent  for  the  improve- 
ment in  April,  1856,  and,  by  the  contract  with  him,  the  United 
States  recognized  his  right  to  it,  and  to  compensation  for  its  use. 

The  contract  was  nothing  more,  in  fact,  than  a  license  from  him 
to  the  government  to  manufacture  or  procure  the  tent,  and  use  it, 
upon  payment  of  a  stipulated  sum.  By  its  terms  the  license  ex- 
tended until  the  Ist  of  January,  1859,  and  longer  unless  the 
United  States  were  notified  to  the  contrary.  The  power  of  de- 
termining this  license  thus  remained  with  the  patentee  after  that 
period  ;  but  the  United  States  could  also  at  any  time  have  determ- 
ined their  liability  by  ceasing  to  make  the  tents.  It  does  not  ap- 
pear that  either  party  ever  desired  the  termination  of  the  license. 
Neither  Sibley,  nor  Burns,  who  had  become,  as  hereafter  stated, 
equally  interested  with  Sibley  in  the  contract,  ever  expressed  any 
intention  to  withdraw  the  license;  and  the  United  States  continued 
to  make  and  use  the  tents  until  the  whole  number  were  obtained, 
for  which  the  present  claim  is  asserted.  The  order  of  the  secre- 
tary in  December,  1861,  declaring  that  no  further  payments  should 
be  made  to  Burns  on  account  of  the  royalty  on  the  tent,  was  not 
intended,  in  our  judgment,  cither  as  a  repudiation  of  the  liability 
of  the  United  States  to  him  for  the  tents  previously  procured, 
amounting  to  over  thirty-eight  thousand,  or  of  their  liability  to  him 
for  any  tents  that  might  be  subsequently  made,  but  only  to  leave 
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the  rights  of  Burns,  connected  as  they  were  with  a  patent  issued 
to  one  who  had  resigned  his  commission  in  the  National  army  and 
entered  the  Confederate  service,  to  be  determined  by  the  proper 
judicial  tribunals.  If  the  secretary  had  intended  to  terminate  the 
contract,  something  more  would  have  been  required  on  his  part, 
whilst  the  United  States  continued  to  manufacture  and  use  the 
tents,  than  a  mere  direction  to  withhold  the  payments  stipulated 
for  such  manufacture  and  use. 

Burns,  as  we  have  said,  had  become  equally  interested  with  Sib- 
ley in  the  contract  with  the  United  States.  In  April,  1858,  Sibley 
had  executed  to  him  an  assignment  of  'Hhe  one-half  interest  in  all 
the  benefits  and  net  profits  arising  from  and  belonging  to  the  in- 
vention," from  and  after  the  22d  of  February,  1856,  a  period  ante- 
rior to  the  issue  of  the  patent.  Whether  this  assignment  be  held 
to  have  transferred  a  legal  title  to  one  half  of  the  patent  itself  is 
not,  in  our  judgment,  important.  It  passed  a  half  interest  in  the 
contract  of  Sibley  with  the  government,  and  the  right  to  a  moiety 
of  the  royalty  stipulated  by  that  contract. 

The  War  Department  recognized  this  half  interest  of  Buthk, 
and,  until  the  order  of  the  secretary  in  December,  1861,  paid  a 
moiety  of  the  royalty  to  him.  It  thus  severed  his  claim  under  the 
contract  from  that  of  Sibley.  But  independent  of  this  fact,  the 
rights  of  Burns  in  the  contract  and  the  compensation  stipulated 
could  not  be  forfeited  nor  impaired  by  the  disloyalty  of  his  asso- 
ciate. He  was  true  in  his  allegiance  to  the  government,  and 
served  in  the  army  of  the  Union.  His  claim  could,  therefore,  be 
presented  and  considered  in  the  Court  of  Claims  by  the  act  of 
March  3d,  1863.  His  associate,  Sibley,  is  at  the  same  time  barred 
by  that  act  of  any  action  there,  either  joint  or  several,  by  reason  of 
his  disloyalty.  The  act  does  thus,  in  fact,  sever  their  claims, 
allowing  the  claim  of  one  to  be  prosecuted  and  barring  that  of  the 
other.  The  technical  rule  of  pleading  in  an  action  in  a  common- 
law  court,  by  which  a  contract  with  two  must  be  prosecuted  in 
their  joint  names,  if  both  are  living,  has  no  application  to  a  case 
thus  situated.  And  the  Court  of  Claims,  in  deciding  upon  the 
rights  of  claimants,  is  not  bound  by  any  special  rules  of  pleading. 

We  see  no  error  in  the  ruling  of  that  court,  and  therefore  its 
judgment  is 

Affirmed. 
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Phujp  et  al.  v.  Nock. 

(13  Wallace.  186.) 

The  right  given  by  the  acts  of  February  18th,  1861,  and  Jnly  20th,  1870,  of  appeal  or 
writ  of  error  withoat  regard  to  the  sum  in  controversy  in  qnestions  arising  under 
laws  of  the  United  States,  granting  or  conferring  to  authors  or  inventors  the 
exclusive  right  to  their  inventions  or  discoveries,  applies  to  controversies  between 
a  patentee  or  author  and  alleged  infringer  as  well  as  to  those  between  rival  pat- 
entees. 

Motion  to  dismiss  an  appeal  from  the  Supreme  Court  of  the  Dis- 
trict of  Columhia. 

The  Judiciary  Act  of  1789,  as  is  known,  gives  jurisdiction  to  this 
court  in  ordinary  cases  only  *' where  the  matter  in  dispute  exceeds 
the  sum  or  value  of  $2,000." 

The  Patent  Act  of  February  18th,  1861,  (12  Stat,  at  Large,  130.) 
provides  that — 

"From  a^Z  judgments  and  decrees  of  any  Circuit  Court,  rendered 
in  any  action,  suit,  controversy,  or  case  at  law  or  in  equity,  arising 
under  any  law  of  tJie  United  States  granting  or  confirming  to  authors 
the  exclusive  right  to  their  respective  writings,  or  to  inventors  the 
exclusive  right  to  their  invention's  or  discoveries^  a  writ  of  error  or 
appeal,  as  the  case  may  require,  shall  lie,  at  the  instance  of  either 
party,  to  the  Supreme  Court  of  the  United  States,  in  the  same 
manner  and  under  the  same  circumstances  as  is  now  provided  by 
law  in  other  judgments  and  decrees  of  such  Circuit  Courts,  without 
regard  to  the  sum  or  value  in  controversy  in  the  action," 

In  this  state  of  the  statutory  law,  one  Nock,  inventor  of  locks, 
sued  Philip  &  Solomon  as  infringers.  He  laid  his  damages  at 
$5,000  and  got  judgment  for  $500.  To  this  Philip  &  Solomon 
took  a  writ  of  error. 

After  this,  that  is  to  say,  July  20th,  1870,  Congress  passed 
another  act,  (16  Stat,  at  Large,  207,)  thus: 

**A  writ  of  error  or  appeal  to  the  Supreme  Court  of  the  United 
States  shall  lie  from  all  judgments  and  decrees  of  any  Circuit 
Court,  or  of  any  District  Court  exercising  the  jurisdiction  of  a  Cir- 
cuit Court,  or  of  the  Supreme  Court  of  the  District  of  Columbia  or 
of  any  Territory,  in  any  action,  suit,  controversy,  or  case,  at  law 
or  in  equity,  touching  patent  rights^  in  the  same  manner  and  under 
the  same  circumstances  as  in  other  judgments  and  decrees  of  such 
Circuit  Courts,  without  regard  to  the  sum  or  value  in  controversy,'' 

Mr,  G,  W,  Paschal^  in  support  of  his  motion  to  dismiss: 

The  language  of  the  act  of  1870  is  broader  than  that  of  the  act 
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of  1861 ;  but  as  the  former  act  was  not  passed  until  after  this  writ 
was  taken,  of  course  the  writ,  if  sustainable  at  all,  must  rest  on  the 
act  of  1861. 

Now  a  suit  against  a  naked  infringer  of  a  patent  is  not  within 
the  letter,  and  certainly  not  within  the  spirit  of  that  act.  That 
act  may  well  apply  to  the  interference  cases  arising  between  rival 
patentees,  or  to  controversies  between  such  patentees,  or  those 
claiming  under  them — cases  which  properly  involve  the  construc- 
tion of  the  patent  laws ;  where  no  amount  can  be  said  to  be  in- 
volved, but  only  the  rights  of  inventors,  to  the  benefit  of  their 
discoveries,  as  against  the  government  or  other  inventors — with- 
out allowing  a  naked  trespasser  the  benefit  of  appeal  simply  be- 
cause he  disputes  the  validity  of  a  patent.  The  assumption  really 
is  that  the  validity  of  every  patent  may  be  attacked  by  any  tres- 
passer in  a  collateral  way.     Is  this  admissible? 

Mr.  R.  D,  Musset/y  contra. 

The  Chief  Justice  delivered  the  opinion  of  the  court. 

The  Patent  Law  of  February,  1861,  gives  to  parties  to  suits  aris- 
ing under  any  law  of  the  United  States  giving  to  inventors  the  ex- 
clusive right  to  their  inventions  or  discoveries,  a  writ  of  error  or 
appeal  to  the  Supreme  Court  of  the  United  States  without  regard 
to  the  sum  in  controversy.  The  act  of  1870  does  not  alter  the 
right  of  appeal  or  to  a  writ  of  error  in  this  respect. 

The  motion  to  dismiss  must,  therefore,  be 

Denied. 


Canal  Company  v.  Clark. 

(13  WaUace,  311.) 

1.  To  entitle  a  name  to  eqaitable  protection  as  a  trade-mark,  the  right  to  its  use  mast 

be  exclusive,  and  not  one  which  others  may  employ  witli  as  much  truth  as  those 
whose  use  it.  And  this  is  so  although  the  use  by  a  second  producer,  in  describing 
truthfully  his  product,  of  a  name  or  a  combination  of  words  already  in  use  by 
another,  may  have  the  effect  of  causing  the  public  to  mintake  as  to  the  origin  or 
ownership  of  the  product.  Purchasers  though  mistaken,  are  not  in  such  a  case 
deceived  by  false  representations,  and  equity  will  not  enjoin  against  telling  the 
truth. 

2.  Hence  no  one  can  apply  the  name  of  a  district  of  country  to  a  well-known  article 

of  commerce,  and  obtain  thereby  such  an  exclusive  right  to  the  application  as  to 
prevent  others  inhabiting  the  district  or  dealing  in  similar  articles  coming  from 
the  district,  from  truthfully  using  the  same  designation. 

3.  Accordingly,  where  the  coal  of  one  person  who  early  and  long  mined  coal  in  a 

valley  of  Pennsylvania  known  as  the  Lackawanna  Valley  had  been  designated 
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and  become  known  as  **  Lackawanna  coal,"  Held,  that  miners  who  came  in  after- 
wards and  mined  in  another  part  of  the  same  valley,  conld  not  be  enjoined  against 
calling  their  coal  *'  Lackawanna  coal,"  it  being  in  fact  and  in  its  generic  character 
properly  so  designated,  although  more  properly  described  when  specifically  spoken 
of  as  "Scranton  coal"  or  "Piltston  coal,"  and  when  specifically  spoken  of  usually 
so  called. 

Appeal  from  the  Circuit  Court  for  the  Southern  District  of  New 
York  ;  the  case,  which  arose  on  a  bill  to  enjoin  the  use  of  an 
alleged  trade-mark,  being  thus : 

In  the  northeastern  section  of  Pennsylvania  there  exists  a  place 
or  region  to  which  from  early  times  the  name  of  Lorckaworna,  or 
Lackawanna,  seems,  on  the  few  occasions  when  the  place  is  men- 
tioned, to  have  been  given.  As  early  as  1793,  the  diary  of  William 
Colbert,  a  pioneer  preacher  of  the  Methodists,  makes  record  of  his 
meeting  a  person  who  lived  at  ''Lackawanna,"  and  of  his  crossing 
a  mountain  and  getting  there  himself  A  deed,  dated  in  1774, 
speaks  of  a  river  running  through  that  valley  or  region  as  ''  the 
Lackaworna,"  and  another  deed  dated  in  1796  conveyed  ''lands 
lying  and  being  in  Upper  Settlement,  so-called,  and  abutting  on 
each  side  of  the  Lackawanna."  The  region,  however,  in  those 
early  times  was  uncultivated  and  little  known  to  people  generally 
in  any  way,  and  the  name  was  unheard  of  and  unnoted  except  by 
those  who  were  dwelling  in  the  very  district. 

The  discovery  and  use  of  coal  in  Pennsylvania,  soon  after  the 
year  1820,  wrought  an  immense  change  in  the  whole  northeastern 
part  of  the  State.  It  brought  this  valley  and  others,  as,  for  ex- 
ample, the  Wyoming,  Lehigh,  and  Schuylkill,  into  very  prom- 
inent position  and  interest ;  and  the  "Lackawanna  Valley"  soon 
became  a  well-known  and  sufficiently  defined  region  ;  one  of  large 
dimensions,  extending  along  what  had  become  known  as  the  Lack- 
awanna river  to  its  junction  with  the  Susquehanna.*  In  1825 
the  Delaware  and  Hudson  Canal  Company  purchased  coal  lands 
in  this  region,  and  in  order  to  mine  and  bring  the  coal  there  to 
market,  constructed  at  great  expense  a  canal  from  Rondout  on  the 
Hudson,  to  Honesdale,  in  Pennsylvania,  a  distance  of  one  hundred 
and  eight  miles,  and  a  railroad  thence  to  their  coal  mines,  which 
they  had  since  maintained,  for  the  purpose  of  bringing  their  coal  to 
market.  This  transport  they  began  to  make  in  1828,  and  had  ever 
since  been  engaged  in  taking  out  coal  and  in  carrying  it  to  the 
Hudson  river  and  to  the  markets  of  the  country ;  gradually  increas- 

''^The  name,  Lackawanna,  it  is  said,  is  a  corruption  of  the  Indian  words  Laha- 
whanna ;  the  two  words  signifying  the  meeting  of  two  streams.    See  Hollister's  His- 
tory of  the  Lackawanna  Valley,  published  by  W.  H.  Tinson,  New  York,  1857,  p.  10. 
23 


354  Canal  Company  v.  Clark.  [Sup.  Ct. 

StatemeDt  of  the  case. 

ing  their  annual  productions.  In  the  first  year  they  produced  720 
tons,  in  the  second  year  43,000  tons,  and  in  1866  1,300,000  tons. 

The  coal  coming  from  the  Lackawanna  valley,  and  it  being  im- 
possible for  ordinary  persons  by  mere  inspection  to  distinguish  it 
from  that  mined  elsewhere,  it  naturally  got,  or  artificially  had 
given  to  it,  at  the  commencement  of  the  company's  business,  the 
name  ^^  Lackawanna  coal ;"  and  by  this  name  it  had  been  generally 
afterwards  known  and  called  in  the  market. 

Although  this  coal  came  from  a  section  of  country  called  both  by 
geologists  and  the  public  the  Lackawanna  region,  still  the  com- 
pany were,  without  doubt,  the  first  and  for  more  than  twenty  years 
the  only  producers  of  coal  from  that  region,  and  during  all  this 
time  their  coal  had  become  favorably  known  in  market  by  the  name 
already  mentioned. 

In  1850,  another  company,  the  Pennsylvania  Coal  Company, 
began  to  mine  coal  from  their  mines  situated  in  the  same  general 
region  of  country,  and  for  the  first  two  years  the  coal  which  they 
mined  was  partially  prepared  and  brought  to  market  by  the  Dela- 
ware and  Hudson  Canal  Company,  already  named  as  the  original 
operators,  and  sold  under  contract  in  common  with  their  own;  but, 
about  1852,  when  the  Pennsylvania  company  began  itself  to  bring 
its  coal  to  market  and  to  sell  it,  it  got  or  had  given  to  it  the  name 
of  *'  Pittston  coal,"  by  which  it  was  frequently  or  generally  known 
and  called,  especially  when  specifically  spoken  of. 

Afterwards,  about  1856,  a  third  company — the  Delaware,  Lacka- 
wanna, and  Western  Railroad  Company — began  to  mine  coal  from 
mines  which  they  owned,  situated  in  other  parts  of  the  same  section 
of  country,  and  to  distinguish  it  from  that  of  other  producers,  their 
coal  got  or  had  given  to  it  the  name  of  ''  Scranton  coal,*'  by  which 
it  had  since  been  frequently  or  generally  known  and  called,  espe- 
cially when  meant  to  be  particularly  referred  to. 

Coals  from  other  parts  of  the  same  region  got  or  had  given  to 
them  distinctive  names ;  such  as  Lehigh  coal,  Hazelton  coal.  Spring 
Mountain  coal,  Sugarloaf  coal,  &c.,  and  in  like  manner  coals  from 
the  Schuylkill  region  acquired  or  had  given  to  them  distinctive 
names  by  which  the  same  were  known  more  particularly  in  the 
market. 

With  all  this,  however,  all  the  varieties  coming,  as  in  effect  they 
did,  from  the  same  great  veins  or  strata,  were  not  unfrequently  of 
later  times  spoken  of  by  the  trade,  when  speaking  generally,  as 
being  Lackawanna  coal;  and  under  the  general  heading  of  statis- 
tics relating  to  coal  would  be  spoken  of  in  like  generic  terms. 

The  original  Lackawanna  was  asserted  by  those  interested  in  its 
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sale  to  be  better  prepared  tliaa  cither  of  the  others.  From  this 
circumstance  or  from  some  other  it  was  esteemed  and  commanded, 
with  a  class  of  purchasers,  a  higher  price  than  either  the  Scranton 
or  Pittston. 

The  canal  company  had  a  market  for  their  Lackawanna  coal  in 
the  city  and  State  of  New  York,  and  also  in  the  cities  and  towns 
of  the  Eastern  States,  and,  amongst  others,  at  Providence,  B.  I.^ 
where  they  had  for  many  years  sold  annually  large  quantities  by 
the  name  of  "  Lackawanna  coal,"  by  which  it  had  been  favorably 
known. 

In  this  state  of  things,  one  Clark,  a  dealer  in  coals,  at  Provi- 
dence, advertised  in  the  newspapers  published  in  that  city  and 
otherwise,  that  he  kept  on  hand,  for  sale  cheap,  large  quantities  of 
'^  Lackawanna  coal,"  and  in  this  way,  and  by  that  name,  had  sold 
many  tons  of  the  Pittston  and  Scranton  coals  annually.  It  was 
admitted  that  he  did  not  have  any  of  the  canal  company's  coal — 
that  is  to  say,  the  original  Lackawanna — for  sale. 

Hereupon  the  Delaware  and  Hudson  Canal  Company  filed  their 
bill  against  Clark,  to  enjoin  his  calling  the  coal  which  he  sold 
'^  Lackawanna  coal."  The  bill  averred  that  about  the  time  the 
canal  company  commenced  their  operations,  they  sought  out,  de- 
vised, and  adopted  the  name  '^Lackawanna  coal  "as  a  special, 
particular,  and  distinctive  name  or  trade-mark,  by  which  their  coal 
might  be  introduced  to  dealers  as  the  product  of  their  mines  in 
distinction  from  the  coal  of  other  producers,  and  that  prior  to  their 
adoption  of  the  word  Lackawanna  it  had  never  been  adopted  or 
used  in  combination  with  the  word  ''coal "  as  a  name  or  trade-mark 
for  any  kind  of  coal.  Their  bill  also  averred  that  ever  since  their 
adoption  of  the  name  their  coal  has  been  called  and  known  in  the 
market  as  "  Lackawanna  coal,"  and  by  no  other  name. 

The  defendant,  it  was  admitted,  had  none  of  the  complainant's 
"  Lackawanna  coal "  for  sale,  but  dealt  in  coals  from  another  part 
of  the  valley ;  sorts  which  when  specifically  distinguished,  as  they 
constantly  were,  were  distinguished  by  the  name  of  "Scranton 
coal,"  and  "Pittston  coal;"  coals  having  the  same  general  ap- 
pearance as  the  complainant*s  "  Lackawanna  coal,"  and  which  the 
bill  alleged  could  not  be  easily  distinguished  therefrom  by  inspec- 
tion. 

The  answer  denied  that  the  name  "Lackawanna  coal"  was,  or 
ever  had  been,  the  peculiar  property  and  trade-mark  of  the  com- 
plainants, or  of  benefit  to  tliem  as  establishing  the  identity  of  the 
coal.  It  admitted  that  the  defendant  kept  coal  for  sale,  and  that 
he  did  not  purchase  or  keep  for  sale  any  of  the  company's  Lacka- 
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wanna-coal,  and  that  he  dealt  almost  exclusively  in  coal  mentioned 
in  the  bill  as  Scranton  and  Pittston  coal,  and  that  the  two  varieties 
were  of  the  same  general  appearance  as  the  coal  of  the  complain- 
ants. It  denied,  however,  that  those  varieties  of  coal  were  known 
by  the  names  just  mentioned,  exclusively,  or  were  of  a  less  good 
quality  than  the  coal  of  the  complainants,  and  averred  the  con- 
trary ;  affirming  that  they  were  equally  Lackawanna  coal,  and 
known  by  that  name,  as  the  evidence  tended  to  show  that  gener- 
ically  they  were. 

The  court  below  dismissed  the  bill,  and  from  that  decree  the  Del- 
aware and  Hudson  Canal  Company  appealed.  The  leading  ques- 
tion presented  by  the  appeal  being  whether  the  complainants  had 
an  exclusive  right  to  the  use  of  the  words  **  Lackawanna  coal,"  as 
a  distinctive  name  or  trade-mark  for  the  coal  mined  by  them,  and 
transported  over  their  railroad  and  canal  to  market ;  there  being 
also  some  other  points  not  necessary  to  be  here  stated. 

The  case  was  fully  and  remarkably  well  argued  on  both  sides, 
and  with  a  nice  analysis  of  authorities. 

Messrs,  E,  H,  Owen  and  S,  P,  Nash,  for  the  plaintiffs  in  error: 

It  cannot  be  doubted  as  a  fact  that  the  defendant  advertises  his 
coal  as  ^'Lackawanna  coal,"  for  the  purpose  of  inducing  the  public 
to  believe  that  it  is  in  fact  the  coal  produced  and  sold  by  the  canal 
company,  and  with  the  intention  of  supplanting  the  company  in 
the  good  will  of  its  trade.  This  is  a  fraud  upon  the  public,  and  a 
fraud  also  upon  the  company  suing  ;  depriving  them  of  the  benefit 
of  any  right  they  have  in  the  word  Lackawanna,  as  a  trade-mark. 

Now,  the  canal  company  has  a  valid  title  to  the  use  of  the  word 
Lackawanna  as  a  trade-mark.  They  were  the  first  to  adopt  and 
impose  upon  it  the  office  of  becoming  and  being  thereafter  the 
name  for  their  coal  ;  so  adopting  and  appropriating  it  as  early  as 
1828,  at  the  commencement  of  their  business.  The  first  coal  which 
they  brought  to  market  was  called  and  sold  by  the  name  of  Lacka- 
wanna coal,  and  all  the  coal  which  they  have  hitherto  brought  to 
market  has  been  sold  and  dealt  in  by  that  name  and  by  none  other. 
By  such  original  appropriation  of  tlie  word  **  Lackawanna,"  they 
acquired  a  title  thereto,  and  the  right  to  its  exclusive  use  in  combi- 
nation with  the  word  *'  coal,"  and  thereupon  and  thereafter,  by  the 
continued  use  thereof,  the  new  compound  word  '^  Lackawanna  coal  " 
became,  and  was,  and  is,  the  name  and  trade-mark  for  their  coal, 
not  limited  by  territorial  bounds.  Derringer  v.  Plate^  29  Cali- 
fornia, 292. 

It  is  not  necessary  that  a  word  which  may  be  adopted  as  a  name 
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and  trade-mark  should  be  a  new  creation  never  before  known  or 
used,  to  entitle  it  to  be  so  adopted.  Any  word  in  common  use  may 
be  taken,  if  its  application  be  original,  and  so  far  peculiar  as  to  be 
capable,  when  known  to  the  public,  of  distinguishing  the  property 
of  the  party  so  adopting  it,  and  to  which  it  may  be  attached,  from 
that  of  other  parties.  In  such  case  the  right  of  the  public  to  use 
the  word  is  not  abridged.  It  can  be  used  as  originally  and  in  any 
and  every  other  way  imaginable,  except  in  its  peculiar  combination 
with  the  word  *'coal." 

The  excefitions  to  the  right  to  appropriate  a  toord  for  a  trade- 
mark are,  that  it  cannot  be  done  when  the  word  adopted  is  merely 
used  as  descriptive  of  quality,  as  in  the  case  of  Stokes  v.  Land- 
graffy  17  Barbour,  608;  or  oi  Corwin  v.  DoXij,  7  Bosworth,  222;  or 
of  Amosktag  Manufacturing  Company  v.  Spear ^  2  Sandford's  Su- 
preme Court,  599 ;  or  where  it  is  the  proper  name  for  the  article,  as 
in  the  case  of  the  '*  Schnapps,''  the  subject  of  controversy  in  Wolfe 
V.  Goulard^  18  Howard's  Practice,  64;  or  where  it  has  by  general 
use  become  the  appropriate  name  of  an  article,  which  all  persons 
manufacturing  the  same  may  use,  as  in  the  case  of  **  Dr.  Johnson's 
Yellow  Ointment,"  SingUton  v.  BolioUy  3  Douglas,  293;  or  that  of 
'*The  Essence  of  Anchovies,"  Burgess  v.  Burgess^  17  English  Law 
and  Equity,  257. 

The  word  Lackawanna,  as  used  by  the  company,  does  not  come 
within  these  exceptions.  It  is  not  the  naturally  appropriate  name 
for  coal.  In  its  original  sense  it  did  not  mean  coal,  nor  had  it  be- 
come by  previous  use  the  name  of  coal,  nor  does  it  imply,  nor  was 
it  intended  to  indicate  the  quality  of  coal,  but  it  was  adopted  for 
and  became,  and  was,  and  still  is,  the  specific  name  thereof,  indi- 
cating its  origin  and  ownership,  and  by  which  it  could  be  bought 
and  sold  in  market. 

The  defendant  does  not  pretend  that*  he  originated  the  name,  or 
that  any  other  company  or  person  adopted  or  used  it  as  a  specific 
name  for  coal  prior  to  the  time  when  the  canal  company  adopted 
it.  Nor  has  he  any  color  of  right  to  sell  his  coal  by  the  name  of 
^^  Lackawanna  coal,"  from  the  mere  fact  that  it  comes  from  what 
is  commonly  known  as  the  Lackawanna  region  ;  more  especially 
since  it  does  not  come  irom  the  company's  mines,  nor  through 
them  as  producers,  and  is  not,  in  fact,  the  coal  known  in  market  as 
, Lackawanna  coal.  That  the  diflFerent  varieties,  Pittston,  Scranton, 
and  Lackawanna,  may  be  occasionally  grouped  together  in  loose 
parlance,  or  in  the  ultimate  head  of  a  statistical  exhibit,  under 
the  general  name  of  Lackawanna  coal,  proves  nothing.  Different 
varieties  of  Lehigh  and  Schuylkill  coal  are  grouped  under  those  two 
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general  names.  So  different  varieties  of  German  wines  are,  and 
called  Rhine  wines,  but  this  would  give  no  right  to  any  one  to  use 
the  peculiar  and  specific  name  of  one  kind  of  coal  or  wine  as  and 
for  the  name  of  another  produced  by  a  different  person. 

Various  authorities  support  our  view.  To  three  as  particularly 
doing  so  we  refer  the  court. 

The  first  is  Newman  v.  Alvord,  49  Barbour,  588.  There  the 
plaintiffs  manufactured  water-lime  from  beds  near  Akron,  Erie 
county,  New  York,  which  they  called  ^*  Akron  cement,  Akron 
water-lime,"  and  the  defendant  manufactured  a  similar  article 
from  his  beds  near  Syracuse,  Onondaga  county,  and  called  his 
**  Onondaga  Akron  cement  and  water-lime,"  and  it  was  held  that 
the  word  Akron,  as  used  by  the  plaintiffs,  was  their  trade-mark, 
and  that  they  were  entitled  to  be  protected  by  injunction  in  its  use. 

The  next  case  is  McAndrcws  v.  Bassett,  10  Jurist,  new  series,  550. 
There  it  appeared  that  the  plaintiff  had  first  adopted  and  used  the 
word  '^Anatolia,"  as  a  name  for  his  liquorice,  and  the  defendant 
insisted  upon  his  right  to  use  that  word  also  as  the  name  of  his 
liquorice,  because  it  was  the  name  of  a  country,  the  use  of  which, 
as  he  alleged,  was  common  to  all,  and  therefore  the  plaintiff  had 
no  exclusive  right  to  its  use;  but  the  court  pronounced  the  argu- 
ment a'*  fallacy,"  and  started  that  although  property  in  a  word 
cannot  exist  for  all  purposes,  yet  it  will  exist  when  applied  by  way 
of  stamp  upon  a  stick  of  liquorice,  the  moment  the  article  thus 
stamped  goes  into  market.  In  the  case  at  bar,  although  the  coal 
cannot  be  stamped,  yet  the  moment  it  is  produced  in  market  the 
name  Lackawanna  becomes  united  to  it  as  fully  as  if  it  had  been 
stamped  thereon.  There  is  no  difference  in  principle  between  the 
two  cases. 

The  third  case  is  Seixo  v.  Provezende,  Law  Reports,  1  Chancery 
Appeals,  192,  where  it  appeared  that  the  plaintiff.  Baron  de  Seixo, 
was  the  proprietor  of  an  estate  called  the  Quinta  de  Seixo,  which 
was  celebrated  for  the  port  wine  produced  from  it,  and  which  he 
consigned  to  London  for  sale,  placing  upon  the  heads  of  the  casks 
various  marks,  and  at  the  bung  a  crown  with  the  word,  ^*  Seixo," 
and  so  his  wine  became  known  as  "Crown  Seixo."  The  defendant 
being  the  lessee  of  an  adjoining  estate  known^  also,  as  the  Quinta 
de  Seixo,  sent  his  wine  to  London  with  certain  marks  on  the  head 
of  the  casks,  and  at  the  bung  thereof  a  crown  and  the  words, 
"  Seixo  de  Cima,"  (Upper  Seixo,)  and  he  claimed  the  right  so  to  use 
the  name  Seixo,  on  the  ground  that  he  was  owner  or  lessee  of  a 
vineyard  adjoining  the  plaintiff's,  also  of  several  small  vineyards 
on  the  opposite  side  of  the  river,  parts  of  which  were  known  by  the 
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name  of  ^'  Seixo/'  meaning  stony  or  pebbly.  The  court  held,  that 
even  conceding  that,  it  did  not  justify  the  defendant  in  adopting  a 
device  or  brand,  the  probable  eflTect  of  which  was  to  lead  the  public 
to  suppose  when  purchasing  his  wine,  that  they  were  purchasing 
the  wine  produced  from  the  plaintiff's  vineyard. 

Oiir  whole  case  is  summed  up  in  Lord  Langdale's  language  in 
Croft  V.  Day,  7  Beavan,  84.     His  lordship  there  says : 

'^  No  man  has  a  right  to  sell  his  own  goods  as  the  goods  of 
another.  You  may  express  the  same  principle  in  different  form, 
and  say  that  no  man  has  a  right  to  dress  himself  in  colors,  or  adopt 
and  bear  symbols  to  which  he  has  no  peculiar  or  exclusive  right, 
and  thereby  personate  another  person  for  the  purpose  of  inducing 
the  public  to  suppose  either  that  he  is  that  other  person,  or  that  he 
is  connected  with,  or  selling  the  manufacture  of  such  other  person, 
while  he  is  really  selling  his  own.  It  is  perfectly  manifest  that  to 
do  these  things  is  to  commit  a  fraud,  and  a  very  gross  fraud." 

But  to  establish  the  defendant's  fraud  and  deceit,  it  is  not  even 
necessary  to  show  that  he  sells  his  coal  as  and  for  that  of  the  ap- 
pellants. It  is  suf&cient  that  he  intentionally  sells  it  by  the  name 
which  he  knows  the  appellants  had  previously  adopted  as  the  name 
of  their  coal. 

Mr.  H,  E,  Knox,  contra,  with  a  brief  of  Messrs.  FuUerton,  Knox, 
and  Rudd,  relied  on  the  following  general  propositions  of  law  estab- 
lished by  principle  or  by  authorities,  which  he  cited. 

1.  That  to  constitute  a  trade-mark  in  the  name,  the  name  must 
be  either  (I)  an  invented  one,  or  (2)  one  which  identifies  the  maker 
with  the  article  by  indicating  the  person  by  whom  made,  or  the 
place  at  which  made,  in  other  words,  the  name  must  be  either  a 
merdy  fancy  name  or  a  name  indicating  ownership  or  origin. 

2.  That  a  person  has  no  right  to  appropriate  a  name  which 
others  may  apply  with  equal  truth,  and  have  an  equal  right  to 
employ  for  the  same  purpose,  such  as  a  geographical  name,  as  in 
this  case. 

3.  That  the  basis  of  the  action  of  a  court  of  equity  to  restrain 
the  infringement  of  the  right  to  a  trade-mark  is  fraud  or  imposi- 
tion on  the  part  of  the  defendant,  fraud  as  against  the  plaintiff,  or 
imposition  on  the  public. 

4.  That  the  name  must  be  used  distinctively  and  exclusively  in 
order  to  give  a  title  to  it. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court. 

The  first  and  leading  question  presented  by  this  case  is  whether 
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the  complainants  have  an  exclusive  right  to  the  use  of  the  words 
*'  Lackawanna  coal,"  as  a  distinctive  name  or  trade-mark  for  the 
coal  mined  by  them  and  transported  over  their  railroad  and  canal 
to  market. 

The  averments  of  the  bill  (quoted  supra,  p.  355)  are  supportedr 
by  no  inconsiderable  evidence.  The  complainants  were  undoubt- 
edly, if  not  the  first,  among  the  first  producers  of  coal  from  the 
Lackawanna  valley,  and  the  coal  sent  to  market  by  them  has  been 
generally  known  and  designated  as  Lackawanna  coal.  Whether 
the  name  ''Lackawanna  coal*'  was  devised  or  adopted  by  them 
as  a  trade-mark  before  it  came  into  common  use  is  not  so  clearly 
established.  On  the  contrary  the  evidence  shows  that  long  before 
the  complainants  commenced  their  operations,  and  long  before  they 
had  any  existence  as  a  corporation,  the  region  of  country  in  which 
their  mines  were  situated  was  called  "The  Lackawanna  Valley  ;  " 
that  it  is  a  region  of  large  dimensions,  extending  along  the  Lacka- 
wanna river  to  its  junction  with  the  Susquehanna,  embracing  within 
its  limits  great  bodies  of  coal  lands,  upon  a  portion  of  which  are  the 
mines  of  the  complainants,  and  upon  other  portions  of  which  are  the 
mines  of  the  Pennsylvania  Coal  Company,  those  of  the  Delaware, 
Lackawanna,  and  Western  Railroad  Company,  and  those  of  other 
smaller  operators.  The  word  "  Lackawanna,' '  then,  was  not  devised 
by  the  complainants.  They  found  it  a  settled  and  known  appella- 
tive of  the  district  in  which  their  coal  deposits  and  those  of  others 
were  situated.  At  the  time  when  they  began  to  use  it,  it  was  a 
recognized  description  of  the  region,  and  of  course  of  the  earths 
and  minerals  in  the  region. 

The  bill  alleges,  however,  not  only  that  the  complainants  devised, 
adopted,  and  appropriated  the  word,  as  a  name  or  trade-mark  for 
their  coal,  but  that  it  had  never  before  been  used,  or  applied  in 
combination  with  the  word  "  coal,"  as  a  name  or  trade-mark  for 
any  kind  of  coal,  and  it  is  the  combination  of  the  word  Lacka- 
wanna with  the  word  coal  that  constitutes  the  trade-mark  to  the 
exclusive  use  of  which  they  assert  a  right. 

It  may  be  observed  there  is  no  averment  that  the  other  coal  of 
the  Lackawanna  valley  differs  at  all  in  character  or  quality  from 
that  mined  on  the  complainants'  lands.  On  the  contrary,  the  bill 
alleges  that  it  cannot  easily  be  distinguished  therefrom  by  inspec- 
tion. The  bill  is  therefore  an  attempt  to  secure  to  the  complainants 
the  exclusive  use  of  the  name  "Lackawanna  coal,"  as  applied,  not 
to  any  manufacture  of  theirs,  but  to  that  portion  of  the  coal  of  the 
Lackawanna  valley  which  they  mine  and  send  to  market,  differing 
neither  in  nature  or  quality  from  all  other  coal  of  the  same  region. 
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Undoubtedly  words  or  devices  may  be  adopted  as  trade-marks 
which  are  not  original  inventions  of  him  who  adopts  them,  and 
courts  of  equity  will  protect  him  against  any  fraudulent  appropria- 
tion or  imitation  of  them  by  others.  Property  in  a  trade-mark,  or 
rather  in  the  use  of  a  trade-mark  or  name,  has  very  little  analogy 
to  that  which  exists  in  copyrights,  or  in  patents  for  inventions. 
Words  in  common  use,  with  some  exceptions,  may  be  adopted,  if, 
at  the  time  of  their  adoption,  they  were  not  employed  to  designate 
the  same,  or  like  articles  of  production.  The  office  of  a  trade- 
mark is  to  point  out  distinctively  the  origin,  or  ownership  of  the 
article  to  which  it  is  affixed  ;  or,  in  other  words,  to  give  notice  who 
was  the  producer.  This  may,  in  many  cases,  be  done  by  a  name,  a 
mark,  or  a  device  well  known,  but  not  previously  applied  to  the 
same  article. 

But  though  it  is  not  necessary  that  the  word  adopted  as  a  trade- 
name should  be  a  new  creation,  never  before  known  or  used,  there 
are  some  limits  to  the  right  of  selection.  This  will  be  manifest 
when  it  is  considered  that  in  all  cases  where  rights  to  the  exclusive 
use  of  a  trade-mark  are  invaded,  it  is  invariably  held  that  the 
essence  of  the  wrong  consists  in  the  sale  of  the  goods  of  one  manu- 
facturer or  vendor  as  those  of  another ;  and  that  it  is  only  when 
this  false  representation  is  directly  or  indirectly  made  that  the 
party  who  appeals  to  a  court  of  equity  can  have  relief.  This  is 
the  doctrine  of  all  the  authorities.  Amoskeag  Manufacturing  Co,  v. 
Spear,  2  Sandford's  Supreme  Court,  599  ;  Boardman  v.  Meriden 
Britannia  Company,  35  Connecticut,  402  ;  Farina  v.  SUverlock,  39 
English  Law  and  Equity,  514.  Hence  the  trade-mark  must  either 
by  itself,  or  by  association,  point  distinctively  to  the  origin  or  own- 
ership of  the  article  to  which  it  is  applied.  The  reason  of  this  is 
that  unless  it  does,  neither  can  he  who  first  adopted  it  be  injured  by 
any  appropriation  or  imitation  of  it  by  others,  nor  can  the  public 
be  deceived.  The  first  appropriator  of  a  name  or  device  pointing 
to  his  ownership,  or  which,  by  being  associated  with  articles  of 
trade,  has  acquired  an  understood  reference  to  the  originator,  or 
manufacturer  of  the  articles,  is  injured  whenever  another  adopts 
the  same  name  or  device  for  similar  articles,  because  such  adoption 
is  in  effect  representing  falsely  that  the  productions  of  the  latter 
are  those  of  the  former.  Thus  the  custom  and  advantages  to  which 
the  enterprise  and  skill  of  the  first  appropriator  had  given  him  a 
just  right  are  abstracted  for  another's  use,  and  this  is  done  by  de- 
ceiving the  public,  by  inducing  the  public  to  purchase  the  goods 
and  manufactures  of  one  person  supposing  them  to  be  those  of 
another.     The  trade-mark  must  therefore  be  distinctive  in  its  orig- 
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inal  signification,  pointing  to  the  origin  of  the  article,  or  it  must 
have  become  such  by  association.  And  there  are  two  rules  which 
are  not  to  be  overlooked.  No  one  can  claim  protection  for  the  ex- 
clusive use  of  a  trade-mark  or  trade-name  which  would  practically 
give  him  a  monopoly  in  the  sale  of  any  goods  other  than  those  pro- 
duced or  made  by  himself.  If  he  could,  the  public  would  be  injured 
rather  than  protected,  for  competition  would  be  destroyed.  Nor 
can  a  generic  name,  or  a  name  merely  descriptive  of  an  article  of 
trade,  of  its  qualities,  ingredients,  or  characteristics,  be  employed 
as  a  trade-mark  and  the  exclusive  use  of  it  be  entitled  to  legal  pro- 
tection. As  we  said  in  the  well-considered  case  of  The  Amoskeag 
Manufacturing  Company  v.  Spear^  2  Sandford's  Supreme  Court, 
599,  (quoted  supra,  in  the  preceding  page,)  "the  owner  of  an 
original  trade-mark  has  an  undoubted  right  to  be  protected  in  the 
exclusive  use  of  all  the  marks,  forms,  or  symbols,  that  were  appro- 
priated as  designating  the  true  origin  or  ownership  of  the  article 
or  frabric  to  which  they  are  affixed ;  but  he  has  no  right  to  the 
exclusive  use  of  any  words,  letters,  figures,  or  symbols,  which  have 
no  relation  to  the  origin  or  ownership  of  the  goods,  but  are  only 
meant  to  indicate  their  names  or  quality.  He  has  no  right  to 
appropriate  a  sign  or  a  symbol,  which,  from  the  nature  of  the  fact 
it  is  used  to  signify,  others  may  employ  with  equal  truth,  and  there- 
fore have  an  equal  right  to  employ  for  the  same  purpose.  Vide 
Wolfe  V.  Goulard,  18  Howard's  Practice  Reports,  64 ;  Fetridge  v. 
WelU,  4  Abbott's  Practice  Reports,  144  ;  Town  v.  SietsoUy  5  Id., 
N.  S.,  218;  Phalonv.  Wright,  5  Phillips,  464;  Singleton  v.  Bolton, 
3  Douglas,  293  ;  Perry  v.  Truefitt,  6  Beavan,  66 ;  Canham  v.  Jones, 
2  Vesey  &  Beames,  218 ;  MiUington  v.  Fox,  3  Milne  &  Craig,  338. 

And  it  is  obvious  that  the  same  reasons  which  forbid  the  exclu- 
sive appropriation  of  generic  names  or  of  those  merely  descriptive 
of  the  article  manufactured  and  which  can  be  employed  with  truth 
by  other  manufacturers,  apply  with  equal  force  to  the  appropriation 
of  geographical  names,  designating  districts  of  country.  Their 
nature  is  such  that  they  cannot  point  to  the  origin  (personal  origin) 
or  ownership  of  the  articles  of  trade  to  which  they  may  be  applied. 
They  point  only  at  the  place  of  production,  not  to  the  producer, 
and  could  they  be  appropriated  exclusively,  the  appropriation  would 
result  in  mischievous  monopolies.  Could  such  phrases,  as  "Penn- 
sylvania wheat,"  *^  Kentucky  hemp,"  "Virginia  tobacco,"  or  "Sea 
Island  cotton,"  be  protected  as  trade-marks ;  could  any  one  prevent 
all  others  from  using  them,  or  from  selling  articles  produced  in  the 
districts  they  describe  under  those  appellations,  it  would  greatly 
embarrass  trade,  and  secure  exclusive  rights  to  individuals  in  that 
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which  is  the  common  right  of  many.  It  can  be  permitted  only 
when  the  reasons  that  lie  at  the  foundation  of  the  protection  given 
to  trade-marks  are  entirely  overlooked.  It  cannot  be  said  that 
there  is  any  attempt  to  deceive  the  public  when  one  sells  as  Ken- 
tucky hemp  or  as  Lehigh  coal,  that  which  in  truth  is  such,  or  that 
there  is  any  attempt  to  appropriate  the  enterprise  or  business  rep- 
utation of  another  who  may  have  previously  sold  his  goods  with 
the  same  description.  It  is  not  selling  one  man's  goods  as  and  for 
those  of  another.  Nothing  is  more  common  than  that  a  manufac- 
turer sendB  his  products  to  market,  designating  them  by  the  name 
of  the  place  where  they  were  made.  But  we  think  no  case  can  be 
found  in  which  other  producers  of  similar  products  in  the  same 
place,  have  been  restrained  from  the  use  of  the  same  name  in  de« 
scribing  their  goods.  It  is  true  that  in  the  case  of  Brooklyn  White 
Lead  Company  v.  ilasury,  25  Barbour,  416,  where  it  appeared  that 
the  defendant  (at  first  selling  his  product  under  the  name  "  Brook- 
lyn white  lead'*)  had  added  to  the  name  the  word  **  Company"  or 
''Co,"  which  made  it  an  imitation  of  the  plaintiff's  trade-mark, 
though  he  was  not  a  company,  he  was  enjoined  against  the  use  of 
the  added  word.  It  was  a  case  of  fraud.  He  had  assumed  a  false 
name  in  imitation  of  a  prior  true  one,  and  with  the  obvious  design 
of  leading  the  public  to  think  his  manufacture  was  that  of  the 
plaintiff.  But  the  court  said,  as  both  the  plaintiff  and  defendant 
dealt  in  the  same  article,  and  both  manufactured  it  at  Brooklyn, 
each  had  the  same  right  to  describe  it  as  Brooklyn  white  lead. 

We  have  been  referred  by  the  plaintiffs  to  three  decisions  which 
are  supposed  to  justify  the  adoption  of  the  name  simply  of  a  dis- 
trict or  town,  as  a  trade-mark. 

One  of  these  is  Alvord  v.  Newman,  There  it  appeared  that  the 
complainants  had  been  manufacturers  of  cement  or  water-lime  at 
Akron,  from  beds  in  the  neighborhood  of  that  place,  for  about 
thirteen  years,  and  that  they  had  always  designated  and  sold  their 
products  as  **Akron  cement,"  and  '*Akron  water-lime."  The  de- 
fendants commenced  a  similar  business  twelve  years  later,  and 
manufactured  cement  from  quarries  situated  near  Syracuse,  in  On- 
ondaga county,  and  called  their  product '' Onondaga  ^A:r(m  cement, 
or  water- lime."  It  was  not  in  fact  Akron  cement  (for  Akron  and 
Syracuse  were  a  long  distance  from  each  other,)  and  the  purpose  of 
calling  it  such  was  evidently  to  induce  the  public  to  believe  that  it 
was  the  article  made  by  the  plaintiffs.  The  act  of  the  defendants 
was  therefore  an  attempted  fraud,  and  they  were  restrained  from  ap- 
plying the  word  Akron  to  their  manufacture.  But  the  case  does  not 
rule  that  any  other  manu&cturer  at  Akron  might  not  have  called 
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his  product  ''Akron  cement,"  or  **Akron  water-lime."  On  the 
contrary,  it  substantially  concedes  that  the  plaintiffs  by  their  prior 
appropriation  of  the  name  of  the  town  in  connection  with  the  words 
cement  and  lime  acquired  no  exclusive  right  to  its  use,  as  against 
any  o»e  who  could  use  it  with  truth. 

McAndrews  v.  Bassett  is  another  case  cited  by  the  complainants. 
The  plaintiffs  in  that  case  were  manufacturers  of  liquorice  made 
from  roots  and  juice  imported  from  Anatolia  and  Spain,  and  they 
sent  their  goods  to  market  stamped  ''Anatolia."  Soon  afterwards 
the  defendants  made  to  order  from  a  sample  of  the  plaintiff's 
liquorice,  other  liquorice  which  they  also  stamped  "Anatolia."  It 
was  a  clear  case  of  an  attempt  to  imitate  the  mark  previously  ex- 
isting, and  to  put  upon  the  market  the  new  manufacture  as  that  of 
the  first  manufacturers.  It  does  not  appear,  from  the  report  of  the 
case,  that  the  juice  or  roots  from  which  the  defendants'  article  was 
made  came  from  Anatolia.  If  not  their  mark  was  false.  Of  course 
the  Lord  Chancellor  enjoined  them.  In  answer  to  the  argument 
that  the  word  Anatolia  was  in  fact  the  geographical  designation  of 
a  whole  country,  a  word  common  to  all,  and  that  therefore  there 
could  be  no  property  in  it,  he  said,  "  Property  in  the  word  for  all 
purposes  cannot  exist ;  but  property  in  that  word  as  applied  by  way 
of  stamp  upon  a  stick  of  liquorice  does  exist  the  moment  a  stick  of 
liquorice  goes  into  the  market  so  stamped  and  obtains  acceptance  and 
reputation  in  the  market."  It  was  not  merely  the  use  of  the  word, 
but  its  application  by  way  of  stamp  upon  each  stick  of  liquorice 
that  was  protected.  Nothing  in  this  case  determines  that  a  right 
to  use  the  name  of  a  region  of  country  as  a  trade-mark  for  an 
article  may  be  acquired,  to  the  exclusion  of  others  who  produce  or 
sell  a  similar  article  coming  from  the  same  region. 

Nor  is  such  a  doctrine  to  be  found  in  Seia>o  v.  Provezende;  the 
remaining  case  cited  by  the  complainants.  The  case  turned  upon 
an  imitation  of  the  plaintiff's  device,  which  was  the  figure  of  a 
coronet  combined  with  the  word  Seixo,  a  word  which  can  hardly  be 
said  to  have  been  the  name  of  a  district  of  country.  It  means 
stony,  and  though  applied  to  two  estates,  it  was  also  the  name  of 
the  plaintiff.  Yet  uothing  in  the  decision  warrants  the  inference 
that  the  word  Seixo  could  alone  become  a  trade-mark  for  any 
article,  much  less  than  it  could  be  protected  as  a  trade-mark  for 
any  article  to  the  exclusion  of  its  use  in  describing  other  articles 
coming  from  the  same  estate. 

It  must  then  be  considered  as  sound  doctrine  that  no  one  can 
apply  the  name  of  a  district  of  country  to  a  well-known  article 
of  commerce,  and  obtain  thereby  such  an  exclusive  right  to  the  ap- 
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plication  as  to  prevent  others  inhabiting  the  district  or  dealing  in 
similar  articles  coming  from  the  district,  from  truthfully  using  the 
same  designation.  It  is  only  when  the  adoption  or  imitation  of 
what  is  claimed  to  be  a  trade-mark  amounts  to  a  false  representa- 
tion, express  or  implied;  designed  or  incidental,  that  there  is  any 
title  to  relief  against  it.  True  it  may  be  that  the  use  by  a  second 
producer,  in  describing  truthfully  his  product,  of  a  name  or  a  com- 
bination of  words  already  in  use  by  another,  may  have  the  effect  of 
causing  the  public  to  mistake  as  to  the  origin  or  ownership  of  the 
product,  but  if  it  is  just  as  true  in  its  application  to  his  goods  as  it 
is  to  those  of  another  who  first  applied  it,  and  who  therefore  claims 
an  exclusive  right  to  use  it,  there  is  no  legal  or  moral  wrong  done. 
Purchasers  may  be  mistaken,  but  they  are  not  deceived  by  false 
representations,  and  equity  will  not  enjoin  against  telling  the  truth. 
These  principles,  founded  alike  on  reason  and  authority,  are  de- 
cisive of  the  present  case,  and  they  relieve  us  from  the  consider- 
ation of  much  that  was  pressed  upon  us  in  the  argument.  The 
defendant  has  advertised  for  sale  and  he  is  selling  coal  not  obtained 
from  the  plaintiffs,  not  mined  or  brought  to  market  by  them,  but 
coal  which  he  purchased  from  the  Pennsylvania  Coal  Company,  or 
from  the  Delaware,  Lackawanna,  and  Western  Railroad  Company. 
He  has  advertised  and  sold  it  as  Lackawanna  coal.  It  is  in  fact 
coal  from  the  Lackawanna  region.  It  is  of  the  same  quality  and 
of  the  same  general  appearance  as  that  mined  by  the  complainants. 
It  is  taken  from  the  same  veins  or  strata.  It  is  truly  described  by 
the  term  Lackawanna  coal,  as  is  the  coal  of  plaintiffs.  The  de- 
scription does  not  point  to  its  origin  or  ownership,  nor  indicate  iu 
the  slighest  degree  the  person,  natural  or  artificial,  who  mined  the 
coal  or  brought  it  to  market.  All  the  coal  taken  from  that  region 
is  knbwn  and  has  been  known  for  years  by  the  trade,  and  rated  in 
public  statistics  as  Lackawanna  coal.  True  the  Delaware,  Lacka- 
wanna, and  Western  Railroad  Company  have  sometimes  called 
their  coal  Scranton  coal,  and  sometimes  Scranton  coal  from  the 
Lackawanna,  and  the  Pennsylvania  Coal  Company  have  called 
theirs  Pittston  coal,  thus  referring  to  the  parts  of  the  region  in 
which  they  mine.  But  the  generic  name,  the  comprehensive  name 
for  it  all  is  Lackawanna  coal.  In  all  the  coal  regions  there  are 
mimerous  collieries,  owned  and  operated  by  different  proprietors, 
yet  the  product  is  truly  and  rightfully  described  as  Schuylkill, 
Lehigh,  or  Lackawanna  coal,  according  to  the  region  from  which  it 
comes.  We  are  therefore  of  opinion  that  the  defendant  has  in- 
vaded no  right  to  which  the  plaintiffs  can  maintain  a  claim.  By 
advertising  and  selling  coal  brought  from  the  Lackawanna  valley 
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as  Lackawanna  coal,  he  has  made  no  false  representation,  and  we 
see  no  evidence  that  he  has  attempted  to  sell  his  coal  as  and  for  the 
coal  of  the  plaintiffs.  If  the  public  are  led  into  mistake,  it  is  by 
the  truth,  not  by  any  false  pretense.  If  the  complainants'  sales 
are  diminished,  it  is  because  they  are  not  the  only  producers  of 
Lackawanna  coal,  and  not  because  of  any  fraud  of  the  defendant. 
The  decree  of  the  Circuit  Court  dismissing  the  bill  must,  therefore, 
>^e  Affirmed. 


Tucker  v,  Spaldinq. 

(13  Wallace,  463.) 

1.  In  an  action  at  law,  where  a  patent  of  prior  date  is  offered  in  evidence  as  covering 

the  invention  described  in  the  plaintiff's  patent,  on  a  charge  of  infringement,  the 
question  of  the  identity  of  the  two  instruments  or  machines  mnst  be  left  to  the 
jury,  if  there  is  so  much  resemblance  as  raises  the  question  at  all. 

2.  It  is  no  ground  for  rejecting  the  prior  patent  that  it  does  not  profess  to  do  the  same 

things  that  the  second  patent  does. 

3.  If  what  it  performs  is  essentially  the  same,  and  its  structure  and  action  suggest  to 

the  mind  of  an  ordinarily  skillful  mechanic  its  adaptation  to  the  same  use  as  the 
second  patent,  by  the  same  means,  this  adaptation  is  not  a  new  invention,  and  is 
not  patentable. 

Error  to  the  Circuit  Court  for  the  District  of  California. 

Spalding  brought  an  action  at  law  against  Tucker,  to  recover 
damages  for  the  infringement  of  a  patent  for  the  use  of  movable 
teeth  in  saws  and  saw-platc8. 

The  plaintiff's  patent  claimed  the  forming  of  recesses  or  sockets 
in  saws  or  saw-plates  for  detachable  or  removable  teeth  on  circular 
lines,  and  in  combination  with  these  recesses,  teeth  having  their 
base  or  bottom  parts  formed  on  circular  lines  as  described.      * 

The  defendant  offered  in  evidence,  as  covering  the  subject-matter 
of  the  plaintiff's  patent,  a  patent  to  Jonah  Newton,  confessedly 
prior  in  date  and  invention  to  that  of  plaintiff.  This  patent  of 
Newton's  had  cutters  of  the  same  general  shape  and  form,  iuclud- 
ing  circular  base,  as  the  saw-teeth  of  the  other  patent,  attachable 
to  a  circular  disk,  and  removable  as  in  the  other,  but  attached  by 
screws  or  nuts,  and  the  claim  or  purpose  of  the  Netvton  patent  was 
for  cutting  tongues  and  grooves^  mortices^  dtc.  In  connection  with 
the  offer  of  the  patent  to  Newton,  the  defendant  offered  to  prove 
by  experts  that  the  process  of  Newton's  patent,  and  of  the  machine 
made  thereunder,  and  of  the  result  produced  thereby,  were  the 
same  process,  machine,  and  result  as  were  involved  in  the  patent 
of  the  plaintiff;  that  saws  were  made  under  Newton's  patent,  and 
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were  in  practical  operation  (the  exhibition  of  the  saws  so  made  and 
operated  being  also  offered ;)  that  the  machine  made  under  New- 
ton's patent  rotated  in  precisely  the  same  manner  and  with  the 
same  effect  as  a  circular  saw,  and  that  what  in  Newton's  patent 
were  designated  "cutters,"  performed  the  same  functions  as  the 
detachable  teeth,  described  in  the  plaintiff's  patent,  and  accom- 
plished the  same  result;  and  that  the  said  ^'cutters"  were  nothing 
in  reality  but  detachable  saw-teeth,  inserted  on  circular  lines,  and 
rounded  at  the  base  and  inserted  in  circular  sockets,  and  secured 
an  equal  distribution  of  the  pressure  on  the  said  "cutters,"  over 
and  upon  the  circular  sockets  in  which  they  were  set,  and  thus 
prevented  fracture  of  the  disk  or  plate. 

The  court  refused  to  admit  the  patent  to  Newton  in  evidence. 
Verdict  and  judgment  were  rendered  accordingly  for  the  plaintiff, 
Spalding,  and  the  other  party  brought  the  case  here  on  error,  as- 
signing several  errors  in  the  rejection  of  evidence  and  in  the  charge 
of  the  court.  The  cardinal  point  of  the  case,  however,  was  the 
refusal  of  the  court  to  permit  the  Newton  patent  to  be  read  to  the 
jury ;  the  bills  of  exception  including,  however,  the  rejection  of 
the  testimony  of  experts,  to  prove  the  identity  of  the  invention  de- 
scribed in  the  Newton  patent  with  that  of  the  plaintiff. 

Mr,  W.  O.  Witter, /or  the  plaintiff  in  error ,  (a  brief  of  Mr,  George 
Gifford  being  fled,)  argued  that  the  evidence  rejected  ought  to  have 
been  submitted  to  the  jury;  and  went  also  into  a  full  exhibition  of 
diagrams  and  models  to  show  that  the  two  inventions  were  in  truth 
the  same. 

Messrs,  M,  A,  Wheaton  and  J.  J,  Coombs,  contra, 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court. 

We  are  of  opinion  that  the  court  erred  in  refusing  to  admit  the 
patent  to  Newton,  confessedly  prior  in  date  and  invention  to  that 
of  the  plaintiff,  which  the  defendant  offered  as  covering  the  subject- 
matter  of  the  plaintiff's  patent. 

Whatever  may  be  our  personal  opinions  of  the  fitness  of  the 
jury  as  a  tribunal  to  determine  the  diversity  or  identity  in  princi- 
ple of  two  mechanical  instruments,  it  cannot  be  questioned  that 
when  tlie  plaintiff,  in  the  exercise  of  the  option  which  the  law 
gives  him,  brings  his  suit  in  the  law  in  preference  to  the  equity 
side  of  the  court,  that  question  must  be  submitted  to  the  jury,  if 
there  is  so  much  resemblance  as  raises  the  question  at  all.  And 
though  the  principles  by  which  the  question  must  be  decided  may 
be  very  largely  propositions  of  law,  it  still  remains  the  essential 
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nature  of  the  jury  trial  that  while  the  court  may  on  this  mixed 
question  of  law  and  fact,  lay  down  to  the  jury  the  law  which 
should  govern  them,  so  as  to  guide  them  to  truth,  and  guard  them 
against  error,  and  may,  if  they  disregard  instructions,  set  aside 
their  verdict,  the  ultimate  response  to  the  question  must  come 
from  the  jury. 

The  court  in  rejecting  the  patent  of  Newton  seems  to  have  been 
mainly  governed  by  the  use  which  was  claimed  for  it,  and  also  that 
no  mention  is  made  of  its  adaptability  as  a  saw.  But  if  what  it 
actually  did  is  in  its  nature  the  same  as  sawing,  and  its  struc- 
ture and  action  suggested  to  the  mind  of  an  ordinarily  skillful 
mechanic  this  double  use  to  which  it  could  be  adapted  without 
material  change,  then  such  adaptation  to  the  new  use,  is  not  a  new 
invention,  and  is  not  patentable. 

The  defendant  offered  to  prove  that  such  was  the  relation  of  the 
principle  of  the  Newton  patent  and  plaintiff's  patent  by  experts, 
and  we  are  clear  that  the  resemblance  was  close  enough  to  require 
the  submission  of  the  question  of  identity  to  the  jury,  and  the 
admission  of  the  testimony  of  experts  on  that  subject. 

This  subject  was  fully  considered  in  the  case  of  Bischoff  v. 
Wethered,  9  Wallace,  816,  decided  since  the  present  writ  of  error 
was  issued. 

This  court  has  no  more  right  than  the  court  below  to  decide 
that  the  one  pateat  covered  the  invention  of  the  other,  or  that  it 
did  not;  and  it  is  obvious  that  extended  argument  here,  to  prove 
such  general  resemblance  as  would  require  the  submission  of  both 
patents  to  the  jury,  might  prejudice  the  plaintiff's  case  on  the  new 
trial  which  must  be  granted.  We  therefore  forbear  to  discuss  the 
matter  further ;  for  the  same  reason  we  refrain  from  comment  on 
the  instruction.  It  is  to  be  understood  that  in  declining  to  pass 
upon  the  other  alleged  errors  of  the  record,  this  court  neither 
affirms  or  overrules  the  action  of  the  court  on  those  points,  and 
the  case  is  reversed  for  this  fundamental  error,  which  includes 
several  others  resting  on  that. 

Judgment  reveesed  and  a  new  trial  ordered. 


Butler  v.  Watkins. 

(13  Wallace,  456.) 

1.  On  a  Bait  for  damages  by  a  patentee  against  a  British  corporation  and  iU  "managing 
agent,"  sent  to  this  country,  in  having  been  fraudulently  pretending  in  a  series  of 
negotiations  to  conclude  an  agreement  with  him,  the  patentee,  to  make  use  of 
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his  patent — the  alleged  real  purpose  having  heen  through  drafta  of  agreements 
aDd  protracted  consnltatioos  to  keep  the  patentee  from  using  his  invention  during 
a  certain  season,  and  so  to  get  time  to  use  another  invention  in  which  they  were 
themselves  largely  interested — it  is  error  to  charge  that  if  the  corporation  never 
gave  any  authority  to  the  managing  agent  to  assent  to  the  draft  of  agreement  in 
their  behalf  And  in  their  name,  and  never  sanctioned  it  as  a  corporate  act,  suit  for 
snch  a  fraud  as  above  indicated  could  not  be  maintained.  The  suit  not  being  on 
any  contract,  the  corporation  might  be,  notwithstanding,  responsible  for  the  fraud. 
2.  In  actions  for  fraud,  large  latitude  is  given  to  the  admission  of  evidence.  If  a 
motive  exist  prompting  to  a  particular  line  of  conduct,  and  it  be  shown  that  in 
pursuing  that  line  a  defendant  has  deceived  and  defrauded  one  person,  it  may  be 
inferred  that  similar  conduct  towards  another,  at  about  the  same  time  and  in  rela- 
tion to  a  like  subject,  was  actuated  by  the  same  spirit.  On  such  a  suit  as  above 
mentioned  evidence  was  therefore  held  admissible  that  in  the  same  spring  or  early 
summer  the  defendant  had  similar  negotiations  with  a  wholly  different  person 
respecting  a  patented  invention  of  his,  like  the  plaintiff's,  and  acted  deceitfully 
towards  him  in  order  to  keep  his  invention  out  of  the  market  in  that  year. 

Erkor  to  the  Circuit  Court  of  the  United  States  for  the  District 
of  Louisiana  ;  the  case  being  thus  : 

Butler,  of  New  Orleans,  had  procured  one  or  more  patents  for  an 
invention  called  the  '*  Butler  cotton-tie,"  a  machine  for  fastening 
bales  of  cotton.  There  was  at  the  same  time  a  large  manufactur- 
ing company  near  Birmingham,  England,  called  ''The  Patent  Nut 
and  Bolt  Company,"  of  which  one  Watkins  was  the  managing 
agent.  Watkins  being  in  this  country,  and  at  New  Orleans,  had 
some  negotiation  with  Butler  looking  to  an  arrangement  by  which 
the  company  should  largely  assume  the  manufacture  of  cotton-ties 
under  Butler's  patent,  giving  to  him  a  share  of  the  proceeds  of 
sale.  The  negotiations,  though  begun  and  carried  on  a  certain 
way,  were  not  concluded.  Hereupon  Butler  sued  the  company  and 
Watkins  for  damages. 

The  plaintiff's  petition  alleged  that  in  February,  1868,  in  New 
Orleans,  Watkins,  in  behalf  of  himself  and  the  Nut  and  Bolt  Com- 
pany, had  an  understanding  with  him  in  relation  to  the  manufac- 
ture and  sale  of  his  cotton-tie,  for  the  year  1868;  that  Watkins, 
for  himself  and  the  company,  promised  that  shortly  after  his  re- 
turn to  England,  (which  was  to  take  place  a  few  weeks  after  the 
date  already  stated,)  certain  formalities  would  be  gone  through, 
and  the  manufacture  of  the  said  ties  commenced  and  completed  in 
ample  time  for  the  business  and  demand  of  the  year  1868  ;  that  for 
a  long  time  after  the  return  of  Watkins  to  England,  (which  oc- 
curred in  or  about  the  latter  part  of  March,  1868,)  Watkins  and 
the  company  caused  him,  Butler,  to  believe  that  the  arrangement 
would  be  carried  out,  and  did  not  undeceive  him  until  late  in  the 
summer  of  1868,  when  it  was  impossible  for  him  to  make  any  other 
arrangement  for  the  manufacture  and  sale  of  the  cotton  tie. 

24 
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The  plaintiff  then  averred  that  these  doings  of  Watkins  and  the 
company  were  deceitful  and  in  bad  faith  from  beginning  to  end ; 
that  they  were  done  for  the  purpose  of  imposing  upon  him  and  in- 
ducing him  to  give  to  Watkins  and  the  company  the  control  of  the 
Butler  cotton-tie  for  the  year  1868,  with  the  hope  thereby  of  keep- 
ing it  out  of  the  market,  and  by  that  means  render  more  certain 
the  sale  of  the  Beard  and  other  ties,  in  which  Watkins  and  the 
company  were  greatly  interested.  Further,  that  the  artful  and 
deceitful  acts  of  Watkins  and  the  company  were  so  perfectly  car- 
ried but,  and  the  plaintiff  so  completely  deceived,  that  his  cotton- 
tie  was  kept  from  sale  during. the  year  1868,  and  a  large  quantity 
of  the  Beard  and  other  ties  were  sold  and  disposed  of  for  the  ben- 
efit of  Watkins  and  the  company;  that  had  he,  Butler,  not  been 
deceived  and  imposed  upon  by  Watkins^and  the  company  he  would 
have  kept  the  management*  of  his  tie  out  of  Ijheir  hands,  and  under 
his  own  control,  and  would  thereby  have  made  from  its  sal^ during 
the  year  1868  at  the  least  $35,000.  .         '    . 

The  defendants  denied  the  validity  of  Butler's  patent,  and  as- 
serted, moreover,  that  they  had  never  <Sbme  under  any  obligation 
to  him  in  regard  to  it.  •      ^ 

On  tl^e  trial  it  appeared  that  Butler  had  made  a  form  of  an 
agreement,  such  apparently  ad  he  considered  had  been  fixed  on* 
between  bini  and  Watkins,  and  gave  it  to  Watkins.  •  The  draft 
was  dated  February  1,  1868;  but  was  not  signed  by  any  one,  nor 
stamped.  On  the  3d  of  Fiebruary,  Watkins,  being  still  in  New 
Orleans,  vrote  a  note  to  Butler,  in  which  he  said  he  had  read  the 
draft  and  found  it  '*  to  be  about  the  thing,"  and  that  he  will  have 
the  same  put  in  shape  on  his  arrival  home  and  send  him,  Butler, 
one  to  retain,  the  others  to  be  returned.  Matters  remained  in  that 
state* till  April  ITth,  1868,  when  Watkins  thus  writes,  from  the 
company's  works  near  Birmingham : 

'*I  have  laid  your  proposition  before  my  co-directors  and  they 
have  given  same  their  favorable  consideration ;  but  you  will  under- 
stand that  we  Englishmen  are  very  particular  as  to  what  we  do- 
more  so  than  Americans.  We  are  not  quite  so  fast  in  promising, 
but  are  generally  faithful  to  our  promises.  There  are  a  few  facts 
in  relation  to  cotton  ties  and  cotton-tie  business  to  be  considered 
before  the  agreement  is  completed.  In  the  meantime  we  have 
commenced  the  manufacture  of  your  tie  and  will  send  the  first  ship- 
ment (which  will  be  small)  to  Mobile  or  New  Orleans  for  Memphis, 
as  tonnage  may  offer.  The  ties  which  we  send  out  will  be  for- 
warded without  prejudice,  whether  the  agreement  is  finally  sealed 
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by  my  company  6r  otherwise,  and  will  be  disposed  of  on  the  same 
terms  as  named  in  your  agreement  proposal.'' 

This  evidence  being  before  the  jury,  the  plaintiff  offered  in  evi- 
deuce  certain  letters  written  by  the  defendants  to  one  Charles 
Wailey  (who,  it  was  said,  had  also  invented  a  cotton-tie,)  in  the 
s{)ring  and  summer  of  1868,  wherein  the  defendants  led  the  said 
Wailey  to  believe  that  a  contract  between  himself  and  Watkins, 
managing  director  of  the  company,  had  been  recognized  by^them 
and  would  be  by  them  carried  out ;  and  in  connection  therewith, 
the  testimony  of  Wailey,  for  the  purpose  of  proving  that  letters 
similar  in  many  respects  to  letters  written  to  Butler,  and  offered 
in  evidence,  were  false  and  deceitful  acts  on  the  part  of  the  defend- 
ants, done  in  order  to  keep  Wailey's  tie  out  of  the  market  during 
the  year  186&:  The  letters  were  offered  in  connection  with  the 
testimony  of  Wailey  for  the  purpose  of  showing  the  fraudulent  and 
deceitful  Conduct  of  the  defendants  in  keeping  Wailey's  tie  out  of 
the  market  in  the  year  1868,  in  order  to  advance  their  own  inter- 
ests by  a  sale  of  the  Beard  tie,  with  the  object  of  showing  to  the 
jury  the  systematic  manner  and  course  of  the  defendants  in  fraudu- 
lently preventing  the  sale  of  other  cotton  ties,  and  thereby  4io  estab- 
lish the  fraud  and  deceit  of  defendants  in  relation  to  plaintiff's  tie, 
as  charged  and  set  forth  in  the  petition,  and  generally  to  prove  the 
deceitful  and  fraudulent  conduct  and  bad  faith  of  defendants  in 
keeping  the  tie  of  plaintiff  from  sale  during  the  entire  year  of  1868. 

The  defendants  objected  to  the  evidence  on  the  ground  that  their 
letters  to  Wailey  and  his  testimonj;  in  relation  to  them  could  not 
be  proved  for  the  purpose  of  thereby  establishing  fraud  and  deceit 
on  the  part  of  the  defendants  towards  plaintiffs  and  that  if  such 
fraud  and  deceit  existed  it  would  have  to  be  established  by'proof 
of  the  acts  and  conduct  of  defendants  towards  Butler,  not  towards 
Wailey. 

Of  this  view  was  the  court,  and  it  accordingly  refused  to  permit 
the  letters  to  be  read  in  evidence,  or  the  testimony  of  Wailey  in 
relation  to  them  to  be  heard. 

The  plaintiff  excepted. 

The  court — under  requests  from  the  defendants;  the  plaintiffs 
asking  no  instructions — charged  among  otheV  things : 

That  to  bind  the  plaintiff  by  the  terms  of  the  proposed  agree- 
ment his  signature  to  it  was  necessary,  and  that  so  long  as  it  was 
unsigned  it  was  only  a  proposition  which  he  might  at  any  time 
withdraw. 

That  if  Watkins  declined  to  sign  the  draft,  and  informed  the 
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plaintiff  that  it  must  go  before  the  board  of  directors  of  the  com- 
pany and  be  examined  by  the  board,  and  put  in  form,  with  the 
corporate  seal  attached  thereto  to  render  it  valid,  it  was  a  notice 
to  the  plaintiff  that  the  agreement  was  not  completed,  and  that  it 
was  not  obligatory  upon  either  party  until  it  was  completed  in 
that  manner,  or  some  other  sufficient  to  bind  the  company. 

That  if  the  corporation  never  gave  any  authority  to  Watkins  to 
assent  to  the  proposal  or  draft  agreement  in  their  behalf y  and  in  their 
name,  and  never  sanctioned  the  same  as  a  corporate  act,  the  suit 
cannot  be  maintained  against  them. 

Verdict  and  judcjuient  having  gone  for  the  defendant,  the  plain- 
tiff brought  the  case  here. 

Mr,  W,  F,  Peckham,  for  the  plaintiff  in  error: 

The  court  erred  in  the  first  and  second  of  the  above  quoted  para- 
graphs of  its  charge;  for  whether  the  agreement  was  binding  or 
not,  was  immaterial.  The  action  was  not  on  the  agreement,  but 
for  the  fraud  in  inducing  plaintiff  to  enter  into  negotiations  which 
defendants  intended  as  a  sham.  The  charge  had  a  tendency  to 
distract  the  jury's  attention  from  the  real  issue. 

So  it  erred  in  the  portion  of  the  charge  above  italicized :  for  here 
the  gist  of  the  action  is  ignored.  The  very  wrong  complained  of 
is,  that  defendants  never  did  intend  to  enter  into  the  contract,  and 
of  course  never  authorized  any  one  to  bind  them  by  it,  but  that 
they  did  enter  into  a  conspiracy  to  make  the  plaintiff  believe  that 
they  did  intend  to  made  the  contract,  while,  in  fact,  never  so 
intending  at  all. 

And,  previously  to  all  this,  it  had  erred  on  the  trial,  in  exclud- 
ing the  letters  to  Wailey  and  his  testimony.  For  in  criminal  law 
evidence  of  other  doings  under  simihir  circumstances  at  about  the 
same  time  is  admissible,  not  as  proving  the  other  crimes,  but  as 
tending  to  prove  the  intent  or  the  animus  with  which  the  act  under 
investigation  was  done. 

Messrs,  P.  Phillips  and  J.  A,  and  S.  D,  Campbell,  contra: 
The  claim  for  damages  rest*  on  an  ** understanding"  evidenced 
by  a  certain  draft  and  letters.  Now  to  sustain  an  action  on  any 
agreement  it  must  l?e  complete.  No  obligation  is  imposed  by  a 
mere  affirmation  or  offer  to  enter  into  an  agreement.  Here,  on 
one  side,  patent  rights  were  to  be  conveyed,  which  as  all  know 
pass  under  the  statutes  by  written  assignments,  on  the  other  hand 
a  large  undertaking  for  manufacturing  by  a  foreign  corporation, 
and  the  negotiation  is  with  an  agent  in  this  country.    The  subject- 
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matter  then,  the  corporate  character  of  one  of  the  parties,  and  ita 
location  in  a  foreign  county,  without  more,  leads  to  the  strongest 
presumption  that  the  ^'understanding"  was  not  to  be  perfected 
until  some  written  instrument  was  signed  and  delivered.  But  we 
are  not  left  to  presumption.  The  letters  of  Watkins  to  Butler 
place  this  question  beyond  doubt.  It  is  evident  that  Watkins 
either  had  not  tlie  power  to  bind  the  corporation  or  was  unwilling 
to  exercise  it. 

The  whole  evidence  offered  by  the  plaintiff  to  show  the  "under- 
standing" is  in  paper,  and  the  question  whether  it  amounted  to  a 
valid  and  binding  obligation  might  properly  have  been  determined 
by  the  court.  Biit  here  the  i)laintiff  had  the  full  benefit  of  the 
jury  as  to  any  inferences  which  could  be  drawn  from  any  circum- 
stances. 

Even  if  the  rejection  of  the  evidence  about  Wailey's  letters  was 
erroneous,  still,  if  the  plaintiff  could  not  have  recovered  if  they  had 
been  admitted,  the  error  constitutes  no  ground  for  reversal. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court. 

We  are  unable  to  discover  error  in  the  instructions  given  to  the 
jury  by  the  court  below,  or  in  the  answers  made  to  the  prayers  of 
the  defendants,  except  in  a  single  particular.  What  the  court 
said  may  have  been  inadequate  to  a  full  presentation  of  the  case, 
but  the  plaintiff  asked  for  no  instructions,  and  he  cannot  therefore 
now  be  heard  to  complain  that  full  instructions  were  not  given. 
The  bills  of  exceptions  bring  upon  the  record  only  that  which  was 
said  to  the  jury,  and  to  that  alone  can  error  be  assigned. 

It  is  quite  true  that  the  suit  was  not  brought  upon  any  contract. 
The  theory  of  the  plaintiff  was  that  no  agreement  had  ever  been 
made,  and  that  the  defendants  had  never  intended  making  one, 
though  all  the  while  during  the  negotiation,  deceptively  and  fraud- 
ulently holding  out  to  the  plaintiff  a  profession  of  intention  to  con- 
clude an  agreement,  and  that  this  was  done  with  the  purpose  of 
keeping  the  plaintiff's  *' cotton-tie"  out  of  the  market.  The  an- 
swers to  the  defendants'  prayers,  so  far  as  they  tend  to  show  that 
no  contract  had  been  concluded,  were,  therefore,  favorable  rather 
than  hurtful  to  the  plaintiff's  case,  and  they  furnish  no  just 
ground  for  complaint. 

The  court,  however,  erred  in  charging  the  jury  that  if  they 
believed  ''the  corporation  never  gave  any  authority  to  the  defend- 
ant, Watkins,  to  assent  to  the  proposal,  or  draft  agreement,  in  their 
behalf,  and  in  their  name,  and  never  sanctioned  the  same  as  a  cor- 
porate act,  the  suit  could  not  be  maintained  against  them."     If  by 
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this  it  was  meant  that  no  suit  upon  the  contract  could  be  main- 
tained, the  instruction  was  correct,  but  this  could  not  have  been  so 
understood  by  the  jury.  No  such  question  was  before  them.  It 
does  not  follow,  because  the  corporation  never  authorized  or  sanc- 
tioned a  contract,  that  they  may  not  be  responsible  for  such  a  fraud 
as  was  alleged  in  the  petition.  We  have  not  all  the  evidence  be- 
fore us,  but  it  does  appear  that  some  evidence  was  given  tending  to 
show  that  the  acts  and  conduct  of  the  defendants,  (Watkins  and 
the  corporation,)  were  deceitful  and  fraudulent,  designed  to  mis- 
lead, and  done  for  the  purpose  of  keeping  the  plaintiflF's  cotton-tie 
out  of  the  market,  in  order  that  they  might  secure  heavy  sales  of 
the  Beard  tie,  in  which  they  were  largely  interested.  If  the  evi- 
dence did  establish  or  tended  to  establish  such  deceit  and  fraud, 
for  such  a  purpose,  and  if  the  plaintiflf  was  injured  thereby,  as  his 
petition  alleged,  it  was  erroneous  to  charge  the  jury  that  the  Buit 
could  not  be  maintained.  Competition  in  efforts  to  secure  the  mar- 
ket is  doubtless  lawful.  A  manufacturer  may  by  superior  energy, 
or  enterprise,  supply  all  the  buyers  of  a  particular  article,  and  thus 
leave  no  market  for  similar  articles  manufactured  by  others.  But 
he  may  not  fraudulently  or  by  deceitful  representations  iaduce 
another  to  withhold  from  sale  his  products  without  being  answer- 
able for  the  injury  occasioned  by  the  fraud.  Whether  negotiations 
for  a  purchase  never  concluded  were  in  fact  fraudulent;  whether 
they  were  commenced  and  continued  solely  with  the  purpose  of 
dishonestly  inducing  the  plaintiff  to  forego  offering  his  goods  until 
the  market  had  been  supplied,  and  whether  such  was  the  conse- 
quence of  the  defendants'  fraudulent  conduct,  were  questions  of  fact 
which  should  have  been  submitted  to  the  jury  on  the  evidence.  If 
answered  affirmatively,  the  action  was  sustainable.  In  order  to 
maintain  an  action  for  fraud  it  is  sufficient  to  show  that  the  defend- 
ant was  guilty  of  deceit,  with  a  design  to  deprive  the  plantiff  of 
some  profit  or  advantage,  and  to  acquire  it  for  himself,  whenever 
loss  or  damage  has  resulted  from  the  deceit.  This  was  well  illus- 
trated in  Barley  v.  Wal/ord,  9  Adolplius  &  Ellis,  N.  S.,  197.  There 
it  appeared  that  a  plaintiff,  who  was  a  dealer  in  silk  goods,  had 
been  hindered  in  his  trade  and  induced  to  refrain  from  making 
goods  with  a  certain  ornamental  design,  by  false  representation 
made  by  the  defendant,  and  known  by  him  to  be  false,  that  a  pat- 
tern of  the  goods  had  been  registered  by  another,  and  it  was  ruled 
that  an  action  would  lie  to  recover  d.images  for  the  injury,  especi- 
ally when  the  deceit  was  with  a  view  to  secure  some  unfair  advant- 
age to  the  defendant. 

We  think  also  the  court  erred  in  refusing  to  receive  in  evidence 
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the  defendants'  letters  to  Wailey  in  connection  with  Wailey's  testi- 
mony. It  was  an  important  inquiry  in  the  case,  what  was  the 
purpose  or  animus  of  the  defendants  in  their  negotiations  with  the 
plaintiff?  Was  it  to  mislead  him  by  holding  out  false  hopes  of 
consummating  an  arrangement  by  which  his  cotton-tie  could  be 
introduced  into  the  market,  and  was  this  in  order  to  secure  the 
defendants  themselves  against  competition?  Deceit  in  effecting 
such  a  purpose  lay  at  the  basis  of  the  action.  But  how  can  such  a 
purpose  be  shown  when  it  has  not  been  avowed?  Actual  fraud  is 
always  attended  by  an  intent  to  defraud,  and  the  intent  may  be 
shown  by  any  evidence  that  has  a  tendency  to  persuade  the  mind 
of  its  existence.  Hence,  in  actions  for  fraud,  large  latitude  is 
always  given  to  the  admission  of  evidence.  If  a  motive  exists 
prompting  to  a  particular  line  of  conduct,  and  it  be  shown  that  in 
pursuing  that  line  a  defendant  has  deceived  and  defrauded  one 
person,  it  may  justly  be  inferred  that  similar  conduct  towards 
another,  at  about  the  same  time,  and  in  relation  to  a  like  subject, 
was  actuated  by  the  same  spirit.  If  therefore  it  be  true  that  in  the 
spring  or  early  summer  of  1868  the  d^Icndant  had  similar  negotia- 
tions with  Wailey  respecting  his  cot  ton -tie,  and  conducted  towards 
him  deceitfully  in  order  to  keep  his  tie  out  of  the  market  that  year, 
the  fact  tends  to  show  that  in  their  conduct  towards  the  plaintiff, 
there  was  the  same  animus,  and  that  they  had  the  same  object  in 
view.  That  the  evidence  offered  was  admissible  for  that  purpose 
is  abundantly  proved  by  the  authorities.  Castle  v.  BuUard,  23 
Howard,  172;  Lincoln  v.  Clqffln,  1  Wallace,  73,  §  23. 

Judgment  reversed  and  a  new  trial  ordered. 


Paige  v.  Banks. 

(13  Wallace.  608.) 

1.  Where  in  consideration  of  an  agreement  by  publishers  to  pay  him  a  certain  sum  of 
money,  and  the  performance  of  specified  duties  in  connection  with  the  publication, 
a  reporter  of  judicial  decisions  agreed  in  1828  "  to  furnish  in  manuscript  the  reports 
of  his  court  for  publication,"  with  an  additional  clause  that  the  "  publishers  shall 
have  the  copyright  of  said  reports,  to  them  and  their  assigns  forever,"  held,  on  bill 
filed  by  the  reporter's  executrix  for  injunction,  and  account  of  profits  after  the 
expiration  of  twenty-eight  years  from  the  entry  of  copyright,  (A.  D.  1830,)  that  the 
publishers  had  a  full  right  of  property  in  the  manuscript ;  and  accordingly  that 
they  could  publish  not  only  for  the  twenty-eight  years  during  which  the  act  of 
May  3l8t,  1790,  (ihe  only  copyright  act  in  force  when  the  agreement  was  made,) 
gave  an  author  and  his  assigns  the  exclusive  right  to  print,  reprint,  publish,  and 
vend,  but  also  duriug  the  J'ourteen  years  granted  by  an  act  of  3d  February, 
1831,  subsequently  passed,  by  which  the  exclusive  right  was  continued  to  tbd 
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aathor  if  alive,  or  if  dead  to  hia  widow,  child,  or  children;  the  reporter  not  having 
died  till  1868. 
2.  Beld,  farther,  that  this  view  was  confirmed  hy  the  fact  that  a  notice  had  been  given 
in  1858,  by  the  reporter  to  his  publishers,  that  he  himself  claimed  the  right  to 
publish  on  the  expiration  of  the  first  twenty-eight  years,  and  forbid  them  to  publish 
further,  and  that  they  in  reply  denied  his  right  and  asserted  their  own,  and  that 
though  the  reporter  lived,  as  already  said,  till  1868,  ten  years  after  this  corres- 
pondence, no  further  notice  was  taken  of  this  subject,  and  no  attempf  by  the 
reporter,  by  act  or  protest,  to  interfere  with  the  exercise  of  the  right  of  the 
publishers  to  publish  and  sell. 

Appeal  from  a  decree  of  the  Circuit  Court  for  the  Southern  Dis- 
trict of  New  York;  the  case  being  thus: 

Congress  by  a  copyright  law  of  Slst  May,  1790,  (1  Stat,  at  Large, 
124,)  enacted  that  the  author  and  authors  of  any  book  or  books, 
^*and  his  or  their  executors,  administrators,  or  assigns,'*  should 
have  the  sole  right  and  liberty  of  printing,  reprinting,  publishing, 
and  vending  such  book  or  books  for  the  term  of  fourteen  years. 
And  if,  at  the  expiration  of  the  said  term  the  said  author  or  authors 
should  be  alive,  that  the  same  exclusive  right  should  be  continued 
to  him  or  them,  ''hh  or  their  executors,  administrators,  or  assigns, 
for  the  further  term  of  fourteen  years." 

With  this  law  in  force  as  governing  the  subject  of  copyrights, 
the  late  Mr.  Alonzo  Paige,  of  New  York,  reporter  of  its  Court  of 
Chancery,  entered,  on  the  7th  of  October,  1828,  into  an  agreement 
with  Gould  &  Banks,  law  publishers  of  that  State,  thus : 

**That  the  said  Alonzo,  during  the  term  of  five  years  from  the 
28th  of  April  last,  shall  and  will  furnish  the  said  Gould  &  Banks, 
in  manuscript,  the  reports  of  the  said  court  for  publication,  and  that 
the  said  Gould  &  Banks  shall  have  the  copyright  of  said  reports  to 
them  and  their  heirs  and  assigns  forever. 

''And  the  said  Gould  &  Banks  agree  to  and  with  the  said 
Alonzo,  that  they  will  publish  said  reports  in  royal  octavo  volumes 
of  between  600  and  700  pages,  on  paper  and  type  suitable  for  such 
a  work;  that  they  will  deliver  to  the  said  Alonzo  twelve  copies  free 
of  expense;  that  they  will  sell  said  reports  to  the  rnqmbers  of  the 
bar  of  New  York  at  a  sum  not  exceeding  $6  per  volume,  bound  in 
calf,  for  each  volume  they  shall  so  sell  within  one  year  next  subse- 
quent to  the  publication  of  such  volume. 

''And  the  said  Gould  &  Banks  agree  to  pay  to  the  said  Alonzo 
|1,000  per  volume  for  every  volume  they  shall  publish,  and  at  the 
same  rate  for  less  than  a  volume,  within  six  months  after  the  pub- 
lication of  each  volume. 

"It  is  understood  that  the  said  Alonzo  is  to  read  and  correct  the 
proof-sheets  of  said  reports  as  the  same  are  tiirnished  him." 
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Mr.  Paige  did  accordingly  furnish  to  Gould  &  Banks  the  manu- 
script of  the  volume  known  as  Ist  Paige's  Chancery  Reports;  and 
on  the  5th  of  January,  1830,  Gould  &  Banks  took  out  the  copy- 
right therefor  in  their  own  names. 

On  the  3d  of  February,  1831,  that  is  to  say,  about  two  years  and 
a  half  after  the  date  of  the  agreement  between  the  parties,  Congress 
amended  the  copyright  law,  (4  Stat,  at  Large,  439,)  enlarging  the 
rights  of  copy.     The  new  statute  enacted : 

"That  whenever  a  copyright  shall  have  been  heretofore  obtained 
by  an  author  .  .  .  of  any  book,  &c.,  if  such  author  ...  be  living 
at  the  passage  of  this  act,  then  such  author  .  .  .  shall  continue  to 
have  the  same  exclusive  right  to  his  book,  .  .  .  with  the  benefit 
of  each  and  all  the  provisions  of  this  act  for  the  security  thereof, 
for  such  additional  period  of  time  as  will,  together  with  the  time 
which  shall  have  elapsed  from  tbo  first  entry  of  said  copyright, 
make  up  the  term  of  twenty-eight  years. 

"That  if  at  the  expiration  of  the  aforesaid  term  of  years,  such 
author  ...  be  still  living,  and  a  citizen  ...  of  the  United  States, 
or  resident  therein,  or  being  dead,  shall  have  left  a  widow,  or  child, 
or  children,  either  or  all  then  living,  the  same  exclusive  right  shall 
be  continued  to  such  author;  ...  or  if  dead,  then  to  such  widow 
and  child  or  children  for  the  further  term  of  fourteen  years." 

The  twenty-eight  years  of  right  given  by  the  act  of  1790,  ex- 
pired on  the  5th  of  January,  1858.  Gould  &  Banks  conceiving 
themselves  to  be  entitled  to  renewal  under  the  act  of  1831,  on  the 
3d  of  October,  1857,  went  through  the  usual  process  to  secure  a 
copyright  for  the  extended  term.  Mr.  Paige,  on  the  3d  of  January, 
1858,  conceiving  that  the  extension  enured  to  his  benefit,  did  the 
same,  and  on  the  13th  following  informed  Gould  &  Banks  that  he 
had  thus  renewed  his  copyright,  and  calling  their  attention  to  the 
fact,  that  by  this  renewal  "all  right  on  their  part  to  print,  publish, 
or  vend  volume  first  of  his  reports  had  ceased/'  and  calling  on  them 
"henceforth  to  refrain  from  printing,  publishing,  or  vending  it." 

To  this  Gould  &  Banks,  referring  to  the  contract  of  October  7th, 
1828,  reply: 

^^  First.  Your  manuscripts  were  furnished  to  us  for  publication 
without  limit  as  to  time,  and,  therefore,  whatever  be  your  rights 
under  the  taw  of  1831,  we  have  an  unlimited  license  to  publish  and 
sell. 

"In  the  second  place,  where  the  entire  interest  in  the  copyright 
has  been  assigned,  we  consider  the  provisions  of  the  act  of  1831  to 
have  been  intended  to  enure  to  the  benefit  of  the  assignee." 
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They  accordingly  notify  to  Mr.  Paige  that  they  shall  themselves 
take  out  all  of  the  renewals  of  the  copyright,  **and  hold  him  liable 
for  all  damages  consequent  on  any  infringement  of  their  rights." 

Things  remained  in  this  state  till  March  Slst,  1868,  when  Mr. 
Paige  died  ;  and  in  about  ten  months  afterwards,  and  after  some 
correspondence  with  a  view  to  amicable  adjustment,  his  executors 
filed  a  bill  for  injunction  against  further  printing  and  vending,  and 
for  an  account  of  profits  after  January.  1858. 

The  court  below  (Blatchford,  J.)  dismissed  the  bill,  (7  Blatchford, 
154,)  and  the  executors  of  Mr.  Paige  appealed  to  this  court. 

Messrs.  Clarkson  Nott  Potter  and  W.  W.  Campbell,  for  the  appet- 
larUs: 

The  intention  of  the  parties,  to  be  collected  from  the  whole 
agreement,  was  simply  to  convey  the  copyright,  though  it  may  be 
admitted  for  the  sake  of  argument  that  the  agreement  contains 
provisions  sufficient  to  create  a  license  if  the  copyright  had  not 
been  specifically  conveyed.  Now,  this  thing  called  ** copyright" 
is,  so  far  as  the  law  recognizes  it,  or  so  far  as  it  is  a  matter  of  prac- 
tical value  and  of  sale,  a  creature  of  statute.  A  man  has  no  more 
** copyright"  than  what  the  statute  gives  him.  When  this  agree- 
ment was  made  Mr.  Paige  had  the  exclusive  right  in  himself  and 
in  his  assigns  to  print,  publish,  and  sell,  at  the  longest,  for  a  term 
of  twenty-eight  years ;  and  no  greater  or  additional  right.  That 
assuredly  is  what  he  meant  to  sell,  and  all  that  he  meant  to  sell. 
Now  a  new  statute — one  not  dreamt  of  by  any  one  in  1828 — gives 
to  Mr.  Paige  subsequently  a  new  and  different  sort  of  right.  How 
can  it  be  said  that  Mr.  Paige  meant  to  assign  that  when  he  assigned 
the  other?  There  are  no  words  in  his  agreement  such  as  '*  what- 
ever copyright  he  may  hereafter  have  granted  to  him;"  by  which 
it  might  be  inferred  that  he  meant  to  part  with  more  property  than 
he  had ;  an  inference  not  to  be  made  easily  in  any  case.  Questions 
have  arisen  often  in  the  kindred  case  of  patents,  how  far  a  grant  of 
a  patent  right  carried  a  subsequent  extension  of  it.  In  Wilson  v. 
RousseaUj  4  Howard,  682,  a  covenant  by  the  patentee  prior  to 
the  Patent  Act  of  1836,  which  authorized  extensions,  that  the 
covenantee  should  have  the  benefit  of  any  improvement  in  the 
machinery,  or  alteration  or  renewal  of  the  patent,  was  held  not  to 
exclude  an  extension  by  an  administrator  under  that  act ;  and  this 
court  was  not  unanimous  in  holding  that  an  extension  passed  even 
in  such  a  case  as  Railroad  Company  v.  Trimble^  10  Wallace,  367, 
where  a  patentee  conveyed  all  the  right,  title,  and  interest  which  he 
had  in  the  ^^same  invention/'  as  secured  to  him  by  letters  patent. 
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aad  also  all  ^*the  right,  title,  and  interest  which  may  be  secured 
to  him  from  time  to  time,  the  same  to  be  held  by  the  assignee  for 
his  own  use  and  for  that  of  his  legal  representatives,  ''to  the  full 
end  of  the  term  for  which  said  letters  are  or  may  be  granted." 

2,  The  copyright  act  of  1790  giTes  the  right  to  the  author  and 
to  his  assigns.  The  act  of  1831,  which  created  this  new  term,  gives 
it  specifically  to  the  author  if  living,  to  his  family  if  he  is  dead. 
Assignees  are  not  mentioned  in  it,  nor  provided  for.  It  looks  much 
as  if  Congress  in  this  case  had  meant  specially  to  take  care  of  men 
of  literary  genius;  often  as  we  know  not  men  of  business,  and, 
therefore,  subject  to  be  hardly  dealt  with  by  the  trade.  A  book  is 
rarely  much  demanded  after  it  has  been  published  twenty-eight 
years.  Some  books,  the  works  of  men  of  high  genius,  are  as  much 
80  or  more  than  ever.  The  provision  seems  specially  to  have  been 
for  the  authors  of  them,  and  for  their  families,  just  as  Congress 
by  various  acts  provides  for  our  soldiers,  our  occupants  of  bounty 
lands,  making  very  liberal  provisions  for  them  and  for  their  fami- 
lies, but  declaring  that  their  vendees  shall  take  nothing.  Mr.  G. 
T.  Curtis,  in  his  work  on  Copyright,  page  235,  questions  whether 
the  author  by  any  assignment  could  dispose  of  the  contingent  in- 
terest given  by  the  act  of  1831,  so  as  to  deprive  his  widow  and 
children  of  the  right  in  case  of  his  death.  A  similiar  provision  in 
the  patent  law  has  been  construed  by  this  court  against  the  right. 
Wilson  V.  Rousseau,  4  Howard,  646;  Bloomer jv,  McQuetoan,  14  Id., 
539. 

We  have  the  benefit  of  the  views  on  the  circuit  by  Mr.  Justice 
Nelson,  in  the  case  of  Cowen  v.  Banks,  24  Howard's  Practice  Cases, 
72,  in  support  of  the  position  which  we  take.  There  the  reporter 
Cowen  had  assigned  in  1823  to  this  same  house  of  Gould  &  Banks, 
the  copyright  of  his  reports  by  an  instrument  like  the  present  one. 
A  copy  of  the  instrument  was  shown  to  the  court  from  the  judg- 
ment roll  of  the  case.  He  lived  till  1844,  that  is  to  say,  three 
years  after  the  expiration  of  his  first  terra  of  copyright.  The 
executrix  of  the  reporter  after  his  death  claiming  the  fourteen  years 
of  the  extended  term  of  twenty-eight  years,  given  by  statute  of 
1790,  to  authors  or  their  assigns,  filed  a  bill  for  injunction  and 
account.  His  honor.  Judge  Nelson,  after  careful  consideration, 
decided  in  her  favor.  It  is  true  indeed  that  he  decreed  ultimately 
in  favor  of  the  publishers,  on  a  cross  action  brought  by  them  to 
amend  the  agreement,  so  as  to  convey  all  the  interest  of  Mr.  Cowen 
in  the  extended  term.  On  the  hearing  of  that  cross-bill  a  depo- 
sition of  Mr.  Cowen  given  in  a  prior  suit  brought  by  the  publishers 
against  one  Hastings,  as  a  violator  of  the  copyright,  was  read  in 
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evidence.  In  this  deposition  Mr.  Cowen  testified  ^Uhat  it  was  his 
intention,  by  the  agreement,  to  convey  his  wJiole  interest  in  ike  copy- 
Hght  of  the  ivorh,'*  and  he  added:  **I  supposed  the  book  to  belong 
to  my  assignees,  as  soon  as  made,  including  all  that  was  in  it.  I 
would  not  have  taken  the  office  of  reporter,  with  its  salaries  and 
duties,  unless  I  was  to  have  a  proprietary  right  which  I  could  use 
or  dispose  of.'*  The  present  case  is  much  stronger  than  that  of 
Mr.  Cowen,  for  the  term  claimed  by  his  representatives,  was  the 
second  term  granted  by  the  statute  of  1790,  in  case  the  author  lived 
through  the  first  fourteen  years ;  a  term  grantable  under  the  statute 
to  assigns ;  while  what  we  have  claimed  is  the  extension  granted 
by  the  statute  of  1831,  an  extension  conferred  on  the  author  and 
\i\Q  family,  and  where  the  rights  of  assigns  seem  to  have  been  care- 
fully excluded. 

Messrs,  Joseph  Laroque  and  E,  E.  Anderson,  contra, 

Mr.  Justice  Davis  delivered  the  opinion  of  the  court. 

The  whole  controversy  turns  upon  the  true  interpretation  of  the 
agreement  made  on  the  7th  October,  1828. 

Independent  of  any  statutory  provision  the  right  of  an  author  in 
and  to  his  unpublished  manuscripts  is  full  and  complete.  It  is  his 
property,  and,  like  any  other  property,  is  subject  to  his  disposal. 
He  may  assign  a  qualified  interest  in  it,  or  make  an  absolute  con- 
veyance of  the  whole  interest. 

The  question  to  be  solved  is,  do  the  terms  of  this  agreement  show 
the  intent  to  part  with  the  whole  interest  in  the  publication  of  this 
book,  or  with  a  partial  and  limited  interest? 

The  agreement  on  the  one  side  is  *Ho  furnish,  in  manuscript, 
the  reports  of  said  court  for  publication,"  with  an  additional  clause 
that  the  publishers  ** shall  have  the  copyright  of  said  reports  to 
them  and  their  assigns  forever. "  The  cause  or  consideration  of  this 
agreement  is  a  stipulation  by  the  other  side  for  a  certain  sum  of 
money,  and  the  performance  of  certain  duties  in  connection  with 
the  publication. 

It  is  insisted  by  the  appellants  that  a  just  interpretation  confines 
the  agreement  to  a  mere  assignment  of  the  interest  in  such  copy- 
right, as  is  provided  for  in  the  act  of  31st  May,  1790  ;  that  this  was 
the  law  in  force  when  the  contract  was  entered  into ;  that  the  four- 
teen years  therein  provided  for,  with  the  right  to  a  prolongation  of 
fourteen  years  more,  is  all  that  the  publishers,  at  most,  are  entitled 
to,  and  that  they  are  excluded  necessarily  from  the  benefit  of  the 
provisions  conferred  by  the  act  of  the  3d  February,  1831,  granting 
to  authors  an  additional  extension  of  fourteen  years. 
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In  our  view  this  is  too  narrow  a  construction.  The  fair  and  just 
interpretation  of  the  terms  of  the  agreement  indicate  unmistakably 
that  the  author  of  the  manuscript,  in  agreeing  to  deliver  it  for 
publication  at  a  stipulated  compensation,  intended  to  vest  in  the 
publishers  a  full  right  of  property  thereto. 

The  manuscript  is  delivered  under  the  terms  of  the  agreement 
•*for  publication."  No  length  of  time  is  assigned  to  the  exercise 
of  this  right,  nor  is  the  right  to  publish  limited  to  any  number  of 
copies.  The  consideration  is  a  fixed  sum  of  $1 ,000.  Whether  one 
or  one  hundred  thousand  copies  were  published,  the  author  was 
entitled  to  receive,  and  the  publishers  bound  to  pay,  this  precise 
amount. 

As  between  the  parties  to  the  agreement  the  absolute  interest 
was  conveyed  by  the  stipulation  of  Paige,  that  he  would  furnish 
the  manuscript  for  publication.  Paige  could  no  longer  do  any  act 
after  such  delivery  for  publication  inconsistent  with  the  absolute 
ownership  of  the  publishers.  But  it  was  proper,  for  the  protection 
of  the  publishers,  that  they  should  be  in  position  to  assert  the 
remedies  given  by  the  law  against  intruders,  and  it  is  to  this  end 
it  is  added  in  the  agreement,  ^^and  the  said  Gould  &  Banks  shall 
have  the  copyright  of  said  reports  to  them,  their  heirs,  and  assigns 
forever."  It  is  not  covenanted  that  the  publishers  should  take  out 
the  copyright,  nor  is  there  any  express  agreement  for  an  assign- 
ment to  them  by  Paige,  if  he  should  take  it  out.  Undoubtedly  the 
provision,  that  the  publishers  **should  have  the  copyright,"  would 
authorize  them  to  apply  for  it,  and  if  Paige  had  taken  it  out  in  his 
own  name  it  would  have  enured  to  their  benefit.  But,  as  between 
Paige  and  the  publishers,  the  rights  of  the  latter  could  not  be  esti- 
mated differently,  whether  they  had  or  had  not  availed  themselves 
of  the  provisions  of  the  act. 

We  have  been  referred  to  the  case  of  Cowen  v.  Banks,  in  which 
Mr.  Justice  Nelson,  on  a  similar  agreemant,  expressed  the  opinion 
that  the  construction  now  contended  for  by  the  appellants  was  the 
true  one.  No  reason  is  assigned  by  the  judge  for  his  opinion,  and 
the  case  was  such  that  it  was  not  necessary  that  this  point  should 
he  maturely  considered.  The  practical  construction  by  Judge 
Cowen  of  his  own  contract,  in  opposition  to  his  interest,  is  cited  in 
the  decision  to  which  we  are  now  referring,  together  with  the  fact 
that  the  judge  died  in  1844,  three  years  after  the  expiration  of  the 
first  term  of  the  copyright.  On  this  it  said,  with  some  emphasis, 
(24  Howard's  Practice  Cases,  72,)  ''that  he  had  all  this  time  ac- 
quiesced in  the  claim  of  the  assignee."  The  decree  was  that  the 
contract  be  reformed  accordingly. 
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In  the  case  now  before  ns  the  construction  contended  for  by  the 
appellants  was,  for  the  first  time,  urged  by  letter  of  Mr.  Paige, 
13th  January,  1858,  addressed  to  the  appellees,  who  replied  on  3d 
February  following,  asserting  their  absolute  right  of  ownership, 
with  an  unlimited  license  to  publish  and  sell.  The  parties  lived 
together  after  this  in  the  same  State  until  31st  March,  1868,  when 
Paige  died,  a  period  of  ten  years,  during  which  no  further  notice 
was  ever  taken  of  this  subject,  and  no  attempt  by  Paige,  by  act  or 
protest,  to  interfere  with  the  exercise  of  the  right  of  the  appellees 
to  publish  and  sell.  It  is  difficult  to  account  for  this  long  acquies- 
cence upon  any  assumption  that  Paige,  after  the  receipt  of  the 
reply  to  the  publishers,  had  faith  in  the  construction  now  urged. 
If  this  agreement  needed  any  extraneous  aid  to  indicate  the  inten- 
tion of  the  parties,  this  acquiescence  would  certainly  be  persuasive 
of  the  view  we  have  taken  of  it. 

Decree  affirmed. 


Mo  WRY  V,  Whitney. 

(14  Wallace,  434.) 

1.  The  ancietit  mode  of  annalliog  or  repeating  the  king's  patent  was  hy  scire  faeia$, 

generally  brought  in  the  chancery  where  the  record  of  the  instrament  was  foond. 

2.  In  modern  times  the  court  of  chancery,  sitting  in  equity,  entertained  a  similar  juris- 

diction by  bill  when  the  ground  of  relief  is  fraud  in  obtaining  the  patent,  and  in 
this  country  it  is  the  usual  mode  in  all  cases,  because  better  adapted  to  the  inves- 
tigation and  to  the  relief  to  be  administered. 

3.  But  scire  facias  could  only  be  sued  out  in  the  English  courts  by  the  king  or  his  at- 

torney general,  except  in  cases  where  two  patents  hud  been  granted  for  the  same 
thing  to  different  individuals,  and  the  sixteenth  section  of  the  act  of  July  4th, 
1836,  concerning  patents  for  inventions,  is  based  upon  analogous  principles. 

4.  Both  upon  this  authority  and  upon  sound  principle  no  suit  can  be  brought  to  set 

aside,  annul,  or  declare  void,  a  patent  issued  by  the  government,  except  in  the 
class  of  cases  above  mentioned,  unless  brought  in  the  name  of  the  government  or 
by  the  authority  or  permission  of  the  Attorney  General,  so  as  to  be  under  his 
control. 

Appeal  from  the  Circuit  Court  for  the  Eastern  District  of  Penn- 
sylvania; the  case  being  thus: 

Asa  Whitney,  of  Philadelphia,  had  obtained,  on  the  25th  April, 
1848,  a  patent  for  fourteen  years  for  an  improvement  in  annealing 
and  cooling  cast-iron  car-wheels.  This  patent  expired,  of  course, 
by  its  terms,  on  the  25th  of  April,  1862. 

Just  before  its  expiration,  that  is  to  say,  on  the  21st  of  March, 
Albert  Mo  wry,  of  Cincinnati,  also  obtained  a  patent  for  fourteen 
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years,  for  a  process  for  annealing  car-wheels,  of  which  he  professed 
to  be  the  inventor. 

In  March,  1862,  Whitney — the  expiration  of  his  patent  now 
approaching — applied  to  the  Commissioner  of  Patents  for  an  ex- 
tension of  the  patent  for  seven  years  more.  This  extension  was 
applied  for  in  pursuance  of  a  provision  of  the  Patent  Act  of  1848, 
(act  of  May  27th,  1848,  6  Stat,  at  Large,  231,  amending  the  act 
of  July  4th,  1836, 5  Id.,  124,)  which  authorizes  an  extension  where 
the  patent  has  not  been  remunerative,  and  the  act,  therefore,  re- 
quires that  the  patentee  when  applying  for  the  extension  shall — 

"Furnish  to  the  Commissioner  of  Patents  a  statement  in  writing, 
under  oath,  of  the  ascertained  value  of  the  invention,  and  of  his 
receipts  and  expenditures  sufficient  in  detail  to  exhibit  a  true  and 
faithful  account  of  loss  and  profit,  in  any  manner,  accruing  to  him 
from,  and  by  reason  of,  tlie  said  invention." 

Whitney  did  furnish  to  the  Commissioner  a  statement,  which 
purported  to  be  such  as  the  act  required;  and  accordingly  the 
extension  was  granted  April  25th,  1862,  for  seven  years  from 
that  date,  or  in  other  words,  until  25th  of  April,  1869. 

On  the  2l8t  of  March,  1866,  Whitney  filed  a  bill  in  the  Circuit 
Court  for  the  Southern  District  of  Ohio,  to  enjoin  Mowry  against 
proceeding  in  his  business  of  annealing  car-wheels,  on  the  ground 
that  he,  Mowry,  by  his  process  of  annealing,  was  infringing  his, 
Whitney's,  patent;  and  it  being  decided  in  the  Circuit  Court  April 
5th,  1867,  on  the  hearing  of  the  case,  that  Mowry  was,  by  his  plan 
of  annealing,  infringing  Whitney's  patent,  the  question  of  dam- 
ages came  up.  This  being  referred  to  a  master,  Whitney,  in  order 
t^  swell  his  damages,  sought  to  prove  (as  Mowry  alleged)  that  his 
profits  had  been  very  large;  greatly  larger  than  what  he  had  sworn 
they  were  in  the  statement  which  he  made  before  the  Commissioner 
when  seeking  his  extension.* 

Hereupon,  April  7th,  1870,  Mowry  filed  a  bill  in  chancery  in 
the  court  below,  representing  the  fact  of  Whitney's  patent,  and  of 
the  extension  of  it,  (annexing  as  exhibits  all  the  patent,  the  certifi- 
cate of  extension,  and  all  the  affidavits  and  estimates  on  which  the 
extension  had  been  granted ;)  setting  forth  his  own  patent,  that  he 
was  sued  by  Whitney  in  a  suit  still  pending;  that  in  the  progress 
of  investigation  necessary  to  his  defense  in  that  suit  he  had  discov- 
ered the  fraud  by  which  the  extension  was  obtained,  and  praying 
that  it  might  be  declared  that  Whitney's  letters,  granted  on  the 


''^For  an  Mcoant  of  this  controversy  see  tri/ra,  p.  411. 
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25th  of  April,  1848,  and  extended  on  the  7th  of  April,  1862,  were, 
and  are  void  and  of  no  effect  from  and  after  the  25th  of  April,  1862. 
The  Patent  Act  of  1836,  (5  Stat,  at  Large,  124,)  it  should  be 
added,  by  its  16th  section  thus  enacts: 

**That  whenever  there  shall  be  two  interfering  patents,  or  when- 
ever a  patent,  on  application  shall  have  been  refused  on  an  adverse 
decision  of  a  board  of  examiners,  on  the  ground  that  the  patent 
applied  for  would  interfere  with  an  unexpired  patent  previously 
granted,  any  person  interested  in  any  such  patent,  either  by  assign- 
ment or  otherwise,  in  the  one  case,  and  any  such  applicant  in  the 
other  case,  may  have  remedy  by  bill  in  equity;  and  the  court 
having  cognizance  thereof,  on  notice  to  adverse  parties  and  other 
due  proceedings  had,  may  adjudge  and  declare  either  the  patents 
void,  in  the  whole  or  in  part,  or  inoperative  and  invalid  in  any 
particular  part  or  portion  of  the  United  States,  according  to  the 
interests  which  the  parties  to  such  suit  may  possess  in  the  patent 
or  the  inventions  patented;  and  may  also  adjudge  that  such  appli- 
cant is  entitled  according  to  the  principles  and  provisions  of  this 
act  to  have  and  receive  a  patent  for  his  invention  as  specified  in  his 
claim,  or  for  any  part  thereof,  as  the  fact  of  priority  of  right  or 
invention  shall  in  any  such  case  be  made  to  appear.  And  such 
adjudication,  if  it  be  in  favor  of  the  right  of  such  applicant,  shall 
authorize  the  Commissioner  to  issue  such  patent,  on  his  filing  a 
copy  of  the  adjudication  and  otherwise  complying  with  the  requi- 
sitions of  this  act:  Provided^  hoivever,  That  no  such  judgment  or 
adjudication  shall  affect  the  rights  of  any  person  except  the  parties 
to  the  action,  and  those  deriving  title  from  or  under  them,  subse- 
quent to  the  rendition  of  such  judgment.*' 

To  the  bill  filed  as  above  mentioned  by  Mo  wry,  Whitney  de- 
murred, on  these  two,  among  other  grounds: 

1.  That  it  appeared  from  the  bill  that  the  government  of  the 
United  States  was  a  necessary  party  complainant,  but  that  the 
government  was  not  made  a  party,  nor  was  the  suit  brought  at 
the  instance  of,  nor  by  the  authority,  nor  with  the  consent  of  the 
government. 

2.  That  it  appeared  by  the  bill  that  the  term  for  which  the  let- 
ters patent  sought  to  be  canceled  were  granted  and  extended  had 
expired  before  the  commencement  of  the  suit. 

The  court  below  sustained  the  demurrer  on  these  grounds  and 
dismissed  the  bill.     From  that  decree  Mowry  took  this  appeal. 

Messrs,  A,  G,  Thurman  and  C,  B.  Colliei\for  the  appellant: 
The  bill  charging  and  the  demurrer  confessing  that  the  exten- 
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sion  was  procured  by  fraud,  the  extended  patent  must  be  regarded 
as  void,  abinitioy  and  as  conferring  no  monopoly  upon  the  patentee 
as  against  the  public  or  the  complainant. 

Notwithstanding  the  expiration  by  limitation  of  Whitney's 
patent  prior  to  the  filing  of  the  bill,  the  extended  patent,  until 
declared  void  for  fraud,  was  and  is  alive  and  in  effect  for  all  pur- 
poses of  suit  for  infringements  of  it  that  occurred  during  its  exist- 
ence.    Patent  Laws,  act  of  18*70,  §  55. 

By  reason  of  the  fact  that  Whitney's  patent  had  expired  prior 
to  the  filing  of  the  complainant's  bill,  the  government  was  neither 
a  necessary  nor  a  proper  party  to  the  bill,  and  by  reason  of  such 
expiration  the  bill  could  not  have  been  maintained  in  the  name  of 
the  government,  it  having  no  interest  in  the  subject-matter  of  the 
controversy.     Bourne  v.  Goodyear,  9  Wallace,  811. 

Mowry,  as  appears  on  the  face  of  his  bill,  has  a  direct  and  per- 
sonal interest  in  the  subject-matter  of  the  suit;  he  is  sued  by 
Whitney  for  an  alleged  infringement  of  his  patent  in  the  Circuit 
Court  for  Ohio;  he  cannot  avail  himself  of  the  fraud  of  the  pat- 
entee as  matter  of  defense  to  the  suit  in  that  court  and  in  that 
cause;  he  is  without  remedy  save  in  the  court  and  according  to 
the  manner  in  which  he  has  sought  it  by  this  proceeding.  Wood 
V.  Williams,  1  Gilpin,  517. 

The  extension  of  the  patent  having  been  confessedly  procured 
fraudulently,  and  the  government  not  being  able  to  maintain  a  suit 
in  relation  to  the  patent  by  reason  of  its  expiration,  and  having 
no  further  interest  in  it,  the  suit  was  properly  and  could  only  be 
brought  by  one  who  had  a  continuing  interest  in  the  patent,  and 
whose  rights  were,  notwithstanding  its  expiration,  affected  by  it. 

The  primary  object  of  the  suit  is  that  the  complainant  may  be 
relieved  from  a  prosecution  which  is  contrary  to  equity  and  good 
conscience,  and  the  court  is  asked  to  find  and  declare  that  the 
patent,  having  been  procured  fraudulently,  was  ipso  facto  void  as 
antecedent  to  obtaining  the  relief  prayed  for. 

Mr,  Henry  Baldwiny  Jr. ,  contra : 

There  is  no  provision  of  law  for  any  such  proceeding  as  this  to 
repeal  a  patent ;  and  any  proceeding  for  that  purpose  must  be  at 
the  instance  of  the  government.  Instead  of  this  bill  being  filed  by 
the  authority  or  with  the  consent  of  the  government,  it  is  on  its 
face  filed  by  an  adjudged  infringer  against  a  patentee  whose  rights 
he  has  invaded,  and  whose  statute  remedy  he  now  seeks  to  enjoin. 

The  demurrer  admits  the  facts  stated  in  the  bill  otily  so  far  as 

they  are  relevant  and  well  pleaded.     On  the  complainant's  own 
25 
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showiDg,  the  allegations  of  fraud  and  suppressions  and  conceal- 
ment stated  in  the  bill  are  refuted  by  the  exhibits  annexed  thereto 
and  making  part  thereof. 

The  account  rendered  by  the  respondent  to  the  Commissioner  of 
Patents  in  connection  with  his  application  for  extension,  and  a 
copy  of  which  is  annexed  to  the  bill,  is  a  public  document  on  file, 
and  of  record  in  the  United  States  Patent  OflS.ce  at  Washington 
city,  for  more  than  eight  years  prior  to  the  commencement  of  this 
suit.  During  all  this  time  it  has  been  accessible  to  the  knowledge 
and  inspection  of  this  appellant.  Upon  recourse  to  these  records 
he  could  have  discovered  what  he  now  relies  on  as  newly-discovered 
evidence.  Rubber  Co,  v,  Goodyear^  9  Wallace,  805  ;  Lord  v. 
Goddard,  13  Howard,  198,  (211);  Truly  v.  Wanzer,  5  Id.,  141, 
(143.) 

The  bill  shows  that  the  extended  term  of  the  respondent's  pat- 
ent expired  April  24th,  1869,  while  this  proceeding  was  not  com- 
menced until  April  7th,  1870,  nearly  twelve  months  thereafter. 

There  is  consequently  no  equity  to  support  this  application  to 
set  the  extension  aside,  nor  does  anything  remain  which  can  be 
the  subject  of  a  suit.  Bourne  v.  Goodyear ,  9  Wallace,  811 ;  Min- 
nesota Co.  V.  National  Co.,  3  Id.,  332. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court. 

The  bill  was  demurred  to,  and  the  demurrer  sustained,  on  two 
grounds : 

First.  That  the  extended  patent  had  expired,  by  its  own  limita- 
tion, before  the  bill  was  filed;  and 

Secondly.  That  the  complainant  could  not,  in  his  own  right,  sus- 
tain such  a  suit. 

As  regards  the  first  of  these  propositions  we  do  not  deem  it 
necessary  to  make  any  decision.  When  a  case  arises  in  which  the 
United  States,  or  the  Attorney-General,  shall  initiate  a  suit  to 
have  a  patent  declared  null,  ab  initio,  which,  though  no  longer 
in  force  as  to  present  or  future  infringements,  is  used  to  sustain 
suits  for  infringements  during  its  vitality,  the  question  will  be 
considered;  for  we  are  of  opinion  that  no  one  but  the  government, 
either  in  its  own  name  or  the  name  of  its  appropriate  officer,  or  by 
some  form  of  proceeding  which  gives  oflScial  assurance  of  the  sanc- 
tion of  the  proper  authority,  can  institute  judicial  proceedings  for 
the  purpose  of  vacating  or  rescinding  the  patent  which  the  govern- 
ment has  issued  to  an  individual,  except  in  the  cases  provided  for 
in  section  sixteen  of  the  act  of  July  4th,  1836. 

The  ancient  mode  of  doing  this  in  the  English  courts  was  by 
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scire  facias,  and  three  classes  of  cases  are  laid  down  in  which  this 
may  be  done. 

1.  When  the  king,  hj  his  letters  patent  has  by  different  patents 
granted  the  same  thing  to  several  persons^  the  first  patentee  shall 
have  a  scire  facias  to  repeal  the  second. 

2.  When  the  king  has  granted  a  thing  by  false  suggestion,  he 
may  by  scire  facias  repeal  his  own  grant. 

3.  When  he  has  granted  that  which  by  law  he  cannot  grant,  he 
jure  regis,  and  for  the  advancement  of  justice  and  right,  may  have 
&  scire  facias  to  repeal  his  own  letters  patent.  4  Institutes,  88; 
Dyer,  197-8,  and  276,  279. 

The  scire  facias  to  repeal  a  patent  was  brought  in  chancery, 
where  the  patent  was  of  record.  And  though  in  tliis  country  the 
writ  of  scire  facias  is  not  in  use  as  a  chancery  proceeding,  the  na- 
ture of  the  chancery  jurisdiction  and  its  mode  of  proceeding  have 
established  it  as  the  appropriate  tribunal  for  the  annulling  of  a 
grant  or  patent  from  the  government.  This  is  settled,  so  far  as 
this  court  is  concerned,  by  the  case  of  the  United  States  v.  Stone, 
2  Wallace,  525,  in  which  it  is  said  that  the  bill  in  chancery  is 
found  a  more  convenient  remedy.  A  bill  of  this  character  was 
also  sustained  in  the  English  chancery  in  the  case  of  the  Attorney 
General  v.  Vernon,  1  Vernon,  277,  on  the  ground  of  the  equitable 
jurisdiction  in  matters  of  fraud.  And  in  the  case  of  Jackson  v. 
Latvton,  10  Johnson,  24,  Chancellor  Kent  says  that  in  addition  to 
the  writ  of  scire  facias,  which  has  ceased  to  be  applicable  with  us, 
there  is  another  remedy  by  bill  in  the  equity  side  of  the  court  of 
chancery. 

It  will  be  observed  that  in  the  case  of  a  conflict  under  two  pat- 
ents granting  the  same  right,  the  scire  facias  may,  according  to 
the  authorities  cited,  be  brought  in  the  name  of  one  of  the  pat- 
entees ;  but  in  the  other  cases,  when  the  patent  was  obtained  by 
a  fraud  upon  the  king,  by  false  suggestion,  or  where  it  was  issued 
without  authority,  and  for  the  good  of  the  public  and  right  and 
justice  it  should  be  repealed,  the  writ  is  to  issue  in  the  king's 
name  or  his  attorney  general's.  It  is  also  said  that  when  a  pat- 
ent is  granted  to  the  prejudice  of  the  subject,  the  king  of  right  is 
to  permit  him,  upon  his  petition,  to  use  his  name  for  the  repeal  of 
it,  in  scire  facias  at  the  king's  suit.  The  King  v.  Sir  Oliver  But- 
ler, 3  Levinz,  220. 

The  16th  section  of  the  Patent  Act  of  1836  seems  to  have  in 
view  the  same  distinction  made  by  the  common  law  in  regard  to 
annulling  patents,  for  while  it  authorizes  individuals  claiming 
under  conflicting  patents,  or  one  whose  claim  to  a  patent  has  been 
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rejected  because  his  invention  was  covered  by  a  patent  already 
issued,  to  try  the  conflicting  claim  in  chancery,  and  authorizes  the 
court  to  annul  or  set  aside  a  patent  so  far  as  may  be  found  neces- 
sary to  protect  the  right,  the  suit  by  individuals  is  limited  to  that 
class  of  cases.  And  it  is  provided  that  the  decree  shall  be  of  no 
validity  except  between  the  parties  to  the  suit.  The  general  pub- 
lic is  left  to  the  protection  of  the  government  and  its  officers. 

It  seems  reasonable  that  the  remedy  by  bill  in  chancery,  which 
is  substituted  for  the  scire  facias,  should  have  the  like  limitation 
in  its  use.  The  reasons  for  requiring  official  authority  for  such  a 
proceeding  are  obvious.  1.  The  fraud,  if  one  exists,  has  been 
practiced  on  the  government,  and  as  the  party  injured,  it  is  the 
appropriate  party  to  assert  the  remedy  or  seek  relief.  2.  A  suit 
by  an  individual  could  only  be  conolusive  in  result  as  between  the 
patentee  and  the  party  suing,  and  it  would  remain  a  valid  instru- 
ment as  to  all  others.  3.  The  patentee  would  or  might  be  sub- 
jected to  innumerable  vexatious  suits  to  set  aside  his  patent,  since 
a  decree  in  his  favor  in  one  suit  would  be  no  bar  to  a  suit  by 
another  party.  If,  on  the  other  hand,  an  individual  finds  himself 
injured,  either  specially  or  as  a  part  of  the  general  public,  it  is  no 
hardship  to  require  him  to  satisfy  the  Attorney  General  that  the 
case  is  one  in  which  the  government  ought  to  interfere,  either 
directly,  by  instituting  the  suit,  or  indirectly,  by  authorizing  the 
use  of  its  name,  by  which  the  Attorney  G-eneral  would  retain  such 
control  of  the  matter  as  would  enable  him  to  prevent  oppression 
and  abuse  in  the  exercise  of  the  right  to  prosecute  such  a  suit. 

It  would  seriously  impair  the  value  of  the  title  which  the  gov- 
ernment grants  after  regular  proceedings  before  officers  appointed 
for  the  purpose,  if  the  validity  of  the  instrument  by  which  the 
grant  is  made  can  be  impeached  by  any  one  whose  interest  may  be 
affected  by  it,  and  would  tend  to  discredit  the  authority  of  the 
government  in  such  matters. 

Decree  affirmed. 


NicoLSON  Pavement  Company  v,  Jenkins. 

(14  Wallace.  452.) 

An  assignment  of  a  reissaed  patent,  reciting  the  date  and  number  of  the  reissac,  and 
that  the  original  patent  had  been  "  given  for  the  term  of  fourteen  years;"  reciting 
that  the  assignee  had  agreed  to  purchase  all  the  right,  title,  and  interest  which 
the  patentee  had  *'in  the  said  invention  as  eecured  by  the  said  letters  patent;" 
and  transferring  to  the  assignee  all  the  right,  title,  and  interest  which  the  patentee 
has  "  in  the  said  invention  and  fetters  patent  "  "  the  same  to  be  held  and  enjoyed 


Dec.  1871.]    NicoLsoN  Pavement  Company  v,  Jenkins.  381) 


StatemeDt  of  the  case. 


by  the  said  party  for  the  use  and  behoof  of  him  and  his  legal  representatives 
to  the  full  end  of  the  term  for  which  the  said  letters  patent  are  or  mai/  be 
granted,  as  fully  and  effectively  as  the  same  would  have  been  held  and  enjoyed  by 
the  assignor  Jiad  the  assiffnjnent  never  been  made,*'  will  transfer  an  extension  and 
renewal  of  the  patent  made  under  the  acts  of  July  4th,  1836,  and  of  May  27th, 
1848  i  and  this  though  the  patent  be  reissued  subsequently  to  the  assignment. 

Error  to  the  Circuit  Court  for  the  District  of  California ;  the 
case  being  thus: 

On  the  8th  of  August,  1854,  Samuel  Nicolson  obtained  letters 
patent  for  an  improvement  on  wooden  pavements.  On  the  1st  of 
December,  1863,  he  obtained  a  reissue.  He  then,  December  Ist, 
1864,  made  an  assignment  to  Jonathan  Taylor  thus: 

^'Whereas  I,  Samuel  Nicolson,  invented  a  certain  new  and  use- 
ful improvement  in  wooden  pavements,  of  which  letters  patent  of 
the  United  States  of  America  (numbered  1583  of  reissued  patents, 
and  bearing  date  the  1st  of  December,  1863)  have  been  granted  to 
me,  giving  to  me  and  my  legal  representatives  the  exclusive  right 
of  making,  using,  and  vending  the  said  invention  throughout  the 
said  United  States;  the  original  patent  being  dated  August  8th, 
1854,  and  given  for  the  term  of  fourteen  years. 

"And  whereas  Jonathan  Taylor  has  agreed  to  purchase  from  me 
all  the  right,  title,  and  interest  which  I  have  in  and  to  the  said 
invention  for  and  in  the  city  of  San  Francisco,  as  secured  by  the 
said  letters  patent,  and  has  paid  to  me  the  sum  of  one  dollar,  the 
receipt  whereof  is  hereby  acknowledged. 

'*Now,  therefore,  this  indenture  witnesseth,  that  for  and  in  con- 
sideration of  the  said  sum  to  me  paid,  I  have  assigned,  sold,  and 
set  over,  and  do  hereby  assign,  sell,  and  set  over,  unto  the  said 
Taylor,  all  the  right,  title,  and  interest  which  I  have  in  the  said 
invention  and  letters  patent  for  and  in  the  said  city  of  San  Fran- 
cisco, but  in  no  other  place. 

*'The  same  to  be  held  and  enjoyed  by  the  said  Taylor  for  the  use 
and  behoof  of  him  and  his  legal  representatives  to  the  full  end  of 
the  term  for  which  the  said  letters  patent  are  or  may  be  granted,  as 
fully  and  effectively  as  the  same  would  have  been  held  and  enjoyed  by 
me  had  this  assignment  never  been  made," 

Afterwards,  August  20th,  1867,  Nicolson  obtained  another  reis- 
sue of  the  same  letters  patent  on  an  amended  specification ;  and 
he  having  died  in  January,  1868,  intestate,  the  Commissioner  of 
Patents,  on  the  application  of  his  administrator,  on  the  7th  of 
July,  1868,  renewed  and  extended  the  letters  patent  for  seven 
years  from  the  8th  of  August,  1868,  under  the  well  known  18t>h 
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section  of  the  act  of  July  4th,  1836,  and  the  act  of  Congress  of 
May  27th,  1848. 

The  right  (whatever  it  was)  which  was  vested  in  Taylor  under 
the  assignment^  being  subsequently  transferred  to  the  Nicolson 
Pavement  Company,  and  that  company  having  laid  a  large  extent 
of  the  patented  pavement  in  San  Francisco,  after  the  expiration 
of  tlie  original  patent,  one  Jenkins,  who  had  obtained  from  the 
administrator  of  Nicolson  whatever  right  was  vested  in  him  under 
the  renewal  and  extension  of  1868,  sued  the  company. 

The  question,  of  course,  was  whether  the  assignment  from  Nic- 
olson to  Taylor  of  December  Ist,  1864,  vested  any  estate,  right, 
title,  or  interest  in  the  assignee,  in  or  to  the  extended  or  renewed 
term,  whicb  was  acquired  by  Nicolson's  administrator  under  the 
act  of  Congress,  subsequent  to  the  date  of  the  assignment. 

The  court  below  thought  that  it  did  not,  and  gave  judgment 
against  the  company.  From  that  judgment  the  company  brought 
the  case  here. 

Mr.  T.  T.  Crittenden  J /or  the  plaintiff  in  error: 

The  Commissioner  of  Patents  having  been  authorized  by  statute 
to  grant  extensions  for  seven  years,  the  original  letters  patent  then 
became  virtually  a  patent  for  twenty-one  years.  No  one  can  in 
view  of  well-known  decisions  of  this  court  deny  that  the  inchoate 
right  of  the  inventor  to  the  exclusive  privileges  under  an  extension 
of  letters  patent  is  the  subject  of  a  sale,  and  certainly  the  words  of 
this  assignment  in  the  concluding  part  of  it  are  applicable  only  to 
a  design  to  convey  both  a  present  and  future  interest. 

Mr.  M.  H.  Carpenter  J  (abriefof  Mr.  J.  B.  Sharpstein  being  Jiled,) 
contra: 

The  recitals  in  the  assignment  show  that  the  original  patent  had 
been  issued  for  the  terra  of  fourteen  years,  and  that  before  the  ex- 
piration of  the  term  tbere  had  been  a  reissue  of  the  patent ;  that 
Taylor  had  agreed  to  purchase  a  certain  interest  in  said  invention, 
''a«  secured  hy  said  letters  patent"  (the  letters  patent  recited;) 
that  in  consideration  of  the  premises  he  assigned,  sold,  and  set 
over  to  said  Taylor  his  interest  ''in  the  said  invention  and  letters 
patent  J*'  the  letters  patent  thereinbefore  mentioned.  Thus  i'ar 
there  is  no  allusion  to  any  t«rm  or  letters  patent  other  than  the 
original  term  of  fourteen  years,  and  the  letters  patent  originally 
issued,  and  the  reissued  letters  recited. 

These  form  the  entire  subject-matter  of  the  contract.  There  cau 
be  no  doubt  as  to  the  intention  of  the  parties,  unless  certain  words 
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in  the  habendum  clause,  contrary  to  the  ordinary  rules  of  construc- 
tion, can  be  construed  as  extending  the  contract  to  a  subject-matter 
not  before  embraced,  or  referred  to,  in  the  recitals  or  granting  por- 
tions of  the  deed.  As  we  have  seen,  the  habendum  clause  is,  **the 
same  to  be  held  and  enjoyed  ....  to  the  full  end  of  the  term  for 
which  the  said  letters  patent  are  or  may  be  granted."  The  words 
*'may  be  granted"  are  the  only  ones  in  the  whole  instrument  that 
can  be  thought  to  point  to  an  extension  that  might  subsequently 
be  acquired.  But  they  must  be  read  in  connection  with,  and  in 
subordination  to,  the  rest  of  the  instrument,  and  this  very  clause 
refers  to  ^^the  term  for  which  the  said  letters  patent,"  &c.  A  sin- 
gle term  is  referred  to,  and  the  said  letters  patent.  The  reference 
is  in  terms  to  the  term  and  the  letters  patent  already  mentioned. 
The  phrase  **may  be  granted,"  seems  to  be  an  expression  loosely 
used,  and  without  any  definite  meaning  in  the  connection  in  which 
it  is  found,  unless  it  refers  to  other  reissues  of  patents  covering  the 
remainder  of  said  term.  There  had  already  been  one  reissue,  and 
the  facts  show  that  a  second  reissue  was  had  for  the  remainder  of 
the  term  after  this  assignment,  doubtless  to  cover  some  defect. 
These  reissues  are  authorized  by  the  act  of  Congress,  and  often 
occur.  In  a  certain  sense,  when  the  patents  thus  originally  issued 
are  surrendered  and  others  issued  in  their  place,  the  whole  may  be 
regarded  as  the  same  letters  patent.  They  cover  the  same  term. 
The  reissued  patent  covers  no  improvement  or  extension,  but  is 
intended  to  rectify  some  error,  or  remedy  some  defect,  and  accom- 
plish the  identical  object  intended  to  be  accomplished  by  the  letters 
originally  issued.  In  this  sense  they  are  substantially  the  same 
letters  patent.  In  this  view  the  words  ''may  be  granted"  may 
have  some  significance  as  used  in  this  instrument,  and  they  are 
satisfied  by  applying  them  to  any  further  letters  patent  that  might 
be  issued  for  the  same  term  and  to  accomplish  the  same  objects  in- 
tended by  those  already  issued.  And  in  this  instance  there  was  a 
subsequent  reissue  for  the  remainder  of  the  term,  to  which  they 
might  in  fact  apply.  But  upon  a  view  of  the  whole  instrument, 
to  construe  them  as  referring  to  a  new  term,  and  letters  patent  not 
yet  in  essCj  would  be  doing  violence  to  the  language. 

Mr.  Justice  Davis  delivered  the  opinion  of  the  court. 

An  assignment  of  an  interest  in  an  invention  secured  by  letters 
patent  is  a  contract,  and,  like  all  other  contracts^  is  to  be  construed 
so  as  to  carry  out  the  intention  of  the  parties  to  it.  It  is  well  set- 
tled that  the  title  of  an  inventor  to  obtain  an  extension  may  be  the 
subject  of  a  contract  of  sale,  and  the  inquiry  is  whether  the  instru- 
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ment  of  sale  employed  in  this  case  did  secure  to  the  purchaser  an 
interest  not  merely  in  the  original  letters  patent,  but  in  any  subse- 
quent extension  of  them.  It  recites  the  invention  and  the  agree- 
ment of  Taylor  to  purchase  the  right  to  use  it  in  the  city  of  San 
Francisco,  and  then  conveys  to  him  all  the  title  and  interest  which 
Nicolson  had  in  the  invention  and  letters  patent  for  and  in  the  said 
city  ;  to  be  enjoyed  by  Taylor  and  his  legal  representatives  to  the 
full  end  of  the  term  for  which  the  said  letters  patent  are,  or  may  he 
granted.  There  is  no  artificial  rule  in  construing  a  contract,  and 
effect,  if  possible,  is  to  be  given  to  every  part  of  it,  in  order  to 
ascertain  the  meaning  of  the  parties  to  it.  Taking  this  whole 
deed  together,  it  is  quite  clear  that  it  was  intended  to  secure  to 
Taylor  and  his  assigns  the  right  to  use  the  invention  in  San  Fran- 
cisco, as  long  as  Kicolson  and  his  representatives  had  the  right  to 
use  it  anywhere  else.  Manifestly  something  more  was  intended  to 
be  assigned  than  the  interest  then  secured  by  letters  patent.  The 
words  *'  to  the  full  end  of  the  term  for  which  the  said  letters  patent 
are  or  may  be  granted"  necessarily  import  an  intention  to  convey 
both  a  present  and  a  future  interest,  and  it  would  be  a  narrow  rule 
of  construction  to  say  that  they  were  designed  to  apply  to  a  reissue 
merely,  when  the  invention  itself  by  the  very  words  of  the  assign- 
ment is  transferred.  It  was  easy  to  have  restricted  the  right  to 
use  the  invention  to  the  end  of  the  term  of  the  original  letters  and 
reissues,  but  this  was  not  done;  and  in  view  of  the  right  of  the 
inventor  in  certain  contingencies  to  a  renewal — which  must  have 
been  well  known  to  both  buyer  and  seller  of  this  kind  of  property — 
we  are  led  to  the  conclusion  that  both  parties  contracted  with  refer- 
ence to  it.  The  case  of  The  Railroad  Company  v.  Trimble,  10  Wal- 
lace, 367,  is  not  different  in  principle  from  this,  although  in  that 
case  the  language  used  is  somewhat  broader. 

Judgment  reversed  and  a  venire  de  novo  awarded. 


GoRHAM  Company  u.  White. 

(14  Wallace,  511.) 

1.  The  acts  of  Congress  which  authorize  the  grant  of  a  patent  for  designs  contemplate 

not  80  much  utility  as  appearance;  and  the  thing  invented  or  produced  for  which 
a  patent  is  given  is  that  which  gives  a  peculiar  or  distinctive  appearance  to  the 
manufacture  or  article  to  which  it  is  applied. 

2.  It  is  the  appearance  to  the  eye  that  constitutes  mainly,  if  not  entirely,  the  contribu- 

tion to  the  public  which  the  law  deems  worthy  of  recompense,  and  identity  of 
appearance,  or  sameness  of  effect  upon  the  eye,  is  the  main  test  of  substantial 
identity  of  design. 
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8^  It  is  not  essential  to  identity  of  design  that  the  appearance  should  be  the  same  to 
the  eye  of  an  expert.  If,  in  the  eye  of  an  ordinary  observer,  giving  sach  atten- 
tion as  a  purchaser  usa&IIy  gives,  two  designs  are  substantially  the  same — if  the 
resemblance  is  such  as  to  deceive  such  an  observer,  and  sufficient  to  induce  him  to 
purchase  one,  supposing  it  to  be  the  other — the  one  first  patented  is  infringed  by 
the  other. 

Error  to  the  Circuit  Court  for  the  Southern  District  of  New 
York ;  the  case  being  thus : 

The  Patent  Act  of  August  29th,  1842,  (5  Stat,  at  Large,  543,) 
enacts : 

'*  That  any  citizen  or  citizens,  &c.,  who,  by  his,  her,  or  their 
own  industry,  genius,  efforts,  and  expense,  may  have  invented  or 
produced  any  new  and  original  design  for  a  manufacture,  whether  of 
metal  or  other  material  or  materials,  or  any  new  and  original  de- 
sign for  the  printing  of  woolen,  silk,  cotton,  or  other  fabrics,  or 
any  new  and  original  design  for  a  bust,  statue,  or  has  rdief,  or 
composition  in  alto  or  basso  relievo,  or  any  new  and  original  im* 
pression  or  ornament,  or  to  be  placed  on  any  article  of  manufac- 
ture, the  same  being  formed  in  marble  or  other  material,  or  any 
new  and  useful  pattern,  or  print,  or  picture  to  be  either  worked 
into  or  worked  on,  or  printed,  or  painted,  or  cast,  or  otherwise 
fixed  on  any  article  of  manufacture,  or  any  new  and  original  shape 
or  configuration  of  any  article  of  manufacture  not  known  or  used  by 
others  before  his,  her,  or  their  invention  or  production  thereof,  and 
prior  to  the  time  of  his,  her,  or  their  application  for  a  patent  there- 
for, and  who  shall  desire  to  obtain  an  exclusive  property  or  right 
therein  to  make,  use,  and  sell,  and  vend  the  same  or  copies  of  the 
same  to  others,  by  them  to  be  made,  used,  and  sold,  may  make 
application  in  writing  to  the  Commissioner  of  Patents,  expressing 
such  desire;  and  the  Commissioner,  on  due  proceedings  had,  may 
grant  a  patent  therefor.  The  duration  of  said  patent  shall  be 
seven  years." 

A  subsequent  act,  (1 J  Stat,  at  Large,  248,)  that  of  March  2d, 
1861,  re-enacts  in  substance  the  same  things  apparently,  and  makes 
some  changes  in  the  term  of  duration  of  the  patent. 

With  these  statutes  in  force,  Gorham  &  Co.,  in  July,  1861,  ob- 
tained a  patent  for  a  new  design  for  the  handles  of  tablespoons 
and  forks,  which,  under  the  name  of  the  *' cottage  pattern,''  be- 
came extremely  popular ;  the  most  successful  plain  pattern,  indeed, 
that  had  been  in  the  market  for  many  years.*     The  pattern  is 


*  It  wan  testified  that  the  money  value  of  the  patent  was  **  immense ; "  at  least 
$50,000 ;  a  very  small  percentage,  as  it  appeared,  of  new  patterns  introduced  into  the 
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represented,  further  on,  in  the  left-hand  design  on  page  401. 
Gorham  &  Co.  subsequently  transferred  their  patent  to  the  Gor- 
ham  Manufacturing  Company. 

In  the  year  1867  one  White  obtained  a  patent  for  a  design 
which  he  alleged  to  be  original  with  him  for  the  same  things;  the 
liandles,  namely,  of  forks  and  spoons;  and  in  1868  a  patent  for 
still  another  design.  Both  of  his  designs  are  shown  on  the  page 
already  mentioned,  alongside  of  the  cottage  pattern  and  to  its 
right  hand  on  the  page. 

Manufacturing  and  selling  quantities  of  spoons  and  forks  of 
these  last  two  patterns.  White  interfered  largely  with  the  interests 
of  the  Gorham  Manufacturing  Company,  and  that  company  accord- 
ingly filed  a  bill  in  the  court  below  to  enjoin  his  making  and  sell- 
ing spoons  and  forks  under  either  of  his  patents.  The  validity  of 
the  patent  held  by  the  Gorham  Company  was  not  denied,  nor  was 
it  controverted  that  the  defendant  had  sold  spoons  and  forks  which 
had  upon  them  designs  bearing  some  resemblance  to  the  design 
described  in  the  patent  held  by  the  company.  But  it  was  con- 
tended that  none  of  the  designs  on  these  articles  thus  sold  were 
substantially  the  same  as  the  design  covered  by  the  patent  held  by 
the  company,  and  that  they  were  independent  of  anything  secured 
by  that  patent.  The  sole  question,  therefore,  was  one  of  fact. 
Had  there  been  an  infringement?  Were  the  designs  used  by  the 
defendant  substantially  the  same  as  that  owned  by  the  complain- 
ants? 

Much  testimony  upon  the  question  of  infringement  was  taken ; 
the  complainant  producing  witnesses  sworn  to  by  Mr.  Tiffimy,  of 
the  well-known  firm  of  jewellers  and  silversmiths  in  New  York,  as 
representative  men  ''  in  the  trade  under  consideration,  unexcep- 
tionable in  every  respect." 

Mr.  Cook,  of  the  firm  of  Tiffany  &  Co.,  said  : 

'^I  should  say  that  the  patterns  are  substantially  like  one  an- 
other. I  think  that  an  ordinary  purchaser  would  be  likely  to  take 
one  for  the  other." 

E.  W.  Sperry,  a  manufacturer  of  forks  and  spoons  for  thirty- 
seven  years : 

'*  I  should  say  that  the  pattern  of  White  of  1867  was  certainly 
calculated  to  deceive  any  one  but  an  expert.     Any  person  seeing 

market  succeeding ;  1  in  40  paid  one  silversmith ;  not  1  in  20  said  another ;  1  in  10  to 
1  in  50  said  a  third ;  1  in  18  or  20  said  a  fourth  ;  and  it  costing  from  |3,000  to  |4,000 
even  to  those  in  the  trade  to  make  the  necessary  dies  to  introdace  any  new  pattern. 
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one  of  the  Grorham  spoons  or  forks  at  one  end  of  the  table,  and  one 
of  White's  at  the  other  end,  could  not  tell  the  difference  between 
them  ;  not  one  man  in  fifty." 

Martin  Smith,  of  Detroit,  a  merchant  jeweller,  dealing  for  ten 
years  in  silver  spoons  and  forks : 

*'In  my  judgment,  if  the  White  pattern  were  placed  in  a  store 
different  from  that  in  which  they  had  before  seen  the  cottage  pat- 
tern, seven  out  of  ten  customers  who  buy  silverware  would  con- 
sider it  the  same  pattern." 

Theodore  Starr,  of  the  Brooklyn  firm  of  Starr  &  Marcus,  mer- 
chant jewellers,  eight  years  in  business: 

**  The  essential  features  I  consider  the  same.  The  resemblance 
is  such  as  would  mislead  ordinary  purchasers." 

H.  H.  Hayden,  of  New  York,  engaged  for  several  years  in  manu- 
facturing and  selling  metal  goods : 

''The  two  designs  are  substantially  alike.  In  my  opinion  they 
would  mislead,  and  would  be  considered  one  and  the  same  pattern 
by  the  trade ;  by  the  trade,  I  mean  customers  as  well  as  manufac- 
turers." 

Alfred  Brabrook,  agent  of  Reed  &  Barton,  manufacturers  at 
Taunton,  Massachusetts,  of  Britannia  metal  and  German  silver 
plated  ware: 

*'In  many  cases  the  resemblance  would  mislead  ordinary  pur- 
chasers." 

J.  T.  Bailey,  head  of  the  house  of  Bailey  &  Co.,  large  dealers 
in  jewelry  and  silver  at  Philadelphia : 

'*I  don't  think  that  an  ordinary  observer  would  notice  any  dif- 
ference on  a  casual  observation.  But,  to  a  person  skilled  in  this 
business,  of  course  there  are  some  small  differences.  I  mean  to 
say,  that  should  an  ordinary  observer  come  into  my  store  and  take 
up  the  two  spoons,  he  would  not  notice  any  difference  in  them, 
unless  desired  to  examine  them  critically." 

H.  D.  Morse,  of  the  house  of  Crosby,  Morse  &  Foss,  jewellers 
and  venders  of  silver  in  Boston,  and  whose  department  had  been 
to  a  good  extent  designing: 

'*They  are  substantially  the  same  thing  so  far  as  appearance 
goes;  substantially  alike  in  regard  to  general  effect,  with  a  slight 
difference  in  outline.  An  ordinary  observer  would  see  no  differ- 
ence between  them." 
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James  A.  Hayden,  the  selling  agent  of  Holmes,  Booth  &  Hay- 
dens,  manufacturers  of  spoons  in  New  York: 

*'The  similarity  is  so  strong  that  it  would  not  be  detected  with- 
out an  examination  more  careful  than  is  usually  made  by  pur- 
chasers of  such  goods." 

Mr.  C.  L.  Tiffany,  head  of  the  house  of  Tiffany  &  Co.,  aged  55, 
and  dealing  in  forks  and  spoons  for  more  than  twenty-five  years: 

'^I  have  no  hesitation  in  saying  they  are  substantially  alike.  I 
think  the  resemblance  would  mislead  ordinary  purchasers;  and 
being  asked  I  certainly  might  myself  be  misled  by  it^  if  not  before- 
hand told  of  the  difference  and  my  attention  particularly  called  to 

it." 

Edward  C.  Moore,  a  member  of  the  firm  of  Tiffany  &  Co.,  a  de- 
signer: 

''There  is  a  substantial  difference  between  the  patterns y  but  the 
design  of  all  is  so  nearly  alike  that  ordinary  purchasers  would  be 
led  to  mistake  the  one  for  the  other.  It  seems  to  me  that  is  what 
the  patent  of  White  is  made  for." 

Newell  Mason,  carrying  on  jewelry  business  in  Chicago  and 
Milwaukee  for  twenty  years  at  least: 

**The  patterns  are  substantially  different,  but  ordinary  purchas- 
ers, seeing  them  apart,  would  mistake  one  for  the  other.  If  the 
cottage  pattern  had  acquired  popularity  in  the  market,  White's 
would  derive  advantage  from  that  fact." 

John  Gleave,  a  die-sinker: 

'*  Ordinary  purchasers  would  be  misled  by  the  similarity  between 
the  cottage  pattern  and  White's  of  1867,  but  not  on  a  second  com- 
parison. If  an  ordinary  purchaser  had  not  a  sample  of  the  cottage 
pattern  before  him,  he  would  be  apt  to  consider  White's  of  1867  to 
be  the  same  with  it." 

James  Whitehouse,  a  designer  in  the  employ  of  Tiffany  &  Co. : 

''From  my  knowledge  and  experience  in  the  business,  I  do  not 
regard  the  designs  of  White  as  original,  and  think  that  they  were 
suggested  by  the  design  of  Gorham  &  Co." 

Morse,  another  of  Tiffany  &  Co.'s  designers: 

*'From  my  experience  as  a  designer  I  should  think  that  the  de- 
signer of  White's  must  have  intended  to  imitate  the  effect  in  spirit 
of  the  previous  design,  and  yet  make  a  difference.  If  spoons  and 
forks  made  after  the  cottage  pattern  had  obtained  a  reputation  and 
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position  in  the  trade,  spoons  and  forks  of  White's  pattern  would 
find  sale  by  reason  of  the  popularity  of  the  forks  and  spoons  just 
mentioned.    I  should  think  they  would  be  sold  for  the  same  thing." 

Mr.  Henry  B.  Kenwick,  aged  52,  residing  in  New  York,  whose 
principal  occupation  was  the  examination  of  machinery,  inven- 
tions, and  patents,  and  who  during  the  last  sixteen  or  seventeen 
years  had  frequently  been  examined  as  expert  in  the  courts  of  the 
United  States  for  various  circuits: 

'*!  have  examined  the  spoons  and  forks  made  by  White,  and  I 
have  no  doubt  that  they  are  in  all  respects  substantially  identical 
with  the  Gorham  design.  Respecting  the  design  secured  by  White's 
patent  of  1868,  I  have  some  little  doubt,  owing  to  the  increased 
concavity  of  outline  in  the  broad  part  or  head  of  the  handle ;  but 
still  think  tlie  better  opinion  is  that  it  is  within  the  description 
and  drawing  of  the  Gorham  patent. 

''By  the  expressions  'substantially'  like,  I  mean  such  an  iden- 
tity as  would  deceive  me  when  going  as  a  purchaser  to  ask  for  one 
spoon,  if  I  should  be  shown  another  which  was  slightly  different  in 
minute  points  either  of  contour  or  ornamentation.  In  the  present 
instance,  if  I  had  been  shown  the  cottage  patterns,  at  one  end  of  a 
counter,  and  afterwards  had  been  shown  White's  pattern  of  1867, 
at  the  other  end  of  the  same  counter,  I  should  have  taken  both  sets 
of  exhibits  to  have  been  of  the  same  design,  and  I  did,  in  fact,  take 
them  so  to  be  until  I  laid  them  side  by  side  and  compared  them 
minutelv. 

"I  do  not  think  that  every  change  either  in  contour  or  in  orna- 
mentation makes  a  substantial  difference  in  the  design.  For  in- 
stance, take  one  of  Rogers's  statuettes  of  soldiers,*  and  I  do  not 
think  the  design  would  be  substantially  changed  so  as  to  evade  his 
patent  by  substituting  a  rifle  for  a  musket,  or  by  taking  the  bayo- 
net off  the  musket,  supposing  one  existed  in  the  design,  or  by 
changing  boots  for  shoes,  or  vice  versd.  Or  in  the  case  of  one  of 
his  soldiers  drinking,  by  substituting  a  round  tub  for  a  square 
trough,  or  a  glass  for  a  tin  cup.  In  a  design  for  a  carpet  I  should 
think  the  design  was  substantially  preserved  if  the  main  features 
of  the  figure  were  unaltered,  and  the  minor  portion  were  changed 
by  such  changes  as  the  substitution  of  a  ring  of  flowers  for  a  ring  of 
stars,  or  quatrefoil  for  a  trefoil  ornament,  and  other  such  changes. 
In  the  present  instance,  the  contours  of  the  plaintiff's  articles  and 


^  These  were  small  casts,  very  popular  at  the  time,  from  models  by  Mr.  John  Rogers, 
of  military  figures  and  scenes  during  the  late  rebellion. — Bsp. 
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the  articles  manufactured  by  the  defendant  are  not  only  substan- 
tially but  almost  identically  the  same.  The  Grorham  articles  and 
the  articles  manufactured  by  White  all  have  a  threaded  or  reeded 
pattern  round  the  edges,  all  have  a  slight  knob  or  boss  at  the  point 
where  there  are  small  shoulders  marking  the  dividing  line  between 
the  stem  and  head  of  the  handle,  and  all  have  knobbed  ornaments 
near  the  extreme  end  of  the  handle  and  adjacent  to  the  pointed 
projection  which,  in  all  of  them,  forms  that  end.  There  are,  no 
doubt,  minor  differences;  for  instance,  the  Gorham  spoon  has  two 
threads  along  the  shank  where  the  defendant's  have  only  one,  but 
that  one  is  of  nearly  equal  width  with  the  two  and  gives  the  same 
effect.  In  the  Gorham  the  knobbed  ornament  at  the  shoulders  is 
connected  with  the  outer  thread,  while  in  White's  it  is  connected 
with  the  inner  thread;  but  these  knobbed  ornaments  in  both  are 
in  the  same  place  and  have  the  same  general  effect;  it  requiring  a 
very  minute  examination  and  actual  comparison  of  the  spoons  side 
by  side,  as  I  am  now  making,  to  perceive  and  describe  the  distinc- 
tion. In  the  Gorham  spoons  the  knobbed  ornaments  on  the  inner 
reed  are  at  the  head  of  the  spoon  turned  upwards  and  outwards. 
In  White's  they  are  turned  downwards  and  inwards,  and  the  reed 
is  flattened  out,  but  the  substantial  shape  or  contour  at  the  end  of 
the  spoon,  and  the  ornamentation  thereof,  by  raised  ornaments, 
partly  connected  and  partly  unconnected  with  the  threading,  is 
substantially  the  same  in  both.  Now,  I  conceive  the  Gorham 
patent  to  be  for  a  design,  one  element  of  which  is  the  contour  or 
shape  of  the  handle,  and  the  other  the  ornamentation  thereof. 
The  shapes  of  all  the  exhibits,  as  I  have  before  stated,  except  that 
made  under  White's  patent  of  1868,  are  identical,  and  regarding 
it^  as  I  have  already  stated,  I  think  the  better  opinion  is  that  it  is 
within  the  line  of  substantial  identity.  It  might  deceive  me,  I 
think,  in  going  from  one  store  to  another,  but  not  if  shown  me  in 
the  same  shop  where  I  had  just  examined  one  of  the  Gorham 
spoons.  With  regard  to  the  ornamentation,  the  substantial. char- 
acteristics of  the  design  described  in  the  patent  are  that  there  shall 
be  a  threaded  pattern  around  the  edges  of  the  handle,  with  a  small 
knobbed  ornamentation  at  the  shoulders,  as  before  stated ;  and  also 
at  the  head  of  the  handle,  where  it  is  6nic>hed  by  a  pointed  projec- 
tion. I  have  already  said  that  I  find  these  substantial  character- 
istics in  White's  spoons,  and  as  I  hold  the  views  with  regard  to 
substantial  identity  and  design  which  I  have  endeavored  to  express, 
I  therefore  state,  as  before,  that  the  manufactures  of  White's  are, 
without  doubt,  in  my  mind,  substantially  identical  with  the  Gor- 
ham design^  and  that  the  better  opinion  is  that   the  design  in 
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White's  patent  of  1868  is  in  the  same  category,  although  altered 
in  degree  of  concavity  at  the  head  of  the  handle,  as  I  have  before 
stated." 

On  the  part  of  the  defendant  an  equal  number  of  witnesses  were 
produced,  including  Henry  Ball,  the  senior  member  of  the  well- 
known  firm  of  Ball,  Black  &  Co.,  New  York  city,  a  silversmith 
and  jeweller,  who  had  been  in  this  business  since  1832,  and  numer- 
ous other  persons,  die-sinkers,  engravers,  editors  of  scientific  pub- 
lications, persons  engaged  in  the  inspection  of  designs,  solicitors  of 
patents,  &c.  All  these  testified,  one  after  the  other,  and  pretty 
nearly  in  the  same  words,  that  the  designs  were  '^  substantially 
diflerent;"  one  witness  that  they  were  "substantially  different, 
both  in  shape  and  design."  Mr.  Edward  S.  Renwick,  especially, 
an  expert,  whose  reputation  for  competency  is  well  known,  swore 
positively  that  the  designs  represented  by  all  of  the  White's  man- 
ufactures were  substantially  different  from  the  Grorham  design, 
and  stated  in  detail  the  items  of  difference;  as  thus: 

''In  the  Gorhara  design  the  stem  of  the  handle,  between  the 
shoulders  and  the  bowl,  has  a  second  thread  upon  it,  which  is 
parallel  with  and  inside  of  the  boundary  thread.  No  such  second 
thread  is  found  in  White's. 

« 

He  pointed  out  fifteen  differences  of  this  mechanical  kind  be- 
tween the  Gorham  design  and  White's,  patented  in  1867,  and  six- 
teen differences  between  the  Gorham  design  and  that  of  White 
patented  in  1868. 

The  court  below  considered  that  there  was  no  infringement.  It 
said: 

"The  question  to  be  determined  is,  whether  the  designs  of  the 
White  patents  are  or  are  not  substantially  the  same  as  the  design 
of  the  plaintiffs'  patent.  Each  design  may  properly  be  considered 
as  composed  of  two  elements,  the  outline  which  the  handle  presents 
to  the  eye  when  its  broader  face  is  looked  at,  and  the  ornamenta- 
tion on  such  face.  If  the  plaintiffs'  design  be  compared  with  the 
White  design  of  1867,  a  general  resemblance  is  found  between 
such  outlines  in  the  two  designs.  In  other  words,  if  the  ornamen- 
tation on  the  handle  in  the  plaintiffs'  design  formed  no  part  of 
such  design,  and  such  design  were  confined  to  the  form  of  the  out- 
line before  mentioned,  it  would  be  difficult  to  say  that  the  plain- 
tiffs' design  and  the  White  design  of  1867  were  not  substanti^ly 
identical.  But  the  moment  the  ornamentations  on  the  faces  of  the 
two  handles  come  to  be  considered,  striking  differences  appear  be- 
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tween  the  plaintiffs'  design  and  the  White  design.  In  the  former, 
the  outer  thread  is  broken  at  the  end  of  the  handle,  at  the  should- 
ers, and  at  the  junction  of  the  handle  with  the  bowl ;  while,  in  the 
latter,  such  thread  is  continuous  around  the  entire  handle,  from  the 
junction  of  the  stem  with  the  bowl  or  fork  back  to  the  same  point, 
it  having  there  the  form  of  a  Gothic  arch.  In  the  former,  the  out«r 
thread  is,  at  the  shoulders,  turned  inward  to  form  rosettes,  wliich 
present  the  appearance  of  two  parts  twisted  together;  while,  in 
the  latter,  the  outer  thread  is  continuous.  In  the  former,  there 
is,  on  the  stem  of  the  handle,  on  each  side,  extending  from  the 
shoulders  to  the  bowl  or  fork,  an  inner  thread  parallel  with  and 
inside  of  the  outer  thread ;  while,  in  the  latter,  there  is  no  such 
inner  thread.  In  the  former,  the  inner  threads  on  the  enlarged 
end  of  the  handle  turned  outward  from  each  other  towards  the  end 
of  the  handle,  so  as  to  form  diverging  scrolls;  while,  in  the  latter, 
such  inner  threads,  as  they  approach  the  end  of  the  handle^  turn 
inwards  and  form  re-entering  scrolls.  In  the  former,  the  scrolls  of 
the  inner  threads  form,  at  the  end  of  the  handle,  a  part  of  the  out- 
line boundary  of  the  handle;  while,  in  the  latter,  such  scrolls  are 
entirely  inside  of  such  outline  boundary.  In  the  former,  the  end 
of  the  handle  is  formed  by  a  tip  inserted  between  the  two  diverg- 
ing scrolls  into  which  the  inner  threads  are  formed;  while,  in  the 
latter,  the  continuous  outer  thread  forms  such  extreme  end.  In 
the  latter,  a  figure  in  the  form  of  a  shield  is  inserted  between  the 
scrolls  into  which  the  inner  threads  are  formed  and  the  outer 
thread;  while,  in  the  former,  no  such  figure  is  found,  and  no  place 
exists  where  it  could  be  inserted.  In  the  latter,  there  is,  on  each 
side,  a  third  and  short  thread,  extending  from  the  said  scroll  to 
the  widest  part  of  the  handle;  while  no  such  thread  is  found  in 
the  former.  In  the  former,  the  inner  thread  on  the  enlarged  end 
of  the  handle  abuts,  at  the  shoulder  next  the  stem,  against  the 
scroll  or  rosette  into  which  the  outer  thread  is  there  formed,  and 
looks  as  if  it  were  a  continuation  of  the  outer  thread  on  the  stem 
passed  under  the  said  scroll;  while,  in  the  latter,  the  inner  thread 
on  the  enlarged  end  of  the  handle  is,  at  the  shoulders,  turned  into 
a  scroll  or  rosette,  and  has  no  appearance  of  being  a  continuation 
of  the  outer  thread  in  the  stem.  In  the  former,  the  inner  threads 
on  the  stem  unite  in  a  swell  or  boss  near  the  bowl  or  fork ;  while 
no  such  swell  or  boss  is  found  in  the  latter.  It  is  also  to  be  noted, 
that,  in  the  former,  the  outline  at  the  end  of  the  enlarged  end  of 
thfe  handle  has  the  form  of  a  portion  of  a  trefoil;  while,  in  the  lat- 
ter, it  has  the  form  of  a  Gothic  arch ;  and  that,  in  the  former,  the 
surface  of  the  enlarged  end  between  the  threads  is  swelled  between 


Dec.  ISri.] 


Gkiao^M  Company  v.  White. 


Statemeat  of  the  ci 


the  shoulders,  and  such  swell  is  gradually  flatteued  towards  the 
widest  part  of  the  handle,  bo  that  the  swell  at  such  part  is  substau- 
tially  different  in  appearance  from  the  swell  at  the  shoulders; 


while,  in  the  latter,  the  swell  is  sabstantially  the  same  from  the 
shoulders  to  the  hroadeat  part  of  the  enlarged  end. 

"The  differences  thus  observed  between  the  plaintiff's  design 
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and  the  White  design  of  1867,  exist  also  between  the  plaintiff's 
design  and  the  White  design  of  1868.  In  addition,  in  the  plain- 
tiff's design,  the  contour  of  the  enlarged  end  of  the  handle  spreads 
outward  progressively  from  the  shoulders  until  the  widest  part  of 
the  handle  is  reached ;  while,  in  the  White  design  of  1868,  the 
sides  of  the  enlarged  end  turn  inward  for  a  distance  after  leaving 
the  shoulder  and  then  spread  outwards  to  the  widest  part. 

From  the  comparisons  thus  instituted,  it  appears  that  the  plain- 
tiff's design  and  the  White  design  of  1867,  are,  in  what  has  been 
called  outline,  very  much  alike,  while  they  differ  from  each  other 
in  a  marked  manner  in  what  has  been  called  ornamentation,  while 
the  plaintiff's  design  and  the  White  design  of  1868  differ  from 
each  other  in  a  marked  manner,  both  in  outline  and  in  ornamenta- 
tion ;  and  that  the  two  White  designs  differ  from  each  other  in 
outline  in  a  marked  manner,  while  they  scarcely  differ  at  all  from 
each  other  in  ornamention. 

"There  can  be  no  doubt,  in  the  proofs,  that  the  plaintiff's  de- 
sign is  a  very  meritorious  and  salable  one.  The  entire  strength  of 
their  case,  on  the  question  of  infringement,  is  put  on  the  claimed 
ground,  that  the  resemblance  between  their  design  and  each  of  the 
two  designs  of  White  is  such  as  to  mislead  ordinary  purchasers 
and  casual  observers,  and  to  induce  them  to  mistake  the  one  design 
for  the  other.  It  is  argued  that  the  merit  of  a  design  appeals 
solely  to  the  eye,  and  that  if  the  eye  of  an  ordinary  observer  can- 
not distinguish  between  two  designs,  they  must  in  law  be  substan- 
tially alike.  In  the  present  case,  it  is  asserted  that  the  eye  of  the 
ordinary  observer  is  and  will  be  deceived  \^hen  looking  at  a  handle 
of  the  plaintiff's  design  and  a  handle  of  either  of  the  designs  of 
White,  because,  in  addition  to  the  resemblance  in  contours,  the 
handles  have  all  of  them  a  threaded  pattern  around  the  edges,  and 
small  knobbed  ornamentations  at  the  shoulders,  and  small  knobbed 
ornamentations  near  the  end,  and  a  pointed  projection  at  the  end, 
and  that  the  general  effect  on  the  eye  of  the  ordinary  observer  is 
not  and  will  not  be  modified  by  the  differences  which  have  been 
pointed  out. 

"It  is  impossible  to  assent  to  the  view,  that  the  test  in  regard  to 
a  patent  for  a  design  is  the  eye  of  an  ordinary  observer.  The  first 
question  that  would  arise,  if  such  a  test  were  to  be  admitted,  would 
be,  as  to  what  is  meant  by  'an  ordinary  observer,'  and  how  he  is 
to  exercise  his  observation.  One  of  the  witnesses  for  the  plaintiffs 
(John  G\e£Lye,  supra,  p.  396)  testifies  that  the  plaintiff's  design  and 
the  White  design  of  1867  are  sufficiently  alike  to  mislead  ordinary 
purchasers  as  to  their  identity,  but  not  on  a  second  examination ; 
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and  that  if  an  ordinary  purchaser  did  not  have  before  him  a  sam- 
ple of  the  plaintiffs'  design,  he  would  be  apt  to  consider  the  White 
design  of  1867  to  be  the  same  pattern  as  the  plaintiffs'  design. 
Another  of  the  witnesses  (J.  T.  Bailey,  supra,  p.  395)  for  the  plain- 
tiffs states  that  he  does  not  think  that  an  ordinary  observer  would 
notice  any  difference  between  the  two  designs  on  a  casual  observa- 
tion. The  expert  (Henry  B.  Ren  wick,  supra,  p.  397)  examined  for 
the  plaintiffs  testifies  that,  in  saying  that  the  White  designs  are 
substantially  identical  with  the  plaintiffs'  designs,  he  means  such 
an  identity  as  would  deceive  him  when  going  as  a  purchaser  to 
ask  for  one  spoon  and  being  shown  another;  and  that  when  he 
saw  articles  of  the  plaintiffs*  design  and  of  the  White  design  of 
1867,  separately,  he  took  them  to  be  of  the  same  design,  until  he 
laid  them  side  by  side  and  compared  thefti  minutely. 

''The  same  principles  which  govern  in  determining  the  question 
of  infringement  in  respect  to  a  patent  for  an  invention  connected 
with  the  operation  of  machinery,  must  govern  in  determining  the 
question  of  infringement  in  respect  to  a  patent  for  a  design.  A 
design  for  a  configuration  of  an  article  of  manufacture  is  embraced 
within  the  statute  as  a  patentable  design,  as  well  as  a  design  for  an 
ornament  to  be  placed  on  an  article  of  manufacture.  The  object  of 
the  former  may  solely  be  increased  utility,  while  the  object  of  the 
latter  may  solely  be  increased  gratification  to  a  cultivated  taste 
addressed  through  the  eye.  It  would  be  as  reasonable  to  say  that 
equal  utility  should  be  the  test  of  infringement  in  the  first  case, 
as  to  say  that  equal  appreciation  by  the  eye  should  be  the  test  of 
infringement  in  the  latter  case.  There  must  be  a  uniform  test, 
and  that  test  can  only  be,  as  in  the  case  of  a  patent  in  respect  to 
machinery,  substantial  identity,  not  in  view  of  the  observation  of  a 
person  whose  observation  is  worthless,  because  it  is  casual,  heed- 
less, and  unintelligent,  and  who  sees  one  of  the  articles  in  question 
at  one  time  and  place  and  the  other  of  such  articles  at  another  time 
and  place,  but  in  view  of  the  observation  of  a  person  versed  in  the 
business  of  designs  in  the  particular  trade  in  question — of  a  person 
engaged  in  the  manufacture  or  sale  of  articles  containing  such  de- 
signs— of  a  person  accustomed  to  compare  such  designs  one  witli 
another,  and  who  sees  and  examines  the  articles  containing  them 
side  by  side.  The  question  is  not  whether  one  design  will  be 
mistaken  for  another  by  a  person  who  examines  the  two  so  care- 
lessly as  to  be  sure  to  be  deceived,  but  whether  the  two  designs 
can  be  said  to  be  substantially  the  same  when  examined  intelli- 
.gently  side  by  side.  There  must  be  such  a  comparison  of  the 
features  which  make  up  the  two  designs.     As  against  an  existing 
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patented  design,  a  patent  for  another  design  cannot  be  withheld 
because,  to  a  casual  observer,  the  general  appearance  of  the  latter 
design  is  so  like  that  of  the  earlier  one  as  to  lead  him,  without 
proper  attention,  to  mistake  the  one  for  the  other.  The  same  test 
must  be  applied  on  the  question  of  infringement. 

**  Applying  these  principles  to  the  evidence  in  this  case,  and 
comparing  the  designs  of  White  with  the  plaintiflFs'  design,  it  is 
satisfactorily  shown,  by  the  clear  weight  of  testimony,  that  the 
designs  of  White  are  not  substantially  the  same  as  the  plaintiffs* 
design.  The  strength  of  the  testimony  of  the  witnesses  on  the 
part  of  the  plaintiffs  themselves  leads  to  this  conclusion.  The 
substance  of  the  evidence  of  the  most  intelligent  of  them,  persons 
in  the  trade,  is  merely  to  the  effect  that  the  White  designs  are  not 
substantially  the  same  as"  the  plaintiffs'  design,  but  were  intended 
to  appear  to  be  the  same  to  an  ordinary  purchaser,  and  will  so 
appear  to  him,  but  that  a  person  in  the  trade  will  not  be  deceived, 
by  the  resemblance,  into  purchasing  an  article  of  the  one  design 
for  an  article  of  the  other. 

'*A  patent  for  a  design,  like  a  patent  for  an  improvement  in 
machinery,  must  be  for  the  means  of  producing  a  certain  result 
or  appearance,  and  not  for  the  result  or  appearance  itself.  The 
plaintiffs'  patent  is  for  their  described  means  of  producing  a 
certain  appearance  in  the  completed  handle.  Even  if  the  same 
appearance  is  produced  by  another  design,  if  the  means  used  in 
such  other  design  to  produce  the  appearande  are  substantially  dif- 
ferent from  the  means  used  in  the  prior-patented  design  to  produce 
such  appearance,  the  latter  design  is  not  au  infringement  of  the 
patented  one.  It  is  quite  clear,  on  a  consideration  of  the  points  of 
difference  before  enumerated,  between  the  plaintiffs'  design  and 
the  designs  of  White,  that  each  of  the  latter  is  substantially  differ- 
ent from  the  former  in  the  means  it  employs  to  produce  the  appear- 
ance it  presents.  Such  is  the  undoubted  weight  of  the  evidence, 
and  such  is  the  judgment  of  the  court." 

The  Circuit  Court  accordingly  decreed  a  dismissal  of  the  bill, 
and  from  that  decree  the  Grorham  Company  brought  the  case  here, 
where,  after  an  elaborate  and  interesting  argument  by  Messrs.  C, 
M,  Keller  and  C.  F,  Blake,  for  the  appellants,  and  Me-asrs.  G.  Gtf- 
ford  and  W.  C.  Witter,  contra — 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court. 

The  sole  question  is  one  of  fact.  Has  there  been  an  infringe- 
ment? Are  the  designs  used  by  the  defendant  substantially  the 
same  as  that  owned  by  the  complainants?     To  answer  these  ques- 
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tioQ8  correctly,  it  is  indispensable  to  understand  what  constitutes 
identity  of  desi«^n,  and  what  amounts  to  infringement? 

The  acts  of  Congress  which  authorize  the  grant  of  patents  for 
designs  were  plainly  intended  to  give  encouragement  to  the  decora- 
tive arts.  They  contemplate  not  so  much  utility  as  appearance, 
and  that,  not  an  abstract  impression,  or  picture,  but  an  aspect 
given  to  those  objects  mentioned  in  the  acts.  It  is  a  new  and 
original  design  for  a  manufacture,  whether  of  metal  or  other  mate- 
rial; a  new  and  original  design  for  a  bust,  statue,  baa  rtlief,  or 
composition  in  alto  or  basso  relievo;  a  new  or  original  impression  or 
ornament  to  be  placed  on  any  article  of  manufacture  ;  a  new  and 
original  design  for  the  printing  of  woolen,  silk,  cotton,  or  other 
fabrics;  a  new  and  useful  pattern,  print,  or  picture,  to  be  either 
worked  into,  or  on,  any  article  of  manufacture  ;  or  a  new  and  origi- 
nal shape  or  configuration  of  any  article  of  manufacture — it  is  one 
or  all  of  these  that  the  law  has  in  view.  And  the  thing  invented 
or  produced,  for  which  a  patent  is  given,  is  that  which  gives  a 
peculiar  or  distinctive  appearance  to  the  manufacture,  or  article  to 
which  it  may  be  applied,  or  to  which  it  gives  form.  The  law 
manifestly  contemplates  that  giving  certain  new  and  original 
appearances  to  a  manufactured  article  may  enhance  its  salable 
value,  may  enlarge  the  demand  for  it,  and  may  be  a  meritorious 
service  to  the  public.  It  therefore  proposes  to  secure  for  a  limited 
time  to  the  ingenious  producer  of  those  appearances  the  advantages 
flowing  from  them.  Manifestly  the  mode  in  which  those  appear- 
ances are  produced  has  very  little,  if  anything,  to  do  with  giving 
increased  salableness  to  the  article.  It  is  the  appearance  itself 
which  attracts  attention  and  calls  out  favor  or  dislike.  It  is  the 
appearance  itself,  therefore,  no  matter  by  what  agency  caused,  that 
constitutes  mainly,  if  not  entirely,  the  contribution  to  the  public 
which  the  law  deems  worthy  of  recompense.  The  appearance  may 
be  the  result  of  peculiarity  of  configuration,  or  of  ornament  alone, 
or  of  both  conjointly,  but,  in  whatever  way  produced,  it  is  the  new 
thing  or  product,  which  the  patent  law  regards.  To  speak  of  the 
invention  as  a  combination  or  process,  or  to  treat  it  as  such,  is  to 
overlook  its  peculiarities.  As  the  acts  of  Congress  embrace  only 
designs  applied,  or  to  be  applied,  they  must  refer  to  finished  prod- 
ucts of  invention  rather  than  to  the  process  of  finishing  them,  or 
to  the  agencies  by  which  they  are  developed.  A  patent  for  a  prod- 
uct is  a  distinct  thing  from  a  patent  for  the  elements  entering  into 
it,  or  for  the  ingredients  of  which  it  is  composed,  or  for  the  com- 
bination that  causes  it.  We  do  not  say  that  in  determining 
whether  two  designs  are  substantially  the  same,  differences  in  the 
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lines,  the  configuration,  or  the  modes  by  which  the  aspects  they 
exhibit  are  not  to  be  considered  ;  but  we  think  the  controlling  con- 
sideration is  the  resultant  eflTect.  Such  was  the  opinion  of  Lord 
Chancellor  Hatherly  in  McCrea  v.  Holdsworthj  6  Chancery  Appeal 
Cases,  Law  Reports,  418.  That  was  a  suit  to  restrain  an  infringe- 
ment of  a  design  for  ornamenting  a  woven  fabric.  The  defense  was 
a  denial  that  the  design  used  by  the  defendants  was  the  same  as 
that  to  which  the  plaintiff  was  entitled.  The  ornament  on  both 
was,  in  part,  a  star,  but  on  one  it  was  turned  in  an  opposite  direc- 
tion from  that  in  the  other  ;  yet  the  effect  of  the  ornament  was  the 
same  to  the  eye.  The  Lord  Chancellor  held  the  important  inquiry 
was  whether  there  was  any  difference  in  the  effect  of  the  designs, 
not  whether  there  were  differences  in  the  details  of  ornament. 
'^If,*'  said  he,  **the  designs  are  used  in  exactly  the  same  manner, 
and  have  the  same  effect,  or  nearly  the  same  effect,  then,  of  course, 
tlie  shifting,  or  turning  round  of  a  star,  as  in  this  particular  case, 
cannot  be  allowed  to  protect  the  defendants  from  the  consequences 
of  the  piracy."  This  seems  most  reasonable,  for,  as  we  have  said,  it 
is  the  effect  upon  the  eye  which  adds  value  to  articles  of  trade  or 
commerce.  So  in  Holdmoorth  v.  McCrea,  2  Appeal  Cases,  House  of 
Lords,  388,  Lord  Westbury  said,  ' '  Now,  in  the  case  of  those  things 
in  which  the  merit  of  the  invention  lies  in  the  drawing,  or  in  forms 
that  can  be  copied,  the  appeal  is  to  the  eye,  and  the  eye  alone  is 
the  judge  of  the  identity  of  the  two  things.  Whether,  therefore, 
there  be  piracy  or  not  is  referred  to  an  unerring  judge,  namely, 
tlie  eye,  which  takes  the  one  figure  and  the  other  figure,  and 
ascertains  whether  they  are  or  are  not  the  same."  This  was  said 
in  a  case  where  there  was  nothing  but  a  drawing  of  the  design. 

We  are  now  prepared  to  inquire  what  is  the  true  test  of  identity 
of  design.  Plainly,  it  must  be  sameness  of  appearance,  and  mere 
difference  of  lines  in  the  drawing  or  sketch,  a  greater  or  smaller 
number  of  lines,  or  slight  variances  in  configuration,  if  sufficient 
to  change  the  effect  upon  the  eye,  will  not  destroy  the  substantial 
identity.  An  engraving  which  has  many  lines  may  present  to  the 
eye  the  same  picture,  and  to  the  mind  the  same  idea  or  conception 
as  another  with  much  fewer  lines.  The  design,  however,  would  be 
the  same.  So  a  pattern  for  a  carpet  or  a  print  may  be  made  up  ot 
wreaths  of  flowers  arranged  in  a  particular  manner.  Another  car- 
pet may  have  similar  wreaths,  arranged  in  a  like  manner,  so  that 
none  but  very  acute  observers  could  detect  a  difference.  Yet  in  the 
wreaths  upon  one  there  may  be  fewer  flowers,  and  the  wreaths  may 
be  placed  at  wider  distances  from  each  other.    Surely  in  such  a  case 
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the  designs  are  alike.     The  same  conception  was  in  the  mind  of 
the  designer,  and  to  that  conception  he  gave  expression. 

If,  then,  identity  of  appearance,  or  (as  expressed  in  McCrea  v. 
Holdaworth)  sameness  of  effect  upon  the  eye,  is  the  main  test  of 
substantial  identity  of  design,  the  only  remaining  question  upon 
this  part  of  the  case  is,  whether  it  is  essential  that  the  appearance 
should  be  the  same  to  the  eye  of  an  expert.  The  court  below  was 
of  opinion  that  the  test  of  a  patent  for  a  design  is  not  the  eye  of  an 
ordinary  observer.  The  learned  judge  thought  there  could  be  no 
infringement  unless  there  was  ^-substantial  identity"  *Mn  view  of 
the  observation  of  a  person  versed  in  designs  in  the  particular  trade 
in  question-— of  a  person  engaged  in  the  manufacture  or  sale  of  ar- 
ticles containing  such  designs — of  a  person  accustomed  to  compare 
such  designs  one  with  another,  and  who  sees  and  examines  the 
articles  containing  them  side  by  side."  There  must,  he  thought, 
be  a  comparison  of  the  features  which  make  up  the  two  designs. 
With  this  we  cannot  concur.  Such  a  test  would  destroy  all  the 
protection  which  the  act  of  Congress  intended  to  give.  There 
never  could  be  piracy  of  a  patented  design,  for  human  ingenuity  has 
never  yet  produced  a  design,  in  all  its  details,  exactly  like  another, 
so  like  that  an  expert  could  not  distinguish  them.  No  counterfeit 
bank  note  is  so  identical  in  appearance  with  the  true  that  an  expe- 
rienced artist  cannot  discern  a  difference.  It  is  said  an  engraver 
distinguishes  impressions  made  by  the  same  plate.  Experts,  there- 
fore, are  not  the  persons  to  be  deceived.  Much  less  than  that 
which  would  be  substantial  .identity  in  their  eyes  would  be  undis- 
tinguishable  in  the  eyes  of  men  generally,  of  observers  of  ordinary 
acuteness,  bringing  to  the  examination  of  the  article  upon  which 
the  design  has  been  placed  that  degree  of  observation  which  men 
of  ordinary  intelligence  give.  It  is  persons  of  the  latter  class  who 
are  the  principal  purchasers  of  the  articles  to  which  designs  have 
given  novel  appearances,  and  if  they  are  misled,  and  induced  to 
purchase  what  is  not  the  article  they  supposed  it  to  be,  if,  for  ex- 
ample, they  are  led  to  purchase  forks  or  spoons,  deceived  by  an 
apparent  resemblance  into  the  belief  that  they  bear  the  *^  cottage" 
design,  and,  therefore,  are  the  production  of  the  holders  of  the 
Gorham,  Thurber,  and  Dexter  patent,  when  in  fact  they  are  not, 
the  patentees  are  injured,  and  that  advantage  of  a  market  which 
the  patent  was  granted  to  secure  is  destroyed.  The  purpose  of  the 
law  must  be  effected  if  possible ;  but,  plainly,  it  cannot  be  if,  while 
the  general  appearance  of  the  design  is  preserved,  minor  differences 
of  detail  in  the  manner  in  which  the  appearance  is  produced,  ob- 
servable by  experts,  but  not  noticed  by  ordinary  observers,  by 
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those  who  buy  and  use,  are  sufficient  to  relieve  an  imitating  de- 
sign from  condemnation  as  an  infringement. 

We  hold,  therefore,  that  if,  in  the  eye  of  an  ordinary  observer, 
giving  such  attention  as  a  purchaser  usually  gives,  two  designs 
are  substantially  the  same,  if  the  resemblance  is  such  as  to  deceive 
such  an  observer,  inducing  him  to  purchase  one  supposing  it  to  be 
the  other,  the  first  one  patented  is  infringed  by  the  other. 

Applying  this  rule  to  the  facts  of  the  present  case,  there  is  very 
little  difficulty  in  coming  to  a  satisfactory  conclusion.  The  Gror- 
ham  design,  and  the  two  designs  sold  by  the  defendant,  which 
were  patented  to  White,  one  in  1867,  and  the  other  in  1868,  are 
alike  the  result  of  peculiarities  of  outline,  or  configuration,  and  of 
ornamentation.  These  make  up  whatever  is  distinctive  in  appear- 
ance, and  of  these^  the  outline  or  configuration  is  most  impressive 
to  the  eye.  Comparing  the  figure  or  outline  of  the  plaintiffs'  de- 
sign with  that  of  the  White  design  of  1867,  it  is  apparent  there  is 
no  substantial  difference.  This  is  in  the  main  conceded.  Even  the 
minor  differences  are  so  minute  as  to  escape  observation  unless  ob- 
servation is  stimulated  by  a  suspicion  that  there  may  be  diversity. 
And  there  are  the  same  resemblances  between  the  plaintiffs'  design 
and  the  White  design  of  1868,  and,  with  a  single  addition,  the 
minor  differences  are  the  same.  That  additional  one  consists  in 
this :  At  the  upper  part  of  the  handle,  immediately  above  the 
point  where  the  broader  part  widens  from  the  stem  with  a  rounded 
shoulder,  while  the  external  lines  of  both  designs  are  first  concave, 
and  then  gradually  become  convex,  the  degree  of  concavity  is 
greater  in  the  White  design.  How  much  effect  this  variance  has 
must  be  determined  by  the  evidence.  In  all  the  designs,  the  orna- 
ment is,  in  part,  a  rounded  moulding  or  bead  along  the  edge  with 
scrolls  at  the  shoulders  and  near  the  top.  There  are,  however, 
some  diversities  in  this  ornament,  which  are  discoverable  when 
attention  is  called  to  them.  In  the  plaintiffs'  the  bead  is  inter- 
rupted at  the  shoulders  and  at  the  tip  by  the  scrolls,  while  in  both 
the  designs  of  White  it  is  continued  unbroken  around  tlie  scrolls. 
In  the  plaintiffs'  the  scrolls  turn  inward  at  the  shoulders  and  out- 
ward at  the  tip.  In  the  White  design  they  turn  inward  both  at 
the  shoulders  and  at  the  upper  end.  But  there  are  the  same  num- 
ber of  scrolls  in  all  the  designs,  and  they  are  similarly  located,  all 
having  the  appearance  of  rosettes.  In  all  the  external  bead  is 
formed  by  a  depressed  line  running  near  the  edge  of  the  handle, 
but  in  the  plaintiffs'  there  is  an  inner  lino,  making  a  second  very 
thin  bead,  nearly  parallel  to  the  external  bead  common  to  them  all. 
In  the  White  designs  this  inner  line  is  wanting  on  the  stem  of  the 
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handle,  though  not  on  the  broad  part,  but  as  the  single  line  is 
wider  it  presents  much  the  same  appearance  as  it  would  present  if 
divided  into  two.  There  are  other  small  differences  which  it  is 
needless  to  specify.  What  we  have  mentioned  are  the  most  promi- 
nent. No  doubt  to  the  eye  of  an  expert  they  are  all  real.  Still, 
though  variances  in  the  ornament  are  discoverable,  the  question 
remains,  is  the  effect  of  the  whole  design  substantially  the  same? 
Is  the  adornment  in  the  White  design  used  instrumentally  to  pro- 
duce an  appearance,  a  distinct  device,  or  does  it  work  the  same  result 
in  the  same  way,  and  is  it,  therefore,  a  colorable  evasion  of  the  prior 
patent,  amounting  at  most  to  a  mere  equivalent?  In  regard  to  this 
we  have  little  doubt,  in  view  of  the  evidence.  Both  the  White  de- 
signs we  think  are  proved  to  be  infringements  of  the  Gorham  patent. 
A  large  number  of  witnesses,  familiar  with  designs,  and  most  of 
them  engaged  in  the  trade,  testify  that,  in  their  opinion,  there  is  no 
substantial  difference  in  the  three  designs,  and  that  ordinary  pur- 
chasers would  be  likely  to  mistake  the  White  designs  for  the 
**  cottage"  (viz.,  that  of  the  plaintiffs.)  This  opinion  is  repeated 
in  many  forms  of  expression,  as,  that  they  are  the  same  pattern  ; 
that  the  essential  features  are  the  same  ;  that  seven  out  of  ten  cus- 
tomers who  buy  silverware  would  consider  them  the  same;  that 
manufacturers  as  well  as  customers  would  consider  them  the  same ; 
that  the  trade  generally  would  so  consider  them ;  that,  though  there 
are  differences,  they  would  not  be  noticed  without  a  critical  exam- 
ination ;  that  they  are  one  and  the  same  pattern,  &c.,  &c.  This  is 
the  testimony  of  men  who,  if  there  were  a  substantial  difference  in 
the  appearance,  or  in  the  effect,  would  most  readily  appreciate  it. 
Some  think  the  White  designs  were  intended  to  imitate  the  other, 
and  they  all  agree  that  they  are  so  nearly  identical  that  ordinary 
purchasers  of  silverware  would  mistake  one  for  the  other.  On  the 
other  hand  a  large  number  of  witnesses  have  testified  on  behalf  of 
the  defendant  that  the  designs  are  substantially  unlike^  but  when 
they  attempt  to  define  the  dissimilarity  they  specify  only  the  minor 
differences  in  the  ornamentation,  of  which  we  have  heretofore 
spoken.  Not  one  of  them  denies  that  the  appearance  of  the  de- 
signs is  substantially  the  same,  or  asserts  that  the  effect  upon  the 
eye  of  an  observer  is  different,  or  that  ordinary  purchasers,  or  even 
persons  in  the  trade,  would  not  be  led  by  their  similarity  to  mis- 
take one  for  another.  Their  idea  of  what  constitutes  identity  of 
design  seems  to  be  that  it  is  the  possibility  of  being  struck  from 
the  same  die,  which  of  course,  cannot  be  if  there  exists  the  slightest 
variation  in  a  single  line.  They  give  little  importance  to  configu- 
ration, rnd  none  to  general  aspect.    Such  evidence  is  not  an  answer 
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to  the  complainants'  case.  It  leaves  undisputed  the  facts  that 
whatever  differences  there  may  be  between  the  plaintiffs'  design 
and  those  of  the  defendant  in  details  of  ornament^  they  are  still  the 
same  in  general  appearance  and  effect,  so  much  alike  that  in  the 
market  and  with  purchasers  they  would  pass  for  the  same  thing — 
so  much  alike  that  even  persons  in  the  trade  would  be  in  danger  of 
being  deceived. 

Unless,  therefore,  the  patent  is  to  receive  such  a  construction 
that  the  act  of  Congress  will  afford  no  protection  to  a  designer 
against  imitations  of  his  invention,  we  must  hold  that  the  sale  by 
the  defendant  of  spoons  and  forks  bearing  the  designs  patented  to 
White  in  1867  and  1868  is  an  infringement  of  the  complainants' 
rights. 

Decreb  reversed  and  the  cause  remitted  with  instructions  to 
enter  a  decree  in  accordance  with  this  opinion. 

Justices  Miller,  Field,  and  Bradlet  dissented. 


MowRY  V.  Whitney. 

(14  Wallace.  620.) 

1.  Asa  Whitney's  patent  of  April  25th,  1848,  for  an  "improvement  in  the  prooees  jf 

roanafactoring  cast-iron  railroad  wheels,"  was  for  a  process,  not  for  a  combina- 
tion. 

2.  Where  only  vague  and  uncertain  directions  conld  be  given  as  to  the  degree  of 

foreign  heat  to  be  applied  in  any  particular  case,  there,  when  a  patentee  in  his 
specification,  establishes  a  maximum  and  a  minimum,  the  ascertainment  of  the 
proper  intermediate  degree  may  be  left  to  the  skill  and  judgment  of  the  operator 
practicing  the  process. 

3.  It  is  as  true  of  a  process,  invented  as  an  improvement  in  a  manufacture,  as  it  is  of 

an  improvement  in  a  machine,  that  an  infringer  is  not  liable  to  the  extent  of  his 
entire  profits  in  the  manufacture. 

4.  In  such  a  case  the  question  to  be  determined  is,  what  advantage  did  the  infringer 

derive  from  using  the  invention,  over  what  he  had  in  using  other  processes  then 
open  to  the  public,  and  adequate  to  enable  him  to  obtain  an  equally  beneficial 
result?  The  fruits  of  that  advantage  are  his  profits,  and  that  advantage  is  the 
measure  of  profits  to  be  accounted  for. 

5.  When  a  patent  is  for  an  entire  process  made  up  of  several  constituent  steps  or 

stages,  the  patentee  not  pretending  to  be  the  inventor  of  those  constituents,  his 
claim  to  the  process  as  an  entirety  does  not  secure  to  him  the  exclusive  use  of  the 
constituents  singly.     What  is  secured  is  their  use  when  arranged  in  the  process. 

6.  The  profits  recoverable  from  an  infringer  are  the  measure  of  the  patentee's  dam- 

ages, and  though  called  profits  are  really  damages;  and  unliquidated  until  a  final 
decree  is  made. 

7.  Interest  upon  unliquidated  damages  is  not  generally  allowable,  and  should  not  be 

allowed  before  a  final  decree  for  profits. 
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Appeal  from  the  Circuit  Court  for  the  Southern  District  of  Ohio ; 
the  suit  being  a  bill  by  Whitney  for  an  alleged  infringement  by 
Mowry  of  a  patent  which  Whitney  had  for  an  improvement  in  the 
process  of  making  wheels  for  rail-cars.     The  case  was  thus : 

Wheels  for  rail-cars  require  to  be  made  in  a  special  way.  The 
*^  tread"  of  the  wheel,  as  it  is  commonly  called — that  is  to  say, 
the  periphery — the  surface  which  runs  over  the  rail — must  be  very 
hard,  or  else  it  will  wear  out.  On  the  other  hand^  the  interior 
portions  of  the  wheel,  especially  the  hub,  against  which  there  is 
no  friction,  but  on  which  there  is  great  strain,  need  not  be  so  hard, 
but  must  be  very  tough.  Now  here  are  requisites  which  by  a  law 
of  the  metal  do  not  coexist  in  the  same  casting.  Iron  can  be  very 
hard  only  when  it  exists  in  a  state  of  laminated  crystallization, 
and  then  it  is  brittle.  It  can  be  very  tough  only  when  it  exists  in 
a  state  of  granulated  crystallization,  and  then  it  is  sofl.  Now  how 
is  the  "tread"  to  be  made  very  hard  and  the  interior  very  tough? 
This  was  the  first  problem  in  regard  to  iron  car-wheels.  And  it 
was  thus  solved.  It  had  been  long  observed  that  where  molten 
iron  was  cooled  suddenly^  it  came  out  solid  in  the  laminated  or 
hard  and  brittle  form,  but  when  cooled  slowly  it  came  out  solid  in 
the  tough  and  softer  form. 

The  problem,  of  course,  then  was  to  cool  rapidly  the  part  of  the 
melted  mass  of  iron  which  was  to  make  the  "tread"  of  the  wheel, 
and  to  cool  more  slowly  the  rest  which  was  to  make  the  interior  of 
the  wheel — that  is  to  say,  the  spokes  and  hub.  To  do  this  the 
moulds  into  which  the  molten  iron  was  to  be  cast  were  made  of 
sand,  suiTounded  by  a  circle  of  iron  ;  this  circle  called  in  the  man- 
ufacturer's language  a  "chill."  Iron  being  a  rapid  conductor  of 
heat  and  sand  a  slow  one,  the  part  of  the  molten  mass  which  came 
against  the  iron  or  chill — the  part,  in  other  words,  of  the  molten 
mass  which  was  to  form  the  tread,  was  cooled  rapidly,  and  came 
out  in  the  laminated  and  hard  (though  brittle)  form;  while  the 
parts  of  the  wheel  nearer  to  the  hub,  and  especially  the  hub  itself, 
(which  is  a  very  thick  part  of  the  wheel,  and  where  a  very  great 
strain  is  put  when  the  rail-car  is  in  motion,)  cooling  slowly,  the 
requisite  toughness  was  obtained,  through  this  part  (and  particu- 
larly the  hub,  owing  to  the  greater  mass  of  it)  coming  out  in  the 
granulated  and  tough  (though  soft)  form.  The  cut.  Fig.  1,  which 
represents  a  piece  fractured  from  oflF  that  part  of  the  wheel  in- 
cluding the  flange,  which  runs  over  the  rail,  indicates  the  two 
forms.  The  lower  part  or  chilled  "tread"  (which  in  the  ordinary 
car-wheel  itself  is  about  half  an  inch  deep)  being  distinguished  by 
its  laminated  crystallizations  and  light  gray  color,  and  the  upper 
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part  which  runs  in  the  di- 
rection of  the  hub  by  its 
granular  crystallization, 
and  a  deeper  gray  line. 

This  problem,  therefore 
— the  problem  of  obtaining 
a  hard  tread,  and  a  tough 
interior  and  hub — was 
solved.  The  thing  desired 
was  attftined  through  the 
process  of  a  sand  mould 
with  an  iron  "chill." 
Bat  of  this  good  result  m  one  way,  a  very  bad  one  in  another 
was  the  consequence  The  wheels  had  no  6tren<;th.  And  liere 
vas  the  cause  A  mass  of  iron  m  its  molten  state  is  larger  than 
the  same  mass  of  iron  when  cold  Now  here  the  molten  iron  was 
poured  into  the  mould  at  the  hub  Thence  it  flowed  out  through 
the  sand  mould  of  the  spokes  to  the  tread.  There  it  came  in  con- 
tact with  the  chill,  and  aa  soon  as  it  touched  the  chill  it  whs  cooled, 
crystallized,  and  reduced  in  volume  almost  iuftantly.  The  metal 
immediately  behind  it,  on  the  contrary,  being  in  contact  with  the 
sand,  parted  with  its  heat  more  slowly,  and  remained  in  a  fluid  or 
semifluid  state  much  longer.    Thus  it  happened  that  the  periphery 

Fig- 2.  Fig.  3. 
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of  the  tread  cooling  and  shrinking  first,  reduced  its  diameter,  while 
the  hub  and  spokes  remaining  in  a  fluid  or  soft  state,  presented 
little  or  no  resistance  to  the  contraction  of  the  tread  or  rim.  But 
as  these  spokes  and  hub  subsequently  parted  with  their  heat,  and 
passed  into  the  solid  state,  an  inherent  strain  began  to  be  exerted 
between  the  rim  and  hub.  The  spokes  were  too  short.  Besto- 
ration  of  so  much  of  rheir  length  as  had  been  diminished  by  the 
prior  cooling  and  shrinkage  of  the  rim  was  demanded.  All  parts 
of  the  wheel  having  passed  into  the  solid  state,  and  become  com- 
parativeh'  unelastic,  the  spokes  were  severed  by  mere  tensile  strain 
before  the  temperature  of  the  whole  mass  was  reduced  to  that  ol 
the  atmosphere.  And  the  same  result  followed  when,  instead  of 
spokes,  disks  or  plates  were  used  on  the  sides  of  the  wheel,  as 
shown  in  Figure  3. 

To  obviate  this  effect,  a  rude  practice  was,  on  the  one  hand,  to 
uncover  and  expose  to  the  air  the  thick  parts  of  the  wheel,  some- 
times, in  addition,  pouring  cold  water  on  them;  while,  on  the 
other,  the  thiu  portions  would  be  covered  with  burning  fuel  or  hot 
sand.  Still,  however,  the  wheel  would  always  strain,  and  usually 
break. 

The  great  matter  now  was.  to  remove  this  diiflficulty.  One  plan 
was  to  divide  the  hvb  into  sections,  as  shown  in  Figures  2  and  3, 
instead  of  casting  it  solid.  This,  of  course,  relieved  the  spokes 
from  the  tensile  strain  they  were  subjected  to  when  connected  with 
the  solid  hub;  the  spokes  connected  with  each  of  the  sections  being 
left  comparatively  free  to  contract  in  length  (only,  however,  it 
may  be  added)  by  carrying  the  section  of  hub  to  which  they  were 
attached  with  them. 

To  restore  the  requisite  streTigth  to  the  hub,  the  spaces  between 
these  sections  would  be  subsequently  filled  Fig- 4. 

with  pieces  of  metal  of  the  exact  size  of  the 
spaces,  and  wrought-iron  bands  would  be 
shrunk  on  to  each  end  of  the  hub,  so  as  to 
hold  firmly  together  all  the  sections,  and 
the  metal  fillings  or  plates  between  them. 
Figure  4  illustrates  the  metal  fillings  or 
plates  and  bands  that  would  be  put  into  and 
on  the  hubs. 

Wheels  of  this  description  were  used  till  1840.  At  that  date  our 
roads  began  to  be  made  more  substantial,  and  higher  velocities 
upon  them  being  demanded,  the  cast  6;poA;e> wheel,  thus  filled  out  at 
the  hub,  began  to  show  great  defects.  The  expense  of  filling  the 
spaces  between  the  sections  was  considerable.     There  was  difficulty 
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ia  puttiDg  the  wrought-iron  bands  on  the  ends  of  the  hub  and  of 
boring  out  the  divided  hub  so  ae  to  make  it  fit  well  oa  the  axle 
and  to  secure  it  from  becoming  loose.  Yet  if  these  things  were 
not  effectually  done,  the  wheel  broke  or  changed  its  position  on  the 
axle,  and  the  cars  were  thrown  from  the  track. 

To  avoid  these  difficulties  other  means  were  employed  to  com- 

»iB-6-      pensate  for  the  unequal  cooling  and  shrinking  of  the 

parts      These  were  nearly  all  confined  to  making  the 

hub  solid,  and  connecting  the  hub  and  rim  by  a  disk  or 

plate,  which   was  generally  made  double;   two  platee 

extending  from  hub  to  rim,  in  form  convex,  as  in  Fig. 

6,  or  otherwise  curved,  bo  as  to  be  eusceptible,  as  was 

supposed,  of  contracting  or  expanding  in  diameter  as 

j   much  as  would  be  required  by  the  unequal  cooling  and 

contraction  before  noticed.     In  one  of  these  forms  the 

bub  was  also  divided,  as  shown  in  Fig,  5,  it  being  ex- 

FL-ki     I!      pected  that  with   the  shrinking  of  the  outer  disks  it 

D  would  about  close  up.     These  wheels,  when  skillfully 

made,  were  an  improvement  on  the  spoke-wheel,  with 

the  hub  divided  into  sections,  so  far  as  safety  was  concerned,  but 

they  were  still  &ulty 

What,  ID  this  obviously  not  yet  perfect  art  of  making  cast-iron 
car-wheels,  was  wanted,   was   some  way  to   make   such  wheels, 

Pfg. «.  Fig.  7. 


having  a  solid  hub,  and  either  apokea,  or  any  desired  form  of  pUUeg, 
single  or  double,  straight  or  curred,  as  represented  in  Figs.  6  and 
7  below,  and  possessing  all  the  requisites  of  durability  and  strength 
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in  the  respective  parts,  and  yet  free  from  the  defects  which  had 
attended,  up  to  this  time,  all  wheels  jet  made;  and  not  requiring 
the  expenditure  of  special  labor  upon  the  mould  or  pattern  before 
casting,  nor  upon  the  finishing  of  the  wheel  for  use,  after  it  had 
been  cast  and  cooled ;  some  new  and  effective  device  which  should 
eradicate  and  annihilate  the  difficulties  which  have  been  already 
imperfectly  described,  and  which  were  still  baffling  manufacturers 
and  inventors  in  this  art.  A  new  process  of  prolonging  the  time 
of  cooling,  in  connection  with  annealing  wheels  would,  if  rightly 
conceived,  secure  the  desired  end. 

It  was  in  this  state  of  the  art  and  of  its  necessity  that  Whitney 
made  a  claim  for  what  he  called  ^'a  new  and  useful  improvement 
in  the  process  of  manufacturing  cast-iron  railroad  wheels,"  and  on 
the  25th  of  April,  1848,  obtained  a  patent  for  it,  for  fourteen  years. 

The  specification  in  his  patent  was  thus: 

"My  improvement  consists  in  taking  railroad  wheels  from  the 
moulds  in  which  they  are  ordinarily  cast,  as  soon  after  being  cast 
as  they  are  sufficiently  cool  to  be  strong  enough  to  move  with 
safety,  or  before  they  have  become  so  much  cooled  as  to  produce 
any  considerable  inherent  strain  between  the  thin  and  thick  parts, 
and  putting  them  in  this  state  into  a  furnace  or  chamber  that  has 
been  previously  heated  to  a  temperature  as  high  as  that  of  the 
wheels  when  taken  from  the  moulds.  As  soon  as  they  are  de- 
posited in  this  furnace  or  chamber,  the  opening  through  which 
they  have  been  passed  is  closed,  and  the  temperature  of  the  furnace 
or  chamber,  and  its  contents,  gradually  raised  to  a  point  a  little 
hdoxo  that  at  which  fvsion  commences^  when  all  the  avenues  to  and 
from  the  interior  are  closed,  and  the  whole  mass  left  to  cool  no 
faster  than  the  heat  it  contains  permeates  through,  and  radiates 
from  the  exterior  surface  of  the  materials  of  which  it  is  composed. 
By  this  process  all  parts  of  each  wheel  are  raised  to  the  same  tem- 
perature, and  the  heat  they  contain  can  only  pass  off  through  the 
medium  of  the  confined  atmosphere  that  intervenes  between  them 
and  the  walls  of  the  furnace  or  chamber ;  consequently,  the  thinnest 
and  thickest  parts  cool  and  shrink  simultaneously  together,  which 
relieves  tliera  from  all  inherent  strain  whatever  when  cold. 

''The  figure  below  represents  a  vertical  cross-section  of  the  fur- 
nace or  CHAMBGR,  whcreiu  is  shown  a  pile  of  wheels  as  they  are 
placed  to  be  annealed.  The  cover  of  the  furnace,  being  movable,  is 
raised  when  the  wheels  are  put  in,  and  then  closed  and  covered  with 
earth,  to  prevent  the  too  rapid  escape  of  the  heat.  The  damper  in 
the  fine  leading  to  the  chimney  is  also  closed,  after  the  wheels  are 
put  into  the  furnace,  and  the  opening  in  the  lower  wall  stopped  by 
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an  iron  plate  banked  with  earth,  which  prevents  the  escape  of  the 
heat  in  that  direction .  There  were  other  drawings  and  descriptions, 
not  given  hy  the  reporter. 


"To  heat  this  furnace,  I  hare  used  anthracite  coal,  it  requiring 
less  than  one-fourth  of  a  ton  to  anneal  two  tons  of  wheels.  The 
heat  required  to  perform  the  process  may,  however,  be  obtained  by 
the  use  of  any  other  fuel  that  may  be  less  expensive  at  the  place 
where  the  process  is  to  be  performed  ;  or  the  requisite  heat  may  be 
taken  in  a  suitable  conduit  from  the  furnace  in  which  the  metal  is 
melted  from  which  the  wheels  are  made,  after  it  has  performed  that 
office,  to  the  chamber  in  which  the  annealing  process  is  to  be  per- 
formed. In  either  case,  however,  the  furnace  or  chamber  must  be 
made  of  such  Ibrm,  and  have  such  appendages  connected  with  it, 
as  to  enable  the  operator  to  control  the  quantity  and  intensity  of 
the  heat  used,  by  admitting  more  or  less  of  it  into  the  chumber, 
and  of  excluding  it  entirely. 

"The  advantages  resulting  from  the  process  of  prolonging  the 
cooling  and  annealing,  as  above  described,  are  that  the  wheels  may 
be  made  much  stronger,  when  made  of  the  same  weight,  than  they 
can  he  when  cast  and  cooled  in  the  ordinary  manner ;  and  railroad 
wheels,  having  any  form  of  spokes  or  disks  connecting  the  rim  and 
hub,  if  subjected  to  this  process,  will  not  require  their  hubs  to  he 
cast  in  sections,  and  the  spaces  between  the  sections  subsequently 
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filled  with  some  suitable  metal,  and  wrought  bands  put  on  to  th^ 
hub. 

**  Wheels  subjected  to  this  process  of  cooling  and  annealing  will 
be  stronger  without  bands  on  their  hubs  than  those  of  the  same 
weight  cast  and  cooled  in  the  ordinary  way,  having  the  wrought- 
iron  bands  on.  In  this  way  the  original  cost  is  diminished,  and 
the  wheels  rendered  more  durable  than  they  would  be  when  made 
in  any  of  the  ways  heretofore  employed. 

^'I  do  not  claim  to  be  the  inventor  of  annealing  castings  made  of 
iron  or  other  metal,  when  done  in  the  ordinary  way ;  nor  do  I  claim 
to  be  the  inventor  of  any  particular  form  or  kind  of  furnace,  in 
which  to  perform  the  process.  But  what  I  do  claim  as  my  inven- 
tion, and  desire  to  secure  by  letters  patent,  is  the  process  of  pro- 
longing the  time  of  cooling,  in  connection  with  annealing  railroad 
wheels,  in  the  manner  abo\5e  described  ;  that  is  to  say,  the  taking 
them  from  the  moulds  in  which  they  are  cast,  before  they  have  be- 
come so  much  cooled  as  to  produce  such  inherent  strain  on  any 
part  as  to  impair  its  ultimate  strength,  and  immediately  after 
being  thus  taken  from  the  moulds,  depositing  them  in  a  previously- 
heated  furnace  or  chamber,  so  constructed,  of  such  materials,  and 
subject  to  such  control  that  the  temperature  of  all  parts  of  the 
wheels  deposited  therein,  may  be  raised  to  the  same  point,  (say  a 
little  below  that  at  which  fusion  commences,)  when  they  are  allowed 
to  cool  so  fast,  and  no  faster,  than  is  necessary  for  every  part  of 
each  wheel  to  cool  and  shrink  simultaneously  together,  and  no  one 
part  before  another."* 

Whitney  being  in  possession  of  his  patent  as  already  described, 
one  Mowry,  of  Ohio,  conceived  that  he  too  had  made  a  valuable 
improvement  in  the  same  branch  as  Whitney  professed  to  have 
made  one ;  and  on  the  7th  of  May,  1864,  also  obtained  a  patent. 
His  specification,  illustrated  by  a  vertical  cross-section  of  his  fur- 
nace, says : 

**  My  invention  consists  in  the  use  of  charcoal  or  other  equiva- 
lent substance,  interlaid  with  the  wheels  in  the  annealing  pits,  in 
connection  with  the  regulated  admission  of  air,  for  the  purpose  of 

*  It  may  here  be  stated  that,  on  the  7th  of  Aagast,  1819,  there  was  granted  to  one 
Murphy  a  patent  (extended  subsequently  for  seven  years  from  tbe  7th  of  Augnst,  1863.) 
for  a  mode  of  cooling  car- wheels,  which  consisted  in  encasing  and  protecting  from  the 
air  all  parts  of  the  wheels  except  the  hubs,  and  causing  a  current  of  cold  air,  by  means 
of  connection  with  the  main  chimney,  to  pass  through  the  hubs,  thus  retarding  the 
cooling  of  the  plates  and  speeding  the  cooling  of  the  hubs.  This  process,  it  will  be 
observed,  was  the  antithesis  of  Whitney's,  the  essence  of  which  consisted  in  heating  tbe 
wheels  until  all  parts  of  them  had  attained  the  same  degree  of  heat. 
27 
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beating  the  wheels  up  to  a  proper  temperstme,  prolonging  the 
heat,  and  permitting  them  to  cool  in  the  course  of  a  given  time, 
gradually,  as  will  be  more  particularly  explaiucd  below. 

"The  operation  of  my  invention  is  as  follows;  A  layer  of  char- 
coal having  been  laid  on  the  perforated  bottom  of  the  annealing 
pit,  the  wheels,  as  they  are  turned  out  of  the  moulds  red  hot,  are 
placed  in  the  pits,  with  a  layer  of  charcoal  between  each  wheel, 
a  layer  of  charcoal  being  laid  on  the  uppermost  wheel,  and  on  this 
a  perforated  metal  plate  is  laid. 

"The  charcoal,  becoming  now  ignited  by  the  hot  wheels,  the 
cover  of  pit  is  then  laid  on,  and  the  damper  opened  so  as  to  admit 
just  sufficient  air  to  effect  the  combustion  of  the  contained  char- 
coal, in  the  space  of  seventy-two  hours,  less  or  more,  as  may  be 
found  necessary  for  the  annealing  operation.  The  draft  of  air  in 
the  apparatus  shown  on  drawings,  is  from  above  downward,  but  it 
may,  without  affecting  my  invention,  be  from  below  upwards,  by 
conveying  the  air  from  the  horizontal  flue,  up  through  the  pits, 
and  through  the  aperture  in  cover,  and  from  thence  through  flues, 
into  the  main  shaft  or  chimney  C ;  the  result  wilt  be  the  same  in 
both  cases,  and  the  adoption  of  one  or  the  other  plan  will  be  dic- 
tated by  convenience." 


Under  his  patent  Mowry  employed  a  process  of  annealing  such 
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as  it  described  ;  and  Whitney  thereupon  filed  a  bill  to  enjoin  him 
as  an  infringer.  Mowry  answered,  denying  infringement,  alleging 
the  invalidity  of  Whitney's  patent  for  want  of  novelty  and  for 
want  of  utility, 

^^  Inasmuch  as  the  said  process  would  ruin  and  destroy  the  hard- 
ness on  the  rim  of  the  car-wheels y  known  as  the  'ddll/  and  thus 
greatly  detract  from  the  usefulness  and  durability  of  the  wheels.'' 

A  large  amount  of  testimony  being  taken  on  both  sides,  the 
cause  was  brought  to  a  final  hearing  on  the  pleadings  and  proofs, 
and  all  the  issues  being  found  for  Whitney,  the  cause  was  referred 
to  a  master  to  take  and  state  an  account  of  the  gains  and  profits 
which  the  defendant  had  derived  from  the  infringem'int  of  Whit- 
ney's patent. 

The  master  reported,  on^  the  1st  of  August,  1868,  that  Mowry 
had  made  use  of  Whitney's  patent  in  the  manufacture  of  19,819 
wheels,  and  for  the  use  of  the  process  in  making  these  wheels 
charged  him : 

Profits  on  these  wheels $91,50!  86 

Interest  on  the  said  profits  to  1st  August,  1868 19,984  21 

He  further  reported  that  Mowry,  prior  to  the  1st  of  April,  1861, 
and  without  the  use  of  the  process  complained  of  in  this  cause,  had 
built  up  his  business  to  its  then  condition.  That  the  use  of  the 
process  did  not  diminish,  but  did  increase  the  cost  of  making  the 
wheels  manufactured  by  Mowry.  That  while  Mowry  used  the  said 
process,  he  did  not  make  any  difference  in  the  quality  of  iron  used 
for  the  manufacture  of  car-wheels,  nor  in  the  weight  or  form  of 
car-wheels,  nor  by  reason  of  the  use  of  such  process,  in  their  price. 
That  Mowry's  business  was  apparently  not  increased  by  the  use  of 
the  process ;  and  that  he  had  sold  the  wheels  he  had  since  manu- 
factured without  the  process  complained  of,  as  readily  as  those 
manufactured  by  use  of  the  process,  and  at  the  ^waie  prices, 

[The  patentee  himself,  it  should  be  here  added,  in  1862,  when 
applying  for  an  extension  of  his  patent,  had  stated,  under  oath, 
that  he  believed  there  was  no  essential  difference  in  the  cost,  per 
pound,  of  making  cast  iron  chilled  car-wheels  of  the  various  pat- 
terns, and  by  the  different  modes  in  use,  provided  the  same  skill 
and  system  controlled  the  manufacture;  that  by  his  process  he  was 
enabled  to  make  them  lighter  than  those  made  in  any  other  way 
for  a  similar  service,  and  therefore  could  afford  to  sell  them  at  the 
same  price  per  wheel  as  other  makers,  and  save  the  cost  of  the  dif- 
ference in  weight;  that  this  saving  of  metal  he  deemed  to  measure 
the  essential  advantage  he  had  over  his  competitors,  and  also  the 


420  MowRY  V.  Whitney.  [Sup.  Cfc. 


Statement  of  the  case. 


profits  arising  i'rom  his  patent,  and  he  estimated  that  ten  pounds 
per  wheel  would  be  a  fair  average  of  the  metal  saved  by  his  process. '\ 
(See  supra,  383,  Mowryy,  Whitney.) 

Mowry  excepted  to  the  charge  made,  as  above  stated  by  the 
master,  of  profit  derived  by  the  entire  manufacture  of  the  wheel, 
and  the  case  was  recommitted  to  the  master  with  instructions  to 
inquire : 

1st.  Whether  the  wheels  made  and  sold  by  Mowry  had,  or  could 
have  any  market  value  without  being  subjected  to  the  process  pat- 
ented by  Whitney. 

2d.  If  they  had  or  could  have  been  made  to  have  such  value  by 
any  annealing  or  slow  cooling  process  outside  of  the  Whitney  pat- 
ent, how  much  additional  value,  if  any,  they  derived  from  being 
subjected  to  that  patented  process? 

To  this  the  master  returned  that  he  was  unable  to  report  any 
division  of  profits;  and,  being  uninformed  as  to  what  was  covered 
by  the  patent,  he  reported  that,  if  the  entire  process  of  reheating 
and  prolonged  cooling  used  by  Mowry  in  the  manufacture  of  the 
wheels  was  an  infringement  of  the  complainant's  patent,  the  iotal 
profit  realized  by  the  defendant  from  the  manufacture  and  sale  of 
the  wheels  was  due  to  the  use  by  him  of  the  complainant's  inven- 
tion. 

He  reported,  secondly,  that  if  there  was  no  infringement  of  the 
complainant's  patent,  unless  the  wheels  were  subjected  to  the  pro- 
cess of  reheating,  that  is  to  say,  if  the  process  of  slow  cooling  used 
in  connection  with  reheating  was  old,  and  not  a  part  of  the  com- 
plainant's invention,  nor  included  in  his  patent,  no  part  of  the 
profits  realized  by  the  defendant  from  the  manufacture  and  sale  of 
the  wheels  was  due  to  the  use  by  him  of  the  complainant's  invention. 

[This  second  finding  of  the  master  the  court  set  aside,  sustaining 
an  exception  to  it,  that  not  only  the  entire  process  described  in  the 
patent,  but  each  part  of  such  entire  process  was  the  invention  of 
Whitney,  and  the  use  of  any  material,  substantial,  apd  essential 
part  of  such  entire  process — the  slow  cooling  being  a  substantial 
and  material  part,  whereby  only  an  improved  chilled  cast-iron  rail- 
road wheel  could  be  made,  and  beneficial  effects  the  same  in  kind, 
if  not  in  degree  attained,  that  were  attained  by  Whitney's  entire 
process — was  an  infringement  of  Whitney's  patent,  and  that  the 
profits  derived  from  the  use  of  such  material,  substantial,  and  essen- 
tial  part  should  be  accounted  for  in  this  case.] 

But  the  master,  in  addition  to  the  second  finding  thus,  as  just 
mentioned,  set  aside,  further  found  that,  had  the  wheels  manufao- 
tured  by  the  defendant  been  left  to  cool  in  the  open  air,  they  would 
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have  had  no  value  as  car-wheels,  and  have  been  worth  only  the 
value  of  the  iron  of  which  they  were  made  ;  that  reheating  in  con- 
nection with  slow  cooling,  or  slow  cooling  without  reheating,  was 
indispensable  to  make  marketable  cast-iron  wheels  of  the  configu- 
ration of  those  made  by  the  defendant ;  that  there  was  no  reheat- 
ing process  for  the  manufacture  of  cast-iron  car-wheels  outside  of 
the  complainant's  patent. 

The  master  also  found  that  the  wheels  could  have  been  removed 
from  the  moulds  and  finished,  without  being  subjected  to  the  re- 
heating process,  or  without  any  extraneous  heat,  and  he  specified 
two  modes  in  which  it  might  be  done.  Wheels  so  manufactured, 
he  reported,  have  and  did  have,  during  all  the  time  in  which  the 
defendant  used  the  complainant's  process,  a  market  value  equal  to 
that  of  wheels  manufactured  by  that  process. 

There  were  some  other  findings  which  may  be  briefly  noticed  : 

1.  That  the  19,819  wheels  were  annealed  wheels,  and  sold  as 
such. 

2.  That  if  the  complainant's  patent  included  prolonging  the 
time  of  cooling  the  wheels,  as  used  by  the  defendant,  the  process 
conferred  upon  them  their  entire  market  value,  above  their  weight 
in  iron,  but  not  so  if  the  complainant's  patent  covered  only  the 
application  of  extraneous  heat  to  the  wheels  after  they  are  taken 
from  the  moulds. 

3.  That  taking  annealing  to  mean  reheating  in  connection  with 
slow  cooling,  no  other  process  of  annealing  in  connection  with  slow 
cooling  than  that  patented  to  the  complainant  and  that  described 
in  the  pateut  of  the  defendant  appeared  to  have  been  known. 

4.  That  the  wheels  made  by  the  defendant  required  no  treat- 
ment other  tlian  that  described  in  the  complainant's  patent  to  com- 
plete them  as  annealed  wheels. 

5.  That  still  taking  annealing  to  mean  reheating  in  connection 
with  slow  cooling,  the  annealed  wheels  could  not  have  been  made 
by  any  process  outside  the  complainant's  patent. 

Upon  these  findings  the  court  below  decreed  against  Mowry  the 
entire  profits  made  by  him  in  the  manufacture  and  sale  of  the 
wheels  from  beginning  to  end ;  the  profits  resulting  from  the  re- 
heating, and  regulated  slow  cooling  in  connection,  and  those  also 
which  might  have  resulted  from  mixing  and  melting  the  iron,  cast- 
ing in  moulds,  making  the  chill,  and  from  the  possible  advance  on 
the  iron  above  its  cost,  with  |10,980.22  additional  interest  on  the 
whole,  from  the  1st  of  August,  1868,  when  the  original  reports 
were  made,  to  August  1st,  1870;  at  which  time  the  subject  was 
finally  heard. 
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The  final  decree  thus  stood  : 

Profits  on  19,819  wheels $91,501  86 

Interest  to  date  of  original  report,  (August  1 .  1868,) 19.984  21 

Interest  on  $91,501.86.  (from  August  1. 1868.  to  August  1, 1870,) 10,980  22 

$122,465  29 

From  this  decree  Mowry,  the  defendant,  appealed. 

Messrs.  A.  G.  Thurman  and  C.  B,  Collier,  for  the  appellant: 
1.  Whitney's  patent  is  invalid  for  want  of  novelty,  his  process 
being,  at  most,  simply  the  application  of  a  well-known  process  to  a 
purpose  analogous  to  those  purposes  to  which,  long  anterior  to 
Kim,  it  had  been  applied. 

The  Artist* 8  Manual,  &c.,  published  by  James  Cutbush,  Phila- 
delphia, 1814,  under  the  head  of  ^'Annealing,"  says  : 

*'  When  a  substance  melted,  or  nearly  in  a  state  of  fusion^  is 
cooled  very  hastily,  its  texture  is  so  much  altered,  that,  if  a  ductile 
metal,  it  loses  much  of  its  malleability,  and  cannot  be  extended  far 
under  the  hammer  without  cracking ;  or  if  a  brittle  metal,  a  glass 
or  vitrescent  mixture,  it  is  liable  to  fly  to  pieces  by  a  very  slight 
temperature  or  external  injury.  To  avoid  this,  the  process  of  an- 
nealing is  resorted  to,  which  is  nothing  more  than  cooling  the 
heated  or  melted  substance  as  slowly  or  equally  as  possible,  otiten 
in  a  separate  furnace  of  the  requisite  heat,  and  sometimes  called  an 
annealing  oven.  The  utility  of  annealing  is  shown  very  conspicu- 
ously in  the  manufacture  of  glass,  the  casting  of  speculum  metal, 
or  the  heating  of  gold.  By  the  process  of  annealing  the  glass  is 
preserved  for  some  time  in  a  state  approaching  to  fliddity,  A  sim- 
ilar process  is  now  used  for  rendering  kettles  and  other  vessels  of 
cast  iron  less  brittle,  which  admits  of  the  same  explanation  as  that 
above  stated." 

So  the  Philosophical  Transactions  of  1840,*  after  describing  ex- 
periments as  to  best  alloy  for  speculum  metal,  &c.,  says: 

'*It  was  evident  that  the  flaws  of  so  frequent  occurrence  ia  the 
plates  formerly  cast,  and  also  their  extreme  brittleuess,  arose  from 
the  contraction  of  the  metal  in  some  places  more  than  others,  just 
at  the  time  of  transition  from  the  fluid  to  the  solid  state.  The  edge 
of  the  plates  always  became  solid  first,  and  the  central  portions, 
thus  prevented  from  contracting,  were  strained  when  no  longer 
ductile.     When  the  metal  has  become  solid  in  the  ingate  or  hole 

*  Royal  Society  of  London,  1840.    Account  of  Experimeuts  on  the  Reflecting  Tele- 
scope.   Lord  Ozmantown. 
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through  which  it  enters  the  mould,  the  plate  is  to  be  removed 
quickly  to  an  oven  heated  a  little  below  redness  to  remain  till  cold, 
which,  where  the  plates  are  nine  inches  diameter,  should  be  three 
or  four  days  at  least." 

The  same  thing,  with  a  special  reference  to  speculum  metal,  is 
treated  of  and  declared  in  Holtzapfel's  Turning  and  Mechanical 
Manipulation,  London,  1843. 

Now  in  view  of  such  well-known  writings,  what  invention  was 
made  by  Mr.  Whitney?  The  ultimate  purpose  of  all  that  he  de- 
scribes is  to  relieve  the  wheels  from  inherent  strain.  Is  not  this 
the  very  purpose  of  the  processes  which  the  prior  writers,  whom  we 
quote,  also  describe? 

2.  Whitney's  patent  is  void  because  that  which  is  described  and 
claimed  therein  is  not  useful,  inasmuch  as  it  designates  and  pro- 
vides for  such  degree  of  reheating,  and  none  other  (^^a  little  below 
thxxt  at  lohich  fusion  commences**)  as  will  destroy  the  chilled  periph- 
ery, or  tread,  an  essential  feature  to  a  useful  car- wheel. 

3.  Mowry's  process  does  not  infringe  Whitney's  patent.  In 
Mowry's  process,  while  the  charcoal  may  raise  the  temperature  of 
the  plates  of  the  wheels  to  some  extent,  {it  being  ordy  applied  to  the 
plates,)  yet  practically  its  effect  is  only  to  retard  the  cooling  of  the 
plates.  The  current  of  free  air  which  is  constantly  passing  through 
the  htibs  of  the  wheels  accelerates  the  cooling  of  those  parts,  and 
the  contiguity  of  the  rims  to  the  walls  of  the  pits  hastens  their 
cooling. 

The  only  language  in  Whitney's  patent  indicating  the  degree  of 
heat  required  is  a  point  ''a  little  below  thai  ai  which  fusion  com- 
mences.'* Now,  should  it  be  assumed  that  there  is  a  reheating  of 
the  wheels,  or  any  parts  of  them,  in  Mowry's  process,  it  is  impos- 
sible in  the  nature  of  things  that  with  a  current  of  cold  air  con- 
stantly passing  through  the  hubs,  the  draft  being  caused  by  a 
connection  with  the  main  chimney,  the  wheels  being  placed  one 
upon  the  other,  so  as  that  the  hubs  shall  coincide  with  each  other, 
the  charcoal  being  confined  to  the  plates,  and  the  air  for  its  com- 
bustion finding  its  way  only  between  the  horizontal  faces  of  the 
hubs,  the  combustion  taking  place,  as  the  patent  says,  in  '^72 
hours,  more  or  less" — it  is  incredible  that  any  such  reheating  is, 
or  could  result  in  such  a  process  as  is  contemplated  in  Whitney's 
patent. 

4.  As  to  the  matter  of  damages.  The  manufacture  of  a  cast-iron 
car-wheel  is  a  succession  of  processes,  consisting  of,  1st.  The  mix- 
ing of  the  iron,  having  reference  to  the  proper  proportion  of  iron 
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possessing  the  property  of  receiving  a  '^chill."  2d.  The  melting, 
stirring,  and  pouring  of  the  metal,  having  reference  to  the  duration 
of  the  operation,  and  the  temperature  of  the  metal  when  poured. 
3d.  The  formation  of  the  wheel,  having  reference  both  to  the  con- 
figuration of  the  wheel  and  the  character  of  the  mould  in  which  it 
is  cast,  the  same  being  composed  in  part  of  iron  and  in  part  of 
sand.  4th.  The  removal  of  the  wheel  from  the  mould,  having 
reference  to  temperature.  5th.  The  prolongation  of  the  cooling  of 
the  wheel,  having  reference  to  uniformity  of  contraction  and  proper 
adjustment  of  its  particles,  so  as  to  prevent  inherent  strains,  and 
secure,  as  nearly  as  possible,  the  ultimate  strength  of  the  casting. 

Whitney's  invention  does  not  extend  to  either  of  the  above  pro- 
cesses, but  consists  in  engrafting  upon  the  fifth  process  above — the 
slow  cooling — the  element  of  reheating.  Mowry's  infringement, 
if  any,  began  when  he  added  reheating  to  slow  cooling,  and  ended 
when  he  ceased  to  reheat  and  resumed  slow  cooling.  The  use  of 
the  reheating  element  determining  the  fact  of  infringement,  the 
inquiry  is,  what  proportion  of  his  aggregate  profit  was  due  to,  or 
derived  from,  the  use  of  such  element;  in  other  words,  what 
advantage  was  gained  from  using  that  element  over  what  he  might 
have  gained  from  using  processes  that  he  was  unquestionably  free 
to  use,  and  which  would  have  brought  about  as  good  a  result.  The 
profits,  therefore,  were  found  on  quite  a  wrong  principle. 

Messrs,  B.  B.  Curtis^  E,  W.  Stoughton,  and  H.  Baldwin,  Jr,j 
contra: 

1.  Annealing,  of  course,  has  long  been  known;  but  it  is  not 
pretended  that  a  cast-iron  car-wheel  was  ever  before  the  date  of 
Whitney's  patent  removed  from  its  mould,  placed  in  a  heated 
chamber,  and  there  subjected  to  a  process  of  slow  cooling,  for  the 
purpose  of  preventing  inherent  strains.  It  is  moreover  not  denied 
that  the  process,  as  described  by  Whitney,  will  accomplish  pre- 
cisely what  he  states  it  will;  that  is  to  say,  simultaneous  cooling 
and  shrinkage  of  all  parts  of  the  wheel,  and  relief  from  all  inhe- 
rent strain. 

2.  The  specification  is  directed  to  persons  skilled  in  casting  car- 
wheels,  and,  of  course,  those  having  a  chilled  tread.  This  chill  is 
complete  so  soon  as  the  wheel  is  suflSciently  cooled  to  be  removed 
from  the  mould.  This  is  not  disputed;  and  the  direction  in  the 
specification  is,  to  take  the  wheel  from  its  mould  as  soon  after 
being  cast  as  it  can  be  removed  with  safety,  or  before  it  has  become 
so  much  cooled  as  to  produce  any  considerable  inherent  strain 
between  the  thin  and  thick  parts.     The  inventor  is  here  giving 
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instructions  which  cannot,  from  the  nature  of  the  subject,  be  so 
precise  as  to  dispense  with  the  practical  knowledge  and  skill  of 
the  operator.  All  the  inventor  could  do  in  his  specification  was 
to  state  in  what  condition  the  wheel  should  be  when  removed, 
leaving  the  operator  to  ascertain  this. 

3.  The  process  employed  by  Mowry  was  a  palpable  infringe- 
ment of  Whitney's  patent.  Mowry  usually  removed  his  wheels 
from  their  moulds  as  soon  as  they  were  so  hardened  by  cooling  as 
to  maintain  their  shape,  and  before  they  had  been  subjected  to  any 
considerable  inherent  strain.  It  is  argued  that  as  he  placed  the 
first  wheel  in  a  cold  instead  of  a  hot  chamber,  he  thereby  materi- 
ally varied  from  the  respondent's  process ;  but  it  should  be  remem- 
bered that,  before  depositing  this  first  wheel,  there  was  placed  in 
the  bottom  of  the  pit  such  a  quantity  of  charcoal  as  the  operator 
saw  fit  to  use ;  and  the  moment  the  red-hot  wheel  was  applied  to 
this  it  ignited  and  commenced  ra;ndly  to  heat  the  chamber,  so 
that,  when  the  second  and  third  of  the  series  of  ten  or  twelve  were 
placed  therein,  each  red-hot  wheel  being  accompanied  by  its  quota 
of  charcoal,  each  and  all,  after  the  first  and  second^  were  thus  de- 
posited not  only  within  a  hot  chamber,  but  in  a  mass  of  flame  fully 
capable  of  reheating  the  wheels  to  the  condition  they  were  in  when 
taken  from  the  moulds,  and  no  doubt  to  a  much  higher  tempera- 
ture, depending,  of  course,  very  much  on  the  quantity  of  charcoal 
employed. 

4.  As  to  the  damages.  The  specification  of  Whitney's  patent 
includes  the  entire  process,  and  is  not  limited  to  the  mere  reheat- 
ing of  the  car-wheels. 

The  master  finds  that  defendant  made  a  certain  profit  by  using 
the  patented  process  entire.  Also,  that  if  defendant  had  used  only 
a  part  of  the  process,  he  might  have  made  wheels  which  would 
have  sold  in  the  market  at  an  equal  profit.  Does  it  affect  the 
amount  of  profits  to  be  recovered,  that  the  defendant  might  have 
used  another  process,  not  patented,  and  thereby  made  as  much 
profit?  In  other  words,  when  a  defendant  has  used  the  patent  and 
the  whole  of  it,  as  in  this  case,  can  he  come  in  and  say,  ''There 
was  an  outside  process  which  I  might  have  used  as  profitably?" 
The  defendant  is  held  as  a  trustee  who  has  used  another  person's 
property,  and  only  has  to  account  for  the  profits  actually  made  by 
this  invasion.  If  a  trustee  uses  trust  funds  in  his  own  business 
and  makes  profit,  he  is  held  to  account  for  it  if  the  cestui  que  trust 
elects  to  have  an  account  for  them;  they  are  his.  It  could  be  no 
answer  by  the  trustee  to  say,  "I  could  have  borrowed  money  at 
six  per  cent.,  and  made  more  profit  than  I  have  made  by  using 
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yoor  money."  Equity  knows  only  what  a  trustee  has  done.  It 
does  not  inquire  what  he  might  have  done  if  he  had  not  done  what 
he  did  do. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court. 

The  defenses  set  up  to  the  complainant's  bill  for  an  infringement 
are,  that  the  patent  is  void  for  want  of  novelty  in  the  invention, 
and  for  want  of  utility,  and  also  that  it  has  not  been  infringed  by 
the  defendant. 

To  determine  how  far  these  defenses  are  sustained  it  is  important 
to  have  a  clear  apprehension  of  the  state  of  the  art  when  the  patent 
was  granted,  and  of  the  invention  which  it  was  intended  to  secure 
to  the  patentee.  Prior  to  the  2d  of  August,  1847,  cast-iron  rail- 
road wheels  had  been  cast,  and  cast  in  chills,  that  is,  they  had 
been  cast  in  sand  moulds  with  an  outer  circumference  of  iron.  The 
effect  of  this  outer  circumference  was  to  produce  a  more  rapid  chill 
on  the  periphery  of  the  wheel,  thereby  crystallizing  and  hardening 
it,  so  that  the  wheel  was  made  stronger,  and  more  capable  of  resist- 
ing the  friction  of  the  rails.  But  the  parts  of  the  wheel  were  of 
different  thicknesses.  The  hub  and  the  rim  were  much  thicker 
than  the  plate  which  connected  them,  and  of  course  they  cooled 
after  casting  more  slowly  than  the  plate.  The  consequence  of  this 
unequal  cooling  was  to  produce  a  strain  between  the  thick  and  thin 
parts  that  greatly  impaired  the  strength  of  the  wheel.  Various 
devices  had  been  made  to  guard  against,  or  to  remedy  the  mis- 
chief resulting  from  this  inherent  and  inevitable  strain,  caused  by 
unequal  contraction  in  cooling.  The  most  common  of  these,  per- 
haps, was  casting  the  wheel  with  the  hub  in  sections,  in  order  that 
the  sections  might  accommodate  themselves  to  the  contraction  of 
the  plate.  But  this  was  expensive.  It  required  the  open  space 
between  the  sections  to  be  filled  up  with  other  metal,  and  generally 
it  required  the  hub  to  be  hooped.  It  is  unnecessary,  however,  to 
describe  these  devices.  It  does  not  appear  that  in  any  of  them  the 
idea  existed  of  making  a  car-wheel  with  chilled  tread,  strait  plates, 
and  solid  hub,  annecded  and  cooled  so  as  to  leave  it  uninjured  by 
the  strain  attendant  upon  the  unequal  cooling  of  the  thick  and 
thin  parts.  Annealing  some  kinds  of  castings  was  known  and 
practiced  before  1847.  This  is  abundantly  proved  by  the  witnesses, 
and  various  modes  of  annealing  plain  castings  had  been  described 
by  scientific  writers  both  in  this  country  and  abroad,  before  that 
time.  But  there  is  no  evidence  that  we  have  been  able  to  discover 
that  cast-iron  car-wheels  had  ever  been  subjected  to  an  annealing 
process,  in  connection  with  slow  cooling,  before  the  process  was 
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discovered  or  invcDted  by  Whitney.  In  all  the  experiments  made 
for  annealing  other  castings  the  object  sought  was  different,  and 
in  them  all,  as  well  as  in  the  process  described  in  the  publications 
given  in  evidence,  the  effect  upon  the  annealed  metal  or  glass  was 
not  to  leave  them  in  the  condition  in  which  it  was  sought  to  bring 
car-wheels,  with  the  crystallization  or  chill  of  the  periphery  unim- 
paired, and  the  plate  or  thin  part  unaffected  by  strain.  Cast-iron 
railroad  wheels  are  castings  of  a  peculiar  kind.  The  methods  of 
slow  cooling,  or  of  annealing  and  slow  cooling,  which  were  applied 
to  other  castings  before  1847,  were  not  adapted  to  their  peculari- 
ties,  or  to  what  they  needed.  They  are  not  homogeneous  through-* 
out.  They  are  of  different  thickness  in  their  several  parts,  and 
hardened  at  the  tread,  while  the  plate  and  hub  are  not  crystallized, 
but  are  soft  and  tough.  These  different  qualities  of  the  different 
parts  it  is  necessary  to  preserve,  and  what  was  needed  when  Whit- 
ney's invention  was  made,  was  to  preserve  them,  and  at  the  same 
time  relieve  against  any  strain,  caused  by  unequal  cooling,  which 
might  impair  the  strength  of  the  wheel. 

If  now  we  proceed  to  inquire  what  Whitney's  alleged  invention 
was,  as  described  in  his  specification  and  claim,  it  will  be  seen  that 
it  was  a  process,  not  to  make  a  car-wheel  or  to  destroy  any  of  the 
advantages  which  had  already  been  secured,  but  to  add  another. 
Its  avowed  object  was  to  obtain  a  new  value,  or  rather  exemption 
from  imperfection.  It  was  to  remedy  the  evil  of  strain  resulting 
from  the  more  rapid  cooling  of  one  part  of  the  wheel  than  the  cool- 
ing of  the  other  parts.  And  this  was  sought  to  be  accomplished  by 
a  process  that  insured  the  cooling  of  all  parts,  both  the  thick  and 
the  thin,  with  equal  slowness.  The  process  consists  of  several 
parts.  The  first  is  taking  the  wheels  from  the  moulds  after  the 
melted  iron  has  been  run  into  the  moulds,  before  they  become  so 
much  cooled  as  to  produce  strain  on  any  part  sufficient  to  impair 
their  ultimate  strength.  The  second  is  placing  the  wheels  imme- 
diately after  their  removal  in  a  furnace  or  chamber  previously 
heated  to  about  the  temperature  of  the  wheels  when  taken  from 
the  moulds,  the  heat  in  the  furnace  being  subject  to  control.  The 
third  is  applying  heat  until  the  temperature  of  all  parts  of  the 
wheels  shall  again  be  raised  to  the  same  point,  (indefinitely  said  to 
be  a  little  below  that  at  which  fusion  commences.)  The  fourth  and 
last  stage  in  the  process  is  allowing  the  wheels  after  they  have  been 
thus  reheated,  to  cool  so  fast  as,  and  no  faster  than,  is  necessary 
for  every  part  of  each  wheel  to  cool  and  shrink  simultaneously 
together,  and  no  one  part  before  another.  It  is  therefore  a  patent 
for  a  process,  not  for  a  combination.     Neither  as  a  whole  nor  in 
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parts  can  it  be  considered  without  reference  to  the  ultimate  object 
in  view,  which  was  to  retard  cooling  by  a  second  application  of  heat 
supplied  until  all  parts  of  the  wheel  are  raised  to  the  same  tempe- 
rature, and  then  permit  the  heat  to  subside  so  gradually  that  the 
cooling  of  the  parts  shall  not  only  commence  at  the  same  point  of 
temperature,  higher  than  that  where  hurtful  strain  begins,  but 
shall  continue  equable  till  all  artificial  heat  ceases.  The  removal 
from  the  moulds  to  the  furnace  or  chamber,  the  removal  at  the 
time  described,  before  the  incipient  strain  has  become  permanently 
hurtful,  and  to  a  place  where  more  heat  may  be  applied,  and  where 
*the  heat  can  be  under  control,  are  parts  of  the  process  to  secure 
equable  cooling  during  the  time  when  cooling  without  such  appli- 
ances is  likely  to  produce  strain  and  consequent  weakness.  It  is 
apparent  that  this  is  more  than  a  process  for  annealing.  That  is 
included,  it  is  true,  but  it  is  only  a  small  part.  It  is  applying 
foreign  heat  to  a  hot  chilled  wheel,  at  the  point  of  time  when  it 
has  reached  a  particular  stage  of  cooling,  by  means  of  such  foreign 
heat  bringing  the  whole  casting  up  to  a  higher  and  uniform  tem- 
perature, and  maintaining  an  equable  abatement  of  heat  in  a  fur- 
nace or  chamber  under  the  control  of  the  operator.  We  have  sought 
in  vain  through  the  proofs  submitted  in  this  case,  for  any  satisfac- 
tory evidence  that  this  process  was  known  before  1847,  when  Whit- 
ney commenced  it,  or  that  anything  equivalent  to  the  process  was 
known.  Certainly  nothing  of  the  kind  had  ever  been  applied  to 
cast-iron  railroad  wheels,  and,  as  we  have  seen,  they  are  castings 
of  a  peculiar  character,  not  admitting  of  the  treatment  that  may  be 
applied  to  other  castings.  What  they  needed  was  (what  was  sub- 
stantially described  by  one  of  the  witnesses)  the  discovery  of  the 
fact  that  the  chilled  cast  iron,  constituting  one  part  of  the  wheel, 
could  be  subjected  to  heat  less  than  that  which  would  cause  fusion, 
without  producing  any  material  effect  upon  its  hardness,  while  the 
cooling  of  other  parts  of  the  wheel  could  be  so  prolonged  by  apply- 
ing that  heat  externally,  as  to  enable  all  parts  to  cool  without 
being  subjected  to  the  strain  attendant  on  unequal  contraction, 
and,  in  addition  to  the  discovery,  they  needed  the  invention  of  a 
process  by  which  it  could  be  practically  carried  out.  Such  a  dis- 
covery and  such  a  process  were  needed  for  no  other  castings.  The 
novelty  of  the  patentee's  invention  is  not  therefore  disproved  by 
evidence  that  glass,  or  speculum  metal,  or  even  other  iron  castings 
had  been  annealed  and  slow-cooled,  prior  to  the  time  when  it  was 
made.  Of  this  there  is  very  considerable  evidence  both  in  the  tes- 
timony of  witnesses  and  printed  publications.  The  specification 
disclaims  invention  of  annealing  iron  castings  done  in  the  ordinary 
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mode.  It  claims  annealing  when  applied  to  cast-iron  railroad 
wheels,  in  the  mode  or  by  the  process  described.  It  is  not  there- 
fore merely  an  old  contrivance  or  process  applied  to  a  new  object, 
a  case  of  double  use.  A  new  and  previously  unknown  result  is 
obtained,  namely,  the  relief  of  the  plate  of  the  wheels  from  inher- 
ent strain  without  impairing  the  chilled  tread,  a  result  which, 
though  anxiously  sought,  had  not  been  obtained  before  Whitney's 
invention.  We  are  therefore  of  opinion  that  the  defense  set  up 
that  the  patent  was  void  for  want  of  novelty  of  invention  is  unsus- 
tained. 

The  validity  of  the  invention  is  next  assailed  for  the  reason  that 
the  process  described  in  it,  and  claimed,  is  denied  to  be  useful, 
because  it  would  destroy  the  hardness  of  the  rim,  or  tread  of  the 
car-wheel  known  as  the  chill,  and  thus  greatly  detract  from  the 
durability  and  usefulness  of  the  wheels. 

It  is  undoubtedly  true  that  a  chilled  periphery  or  tread  is  essen- 
tial to  the  usefulness  of  a  car-wheel.  Indeed,  the  evidence  is,  that 
whenever  car-wheels  are  spoken  of,  wheels  with  chilled  tread  are 
meant,  and  any  process  which  destroys  the  chill  must  render  them 
valueless  for  the  purposes  for  which  they  are  needed. 

It  is  also  true  that  the  fusing  point  of  cast  iron  is  in  the  neigh- 
borhood of  2,786  degrees  of  Fahrenheit,  twelve  or  fifteen  hundred 
degrees  above  the  point  at  which,  according  to  the  evidence,  the 
chill  of  the  tread  of  a  car-wheel  would  be  destroyed.  If,  therefore, 
the  process  patented  to  Whitney,  requires,  after  the  removal  of  the 
wheel  to  the  heated  furnace  or  chamber,  the  application  of  a  degree 
of  heat  closely  approximating  the  point  of  fusion,  it  must  be  con- 
ceded that  instead  of  being  beneficial  it  is  positively  hurtful. 
And  this  is  what  is  contended  by  the  appellant.  The  objection 
seems  to  be  aimed  at  the  sufficiency  of  the  description  of  the  pat- 
tentee's  invention,  which  it  is  abundantly  proved  he  practiced 
successfully  through  many  years,  rather  than  at  its  utility.  Whit- 
ney conceived  a  process  and  practiced  it.  That  process  may  have 
been  a  highly  useful  invention,  and  therefore  patentable,  and  yet 
he  may  have  failed  so  to  describe  it  as  to  teach  the  public  how  to 
practice  it.  The  law  requires  every  inventor,  before  he  can  receive 
a  patent,  to  furnish  a  specification  or  a  written  description  of  his 
invention  or  discovery,  and  of  the  manner  and  process  of  making, 
constructing,  using,  and  compounding  the  same,  in  such  full,  clear, 
and  exact  terms,  avoiding  unnecessary  prolixity,  as  to  enable  any 
person  skilled  in  the  art  or  science  to  which  it  appertains,  or  with 
which  it  is  most  nearly  connected,  to  make,  construct,  compound, 
and  use  the  same.     The  specification,  then,  is  to  be  addressed  to 
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those  skilled  in  the  art,  and  is  to  be  comprehensible  by  them.  It 
may  be  sufficient,  though  the  unskilled  may  not  be  able  to  gather 
from  it  how  to  use  the  invention.  And  it  is  evident  that  the  defi- 
niteness  of  a  specification  must  vary  with  the  nature  of  its  sub- 
ject. Addressed  as  it  is  to  those  skilled  in  the  art,  it  may  leave 
something  to  their  skill  in  applying  the  invention,  but  it  should 
not  mislead  them.  The  objection  here  is  that  in  describing  the 
degree  of  heat  to  be  applied  after  the  wheels  have  been  deposited 
in  the  heated  chamber  the  patentee  states  it  to  be  such  that  the 
temperature  of  all  parts  of  the  wheels  **may  be  raised  to  the  same 
point,  (say  a  little  below  that  at  which  fusion  commences,")  and 
the  defendant  insists  that  this  amounts  to  a  direction  to  raise  the 
heat  to  a  degree  that  must  destroy  the  chill  of  the  tread,  and  thus 
render  the  casting  valueless  as  a  railroad  car-wheel.  But  it  is 
obvious  that  only  vague  and  uncertain  directions  could  hare  been 
given  respecting  the  extent  to  which  the  heat  is  necessary  to  be 
raised.  It  must  differ  with  the  difl^jrence  in  the  progress  of  cooling 
which  has  taken  place  before  the  wheels  are  removed  from  the 
moulds.  The  process  requires  this  removal  before  they  have 
become  so  much  cooled  as  to  produce  such  inherent  strain  on  any 
part  as  to  impair  its  ultimate  strength.  Precisely  when  such  a 
strain  begins  cannot  be  known.  Cooling  commences  the  instant 
the  casting  is  made,  and  with  cooling  commences  contraction,  and 
strain  must  soon  follow.  Plainly  it  is  impossible  to  describe  the 
point  of  time  when  the  strain  has  proceeded  so  far  as  to  impair  the 
ultimate  strength  of  any  part  of  the  wheel.  That,  in  the  nature 
of  things,  must  be  left  to  the  judgment  of  the  operator.  But 
before  that  time  the  strain  may  be  checked,  and  this  is  what  is  con- 
templated by  raising  the  temperature  of  all  parts  of  the  wljeel  to 
the  same  point  or  degree.  The  moment  that  is  done  the  strain 
ceases,  and  the  primary  object  of  the  patentee's  process  is  accom- 
plished. The  state  of  things  is  reproduced  which  existed  before 
the  contraction  and  attendant  strain  began,  when  the  slow  cooling 
is  allowed  to  follow  in  an  atmostphere  so  heated  and  regulated 
that  each  part  of  the  wheel  loses  its  heat  at  an  equal  pace  with  all 
others. 

Now,  any  one  skilled  in  making  cast-iron  railroad  car-wheels 
in  view  of  this  specification  must  see  that  the  object  of  the  process 
is  to  relieve  from  and  guard  against  hurtful  strain,  without  destroy- 
ing the  chill,  and  that  heat  is  applied  only  for  that  purpose.  It 
requires  no  particular  science  or  skill  to  enable  an  operator  to  per- 
ceive that  the  moment  all  parts  of  the  wheel  are  raised  from  a 
point  above  where  serious  strain  begins,  and  where  yet  the  thick 
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and  thin  parts  are  in  different  stages  of  coolings  to  a  stage  where 
the  degree  of  temperature  of  all  parts  is  the  same,  and  above  the 
degree  where  serious  strains  commenced,  the  thing  sought  has  been 
attained.  Then  the  avowed  purpose  of  the  inventor  has  been  ac- 
complished. It  would  be  most  unreasonable  to  read  the  directions 
of  the  specification  without  reference  to  the  object  which  they  pro- 
fess to  have  in  view.  The  evidence  is  that  the  chill  is  formed  while 
the  casting  is  in  the  mouldy  and  that  the  hurtful  strains  commence 
after  the  formation  of  the  chill.  Indeed,  it  is  manifest  there  can  be 
no  strain  until  the  chill  is  complete.  It  must  be,  therefore,  that  all 
the  heat  which  is  needed  to  relieve  from  the  strain  is  that  which 
suffices  to  raise  the  temperature  of  the  thin  part,  or  plate,  to  the 
degree  at  which  the  strain  commenced — a  lower  temperature  than 
that  which  existed  when  the  chill  was  formed.  Hence  an  operator, 
in  following  the  directions  of  the  specification,  would  be  taught  by 
his  practical  knowledge  that  the  instant  all  parts  of  the  wheel  had 
been  heated  to  that  temperature  no  more  heat  was  needed. 

And  we  do  not  think  it  a  fair  construction  of  the  patentee's  lan- 
guage to  hold  that  it  requires  the  heat  to  be  raised  in  all  cases  to 
a  degree  only  a  little  below  the  point  of  fusion.  He  does  not  at- 
tempt to  give  any  more  definite  direction  than  that  all  parts  of  the 
wheel  must  be  raised  to  the  same  temperature,  suggesting  in  a 
parenthesis  ('*  say,  a  little  below  that  at  which  fusion  commences.") 
He  fixes  a  maximum.  The  heat  must  not  reach  the  point  of  fusion, 
and  the  prescribed  minimum  is  that  degree  where  the  heat  of  the 
different  parts  of  the  wheel  is  equal.  Within  those  limits  the 
degree  is  left  to  the  judgment  of  the  operator,  and  within  those 
limits  it  is  clear  from  the  evidence  that  the  process  may  be  applied 
without  injury  to  the  chill.  The  proof  is  that  it  has  been  success- 
fully applied  in  the  manufacture  of  a  vast  number  of  wheels,  and 
that  failure  has  been  very  rare. 

There  are  some  witnesses  who  have  testified  that  the  Whitney 
process,  as  they  understand  it,  would  destroy  the  chill  of  the  wheel. 
But  they  explain  their  understanding  to  be  that  the  wheels  are  to 
be  reheated  to  a  degree  far  beyond  what  is  required  to  relieve  from 
strain,  and  thus  heated  for  no  purpose.  They  keep  in  sight  the 
maximum  limit,  and  approach  near  to  that,  overlooking  entirely 
the  minimum,  and  disregarding  the  single  object  of  the  process, 
namely,  relief  of  the  plate,  or  thin  part  of  the  wheel,  from  the 
strain  caused  by  unequal  contraction. 

We  are,  therefore,  of  opinion  that  the  patent  is  not  void  for  want 
of  utility,  and  that  the  specification  sufficiently  describes  the  pro- 
cess invented  and  claimed. 
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The  remaining  defense  is  a  denial  that  the  process  conducted  by 
the  defendant  is  an  infringement  of  Whitney's  patent. 

What  the  process  of  the  defendant  was  is  clearly  set  out  in  a 
patent  which  he  obtained  on  the  7th  of  May,  1861.  It  consists  in 
placing  in  a  pit  the  wheels  as  they  are  turned  out  of  the  moulds 
red  hot,  with  a  layer  of  charcoal  beneath  the  lowest  wheel,  and  a 
layer  between  each  wheel  as  well  as  above  the  uppermost,  and 
covering  the  pit  with  a  perforated  metal  plate.  The  charcoal  is 
ignited  by  the  hot  wheels,  and  just  suflScient  air  is  admitted  to 
effect  combustion  of  the  coal.  Thus  the  wheels  are  reheated  and 
permitted  gradually  to  cool.  There  are  some  minor  details  which 
it  is  unnecessary  to  mention.  So  far  as  relates  to  reheating  the 
wheels  and  retarding  the  cooling  by  the  application  of  additional 
heat,  it  is  obvious  that  the  process  is  substantially  the  same  as  that 
covered  by  the  complainant's  patent.  The  object  is  the  same,  and 
the  mode  of  attaining  it  is  in  substance  the  same.  The  purpose  of 
the  charcoal  interlaid  with  the  wheels  is  avowed  to  be  to  heat  them 
in  the  pit  to  a  proper  temperature,  prolonging  the  heat  and  per- 
mitting them  to  cool  gradually  in  a  given  time,  said  to  be  seventy- 
two  hours,  more  or  less,  as  may  be  found  necessary  for  the  anneal- 
ing operation.  The  rapidity  of  combustion  of  the  charcoal  is  regu- 
lated by  a  damper  in  the  flue.  And  this  process  is  followed,  as  the 
specification  explains,  that  the  different  parts  of  the  wheels  may 
adjust  themselves  to  each  other,  and  accommodate  the  unequal  con- 
traction which  results  from  the  process  of  chilling.  It  is  under 
this  patent,  and  in  accordance  with  its  directions,  that  the  defend- 
ant has  prepared  his  car-wheels  for  market.  As  the  object  of  the 
patentees  is  the  same,  relief  from  the  strain  incident  to  unequal 
contraction,  the  only  inquiry  is  whether  the  object  is  attained  by 
substantially  the  same  means.  The  idea  of  Whitney  was  un- 
doubtedly arresting  contraction  before  any  remediless  strain  had 
commenced,  and  regulating  the  progress  of  cooling  so  that  all  parts 
of  the  wheel  may  maintain  an  equal  temperature  at  all  stages  of 
cooling.  Manifestly  the  process  of  the  defendant  embodied  the 
same  idea,  and  carried  it  out  by  means  identical  in  principle.  It 
reheats  the  wheels  when  removed  from  the  moulds  to  the  chamber 
or  pit.  It  prolongs  the  cooling  in  connection  with  the  reheating, 
and  it  subjects  the  rapidity  of  cooling  to  control  of  the  operator. 
The  form  or  structure  of  the  furnace,  chamber,  or  pit,  is  not  claimed 
by  either  patentee. 

It  hardly  seems  necessary  to  resort  to  the  opinions  of  experts  in 
order  to  reach  the  conclusion  that  the  process  of  the  defendant  is 
only  formally  different  from  that  of  Whitney,  while  the  essential 
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element  of  the  two  processes  is  the  same.  But  the  testimony  of  the 
experts  examined,  taken  as  a  whole,  clearly  supports  such  a  con- 
clusion. It  is  true  some  of  the  witnesses  testify  that  in  their  opinion 
the  processes  are  different,  but  when  they  attempt  to  describe  the 
difference  they  point  out  only  matters  which  are  merely  formal, 
only  variances  in  the  mode  of  using  the  same  process.  On  the  other 
hand,  several  witnesses,  entirely  competent  to  apprehend  the  prin- 
ciple of  the  invention,  and  the  devices  for  practically  using  it,  have 
testified  that  the  processes  of  the  defendant  and  of  the  complainant 
are  substantially  the  same  in  principle,  mode  of  operation,  and  in 
the  effect  produced.  We  must,  therefore,  conclude  that  the  charge 
of  infringement  made  in  the  bill  has  been  sustained,  and  that  the 
complainant  was  entitled  to  a  decree  for  an  injunction  and  an 
account. 

We  come  next  to  the  consideration  of  the  account  stated  by  the 
master  and  confirmed  by  the  Circuit  Court. 

The  master  reported  that  Mowry,  the  defendant,  used  Whitney's 
process  in  the  manufacture  of  19,819  wheels,  and  the  account  has 
been  stated  on  that  basis.  For  the  use  of  the  process  in  making 
these  wheels  the  defendant  has  been  charged  with  $91,501.86  as 
profits  made  by  liim,  (more  tlian  four  dollars  and  sixty  cents  on 
each  wheel,)  besides  $19,984.21  interest  upon  such  profits  to  the 
first  day  of  August,  1868,  and  the  further  sum  of  $10,980.22,  being 
interest  from  August  1,  1868,  to  August  1,  1870. 

It  is  very  obvious,  in  view  of  what  the  patentee  himself  stated, 
under  oath,  in  1862,  when  applying  for  an  extension  of  his  patent,* 
that  the  account  has  been  erroneously  stated.  If  he  was  correct  in 
this  statement  the  profits  arising  from  the  use  of  his  patent  in 
manufacturing  19,819  wheels  (valuing  iron  at  the  price  proved  to 
have  been  paid  for  it  by  the  defendant)  must  have  been  less  than 
$5,500,  instead  of  over  $91,000,  decreed  in  the  Circuit  Court^ — about 
thirty  cents  per  wheel,  instead  of  four  dollars  and  sixty  cents. 
It  is  not  an  unfair  presumption  that  if  the  profit  to  the  patentee 
was  no  gr«  ater  than  he  claimed  it  was,  it  could  not  have  been  more 
when  the  invention  was  used  by  an  infringer.  Now,  it  is  clear  that 
Whitney  is  not  entitled  to  receive  more  than  the  profits  actually 
made  in  consequence  of  the  use  of  his  process  in  the  manufacture  of 
the  19,819  wheels.  It  is  the  additional  advantage  the  defendant 
derived  from  the  process — advantage  beyond  what  he  had  without 
it — for  which  he  must  account.  But  he  has  been  held  liable  far 
above  this.     The  master  reported,  in  the  first  instance,  the  differ- 


*  See  this  statement,  supra,  in  brackets,  beginning  at  foot  of  p.  419. 
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ence  between  the  cost  of  the  wheels  and  the  price  for  which  they 
were  sold  as  the  profits  realized  by  Mowry,  thus  charging  him  the 
profit  obtained  from  the  entire  wheel,  instead  of  that  resulting  from 
the  use  of  Whitney's  invention  in  a  part  of  the  manufacture;  and 
this,  though  he  found  at  the  same  time  and  reported  that  Mowry 
had  built  up  his  business  before  he  commenced  the  use  of  Whitney's 
process;  that  the  use  of  the  process  did  not  diminish  the  cost  of 
making  wheels,  but  increased  it;  that  while  he  used  the  process  he 
used  the  same  quality  of  iron  that  he  had  used  before,  and  made  no 
difference  in  the  weight  or  form  of  the  wheels,  or  in  their  price, 
and  that  the  wheels  made  by  him  before  he  commenced  the  use  of 
Whitney's  invention,  and  since  he  has  abandoned  it,  have  sold  as 
readily  and  at  the  same  prices  as  those  manufactured  by  that  pro- 
cess. 

Exception  was  taken  to  the  charge  of  the  profit  made  by  the  en- 
tire manufacture  of  the  wheel,  including  not  only  the  selection  and 
mixing  of  the  iron,  but  its  melting,  pouring  into  moulds,  forming 
the  chill,  removing  from  the  moulds,  and  cleaning,  as  well  as  an- 
nealing and  slow  cooling ;  and  the  case  was  again  sent  to  the  master 
with  instructions  to  enquire: 

First,  Whether  the  wheels  made  and  sold  by  the  defendant  had, 
or  could  have  been  made  to  have  any  market  value  without  being 
subjected  to  the  process  patented  to  Whitney ;  and, 

Second,  If  they  had,  or  could  have  been  made  to  have  such  value 
by  any  annealing  or  slow-cooling  process,  outside  of  the  Whitney 
patent,  how  much  additional  value,  if  any,  they  derived  from  being 
subjected  to  that  patented  process. 

Upon  the  findings  (stated  supra,  420 — ^Rep.)  made  by  the  master 
on  this  order,  the  court  decreed  against  the  defendant  the  entire 
profits  made  by  him  in  the  manufacture  and  sale  of  the  wheels  from 
beginning  to  end,  not  only  the  profits  resulting  from  the  reheat- 
ing and  regulated  slow  cooling  in  connection,  but  also  those  which 
may  have  resulted  from  mixing  and  melting  the  iron,  casting  in 
moulds,  making  the  chill,  and  from  the  possible  advance  on  the 
iron  above  its  cost,  with  interest  on  the  whole. 

This  we  think  was  an  error.  The  findings  of  the  master  justi- 
fied no  such  decree.  It  must  be  conceded  that  the  findings  are  in- 
complete, obscure,  and  in  some  particulars  incongruous,  but  it  is  not 
a  legitimate  construction  of  them  taken  together,  that  the  benefit 
which  the  defendant  derived  from  the  use  of  the  complainant's 
invention  was  equal  to  the  aggregate  of  profits  he  obtained  from 
the  manufacture  and  sale  of  the  wheels  as  entireties,  after  they  had 
been  completed.     It  is  as  true  of  a  process  invented  as  an  improve- 
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ment  in  a  manufacture,  as  it  is  of  an  improvement  in  a  machino, 
that  an  infringer  is  not  liable  to  the  extent  of  his  entire  profits  in 
the  manufacture.  Jones  v.  Morekead,  1  Wallace,  155  ;  Seymour  v. 
McCormick,  16  Howard,  480.  If  the  wheels  made  by  the  defend- 
ant would  have  had  no  market  value  above  that  of  cast  iron  if  they 
had  not  been  annealed  and  slow  cooled,  the  same  may  be  said  if  tl»ey 
had  been  cast  without  a  chill.  The  same  principle,  therefore,  which 
gives  to  the  complainants  the  aggregate  profits  of  the  entire  man- 
ufacture would  give  the  same  profits  to  a  patentee  of  the  process  of 
chilling,  if  there  were  one,  and  as  there  are  many  processes  in  the 
manufacture,  for  each  of  which  it  is  conceivable  there  might  be  a 
patent,  and  as  every  one  of  the  processes  is  necessary  to  make  a 
marketable  wheel,  an  infringer  might  be  mulcted  iu  several  times 
the  profits  he  had  made  from  the  whole  manufacture.  We  cannot 
assent  to  such  a  rule.  The  question  to  be  determined  in  this  case 
is,  what  advantage  did  the  defendant  derive  from  using  the  com- 
plainant's invention  over  what  he  had  in  using  other  processes  then 
open  to  the  public  and  adequate  to  enable  him  to  obtain  an  equally 
beneficial  result.  The  fruits  of  that  advantage  are  his  profits. 
They  are  all  the  benefits  he  derived  from  the  existence  of  the 
Whitney  invention.  It  is  found  that  there  were  other  processes  by 
which  the  inherent  strain  caused  by  unequal  cooling  could  be,  and 
was  prevented,  counteracting  which  strain  was  the  sole  object  of 
the  complainant's  invention,  and  a  car-wheel  could  be  prepared  for 
similar  service,  valuable  in  the  market,  and  salable  at  a  price  not 
less  than  was  obtained  for  those  which  the  defendant  manufactured. 
The  inquiry  then  is,  what  was  the  advantage  in  cost,  in  skill  re- 
quired, in  convenience  of  operation,  or  marketability,  in  bringing 
car-wheels  by  Whitney's  process  from  the  ccndition  in  which  they 
are  when  taken  hot  from  the  moulds,  to  a  perfected  state,  over 
bringing  them  to  the  same  state  by  uliose  other  processes,  and  thus 
rendering  them  equally  fit  for  the  same  service.  That  advantage 
is  the  measure  of  profits.  It  is  quite  unimportant  yvhat  name  was 
given  to  the  products  of  the  processes,  whether  one  could  be  called 
annealed  wheels  and  the  other  could  not,  except  so  far  as  affecteil 
their  marketability. 

The  record  shows  that  the  court  overruled  the  alternative  finding 
of  the  master,  that  if  there  is  no  infringement  of  the  complainant's 
patent  unless  the  wheels  are  subjected  to  the  process  of  reheating — 
that  is  to  say,  if  the  process  of  slow  cooling  used  in  connection 
with  reheating  is  old,  and  not  a  part  of  the  complainant's  inven- 
tion, no  part  of  the  profit  derived  by  the  defendant  from  thfe 
manufacture  and  sale  of  the  wheels  was  due  to  the  use  by  him  of 
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that  invention.  One  exception  taken  to  this  finding  was  that  not 
only  the  entire  process  described  in  the  patent,  but  each  part  of 
such  entire  process  was  the  invention  of  the  complainant,  and  the 
use  of  any  material,  substantial,  and  essential  part  of  such  entire 
process,  the  slow  cooling  being  a  substantial  and  material  part, 
whereby  only  an  improved  chilled  cast-iron  railroad  wheel  could  be 
made,  and  beneficial  effects  the  same  in  kind  if  not  in  degree 
attained,  that  were  attained  by  the  complainant's  entire  process, 
is  an  infringement  of  complainant's  patent,  and  the  profits  derived 
from  the  use  of  such  material,  substantial,  and  essential  part, 
should  be  accounted  for  in  this  case.  This  exception  the  court 
sustained  and  thereby  held  that  the  defendant  is  chargeable  with 
the  profits  he  derived  from  slow  cooling  alone.  We  cannot  assent 
to  this.  The  patent  is  for  an  entire  process,  made  up  of  several 
constituents.  The  patentee  does  not  claim  to  have  been  the  in- 
ventor of  the  constituents.  The  exclusive  use  of  them  sin^^lv  is 
not  secured  to  him.  What  is  secured  is  their  use  when  arranged  in 
the  process.  Unless  one  of  them  is  employed  in  making  up  the 
process,  and  as  an  element  of  it,  the  patentee  cannot  prevent  others 
from  using  it.  As  well  might  the  patentee  of  a  machine,  every 
part  of  which  is  an  old  and  known  device,  appropriate  the  exclusive 
use  of  each  device,  though  employed  singly,  and  not  combined  with 
the  others  as  a  machine.  The  defendant  was  not,  therefore,  re- 
sponsible for  slow  cooling  alone,  or  for  the  profits  he  derived  from 
it.  He  was  liable  to  account  for  such  profits  only  when  he  used 
slow  cooling  in  connection  with  reheating  in  the  manner  described 
in  Whitney's  claim  substantially,  or  when  extraneous  heat  was 
employed  to  retard  the  progress  of  cooling.  We  have  said  that 
slow  cooling  is  not  claimed  in  the  specification  as  the  invention  of 
the  patentee.  And  it  is  found  by  the  master  that  there  are  other 
modes  of  slow  cooling,  and  even  other  modes  of  relieving  against 
the  inherent  strain  caused  by  unretarded  cooling,  than  that  prac- 
ticed by  the  complainant  and  claimed  by  him.  Though,  therefore, 
slow  cooling  is  an  essential  part  of  the  complainant's  process,  it  is 
an  equally  essential  part  of  other  processes  which  the  defendant 
was  at  liberty  to  use  in  preparing  his  car-wheels  for  market. 

We  add  only  that  in  our  opinion  the  defendant  should  not  have 
been  charged  with  interest  before  the  final  decree.  The  profits 
which  are  recoverable  against  an  infringer  of  a  ])atent  are  in  fact 
a  compensation  for  the  injury  the  patentee  has  sustained  from  the 
invasion  of  his  right.  Tliey  are  the  measure  of  his  damages. 
Though  called  profits,  they  are  really  damages,  and  unliquidated 
until  the  decree  is  made.     Interest  is  not  generally  allowable  upon 
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unliquidated  damages.  We  will  not  say  that  in  no  possible  case 
can  interest  be  allowed.  It  is  enough  that  the  case  in  hand  does 
not  justify  such  an  allowance.  The  defendant  manufactured  the 
wheels  of  which  the  complaint  is  made  under  a  patent  granted  to 
him  in  1861.  His  infringement  of  the  complainant's  patent  was 
not  wanton.  He  had  before  him  the  judgment  of  the  Patent  Office 
that  his  process  was  not  an  invasion  of  the  patent  granted  to  the 
complainant,  and  though  tills  does  not  protect  him  against  respon- 
sibility for  damages,  it  ought  to  relieve  him  from  liability  to 
interest  on  profits. 

Decree  reversed,  and  the  cause  remanded  with  instructions  to 
proceed  in  accordance  with  the  rules  laid  down  in  this  opinion. 


Gould  v,  Rbes. 

(15  Wallace,  187.) 

1.  Where  three  elements  are  claimed  in  a  patent,  in  combination,  the  use  of  two  of  the 

elements  only  does  not  infringe  the  patent. 

2.  The  introduction  of  a  newly-discovered  element  or  ingredient,  or  one  not  thereto- 

fore known  to  be  an  eqaivalcnt,  would  not  constitute  an  infringement. 

Error  to  the  Circuit  Court  for  the  Western  District  of  Pennsyl- 
vania. 

Rees  sued  Gould  in  an  action  at  law  for  an  alleged  infringement 
of  a  patent  for  improvement  in  steam  engines,  dated  January  24th, 
1860. 

The  claims  of  the  patent  were  as  follows: 

'*  Having  thus  described  the  nature,  construction,  and  operation 
of  my  improvement,  what  I  claim  as  my  invention  and  desire  to 
secure  by  letters  patent  of  the  United  States  is : 

^^ First,  The  flanges  i  on  the  reversing  crank  or  arm  6,  and  the 
projection  t  on  the  cam-rod  c,  when  used  for  the  pnrpose  of  guiding 
the  hooks  1  and  2  into  their  proper  position  on  the  wrists  3  and  4 
of  the  reversing  crank  or  arm  6,  as  herein  described  and  set  forth. 

^^  Second.  The  use  of  the  link  m,  or  its  equivalent,  when  used  in 
connection  with  the  cam-rods  /  and  gr,  reversing  crank  or  arm  6, 
and  the  crank  or  arm  Z,  as  herein  described  and  for  the  purpose  set 
forth. 

"  Third,  The  use  of  the  connecting  rods  o  and  ^,  or  their  equiv- 
alents, when  used  in  combination  with  the  link  m,  cam-rod  e,  and 
levers  p  and  r,  as  herein  described  and  for  the  purpose  set  forth." 
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Numerous  exceptions  weie  taken  by  the  defendant  to  certain 
rulings  of  the  court,  and  also  to  certain  instructions  to  the  jury, 
but  this  court  passed  mainly  upon  the  principle  involved  in  the 
second  and  third  specifications  of  error,  which  were  in  these  words: 

*'2d.  The  court  below  erred  in  instructing  the  jury  in  reply  to 
the  fourth  point  of  law  presented  by  the  counsel  of  the  defendants 
below,  which  point  was  in  the  following  words: 

'' '  That  when  a  combination  of  mechanical  devices  is  claimed,  it 
is  not  infringed  by  the  use  of  a  combination  differing  substantially 
in  any  of  its  parts,  and  tliat  the  omission  of  one  essential  feature  or 
element  of  the  combination  as  claimed  avoids  the  patent.' 

''The  charge  of  the  court  below  to  said  fourth  point  being  as 
follows: 

'''If  the  jury  believe  that  the  mechanical  devices  used  by  Rees, 
although  differing  in  mechanical  form  or  construction,  are  equiva- 
lent to  those  patented  and  used  in  the  combination  patented  to 
produce  the  same  result,  it  is  an  infringement  of  the  patent.  And 
fkis,  although  there  is  an  omission  of  one  of  the  features  of  the  combi- 
nation. It  is  the  ordinarv  device  resorted  to  bv  those  who  desi^cn 
to  infringe,  and  who  have  been  unsuccessful  in  their  experiments 
to  i)roduce  a  desired  result.  The  law  secures  to  the  patentee  the 
right  to  the  use  of  his  machine,  provided  it  consists  of  a  new  com- 
bination, although  composed  of  parts  well  known  and  in  common 
use.'" 

"3d.  The  court  erred  in  instructing  the  jury  in  reply  to  the 
sixth  point  of  law  presented  to  him  by  the  defendants'  counsel, 
which  point  was  in  the  following  words: 

"  'That  the  first  claim  of  the  plaintiff's  patent,  in  the  following 
words,  to  wit :  "  I  claim  the  flanges  ?,  on  the  reversing  crank  or 
arm  b,  and  the  projection  t,  on  the  card-rod  e,  when  used  for  the  pur- 
pose of  guiding  the  hook^  1  and  2  info  their  proper  position  on  the 
wrists  3  and  4  of  tJie  reversing  crank  or  arm  b,  as  described  and  set 
forth,''  is  for  a  combination  of  the  arm  h,  having  flanges  t,  with 
the  cam-rod  e  having  a  projection  <,  and  is  not  infringed  by  the 
use  of  either  of  the  elements  of  the  combination  without  the  other, 
nor  by  the  use  of  the  arm  b  if  without  the  flanges  i,  or  of  the  cam- 
rod  e  without  the  projection  t,* 

"The  charge  of  the  court  to  said  sixth  point  being  as  follows: 
"  'The  use  of  the  combination  is  an  infringement,  and  the  omis- 
sion of  one  of  the  elements  and  the  substitution  of  another  mechan- 
ical device  to  perform  the  same  function  will  not  avoid  the  in- 
fringement.    All  the  elements  of  the  machine  may  be  old,  and  the 
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invention  consists  in  a  new  combination  of  those  elements  whereby 
a  new  and  useful  result  is  obtained.  Most  of  the  modern  inven- 
tions are  of  this  latter  kind,  and  many  of  them  are  of  great  utility 
and  value.'  " 

Verdict  having  gone,  under  these  rulings,  for  the  plaintiff,  the 
defendant  brought  the  case  here. 

Mr.  G,  H.  Christy^  for  the  plaintiff  in  error.  No  counsel  ap- 
peared on  the  other  side. 

Mr.  Justice  Clifpord  delivered  the  opinion  of  the  court. 

Patentable  inventions  may  consist  entirely  in  a  new  combination 
of  old  ingredients  whereby  a  new  and  useful  result  is  obtained,  and 
in  such  cases  the  description  of  the  invention  is  sufficient  if  the 
ingredients  are  named,  the  mode  of  operation  given,  and  the  new 
and  useful  result  is  pointed  out,  so  that  those  skilled  in  the  art, 
and  the  public,  may  know  the  nature  and  extent  of  the  claim  and 
what  the  parts  are  which  co-operate  to  produce  the  described  new 
and  useful  result. 

Damages  are  claimed  by  the  plaintiff  for  the  alleged  infringe- 
ment of  certain  letters  patent,  and  he  instituted  for  that  purpose 
an  action  of  trespass  on  the  case  against  the  defendant  to  recover 
compensation  for  the  alleged  injury. 

Letters  patent  were  granted  to  the  plaintiff  on  the  twenty-fourth 
of  January,  1860,  for  a  new  and  useful  improvement  in  steam 
engines,  described  in  the  specification  as  ^^  a  new  and  useful  mode 
of  operating  and  handling  "  such  machines,  which  consists,  as  the 
patent  states,  in  so  arranging  and  constructing  the  cranks  or  arms 
of  the  lifters  and  cam-rods  of  puppet-valve  engines  that  they  may 
be  operated  and  handled  with  ease  and  speed,  by  means  of  levers 
and  connecting  rods,  the  whole  being  arranged  and  constructed  in 
the  manner  described  in  the  specification. 

Very  minute  description  of  the  various  parts  of  the  mechanism 
of  the  invention  is  given  in  the  specification,  and,  in  order  to  ena- 
ble others  skilled  in  the  art  to  make  and  use  the  invention,  the 
patentee  proceeds,  with  much  detail,  to  describe  its  construction 
and  operation ;  but  in  the  view  taken  of  the  case  by  the  court  it 
will  not  be  necessary  to  enter  into  those  details  in  the  present 
investigation  of  the  controversy  between  these  parties. 

Process  was  issued,  and,  being  served,  the  defendant  appeared 
and  pleaded  as  follows:  (1.)  That  he  was  not  guilty.  (2.)  That 
tlie  plaintiff  was  not  the  original  and  first  inventor  of  the  improve- 
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ment  described  in  the  letters  patent,  and  tendered  an  issue  to  the 
country,  which  was  joined  by  the  plaintiff. 

Besides  the  two  pleas  pleaded,  he  also  gave  notice  in  writing 
that  he  would  give  evidence  under  the  general  issue  to  prove  that 
the  alleged  invention  was  well  known  and  generally  used  in  steam- 
boats navigating  the  western  waters  long  anterior  to  the  alleged 
date  of  the  plaintiff's  invention.  Subsequently  the  parties  went 
to  trial,  and  the  jury,  under  the  instructions  given  by  the  court, 
returned  their  verdict  for  the  plaintiff,  and  the  defendant  excepted 
to  certain  rulings  and  to  the  instructions  of  the  court,  and  sued 
out  a  writ  of  error  and  removed  the  cause  into  this  court. 

Enough  has  already  been  remarked  to  show  what  the  general 
nature,  construction,  and  operation  of  the  improvement  is  without 
entering  more  into  the  details  of  the  description,  as  given  in  the 
specification,  except  to  reproduce  the  claims  of  the  patent  as  made 
by  the  patentee.  They  are  as  follows  :  First.  The  flanges  on  the 
reversing  crank  or  arm,  and  the  projection  on  the  cam-rod,  when 
used  for  the  purpose  of  guiding  the  hooks  into  their  proper  posi- 
tion on  the  wrists  of  the  reversing  crank  or  arm,  as  described  and 
set  forth  in  the  descriptive  portion  of  the  specification.  Second. 
The  use  of  the  link,  or  its  equivalent,  when  used  in  connection 
with  the  cam-rods,  reversing  crank  or  arm,  and  the  other  crank  or 
arm,  as  therein  described  and  for  the  purpose  therein  set  forth. 
Third.  The  use  of  the  connecting  rods,  or  their  equivalents,  when 
used  in  combination  with  the  described  link,  c&m-rod,  and  levers, 
as  therein  described  and  set  forth. 

Argument  to  show  that  each  of  the  claims  is  for  a  combination 
of  ingredients  is  unnecessary,  as  the  statement  of  the  respective 
claims  is  sufficient  to  establish  the  affirmative  of  the  proposition  ; 
nor  is  it  necessary  to  add  anything  to  show  that  all  of  the  ingredi- 
ents of  the  respective  claims  are  old,  as  the  specification  does  not 
contain  a  word  to  justify  the  theory  that  the  patentee  ever  pre- 
tended that  he  had  invented  anything  except  the  several  combina- 
tions described  in  the  three  claims  of  his  letters  patent. 

Exceptions  were  taken  by  the  defendant  to  certain  rulings  of  the 
court,  as  well  as  to  several  of  the  instructions  given  by  the  court  to 
the  jury,  and  all  or  nearly  all  of  those  rulings  and  instructions  are 
assigned  for  error  in  this  court,  but  in  the  view  of  the  case  taken 
by  this  court,  it  will  not  be  necessary  to  examine  more  than  one  of 
the  exceptions,  which  is  the  one  calling  in  question  the  instruction 
defining  the  rights  of  a  patentee  where  the  invention  consists  solely 
in  a  combination  of  old  ingredients,  as  the  proposition  of  law  given 
to  the  jury  in  that  instruction  is  clearly  erroneous,  and  of  a  charac- 
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ter  which  entitles  the  defendant  to  a  reversal  of  the  judgment  and 
to  a  new  trial. 

Evidence  was  introduced  on  both  sides,  and  the  defendant  re- 
quested the  presiding  justice  to  instruct  the  jury  that  when  a  com- 
bination of  mechanical  devices  is  claimed,  the  pat<;nt  is  not  infringed 
by  the  use  of  a  combination  differing  substantially  in  any  of  its 
parts,  and  that  the  omission  of  one  essential  feature  or  element  of 
the  combination  as  claimed  avoids  the  infringement,  repeating  that 
request  in  respect  to  each  of  the  three  claims  of  the  patent,  and  the 
bill  of  exceptions  shows  that  the  presiding  justice  refused  to  give 
the  instruction  as  to  any  one  of  the  three  claims,  and  that  he  in- 
structed the  jury  in  respect  to  the  second  (qu.  first  claim — Rep.) 
claim  that  the  use  of  the  combination  is  an  infringement,  and  that 
the  omission  of  one  of  the  elements  and  the  substitution  of  another 
mechanical  device  to  perform  the  same  function  will  not  avoid  the 
infringement,  adding  what  undoub^edly  is  correct,  that  the  ele- 
ments of  the  machine  may  be  old,  and  the  invention  consist  in  a 
new  combination  of  old  elements,  whereby  a  new  and  useful  result 
is  obtained. 

Just  exception  cannot  be  taken  to  the  last  paragraph  of  the  in- 
struction, but  the  preceding  clause,  which  asserts  that  the  omission 
of  one  of  the  elements  and  the  substitution  of  another  mechanical 
device  to  perform  the  same  function  will  not  avoid  the  infringe- 
ment, cannot  be  sustained,  as  the  principle  as  there  stated,  without 
any  qualification,  is  not  correct,  and  when  given,  as  the  instruction 
was,  without  any  explanation,  it  was  well  calculated  to  mislead 
the  jury. 

Mere  formal  alterations  of  a  combination  in  letters  patent  do  not 
constitute  any  defense  to  the  charge  of  infringement,  as  the  inventor 
of  a  combination  is  as  much  entitled  to  suppress  every  other  combi- 
nation of  the  same  ingredients  to  produce  the  same  result,  not  sub- 
stantially different  from  what  he  has  invented  and  caused  to  be 
patented,  as  the  inventor  of  any  other  patented  improvement.  Such 
inventors  may  claim  equivalents  as  well  as  any  other  class  of  in- 
ventors, and  they  have  the  same  right  to  suppress  every  other  sub- 
sequent improvement,  not  substantially  different  from  what  they 
have  invented  and  secured  by  letters  patent,  but  they  cannot  sup- 
press subsequent  improvements  which  are  substantially  different 
from  their  inventions,  whether  the  new  improvement  consists  in  a 
new  combination  of  the  same  ingredients  or  of  some  newly-discov- 
ered ingredient,  or  even  of  some  old  ingredient  performing  some 
new  function^  net  known  at  the  date  of  the  letters  patent,  as  a 
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proper  substitute  for  the  ingredient  withdrawn.  Seymour  v.  Os- 
borne, 11  Wallace,  555. 

Unquestionably  the  withdrawal  of  one  ingredient  in  a  patented 
combination  and  the  substitution  of  another  which  was  well  known 
at  the  date  of  the  patent  as  a  proper  substitute  for  the  one  with- 
drawn, is  a  mere  formal  alteration  of  the  combination ;  and  if  the 
ingredient  substituted  performs  substantially  the  same  function  as 
the  one  withdrawn,  it  would  be  correct  to  instruct  the  jury  that 
such  a  substitution  of  one  ingredient  for  another  would  not  avoid 
the  charge  of  infringement. 

Grant  all  that,  and  still  it  is  clear  that  the  concession  will  not 
support  the  charge  of  the  court,  as  it  is  equally  clear  that  if  the 
combination  constituting  the  invention  claimed  in  the  subsequent 
patent  was  new,  or  if  the  ingredient  substituted  for  the  one  with- 
drawn was  a  newly  discovered  one,  or  even  an  old  one  performing 
some  new  function,  and  was  not  known  at  the  date  of  the  plaintiff's 
patent,  as  a  proper  substitute  for  the  ingredient  withdrawn,  it 
would  avoid  the  infringement,  as  a  new  combination  or  a  newly- 
discovered  ingredient  substituted  for  the  one  omitted,  or  even  an 
old  one  performing  a  new  function  not  known  at  the  date  of  the 
plaintiff's  patent  as  a  proper  substitute  for  the  one  withdrawn, 
would  not  be  an  equivalent  for  the  ingredient  omitted  within  the 
meaning  of  the  patent  law ;  nor  could  it  be  successfully  claimed  as 
such  by  the  plaintiff  in  order  to  support  the  charge  of  infringement. 
Such  an  alteration  is  not  a  mere  formal  alteration,  as  the  difference 
between  the  two  improvements  is  such  that  the  new  combination 
would  be  the  proper  subject  of  a  patent  and  consequently  would 
avoid  the  charge  of  infringement  in  a  case  like  the  one  supposed 
by  the  court. 

Unexplained,  the  theory  assumed  by  the  court  warranted  the 
jury  in  finding  for  the  plaintiff,  though  the  defendant  in  construct- 
ing his  machine  omitted  one  of  the  ingredients  of  the  plaintiff's 
combination  and  substituted  another  in  its  place  to  perform  the  same 
function,  whether  the  ingredient  substituted  for  the  one  omitted 
was  or  was  not  newly  discovered,  or  was  or  was  not  well  known  at 
the  date  of  the  plaintiff's  patent  as  a  proper  substitute  for  the  one 
omitted  from  the  combination  constituting  the  plaintiff's  invention. 

Bond  fide  inventors  of  a  combination  are  as  much  entitled  to 
equivalents  as  the  inventors  of  other  patentable  improvements; 
by  which  is  meant  that  a  patentee  in  such  a  case  may  substitute 
another  ingredient  for  any  one  of  the  ingredients  of  his  invention 
if  the  ingredient  substituted  performs  the  same  function  as  the  one 
omitted  and  was  well  known  at  the  date  of  the  patent  as  a  proper 
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substitute  for  the  one  omitted  in  the  patented  combination.  Apply 
that  rule,  and  it  is  clear  that  an  alteration  in  a  patented  combina- 
tion which  merely  substitutes  another  old  ingredient  for  one  of  the 
ingredients  in  the  patented  combination  is  an  infringement  of  the 
patent,  if  the  substitute  performs  the  same  function  and  was  well 
known  at  the  date  of  the  patent  as  a  proper  substitute  for  the 
omitted  ingredient,  but  the  rule  is  otherwise  if  the  ingredient  sub- 
stituted was  a  new  one,  or  performs  a  substantially  different  func- 
tion, or  was  not  known  at  the  date  of  the  plaintiff's  patent  as  a 
proper  substitute  for  the  one  omitted  from  his  patented  combina- 
tion. 

Where  the  defendant  in  constructing  his  machine  omits  entirely 
one  of  the  ingredients  of  the  plaintiff's  combination  without  sub- 
stituting any  other,  he  does  not  infringe,  and  if  he  substitutes 
another  in  the  place  of  the  one  omitted,  which  is  new  or  which 
performs  a  substantially  different  function,  or  if  it  is  old,  but  was 
not  known  at  the  date  of  the  plaintiff's  invention  as  a  proper  sub- 
stitute for  the  omitted  ingredient,  then  he  does  not  infringe.  Car- 
ver V.  Hyde,  16  Peters,  514;  Vance  v.  Campbell^  1  Black,  427; 
Roherfa  v.  Harnden,  2  Clifford,  504;  Mabie  v.  Hashell,  lb.,  511; 
Brooks  V.  Fishe^  15  Howard,  219  ;  Stimpson  v.  Railroad,  10  Id., 
329 ;  Prouty  v.  Buggies,  16  Peters,  341 ;  Barrett  v.  Hall,  1  Mason, 
477 ;  Howe  v,  Abbott,  2  Btory,  194. 

Tested  by  these  principles,  as  the  instruction  in  question  must 
be,  it  is  plainly  erroneous,  as  it  warranted  the  jury  in  finding  for 
the  plaintiff,  whether  the  ingredient  substituted  for  the  one  omitted 
was  new  or  old,  or  whether  theone  substituted  was  or  was  not  well 
known  at  the  date  of  the  plaintiff's  patent  as  a  proper  substitute 
for  the  omitted  ingredient. 

Judgment  reversed  and  a  new  venire  ordered. 


MrrcHBLL  V,  Hawley. 

(16  Wallace,  644.) 

A  patentee  of  certain  machines,  whose  original  patent  had  still  between  six  and  seven 
years  to  run,  conveyed  to  another  person  the  "  right  to  make  and  use  and  to 
license  to  others  the  right  to  make  and  use  four  of  the  machines  "  in  two  States 
"daring  the  remainder  of  the  original  term  of  the  letters  patent,  provided,  that 
the  said  grantee  shall  not  in  any  way  or  form  dispose  of,  sell,  or  grant  any  license 
to  nse  the  said  machines  beyond  the  said  term."  The  patent  having,  towards  the 
expiration  of  the  original  term,  been  extended  for  seven  years,  Iield,  that  an  in- 
junction by  a  grantee  of  the  extended  term  would  lay  to  restrain  the  use  of  the 
four  machines,  they  being  in  use  after  the  term  of  the  original  patent  had  expired. 
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Appeal  from  the  Circuit  Court  for  the  District  of  Massachusetts; 
the  case  being  thus: 

The  18th  section  of  the  Patent  Act  of  July  4th,  1836,  (5  Stat,  at 
Large,  125,)  after  enacting  that  patents  may  in  certain  cases  be  ex- 
tended, and  that  *'  thereupon  the  said  patent  shall  have  the  same 
effect  in  law  as  though  it  had  been  originally  granted  for  the  term 
of  twenty-one  years,"  adds  : 

*'  And  the  benefit  of  such  renewal  shall  extend  to  assignees  and 
grantees  of  the  right  to  use  the  thing  patented  to  the  extent  of 
their  respective  interests  therein." 

With  this  statutory  enactment  in  force  the  United  States,  on  the 
3d  of  May,  1853,  granted  a  patent  to  one  Taylor  for  fourteen  years 
for  improved  machinery  in  felting  hats,  the  patent  lasting,  of  course, 
till  May  3d,  1867. 

While  the  patent  was  in  force,  that  is  to  say  on  the  19th  of 
November,  1860,  Taylor,  by  deed  reciting  that  one  Bayley  was 
'*  desirous  of  obtaining  the  exclusive  right  to  make  and  use,  and 
license  to  others  the  right  to  use  the  said  macliines  in  the  States  of 
Massachusetts  and  New  Hampshire,"  '*  conveyed  to  the  said  Bay- 
ley"  certain  rights,  as  follows : 

"  The  exclusive  right  to  make  and  use,  and  to  license  to  others 
the  right  to  use  the  said  machines  in  the  said  States  of  Massachu- 
setts and  New  Hampshire,  and  in  no  other  place  or  places,  during 
the  remainder  of  the  original  term  of  said  letters  patent.  Provided^ 
that  the  said  Bayley  shall  not  in  any  ivay  or  fo^'m  dispose  of,  sell,  or 
grant  any  license  to  use  the  said  machines  beyond  the  3d  day  of  May, 
A,  n.  1867. 

**  Should  the  said  letters  patent  be  extended  beyond  the  3d  of 
May,  A.  D.  1867,  then  it  is  agreed  that  the  said  Bayley  shall  have 
the  right  to  control  the  same  in  the  said  States  of  Massachusetts 
and  New  Hampshire,  provided  that  he  shall  pay  to  the  said  grantor 
or  his  heirs  or  assigns,  a  fair  and  reasonable  compensation  for  the 
same,  or  on  terms  as  favorable  as  may  be  offered  by  any  other 
person  or  party." 

In  possession  of  this  license  Bayley,  on  the  18th  of  March,  1864, 
in  consideration  of  $1,200,  licensed  one  Mitchell  and  others,  of  the 
town  of  Haverhill,  Massachusetts,  to  run  and  use  two  sets  (four 
machines)  for  felting  hats,  in  said  town  of  Haverhill,  under  Taylor's 
patent,  bearing  date  May  3d,  A,  D.  1864. 

Before  the  patent  expired,  (May  3d,  1867,)  the  Commissioner  of 
Patents  renewed  and  extended  it  for  the  further  term  of  seven 
years  ;  and  one  Hawley,  having  become  the  owner  of  this  extended 
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term  for  the  States  of  Massachusetts  and  New  Hampshire,  filed  a 
bill  against  Mitchell  and  the  others  to  restrain  them  from  using 
the  four  machines  which  Bayley,  on  the  18th  of  March,  1864,  had 
given  them  license  to  use,  it  being  admitted  that  the  said  Mitchell 
et  cd.  were  now  using  those  identical  machines. 

The  court  below  granted  the  injunction,  and  the  defendants  took 
this  appeal. 

31r.  F,  A,  Brooks^  for  the  appellant^  relying  on  Bloomer  v.  MiU 
linger^  1  Wallace,  351,  and  on  the  18th  section  of  the  Patent  Act, 
contended  that  a  sale  of  machines  by  the  patentee  himself  oper- 
ated to  take  the  thing  sold  out  of  the  reach  of  the  Patent  Act  alto- 
gether, and  that  as  long  as  the  machines  themselves  lasted,  the 
owner  could  use  them. 

Mr,  J,  E.  Manadier^  contra:  argued  that  her'*  jhe  right  to  make 
and  use,  and  to  license  to  others  the  right  to  use,  was  expressly 
limited  as  to  duration  by  apt  words,  showing  clearly  an  intent  that 
it  should  not  survive  the  original  term  of  the  patent;  that  this  was 
a  perfectly  lawful  sort  of  contract,  and  therefore  that  the  rights 
must  expire  with  that  term ;  for  that  neither  the  18th  section  of 
the  Patent  Act  nor  anything  laid  down  in  Bloomer  v.  MiUinger 
was  applicable. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

Patentees  acquire  by  their  letters  patent  the  exclusive  right  to 
make  and  use  their  patented  inventions,  and  to  vend  the  same  to 
others  to  be  used  for  the  period  of  time  specified  in  the  patent,  but 
when  they  have  made  one  or  more  of  the  things  patented,  and 
have  vended  the  same  to  others  to  be  used,  they  have  parted  to 
that  extent  with  their  exclusive  right,  as  they  are  never  entitled 
to  but  one  royalty  for  a  patented  machine,  and  consequently  a 
patentee,  when  he  has  himself  constructed  a  machine  and  sold  it 
without  any  conditions,  or  authorized  another  to  construct,  sell, 
and  deliver  it,  or  to  construct  and  use  and  operate  it,  without  any 
conditions,  and  the  consideration  has  been  paid  to  him  for  the 
thing  patented,  the  rule  is  well  establislied  that  the  patentee  must 
be  understood  to  have  parted  to  that  extent  with  all  his  exclusive 
right,  and  that  he  ceases  to  have  any  interest  whatever  in  the 
patented  machine  so  sold  and  delivered  or  authorized  to  be  con- 
structed and  operated.  Where  such  circumstances  appear,  the 
owner  of  the  machine,  whether  he  built  it  or  purchased  it,  if  he  has 
also  acquired  the  right  to  use  and  operate  it  during  the  lifetime  of 
the  patent,  may  continue  to  use  it  until  it  is  worn  out,  in  spite  of 
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any  and  every  extension  subsequently  obtained  by  the  patentee  or 
his  assigns.     Bloomer  v.  3fillinger,  1  Wallace,  350. 

Patents  were  granted,  under  the  prior  Patent  Act,  for  the  term 
of  fourteen  years,  but  the  provision  was  that  a  patentee  in  certain 
cases  might  have  the  term  extended  for  seven  years  from  and  after 
the  expiration  of  the  first  term,  and  the  same  section  provided  that 
the  benefit  of  such  renewal  shall  extend  to  assignees  and  grantees 
of  the  right  to  use  the  thing  patented  to  the  extent  of  their  re- 
spective interests  therein,  which  last  provision  has  frequently  been 
misunderstood.  Such  misapprehension  has  usually  arisen  from  a 
failure  to  keep  in  view  the  well-founded  distinction  between  the 
grant  and  the  right  to  make  and  vend  the  patented  machine,  and 
the  grant  of  the  right  to  use  it,  as  was  first  satisfactorily  pointed  out 
by  the  late  Chief  Justice  Taney  with  his  accustomed  clearness  and 
precision.  Bloomer  v.  JilcQuewan,  14  Howard,  549  ;  Chaffee  v. 
Boston  Belting  Co,,  22  Id.,  223. 

Purchasers  of  the  exclusive  privilege  of  making  or  vending  the 
patented  machine  hold  the  whole  or  a  portion  of  the  franchise 
which  the  patent  secures,  depending;  upon  the  nature  of  the  con- 
veyance, atid  of  course  the  interest  which  the  jiurchaser  acquires 
terminates  at  the  time  limited  for  its  continuance  by  the  law  which 
created  the  franchise,  unless  it  is  expressly  stipulated  to  the  con- 
trary. But  the  purchaser  of  the  implement  or  machine  for  the 
purpose  of  using  it  in  the  ordinary  pursuits  of  life  stands  on  differ- 
ent grounds,  as  he  does  not  acquire  any  right  to  construct  another 
machine  either  for  his  own  use  or  to  be  vended  to  another  for  any 
purpose.  Complete  title  to  the  implement  or  machine  purchased 
becomes  vested  in  the  vendee  by  the  sale  and  purchase,  but  he 
acquires  no  portion  of  the  franchise,  as  the  machine,  when  it  right- 
fully passes  from  the  patentee  to  the  purchaser,  ceases  to  be  within 
the  limits  of  the  monopoly. 

Patented  implements  or  machines  sold  to  be  used  in  the  ordinary 
pursuits  of  life  become  the  private  individual  property  of  the  pur- 
chasers, and  are  no  longer  specifically  protected  by  the  patent  laws 
of  the  State  where  the  implements  or  machines  are  owned  and  used. 
Sales  of  the  kind  may  be  made  by  the  patentee  with  or  without 
conditions,  as  in  other  cases,  but  where  the  sale  is  absolute,  and 
without  any  conditions,  the  rule  is  well  settled  that  the  purchaser 
may  continue  to  use  the  implement  or  machine  purchased  until  it 
is  worn  out,  or  he  may  repair  it  or  improve  upon  it  as  he  pleases, 
in  same  manner  as  if  dealing  with  property  of  any  other  kind. 

Letters  patent  were  granted  to  James  F.  Taylor  for  ne\7  and  useful 
improvements  in  machinery  for  felting  hats,  bearing  date  the  third 
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of  May,  1853,  securing  to  him  the  exclusive  right  to  make  and  use 
and  to  vend  to  others  the  right  to  make  and  use  the  said  machines 
for  the  term  of  fourteen  years  from  the  date  of  the  letters  patent. 
Due  conveyance  or  license,  subject  to  certain  restrictions  and  limit- 
ations, was  made  by  the  patentee  of  the  exclusive  right  to  make 
and  use  *'  and  to  license  to  others  the  right  to  use  the  said  machines" 
in  the  States  of  Massachusetts  and  New  Hampshire,  during  the 
remainder  of  the  original  term  of  said  letters  patent,  it  being 
expressly  stipulated  in  the  instrument  of  conveyance  that  the 
licensee  ^^ shall  not,  in  any  way  or  form ^  dispose  of,  sell,  or  grant 
any  license  to  use  the  said  machines  beyond  the  expiration"  of  the 
original  term.  Apart  from  that  the  patentee  also  stipulated  that 
the  said  licensee,  if  the  patent  should  be  extended,  should  have  the 
right  to  control  the  same  in  those  two  States,  he  paying  to  the 
grantors  in  his  license,  or  their  heirs  or  assigns^  a  fair  and  reason- 
able compensation  for  the  same,  on  terms  as  favorable  as  may  be 
offered  to  any  other  person  or  party.  Bayley,  as  such  licensee,  on 
the  eighteenth  of  March,  1864,  constructed  four  machines,  being  two 
sets,  and  sold  the  machines,  "with  the  right  to  run"  the  same,  to 
the  grantors  of  the  respondents,  for  the  sum  of  twelve  hundred 
dollars,  executing  to  the  purchasers  at  the  same  time  a  license 
under  his  hand  and  seal,  "authoriziDg  the  purchasers^  as  such 
licensees,  **to  run  and  use  two  sets  (four  machines)  for  felting 
hats,  in  said  town  of  Haverhill,  under  Taylor's  patent,  bearing 
date  as  specified  in  the  original  letters  patent,"  sliowing  conclu- 
sively that  the  purchasers  were  referred  to  the  original  letters  pat- 
ent as  the  so^irce  of  his  authority.  Of  course  said  letters  patent 
expired  on  the  third  of  May,  1867,  and  the  record  shows  that  the 
Commissioner,  before  the  term  expired,  renewed  the  letters  patent 
and  extended  the  same  for  the  further  term  of  seven  years  from  the 
expiration  of  the  original  term,  and  that  the  complainants  having 
become  by  certain  mesne  conveyances,  duly  recorded,  the  exclusive 
assignees  of  the  right,  title,  and  interest  in  the  renewed  letters 
patent  for  those  two  States,  instituted  the  present  suit  to  restrain 
the  respondents  from  using  the  four  machines  which  they  or  their 
grantors  purchased  of  the  licensee  un  Jer  the  original  letjters  patent. 
They  appeared  to  the  suit  and  filed  an  answer  setting  up  as  a 
defense  to  the  charge  of  infringement  that  they  are  by  law  author- 
ized to  continue  to  use  the  four  machines  just  the  same  under  the 
extended  letters  patent  as  they  had  the  right  to  do  under  the  orig- 
inal patent,  when  the  purchase  was  made  by  those  under  whom 
they  claimed,  which  is  the  only  question  in  the  case. 

No  one  in  general  can  sell  personal  property  and  convey  a  valid 
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title  to  it  unless  he  is  the  owner  or  lawfully  represents  the  owner. 
Nemo  dat  quod  non  habet.  Persons,  therefore,  who  buy  goods  from 
one  not  the  owner,  and  who  does  not  lawfully  represent  the  owner, 
however  innocent  they  may  be,  obtain  no  property  whatever  in  the 
goods,  as  no  one  can  convey  in  such  a  case  any  better  title  than  he 
owns,  unless  the  sale  is  made  in  market  overt,  or  under  circum- 
stances wliich  show  that  the  seller  lawfully  represented  the  owner. 
Foxley's  Case,  5  Coke,  109a;  2  Blackstone's  Commentaries,  449; 
2  Kent,  11th  ed.,  224;  Williams  v.  3Ierle,  11  Wendell,  80;  Stone 
V.  Marsh,  6  Barnewall  &  Creswell,  551 ;  Marsh  v.  Keating,  1  Bing- 
ham, New  Cases,  198;  Marsh  v.  Keating,  2  Clarke  &  Finclly,  250; 
Benjamin  on  Sales,  4 ;  White  v.  Spettigue,  13  Meeson  &  Welsby, 
603;  1  Smith's  Leading  Cases,  7th  edition,  1195;  1  Parsons  Con., 
5th  ed.,  520. 

Argument  to  show  that  the  grantor  under  whom  the  respondents 
claim  never  acquired  the  right  to  sell  the  machines  and  give  their 
purchasers  the  right  to  use  the  same  in  tlie  ordinary  pursuits  of 
life  beyond  the  term  of  the  original  patent  is  certainly  unneces- 
sary, as  the  instrument  of  conveyance  from  the  patentee  to  him, 
which  describes  all  the  title  he  ever  had,  expressly  stipulates  that 
he  shall  not  in  any  way  or  form  dispose  of,  sell,  or  grant  any  li- 
cense to  use  the  said  machines  beyond  the  expiration  of  that  term 
of  the  patent,  and  the  form  of  the  license  which  he  gave  to  the 
purchasers  shows  conclusively  that  he  understood  that  he  was  not 
empowered  to  give  a  license  which  should  extend  beyond  that  lim- 
itation. Notice  to  the  purchaser  in  such  a  case  is  not  required,  as 
the  law  imposes  the  risk  upon  the  purchaser,  as  against  the  real 
owner,  whether  the  title  of  the  seller  is  such  that  he  can  make  a 
valid  conveyance.  Certain  exceptions  undoubtedly  exist  to  that 
rule,  but  none  of  them  have  any  application  to  this  case.  Suppose 
the  rule  was  otherwise,  and  that  the  real  owner,  in  order  to  defeat 
the  title  of  the  purchaser,  must  show  that  the  latter  knew  what 
the  facts  were,  the  court  would  still  be  of  the  opinion  that  the 
decree  ought  to  be  affirmed,  as  the  terms  of  the  license  which  the 
seller  gave  to  the  purchasers  were  sufficient  to  put  them  upon  in- 
quiry, and  it  is  quite  obvious  that  the  means  of  knowledge  were  at 
hand,  and  that  if  they  had  made  the  least  inquiry  they  would  have 
ascertained  that  their  grantor  could  not  give  them  any  title  to  use 
the  machines  beyond  the  period  of  fourteen  years  from  the  date  of 
the  original  letters  patent,  as  he  was  only  a  licensee  and  never  had 
any  power  to  sell  a  machine  so  as  to  withdraw  it  indefinitely  from 
the  operation  of  the  franchise  secured  by  the  patent. 

Decree  affirmbd. 
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Adams  v,  Burkb. 

(17  Wallace,  453.) 

1.  Where  a  patentee  has  assigned  his  right  to  manufacture,  sell,  and  use  within  a  lim- 

ited district  an  instrument,  machine,  or  other  manufactured  product,  a  purchaser 
of  such  instrument  or  machine,  when  rightfully  bought  within  the  prescribed 
limits,  acquires  by  such  purchase  the  right  to  ti$e  it  anywhere,  without  reference 
to  other  assignments  of  territorial  rights  by  the  same  patentee. 

2.  The  right  to  the  use  of  such  machines  or  instruments  stands  on  a  different  ground 

from  the  right  to  make  and  sell  them,  and  inheres  in  the  nature  of  a  contract  of 
purchase,  which  carries  no  implied  limitation  of  the  right  of  use  within  a  given 
locality. 

Appeal  from  the  Circuit  Court  for  the  District  of  Massachusetts; 
the  case  being  thus: 

On  the  26th  day  of  May,  1863,  letters  patent  were  granted  to 
Merrill  &  Horner,  for  a  certain  improvement  in  coffin-lids,  giving 
to  them  the  exclusive  right  of  making,  using,  and  vending  to 
others  to  be  used,  the  said  improvement. 

On  the  13th  day  of  March,  1865,  Merrill  &  Horner,  the  pat- 
entees, by  an  assignment  duly  executed  and  recorded,  assigned  to 
Lockhart  &  Seelye,  of  Cambridge,  in  Middlesex  county,  Massachu- 
setts, all  the  right,  title,  and  interest  which  the  «aid  patentees  had 
in  the  invention  described  in  the  said  letters  patent,  for,  to,  and  in 
a  circle  whose  radius  is  ten  miles,  having  the  city  of  Boston  as  a 
centre.  They  subsequently  assigned  the  patent,  or  what  right 
they  retained  in  it,  to  one  Adams. 

Adams  now  filed  a  bill  in  the  court  below,  against  a  certain 
Burke,  an  undertaker,  who  used  in  the  town  of  Natick  (a  town 
about  seventeen  miles  from  Boston,  and  therefore  outside  of  the 
circle  above  mentioned)  coffins  with  lids  of  the  kind  patented, 
alleging  him  to  be  an  infringer  of  their  patent,  and  praying  for  an 
injunction,  discovery,  profits,  and  other  relief  suitable  against  an 
infringer. 

The  defendant  pleaded  in  bar: 

*'That  he  carries  on  the  business  of  an  undertaker,  having  his 
place  of  business  in  Natick  in  said  district;  that,  in  the  exercise  of 
his  said  business,  he  is  employed  to  bury  the  dead ;  that  when  so 
employed  it  is  his  custom  to  procure  hearses,  coffins,  and  whatever 
else  may  be  necessary  or  proper  for  burials^  and  to  superintend  the 
preparation  of  graves,  and  that  his  bills  for  his  services  in  each 
case,  and  the  coffin,  hearse,  and  other  articles  procured  by  him, 
are  paid  by  the  personal  representatives  of  the  deceased ;  that,  since 
the  date  of  the  alleged  assignment  to  the  plaintiff  of  an  interest  in 
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the  invention  secured  by  the  said  letters  patent,  he  has  sold  no  cof- 
fins, unless  the  use  of  coffins  by  him  in  his  said  business,  as  above 
described,  shall  be  deemed  a  sale ;  has  used  no  coffins,  except  in 
his  said  business  as  aforesaid ;  and  has  manufactured  no  coffins 
containing  the  said  invention ;  and  that  since  the  said  date  he  has 
used  in  his  business  as  aforesaid,  in  Natick^  no  coffin  containing 
the  invention  secured  by  said  letters  patent,  except  such  coffins 
containing  said  invention  as  have  been  manufactured  by  said  Lock- 
hart  r  Seelye,  within  a  circle,  whose  radius  is  ten  miles,  having 
the  city  of  Boston  as  its  centre,  and  sold  within  said  circle  by  said 
Lockhart  &  Seelye,  without  condition  or  restriction." 

The  validity  of  this  plea  was  the  question  in  the  case.  The 
cotirt  below,  referring  to  the  case  of  Bloomer  v.  McQuewan,  14 
Howard,  549,  in  which  Taney,  C.  J.,  delivering  the  opinion  of  the 
court,  said: 

^*  When  a  machine  passes  to  the  hands  of  the  purchaser,  it  is  no 
longer  within  the  limits  of  the  monopoly.  It  passes  outside  of  it, 
and  is  no  longer  under  the  protection  of  the  act  of  Congress." 

And  referring  also  to  some  other  cases,  held  that  the  plea  was 
good.  And  from  a  decree  which  followed,  dismissing,  of  course, 
the  bill,  this  appeal  was  taken. 

Mr.  C,  B.  Goodrich,  for  the  appellant;  Messrs.  B.  E.  Dana  and 
L.  S.  Dabney,  contra. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court. 

The  question  presented  by  the  plea  in  this  case  is  a  very  inter- 
esting one  in  patent  law,  and  the  precise  point  in  it  has  never  been 
decided  by  this  court,  though  cases  involving  some  of  the  considera- 
tions which  apply  to  it  have  been  decided,  and  others  of  analogous 
character  are  frequently  recurring.  The  vast  pecuniary  results  in- 
volved in  such  cases,  as  well  as  the  public  interest,  admonish  us  to 
proceed  with  care,  and  to  decide  in  each  case  no  more  than  what  is 
directly  in  issue. 

We  have  repeatedly  held  that  where  a  person  had  purchased  a 
patented  machine  of  the  patentee  or  his  assignee,  this  purchase  car- 
ried with  it  the  right  to  the  use  of  that  machine  so  long  as  it  was 
capable  of  use,  and  that  the  expiration  and  renewal  of  the  patent, 
whether  in  favor  of  the  original  patentee  or  of  his  assignee,  did  not 
affect  this  right.  The  true  ground  on  which  these  decisions  rest  is 
that  the  sale  by  a  person  who  has  the  full  right  to  make,  sell,  and 
use  such  a  machine  carries  with  it  the  right  to  the  use  of  that 
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machine  to  the  full  extent  to  whicli  it  can  be  used  in  point  of 
time. 

The  right  to  manufacture,  the  right  to  sell,  and  the  right  to  use 
are  each  substantive  rights,  and  may  be  granted  or  conferred  sep- 
arately by  the  patentee. 

But,  in  the  essential  nature  of  things,  when  the  patentee,  or  the 
person  having  his  rights,  sells  a  machine  or  instrument  whose  sole 
value  is  in  its  use,  he  receives  the  consideration  for  its  use,  and  he 
parts  with  the  right  to  restrict  that  use.  The  article,  in  the  lan- 
guage of  the  court,  passes  without  the  limit  of  the  monopoly, 
Bloomer  v.  McQuewan,  14  Howard,  549;  Mitchell  y.  Hawley^  16 
Wallace,  544.  That  is  to  say,  the  patentee  or  his  assignee  hav- 
ing in  the  act  of  sale  received  all  the  royalty  or  consideration 
which  he  claims  for  the  use  of  his  invention  in  that  particular 
machine  or  instrument,  it  is  open  to  the  use  of  the  purchaser  with- 
out further  restriction  on  account  of  the  monopoly  of  the  patentees. 

If  this  principle  be  sound  as  to  a  machine  or  instrument  whose  use 
may  be  continued  for  a  number  of  years,  and  may  extend  beyond 
the  existence  of  the  patent,  as  limited  at  the  time  of  the  sale^  and 
into  the  period  of  a  renewal  or  extension,  it  must  be  much  more 
applicable  to  an  instrument  or  product  of  patented  manufacture 
which  perishes  in  the  first  use  of  it,  or  which,  by  that  first  use, 
becomes  incapable  of  further  use,  and  of  no  further  value.  Such  is 
the  case  with  the  coffin-lids  of  appellant's  patent. 

It  seems  to  us  that,  although  the  right  of  Lockhart  &  Seelye  to 
manufacture,  to  sell,  and  to  use  these  coffin-lids  was  limited  to  the 
circle  of  ten  miles  around  Boston,  that  a  purchaser  from  them  of  a 
single  coffin  acquired  the  right  to  use  that  coffin  for  the  purpose 
for  which  all  coffins  are  used.  That  so  far  as  the  use  of  it  was 
concerned,  the  patentee  had  received  his  consideration,  and  it  was. 
no  longer  within  the  monopoly  of  the  patent.  It  would  be  to- 
engraft  a  limitation  upon  the  right  of  use  not  contemplated  by  the 
statute  nor  within  the  reason  of  the  contract  to  say  that  it  could 
only  be  used  within  the  ten-mile  circle.  Whatever,  therefore,  may 
be  the  rule  when  patentees  subdivide  territorially  their  patents,  as 
to  the  exclusive  right  to  make  or  to  seU  within  a  limited  territory, 
we  hold  that  in  the  class  of  machines  or  implements  we  have  de- 
scribed, when  they  are  once  lawfully  made  and  sold,  there  is  no 
restriction  on  their  use  to  be  implied  for  the  benefit  of  the  patentee 
or  his  assignees  or  licensees. 

A  careful  examination  of  the  plea  satisfies  us  that  the  defendant, 
who,  as  an  undertaker,  purchased  each  of  these  coffins  and  used  it 
in  burying  the  body  which  he  was  employed  to  bury,  acquired  the 
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right  to  this  use  of  it  freed  from  any  claim  of  the  patentee,  though 
purchased  within  the  ten-mile  circle  and  used  without  it. 

The  decree  of  the  Circuit  Court  dismissing  the  plaintiff's  bill  is, 
therefore,  Affirmed. 

Mr.  Justice  Bradley,  (with  whom  concurred  Justices  Swayne  and 
Strong,)  dissenting : 

The  question  raised  in  this  case  is  whether  an  assignment  of  a 
patented  invention  for  a  limited  district,  such  as  a  city,  a  county, 
or  a  State,  confers  upon  the  assignee  the  right  to  sell  the  patented 
article  to  be  used  outside  of  such  limited  district.  The  defendant 
justifies  under  such  a  claim.  He  uses  a  patented  article  outside  of 
the  territory  within  which  the  patent  was  assigned  to  the  persons 
from  whom  he  purchased  it.  The  plaintiff,  who  claims  under  the 
original  patentee,  complains  that  this  is  a  transgression  of  the 
limits  of  the  assignment. 

If  it  were  a  question  of  legislative  policy,  whether  a  patentee 
should  be  allowed  to  divide  up  his  monopoly  into  territorial  par- 
cels, it  might  admit  of  grave  doubt  whether  a  vendee  of  the 
patented  article  purchasing  it  rightfully,  ought  to  be  restrained  or 
limited  as  to  the  place  of  its  use.  But  the  Patent  Act  gives  to  the 
patentee  a  monopoly  of  use,  as  well  as  of  manufacture,  throughout 
the  whole  United  States;  and  the  eleventh  section  of  the  act  (of 
1836)  expressly  authorizes  not  only  an  assignment  of  the  whole 
patent,  or  any  undivided  part  thereof,  but  a  "  grant  and  convey- 
ance of  the  exclusive  right  under  any  patent,  to  make  and  tise,  and 
to  grant  to  others  to  make  and  use  the  thing  patented  within  and 
throughout  any  specified  part  or  portion  of  the  United  States." 
Washburn  v.  Gould,  3  Story,  131  ;  Blanchard  v.  Eldridge,  1  Wal- 
lace, Jr.,  339. 

If  an  assignment  under  this  clause  does  not  confer  the  same 
rights  within  the  limited  district  which  the  patentee  himself  pre- 
viously had  in  the  whole  United  States,  and  no  more,  it  is  difficult 
to  know  what  meaning  to  attach  to  language  however  plain. 

On  the  26th  day  of  May,  1863,  letters  patent  were  granted  to 
Merrill  &  Horner,  for  a  certain  improvement  in  coffin-lids,  giving 
to  them  the  exclusive  right  of  making,  using,  and  vending  to 
others  to  be  used,  the  said  improvement. 

On  the  13th  day  of  March,  1865,  Merrill  &  Horner,  the  pat- 
entees, by  an  assignment  duly  executed  and  recorded,  did  assign  to 
Lockhart  &  Seelye,  of  Cambridge,  in  Middlesex  county,  Massachu- 
setts, all  the  right,  title,  and  interest  which  the  said  patentees  had 
in  the  invention  described  in  the  said  letters  patent,  for,  to,  and  in 
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a  circle  whose  radius  is  ten  miles,  having  the  city  of  Boston  as  a 
centre.  By  necessary  consequence,  (as  it  seems  to  me,)  the  right 
thus  assigned  consisted  of  the  exclusive  right  to  make,  use,  and 
vend  the  improved  coffin-lid  within  the  limited  territory  described  ; 
but  did  not  include  any  right  to  make,  use,  or  vend  the  same  out- 
side of  those  limits.  As  the  assigned  right  to  make  the  lids  was  a 
restricted  right,  limited  to  the  territory,  so  the  assigned  right  to 
use  them  was  a  restricted  right  limited  in  the  same  manner.  Each 
riglit  is  conveyed  by  precisely  the  same  language.  A  different 
construction  would  defeat  the  intent  of  the  parties.  For  if  the 
assignees,  after  making  any  number  of  lids  within  the  limited  dis- 
trict, could  use  them  or  authorize  others  to  use  them  outside  of  the 
district,  the  balance  of  the  monopoly  remaining  in  the  hands  of  the 
patentees  might  be  rendered  of  little  value. 

If  it  be  contended  that  the  right  of  vending  the  lids  to  others 
enables  them  to  confer  upon  their  vendees  the  right  to  use  the  lids 
thus  sold  outside  of  the  limited  district,  the  question  at  once  arises, 
how  can  they  confer  upon  their  vendees  a  right  which  they  cannot 
exercise  themselves?  The  only  consistent  construction  to  be  given 
to  such  an  assignment  is,  to  limit  all  the  privileges  conferred  by  it 
to  the  district  marked  out.  It  is  an  assignment  of  the  manufacture 
and  use  of  the  patented  article  within  that  district,  and  within  that 
district  only. 

Difficulties  may,  undoubtedly,  be  suggested  in  special  cases.  If 
the  patented  thing  be  an  article  of  wearing  apparel,  sold  by  the 
assignee  within  his  district,  it  is  confidently  asked,  cannot  the 
purchaser  wear  the  article  outside  of  the  district  ?  The  answer  to 
acute  suggestions  of  this  sort  would  probably  be  found  (in  the  ab- 
sence of  all  bad  faith  in  the  parties)  in  the  maxini  de  minimis  non 
curat  lex. 

On  the  other  hand,  the  difficulties  and  the  injustice  which  would 
follow  from  a  contrary  construction  to  that  which  I  contend  for, 
are  very  obvious.  Take  the  electric  telegraph,  for  example.  Sup- 
pose Professor  Morse  had  assigned  his  patent  within  and  for  the 
New  England  States.  Would  such  an  assignment  authorize  the 
vendees  of  his  assignees  to  use  the  apparatus  in  the  whole  United 
States?  Take  the  planing  machine:  would  an  assignment  from 
Woodworth  of  his  patent  within  and  for  the  State  of  Vermont,  au- 
thorize the  assignees  to  manufacture  machines  ad  libitum^  and  sell 
them  to  parties  to  be  used  in  other  States?  So  of  Hoe's  printing 
press,  and  a  thousand  other  machines  and  inventions  of  like  sort. 

Such  a  doctrine  would  most  seriously  affect  not  only  the  assign- 
or, (as  to  his  residuary  right  in  his  patent,)  but  the  assiirnee  also 
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For  if  it  be  correct,  there  would  be  nothing  to  prevent  the  patentee 
himself,  after  assigning  his  patent  within  a  valuable  city  or  other 
locality,  from  selling  the  patent  machine  or  article  to  be  used 
within  the  assigned  district.  By  this  means  the  assignment  could 
he,  and  in  numberless  instances  would  be,  rendered  worthless. 
Millions  of  dollars  have  been  invested  by  manufacturers  and  me- 
chanics in  tbese  limited  assignments  of  patents  in  our  manufactur- 
ing districts  and  towns,  giving  them,  as  they  have  supposed,  the 
monopoly  of  the  patented  machine  or  article  within  the  district 
purchased.  The  decision  of  the  court  in  this  case  will,  in  my  view, 
utterly  destroy  the  value  of  a  great  portion  of  this  property. 

I  do  not  regard  the  authorities  cited  as  establishing  a  different 
doctrine  from  that  now  contended  for.  The  remark  of  Chief  Jus- 
tice Taney,  in  Bloomer  v.  McQuewan,  that  **  when  a  machine 
passes  to  the  hands  of  a  purchaser,  it  is  no  longer  within  the 
limits  of  the  monopoly  ;  it  passes  outside  of  it,  and  is  no  longer 
under  the  protection  of  the  act  of  Congress,"  is  perfectly  true  in 
the  sense  and  application  in  which  the  Chief  Justice  made  it.  He 
was  speaking  of  time,  not  territory  ;  of  the  right  to  use  a  machine 
after  the  original  patent  had  expired  and  a  renewal  had  been 
granted,  not  of  using  it  in  a  place  outside  of  the  grant.  All  the 
effects  mentioned  by  the  Chief  Jystice  would  undoubtedly  follow 
so  far  forth  as  it  was  in  the  power  of  the  vendor  to  produce  them, 
but  no  further.  And  he  would  never  have  contended  that  those 
effects  would  follow  any  further  than  the  vendor's  power  to  pro- 
duce them  extended.  That  is  the  very  question  in  this  case. 
How  far  did  the  assignee's  interest  and,  therefore,  his  power  ex- 
tend ?  In  my  judgment  it  was  limited  in  locality,  both  as  to  man- 
ufacture and  use,  and  that  he  could  not  convey  to  another  what  he 
did  not  have  himself.  I  hold,  therefore,  that  the  decree  should  be 
reversed. 


PniiiP  ET  AL.  V.  Nook. 

(17  Wallace.  460.) 

In  a  Boit  by  a  patentee,  for  damages  against  an  infringer,  the  plaintiff  can  recover 
only  for  actual  damages,  and  he  must  phow  the  damages  by  evidence.  They  can- 
not be  left  to  conjecture  by  the  jury.  Whoro  he  has  sought  his  profit  in  the  form 
of  a  royalty  paid  by  his  licensees,  and  there  are  no  peculiar  circumstances,  the 
amount  to  be  recovered  will  be  regulated  by  that  standard.  Counsel  fees  cannot 
be  included  in  the  verdict,  and  an  instruction  which  directed  the  jury  to  award  to 
the  plaintiff  "such  sum  as  they  should  find  to  be  required  to  remunerate  him  for 
the  loss  sustained  by  the  wrongiul  act  of  the  defendants,  and  to  reimbur$€  him  for 
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aU  such  expenditures  cm  have  been  nteessarily  incurred  by  him  in  order  to  estahlUh 
hit  right,'*  was  held  to  be  erroneous,  as  too  broad  and  vague,  and  as  tending  to 
lead  the  jury  to  suppose  that  it  was  their  duty  to  allow  counsel  fees,  and  perhaps 
other  charges  and  expenditures  equally  inadmissible. 

Error  to  the  Supreme  Court  of  the  District  of  Columbia. 

Nock  brought  an  action  in  the  court  below  against  Philp  and 
others  to  recover  damages  for  the  infringement  of  a  patent  granted 
to  him  by  the  United  States  for  an  improvement  touching  the  lids 
of  inkstands  and  the  hinge  whereby  such  lids  are  attached.  The 
case  came  on  to  be  tried  in  March,  18T0,  and  therefore  while  the 
Patent  Act  of  July  4th,  1836,  (5  Stat,  at  Large,  123,)  which  in 
suits  against  infringers  gives  to  patentees  ^'  the  actual  damages 
sustained"  by  them,  was  in  force;  a  similar  provision,  however, 
being  made  in  the  subsequent  Patent  Act  of  July  8th,  1870.  16 
Id.,  207.  The  bill  of  exceptions  showed  that  the  plaintiff  gave 
in  evidence  that  during  the  term  of  the  patent  *'the  defendants 
had  sold  inkstands  having  hinges  that  were  infringements  of  the 
plaintiff's  patent,  to  the  number  of  seventy-five  dozen,  and  that 
the  royalty  which  the  plaintiff  received  for  the  use  of  his  patent 
was  at  the  rate  of  $2  per  gross."  The  testimony  being  closed,  the 
court  instructed  the  jury  as  follows : 

**  If  the  jury  shall  find  a  verdict  for  the  plaintiff  under  the  fore- 
going instructions,  they  will  award  him  such  sum  as  they  shall 
find  to  be  required  to  remunerate  him  for  the  loss  sustained  by  the  * 
wrongful  act  of  the  defendants,  and  to  reimburse  him  for  aU  such 
expenditures  as  have  been  necessarily  incurred  by  him  in  order  to 
establi'Sh  his  right,'* 

To  this  instruction  the  defendant  excepted. 
A  verdict  and  judgment  having  been  given  for  the  plaintiff  in 
the  sum  of  $500^  the  defendants  brought  the  case  here. 

Mr,  R.  D.  Mussey^for  the  plaintiff  in  error: 

All  the  injury  proved  was  that  the  defendants  withheld  royalty 
to  the  amount  of  $12.60.  There  was  no  evidence  of  any  ''expend- 
iture by  Nock,  and  the  instruction  had  no  foundation  in  the  evi- 
dence. Its  inevitable  effect  upon  the  minds  of  the  jury  was  to 
lead  them  to  believe  they  might  lump  counsel  fees,  and  such  other 
expenditures  as  they  inferred,  and  out  of  them  make  a  total.  Tho 
jury  followed  this  evident  lead  of  the  court,  and  returned  a  verdict 
for  forty  times  the  amount  proven. 

Mr.  G,  W,  Paschaly  contra: 

The  bill  of  exceptions  does  not  show  all  the  evidence  in  the  case, 
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but  it  may  be  gathered  that  the  plaintiff  below  proved  that  the 
defendants  had  infringed  his  right  by  selling  seventy-five  dozen 
inkstands.     What  further  facts  he  proved  is  not  stated. 

Mr.  Justice  Swaynb  delivered  the  opinion  of  the  court. 

The  measure  of  the  damages  to  be  recovered  against  infringers 
prescribed  by  the  act  of  1836  as  well  as  by  the  act  of  1870,  is  **the 
actual  damages  sustained  by  the  plaintiff."  Where  the  plaintiff 
has  sought  his  profit  in  the  form  of  a  royalty  paid  by  his  licensees, 
and  there  are  no  peculiar  circumstances  in  the  case,  the  amount 
to  be  recovered  will  be  regulated  by  that  standard.  If  that  t^st 
cannot  be  applied,  he  will  be  entitled  to  an  amount  which  will 
compensate  him  for  the  injury  to  which  he  has  been  subjected  by 
the  piracy.  In  arriving  at  their  conclusion,  the  profit  made  by 
the  defendant  and  that  lost  by  the  plaintiff  are  among  the  elements 
which  the  jury  may  consider.  Where  the  infringement  is  confined 
to  a  part  of  the  thing  sold,  the  recovery  must  be  limited  accord- 
ingly. It  cannot  be  as  if  the  entire  thing  were  recovered  by  the 
patent ;  or,  where  that  is  the  case,  as  if  the  infringement  were  as 
large  as  the  monopoly.  Counsel  fees  cannot  be  included  in  the 
verdict.  The  plaintiff  must  show  his  damages  by  evidence.  They 
must  not  be  left  to  conjecture  by  the  jury.  They  must  be  proved, 
and  not  guessed  at. 

The  instruction  under  consideration  was  too  broad  and  too  vague. 
The  jury  could  have  hardly  doubted  that  it  was  their  duty  to  allow 
the  counsel  fees  paid  or  to  be  paid  by  the  plaintiff,  and  perhaps 
other  charges  and  expenditures  equally  inadmissible. 

Judgment  reversed,  and  the  cause  remanded  to  the  court  below, 

with  directions  to  issue 

A  venire  de  novo. 


Carlton  v,  Bokbe. 

(17  Wallace,  463.) 

1.  Where  a  claim  in  a  patent  uses  general  terms  of  reference  to  the  specification,  snch 

as  ''substantially  in  the  manner  and  for  the  purpose  herein  set  forth,"  although 
the  patentee  will  not  be  held  to  the  precise  combination  of  all  the  parts  described, 
yet  his  claim  will  be  limited,  by  reference  to  the  history  of  the  art,  to  what  was 
really  first  invented  by  him. 

2.  General  claims  inserted  in  a  reissued  patent  will  be  carefully  scrutinized,  and  will 

not  be  permitted  to  extend  the  rights  of  the  patentee  beyond  what  is  shown  by 
the  history  of  the  art  to  have  been  really  his  invention.  If  made  to  embrace 
more  the  claim  will  be  void. 

3.  One  void  claim,  if  made  by  inadvertence  and  in  good  faith,  will  not  vitiate  the 

entire  patent. 


Out  18W.] 


Carlton  v.  Boeeb. 


Opm 


n  of  tbo  court. 


Appeal  from  the  Circuit  Court  for  the  Diatrict  of  Maryland. 

William  CarlLoD  et  al.,  as  assignees  of  Christtsn  Reichmann, 
filed  their  bill  in  equity  in  th,e  court  below  to  restrain  Howard 
Bokee  from  infringing  a  patent  for  an  improvement  in  lamps, 
granted  to  Reichmann  on  the  2l6t  of  September,  1858,  and  reissued 
to  Carlton  and  one  Merrill  on  the  11th  of  August,  1868. 

The  court  below  dismissed  the  bill,  and  the  complainant  took 
this  appeal. 

The  case  can  be  gathered  from  the  facts  stated  in  the  opinion  of 
the  court. 

Mesaj-3.  J.  S.  B.  Latrdbe  and  B.  R.  Curtis,  for  the  appellant; 
Messrs.  C.  F.  Blake  and  C.  M.  KcUer,  contra. 


Mr.  Justice  Bradley  stated  the  facts  and  delivered  the  opinion  of 
the  court. 

The  lamp,  as  patented  to  Reichmann,  was  one  of  a  large  number 
of  attempts  made  about  the  time  rtg.  i. 

to  utilize  petroleum  and  its  vari- 
ous products  for  purposes  of  illu- 
mination. The  old  lamps  adapted 
to  sperm  oil,  lard,  and  other  gross 
and  sluggish  oils  were  unfitted 
for  the  use  of  so  volatile  and  dan- 
gerous a  substance.  In  them  the 
flame  was  set  close  to  the  lamp, 
and  the  tube  holding  the  wick  was 
projected  downward  into  the  oil, 
so  that  the  heat  of  the  flame 
might  be  communicated  thereto, 
in  order  to  render  it  more  fluid 
and  susceptible  to  the  capillary 
attraction  of  the  wick.  Such  an 
arrangement  as  this  with  petrole- 
um would  have  produced  a  speedy 
explosion.  This  article  required 
that  the  flame  should  be  elevated 
as  far  as  possible  above  the  lamp 
and  that  the  metallic  wick-tube 
should  not  communicate  any  heat 
to  the  fluid.  This  was  one  object 
to  be  attained  in  the  burners  re- 
quired for  the  use  of  the  new  illu- 
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minator.  Another  was  some  contrivance  for  concentrating  a  cur- 
rent of  air  upon  the  flame  itself,  so  as  to  consume  as  perfectly  as 
possible  all  the  rapidly-escaping  volatile  gases,  both  as  a  saving  of 
light  and  as  a  preventive  of  the  disagreeable  odors  which  they 
would  otherwise  diffuse. 

Reichmann*8  burner,  illustrated  in  Figure  1,  was  intended  to  ac- 
complish these  main  objects  as  well  as  some  subsidiary  ones,  which 
will  hereafter  appear.  It  consisted  of  several  distinct  parts,  com- 
bined and  arranged  in  a  particular  manner.  First,  a  flat  wick-tube 
(indicated  in  the  figure  by  the  letter  c)  attached  to  the  cap  or  stopper 
of  the  lamp,  and  rising  above  the  same  one  or  two  inches,  more  or 
less,  according  to  the  size  of  the  burner,  but  not  projecting  into  the 
lamp  below.  Secondly,  ratchet-wheels  attached  to  the  side  of  the 
wick-tube  on  a  small  shaft,  (</,)  for  raising  and  lowering  the  wick. 
Thirdly,  a  slide  or  sleeve  (i)  fitted  to  slip  up  and  down  over  the  wick- 
tube,  and  suflSciently  tight  to  stay  in  any  position  thereon,  and  fur- 
nished with  arms,  (o,  o,)  two  or  more,  for  supporting  above  the 
wick-tube  a  dome  or  deflector,  (m.)  Fourthly,  the  dome  aforesaid, 
having  an  oval  or  oblong  slot  for  the  flame  to  pass  through,  so  that 
part  of  the  flame  might  be  above  the  dome  and  part  below  it.  The 
object  of  this  dome  was  to  collect  and  concentrate  the  air  upon  the 
flame,  in  order  to  make  it  burn  more  brightly  and  consume  the 
hydro-carbon  and  other  gases  which  emanated  from  the  petroleum. 
It  also  acted  as  a  deflector  of  the  light  proceeding  from  the  lower 
part  of  the  flame,  whereby  it  was  thrown  downward  towards  and 
around  the  lamp,  whereas  the  light  from  that  part  of  the  flame 
above  the  dome  was  all  thrown  upward  or  horizontally  about  the 
room.  Fifthly,  around  the  periphery  of  the  dome  several  narrow 
slips  of  the  metal  (k)  were  turned  up,  to  act  as  arms  or  supports  to 
the  glass  chimney  of  the  lamp,  and  between  these  arms  spaces  were 
cut  out  of  the  edge  of  the  dome,  to  allow  air  to  pass  up  between  the 
dome  and  chimney  for  the  purpose  of  guiding  the  flame  and  feed- 
ing it  with  additional  oxygen.  Sixthly,  the  chimney  itself,  (p,) 
which  was  placed  inside  of  and  upon  the  said  arms  or  supports, 
and  held  in  its  position  thereby. 

This  was  the  combination  of  elements  of  which  Beichmann's 
burner  consisted,  and  it  will  be  perceived  that  the  chimney  was  so 
elevated  that  the  flame  of  the  lamp  below  the  dome  was  exposed  on 
every  side,  and  a  current  of  air  or  a  rapid  movement  of  the  lamp 
would  extinguish  it.  This  was  the  great  defect  of  the  burner, 
which  prevented  its  introduction  into  general  use,  and  rendered  it 
of  little  value.  The  principal  advantage  which  Beichmann  in  his 
patent  claimed  for  it  was  that  it  allowed  the  Jight  from  the  under 
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side  of  the  deflector  to  be  reflected  or  thrown  downward  upon  tha 
table  or  lamp.  This  was  effected  by  the  use  of  upright,  slender 
arms  to  support  the  dome,  so  that  the  space  around  and  under- 
neath the  dome  was  left  open  and  uninclosed.  He  also  claimed 
some  less  important  advantages  in  his  arrangement  of  the  ratchet- 
Fig.  a. 
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wheels  for  raising  the  wick,  and  one  or  two  other  things  of  no 
importance  in  this  controversy. 

The  patent  had  but  one  claim  and  that  amounted  to  the  general 
combination  of  elements  referred  to  and  their  peculiar  arrange^ 
ment.     It  was  in  these  words: 

"What  I  claim  as  new  and  desire  to  secure  by  letters  patent  is, 
in  combination  with  the  lamp,  the  slotted,  open,  bell-shaped  cap, 
(i.  e.y  the  dome,)  when  so  constructed,  arranged,  and  operating  as 
to  allow  light  to  be  deflected  downwards,  substantially  in  the 
manner  and  for  the  purpose  herein  set  forth  and  explained." 

In  order  to  understand  how  narrow  this  claim  really  was,  it  is 
necessary  to  know  a  little  of  the  history  of  the  art.  Two  well- 
known  burners  are  conceded  to  have  been  in  use  before  Reich- 
mann's  invention,  which  have  a  material  bearing  on  his  claims; 
the  Vienna  burner  and  Stuber's  burner.  These  have  been  exhib- 
ited to  us. 

The  Vienna  burner,  shown  in  Figure  2,  contained  the  flat  wick- 
tube,  the  ratchet-wheel  attached  thereto  (but  covered  and  not  ex- 
posed as  in  Reichmann's,)  and  a  slotted  dome  above  the  wick  for 
the  flame  to  pass  through,  and  a  chimney;  but  the  dome  was  not 
supported  by  slender  arms,  as  in  Reichmann's,  but  was  connected 
with  a  gallery,  which  supported  the  chimney  and  surrounded  the 
wick-tube  and  dome,  and  rested  on  the  lamp  or  cap  below,  so  that 
all  the  light  of  the  flame  below  tlie  dome  was  inclosed  and  lost 
and  could  not  issue  out  as  in  Reichmann's  burner.  The  drawing 
shows  the  dome  (a,)  the  surrounding  gallery  (6,)  and  the  lower 
part  of  the  wick-tube  (c.) 

The  Stuber  burner,  invented  by  John  Stuber  in  1856,  and  made 
in  considerable  quantities  in  that  and  the  following  years  at  Utica, 
New  York,  (shown  in  Figure  3,)  was  an  improvement  on  the  Vienna 
burner,  in  this,  that  the  gallery  was  so  low  as  to  leave  a  consider- 
able open  space  under  the  dome  for  the  reflected  light  to  pass  out 
in  a  downward  direction,  and  the  dome  was  supported  by  slender 
arms  ^dy)  but  these  arms  were  attached  to  the  gallery  and  not  to 
a  sleeve  fitted  on  to  the  wick-tube.  It  differed,  therefore,  from 
Reichmann's  in  these  respects:  the  chimney  was  supported  on  a 
low  gallery  instead  of  the  dome  itself,  and  the  dome  was  supported 
by  arms  (rf)  attached  to  this  gallery  instead  of  arms  attached  to  a 
sleeve  on  the  wick-tube.*     Therefore,  with  these  burners  before  us, 

'^'The  Figure  4  shows  another  form  of  Stuber's  invention.  In  Figure  3  upright 
strips  of  metal  embrace  the  exterior  of  the  chimney  so  as  to  make  it  stand  steadily. 
In  Figure  4  an  ornamental  crown  piece  with  large  openings,  reducing  the  quantity  of 
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all  the  invention  we  can  discover  in  Beichmann's  burner  is  the 
peculiar  mode  of  supporting  his  dome  by  slender  arms  attached  to 
a  sleeve  fitted  on  to  the  wick-tube,  and  the  elevation  of  the  chimney 
on  the  outer  edge  of  the  dome.  The  latter  peculiarity,  as  we  have 
seen,  is  a  defect  which  rendered  the  burner  nearly  useless. 

The  lamp  made  and  sold  by  the  defendants  is  substantially  ex- 
hibited (in  a  sectional  view)  in  Figure  5,  which  was  patented  to 
L.  J.  Atwood,  October  13th,  1863.  The  dome  and  chimney  are 
lifted  from  their  place  on  the  cap  of  the  lamp  to  show  the  parts. 

The  allegation  of  the  complainants  that  the  defendant  uses 
Reichmann's  invention  of  peripheral  springs  (m)  around  the  edge 
of  the  dome  (A)  for  steadying  his  chimney  we  regard  as  fallacious. 
The  transformation  by  a  mere  trick  of  words  and  vague  generali- 
ties of  the  arms  or  supports  used  by  Reiclimann  to  sustain  his  chim- 
ney into  peripheral  springs  may  be  ingenious,  but  it  cannot  stand 
the  test  of  sober  consideration.  It  is  not  pretended  that  Reich- 
mann  produced  anything  more  than  the  arms  or  supports  shown 
in  his  original  patent,  marked  Jc  in  Figure  1.  These  were  mere 
slips  of  metal  turned  up  around  the  edge  of  the  dome,  such  as  had 
been  in  common  use  for  a  great  period  of  time.  All  that  Reich- 
maun  did  new  in  this  regard  was  to  elevate  his  chimney  on  the  top 
of  the  dome.  This,  in  fact,  rendered  his  lamp  in  the  main  useless, 
and  the  defendant  does  not  copy  it,  but  slips  his  chimney  down 
around  the  dome  and  places  it  on  a  platform  perforated  with  holes, 
which  rests  upon  the  cap  of  the  lamp  and  answers  to  the  bottom 
or  floor  of  Stuber's  gallery.  He  thus  surrounds  the  flame  with 
the  chimney  below  as  well  as  above  the  dome  and  prevents  it  from 
being  extinguished  by  drafts  of  air  without  obstructing  the  issue 
of  the  light  from  below  the  dome.  In  this  respect  his  lamp  is 
more  like  Stuber's  than  Roichmann's.  It  is  true  that  he  keeps  his 
chimney  from  coming  in  contact  with  the  dome  by  surrounding  the 
latter  with  a  fine  spiral  spring  or  metallic  fringe  (m,)  but  this  has 
no  resemblance  or  analogy  to  the  supporting  arms  appended  by 
Reichmann  to  his  dome. 

The  question  whether  the  defendant's  burner  which  is  called 
the  Comet,  contains  the  other  peculiarity  of  Reichmann's  burner, 
namely,  the  supporting  of  the  dome  by  slender  arms  attached 
directly  to  a  sleeve  fitted  snugly  upon  the  wick-tube,  admits  of 
more  discussion.  The  dome  was  supported  by  slender  arms  both 
in  Stuber's  and  Reichmann's  lamps,  but  in  the  former  the  arms 

metal  embracing  the  chimney  to  not  greatly  more  than  what  is  in  the  "apright  strips 
of  metal,"  seen  in  Figure  3,  performs  the  same  fanclions  that  the  last  do  in  the  burner 
illustrated  by  the  said  Figure  3. — Rep. 
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were  attached  to  the  surrounding  gallery  on  which  the  chimney 
rested,  and  which  was  slipped  over  a  raised  portion  of  the  base  (/) 
to  which  the  wick-tube  was  affixed  and  there  held  in  place  by  a 
bayonet  fastening,  whilst  in  Reich mann's  burner  the  arms  were 
attached  to  a  sleeve,  fitted  directly  upon  the  wick-tube  so  snugly  as 
to  support  the  dome  and  chimney  firmly  and  steadily,  as  before 
described.  Now,  in  the  Comet  burner  of  the  defendant,  the  arms 
supporting  the  dome  (i,)  Figure  5,  are  attached  to  the  platform 
before  mentioned,  which  answers  the  place  of  the  gallery  floor  in 
Stuber's  burner,  and  the  central  portion  of  which  is  perforated  with 
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an  opening  or  slot  (t)  so  as  to  pass 
down  over  the  wick-tube  when 
being  placed  on  the  lamp ;  around 
this  slot  or  opening  the  plat- 
form is  raised  next  to  the  wick- 
tube  in  a  conical  form  (gr,)  so  that 
the  top  edge  of  the  raised  part 
touches  the  wick-tube,  and  thus 
helps  to  give  steadiness  to  the 
dome  and  chimney.  The  arms  are 
attached  to  this  raised  part.  But 
this  raised  portion  of  the  plat- 
form is  very  far  from  being  Reich- 
mann's  sleeve,  which  was  a  pe- 
culiar characteristic  in  his  lamp, 
and  the  sleeve  arrangement  was 
all  that  Reichmann  pretended  to 
have  produced.  Its  generaliza- 
tion in  the  reissued  patent  is  sim- 
ply efiected  by  a  dexterous  use 
of  words  and  vague  generalities. 
We  are  constrained  to  hold,  there- 
fore, that  the  Comet  burner  is  not 
an  infringement  of  Reichmann's 
original  patent  or  of  the  inven- 
tion which  is  exhibited  in  his 
original  specification. 

It  is  proper  next  to  inquire  as 
to  the  bearing  of  the  reissued 
patent  on  the  question  in  litiga- 
tion between  the  parties.  The 
defenses  made  by  the  defendant 
against    this  reissue  are,   first, 
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that  it  was  obtained  illegally,  wrongfully,  and  by  false  pretenses, 
and  because  it  seeks  to  claim  things  of  which  Beichmann  was  not 
the  original  and  first  Inventor;  secondly,  that  the  original  patent 
itself  was  void,  because  the  only  thing  in  it  which  Beichmann  had 
any  pretense  of  inventing  was  anticipated  by  a  man  by  the  name 
of  Michael  Collins,  as  early  as  1843. 

The  specification  of  the  reissued  patent  describes  the  burner  of 
Beichmann  substantially  as  was  done  in  the  original  patent,  being 
interspersed,  however,  with  observations  as  to  the  uses  and  objects 
of  particular  parts,  evidently  borrowed  from  subsequent  experience 
and  events.  The  single  claim  of  the  original  patent  is  expanded 
into  seven  distinct  claims.  The  first  three  of  these. claims,  taken 
with  the  qualifications  which  they  contain,  and  limited  as  they 
must  be  by  the  stat«  of  the  art  at  the  time  when  the  original 
patent  was  applied  for,  amount  to  precisely  the  same  thing  and  to 
no  more  than  the  one  claim  of  the  original  patent.  The  first  is  for 
a  combination  of  only  two  elements,  it  is  true,  the  flat  wick-tube 
and  the  dome,  which  combination  is  found  in  both  the  Vienna  and 
Stuber  burners ;  but  a  qualification  is  added,  that  the  combination 
is  to  be  ''under  the  arrangement  substantially  as  shown  and  de- 
scribed, so  that,  while  directly  connected  with  each  other,  the  said 
parts  shall  allow  light  to  pass  out  or  be  reflected  from  between 
them  as  set  forth."  Thus  it  is  made  essential  to  the  invention 
here  claimed,  not  only  that  the  two  elements  named  should  be 
present,  but  that  they  should  have  the  arrangement  described  in 
the  patent,  and  should  have  a  direct  connection  with  each  other, 
and  that  the  light  should  be  reflected  from  between  them.  All 
these  things  exist  in  the  Stuber  burner  except  one.  In  that  burner 
the  wick-tube  and  the  dome  are  not  directly  connected  together. 
The  dome  is  first  connected  with  the  gallery  and  the  gallery  with 
the  wick-tube.  So  that  the  claim  is  reduced  to  the  same  thing 
which  was  claimed  in  the  original  patent.  The  same  may  be  said 
of  the  second  and  third  claims.  If  they  mean  anything  more  than 
the  claim  in  the  original  patent  they  are  void.  Being  identical 
with  that  they  are  needlessly  multiplied,  and  by  exhibiting  a  seem- 
ing of  claims  to  which  Beichmann  was  not  entitled  they  are  cal- 
culated to  confuse  and  mislead.  We  think  it  proper  to  reiterate 
our  disapprobation  of  these  ingenious  attempts  to  expand  a  simple 
invention  of  a  distinct  device  into  an  all-embracing  claim,  calcu- 
lated by  its  wide  generalizations  and  ambiguous  language  to  dis- 
courage further  invention  in  the  same  department  of  industry  and 
to  cover  antecedent  inventions.  Without  deciding  that  a  repetition 
of  stibstantially  the  same  claim  in  different  words  will  vitiate  a 
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patent,  we  hold  that  where  a  specification  by  ambiguity  and  a 
needless  multiplication  of  nebulous  claims  is  calculated  to  deceive 
and  mislead  the  public,  the  patent  is  void. 

The  fourth  claim  was  clearly  anticipated  by  the  burner  of  Stuber. 
It  is  in  the  following  words : 

"A  lamp-burner  composed  of  two  groups  of  elements,  the  first 
consisting  of  the  base  with  its  wick-tube  and  wick-adjusting  rack 
and  pinions;  the  second  of  a  chimney-holder,  deflector,  and  such 
other  parts  as  may  be  needed  for  the  proper  combustion  of  the  fluid 
so  as  to  produce  an  illuminating  flame,  the  two  groups  being 
united  by  friction,  and  the  latter  when  in  position  in  the  burner 
being  supported  by  the  former  without  the  intervention  of  any 
mechanical  device  whereby  the  two  may  be  rigidly  connected 
together,  substantially  as  and  for  the  purposes  herein  shown  and 
set  forth." 

Everything  here  claimed  is  found  in  Stuber's  burner.  If  this 
claim  is  valid  Stuber  could  be  enjoined.  The  addition  of  a  bayonet 
fastening  by  Stuber  does  not  destroy  the  identity  of  his  lamp  with 
the  alleged  invention  described  in  this  claim.  It  follows  that  this 
claim  is  void  for  this  reason,  without  reference  to  other  objections 
which  have  been  suggested  in  relation  to  it.  One  void  claim, 
however,  does  not  vitiate  the  entire  patent,  if  made  by  mistake  or 
inadvertence  and  without  any  willful  default  or  intent  to  defraud 
or  mislead  the  public.  Giving  to  the  complainants  the  whole 
benefit  of  this  indulgence  there  is  still  nothing  in  the  remaiqing 
claims  which  the  defendant  is  called  upon  to  answer.  They  are 
merely  for  combinations  of  parts  in  the  original  burner  of  Reich- 
mann  which  the  defendant  does  not  use  unless  the  pretense  of  a 
claim  to  peripheral  springs  as  distinguished  from  Reichmann's 
arms  and  supports  can  be  sustained.  We  have  already  seen  that 
this  cannot  be  done. 

Our  conclusion,  therefore,  is  that  the  Comet  burner  is  no  in- 
fringement of  Reichmann's  reissued  patent  so  far  as  that  patent  is 

I  valid. 

This  view  of  the  case  makes  it  unnecessary  to  discuss  the  ques- 
tion relating  to  the  alleged  invention  of  Collins.  Whilst  his  con- 
duct and  testimony  and  that  of  the  other  witnesses  who  testify  to 

!  his  invention  are  susceptible  of  much  criticism,  we  think  it  j)roper 

to  say  that  we  should  feel  great  difficulty  in  disregarding  it  alto- 
gether.    If  the  models  presented  by  him  were  really  his  invention 

I  at  the  time  sworn  to,  the  Reichmann  patent  has  no  fouudatiou 

I  whatever  to  stand  on.    But  waiving  the  discussion  of  this  question 
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we  feel  bound  to  afiEirm  the  decree  of  the  Circuit  Court  for  the  rea- 
sons above  stated. 

Decree  affirmed. 


Coffin  v,  Ogden. 

(18  Wallace.  120.) 

1.  When,  in  a  patent  case,  a  person  claims  as  an  original  inVentor  and  the  defense  is 
a  prior  invention  by  the  defendant,  if  the  defendant  prove  that  the  instrument 
which  he  alleges  was  invented  by  him  was  complete  and  capable  of  working,  that 
it  was  known  to  at  least  five  persons,  and  probably  to  many  others,  that  it  was 
put  in  use,  tested,  and  successful,  he  brings  the  case  within  the  established  severe 
tests  required  by  law  to  sustain  the  defense  set  up. 
'  2.  Barthol  Erbe  anticipated  William  S.  Kirkham  in  the  invention  of  door  locks  with 
reversible  latches. 

Appeal  from  the  Circuit  Court  for  the  Southern  District  of  New 
York,  in  which  court  Coffin  filed  a  bill  against  Ogden  et  al,  to 
enjoin  them  from  making  door  locks  of  a  certain  kind,  the  exclu- 
sive right  to  make  which  he  alleged  belonged  by  the  assignment  of 
a  patent  right  to  him. 

The  case  was  one  chiefly  of  fact,  involving  the  question  of  pri- 
ority of  invention.  The  court  below  was  of  the  opinion  that  the 
complainant,  or  rather  the  person  under  assignment  of  whose 
patent  he  claimed  and  was  working,  had  been  anticipated  in  his 
invention ;  and  dismissed  the  bill.  From  that  decree  the  defend- 
ants took  this  appeal. 

Mr,  George  Gifford^for  the  appellant;  Mr,  B,  F,  Thurston,  contra. 

Mr.  Justice  Swayne  stated  the  case,  recited  the  evidence,  and 
delivered  the  opinion  of  the  court. 

The  appellant  was  the  complainant  in  the  court  below,  and  filed 

this  bill  to  enjoin  the  defendants  from  infringing  the  patent  upon 

which  the  bill  is  founded.     The  patent  is  for  a  door  lock  with  a 

latch  reversible,  so  that  the  lock  can  be  applied  to  doors  opening 

either  to  the  right  or  the  left  hand.     It  was  granted  originally  on 

the  11th  of  June,  1861,  to  Charles  R.  Miller,  assignee  of  William 

S.  Kirkham,  and  reissued  to  Miller  on  the  27th  of  January,  1863. 

On  the  10th  of  June,  1864,  Miller  assigned  the  entire  patent  to  the 

complainant.     No  question  is  raised  as  to  the  complainant's  title, 

nor  as  to  the  alleged  infringement  by  the  defendants.     The  answer 

alleges  that  the  thing  patented,  or  a  material  and  substantial  part 

thereof,  had  been,  prior  to  the  supposed  invention  thereof  by  Kirk- 
30 
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ham,  known  and  used  by  divers  persons  in  the  United  States,  and 
that  among  them  were  Barthol  Erbe,  residing  at  Birmingham, 
near  Pittsburg,  and  Andrew  Patterson,  Henry  Masta,  and  Bernard 
Brossi,  residing  at  Pitt8burg,and  that  all  these  persons  had  such 
knowledge  at  Pittsburg.  The  appellees  insist  that  Erbe  was  the 
prior  inventor,  and  that  this  priority  is  fatal  to  the  patent.  This 
proposition,  in  its  aspects  of  fact  and  of  law,  is  the  only  one  which 
we  have  found  it  necessary  to  consider. 

Kirkham  made  his  invention  in  March,  1861.  This  is  clearly 
shown  by  the  testimony,  and  there  is  no  controversy  between  the 
parties  on  the  subject. 

It  is  equally  clear  that  Erbe  made  his  invention  not  later  than 
January  1st,  1861.  This  was  not  controverted  by  the  counsel  for 
the  appellant;  but  it  was  insisted  that  the  facts  touching  that  in-, 
vention  were  not  such  as  to  make  it  available  to  the  appellees,  as 
against  the  later  invention  of  Kirkham  and  the  patent  founded 
upon  it.  This  renders  it  necessary  to  examine  carefully  the  testi- 
mony upon  the  subject. 

Erbe' 8  deposition  was  taken  at  Pittsburg  upon  interrogatories 
agreed  upon  by  the  parties  and  sent  out  from  New  York.  He 
made  the  lock  marked  H.  E.  (It  is  the  exhibit  of  the  appellees,  so 
marked.)  He  made  the  first  lock  like  it  in  the  latter  part  of  the 
year  1860.  He  made  three  such  before  he  made  the  exhibit  lock. 
The  first  he  gave  to  Jones,  WalHngford  &  Co.  The  second  he 
sent  to  Washington,  when  he  applied  for  a  patent.  The  third  he 
made  for  a  friend  of  Jones.  He  thinks  the  lock  he  gave  to  Jones, 
WalHngford  &  Co.  was  applied  to  a  door,  but  is  not  certain. 

Brossi,  In  1860  he  was  engaged  in  lock-making  for  the  Jones 
and  Nimraick  Manufacturing  Company.  He  had  known  Erbe 
about  seventeen. years.  In  1860  Erbe  was  foreman  in  the  lock  shop 
of  Jones,  WalHngford  &  Co.,  at  Pittsburg.  In  that  year,  and 
before  the  1st  of  January,  1861,  he  went  to  Erbe's  house.  Erbe 
there  showed  him  a  lock,  and  how  it  worked,  so  that  it  could  be 
used  right  or  left.  He  says  :  '*  He  (Erbe)  showed  me  the  follower 
made  in  two  pieces.  One  piece  you  take  out  when  you  take  the 
knob  away.  The  other  part — the  main  part  of  the  follower- 
slides  forward  in  the  case  of  the  lock  with  the  latch,  so  you  can 
take  the  square  part  of  the  latch  and  turn  it  around  left  or  right, 
whichever  way  a  person  wants  to."  He  had  then  been  a  lock-maker 
eight  years.  He  examined  the  lock  carefully.  He  had  never  seen 
a  reversible  lock  before.  He  has  examined  the  exhibit  lock.  It  is 
the  same  in  construction.  The  only  difference  is,  that  the  original 
lock  was  made  of  rough  wrought  iron.     It  was  a  complete  lock, 
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and  capable  of  working.  Erbe  thought  it  a  great  thing.  Erbe 
showed  him  the  lock  twice  afterwards  at  Jones,  Wallingford  & 
Go's.  He  saw  such  a  lock  attached  to  the  office  door  there  and 
working,  but  don't  know  whether  it  was  the  first  lock  made  or  one 
made  afterwards. 

Masta.  In  1860  he  was  a  pattern-maker  for  Jones,  Wallingford 
&  Co.  Had  known  Erbe  fourteen  or  fifteen  years.  Erbe  showed 
him  his  improvement  in  reversible  locks  New  Year's  day,  1861. 
He  examined  the  lock  with  the  case  open.  ''You  had  to  pull  out 
the  spindle,  and  the  hub  was  fitted  so  that  it  would  slide  between 
the  spindle  and  the  plate  and  let  the  latch  forward."  .  .  .  ''The 
whole  hub  was  made  of  three  pieces.  One  part  was  solid  to  the 
spindle  or  hub  shanks^  and  then  the  hub  that  slides  between  the 
plate  and  case,  and  a  washer  at  the  other  side  of  the  spindle." 
''There  is  not  a  particle  of  difference  between  the  exhibit  and  the 
original  lock.  It  is  all  the  same."  He  identifies  the  time  by  the 
facts  that  he  commenced  building  a  house  in  1861,  and  that  year  is 
marked  on  the  water  conductor  under  the  roof. 

Patterson.  Until  recently  he  was  a  manufacturer  of  locks  and 
other  small  hardware.  In  the  year  1860  he  was  the  superintend- 
ent of  the  lock  factory  of  Jones,  Wallingford  &  Co.,  and  their  suc- 
cessors in  Pittsburg.  He  had  known  Erbe  since  1856.  About  the 
1st  of  January,  1861,  Erbe  showed  him  an  improved  reversible 
lock  of  his  invention  like  the  exhibit  lock.  The  improvement 
^^  consisted  in  constructing  the  hub  or  follower  so  that  when  the 
spindle  was  withdrawn  the  hub  would  slide  forward  between  the 
cases  so  that  the  head  of  the  latch  would  protrude  beyond  the  face 
of  the  lock,  so  as  to  permit  its  reversal  from  right  to  left ;  the 
latch-head  being  connected  with  the  yoke  by  a  swivel  joint,  so  that 
it  might  be  reversed.  ...  It  was  our  uniform  practice  to  put  our 
new  locks  on  the  doors  about  the  office  to  test  them,  and  I  believe 
that  one  was  put  on ;  but  at  this  distance  of  time  I  cannot  say  posi- 
tively that  it  was." 

There  is  no  proof  that  Erbe  made  any  locks  according  to  his 
invention  here  in  question  but  those  mentioned  in  his  testimony. 
He  applied  for  a  patent  in  1864,  and  failed  to  get  it.  Why,  is  not 
disclosed  in  the  record. 

The  appellants  called  no  witnesses  at  Pittsburg  or  elsewhere  to 
contradict  or  impeach  those  for  the  appellees.  Brossi  was  sul)- 
jected  to  a  rigorous  cross-examination;  but,  in  our  judgment,  it  in 
nowise  diminishes  the  eflfect  of  his  testimony  in  chief.  The  coun- 
sel for  the  appellants  asked  with  emphasis,  in  the  argument  here, 
wity  the  defendants  had  not  called  Jones,  of  the  firm  of  Jones, 
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Wallingford  &  Co.?  The  question  was  well  retorted,  why  was  he 
not  called  by  the  other  side?  He  does  not  appear  in  a  favorable 
light.  He  prevented  Erbe,  who  was  in  his  employ,  from  going  to 
New  York  to  testify  in  behalf  of  the  defendants,  and  avowed  a 
determination  to  prevent,  if  it  were  possible,  their  obtaining  the 
testimony  of  Brossi,  Masta,  and  Patterson.  It  is  difficult  not  to 
legard  him  with  a  feeling  akin  to  that  which  attends  the  pre- 
sumptions in  odium  spoliatoris.  We  entertain  no  doubt  that  the 
testimony  of  all  these  witnesses  is  true  in  every  particular,  includ- 
ing the  statement  of  Bossi  as  to  putting  the  lock  on  the  door.  If 
that  were  false,  doubtless  Jones  would  have  been  called  to  gainsay 
it.  His  hostility  to  the  defendants  is  a  sufficient  reason  for  their 
not  calling  him  for  any  purpose. 

The  case  arose  while  the  Patent  Act  of  1836  was  in  force,  and 
must  be  decided  under  its  provisions.  The  sixth  section  of  that 
act  requires  that  to  entitle  the  applicant  to  a  patent,  his  invention 
or  discovery  must  be  one  '^  not  known  or  used  by  others  before  his 
invention  or  discovery  thereof."  The  fifteenth  section  allowed  a 
party  sued  for  infringement  to  prove,  among  other  defenses,  that 
the  patentee  '*  was  not  the  original  and  first  inventor  of  the  thing 
patented,  or  of  a  substantial  and  material  part  thereof  claimed  to 
be  new.*' 

The  whole  act  is  to  be  taken  together  and  construed  in  the  light 
of  the  context.  The  meaning  of  these  sections  must  be  sought  in 
the  import  of  their  language,  and  in  the  object  and  policy  of  the 
legislature  in  enacting  them,  Gayler  v.  Wild&i\  10  Howard,  496. 
The  invention  or  discovery  relied  upon  as  a  defense  must  have  been 
complete,  and  capable  of  producing  the  result  sought  to  be  accom- 
plished ;  and  this  must  be  shown  by  the  defendant.  The  burden 
of  proof  rests  upon  him,  and  every  reasonable  doubt  should  be  re- 
solved against  him.  If  the  thing  were  embryotic  or  inchoate,  if 
it  rested  in  speculation  or  experiment,  if  the  process  pursued  fur 
its  development  had  failed  to  reach  the  point  of  consummation,  it 
cannot  avail  to  defeat  a  patent  founded  upon  a  discovery  or  inven- 
tion which  was  completed,  while  in  the  other  case  there  was  only 
progress,  however  near  that  progress  may  have  approximated  to 
the  end  in  view.  The  law  requires  not  conjecture,  but  certainty. 
If  the  question  relate  to  a  machine,  the  conception  must  have  been 
clothed  in  substantial  forms  which  demonstrate  at  once  its  practi- 
cal efficacy  and  utility.  Reid  v.  Cutter^  1  Story,  590.  The  prior 
knowledge  and  use  by  a  single  person  is  sufficient.  The  number 
is  immaterial.  Bedford  v.  Hunt^  1  Mason,  302.  Until  his  work 
is  done^  the  inventor  has  given  nothing  to  the  public.     In  Gayler 
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V.  Wilder  the  views  of  this  court  upon  the  subject  were  thus  ex- 
pressed :  **  We  do  not  understand  the  Circuit  Court  to  have  said 
that  the  omission  of  Conner  to  try  his  safe  by  the  proper  tests 
would  deprive  it  of  its  priority  ;  nor  his  omission  to  bring  it  into 
public  ui^.  He  miglit  have  omitted  both,  and  also  abandoned  its 
use  and  been  ignorant  of  the  extent  of  its  value;  yet  if  it  was  the 
same  with  Fitzgerald's,  the  latter  would  not,  upon  such  grounds, 
be  entitled  to  a  patent ;  provided  Conner's  safe  and  its  mode  of 
construction  were  still  in  the  memory  of  Conner  before  they  were 
recalled  by  Fitzgerald's  patent."  Whether  the  proposition  ex- 
pressed by  the  proviso  in  the  last  sentence  is  a  sound  one,  it  is  not 
necessary  in  this  case  to  consider. 

Here  it  is  abundantly  proved  that  the  lock  originally  made  by 
Erbe  *'  was  complete  and  capable  of  working."  The  priority  of 
Erbe's  invention  is  clearlv  shown.  It  was  known  at  the  time  to  at 
least  five  persons,  including  Jones,  and  probably  to  many  others 
in  the  shop  where  Erbe  worked  ;  and  the  lock  was  put  in  use,  being 
applied  to  a  door,  as  proved  by  Brossi.  It  was  thus  tested  and 
shown  to  be  successful.  These  facts  bring  the  case  made  by  the 
appellees  within  the  severest  legal  tests  which  can  be  applied  to 
them.     The  defense  relied  upon  is  fully  made  out. 

Decree  Affirmed. 


EuNSON  v.  Dodge. 

(18  Wallace,  414.) 

Where  a  person  daring  the  original  term  of  a  patent  hoaght  from  one  who  had  no  right 
to  Rell  it,  a  machine  which  was  an  infringement  of  the  patent,  and  afterwards  him- 
self boaght  the  patent  for  the  county  where  he  was  using  the  machine,  held  ihat  on 
an  extension  of  the  patent  the  owners  of  the  extension  coald  not  recover  against 
him  for  using  the  machine  after  the  original  term  had  expired ;  but  that  such 
purchase  of  the  interest  in  the  patent,  removed,  as  to  the  purchaser,  all  disability 
growing  out  of  the  wrongful  construction  of  the  machine  then  used  by  him,  and 
rendered  the  use  of  it  legal. 

Appeal  from  the  Circuit  Court  for  the  Southern  District  of  New 
York  ;  the  case  being  this  : 

On  the  23d  of  May,  1854,  the  United  States  granted  to  Myers  et 
al.  a  patent  for  a  sawing  machine  for  fourteen  years,  in  other  words, 
till  the  23d  of  May,  1868. 

About  two  years  after  the  grant  of  the  patent,  that  is  to  say,  in 
April,  1856,  the  patentees  assigned  to  one  Schureman,  for  himself, 
his  legal  representatives  and  a&signs,  all  their  right,  title,  and  in- 
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terest  in  and  to  the  same  for,  in,  and  to  Hudson  county.  New  Jer- 
sey, to  the  end  of  the  term  for  which  the  patent  had  been  granted. 

In  May,  1865,  and  subsequently  to  the  assignment  just  men- 
tioned, Dodge  &  Co.,  a  firm  of  the  same  Hudson  county.  New 
Jersey,  already  mentioned,  bought  from  strangers  tvho  had  no 
right  or  license  to  make  or  vend  it  a  sawing  machine  which  was  an 
infringement  of  the  patent.  Dodge  &  Co.  used  this  machine  for 
about  fifteen  months,  in  good  faith  and  without  knowledge  that  it 
was  an  infringement.  When  receiving  notice  from  Schureman 
that  it  was  so,  and  that  he  was  assignee  of  the  patent  for  Hudson 
county,  they,  on  the  22d  of  September,  1866,  purchased  of  him  the 
letters  and  all  his  right  and  interest  therein  for  the  said 'county. 
This  invested  them,  of  course,  with  all  the  riglits  of  the  patentee, 
for  Hudson  county,  during  the  term  of  the  patent,  in  other  words, 
till  the  23d  of  May,  1868. 

On  the  13th  of  May,  1868,  after  the  transfer  by  the  patentees  to 
Schureman  and  by  him  to  Dodge  &  Co.,  the  patent  was  extended 
to  Myers  and  the  other  patentee,  from  the  23d  of  May,  1868,  until 
the  23d  of  May,  1875. 

Their  right  in  this  extension  these  parties  transferred  to  Eunson 
et  al. 

Hereupon,  in  July,  1871,  these  last-named  parties  finding  that 
Dodge  &  Co.  were  still  using  this  machine,  originally  made  as 
already  said,  ivithout  license  and  unlaiofully,  and  conceiving  that  in 
thus  using  it,  after  the  date  when  the  original  patent  had  expired 
and  in  the  term  of  the  extension  which  had  been  assigned  to  them, 
Dodge  &  Co.  were  infringing  their  rights,  filed  this  bill  to  enjoin 
the  use  and  to  recover  compensation. 

Dodge  &  Co.  set  up  that  they  were  protected  in  the  use  of  the 
machine  by  the  terms  of  the  eighteenth  section  of  the  Patent  Act 
of  July  4th,  1836.  That  act,  after  providing  for  renewals  or  ex- 
tensions, enacts  that — 

^^The  benefit  of  such  renewal  shall  extend  to  assignees  and 
grantees  of  the  right  to  use  the  thing  patented,  to  the  extent  of 
their  interest  therein." 

The  court  below  held  that  the  defendants  were  thus  protected, 
and  a  decree  having  been  given  accordingly,  the  complainants 
brought  the  case  here. 

ilfr.  F.  H,  Betts,  for  the  appellants  : 

We  concede  that  if  the  defendant's  machine  had  been  one  which 
was  lawfully  constructed  by  or  purchased  from  the  patentees  or 
their  assignees,  the  defendants  would  be  protected  under  the  rule 


Oct.  1873.]  EuNSON  V.  Dodge.  471 

■   1^  ■      ■  ■  ■      .      —  .^——. 

OpiDion  of  the  court. 

established  in  Wilson  v.  Rousseau^  4  Howard,  646,  and  other  cases 
in  this  court.  Bloomer  y.  McQuewan,  14  Id.,  539  ;  Chaffee  v.  Bos- 
ton Belting  Company ,  22  Id.,  217,  223;  Bloomer  y,  MiUinger^  1 
Wallace,  340. 

This  rule  is  founded  upon  the  doctrine  stated  in  one  of  these 
cases,  (Chaffee  v.  Boston  Belting  Company,)  that  the  patentee  should 
*'bc  entitled  to  but  one  royalty  for  a  patented  machine,  and  conse- 
quently when  a  patentee  has  himself  constructed  the  machine,  or 
authorized  another  to  construct  and  sell  it,  or  to  construct  and  use 
and  operate  it,  and  the  consideration  has  been  paid  to  him  for  that 
right,  he  has  then  to  that  extent  parted  with  his  monopoly  and 
ceased  to  have  any  interest  in  the  machine."  By  the  lawful  sale 
of  a  machine,  the  right  to  use  it  has  passed  to  the  purchaser  in 
perpetuity,  or  so  long  as  the  machine  exists. 

But  this  case  is  distinguished  from  the  cases  referred  to  by  the 
absence  of  the  very  fact  that  in  each  of  those  cases  brought  these 
defendants  within  the  permission  of  the  statute,  viz,  the  fact  that 
the  machine  had  been  *4awfully  made,"  and  the  patentee  had  sold 
it,  and  with  it  ipso  facto  the  perpetual  right  to  use  it;  in  the  pres- 
ent case  the  defendant's  machine  was  not  '^lawfully  made."  It 
was  ^^  built  and  sold  without  right  or  license  under  said  patent." 
The  patentees  never  have  been  paid  for  the  perpetual  right  to  use 
it.  The  defendants,  therefore,  do  not  come  within  the  terms  of  the 
eighteenth  section,  as  construed  by  this  court. 

Mr,  S.  D.  LaWy  contra. 

Mr.  Justice  Hunt  delivered  the  opinion  of  the  court. 

This  court  has  decided  many  times  that  the  eighteenth  section  of 
the  Patent  Act  of  1836  gives  to  an  assignee  of  the  patent  during 
the  original  term  the  right  to  continue  during  the  extended  term 
the  use  of  a  machine  used  by  him  during  the  original  term.  Wil- 
son y.  Rousseau  J  4  Howard,  646;  Bloomer  y,  McQueioan,  14  Id., 
539;  Chaffee  v.  Boston  Belting  Company ,  22  Id.,  217;  Bloomer  v. 
MiUinger,  1  Wallace,  340. 

The  complainants  seek  to  distinguish  the  present  from  the  cases 
cited  in  this  manner:  In  those  instances  they  say  the  machines 
were  lawfully  constructed  by  the  patentees,  or  purchased  from  the 
patentees  or  their  assigns,  whereas  the  machine  purchased  by  the 
defendants  in  this  case  was  not  a  lawfully-made  machine,  and  was 
never  purchased  from  the  owner  of  the  patent. 

We  are  of  the  opinion  that  this  distinction  is  not  well  taken. 
That  the  purchase  of  the  machine  was  made  from  an  infringer,  and 
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a  wrong  done,  is  true.  When  informed  of  the  offense,  the  pur- 
chaser at  once  corrected  the  evil  by  purchasing  the  entire  right  of 
the  patentees  for  the  county  where  his  machine  was  then  used,  and 
where  it  has  since  been  used.  This  was  equivalent  to  an  original 
lawful  purchase  or  manufacture  of  the  machine.  By  the  purchase 
of  the  right  for  Hudson  county,  and  from  the  moment  of  that  pur- 
chase, the  defendants  held  and  used  the  machine  by  a  lawful  title, 
as  perfect  and  complete  against  the  patentees  as  if  the  original 
purchase  had  been  from  them.  They  then  became,  in  the  lan- 
guage of  the  statute,  ^'grantees  of  the  right  to  use  the  thing  pat- 
ented,'* 80  continued  to  the  time  of  the  expiration  of  the  original 
patent,  and  the  right  so  to  use  was,  in  the  further  language  of  the 
statute,  ''the  extent  of  their  interest  therein." 

We  are  of  the  opinion  that  the  decree  of  the  Circuit  Court  was 
correct,  and  that  it  should  be  Affirmed. 

Mr.  Justice  Strong  took  no  part  in  this  judgment,  not  having 
sat  in  the  case. 


Hicks  v.  Kei^ey. 

(18  Wallace,  670.)     . 

The  mere  change  in  an  instrument  or  machine  of  one  material  into  another — as  of 
wood,  or  of  wood  strengthened  with  iron,  into  iron  alone — is  not  *' invention"  in 
the  sense  of  the  Patent  Acts,  and  therefore  is  not  the  subject  of  a  patent;  the  pur- 
pose and  means  of  accomplishment,  and  form  and  mode  of  operation  of  each 
instrument — the  new  as  of  the  old — being  each  and  all  the  same.  The  mere  fact 
that  the  new  instrument  is  a  better  one  than  the  old  one — requiring  less  repair, 
and  having  greater  solidity  than  the  old  one,  does  not  alter  the  case.  It  does  not 
bring  the  case  out  of  the  category  of  more  or  less  excellence  of  construction. 

Appeal  from  the  Circuit  Court  for  the  Northern  District  of  Illi- 
nois ;  the  case  being  this : 

Hicks  obtained  a  patent  for  an  improved  wagon-reach,  and  filed 
a  bill  against  Kelsey,  charging  infringement  and  praying  the  usual 
relief.  The  defendant  answered,  denying  the  novelty  of  the  alleged 
invention,  and  also  denying  infringement. 

The  thing  called  a  '* wagon-reach" — that  is  to  say,  a  pole  or 
shaft  connecting  the  front  and  rear  axles  of  wagons  or  carriages, 
and  having  an  upward  crook  or  curve  in  it,  so  as  to  allow  the  front 
wheel,  which,  when  a  carriage  is  turned,  goes  against  the  reach  if 
straight,  to  pass  under  it — had  confessedly  long  been  made,  and 
was  public  property.  These  had  been  made  of  wood,  necessarily 
for  the  sake  of  strength  of  a  certain  thickness,  and  consisted  of  one 
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piece,  strengthened  by  straps  of  iron  attached  to  each  side  of  the 
reach.  The  supposed  improvement  of  the  plaintiff  consisted  pre- 
cisely and  only  in  leaving  out  the  wood  in  the  curve  and  bolting 
the  iron  straps  together,  whereby  the  curve  became  all  iron  and 
less  bulky,  but  in  all  other  respects  having  the  same  shape  and 
performing  the  same  office  as  before.  About  all  this  there  was  no 
dispute  whatever.  Instead  of  being  bolted  together,  the  straps 
might  be  welded  so  as  to  make  the  curve  consist  of  solid  iron. 

The  question  was  whether  this  change  of  material — making  the 
curve  of  iron  instead  of  wood  and  iron — was  a  sufficient  change  to 
constitute  invention — the  purpose  being  the  same  (namely,  to  turn 
the  wheel  under  the  body  of  the  wagon,)  the  means  of  accomplish- 
ing it  being  the  same,  (namely,  by  a  curved  reach,)  and  the  form 
of  the  reach  and  mode  of  operation  being  the  same. 

Witnesses  were  examined,  whose  testimony  went  to  show  that 
the  iron  reach  had  advantages  over  those  of  mere  wood,  or  of  wood 
and  iron.  One  said  that  of  thirty  -five,  which  he  had  made  in  about 
two  years,  none  had  come  back  broken  or  needing  repairs;  that 
this  was  not  the  case  with  the  old  sort. 

Another  said : 

"  My  experience  is  that,  in  those  made  of  wood  and  iron,  the 
wood  between  the  iron  plates  in  summer  contracts  and  loosens  the 
bolts." 

Another  said : 

"Hicks's  reach  being  iron,  the  two  plates  come  together  as  one 
whole  substantially  soldered.  In  the  wooden  one,  the  moment  the 
shrinkage  becomes  such  that  the  bolts  become  loose,  each  has  to 
take  its  own  part,  and  the  transit  of  the  trucks,  moving  from  the 
right  to  the  left,  turning  the  friction  from  that,  takes  each  separate 
strain  from  one  and  throws  it  on  to  the  other,  so  it  makes  only  the 
thickness  of  the  one  side — the  one  piece  of  iron — where  otherwise 
it  would  be  two  plates  together.  The  crooked  part,  right  at  the 
crook,  would  break,  according  to  that  arrangement,  bed&use  the 
other  part  is  stronger.  It  will  break  whenever  it  gets  so  it  will 
vibrate,  at  the  weakest  point." 

The  court  below  decided  that  plainly  there  was  nothing  but  a 
change  of  material,  and  that  this — the  purpose,  means  of  accom- 
plishment, form  of  the  instrument,  mode  of  operation,  being  all  as 
in  the  old  reach — was  not  a  sufficient  change  to  constitute  inven- 
tion. It  accordingly  dismissed  the  bill.  From  its  action  herein 
this  appeal  was  taken. 
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Argument  for  the  patentee. 

Mr,  8,  A.  Goodwin^  for  the  appellant: 

This  invention  does  not  consist  in  the  mere  substitution  of  a 
particular  material  for  other  material  which  had  been  previously 
used  for  the  same  purpose  and  in  the  same  way.  The  invention 
consists  in  ihe  production  of  a  certain  described  article  by  a  certain 
described  mechanical  process,  which  process,  viewed  as  a  whole,  is 
new  in  itself.  That  process  is,  the  making  an  ordinary  wooden 
reach  of  two  separate  parts,  in  splicing  those  parts  at  the  front  and 
rear  ends  by  a  particular  and  new  mechanical  arrangement  to  a 
curved  metallic  intermediary  splice,  made  substantially  solid  in 
two  plates,  or  one  casting,  so  that  a  new  article  is  produced  by 
a  new  mechanical  arrangement  or  device — a  new  curved  reach. 
This  article  has  added  advantages  and  increased  utility  over  the 
old  wooden  curved  reach  improved  upon.  They  are  shown  in  the 
proofs.  Indeed,  the  matter  is  intelligible  without  proofs.  The 
curved  reach  is  indispensable,  to  prevent  the  wheel,  when  the  car- 
riage is  turned  and  one  of  the  front  wheels  put  under  it,  from 
rubbing  against  the  reach,  lilting  it  up,  and  upsetting  the  car- 
riage. But  a  curved  reach  must  be  made.  One  is  rarely  found 
in  the  natural  growth  of  a  tree.  The  curved  part,  when  made,  is 
necessarily  weak,  being  usually  made  of  wood  sawed  across  the 
grain.  To  give  strength  the  whole  wooden  reach  has  iron  plates 
along  it,  fastened  on  both  its  sides  with  spikes  or  bolts.  The 
wood  and  the  iron  shrink  unequally,  and  the  bolts  all  become 
loose.  But  when  the  central  part  is  aU  made  of  iron  alone,  leav- 
ing the  ends^  for  the  sake  of  lightness,  to  be  of  wood  alone,  all  this 
is  obviated. 

We  say,  then,  that  this  new  material  in  the  crook  or  curve; 
with  the  new  method  of  attachment  at  each  end  (the  splice)  to  the 
two  wooden  parts ;  with  the  new  construction  of  the  reach  as  a 
whole;  with  the  neto  operation  in  consequence  of  the  change; 
with  the  increased  utility  and  beneficial  results,  thus  incontestably 
proved,  bring  this  patent  within  the  principle  of  all  the  cases  as  a 
patentable  invention. 

There  are  many  cases  in  which  the  materiality  of  an  invention, 
whether  it  be  a  machine  or  a  process,  can  be  judged  of  only  by  its 
effect  on  the  result,  and  this  effect  is  tested  by  the  actual  improve- 
ment in  the  process  of  producing  an  article,  or  in  the  article  itself 
introduced  by  the  alleged  invention.  Roberts  v.  Dickey,  4  Fisher, 
532,  per  Strong,  J. ;  and  see  McCormick  v.  Seymour,  2  Blatchford, 
243 — definition  of  a  patentable  subject,  by  Nelson,  J 

No  opposing  counsel. 
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Mr.  Justice  Bradlbt,  having  stated  the  case,  delivered  the  opin- 
ion of  the  court. 

The  question  is  whether  the  mere  change  of  material — making 
the  curve  of  iron  instead  of  wood  and  iron— was  a  sufficient  change 
to  constitute  invention  ;  the  purpose  being  the  same,  the  means  of 
accomplishing  it  being  the  same,  and  the  form  of  the  reach  and 
mode  of  operation  being  the  same. 

It  is  certainly  difficult  to  bring  the  case  within  any  recognized 
rule  of  novelty  by  which  the  patent  can  be  sustained.  The  use  of 
one  material  instead  of  another  in  constructing  a  known  machine 
is,  in  most  cases,  so  obviously  a  matter  of  mere  mechanical  judg- 
ment, and  not  of  invention,  that  it  cannot  be  called  an  invention, 
unless  some  new  and  useful  result,  an  increase  of  efficiency,  or  a 
decided  saving  in  the  operation,  is  clearly  attained.  Some  evi- 
dence was  given  to  show  that  the  wagon-reach  of  the  plaintiff  is  a 
better  reach,  requiring  less  repair,  and  having  greater  solidity 
than  the  wooden  reach.  But  it  is  not  sufficient  to  bring  the  case 
out  of  the  category  of  more  or  less  excellence  of  construction. 
The  machine  is  the  same.  Axe-helves  made  of  hickory  may  be 
more  durable  and  more  cheap  in  the  end  than  those  made  of  beech 
or  pine,  but  the  first  application  of  hickory  to  the  purpose  would 
not  be,  therefore,  patentable. 

Cases  have  frequently  arisen  in  which  substantially  the  question 
now  presented  has  been  discussed.  Perhaps,  however,  none  can 
be  cited  more  directly  in  point  than  that  of  HotchkissY,  Oreenwood, 
11  Howard,  248,  in  which  it  was  held  that  the  substitution  of 
porcelain  for  metal  in  making  door-knobs  of  a  particular  con- 
struction was  not  patentable,  though  the  new  material'was  better 
adapted  to  the  purpose  and  made  a  better  and  cheaper  knob — hav- 
ing been  used  for  door-knobs,  however,  before.  So,  in  a  case  at 
the  circuit,  referred  to  by  Justice  Nelson  in  the  last-named  case, 
(lb.,  266,)  the  substitution  of  wood  for  bone  as  the  basis  of  a  but- 
ton covered  with  tin  was  held  not  patentable. 

In  Crane  v.  Price^  Webster's  Patent  Cases,  409,  it  is  true,  the 
use  of  anthracite  instead  of  bituminous  coal  with  the  hot-blast  in 
smelting  iron-ore  was  held  to  be  a  good  invention,  inasmuch  as  it 
produced  a  better  article  of  iron  at  a  less  expense.  But  that  was  a 
process  of  manufacture,  and  in  such  processes  a  different  article 
replacing  another  article  in  the  combination  often  produces  differ- 
ent results.  The  latter  case  is  more  analogous  to  the  cases  of  com- 
positions of  matter  than  it  is  to  those  of  machinery  ;  and  in  com- 
positions of  matter  a  different  ingredient  changes  the  identity  of  the 
compound,  whereas  an  iron  bar  in  place  of  a  wooden  one,  and  sub- 
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serving  the  same  purpose,  does  not  change  the  identity  of  a  machine. 
See  Curtis  on  Patents,  3d  edition,  §§  70-73. 

But  the  plaintiff's  counsel  alleges  that  his  invention  does  not 
consist  of  the  mere  substitution  of  a  particular  material  for  another 
material  which  had  been  previously  used  for  the  same  purpose  in 
the  same  way,  but  consists  in  the  production  of  a  certain  described 
article  by  a  certain  described  mechanical  process,  which  process, 
viewed  as  a  whole,  is  new  and  useful ;  and  then  he  describes  what 
he  supposes  to  be  such  new  mechanical  process.  This  is  his  argu- 
ment ;  but  the  facts  do  not  bear  out  such  a  view  of  the  case. 

In  our  judgment,  the  patent  in  this  case  is  void  for  want  of  nov- 
elty in  the  alleged  invention. 

Decree  affirmed. 


Mitchell  v,  Tilghman. 

(19  Wallace.  287.) 

What  R.  A.  TilghmaD,  of  Philadelphia,  claimed  a.s  his  invention  under  the  letters  pat- 
ent granted  to  him  of  Janoary  9th,  1854,  was  the  process  of  manafactoring  fat- 
acids  and  glycerin  from  fatty  or  oily  substances  by  the  action  of  water  at  a  high 
temperature  and  pressure. 

Two  conditions,  viz,  that  the  heating  vessel  must  be  kept  entirely  full  of  the  mixture 
of  fat  and  water,  and  that  no  steam  or  air  must  be  allowed  to  accumulate  in  the 
vessel  employed  to  impart  the  heat,  were  material  and  indispensable  conditions  of 
Tilghman's  patented  method. 

The  claim  of  the  patentee  must  be  limited  to  the  specific  method  or  means  of  apply- 
ing highly  heated  water  under  pressure  pointed  out  in  the  specification;  and 
although  the  clfim  is  on  its  face  broader  than  this,  yet  it  is  to  be  construed  by 
reference  to  the  specification. 

In  this  point  of  view  it  is  unimportant  whether  the  claim  contained  any  direct  refer* 
ence  to  the  specification  or  not.  Such  reference,  where  not  expressed,  will  be 
implied. 

The  precise  apparatus  described  in  Tilghman's  specification  does  not  appear  to  have 
gone  into  practical  u.se  in  this  country  or  in  Europe,  and  the  apparatus  worked  by 
Tilghman's  licensees  differs  in  many  material  respects  from  the  apparatus  de- 
scribed In  his  patent,  and  taken  as  a  whole,  therefore,  it  was  considered  by  this 
court  that  Tilghman  did  not  succeed  in  introducing  his  invention  into  practical  use 
by  the  means  and  mode  of  operation  described  in  his  specification. 

Accordingly,  where  a  defendant  had  used  highly  heated  water  in  a  close  vessel,  but 
used  a  much  more  moderate  degree  of  heat  than  specified  by  Tilghman,  and  used 
an  entirely  different  apparatus  from  Tilghman's,  and  one  which  permitted  the 
existence  of  steam  as  well  as  water — construing  Tilghman's  claim  of  invention  as 
limited  by  the  specific  means  and  mode  of  operation  described  in  his  specification — 
such  defendant  was  held  not  to  have  infringed. 

Appeals  from  the  Circuit  Court  for  the  Southern  District  of  New 
York,  in  which  court  R.  A.  Tilghman   filed  two  bills  in  equity 
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against  B.  G.  Mitchell,  under  a  patent  granted  to  him,  the  said 
Tilghman,  for  a  process  for  making  fat-acid  and  glycerin  from 
natural  fat ;  one  bill  having  been  filed  during  the  first  term  of  the 
patent,  abd  the  other  under  the  extended  term  of  the  same  pat* 
ent. 

In  both  cas^s  ftnal  decrees  were  given  in  favor  Tilghman ;  and 
the  defendant,  Mitchell,  took  these  appeals. 

The  bill  set  fotth  the  grant  of  letters-patent  to  Tilghman,  Octo- 
ber 3d,  1854,  for  fourteen  years  from  January  9th,  1854,  the  re- 
duction of  the  patented  improvement  to  use,  and  the  infringement 
by  Mitchell. 

The  invention  claimed  by  Tilghman  may  be  stated,  in  general 
terms,  to  be  based  upon  the  discovery  that  if  water  be  heated  to  a 
high  degree,  and  at  the  same  time  retained  in  a  close  vessel  so  that 
it  cannot  pass  into  the  state  of  steam,  but  must  remain  in  the  liquid 
state,  it  will,  while  in  such  highly  heated  liquid  state,  possess  a 
peculiar  property  of  separating  natural  fat  into  its  chemical  con- 
stituents, glycerin  and  fat-acids.  He  undertook  to  claim  the  em- 
ployment of  water  in  the  liquid  state,  heated  and  under  the  pressure 
necessary  to  retain  it  in  the  liquid  state  as  the  decomposing  agent. 
He  asserted  that  prior  to  his  discovery  and  invention,  no  one  had 
ever  known,  used,  or  described  the  employment  of  highly  heated 
water  retained  in  the  liquid  state  by  pressure  as  such  decomposing 
agent,  and  that  under  the  law  if  he  set  forth  this  newly  discovered 
decomposing  power  of  liquid  tvater  heated  and  under  pressure,  and 
exhibited  in  his  specification  one  mode  of  practically  applying  it, 
he  was  entitled  to  the  exclusive  use  of  this  decomposing  agent  in 
treating  fats  for  the  purpose  of  separating  them  into  fat-acids  and 
glycerin. 

To  understand  the  questions  at  issue  in  this  case,  and  passed  upon 
by  the  court,  there  is  first  to  be  considered  the  phenomenon  of 
heating  water,  &c.,  its  behavior  and  properties  when  heated. 

Water  when  heated  in  an  open  vessel  at  the  surface  of  the  earth 
passes  into  a  state  of  vapor,  at  a  temperature  of  212°  of  Fahren- 
heit's thermometer;  the  waters  expanding  over  eighteen  hundred 
times  in  passing  into  steam.  It  is  impossible  to  retain  water  in  a 
liquid  state,  in  an  open  vessel,  after  it  has  reached  that  tempera- 
ture. If  the  vessel  in  which  the  water  is  heated,  however,  be  cov- 
ered, and  the  cover  be  fastened  down,  the  water  can  be  heated  to 
any  temperature  whatever,  and  will  still  remain  in  the  liquid  state. 
Tlie  tendency  of  the  water  to  pass  into  vapor  increases  with  the 
degree  of  heat  applied  to  it,  and  there  must,  therefore,  be  a  propor- 
tionate pressure  or  restraint  by  the  inclosing  vessel  on  the  heated 
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water  to  overcome  this  expansive  tendency,  or  tendency  to  pass 
into  a  state  of  vapor. 

Vessels  in  which  water  could  be  heated  to  any  desired  tempera- 
ture, and  the  water  still  retained  in  the  liquid  state,  were  known 
in  the  arts,  and  called  ^*  digesters." 

To  understand  matters  further  a  brief  statement  of  the  art  of 
treating  fat  is  necessary. 

Fats  obtained  from  various  sources  differed  much  in  hardness 
and  fusibility,  and  each  variety  was  formerly  supposed  to  be  an 
entirely  different  article.  About  1816,  Braconnot,  a  French  chem- 
ist, discovered  that  all  natural  fats  were  merely  mechanical  mix- 
tures, in  various  proportions  of  fats  entirely  solid  and  hard,  now 
called  stearin,  with  a  more  fluid  fat  or  oil,  called  olein.  lie  found 
that  simple  pressure  very  slowly  applied,  squeezed  out  the  more 
fluid  part,  and  that  the  remainder  made  harder  candles.  But  the 
process  of  separation  by  pressure  was  difficult  and  imperfect. 

Chevreul,  in  1825,  discovered  that  all  fats  were  chemical  com- 
pounds of  a  substance  called  glycerin,  with  fatty  bodies  having 
slight  acid  characters  called  fatty  acids;  that  fatty  acids  were  of 
different  degrees  of  fusibility,  and  that  when  the  glycerin  was  sep- 
arated from  fats,  the  fatty  acids  could  be  more  rapidly  and  per- 
fectly pressed  so  as  to  get  out  the  hardest  fatty  acids  for  candles ; 
and  he  patented  a  chemical  process  of  separating  these  fatty  acids 
from  glycerin. 

His  process  consisted  of  two  distinct  stages : 

1.  The  manufacture  of  natural  fat  into  soap,  by  boiling  lime  or 
other  alkali  with  the  fat,  in  which  case  fourteen  pounds  of  lime 
were  used  to  one  hundred  pounds  of  fat. 

2.  The  decomposition  of  the  soap  so  produced  into  fat-acid  by 
the  use  of  two  pounds  of  sulphuric  acid  to  each  pound  of  lime. 

Soap  had  always  previously  been  made  by  boiling  the  fat  and 
solution  of  alkali  together,  and  Chevreul  -suggested  that  this  pro- 
duction of  soap  could  be  expedited  by  boiling  the  fat  and  the  solu- 
tion of  alkali  together  under  pressure.  He  did  not,  however,  sug- 
gest that  water  alone,  heated  and  under  pressure,  would  of  itself 
decompose  neutral  fat  into  fat-acid  and  glycerin,  but  expressly 
mentioned  alkali  and  sulphuric  acid  as  the  decomposing  agents. 

Another  mode  of  separating  free  fat-acids  was  devised,  which  was 
called  decomposition  by  sulphuric  acid  distillation. 

This  process  was  invented  and  used  for  product ng /a^-ocid  oni^, 
and  not  glycerin  ;  the  glycerin  being  destroyed  by  the  process.  It 
was  asserted  by  Tilghman  that  this  process  differed  from  his: 

1.  In  that  the  result  produced  was  different,  viz.,  fat-acid  only, 
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while  his,  Tilghman's,  produced  Bimultaneously  both  fat-acid  and 
glycerin  ; 

2.  In  that  it  required  sulphuric  acid  to  decompose  the  fat  into 
fat-acid ; 

3.  In  that  it  did  not  depend  for  its  efficiency  on  the  use  of  highly 
heated  toater  in  the  liquid  state,  retained  in  such  state  by  pressure ; 

4.  In  that  it  was  a  process  of  distillation. 

We  must  view  here  also  the  attempted  decomposition  by  steam. 

It  was  from  time  to  time  attempted,  prior  to  Tilghman's  alleged 
invention,  to  decompose  neutral  fat  into  fat-acid  by  distiUation  in  a 
current  of  steam,  but  it  was  asserted  by  Tilghman  that  it  was  an 
unsuccessful  and  abandoned  experiment,  and  had  never  come  into 
use;  and  that  even  if  it  had  been  successful  it  di£fered  in  every  way 
from  his  process.     Among  other  ways, 

In  not  producing  glycerin  as  a  result ; 

In  not  depending  upon,  or  even  allowing  of,  the  presence  of 
highly  heated  water  under  pressure ; 

In  that  it  was  a  process  depending  on  vaporization  and  subse- 
quent condensation  of  the  fat-acids ; 

In  that  the  apparatus  absolutely  necessary  for  the  distillation 
process  was  such  as  to  render  the  execution  of  the  hot-water  process 
of  him,  Tilghman,  in  the  same  utterly  impossible, 

Tilghman  asserted  that  he  had  made  the  discovery — not  that  heat 
alone  would  decompose  fats  into  fat-acid  and  glycerin,  nor  that  the 
presence  of  water  was  necessary  when  chemicals  are  used  to  decom- 
pose fats  into  fat-acid  and  glycerin—  but  merely  that  water  in  a 
liquid  state,  heated  to  a  high  degree  of  temperature  while  inclosed 
in  a  strong  vessel,  so  as  to  prevent  its  passing  into  steam,  would  of 
itself  and  without  the  aid  of  chemicals  separate  natural  fat  into  its 
constituent  elements,  fat-acids  and  glycerin.  Having  made,  as  he 
alleged,  this  discovery  of  a  new  chemical  decomposing  property  of 
water  highly  healed  and  retained  in  the  liquid  state  by  pressure, 
Tilghman,  in  his  patent,  announced  it,  and,  as  will  be  seen  directly, 
also  described  two  modes  of  carrying  out  his  process  based  thereon. 

In  the  alkaline  saponification  processes,  which  were  in  use  prior 
to  Tilghman's  invention,  various  forms  of  closed  boilers,  provided 
with  safety  valves,  were  known.  It  was  also  known  that  fat  and 
water  would  tend  to  remain  unmixed  in  a  boiler,  and  therefore 
agitators  or  circulators,  for  preserving  a  mixture  or  intimate  con- 
tact between  the  fat  and  lime  and  water  during  the  process  of  alka- 
line saponification,  under  pressure,  were  also  in  use.* 

*  Testimooy  in  the  case  showed  a  great  variety  of  these  things,  the  common  barrel 
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The  8pe9ification,  in  the  patent,  ran  thus : 

'*  Be  it  known  that  I,  Richard  Albert  Tilghman,  of  Philadel- 
phia, have  invented  a  new  and  improved  mode  of  treating  fatty  and 
oily  bodies,  and  I  hereby  declare  that  the  following  is  a  full  and 
exact  description  thereof: 

''My  invention  consists  of  a  process  for  producing  free  fat-acids 
and  solution  of  glycerin  from  those  fatty  and  oily  bodies  of  animal 
and  vegetable  origin  which  contain  glycerin  as  their  base.  For 
this  purpose,  I  subject  these  fatty  or  oily  bodies  to  the  action  of  water 
at  a  high  temperature  and  pressure,  so  as  to  cause  the  elements  of 
those  bodies  to  combine  with  water,  and  thereby  obtain  at  the  same 
time  free  fat-acids  and  solution  of  glycerin.  I  mix  the  fatty  body 
to  be  operated  upon  with  from  a  third  to  a  half  of  its  bulk  of  water. 

"And  the  mixture  may  be  placed  in  any  convenient  vessel  in 
which  it  can  be  heated  to  the  melting  point  of  lead,  until  the  opera- 
tion is  complete.  The  vessel  must  be  closed  and  of  great  strength, 
so  that  the  requisite  amount  of  pressure  may  be  applied  to  prevent 
the  conversion  of  the  water  into  steam. 

'^  The  process  may  be  performed  more  rapidly  and  also  continu- 
ously by  causing  the  mixture  of  fatty  matter  and  water  to  pass 
through  a  tube  or  continuous  channel,  heated  to  the  temperature 
already  mentioned,  the  requisite  pressure  for  preventing  the  con- 
version of  water  into  steam  being  applied  during  the  process  ;  and 
tVis,  I  believe,  is  the  best  mode  of  carrying  my  invention  into  effect. 

*'In  the  drawing  hereunto  annexed  are  shown  figures  of  an 
apparatus  for  performing  this  process  speedily  and  continuously, 
but  which  apparatus  I  do  not  intend  to  claim  as  any  part  of  my 
invention. 

"  Figure  1  of  the  said  drawing  is  a  vertical  section  of  this  appa- 
ratus, and  Figure  2  shows  the  various  parts  of  the  apparatus  in 
horizontal  section ;  similar  parts  in  these  figures  being  marked 
with  similar  letters  of  reference. 

"I  place  the  fat  or  oil  in  a  fluid  state  in  the  vessel.  A,  with  from 
one  third  to  one  half  its  bulk  of  warm  water ;  the  disk  or  piston, 
B,  perforated  with  numerous  small  holes,  being  kept  in  rapid  mo- 
tion, up  and  down,  in  the  vessel,  A,  causes  the  fat,  or  oil  and  water, 

churn  being  one  of  the  simplest  and  best  known.  Do  Milley's  vertical  boiler,  with  an 
agitator  going  up  and  down,  used  A.  B.  1834,  was  another  form.  Alliott's  vertical 
boiler,  with  centrifugal  pump  to  draw  water  from  bottom  and  to  sprecul  it  on  the  top, 
used  A.  D.  1851,  was  another.  Radley  &  Meyer's  revolving  mechanical  agitator,  nsed 
A.  B.  1851,  in  a  closed  boiler  having  a  safety-valve,  was  yet  another.  The  automatic 
circulation  by  the  ascending  power  of  a  column  of  heated  water,  it  was  testified,  was 
used  in  an  apparatus  of  Floyd,  A.  D.  1795. 


Oct.  1873.] 


MrrCHBLL  V.  TlLdHUAIf. 


Btatement  of  the  cana. 


to  form  an  emulbion,  or  intimate  mechanical  mixture.  A  force- 
pump,  C,  like  those  in  common  use  for  hydraulic  presses,  then 
drives  the  mixture  through  a  long  coil  of  very  strong  iron  tube, 
D,  D,  D,  D,  which,  being  placed  in  the  furnace,  E,  E,  E,  E,  is 
heated  by  a  fire,  F,  to  abont  the  temperature  of  melting  lead. 
From  the  exit  end,  G,  of  the  heating  tubes,  D,  D,  D,  D,  the  mix- 
ture, which  has  then  become  converted  into  free  fat-acids  and  solu- 
tion of  glycerin,  passes  on  through  another  coiled  iron  tube,  H,  H, 
H,  immereed  in  water,  by  which  it  is  cooled  down  from  its  high 
temperature  to  below  212°  Fahrenheit,  after  which  it  makes  its 
escape  through  the  exit-valve,  I,  into  the  receiving  vessel. 


"  The  iron  tubes  I  have  employed  and  found  to  bo  convenient 
for  this  purpose  are  about  one  inch  externul  diameter,  and  about 
half  an  inch  internal  diameter,  being  such  as  are  in  common  use 
for  Perkins's  hot  water  apparatas.  The  ends  of  the  tubeo  are 
joined  together  by  welding  to  make  the  requisite  length,  but 
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where  welding  is  not  practicable,  I  employ  the  kind  of  joints  used 
for  Perkins's  hot-water  apparatus,  which  are  now  well  known. 
The  heating-tube,  D,  D,  D,  D,  is  coiled  several  times  backwards 
and  forwards,  so  as  to  arrange  a  considerable  length  of  tube  in  a 
moderate  space.  The  different  coils  of  the  tube  are  kept  about  a 
quarter  of  an  inch  apart  from  each  other,  and  the  interval  between 
them  is  filled  up  solid  with  cast  iron,  which  also  covers  the  outer 
coils  or  rows  of  tubes  to  the  thickness  of  half  or  three  quarters  of 
an  inch,  as  shown  in  Figure  2.  This  casing  of  metal  insures  a 
considerable  uniformity  of  temperature  in  the  different  parts  of  the 
coil,  adding  also  to  its  strength,  and  protecting  it  from  injury  by 
the  fire. 

^*The  exit-valve,  I,  is  so  loaded  that  when  the  heating  tubes,  D, 
D,  D,  D,  are  at  the  desired  working  temperature,  and  the  pump, 

C,  is  not  in  action,  it  will  not  be  opened  by  the  internal  pressure 
produced  by  the  application  of  heat  to  the  mixture ;  and,  there- 
fore, when  the  pump,  C,  is  not  in  action,  nothing  escapes  from  the 
valve,  I,  if  tho  temperature  be  not  too  high.  But  when  the  pump 
forces  fresh  mixture  into  one  end,  J,  of  the  heating  tubes,  D,  D, 

D,  D,  the  exit-valve,  I,  is  thereby  forced  open  to  allow  an  equal 
amount  of  the  mixture,  which  has  been  operated  upon,  to  escape 
out  of  the  cooling  tubes,  H,  H,  at  the  other  end  of  the  apparatus. 
No  steam  or  air  should  be  allowed  to  accumulate  in  the  tubes, 
which  should  be  kept  entirely  full  of  the  mixture.  For  this  pur- 
pose, whenever  it  may  be  required,  the  speed  of  the  pump  should 
be  increased,  so  that  the  current  through  the  tubes  may  be  made 
sufficiently  rapid  to  carry  out  with  it  any  air  remaining  in  them. 

' 'Although  the  decomposition  of  the  neutral  fats  by  water  takes 
place  with  great  quickness  at  the  proper  heatj  yet  I  prefer  that  the 
pump,  0,  should  be  worked  at  such  a  rate  in  proportion  to  the 
length  or  capacity  of  the  heating  tubes,  D,  D,  D,  D,  that  the  mix- 
ture, while  flowing  through  them,  should  be  maintained  at  the 
desired  temperature  for  ten  minutes  before  it  passes  into  the  refrig- 
erator or  cooling  parts,  H,  H,  of  the  apparatus. 

"The  melting-point  of  lead  has  been  mentioned  as  the  proper 
heat  to  be  used  in  this  operation,  because  it  has  been  found  to  give 
good  results.  But  the  change  of  fatty  matters  into  fat-acid  and 
glycerin  takes  place  with  some  materials  (such  as  palm  oil)  at,  or 
below,  the  melting-point  of  bismuth,  yet  the  heat  has  been  carried 
considerably  above  the  melting-point  of  1  d  without  any  apparent 
injury,  and  the  decomposing  action  of  the  water  becomes  more 
powerful  as  the  heat  is  increased.  By  starting  the  apparatus  at  a 
low  heat,  and  gradually  increasing  it,  the  temperature  giving  pro- 
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ducta  most  suitable  to  the  intended  application  of  the  fatty  body  em- 
ployedy  can  easily  be  determined, 

'*To  indicate  the  temperature  of  the  tubes  D,  D,  D,  D,  I  have 
found  the  successive  melting  of  metals  and  other  substances  of  dif- 
ferent and  known  degrees  of  fusibility  to  be  convenient  in  practice; 
several  holes,  half  an  inch  in  diameter,  and  two  or  three  inclies 
deep,  are  bored  into  the  solid  parts  of  the  castings  surrounding  the 
tubes,  each  hole  being  charged  with  a  different  substance.  The 
series  I  have  used  consist  of  tin,  melting  about  440°  F. ;  bismuth 
at  about  500°  F. ;  lead  at  about  612°  F. ;  and  nitrate  of  potasli  at 
about  660°  F.  A  straight  piece  of  iron  wire,  passing  through  the 
side  of  the  furnace  to  the  bottom  of  each  of  the  holes,  enables  the 
workmen  to  feel  which  of  the  substances  are  melted,  and  to  regu- 
late the  fire  accordingly.  It  is  important,  for  the  quickness  and 
perfection  of  the  decomposition,  that  the  oil  and  water,  during 
their  entire  passage  through  the  heating  tubes,  should  remain  in 
the  same  state  of  intimate  mixture  in  which  they  enter  them.  I 
therefore  prefer  to  place  the  series  of  heating  tubes  in  a  vertical 
position,  so  that  any  partial  separation  which  may  take  place, 
while  the  liquids  pass  up  one  tube,  may  be  counteracted  as  they 
pass  down  the  next.  I  believe  that  it  will  be  found  useful  to  fix  at 
intervals,  in  the  heating  tubes,  diaphragms  pierced  with  numerous 
small  holes,  so  that  liquids,  being  forced  through  these  obstruc- 
tions with  great  velocity,  may  be  thoroughly  mixed  together. 

'*I  deem  it  prudent  to  test  the  strength  of  the  apparatus  by  a 
pressure  of  ten  thousand  pounds  to  the  square  inch,  before  taking 
it  into  use;  but  I  believe  that  the  working  pressure  necessary  in 
using  the  heat  I  have  mentioned  will  not  be  found  to  exceed  two 
thousand  pounds  to  the  square  inch. 

"When  it  is  desired  to  diminish  the  contact  of  the  liquids  with 
iron,  the  tubes  or  channels  of  the  apparatus  may  be  lined  with 
copper.  The  hot  mixture  of  fat-acids  and  solution  of  glycerin 
which  escapes  from  the  exit-valve  of  the  apparatus  separates  by 
subsidence.  The  fat-acids  may  then  be  washed  with  water,  and 
the  solution  of  glycerin  concentrated  and  purified  by  the  usual 
means. 

*'The  fat-acids  thus  produced,  may,  like  those  obtained  by  other 
methods,  be  used  in  the  manufacture  of  candles  and  soaps,  and 
applied  to  various  purposes,  according  to  their  quality ;  and,  when 
desired,  they  may  also  be  first  bleached  by  chemical  agents,  or 
purified  by  distillation,  in  a  current  of  steam  or  in  a  vacuum,  as  is 
now  well  understood.  I  prefer  that  the  fatty  bodies  should  be  pre- 
viously deprived,  as  far  as  practicable,  of  such  impurities  as  would 
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cause  the  discoloration  of  the  fat-acids  produced ;  but  when  the 
fati-acids  are  to  be  finally  purified  by  distillation  this  preliminary 
purification  is  of  less  importance. 

*'When  the  sulphuric  acid,  nitrous  fumes,  or  other  corrosive 
agent  shall  have  been  used  for  purifying,  hardening,  or  otherwise 
preparing  the  fatty  body  to  be  operated  upon,  I  take  care  that  all 
traces  of  it  shall  be  washed  out,  or  neutralized,  before  passing  it 
through  the  apparatus. 

*^  Some  fatty  bodies  (particularly  when  impure)  generate,  during 
the  process,  a  portion  of  jftcetic  or  other  soluble  acid,  which  might 
tend  to  injure  the  iron  tubes;  in  such  cases,  I  add  a  corresponding 
quantity  of  alkaline  or  basic  matter  to  the  water  and  oil  before 
they  are  pumped  into  the  tubes. 

"  Having  now  described  the  nature  of  my  said  invention,  and 
the  manner  of  performing  the  same,  I  hereby  declare  that 

^^Idaim  as  of  my  invention,  the  manufacturing  of  faJt-acids  and 
glycerin  from  fatty  bodies  by  the  action  of  water  ai  a  high  tempera- 
ture and  pressure.  '*  R.  A.  Tilghman." 

The  answers  to  the  bill  of  Tilghman,  which  set  forth  his  patent, 
denied  that  Tilghman  had  applied  his  improvement  to  practical 
use  ; 

Alleged  that  the  manufacturing  of  fat- acids  and  glycerin  from 
fatty  bodies  by  the  action  of  water  at  a  high  temperature  and  pres- 
sure, cannot  be  accomplished  so  as  to  be  practically  useful,  if  it 
can  at  all,  by  the  method  and  apparatus  described  in  said  letters 
patent ; 

Alleged  that  all  attempts  to  carry  on  the  manufacture  of  fatty 
acids  by  means  of  the  apparatus  and  method  described  in  said  let- 
ters patent  had  failed  ; 

Denied  that  the  defendant  had  been  using  the  improvement  of 
Tilghman,  or  *^any  method  in  construction  or  operation  substan- 
tially the  same,  otherwise  than  loas  thereinafter  alleged,''  but  ad- 
mitted that  he  '^  used  water  at  a  high  temperature  and  steam,  and 
such  pressure  as  arises  from  the  expansive  force  of  hot  water  or 
steam  in  a  close  vessel,  under  and  in  pursuance  of  a  patent  of 
Wright  &  Fouche,  January  25th,  1859  ;  " 

Alleged  that  '*  the  action  of  water  highly  heated  in  a  dose  vessel 
upon  very  many  substances  to  decompose  them,  and  upon  fats  and 
oils,"  was,  prior  to  Tilghman's  invention,  well  known  to  chemists, 
&c.,  and  was  described  in  printed  publications ; 

Alleged  that  before  the  invention  of  Tilghman  "  the  use  of  a 
close  vessel  of  such  strength  as  to  resist  the  pressure  of  the  water 
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when  heated,  or  any  needed  pressure  when  U8iQg  water  to  decom- 
pose other  substances,  was  known  to  and  practiced  by  men  of 
science  and  manufacturers  in  the  United  States  and  elsewhere;  " 

Alleged  that  the  said  quality  of  highly  heated  water  thus  used 
is  an  elementary  principle,  and  not  patentable  ; 

Alleged  that  the  mode  and  means  described  in  the  specification 
as  the  best  means  of  carrying  the  invention  into  effect  was  danger- 
ous, owing  to  the  degree  of  heat  required. 

It  also  referred  to  numerous  prior  patents,  and  contained  ex- 
tracts from  publications  to  show  that  Tilghman's  invention  had 
been  anticipated.     Among  the  extracts  were : 

1st.  Extracts  showing  use  of  digesters,  for  heating  water  to  high 
temperature  and  still  retaining  it  in  a  liquid  state; 

2d.  Extracts  showing  use  of  digesters  for  rendering  raw  fat  or 
removing  membranous  and  cellular  matter,  and  thus  purifying  it ; 

3d.  Extracts  from  text-books  and  writers,  stating  generally  that 
neutral  fats  can  be  decomposed  into  fat-acids  and  glycerin,  and 
that  in  the  act  of  decomposition  the  elements  of  the  water  are  taken 
up  by  the  fat-acids  and  glycerin  ; 

4th.  Extracts  to  show  that  alkaline  saponification  decomposes 
neutral  fat  into  soap  and  glycerin,  which  soap  can  afterwards  be 
decomposed  into  fat-acid;  and  also  to  show  that  the  alkaline  sapon- 
ification can  be  better  effected  in  a  close  vessel  under  pressure  ; 

5th.  Extracts  stating  that  fats  can  be  distilled  in  the  presence  of 
steam  into /a^octcfo,  which  are  passed  over  as  vapors  and  condensed 
in  the  still. 

The  patent  of  Wright  &  Foxiche,  dated  January  25th,  1859, 
under  which  the  defendant,  Mitchell,  in  his  answer  as  above  con- 
densed, asserted  that  he  was  working,  was  thus  : 

' '  To  ALL  TO  WHOM  IT  MAY  CONCERN  : 

"  Be  it  known  that  we,  Robert  Alfred  Wright,  civil  engineer, 
and  Louis  Jules  Fouche,  steam  boiler-maker,  of  Paris,  in  the  em- 
pire of  France,  have  invented  ^  a  new  apparatus,  destined  to  pro- 
duce chemical  decompositions  by  means  of  superheated  steam  and 
water;'  and  we  do  hereby  declare  that  the  following  is  a  full, 
clear,  and  exact  description  of  the  same,  reference  being  had  to  the 
annexed  sheet  of  drawings,  making  a  part  of  the  same. 

^'The  apparatus,  which  is  the  object  of  the  present  patent  to 
secure,  is  susceptible  of  several  industrial  applications ;  but  as  it 
is  chiefly  intended  for  the  decomposition  of  fatty  substances  into 
fatty  acids  and  glycerin,  we  will  describe  it  as  applied  to  that  pur- 
pose. 
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This  invention  is  represented  in  the  annexed  drawing,  which 
shows  the  elevation  of  the  apparatus  complete.* 

''The  dimensions  of  the  apparatus  may  vary  with  the  various 
purposes  to  which  it  may  be  applied. 

''a  is  a  metal  (iron  or  copper)  boiler,  of  any  form  whatever, 
placed  in  a  furnace,  in  order  to  be  heated  by  a  naked  fire ;  this 
boiler  has  sides  sufficiently  strong  to  resist  a  pressure  of  from  ten  to 
twenty  atmospheres  ;  "f  it  is  of  a  variable  capacity,  according  to  the 
requirements  of  the  manufacture,  and  it  may  have  its  interior  lined 
with  lead,  or  by  any  other  metal  which  will  not  be  attacked  by  the 
fatty  bodies  which  are  to  be  introduced  and  produced  therein  ;  6, 
hearth  ;  c,  ash-pit;  d,  dipping-pipe,  furnished  with  a  cock  to  empty 
the  apparatus  by  i)re8sure;  c,  e,  man-hole,  serving  for  cleaning  the 
cylindrical  vessel  a,  and  for  the  introduction  of  substances,  if  re- 
quired ;  /,  metal  tube  (of  iron  or  copper)  connecting  the  bottom  of 
the  boiler  a  with  the  bottom  of  the  cylinder  h;  g,  metal  tube  of  as- 
cension, conducting  the  superheated  water  from  the  boiler  a  to  the 
upper  part  of  cylinder  A.  This  tube  is  terminated  in  the  interior  of 
the  cylinder  h  by  a  rose-jet,  or,  more  simply,  holes  are  made  in  the 
extremity,  so  as  to  distribute  the  water  uniformly  in  the  cylinder  A, 
and  to  insure  a  molecular  or  finely  subdivided  contact  between  the 
superheated  water  and  the  substance  submitted  to  the  operation ; 
hy  iron  or  copper  upper  cylinder,  which  should,  like  boiler  a,  be 
able  to  resist  a  pressure  of  from  ten  to  twenty  atmospheres.  The 
cylinder  h  receives  the  substances  to  be  treated ;  i,  funnel,  furnished 
with  a  tube  and  with  a  cock,  serving  for  the  introduction  of  the 
substances  to  be  treated  into  the  cylinder  h ;  that  is,  when  th^'s 
substance  is  of  such  a  nature  as  to  be  introduced  through  a  small 
aperture;  k,  man-hole,  serving  for  cleaning  the  cylinder  h,  and  for 
the  introduction  of  substances  to  be  treated  which  cannot  pass 
through  the  funnel  i  ;  I,  safety-valve  ;  m,  monometer,  or  pressure- 
gauge,  indicating  the  pressure  in  the  whole  of  the  apparatus ;  n, 
»,  cocks  serving  to  indicate  the  height  and  level  of  the  substance 
and  of  the  water  in  cylinder  h;  o,  cock,  serving  to  empty  the  cylin- 
der when  the  operation  is  completed. 

''action  op  the  apparatus. 

"  Supposing  everything  arranged  as  shown  in  the  drawing,  then, 
in  order  to  decompose  fatty  substances  into  fatty  acids  and  into 

*  In  the  patent  itself,  there  were  beisdes,  some  descriptions  and  drawings  of  parts  of 
the  apparatus  modified.  With  neither  of  these,  however,  is  it  necessary  to  embarrass 
the  reader  — Rep. 

t  From  340°  to  420°  Fahr. 
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glycerin,  the  boiler  a  is  completely  filled  with  water.  The  cylinder 
h  is  filled  with  water  up  to  one-third  of  its  height,  and  it  is  then 
filled  up  to  the  level  of  the  upper  cock  with  the  fatty  bodies 
to  be  decomposed.  The  introduction  of  the  fatty  bodies  takes  place, 
as  we  have  said,  either  through  the  funnel  i  or  by  the  man-hole  k. 
The  boiler  a  is  then  gradually  heated  till  the  pressure-gauge  indi- 
cates a  pressure  of  from  lea  to  twenty  atmospheres,  according  to  the 
nature  of  the  substances  submitted  to  the  operation,  when  the  fol- 
lowing takes  place : 

"The  superheated  water  in  the  boiler  a  acquires  an  ascending 
motion  on  account  of  the  difference  in  the  temperature  of  the  two 
capacities  a  and  h;  a  current  is  thus  created,  whence  it  results  that 
the  heated  water  in  boiler  a  ascends  through  the  tube  g  into  the 
cylinder  h,  and  being  forcibly  driven  out  through  the  holes  in  the 
rose-jet,  passes  through  the  fatty  bodies  and  descends  again  through 
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the  tube  /  to  the  bottom  of  the  boiler  a,  where  it  is  again  warmed, 
in  order  to  recommence  its  ascending  motion,  and  so  on. 

''When  this  operation  has  been  thus  continued  during  a  length 
of  time  which  may  vary  from  five  to  eight  hours,  according  to  the 
nature  of  the  fatty  bodies  operated  on,  and  also  according  to  the 
variation  of  pressure  (varying  from  ten  to  twenty  atmospheres)  the 
fatty  bodies  are  decomposed  into  glycerin,  which  remains  dissolved 
in  the  water,  and  into  fatty  acids,  which  float  in  the  cylinder  A. 
The  contents  are  now  emptied  out  and  separated  from  each  other  at 
the  same  time.  « 

''In  conclusion,  we  would  remark  that  we  are  aware  that:  Firstly, 
the  decomposition  of  fatty  bodies  by  water  under  the  injluence  of 
heat  and  of  pressure  is  a  well-known  scientific  fact.  Water  is  sub- 
stituted for  the  organic  basis.  It  forms  a  perfect  and  fixed  combi- 
nation with  the  fatty  acids,  while  the  glycerin  is  dissolved  in  the 
excess  of  water.  Secondly,  that  as  this  chemical  action  takes  place 
under  the  influence  of  a  weak  affinity,  it  is  necessary,  in  addition 
to  the  above-named  physical  and  chemical  conditions,  to  insure 
perfect  molecular  agitation  of  the  whole  mass  ;  and  that  we  wish  it 
to  be  understood  that  what  we  wish  to  claim  and  establish  as  of 
our  invention  consists  of  an  apparatus  wherein  the  water  and  the 
fatty  matters  are  heated  separately  in  two  different  boilers.  The 
first  boiler  is  heated  by  the  source  of  heat,  while  the  second  boiler 
is  heated  by  the  first  boiler. 

"  In  these  boilers  the  agitation  necessary  for  the  chemical  action 
and  combination  is  produced  by  the  pressure  of  the  heated  water  in 
the  first  boiler.  This  water  circulates  continuously  from  this  first 
boiler  to  the  second  boiler,  and  fiom  the  second  boiler  to  the  Jirst, 
in  a  continuous  and  self-acting  or  automatic  manner,  without  inter- 
ruption. The  characteristics  of  our  apparatus  are,  that  it  produces 
agitation  by  circulation  ahne^  a  continuous  and  automatic  circula- 
tion, produced  by  the  pressure  of  water. 

"Lastly,  our  apparatus  effects  its  chemical  action  in  a  continuous 
manner,  without  the  aid  of  any  manual  or  other  assistance." 

"  Claims.  Having  described  the  nature  of  our  invention  and  the 
manner  in  which  the  same  is  to  be  performed,  we  do  not  claim  the 
application  of  superheated  water  for  decomposing  fatty  bodies,  nor 
the  form  of  the  apparatus  above  described,  which  may  vary  some- 
what according  to  conditions  and  circumstances ;  but  what  we  daim 
as  our  invention  is,  producing  a  continuous  automatic  circulation 
of  highly  heated  water  in  a  very  finely  divided  state,  through  the 
bodies  under  treatment,  by  means  of  an  apparatus  constructed  and 
employed  substantially  as  herein  shown  and  described." 
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Tilghman  insisted  that  the  use  of  highly  heated  water  under 
pressure  to  decompose  neutral  fats  into  fat-acids  and  glycerin  was 
an  infringement  of  his  patent,  no  matter  what  particular  form  of 
apparatus  might  be  used,  or  what  particular  temperature  adopted, 
and  no  matter  what  particular  device  might  be  adopted  to  maintain 
the  intimate  mechanical  mixture  of  the  fat  and  wat^r  during  the 
decomposing  operation  ;  these  last  being  obvious  matters  of  detail, 
susceptible  of  infinite  variety. 

He  contended  that  Mitchell's  infringement  consisted  in  using 
highly  heated  water  with  neutral  fat  in  a  close  vessel,  and  restrain- 
ing or  confining  it  there  under  pressure  so  as  to  preserve  the  water 
while  heated  in  a  liquid  state,  and  by  means  of  this  highly  heated 
liquid  water  to  produce  fat-acid  and  a  solution  of  glycerin. 

Mitchell,  on  the  contrary,  asserted  that  heat  alone  will  decom- 
pose fats  into  their  elements;  that  the  decomposition  is  efiected  by 
temperatures  varying  from  about  510°  F.,  the  melting-point  of 
bismuth,  to  610°  F.,  the  melting-point  of  lead;  that  these  were  the 
very  temperatures  named  by  Tilghman  as  required  in  his  process ; 
but  that  in  the  very  act  of  separation  they  will  be  destroyed  unless 
some  base  be  present  to  unite  with  these  elements ;  that  this  de- 
struction so  produced  was  the  burning  up,  in  fact,  of  the  fat  by 
heat;  that  this  effect  was  known  to  Tilghman;  and  that  his  in- 
vention consisted  merely  in  using  heat  to  decompose  the  fat  by 
sheer  heat,  and  to  supply,  at  the  instant  of  decomposition,  water 
to  prevent  the  burning  up  or  destruction  of  the  elements  produced ; 
that  the  single  idea  of  Tilghman's  patent  was  the  use  of  great  heat 
to  decompose  and  a  contrivance  for  immediately  presenting  parti- 
cles of  the  aqueous  agent  to  fix  and  reunite  into  the  new  forms  the 
decomposed  elements ;  that  he  did  this  by  making  an  emulsion  or 
mechanical  mixture  of  fat  and  water;  that  he  called  for  a  vessel  of 
great  strength,  and  proposed  to  work  under  a  pressure  of  2,000 
pounds  to  the  square  inch ;  and  that  he  loaded  the  safety-valve  to 
prevent  the  conversion  of  water  into  steam. 

Mitchell  therefore  contended  that  from  the  very  purpose  of  his 
patent.  Tilghman  was  to  be  confined  to  the  very  ranges  of  heat 
above  described ;  that  it  was  an  essential  condition  of  the  patent 
that  there  should  be  heat  not  below  510°  Fahr.,  (the  melting-point 
of  bismuth;)  that  the  manipulation  should  be  rapid,  not  exceeding 
ten  minutes;  that  the  vessel  should  be  entirely  filled  with  the  mix- 
ture of  fatty  matter  and  water,  and  that  no  steam  whatever  should 
be  permitted  in  it. 

He  contended,  in  addition,  as  the  Reporter  understood  it,  that 
this  construction  of  the  patent  was  the  right  one  on  the  face  of  the 
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instrameDt  and  on  principles  of  patent  law,  independently  of  the 
alleged  special  design  of  the  patentee  in  framing  his  specification. 

The  evidence  as  to  the  range  of  heat  hj  which  fats  are  destrnct- 
ively  decomposed,  seemed,  as  the  Reporter  read  it,  to  show,  per- 
haps, that  it  was  one  of  the  conditions. 

Ren  wick  (see  infra,  537)  and  Rand,  experts  of  Mitchell,  fixed  the 
working  range  of  Tilghman's  patent  at  from  440®  F.  to  660°  F. ; 
and  Rand  and  Wayne,  also  his  experts,  testified  that  the  chemical 
action  is  the  same  with  water  heated  and  under  pressure  from  300° 
F.  to  600°  F. 

From  what  has  been  said  the  reader  will  have  perceived  that  the 
first  question  in  the  case  was — 

The  constrtictioii  of  the  patcrU.  Til  gh  man  had  "claimed"  as  his 
"invention"  "the  manufacturing  of  fat-acids  and  glycerin  from 
fatty  bodies  by  the  action  of  water  at  a  high  temperature  and 
pressure."  and  he  claimed  as  his  invention  nothing  besides.  And 
in  the  opening  of  his  specification  he  declared  that  "for  the  pur- 
pose of  executing  his  invention,  he  subject-ed  these  bodies  to  the 
action  of  water  at  a  high  temperature  and  pressure,"  and  declared 
nothing  more. 

But  he  had  said  in  his  specification,  that  he  "mixed  the  fatty 
body  to  be  operated  on  with  from  a  third  to  a  half  of  its  bulk  of 
water,"  and  that  "the  mixture  may  be  placed  in  any  convenient 
vessel  in  which  it  can  be  heated  to  the  meUing-poifU  of  lead,  until 
the  operation  is  complete;"  adding  that  "the  vessel  must  be 
closed  and  of  great  strength,  so  tliat  the  requisite  amount  of 
pressure  may  be  applied  to  prevent  the  conversion  of  the  water 
into  steam."  Saying  nothing,  however,  about  keeping  the  vessel 
entirely  full  of  the  mixture. 

And  he  had  described  more  specially  ^^an**  apparatus  by  which 
"the  process  may  be  performed  more  rapidly,  and  also  coniinu- 
ously,  by  causing  the  mixture  of  fatty  matter  and  water  to  pass 
through  a  tube  heated  to  the  temperature  already  mentioned,"  dec., 
which  he  said  he  believed  to  be  the  beat  mode  of  carrying  his  inven- 
tion into  efiect,  but  which  apparatus  he  stated  that  he  "did  not 
intend  to  claim  as  any  part  of  his  invention." 

He  had  stated  also  that  "the  melting-point  of  lead  had  been 
mentioned  as  the  proper  heat  to  be  used  in  this  operation,  because 
it  had  been  found  to  give  good  results ;  but  that  the  change  desired 
took  place  with  some  materials  at  or  below  the  melting-point  of 
bismuth ; "  and  "  that  no  steam  or  air  should  be  allowed  to  accumu- 
late in  the  tubes,  which  should  be  kept  entirely  full  of  the  mix- 
ture;" and  that  although  decomposition  took  place  "with  great 
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quickness  at  the  proper  heat,"  he  ^^preferred  that  the  mixture, 
while  flowing  through  them,  should  be  maintained  at  the  desired 
temperature  for  ten  minutes,** 

And  he  had  said,  when  speaking  of  the  matter  of  heat: 

''By  starting  the  apparatus  at  a  low  heat  and  gradually  in- 
creasing it,  the  temperature  giving  products  most  suitable  to  the 
intended  application  of  the  fatty  body  employed,  can  be  determ- 
ined." 

Was,  then,  the  invention  claimed  (a  process)  so  inseparably  con- 
nected with  certain  means,  that  is  to  say,  with  certain  and  specific 
degrees  of  high  temperature,  or  fullness  of  vessels  or  tubes,  or 
rapidity  of  manipulation,  as  that,  unless  it  was  effected  through 
those  same  specific  degrees  of  high  temperature,  or  fullness  of  vessels 
or  tubes,  or  shortness  of  time,  it  could  not  be  effected  under  the 
patent  at  all  ? 

If  this  question  was  to  be  answered  affirmatively  there  was  no 
necessity  to  make  a  single  inquiry  further: — there  was  an  end  of 
the  complainant's  case;  though,  it  might  be  admitted,  that  the 
defendant  was  doing  exactly  that  which  in  the  claim  to  his  patent 
Tilghman  claimed  as  his  invention,  to  wit,  the  '' manufacturing  of 
fat-acids  and  glycerin  from  fatty  bodies  by  the  action  of  water  at  a 
high  temperature  and  pressure."  For  however  practical  Tilgh- 
raan's  exact  methods  and  exact  means  might  be — that  is  to  say, 
however  much  and  well  reduced  into  use — the  defendant  confessedly 
was  not  using  exactly  the  same  methods,  or  exactly  the  same  means, 
in  the  particulars  just  mentioned,  but  was  using  methods  and 
means  different,  confessedly,  in  some  details  of  both.  Plainly,  he 
did  not  infringe. 

But  if  this  first  question  was  not  to  be  answered  affirmatively — 
if  the  patent  was  to  be  construed  broadly  rather  than  closely — 
if  Tilghman's  invention  was  the  manufacturing  of  fat-acids  and 
glycerin  from  fatty  bodies  by  the  action  of  water  at  a  [any]  high 
temperature,  by  "any  convenient"  vessel,  and  irrespective  of  man- 
ipulation in  a  limited  time,  and  of  tubes  or  vessels  kept  constantly 
and  entirely  full  of  the  mixture^  then,  of  course,  arose, 

2d.  A  qiiestion  whether  he  was  an  original  inventor.  And  if  he 
was,  then  would  arise, 

3d.  A  question  whether  he  had  given  anywhere  such  ^^afuU^  dear^ 
and  exact ' '  description  of  his  invention,  and  of  the  manner  of  mak- 
ing  and  using  the  same,  as  would  enable  any  one  skilled  in  the  art 
most  nearly  allied  to  make  and  use  the  invention ;  a  matter  required 
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by  the  Patent  Acts  (5  Stat,  at  Large,  117,)  as  a  condition  to  the 
validity  of  any  patent  granted. 

And  if  he  had  given  such  a  description,  then  would  arise,  as  one 
not  so  immediately  to  be  answered  as  before, 

ith.  A  question  whether  the  defendant  infringed  the  patent  of 
Tilghman, 

It  will  be  seen  {infra,  pp.  556-565)  that  this  court  in  giving  its 
judgment  took  the  first  view  of  the  case,  that  is  to  say,  construed 
the  patent  closely;  so  that  the  other  questions  possible  to  have 
arisen  in  the  case  did  not  perhaps  arise,  nor  indeed  any  question 
but  the  great  one  of  the  construction  of  the  patent. 

Nevertheless,  a  great  body  of  evidence  was  given  on  the  assump- 
tion that  the  other  view — that  which  gave  to  the  patent  the  broad 
construction  claimed  for  it  by  the  patentee — was  the  true  one,  or 
might  be  taken  by  the  court.  The  case  was  argued  largely  on  that 
assumption,  and  the  questions  which  would  necessarily  arise  in 
that  view  are  discussed  very  fully  in  the  opinion  given  in  the  case. 
{Infra,  pp.  565-587.) 

Some  of  the  evidence  is,  therefore,  perhaps  proper  to  be  men- 
tioned ;  in  mentioning  which  the  Reporter  begs  leave  to  say  that 
the  evidence  was  in  some  parts  conflicting ;  that  in  his  limited 
space  he  can  present  it  much  less  perfectly  than  he  could  desire, 
and  as  with  larger  space  he  would  not  fail  to  endeavor  to  do.  * 
He  has  also  to  say,  that  in  some  of  its  parts  the  case  presented 
recondite  matters  of  chemical  science ;  matters  which  he  confesses 
that  he  understands  but  little,  and  is  perhaps  unable  to  understand 
much  more.  If  in  any  points,  therefore,  he  has  fallen  into  error, 
he  asks  for  excuse  from  any  one  whom  he  may  either  mislead  or 
fail  to  lead  at  all. 

It  is  requisite  to  state  that  Richard  Albert  Tilghman,  the  pat- 
entee, was  a  citizen  of  Philadelphia,  and  brought  up  a  practical 
chemist;  that  having,  as  he  conceived,  made  the  discovery  that  he 
could  by  the  action  of  water  at  a  high  temperature  and  pressure,  pro- 
duce free  fat-acids  and  solution  of  glycerin  from  fatty  and  oily 
bodies  which  contained  glycerin  as  their  base,  he  went  in  1853  to 
England,  and  there,  March  25th,  1854,  obtained  a  patent  from  the 
British  government  for  his  invention.  In  the  same  year  he  got 
patents  for  the  same  invention  from  the  governments  of  the  United 
States,  of  France,  and  of  Belgium ;  that  granted  by  the  United 
States  being  given  at  supra,  p.  480.     He  was  in  Europe  and  Amer- 
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ica  alternately,  from  1853  to  1839;  and  returned  to  the  United 
States  in  August  or  September  of  the  year  last  named. 

I. 

ORIGINALITY  OF  INVENTION. 
THE  complainant's  SIDE  OF  THE  QUESTION. 

The  fact  that  Tilghman  was  the  person  who  first  distinctly  ob- 
served and  publicly  announced  that  water,  in  a  liquid  state^  at  a 
high  temperature  and  under  pressure,  would,  of  itself,  and  without 
the  aid  of  chemical  substances,  separate  natural  fat  into  its  constit- 
uents of  fat-acids  and  glycerin,  did  not,  as  the  Beporter  read  the 
proofs,  seem  to  be  open  to  well-founded  question. 

Tilghman  relied  on  the  following  evidences: 

I.  Scientific  Treatises. 

Among  these  the  following  were  specially  quoted: 

1.  Richardson  dc  Watts' a  Chemistry  Applied  to  the  Arts,  London^ 
1863,  vol.  1,  part  3,  p.  751,  where  it  is  thus  said: 

*'The  only  perfectly  unobjectionable  mode  of  obtaining  glycerin, 
inasmuch  as  it  alone  insures  the  entire  absence  of  mineral  impuri- 
ties, is  the  decomposition  of  the  fats  by  the  vapor  of  water  at  a  high 
temperature.  This  mode  of  decomposition  was  first  adopted  as  a 
means  of  obtaining  fatty  acids  and  glycerin  by  Mr.  Tilghman,  in 
1854. 


}  f 


2.  Mtisprafs  Chemistry,  London,  1856-8,  article  *' Glycerin," 
vol.  2,  p.  252,  where  it  is  thus  said  : 

'*A  much  more  economical  method  is  that  introduced  by  Mr. 
Tilghman  in  1854.  By  this  process  the  fatty  bodies  are  broken  up 
into  acid  and  basic  substances,  through  the  agency  of  heat,  press- 
ure, and  steam." 

3.  Watts's  Dictionary  of  Chemistry,  London,  1864,  vol.  2,  p. 
886,  article  "Glycerin,"  where  it  is  thus  said: 

"By  heating  fats  with  water  or  with  steam.  This  is  the  only 
unobjectionable  method  of  obtaining  glycerin,  inasmuch  as  it  alone 
insures  the  entire  absence  of  mineral  impurities.  It  was  first  car- 
ried out  by  Mr.  Tilghman  in  the  following  manner :  " 

Tilghman's  mode  of  working  with  the  coil  apparatus  is  then 
described. 
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II.  Men  op  Science. 

1.  The  Paris  jury  of  savants,  at  the  Exposition  of  1855,  when 
speaking  of  Chevreul,  the  eminent  French  chemist,  say: 

**  We  can  affirm,  without  fear  of  contradiction,  that,  with  the  ex- 
ception of  the  undertaking  of  the  saponification  of  the  fatty  bodies  by 
water,  which  remained  unknoion  to  him,  he  has  indicated  in  a  clear 
and  precise  manner  all  the  scientific  bases  upon  which  depend  the 
different  methods  of  practical  manufacture  of  the  fat-acids  em- 
ployed for  making  candles." 

And  speaking  of  Tilghman,  under  the  head  of  ^^AqueoiLS  saponi- 
fication in  a  close  vessel,"  the  same  jury  say  : 

^^It  was  Mr.  Richard  Albert  Tilghman,  chemist,  of  Philadelphia, 
who  was  the  first  who  had  the  idea  of  applying  this  reaction  on  a  large 
scale.  In  his  patent  taken  in  London,  the  25th  of  March,  1854, 
he  thus  sets  forth  his  discovery,  and  his  manner  of  operating : 

*'  'My  invention  consists  in  a  new  method  of  obtaining  free  fat- 
acids  and  solution  of  glycerin  from  animal  and  vegetable  fatty  and 
oily  bodies  which  have  glycerin  as  their  base. 

'^  'My  invention  consists  in  exposing  the  aforesaid  fats  and  oils 
to  the  action  of  water  at  a  high  temperature  and  pressure,  the 
effect  of  which  is  to  cause  the  combination  of  the  water  with  the 
elements  of  the  neutral  fats,  so  as  to  produce  at  the  same  time  free 
fat-acids  and  solution  of  glycerin.'  " 

2.  Professor  J,  (7.  Booth,  analytical  chemist,  of  Philadelphia, 
called  and  recalled,  was  thus  in  substance  interrogated,  and  thus 
in  substance  answered : 

"  Q.  With  whom  did  you  study  chemistry,  and  where  ?  How 
long  have  you  been  engaged  in  the  profession  of  analytical  chem- 
ist ?  What  posts,  if  any,  in  public  institutions  have  you  held,  and 
what  works  or  papers  have  you  written  on  chemistry  ? 

*'A.  I  studied  chemistry  with  Wohler,  in  Gassel,  Germany,  and 
with  Professor  Magnus,  in  Berlin,  during  1833,  1834,  and  1835. 
From  1835  to  the  present  time  I  have  been  engaged  as  professional 
analytical  chemist.  I  was  professor  of  chemistry  applied  to  the 
arts  in  the  Franklin  Institute,  Philadelphia,  for  ten  years;  and 
professor  of  chemistry  and  physics  in  the  Central  High  School, 
Philadelphia;  I  have  been  for  the  last  eighteen  years  in  the  United 
States  mint,  and  I  still  continue,  independent  of  the  mint  my  pro- 
fession of  analytical  chemist.  I  am  the  author  of  the  greater  part 
of  the  Encyclopedia  of  Chemistry  ;  of  a  report  upon  the  progress  of 
chemical  manufactures  made  to  the  Smithsonian  Institute,  at  the 
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request  of  the  perpetual  secretary  of  that  institute,  Professor  Henry ; 
I  also  edited  the  translation  of  Regnault's  Chemistry,  translating 
much  of  it  myself  and  annotating  it. 

"Q.  From  your  knowledge  of  chemistry,  who  would  you  say 
was  the  discoverer  of  the  chemical  power  of  water  in  a  liquid  state, 
at  a  high  temperature  and  pressure,  on  fats,  to  produce  fat-acids 
and  glycerin  ? 

''A.  Mr.  R.  A.  Tilghman. 

''Q.  Do  you  know  of  any  other  person  who  has  claimed  the 
merit  of  this  discovery  ?  * 

**A.  I  know  of  no  other. 

^^Q.  Is  this  discovery  regarded  as  a  new  and  important  fact  in 
chemistry  ? 

*'A.  It  is  so  regarded." 

3.  The  answer  of  the  defendant  having  set  up  that  it  was  shown 
by  a  paper  published  in  the  year  1823,  {Journal  of  Science^  Lon- 
don, vol.  xvi,  p.  172,)  entitled,  **  Change  of  Fat  in  Perkins's 
Engine  by  Water,  Heat,  and  Pressure,"  that  Tilghman  had  been 
anticipated  in  his  discovery,  and,  as  will  be  hereafter  seen,  some 
reliance  having  been  placed  on  that  paper,  the  examination  of  the 
witness  thus  proceeded : 

*'Q.  Give  a  list  of  chemical  treatises  that  you  have  examined  on 
the  subject  of  this  discovery  and  its  date,  and  particularly  with  a 
view  of  showing  whether  it  was  known  between  1823  and  1854,  and 
whether  it  has  been  known  since  1854. 

^^A.  I  annex  a  list  of  standard  chemical  treatises,  of  the  highest 
authority,  of  dates  between  1823  and  1854,  which  I  have  exam- 
ined. They  all  contain  descriptions  of  the  properties  of  fat  and 
fat-acids,  and  the  known  methods  of  producing  fat-acids  and  glyc- 
erin. None  of  them  mention  the  fact  that  fat-acid  and  glycerin 
can  be  produced  by  the  action  of  water  on  fats  at  a  high  tempera- 
ture and  pressure. 

'^  I  annex  another  list  of  standard  chemical  treatises  of  dates  sub- 
sequent to  April  3d,  1854,  all  of  which  contain  mention  of  that 
chemical  fact. 

**  I  therefore  infer  and  conclude  that  that  chemical  fact  was  first 
made  known  subsequent  to  1852,  and  prior  to  April  3d,  1854. 

List  of  treatises  pvblished  between  1823  and  1854,  which  do  not  menr 

tion  the  chemical  fact. 

Duraas's  Chemiatry,  vol.  5.    Paris,  1835. 
Berzelios's  Chemistry,  vol.  2.    Brussels,  1838 
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Ure's  Dictioaary  of  Chemistry.     London,  1831. 
Brande's  Chemistry.     London,  1841. 
Graham's  Chemistry.     London  and  Philadelphia,  1843. 
Booth's  Encyclopedia  of  Chemistry.    Philadelphia,  1860. 
Regnault's  Chemistry.     Paris  and  Philadelphia,  1852. 
Qerhardt's  Chemistry.    Paris,  1854. 
Qmelin's  Chemistry,  vol.  7.     London,  1852. 
PeloQze  &  Fremy.     Chemistry.    Paris,  1850. 

List  of  chemical  treatises  published  after  April  3d,  1854,  which  do 

mention  that  chemical  fact. 

« 

Comtes  Rendues.     Paris,  April  3d,  1854. 

Liehig  &  Kopp's  Year-book.    Giessen,  1855. 

Miller's  Chemistry.     London,  1862. 

Watts's  Dictionary  of  Chemistry.     London,  1864. 

Qmelin's  Chemistry,  vol.  16.     London,  1864. 

Musprat's  Dictionary  of  Chemistry,  vol.  2.     London,  about  1866-8. 

Chemical  Gazette.     London,  1856. 

^'Q.  State  what  technical  works  on  the  subject  of  the  manufac- 
ture of  fat-acid,  published  between  1823  and  1854,  you  have  exam- 
ined, and  whether  any  of  them  contains  any  description  or  notice 
of  the  process  of  manufacturing  fat-acid  and  glycerin  from  fats  by 
the  action  of  water  at  a  high  temperature  and  pressure. 

"A.  I  have  examined  the  following  technical  works,  all  of 
which  contain  descriptions  of  the  various  processes  for  the  manu- 
facture of  fat-acids.  None  of  them  mentions  or  refers  to  the  pro- 
cess for  the  manufacture  of  fat-acid  and  glycerin  by  the  action  of 
water  on  fats  at  a  high  temperature  and  pressure. 

Chevreul  <fe  Gay-Lussac's  Patent.    Paris,  1825. 

Hibert's  Encyclopedia.     London,  1838. 

Dumas's  Chemistry,  vol,  6.     Paris,  1863. 

Parnell's  Applied  Chemistry,  vol.  2.     London,  1844. 

Knapp'B  Technology.     London  and  Philadelphia,  1848. 

Roret's  Encyclopedia.     Fat- Acids.     Paris,  1849. 

Morfit's  Chemistry  of  Soap  and  Candles,  1st  edition.    Philadelphia. 

Pay  en's  Chemistry.     Paris,  1851. 

Official  Report  of  London  Exhibition.     London,  185  L 

Tomlinson's  Cyclopedia  of  Arts.     London,  1852. 

Appleton's  Dictionary.     New  York,  1852. 

Ure's  Dictionary  of  Arts.     Boston,  1853. 

**Q.  State  what  technical  works  on  the  subject,  published  since 
1854,  you  have  examined,  and  whether  they  mention  the  process 
of  manufacturing  fat-acids  and  glycerin  by  the  action  of  water  on 
fat  at  a  high  temperature  and  pressure,  and  to  whom  they  refer  as 
the  inventor  of  that  process. 

**A.  I  have  examined  the  following  technical  works.  They  all 
mention  the  water  process,  and  refer  to  Tilghman  as  its  inventor: 
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Balletin  de  la  Soci^t^  d'Encouragement.     Paris,  1855. 

Morfit's  Chemistry  of  Soap  and  Candles,  2d  edition.     London  and  Philadelphia, 
1856. 
Official  Report  of  London  Exhibition.     London,  1863. 
Richardson  <&  Watts's  Technology,  vol  1,  part  3.     London,  1863. 
Repertory  of  Patent  Inventions,  3d  series,  vol.  24,  page  408.    London,  1854. 
Mechanic's  Magazine,  vol.  61,  page  111.     London,  1854. 
Newton's  Journal  of  the  Arts  and  Sciences,  vol.  45.     London,  1854. 
Franklin  Institute  Journal,  3d  series,  vol.  29.  page  36.    Philadelphia,  1855. 

''Q.  Please  state  in  general  terms  the  result  of  your  examina- 
tix)n  of  the  standard  chemical  and  technical  publications. 

*'A.  No  one  of  the  technical  treatises  or  chemical  works,  pub- 
lished prior  to  1854,  contains  any  mention  either  of  the  chemical 
fact  of  the  decomposition  of  fat  by  water  at  a  high  temperature 
and  pressure,  or  of  the  manufacturing  process  founded  upon  it. 
After  1854  both  the  chemical  fact  and  the  manufacturing  process 
are  mentioned  in  numerous  technical  and  chemical  publications." 

The  testimony  of — 

4.  Fro/essor  R.  E.  Rogers^  professor  of  chemistry  for  ten  years 
in  the  University  of  Virginia;  professor  of  the  same  science  for 
eighteen  years  in  the  University  of  Pennsylvania ;  editor  of  the 
last  American  edition  of  Turner's  Chemistry. 

5.  Professor  Wolcott  Gibbs,  who  had  studied  with  Professor 
Hare,  of  Philadelphia;  with  Dr.  Torrey,  of  New  York;  with  Pro- 
fessors Raraelsberg  and  Rose  in  Berlin,  Prussia,  and  with  Liebig 
in  Giessen ;  for  ten  years  professor  of  chemistry  and  physics  in 
the  Free  Academy  in  New  York,  and  now  Bumford  professor  in 
Harvard  University. 

6.  Fro/essor  F.  A.  Genth,  student  for  two  years  with  Professor 
Gmelin;  for  two  with  Liebig  and  others;  for  three  years  assistant 
to  Bunsen ;  for  two  years  professor  in  the  University  of  Marburg. 

7.  Fro/essor  Robert  Bridges,  professor  of  chemistry  in  the  Phil- 
adelphia College  of  Pharmacy ;  editor  of  Graham's  Chemistry, 
and  of  several  editions  of  Fowne's  Chemistry — all  sustained  the 
assertion  of  Professor  Booth  as  to  the  originality  of  Tilghman  with 
the  invention. 

Professor  Gibbs  thus  testified : 

"Q.  State  when  and  by  whom  your  attention  was  first  called  to 
the  question  of  the  novelty  of  the  plaintiff's  patented  invention,  as 
affected  by  defendant's  exhibits.  State  whether  you  then  made  a 
full  investigation  of  the  subject,  and  a  report,  and  state  the  sub- 
stance of  any  such  report. 

**  A.  My  attention  thereto  was  first  called  by  Mr.  Mitchell,  the 
32 
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defendant,  in  the  early  part  of  the  year  1863.  I  then  made  a  full 
investigation  of  the  subject  at  his  request,  and  gave  him  a  written 
opinion,  the  subject  of  which  was  that  the  plaintiff's  invention  was 
new/' 

8.  The  testimony  of  the  Patent  Office,  In  1858,  Mr.  Werk,  a 
manufacturer  of  candles  in  Cincinnati,  and  afterwards  sued  by 
Tilghman  as  an  infringer  of  his  patent,  applied  to  the  Patent  Office 
for  an  improved  treatment  of  fatty  acids  through  the  aqueous  pro- 
cess. He  was  thus  replied  to  by  the  Honorable  Joseph  Holt,  then 
Commissioner  of  Patents : 

United  States  Patent  Office, 

June  26th,  1858. 
^'Sir:  Your  application  for  a  patent  for  an  improved  treatment 
of  fatty  acids  has  been  examined.  Tou  are  referred  to  Regnault's 
Chemistry,  vol.  ii,  p.  1594 ;  to  Payen's  Chemie  Industrielle,  p.  YYl, 
and  to  the  patents  of  R.  A.  Tilghman,  January,  1855,  and  Octo- 
ber, 1854.  Mr.  T.  is  the  acknowledged  discoverer  of  this  process. 
The  application  is  refused  for  want  of  novelty. 

**  Respectfully  yours,  &c., 

"J.  Holt,  Commissioner, 
"M.  Week,  Esq." 

9.  The  London  International  Exhibition  of  1862.  At  this  exhibi- 
tion one  of  the  juries,  reporting  on  the  subject  of  oils,  fats,  wax, 
and  their  products,  and  referring  to  the  efforts  made  ^'as  early  as 
1855,"  by  M.  De  Milly,  to  modify  the  process  of  saponification  by 
means  of  lime,  said: 

"Instead  of  effecting  this  decomposition  at  a  temperature  of 
212^,  and  employing  14  per  cent,  of  lime,  he  raised  the  temperar 
tures  by  working  under  pressure  and  employing  only  4  per  cent,  of 
lime. 

''At  the  present  time  M.  De  Milly  has,  indeed,  reduced  the  pro- 
portion of  lime  to  2^  per  cent.  This  process  has  been  imitated  in 
Austria.  Undoubtedly  it  constitutes  a  real  improvement  upon  the 
ordinary  method  of  saponification  by  lime;  but  in  spite  of  this  con" 
sideroble  improvementy  tohich  is  in  fact  but  a  combination  of  Mr, 
Tilghman* s  mode  of  saponification  by  loater  at  a  high  temperature,* 
combined  with  the  lime  process,  we  cannot  believe  that  these  two 
methods  of  saponification,  under  any  modification  at  present  at- 
tempted, can,  in  an  economical  point  of  view,  successfully  compete 
with  the  sulphuric  saponification." 

"*  Specimens  of  which  are  exhibited  in  the  American  Department. 
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10.  Medal  of  Honor.  The  report  of  the  same  exhibition  (page  7) 
contains  this: 

' '  Medals. 

'* United  States:  Tilghman, /or  fatty  acids  (Stained  by  aqueous 
saponificaiionr 

III.  Manufacturers  of  Candles. 

1.  Mr,  G,  F,  Wilson,  managing  agent  of  Price  &  Co.*8  Patent 
Candle  Company,  at  Battersea,  London^>the  largest  candle  factory 
in  the  world — who,  it  appeared,  was  besides  a  man  of  education,  and 
had  made  the  general  and  particular  matters  now  under  considera- 
tion the  subject  of  learned  research,  and  was  in  the  habit  of  writing 
and  lecturing  upon  them,  affirmed  that  Tilghman  was  the  dis- 
coverer of  the  invention  claimed  by  him.  In  a  public  lecture, 
delivered  by  him  in  January,  1856,  before  the  Society  of  Arts,  in 
London,  he  said : 

**In  January,  1854,  Mr.  Tilghman,  an  American  chemist,  who 
has  studied  all  that  has  been  published  here  and  in  France  on  the 
subject  of  acidification  and  distillation  of  fatty  bodies,  obtained  a 
patent  for  exposing  the  fats  and  oils  to  the  action  of  water  at  a  high 
temperature,  and  under  great  pressure,  in  order  to  cause  the  com- 
bination of  the  water  with  the  elements  of  the  neutral  fats,  so  as  to 
produce  at  the  same  time  free  fat-acids  and  solution  of  glycerin. 
He  proposed  to  effect  this  by  pumping  a  mixture  of  fat  and  water, 
by  means  of  a  force-pump,  through  a  coil  of  pipe  heated  to  about 
612°  Fahr.,  kept  under  a  pressure  of  about  2,000  pounds  to  the 
square  inch  ;  and  he  states  that  the  vessel  must  be  closed  so  that 
the  requisite  amount  of  pressure  may  be  applied  to  prevent  the 
conversion  of  water  into  steam.  This  is,  all  must  admit,  a  beauti- 
ful, original  chemical  idea,  well  carried  out." 

The  defendant,  Mr,  R,  G.  Mitchell,  who  was  a  witness,  testified 
that  the  process  by  water,  heat,  and  pressure  alone  had  not  been 
known  to  him  before  the  date  of  Tilghman 's  patent,  nor  indeed 
known  to  him  until  four  years  afterwards.     He  said : 

*'  I  have  known  for  more  than  forty  years  that  fats  were  acidified 
by  moisture.  I  never  knew  that  fat-acids  and  glycerin  could  be 
obtained  from  fats  by  heat,  water,  and  pressure  until  I  heard  of  it 
in  connection  with  the  patent  of  Wright  &  Fouch6,  in  1859.*' 

ORIGINALITY  OF  INVENTION. 
THE  defendant's  SIDE  OF  THE  QUESTION. 

I.  Scientific  Treatises. 

No  scientific  treatise  was  produced  which  denied,  with  mention 
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of  Tilghman's  name,  or  by  specific  reference  to  what  he  asserted  to 
be  his,  that  he  had  discovered  what  in  the  claim  to  his  patent  he 
claimed  as  his  invention.  An  extract  from  a  paper  in  the  Journal 
of  Sciences,  vol.  xvi,  p.  172,  published  in  London  in  1823,  entitled, 
'^  Change  of  Fat  in  Perkins's  Engine  by  Water,  Heat,  and  Press- 
ure, "and  made  by  the  defendant  an  Exhibit  (E)  in  the  pase,  and 
somewhat  relied  on  by  him,  mentioned  that 

**  Mr.  Perkins  used  in  his  steam-cylinder  a  mixture  of  about 
equal  parts  of  Russia  tallow  and  olive  oil  to  lubricate  the  piston  and 
diminish  fraction ;  that  the  mixture  was  consequently  exposed  to 
the  action  of  steam  at  considerable  pressure  and  temperature ;  and, 
being  carried  on  by  steam,  it  was  found  in  the  water,  giving  rise 
to  pecular  appearances.'' 

A  particular  account,  too  long  to  be  here  inserted,  was  annexed. 

II.  Men  of  Science. 

1.  Professor  P,  H,  Vandertveyde,  a  native  of  Holland,  educated 
in  chemistry  at  the  Royal  University  of  Delft,  M.  D.,  professor  of 
chemistry  in  the  New  York  Medical  College,  and  in  the  Cooper 
Institute,  and  fifteen  years  in  America,  was  at  different  times  asked 
and  answered  thus : 

^  **Q.  From  your  knowlege  of  chemistry,  would  you  say  that 

complainant  was  the  discoverer  of  the  power  of  water  under  heat 
and  pressure  to  dissolve  fats  into  acids  and  glycerin  ? 

*'A.  The  more  my  information  about  the  matter  has  increased 
the  more  I  am  convinced  that  the  power  of  water  to  decompose  fats 
into  the  fatty  acids  and  glycerin  was  known  a  long  time  before  the 
date  of  Mr.  Tilghman's  patent. 

'*  Q,  Do  you  know,  or  did  you  ever  hear  of  any  standard  chem- 
ical treatise  or  book,  which  states  that  complainant  made  any  chem- 
ical discovery  as  to  the  decomposition  of  fats  into  fat  acids  and 
glycerin? 

*'A.  I  do  not  know,  nor  did  I  ever  hear  of  such  a  startement ; 
and  in  those  standard  works,  when  Mr.  Tilghamn's  process  is 
mentioned  at  all,  it  is  stated  simply  that  he  took  out  a  patent  for  a 
certain  apparatus." 

Gross-ea^amined. 

'*  Q.  State  who  was  the  first  person,  within  your  knowledge, 
who  made  the  explicit  statement  that  fat-acids  and  solution  of 
glycerin  could  be  obtained  for  manufacturing  purposes  by  the 
'Action  of  liquid  water  on  neutral  fatty  bodies  at  temperatures  above 
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350^  Fahrenheit ;  and  state  when  and  where  such  statement  was 
made. 

'^A.  I  am  not  aware  that  any  other  man  made  that  precise  state- 
ment, with  all  the  special  conditions  mentioned  in  the  question, 
before  Mr.  Tilghman. 

♦  4c':|e  4c  iff.  ^e  ^  4e 

'*Q.  Who  was  the  first  person  who  got  so  far  as  to  use  'water 
alone  '  in  the  practical  manufacture  of  stearic  and  margaric  acid, 
and  oleic  acid,  and  glycerin,  from  neutral  fat? 

*'A.  I  know  not  who  the  first  person  was  who  practically  man- 
ufactured stearic  and  the  other  fatty  acids  besides  glycerin  from  the 
fats  by  means  of  water  alone,  but  1  know  that  Mr.  Tilghman  took 
a  patent  for  that  purpose.  I  doubt,  however,  if  it  was  ever  put  in 
practical  operation.     Surely  not  to  make  glycerin." 

-.  The  defendant  having  put  in  evidence  an  extract  from  the 
Journal  of  Science,  Loudon,  1823,  vol.  xvi,  p.  172,  entitled 
'*  Change  of  Fat  in  Perkins's  Engine,  by  Water,  Heat,  and  Press- 
ure," which  paper  was  marked  ''Exhibit  E,"  (quoted  supra,  p. 
500)— 

Florence  Ver din,  partner  of  the  defendant,  under  the  firm  name 
of  Mitchell  &  Co.,  and  who  testified  that  he  had  an  interest  against 
the  patent,  and  if  in  the  present  suit  a  sum  of  money  was  decreed 
to  be  paid  to  the  complainant  he  would  be,  he  supposed,  responsi- 
ble for  one  half,  had  testified,  in  1868,  in  another  case,  (all  the 
testimony  in  which  was  received  by  consent,)  as  follows : 

*'  Q.  Would  not  any  manufacturer  of  ordinary  skill  and  inform- 
ation in  his  art,  as  current  prior  to  1854,  have  known  from  Ex- 
hibit E  that  fat-acids  and  glycerin  were  produced  by  the  action  of 
water  at  a  high  temperature  and  pressure,  and  does  not  the  pres- 
ence of  acrolein  involve  the  production  of  glycerin? 

*' A.  /  should  have  known  it,  and  I  cannot  doubt  others  would, 
as  a  person  had  only  to  subject  the  fat  to  the  action  of  water  at  a 
temperature  and  pressure  named  to  have  acidified  fats ;  acrolein 
cannot  be  formed  without  glycerin  being  formed  first. 

"  Q.  Do  you  know  of  any  standard  chemical  treatise  or  book 
which  states  that  the  complainant  has  made  any  chemical  dis- 
covery in  reference  to  the  decomposition  of  fats  into  fat-acids  and 
glycerin  ? 

''  A.  I  do  not  know  of  any  such  works  which  give  Tilghman  the 
credit  of  being  a  chemical  discoverer. 

''Q.  Did  you  ever  hear  of  any  standard  chemical  treatise  or 
book  which  ascribes  to  the  complainant  any  such  discovery? 
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^' A.  I  have  never  heard  of  any. 

^'  Q.  Are  technical  works  of  any  value  to  the  manufacturers  of 
fat-acids  and  candles,  so  far  as  you  have  examined  them ;  and  if 
so,  what? 

'^  A.  They  have  never  been  to  me  ;  my  knowledge  was  always 
superior  to  theirs  ;  they  are  generally  more  likely  to  mislead  the 
manufacturers  than  to  benefit  them. 

*'  Q.  Is  the  information  communicated  in  Tilghman's  patent  of 
1854  of  any  more  value  to  a  manufacturer  of  fat*acids  and  candles 
than  that  which  is  found  in  defendant's  Exhibit  E? 

**  A.  I  think  there  is  no  difference  between  the  two,  and  I  have 
always  thought,  and  think  so  yet,  that  the  patent  of  Mr.  Tilghmaa 
had  been  copied  from  Exhibit  E." 


Cross-ea^mined. 

*'Q.  When  did  you  first  see  it  stated  in  a  book  or  document 
that  highly  heated  water  under  pressure  would,  without  the  aid  of 
chemicals,  decompose  neutral  fat  into  fat-acid  and  a  solution  of 
glycerin? 

*'  A.  I  don't  know  when. 

^'Q.  Can  you  swear  you  ever  saw  that  statement  prior  to  the 
date  of  Mr.  Tilghman's  patent — January,  1854? 

''A.  I  cannot. 

3.  See  also  testimony  of  Drs.  Band  and  Wayne,  in/ray  pp.  536- 
537. 

II. 

CAPACITY  FOR  PRACTICAL  USE. 
THE  complainant's  SIDE  OP  THE  QUESTION. 

How  fkr  Tilghman's  discovery  or  invention  had  been  or  could 
be  carried  on  so  as  to  be  practically — that  is  to  say,  commercially — 
of  value  by  the  rapid  manipulation  described  by  him,  or  with  the 
very  high  degrees  of  heat  which  he  mentioned,  or  with  the  vessels 
filled  with  the  mixture  alone — ^assuming  that  either  rapidity,  or 
specific  degrees  of  high  heat,  or  entire  absence  of  steam  from  the 
vessel  in  which  his  mixture  was  to  be  put,  were  an  essential  part 
of  his  invention  as  patented — seemed,  as  the  Reporter  read  the  evi- 
dence, to  be  a  matter  less  clear  than  tliat  he  'was  the  true  and  first 
discoverer  of  what  in  the  claim  to  his  patent  he  claimed  as  his 
invention. 

As  on  the  first  point,  the  evidence  relied  on  by  him  was  that  of 
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books  of  science,  and  more  particularly  of  men  of  science  and  man- 
nfacturers  of  candles. 

I.  Scientific  Treatises. 

1.  Richardson  dk  Watts' 8  Chemistry  (quoted  supra j  p.  493): 
"The  only  perfectly  unobjectionable  mode  of  obtaining  glycerin." 

2.  Musprafs  Chemistry;  article,  "Glycerin"  (quoted  ut  supra): 
"A  much  more  economical  method  is  that  introduced  by  Mr. 
Tilghman." 

3.  Watts* s  Dictionary;  article,  "Glycerin"  (quoted  ut  supra) 
"This  the  only  unobjectionable  mode." 

II,  Men  of  Science. 

1.  Professor  J,  C,  Booths  already  described,  thus  testified: 

"I  tried  the  second  apparatus  indicated  in  the  patent,  with  an 
apparatus  quite  similar  to  the  drawing  accompanying  the  specifi- 
cation to  Mr.  Tilghman's  patent,  except  that  the  coil  was  circular, 
rising  in  a  continuous  spiral  coil  from  below  upwards,  so  that  the 
exit-pipe  came  from  the  upper  part  instead  of  the  lower,  as  indi- 
cated in  said  drawing. 

"As  we  obtained  at  the  rate  of  four  hundred  to  four  hundred  and 
fifty  pounds  in  twenty -four  hours,  in  so  small  an  apparatus,  and  as 
the  product  consisted  of  fat-acid  and  glycerin,  I  regard  the  process 
as  a  most  perfect  manufacturing  process ;  that  is,  making  fat-acid 
and  glycerin  in  an  economical  manner,  and  adapted  to  commercial 
uses. 

"By  comparing  the  solid  fat-acids  obtained  by  the  coil  appa- 
ratus, and  subsequent  clarification  and  pressure,  with  the  solid 
fat-acids  obtained  in  Grant's  candle  factory,  in  Philadelphia,  by 
the  sulphuric  saponification,  I  believe  that  the  product  of  the  coil 
apparatus  is  fit  for  making  candles.  By  comparing  the  glycerin 
which  I  obtained  by  the  coil  apparatus  with  several  kinds  of  glyc- 
erin of  commerce,  I  believe  that  the  coil  apparatus  will  make  a 
glycerin,  suitable  for  commercial  purposes,  equal  to  that  produced 
by  any  other  process,  after  resorting  to  the  usual  method  of  purifi- 
cation." 

'2.  Professcyr  Rogers ^  already  described: 

"  I  was  present  at  the  trial  of  the  process  of  the  complainant,  in 
the  coil  apparatus,  in  company  with  Professors  Booth  and  Bridges, 
and  Mr.  R.  A.  Tilghman.  It  is  my  opinion,  and  not  only  my 
opinion,  but  my  thorough  conviction,  that  it  is  a  process  altogether 
adapted  to  carrying  out  the  method  of  Mr.  Tilghman* 
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''The  odor  of  the  products  eviuced  nothing  offensive  which 
would  indicate  the  presence  of  acrolein  as  a  hurtful  substance,  the 
small  amount  of  oxide  of  iron  being  an  accidental  and  not  neces- 
sarily present  substance,  and  was  readily  removable." 

3.  Professor  Bridges ,  already  described,  stated  that  he  had  been 
present  at  the  trial  of  the  apparatus  referred  to ;  that  the  trial  was 
made  at  '*  about  the  temperature  of  the  melting  of  lead."  He  ex- 
hibited specimens  of  the  lard  stearin  used,  and  some  of  the  results 
of  the  operation,  describing  particularly  how  they  were  obtained. 
He  concluded  by  saying  : 

''From  the  amount  of  the  material  used  during  the  operation, 
and  from  the  character  of  the  results^  I  consider  the  apparatus  of 
Tilghman  as  one  capable  of  carrying  on,  in  a  practical  manner,  his 
process." 

III.  Manufacturbrs  of  Candles. 

1.  In  June,  1854,  Tilgliman  exhibited  his  patent  and  his  coil 
apparatus  to  Mr.  G.  F.  Wilson,  above  named  as  the  managing 
director  of  Price  &  Co.'s  large  candle  company  in  England,  and 
made  experiments  with  it  before  him.  On  the  13th  of  December, 
1855,  after  having  thus  seen  it,  that  company  agreed  to  pay  Tilgh- 
man £1,000  sterling  a  year  for  the  use  of  that  patent,  and  some 
minor  ones  of  less  importance  that  expired  prior  to  1859,  they. 
Price  &  Co.,  being  free  to  terminate  the  arrangement  at  any  time 
by  giving  Tilghman  two  years'  notice.  They  had  not  terminated 
it  in  May,  1864,  when  the  testimony  to  prove  facts  just  stated  was 
taken,  but  had,  since  1859,  paid  in  each  year,  and  in  1864  were 
still  paying  to  Tilghman  the  £1,000  sterling  for  the  use  of  his 
patent  of  9th  January,  1854,  alone. 

2.  So  a  certain  Monier,  of  Paris,  one  of  the  managing  agents  of 
the  Society  GSnSrale  de  Stearinerie,  at  Villette,  near  Paris,  having 
seen  Tilghman's  apparatus  at  Tilghman's  laboratory  in  London, 
in  June,  1854,  and  samples  of  fat-acid  and  glycerin  said  to  have 
been  produced  by  it,  made  a  preliminary  agreement  with  Tilgh- 
man that  "after  experiments  had  been  made  to  enable  Monier  to 
judge  of  the  eflScacy  and  reality  of  the  invention,"  a  contract  bv 
which  tliey  were  "to  buy  the  absolute,  general,  and  exclusive 
licenfao  for  the  new  processes  of  Mr.  R.  A.  Tilghman,  giving  him 
a  royalty  in  money,"  should  be  made  before  a  notary.  The  coil 
apparatus  was  brought  to  Paris  and  worked  at  Monier's  factory; 
many  experiments  being  made  with  it.  It  was  worked  both  by 
hand  and  by  steam-power.     A  contract  in  form  was  then  made  be- 
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tween  Tilghman  and  Mouier^  and  15,000  francs  were  paid  to  Tilgli- 
man.  Tilghman  and  his  hrother  then  attempted  to  make  a  large 
apparatus  at  Monier's  factory  at  Paris.  This  occupied  nearly  six 
months ;  a  good  deal  of  what  was  done  having  been  superintended 
by  Tilghman's  brother,  and  not  by  him ;  he  having  been  ill  a  short 
part  of  the  time,  and  for  much  the  greatest  absent  in  America. 
The  experiments,  owing  to  causes  about  which  Tilghman  and 
Monier  disagreed,  were  unsuccessful,  and  the  contract  was  annulled 
by  consent  of  both  parties.  Tilghman  having  returned  to  France, 
a  new  contract  was  made  with  him,  and  12,000  or  15,000  francs 
paid  to  him ;  and  more  experiments  made  in  Paris.  They,  too,  were 
unsuccessful;  Tilghman  and  Monier  disagreeing  as  before  about 
the  cause.  Tilghman  being  now  in  Philadelphia,  Monier,  repre- 
senting that  the  agreement  between  them  was  verbal,  and  not  pro- 
ducing the  written  contract,  sued  liim  in  one  of  the  inferior  courts 
of  Paris,  claiming  damages  in  25,000  francs.  Judgment  by  de- 
fault for  want  of  an  appearance  was  got  by  Monier,  and  damages 
given  in  2,000  francs.  Tilghman,  in  America,  hearing  of  this, 
ordered  an  appeal  to  be  taken,  and  one  was  taken.  The  appeal, 
however,  was  not  prosecuted.  A  compromise  was  made  between 
the  parties  by  which  1,000  francs  were  paid  to  Tilghman,  the  law- 
suit discontinued,  all  previous  engagements  made  ''null  and  of  no 
effect,"  and  Tilghman  left  free  to  '' re-enter  into  the  free  use  and 
enjoyment  of  his  patents," 

3.  The  testimony  of  Charles  Taylor  Jones^  of  Cincinnati,  since 
1849  a  member  of  the  firm  of  Gross  &  Dietrich,  manufacturers  of 
candles. 

*'Q.  State  the  process  first  employed  by  you  for  decomposing 
fats  into  fat-acids  and  solution  of  glycerin. 

**A.  The  first  process  used  by  me  was  that  of  saponification  with 
about  fourteen  per  cent,  of  lime,  in  open  vessels,  and  decomposing 
the  lime-soap  thus  obtained  with  sulphuric  acid ;  the  quantity  of 
sulphuric  acid  requisite  being  about  two  and  a  half  pounds  to  each 
pound  of  lime. 

'^Q.  What  was  the  next  process,  and  what  advantages  had  it 
over  the  first  ?     And  why  did  you  abandon  it  ? 

^'A.  The  next  process  was  saponification  under  pressure  of  about 
130  lbs.  to  the  square  inch,  with  six  to  seven  per  cent,  of  lime,  and 
a  corresponding  diminution  of  sulphuric  acid.  It  had  the  advan- 
tage over  the  first  process  of  diminishing  the  cost  of  the  operation 
just  as  much  as  the  lime  and  sulphuric  acid  was  diminished.  This 
process  was  abandoned  for  another,  which  enabled  me  to  dispense 
entirely  with  the  use  of  lime  and  sulphuric  acid. 
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^^Q.  State  what  process  you  now  use  and  what  are  its  advan- 
tages ;  and  also,  whether  you  practice  the  said  process  by  a  license 
from  the  complainant^  and  have  paid  and  are  to  continue  to  pay 
him  for  its  use. 

''A.  I  use  the  process  patented  to  Tilghman,  the  advantages  of 
wliich,  over  all  other  processes  known  to  me,  are,  that  it  enables 
me  to  produce  fat-acids  without  the  use  of  lime  or  sulphuric  acid. 
I  practice  this  process  by  a  license  from  the  complainant,  and  have 
paid  and  am  to  continue  to  pay  him  for  its  use. 

**  Q.  State  how  much  fat  has  been  decomposed  at  your  factory 
by  the  action  of  water  only  at  a  high  temperature  and  correspond- 
ing steam  pressure  of  300  lbs.  to  the  square  inch. 

^^A.  About  90,000  lbs. 

^^  Q.  How  much  fat  is  treated  at  each  charge  of  the  apparatus? 
And  how  much  fat  could  you  decompose  per  week,  if  working 
night  and  day,  at  300  lbs.  pressure,  at  the  same  rate  you  have 
obtained  in  working  by  daylight  only? 

''A.  From  6,000  lbs.  to  7,000  lbs.  of  fat  is  treated  at  each  charge 
of  the  apparatus,  and  I  could  decompose  about  150,000  lbs.  per 
week  by  continuous  work. 

'^Q.  State  how  long  it  takes,  in  your  apparatus,  after  the  charge 
has  been  heated  up,  to  decompose  it  into  fat-acid  and  glycerin  by 
the  action  of  wafcer  alone  at  300  lbs.  steam  pressure. 

^'A.  About  five  hours. 

"  Q.  Would  you  have  any  difficulty  in  continuing  to  work  by 
water  only  if  you  desired  to  do  so? 

*'A.  I  think  not. 

^^  Q.  Have  you  any  specimens  of  stearic  acid  and  of  candles  made 
from  fat  decomposed  at  your  factory  by  water  only?  If  so,  produce 
them,  and  mark  them. 

'^A.  I  have  such  specimens.     Here  they  are,  marked  as  directed. 

'*  Q.  How  much  fat  have  you  worked,  in  all,  under  the  com- 
plainant's patent  when  using  one-half  per  cent,  of  lime  in  addition 
to  the  action  of  the  heated  water?  And  how  long  has  your  factory 
been  working  Tilghman's  process? 

''A.  I  have  treated  738,000  lbs.  of  fat  in  which  a  half  per  cent, 
of  lime  was  used ;  and  I  have  been  using  Tilghman's  process  since 
the  first  of  November  last. 

^^  Q.  Examine  the  first-described  process  in  the  complainant's 
patent,  and  state  whether  or  not  you  would  infer  therefrom  that 
the  strong  vessel  mentioned  was  to  be  entirely  filled  up  with  oil 
and  water,  so  as  to  leave  no  steam-room  whatever  in  the  vessel, 

'^A.  I  have  examined  this  part  of  the  patent,  and  I  can  see 
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nothing  in  it  reqairing  the  vessel  named  to  be  completely  filled 
with  oil  and  water. 

''  Q.  State  whether  there  are  reasons,  obvious  to  any  one  accus- 
tomed to  steam-boilers,  why  said  vessels  should  or  should  not  be 
entirely  full,  and  state  such  reasons. 

"A.  There  are  reasons  which  I  should  think  would  be  entirely 
obvious  to  one  accustomed  to  steam-boilers  why  said  vessels  should 
not  be  perfectly  filled  with  oil  and  water;  the  prominent  one  of 
which,  to  my  mind,  would  be  the  danger  of  applying  even  a  mod- 
erate heat  to  the  vessel,  under  such  circumstances,  inasmuch  as  the 
expansion  of  the  contents  under  only  a  moderate  heat  might  rend 
the  vessel  asunder. 

^^  Q.  Examine  the  second-described  process  in  the  complainant's 
})atent,  and  state  whether  or  not  you  can  see  reasons  for  the  direc- 
tion there  given,  to  keep  the  tubes  entirely  full  of  liquid,  and  not 
to  allow  steam  to  accumulate  in  them ;  if  yea,  state  such  reasons  in 
detail. 

'^  A.  I  see  no  reasons  given  therefor,  in  that  second  part  of  the 
patent.  Obvious  reasons  for  that  direction  occur  to  my  mind  as  a 
manufacturer,  which  are  the  avoidance  of  irregular  working  of  the 
machinery  indicated,  and  consequently  increased  strain  and  wear 
of  the  machinery. 

^^Q.  Do  you  know  the  rules  for  calculating  the  strength  of 
cylindrical  iron  boilers?  If  yea,  calculate  thereby  the  strength 
of  perfectly  welded  iron  tubes  of  the  dimensions  directed  to  be 
used  in  the  second-described  apparatus  in  plaintiff's  patent. 

"  A.  I  know  the  rules  which  I  believe  to  be  generally  adopted  for 
calculating  the  strength  of  boilers.  By  that  rule  I  compute  the 
strength  of  the  tubes  alluded  to  in  the  second  part  of  the  plaintiff's 
patent,  at  60,000  lbs. ;  that  is,  it  would  take  60,000  lbs.  to  burst 
them." 

Cross-examined, 

^'  Q.  In  the  first  process  used  by  you,  was  not  water  used,  and 
were  fats  ever  decomposed  into  fat-acids  and  a  solution  of  glycerin 
without  the  intervention  of  water,  which  was  always  necessarily 
present  when  the  glycerin  was  obtained,  and  generally  used  in  con-- 
nection  with  steam  ? 

'^  A.  Water  was  used  in  the  first  process  described,  but  in  quan- 
tity only  slightly  in  excess  of  that  requisite  for  preparing  the  milk 
of  lime.  I  do  not  know  of  the  decomposition  of  neutral  fats  into 
fat-racids  and  a  solution  of  glycerin  ever  having  been  attained 
without  the  intervention  of  water.     Within  the  limits  of  my  ex-» 
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perience  or  knowledge,  steam  has  always  been  an  agent  in  the 
process. 

^'Q.  When  was  the  second  process,  described  by  yau,  first  used 
by  yourself? 

*'A.  In  the  fall  of  1859. 

'^  Q.  You  state  you  use  the  process  patented  to  Mr.  Tilghman. 
Describe  in  detail  that  process,  as  used  in  your  factory. 

**  A.  I  place  the  melted  fat  to  be  treated  in  a  large  vessel  with 
water,  equal  to  one  half  the  bulk  or  weight  of  the  fat,  or  in  excess 
of  that  proportion,  and  subject  the  charge  to  a  pressure  of  steam, 
300  lbs.  to  the  square  inch,  for  a  period  of  about  five  hours,  keep- 
ing the  water  and  fat  in  intimate  contact  by  pumping  the  water 
from  the  bottom  to  top,  and  discharging  it  on  the  surface  of  the 
fat  to  make  its  way  to  the  bottom.  I  prefer,  however,  to  use  half 
of  one  per  cent,  of  lime,  inasmuch  as  that  quantity  of  alkali 
enables  me  to  perfect  the  decomposition  in  four  hours'  working, 
at  a  pressure  of  250  lbs.  per  square  inch,  with  material  economy  of 
fuel,  and  of  wear  and  tear  of  machinery.  Since  ascertaining  the 
advantages  of  this  mode  I  have  adhered  to  it. 

**Q.  Describe  particularly  when  your  apparatus  was  first  put  in 
operation,  under  whose  superintendence,  where  made,  the  size,  con- 
struction, shape,  materials  that  compose  it,  its  capacity  and  cost, 
the  quantity  of  fat  and  water  put  into  the  apparatus  at  one  time, 
how  full  at  each  charge,  and  the  disposition  made  of  the  products 
after  it  was  decomposed. 

"  A.  My  apparatus  was  first  put  in  operation  in  September, 
1863,  under  the  superintendence  of  R.  A.  Tilghman.  The  vessel 
in  which  the  fat  is  treated  was  made  in  Philadelphia.  This  vessel 
comprises  a  tube  of  about  thirty-eight  feet  in  length  and  thirty- 
eight  inches  in  internal  diameter,  made  of  iron  plates  of  half-inch 
thickness,  and  a  copper  tube  of  nearly  the  same  length,  and  about 
thirty-five  inches  diameter,  placed  inside  the  iron  tube  so  as  to 
leave  an  annular  space  of  about  one  and  a  half  inches  between  the 
copper  and  iron  vessel.  The  estimated  capacity  of  the  vessel  is 
about  10,000  lbs.  of  oil  and  water,  and  the  quantity  usually  put 
into  the  vessel  at  one  time  is  6,000  lbs.  of  fat,  and  about  4,000  lbs. 
of  water,  which  is  held  by  the  copper  vessel  mentioned  above,  and 
serves  to  fill  it  within  about  three  feet  of  the  head  or  top.  When 
the  decomposition  is  perfected,  the  water  holding  the  glycerin  in 
solution  is  discharged  into  its  proper  receptacle,  and  the  fat-acids 
into  their  place. 

*'  Q.  Explain  why  two  tubes  are  used  instead  of  one,  and  why 
they  are  of  different  metals. 
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''  A.  Because  the  cheapness  of  iron,  and  its  greater  strength  as 
compared  with  copper,  suggested  its  use  to  resist  the  great  requisite 
pressure,  and  the  inner  vessel  was  introduced  to  save  the  iron  fronoL 
contact  with  the  fat-acids,  which  would  rapidly  corrode  the  iron, 
and  soon  render  such  iron  vessel  unfit  ibr  use. 

'^  Q.  In  the  description  of  the  operation  now  used  by  you,  you 
mention  oil  and  water  as  the  contents  of  the  boiler.  When  no 
lime  is  used,  are  the  products  satisfactory? 

**  A.  The  products  are  satisfactory  when  no  lime  is  used.  I 
have  treated  fourteen  or  fifteen  charges  of  6,000  lbs.  to  7,000  lbs. 
of  fat,  each  with  water  alone.  The  reasons  for  adding  lime  in 
subsequent  treatments  was  the  desire  to  diminish  the  pressure, 
and  this  course  has  been  persevered  in,  not  only  because  that  object 
was  attained,  but  because  an  economy  was  effected  in  fuel,  labor, 
and  time. 

^'  Q.  Do  you  now  state  that  in  order  to  make  the  process  with 
the  greatest  economy  in  practice,  the  aid  of  the  pump  to  circulate 
the  water  and  oil  freely,  and  the  presence  of  lime  in  the  proportion 
described  by  you,  are  necessary  ? 

**  A.  I  do  not  know  that  a  less  quantity  of  lime  would  not  suf- 
fice, but  I  do  regard  the  use  of  the  pump  and  of  some  lime  essential 
to  the  use  of  my  apparatus  with  the  greatest  economy. 

'^  Q.  By  whose  direction  do  you  use  the  pump  and  the  percent- 
age of  lime  now  employed  by  you? 

"  A.  The  pump  was  an  original  part  of  the  apparatus  named, 
and  its  use  directed  by  the  complainant.  I  use  the  lime  solely  for 
my  own  convenience  and  advantage,  at  my  own  instance,  without 
direction. 

^'  Q.  Who  was  present  when  you  first  employed  lime  in  the  pro- 
cess ;  and  who  first  suggested  its  use? 

*^  A.  Some  of  my  employes  were  the  only  ones  present  when  lime 
was  first  used.  The  suggestion  of  its  use,  I  think,  was  made  by 
my  foreman  at  the  factory. 

*'  Q.Js  not  lime  used  in  the  process  produced  by  the  apparatus 
of  Mr.  Tilghman,  in  every  instance,  so  far  as  your  knowledge  ex- 
tends, when  said  apparatus  is  used? 

'*  A.  I  believe  it  is. 

'^Q.  Why? 

^'  A.  I  believe  it  is  used  for  the  same  reasons  that  I  use  it,  namely, 
to  economize  time  and  cost. 

*'Q.  State  whether  anyone  in  your  manufactory  ever  mixed  a 
fatty  body  with  from  a  third  to  a  half  of  its  bulk  of  water,  and 
placed  the  mixture  in  any  convenient  vessel  in  which  it  could  be 
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heated  to  the  melting-point  of  lead ;  that  is,  to  600°  Fahrenheit, 
until  the  operation  was  completed,  the  product  being  free  fat-acid 
.and  a  solution  of  glycerin  ? 

*^A.  No. 

"  Q.  Have  you  always  used  the  pump  in  your  apparatus? 

"  A.  I  have  invariably  used  the  pump. 

*'  Q.  State  how  long  it  takes  to  lieat  up  the  charge  in  your  ap- 
paratus. 

'*  A.  I  have  not  noted  the  time.  The  water  is  heated  up  to  a 
temperature  indicated  by  a  pressure  of  250  lbs.  to  the  square  inch, 
before  its  introduction  to  the  vessel  in  which  the  fat  is  decompos'^d  ; 
and  the  pump  is  set  to  work  immediately  after  the  water  has  been 
introduced.  This  water  is  heated  in  the  boilers  which  supply  the 
steam  pressure,  and  is  blown  up  from  them  into  the  vessel  coutnin- 
ing  the  fat. 

'*Q.  In  your  examination  in  chief,  you  state  that  you  have  ex- 
amined the  first-described  process  in  the  complainant's  patent  and 
could  see  notliing  in  it  requiring  the  vessel  named  to  be  completely 
filled  with  oil  and  water;  please  quote  from  the  said  specification 
any  part  which  states  that  the  convenient  vessel  therein  mentioned 
should  not  be  completely  filled  with  fat  and  water,  or  any  passage 
implying  the  same. 

*'A.  There  is  no  part  of  the  said  specification  which  requires  ex- 
plicitly or  implicitly  that  the  said  vessel  should  not  be  completely 
filled. 

**  Q.  Do  you  now  say  that,  by  a  plain  interpretation  of  said  spec^ 
ification,  as  a  manufacturer,  you  would  not  infer  that  said  vessel 
was  to  be  completely  filled  with  oil  and  water  ? 

'^A.  I  do  now  say  that,  as  a  manufacturer,  I  would  not  infer  that 
a  plain  interpretation  thereof  would  require  the  vessel  to  be  com- 
pletely filled  with  fat  and  water. 

**Q.  Have  you  ever  used,  for  the  manufacture  of  fat-acids  and 
glycerin,  such  an  apparatus  as  is  described  in  the  second  part  of 
the  complainant's  patent? 

^^A.  I  have  not. 

*'Q.  Please  quote  from  the  complainant's  patent  the  words  ex- 
plicitly or  implicitly  requiring  or  authorizing  the  use  of  a  pump 
and  one-half  per  cent,  of  lime  as  used  in  complainant's  apparatus, 
now  employed  in  your  factory, 

'*A.  I  find  no  such  words. 

^^Q.  Is  there  anything  to  that  effect  in  the  patent  as  reduced  to 
practice  in  your  factory? 

''A.  I  believe  not,  sir. 
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'^Q.  State  how  the  steam  pressure  of  your  apparatus  is  pro- 
duced, and  how  it  is  applied. 

**A.  It  is  produced  by  cyliudrical  boilers,  which  are  twenty-four 
inches  in  diameter  and  about  thirty«four  feet  long,  of  which  there 
are  two.  The  steam  generated  in  them  is  introduced  into  the 
upper  part  of  the  digester,  and  into  an  angular  space  between  the 
iron  and  copper  vessels  composing  the  digester,  the  iron  vessel 
being  closed  steam-tight,  and  the  upper  part  of  the  copper  vessel 
sufiSciently  open  to  admit  the  steam  directly  into  contact  with  the 
charge." 

Be'examined. 

^'Q,  Tou  have  stated  the  use  of  the  pump  in  the  apparatus 
erected  by  the  plaintiff  at  your  factory,  to  be  the  circulation  of  the 
water  through  the  oil  under  treatment ;  now  state,  from  an  exam- 
ination of  the  second-described  apparatus  in  Tilghman's  patent, 
whether  or  not  provision  has  been  made  for  producing  this  thorough 
mixture  of  the  fat  and  water  before  it  went  into  the  apparatus,  as 
well  as  for  renewing  the  state  of  mixture,  should  it  be  necessary, 
within  the  apparatus  itself. 

''A.  It  seems  to  me  that  provision  has  been  made  for  effecting 
and  renewing  that  intimate  mixture;  not  having  used  the  appa- 
ratus described  in  the  second  part  of  the  plaintiff's  patent,  I  cannot 
speak  from  experience. 

^'Q.  Has  the  pump  employed  in  your  apparatus  ever  failed  to 
act  ?     Of  what  material  is  it  composed  ? 

^'A.  It  has  not.     It  is  composed  of  bronze." 

IV.  Other  Proofs. 

1.  Tilghman  offered  to  sJiow  to  the  defendant  his  coil  apparatus 
practically  at  work,  and  the  offer  was  declined. 

Just  before  the  testimony  had  been  closed,  Mitchell  asked  for  the 
inspection  of  Tilghman's  apparatus.  The  examiner's  minutes  pro- 
ceed : 

''  March  24,  1864.     Tilghman  replied  : 

** '  That  the  coil  apparatus  is  very  weighty  and  bulky,  and  was 
dismantled  at  the  request  of  Professors  Booth  and  Bridges,  the  day 
after  the  experiments  therewith  were  tried  by  them,  in  order  to 
enable  them  to  examine  its  interior  construction  and  dimensions ; 
that  to  get  the  coil  apparatus  again  in  working  order,  and  try  new 
experiments,  would  require  considerable  time  and  delay  the  hear- 
ing ;  that  the  defendant  neglected  to  make  his  request  until  the 
moment  of  adjournment  on  the  day  originally  fixed  for  closing  the 
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testimony ;  that  the  complainant  has,  however,  caused  the  same 
experiments  to  be  repeated  in  a  more  portable  apparatus,  which  he 
produces  and  now  formally  offers  to  experiment  with  it,  and  try 
any  pertinent  experiment  in  the  presence  of  defendant,  on  Friday, 
March  25th,  at  any  suitable  place  and  hour  which  defendant  will 
now  indicate ;  it  being  understood  also  that  such  experiments  tried 
for  defendant  are  not  to  be  permitted  to  delay  the  hearing.'  " 

To  this  offer  the  defendant  made  no  reply. 

Tilghman  subsequently  thus  addressed  his  counsel: 

"April  5th,  1864. 

"Sir:  The  only  objection  which  the  complainant  had  to  the 
repeating  of  his  experiments  on  the  coil  apparatus  was  the  risk  of 
delaying  the  hearing  to  the  next  term. 

"As  the  court  has  ordered  that  the  case  shall  still  be  heard  this 
term,  though  at  a  later  day,  the  complainant  now  offers  to  repeat 
the  experiment  tried  by  Professors  Booth,  Rogers,  and  Bridges,  in 
the  presence  of  the  defendant ;  and  requests  the  defendant  to  signify 
his  acquiescence  or  refusal  of  this  proposition  within  five  days.  If 
accepted,  the  complainant  will  at  onco  have  his  apparatus  put  in 
order,  and  then  appoint  the  earliest  day  which  may  be  convenient 
to  both  parties  for  the  defendant  to  visit  complainant's  laboratory 
in  Philadelphia,  and  see  the  process  in  action. 

"  Very  truly  yours,  R.  A.  Tilghman. 

"G.  C.  GODDARD,  Esq., 

^' Solicitor  for  defendant  y  17  William  street  y  New  York.** 

And  thus  subsequently  (inclosing  a  copy  of  the  letter)  again: 

"Philadelphia,  April  13^A,  1864. 

"Sir:  On  the  5th  instant  I  mailed  to  you  the  notice  of  which 
the  following  is  a  copy,  requesting  the  favor  of  an  answer  within 
five  days. 

"For  fear  that  you  did  not  receive  it,  I  now  send  this  copy  of 
my  former  note,  requesting  the  favor  of  an  answer  accepting  or 
declining  my  proposition  within  the  five  days  after  your  receipt  of 
this  present  notice,  inasmuch  as  I  have  other  engagements  to  which 
I  wish  to  attend.  I  would  also,  thank  you  to  acknowledge  the 
receipt  of  my  former  notice,  if  it  was  received  by  you. 

"Very  respectfully  yours,  R.  A.  Tilghman. 

"G.  C.  GODDARD,  Esq., 

^^  Solicitor  for  defendant,  17  William  street ,  New  York," 
Mr.  Goddard,  the  counsel,  thus  replied : 
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New  York,  April  15/A,  1864. 

**Dbar  Sir:  Tours  of  the  13th  is  received,  as  was  yours  of  the 
4th  or  5th,  to  which  I  think  I  made  answer. 

** After  the  use  of  your  coil  apparatus  by  us  was  declined  by  you, 
we  made  arrangements  which  we  hope  will  supersede  the  necessity 
of  making  experiments  on  yours.  Should  we  change  our  minds, 
and  desire  to  experiment  on  yours,  we  will  advise  you ;  but  at 
present  toe  do  not,  Georgb  C.  Goddard. 

*'Mr.  R.  A.  TiLOHMAN." 

The  minutes  of  testimony  taken  before  the  examiner  next  con- 
tained the  following: 

**MAY6th,  1864. 

** Counsel  for  the  defendant  offers  to  repeat  the  experiments  in 
the  coil  apparatus,  and  on  the  Scharling  apparatus,  in  the  presence 
of  complainant,  and  make  alterations  therein  to  make  it  conform 
to  complainant's  patent,  if  any  are  necessary;  it  being  understood 
that  such  experiments  are  to  be  made  at  a  time  which  will  give 
opportunity  to  give  evidence  in  this  cause  in  respect  thereto.  Also 
to  repeat  the  experiments  on  the  Scharling  apparatus,  in  com- 
plainant's  presence. 

''Mr.  Harding,  in  behalf  of  Mr.  Tilghman,  replies  by  giving 
in  evidence  the  offers  contained  in  Mr.  Tilghman's  letter  of  April 
13th,  1864,  to  G.  C.  Goddard,  Esq.,  the  defendant's  counsel,  to- 
gether with  the  reply,  April  15th,  1864,  of  the  said  counsel;  and 
further  refers  to  his  offer  to  repeat  the  complainant's  experiments 
on  the  digester,  contained  in  the  record  of  the  date  of  March  24th, 
1864.  And  adds  that,  as  the  complainant  has  a  complete  appa- 
ratus, constructed  in  accordance  with  his  patent,  the  successful 
operation  of  which  he  has  proved  by  disinterested  experts,  and  has 
repeated  the  offer  to  exhibit  to  the  defendants,  he  cannot  see  any 
reason  why  he  should  occupy  time  in  altering  the  apparatus  now 
at  the  defendant's  works,  especially  since  the  time  for  closing  testi- 
mony and  the  day  of  hearing  will  not  leave  time  to  reopen  this 
matter." 

CAPACITY  FOR  PRACTICAL  USE. 
THE  defendant's  SIDE  OF  THE  QUESTION. 

I.  Scientific  Treatises. 

Nothing  as  to  the  incapacity  for  practical  use  of  the  invention 
patented  to  Tilghman  was  derived  from  this  source. 

II.  Men  of  Science. 

1.  Frofesaor  Vanderweyde  (already  described,  supra j  p.  500,)  on 
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examination  in  chief,  stated  that  he  had  made  experiments — Pro- 
fessor Doremus  being  present — for  testing  the  effects  of  water  on 
fat  at  a  high  temperature  and  pressure.  They  were  careful  to 
follow  the  directions  given  in  the  specifications  of  Tilghroan's 
patent,  except  that  they  did  not  use  the  apparatus  specified  in 
it.  The  experiments  were  not  for  the  purpose  of  testing  the  appa- 
ratus described.     The  witness  said  : 

'^The  first  experiment  was:  Fat  and  water  were  placed  in  an 
iron  vessel,  hermetically  closed.  This  vessel  was  provided  with  a 
few  holes  to  place  in  the  different  substances  mentioned  in  the 
patent,  by  the  melting  of  which  the  temperature  was  to  be  determ- 
ined. The  experiment  was  made  by  raising  the  temperature  to 
the  melting-point  of  lead;  keeping  at  that  temperature  for  ten 
minutes,  removing  the  vessel  from  the  fire,  cooling  it  in  water  and 
opening  it.  The  result  was  that  the  fat  was  changed  into  a  black 
substance,  which  possessed  the  well-known  and  very  characteristic 
strong  smell  of  acrolaic  acid.  [Sample  exhibited.]  Dr.  Doremus 
kept  detailed  notes.  Chemically  speaking,  I  would  declare  the 
sample  a  mixture  of  acrolaic,  stearic,  margaric,  and  oleic  acids 
with  water.     Heat  was  obtained  from  charcoal. 

''The  second  experiment  was  in  all  respects  similar  to  the  first, 
except  that  the  temperature  was  only  carried  up  to  the  melting- 
point  of  tin.  The  result  was  that  the  fat  was  not  so  black  looking 
as  in  the  first  instance;  but  the  smell  of  the  acrolaic  acid  was  not 
less  offensive.  [Sample  of  this  result  exhibited.]  This  sample  is 
the  same  as  the  former.  There  is  a  difference  in  color,  produced 
by  the  difference  in  temperature,  almost  200°. 

*'  Doubts  were  entertained  by  both  Dr.  Doremus  and  myself  if 
the  experiments  were  fair,  as,  perhaps,  some  parts  of  the  iron 
vessel  might  be  exposed  to  a  temperature  somewhere  above  the 
melting-point  of  lead  and  tin  ;  therefore  it  was  suggested  by  us  to 
procure  a  bath  of  melted  lead  and  place  the  vessel  in  it,  in  order 
to  have  an  equal  temperature  throughout.  This  was  done.  The 
same  experiments  were  repeated,  as  in  the  first  instance,  with  the 
vessel  immersed  in  the  melted  lead,  taking  care  that  the  lead  was 
not  heated  above  its  melting-point ;  keeping  a  hose  ready  to  bring 
in  a  water-jet  into  the  fire  when  supposed  necessary.  In  the  first 
experiment  in  the  bath  the  vessel  was  full ;  in  the  second  it  was 
filled  about  two-thirds,  as  doubts  were  expressed  if  the  patent 
requires  the  vessel  to  be  full  or  not.  Of  the  results  I  have  the 
samples  here.  [Samples  exhibited.]  In  both  instances  the  smell 
of  the  acrolaic  acid  was  as  strong  as  the  results  of  the  first  experi- 
ments. 
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^'Q.  What  caused  or  produced  the  acrolein  in  these  .experiments? 

^*A.  As  the  temperature  of  melted  lead  corresponds  with  the 
boiling-point  of  fat,  and  as  the  boiling  of  fat  is  in  fact  a  chemical 
decomposition  of  the  ba«e  of  the  fat,  the  glycerin,  into  acrolein  or 
acrolaic  acid,  it  was  anticipated  that  exposing  fat  to  so  high  a  tem- 
perature would  have  the  effect  of  destroying  the  glycerin,  and  to 
contaminate  the  iatty-acids  with  so  much  acrolein  as  to  make  them 
comparatively  worthless.  The  result  fully  answered  our  expecta- 
tions. Acrolein  is  produced  in  no  other  way  than  by  the  decom- 
position or  destruction  of  glycerin.  In  the  first  two  experiments 
there  was  a  little  agitation,  as  the  vessel  was  standing  in  the  char- 
coal, and  from  time  to  time  moved  up  or  down  to  regulate  the 
heat ;  in  the  last  two  experiments  there  was  considerable  agita- 
tion, as  the  vessel  was  rolled  about  in  the  melted  lead  in  order  to 
secure  a  uniform  temperature. 

^'  Q.  Is  the  method  described  in  said  specification  for  producing 
fat-acids  and  glycerin,  in  your  opinion,  practical;  and  if  not,  why? 

^'A.  That  specification  hases  the  treatment  of  fietts  on  two  princi- 
ples: one,  a  special,  very  ingenious  apparatus,  about  the  practica- 
bility of  which  I,  however,  am  much  in  doubt.  The  other,  the 
action  of  water  and  heat  combined  on  fat  in  a  close  vessel.  The 
objection,  however,  is,  that  the  temperatures  prescribed  in  the 
specification  are  altogether  too  high,  and  that  no  provision  is  made 
to  keep  the  particles  of  fat  and  water  in  a  continually  varying  con- 
tact by  means  of  circulation  of  some  kind. 

^'  Q.  Why  is  this  contract  and  circulation  necessary? 

**A.  It.  has  been  ascertained,  first  by  Chevreul  and  later  by 
other  chemists,  that  fats  are  composed  of  one  base,  glycerin,  and 
three  or  more  acids,  stearic,  margaric,  and  oleic,  and  that  the 
action  of  water  will  be  sufficient  to  separate  those  substances ;  the 
water  having  a  strong  affinity  for  glycerin,  has  the  power  to  ab- 
stract this  base  from  the  fats ;  and  BerthoUot  stated  more  than 
ten  years  ago  that  water  will  rapidly,  at  360°,  or  slowly  at  ordi- 
nary temperature,  resolve  all  fatty  bodies  into  the  acids  and  glyc- 
erin.    Circulation  is  only  necessary  t^  hasten  the  process." 

Cross-examined. 

*'  Q.  What  temperature,  in  your  judgment,  would  be  about  as 
low  as  it  would  be  proper  to  use  as  a  practical  one  for  decomposing 
of  fats  in  the  arts  for  the  manufacture  of  candles  ? 

« 

''A.  When  wat^r  alone  is  used  under  pressure,  the  most  profit- 
able tem[)orature  ranges  from  350°  to  390°.  When  we  are  below 
this,  the  time  is  too  long.     When  we  go  beyond  this,  to  above 
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400°,  430°,  the  melting  point  of  tin,  500°,  the  melting  point  of 
bifirauth,  and  615°,  the  melting  point  of  lead,  as  Mr.  Tilghman 
prescribes  in  his  patent,  we  decompose  the  glycerin,  entirely  de- 
stroy it,  and  contaminate  the  fatty  acids  with  acrolein. 

**  Q.  Prior  to  the  experiment  with  what  you  call  Mr.  Tilgh- 
man's  mode,  state  precisely  what  experiments  you  had  tried  to 
enable  you  to  express  an  opinion  as  to  the  temperature  at  which 
fat  will  begin  to  decompose  into  acrolein. 

''A.  I  have  never  tried  any  experiments  expressly  for  the  pur- 
pose to  verify  this  temperature,  but  I  have  had  plenty  occasion, 
during  my  labors  in  different  laboratories,  to  observe  this  change 
incidentally,  and  so  has,  I  believe,  every  cook ;  but  I  was  ahead  of 
the  cook  in  making  an  estimate  of  the  temperature,  and  always 
adopting  at  about  -620°,  the  boiling  point  of  fat,  or  the  melting 
point  of  lead,  and  this  view  is  fully  confirmed  by  the  experiments 
stated. 

**  Q.  Who  took  part  in  the  experiments  you  have  described,  to 
verify  what  you  call  Mr.  Tilghman's  process?  Who  was  present, 
and  where  were  they  tried  ? 

**A.  Dr.  Doremus,  myself,  Mr.  Verdin,  senior,  (Mr.  Mitchell's 
partner,)  and  two  or  three  men  assisting  to  regulate  the  fires,  &c. 
The  experiments  were  tried  at  Mr.  Mitchell's  factory. 

'*Q.  Was  no  glycerin  left  undecomposed  in  your  experiments 
with  what  you  call  the  Tilghman  process? 

'*  A.  In  some  of  the  four  experiments  there  was. 

'*  Q.  Why  was  it  left  undecomposed  in  some  and  not  in  others? 

*' A.  I  don't  know. 

**  Q.  Why  did  you  not  mention  in  your  examination  in  chief 
that  you  sometimes  obtained  glycerin? 

**  A.  Because  I  made  all  my  statements  by  memory.  They  were 
-  quite  long,  and  it  is  very  natural  to  forget  some  particular  when 
the  attention  is  not  called  to  it  by  a  direct  question,  as  is  done 
now. 

**  Q.  Did  you  ever  see  or  try  Mr.  Tilghman's  apparatus  as  de- 
scribed in  his  patent? 

**  A,  I  like  to  see  any  one  who  saw  it  in  successful  operation.  I 
never  saw  it ;  and  it  is  the  impression  generally  entertained  by 
those  who  understand  those  matters,  that  it  never  has  been,  nor 
iiever  will  be,  except  by  some  important  modifications,  or  rather 
change. 

'*  Q.  Name  every  person  skilled  in  the  art  of  treating  fats  prac- 
tically whom  you  know  entertain  and  have  expressed  to  you  this 
opinion. 
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**  A.  Among  the  practical  men  I  know  is,  of  course,  at  the  head 
of  the  list  Mr.  Mitchell,  Mr.  Verdin,  and  Mr.  Verdin,  Jr.,  and  all 
the  intelligent  employes  in  their  factory.  With  other  practical 
men  I  had  not  occasion  to  converse  on  the  subject;  but  no  scientific 
man  will  doubt  that  they  are  right. 

^'Q.  Why  do  you  yourself  pronounce  Mr.  Tilghman's  apparatus 
impracticable  ? 

'^  A.  In  the  first  place,  because  it  does  not  provide  for  a  circula- 
tion sufiBcient  to  bring  the  particles  of  oil  and  water  in  a  continu- 
ally varying  contact.  In  Mr.  Tilghman's  apparatus  the  fat  is 
only  pushed  forward  with  the  water  by  means  of  a  piston,  through 
a  long  tube  coiled  up,  escaping  at  one  end  in  proportion  as  it  is 
pressed  in  at  the  other  extremity.  The  first  extremity  is  closed 
by  a  safety-valve  charged  to  stand  a  pressure  of  not  less  than  130 
to  150  atmospheres.  Now,  it  is  doubtful  that  if  this  safety-valve 
ia  once  opened  by  the  pressure  of  the  force-pump,  if  not  by  the  ex- 
pansion of  the  steam  necessarily  formed  when  some  exit  presents 
itself,  a  great  deal  more  of  the  contents  will  escape  than  is  forced 
in  at  the  other  end.  This  is  a  view  which  I  cannot  help  entertain- 
ing till  seeing  it  to  be  erroneous  by  the  practical  operation  of  said 
apparatus,  always  supposing  the  apparatus  to  be  constructed  ex- 
actly as  the  patent  describes  it. 

**Q.  If  fat  or  water  are  kept  in  a  perfect  state  of  mechanical 
mixture  while  exposed  to  heat,  is  any  other  circulation  needed  to 
decompose  the  iat? 

'*A.  You  cannot  possibly  keep  fat  and  water  in  a  mechanical 
mixture  when  at  rest  or  simply  pushed  forward,  as  is  the  case  in 
Mr.  Tilghman's  apparatus.  To  keep  them  in  a  mechanical  mix- 
ture you  have  continually  either  to  bring  the  water  from  below  over 
the  fat  above,  as  is  done  by  the  circulation  process,  or  may  be  done 
with  some  pump,  or  the  mixture  may  be  stirred  with  some  kind  of 
wheel,  otherwise  fat  and  water  will  follow  the  laws  of  their  respect- 
ive specific  gravities  ;  the  water  below,  the  fat  above. 

**Q.  Question  repeated. 

"A.  Mechanical  mixture  alone  will,  of  course,  promote  the 
action;  but  when  this  is  combined  with  a  continual  motion  and 
intermingling  of  the  two  substances,  the  action  will  be  greatly  im- 
proved, and  in  so  far  circulation  may  be  considered  necessary." 

2.  Professor  Ogden  Doremtis,  resident  in  New  York,  who  began 
the  study  of  chemistry  with  Dr.  Draper,  in  the  city  just  named ; 
who  had  been  professor  of  chemistry  in  the  Brooklyn  Medical  Col- 
lege, in  the  New  York  Medical  College,  in  the  College  of  Pharmacy, 
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New  York,  and  was  now  (1864)  professor  of  the  same  science  in 
the  Bellevue  Medical  College  and  the  Free  Academr  in  the  same 
city. 

''  I  assisted,  in  February,  1864,  with  Professor  Vanderweyde,  in 
performing  experiments  after  the  method  described  in  the  specifi- 
cation to  Tilghman's  patent  of  1854." 

[The  witness  then  described  at  length  the  apparatus  and  the 
experiments.] 

^'The  fatty  acids  produced  were  not  in  a  pure  state.  Acrolein 
was  produced  at  each  operation.  It  was  produced  by  the  high 
temperature  to  which  the  tallow  was  heated  in  the  presence  of 
water.  The  temperature,  however,  was  not  higher  than  that  indi- 
cated in  Mr.  Tilghman's  specifijaation  as  proper." 

Cross-examined, 

^'Q.  What  do  you  know  about  the  condition  of  that  apparatus 
at  the  time  you  tried  that  experiment,  and  of  its  previous  use? 

'^A.  I  know  not  what  use  it  had  been  pat  to  prior  to  the  experi- 
ment, but  believed  it  to  be  in  a  fitting  condition  for  an  honest 
investigation  of*  the  subject, 

'*  Q.  Who  put  the  fat  into  it? 

**A.  The  tallow  and  water  were  weighed  out  by  Mr.  Verdin,  lo 
the  presence  of  Professor  Vanderweyde  and  myself;  they  were 
poured  into  the  apparatus  by  a  workman  from  the  story  above,  Dr. 
Vanderweyde  accompanying  him,  the  other  remaining  below. 

"Q.  Were  any  means  tried  in  your  presence  to  satisfy  you 
whether  any  remains  of  fat-acids  might  be  adhering  to  the  interior 
of  the  vessel  in  the  last  operation  in  it? 

'^A.  The  vessel  was  simply  washed  out;  I  felt  satisfied  that  the 
vessel  was  clean  ;  my  impression  is,  it  was  hot  water,  but  I  am  not 
certain. 

^*Q.  Did  you  test  any  of  the  results  of  that  experiment  as  to  the 
proportion  of  tlie  fat-acids  obtained  to  the  whole  mass? 

^'A.  I  did  not;  I  made  a  rough  approximation  of  an  analysis, 
and  should  judge  there  was  at  least  five  per  cent,  of  acid." 

3.  The  Paris  jury  of  savants y  already  mentioned,  {supra^  p.  494,) 
at  the  Exposition  of  1855,  after  stating  that  Tilghman  was  the  first 
who  had  the  idea  of  undertaking,  on  a  large  scale,  the  saponifica- 
tion of  fatty  bodies  by  water,  and  after  describing  the  coil  apparatus 
recommended  by  him,  say: 

'*  Visiting  the  manufactory  of  Messrs.  Monier  &  Co.,  at  Villette, 
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near  Paris,  we  had  an  opportunity  of  seeing  the  trial  of  the  contin- 
uous process  in  its  application  to  palm  oil. 

**  We  are  sorry  to  say  that  the  fatty  matter  on  coming  out  of  the 
apparatus  was  not  at  all  deodorized,  and,  more  besides  than  that, 
that  it  gave  out  a  strong  odor  of  acrolein.  From  the  point  of  view 
of  the  quality  of  the  products,  this  arrangement  of  apparatus,  then, 
by  no  means  realized  the  ead  which  the  author  has  proposed. 
Moreover,  in  our  opinion,  the  chances  of  deterioration  of  a  system 
of  apparatus  of  any  kind  which  works  constantly  at  a  temperature 
capable  of  exerting  a  pressure  of  ninety  to  one  hundred  atmospheres 
are  such  that  it  is  hardly  possible  that  industry  will  utilize  it,  even 
if  the  products  which  it  furnishes  were  irreproachable." 

4.  The  Jury  of  the  London  International  Exhibition^  already 
mentioned  (aupra^  p.  498)  a.s  having  given  Tilghman  the  credit  of 
saponification  by  water,  and  declared  that  De  Milly  had  only  much 
improved  it,  added  that  they  doubted  whether  the  two  methods, 
''under  any  modifications  up  to  that  time  attempted,  successfully 
compete  with  the  sulphuric  saponification." 

III.^  Manufacturers  op  Candles. 

1.  Nathaniel  BopeSy  resident  in  Cincinnati,  Ohio ;  a  manufac- 
turer of  star  candles,  sometimes  called  adamantine  candles,  and  of 
lard  oil,  a  witness  of  the  defendant. 

'*  Q.  Describe  the  old  process  used  in  your  factory  by  which  you 
obtained  the  fatty  acids  and  glycerin,  and  describe  the  process  now 
used  there. 

**A.  We  formerly  worked  in  an  open  tub  with  about  thirteen 
per  cent,  of  lime  and  about  twice  that  quantity  of  sulphuric  acid  ; 
we  now  operate  in  close  tanks,  copper  tanks,  and  use  about  a  half 
per  cent,  of  lime  and  about  twice  that  quantity  of  sulphuric  acid, 
and  have  operated  under  a  pressure  of  about  160  lbs.  or  160  lbs.  to 
the  square  inch.  But  I  feel  satisfied  in  my  own  mind  that  lime 
could  be  dispensed  with  altogether  under  a  higher  pressure,  prob- 
ably 180  lbs.  to  200  lbs.,  and  the  same  result  accomplished  in  about 
the  same  time — say  six  or  seven  hours  ;  whereas  under  a  pressure 
of  only  150  lbs.  it  would  take  from  twelve  to  twenty  hours  to  ac- 
complish a  like  result,  depending  upon  the  quantity  of  water  and 
the  quality  of  stock  used.  We  have  taken  twenty  hours ;  but,  with 
a  better  quality  of  stock  and  nearly  double  the  quantity  of  water, 
we  have  accomplished  the  result  in  about  twelve  hours  ;  under  a 
higher  pressure  the  time  would  be  very  much  shortened.  In  the 
twelve-hour  operation,  with  2,000  lbs.  of  prime  stearin,  and  the 
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same  quantity  of  water  introduced,  1,000  lbs.  each  time,  a  beautiful 
result  was  produced.  The  separation  was  perfect,  and  the  stock 
well  crystallized.  We  have  continued  on  since  using  a  half  per 
cent,  of  lime,  as  we  prefer  doing  this  to  adding  a  greater  pressure 
than  150  lbs.  or  160  lbs.  to  our  works,  as  we  incur  less  risk  from 
explosion.  We  have  not  repeated  the  operation  since  then  without 
any  lime,  not  because  we  don't  think  them  practicable,  for  I  fully 
believe  that  under  pressure — say  of  200  lbs.  to  the  square  inch, 
which  would  give  something  like  400°  Fahrenheit,  I  should  sup- 
pose— as  good  a  result  as  could  be  obtained  in  as  short  a  time  as 
with  a  half  a  pound  of  lime  under  a  pressure  of  only  150  lbs.  to 
the  square  inch.  This  last  is^  as  I  say,  a  matter  of  opinion^  with- 
out having  tested  it. 

'*  Describe  your  works;  also  describe  the  mode  of  their  operation 
when  you  first  began;  under  whose  superintendence;  what  changes 
you  made  in  its  operations  by  experimenting  therewith,  and  how 
long  you  experimented  therewith  before  finally  adopting  your  pres- 
ent mode  of  operation. 

**A.  We  generate  steam  in  an  iron  boiler,  about  thirty  feet  in 
length  and  forty  inches  diameter.  Another  boiler  is  connect^ 
with  our  copper  tanks  by  means  of  iron  steam-pipes,  with  stop- 
cocks attached,  for  letting  ofi'or  on  the  steam  from  the  first-named 
boiler  ;  steam  is  made  to  operate  on  the  crank  inside,  that  revolves 
by  means  of  a  pulley.  The  steam  agitates  the  stock  inside  of  these 
boilers.  When  suflSciently  cooked  it  is  forced  off  through  pipes  to 
an  open  tub  on  the  second  floor.  The  tank  was  first  brought  on  in 
January,  1860 ;  it  was  introduced  under  the  superintendence  of  Mr. 
B.  C.  Tilghman,  brother  of  the  patentee ;  he  operated  or  experi- 
mented for  several  months ;  he  had  never  had  an  opportunity  of 
operating  with  lard  stearin ;  he  was  willing,  if  I  would  find  the 
stock,  to  operate  without  any  compensation,  and  we  did  so  operate 
for  several  months  ;  after  that,  as  long  as  I  continued  to  operate,  I 
was  to  pay  him,  and  am  still  to  pay  him  twenty  cents  a  hundred. 
Mr.  Tilghman  desired  the  place  and  the  opportunity  where  he  could 
exhibit  this  operation  to  other  manufacturers,  and  he  proposed,  if 
I  was  not  satisfied  with  the  operation  and  the  working  of  the  appa- 
ratus, to  take  it  away  without  expense  to  me ;  but  I  was  so  well 
satisfied  with  it  that  I  purchased  of  him  the  tank  and  its  connec- 
tions probably  five  or  six  months  after  its  first  introduction — in 
August,  1860.  I  Kave  made  no  particular  changes  since  that  time, 
with  the  exception  of  introducing  this  other  tank,  and  from  that 
time  forward  we  have  continued  to  operate  in  this  and  no  other 
way. 
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'^Q.  State  when  you  first  introduced  lime,  and  the  quantity. 

**A.  We  introduced  it  from  the  start;  a  half  per  cent. 

^'Q.  Describe  the  construction  and  the  operation  of  the  mixer 
or  stirrer,  and  whether  or  not  the  mixer  is  essential,  in  mixing 
together  the  ingredients  in  your  decomposing  tanks,  to  the  decom- 
position of  the  fats. 

'^A.  The  shaft  is  constructed  with  wings,  or  more  properly 
arms,  through  its  whole  length,  so  that  when  it  revolves  it  keeps 
the  whole  of  the  stock  in  agitation.  To  show  the  importance  of 
this,  the  arms  upon  my  shaft  on  the  new  tank  are  not  sufficiently 
extended,  and  the  stock  would  collect  at  one  end  of  it,  and  we 
would  have  to  take  off  the  main  head  and  clear  it  out.  I  am  now 
extending  the  shaft  in  my  new  boiler  to  its  full  extent,  so  that  the 
stock  may  be  well  agitated  throughout  the  full  extent  of  the  boiler. 
We  have  had  no  trouble  with  tho  small  boiler,  which  was  con- 
structed under  Mr.  Tilghman's  directions.  This  fault  that  I  speak 
of  was  only  with  my  new  tank.  Under  this  mode  of  operation, 
which  I  have  adopted,  the  mixer  or  stirrer  is  essential  to  the  de- 
composition of  the  fat.  At  the  same  time  other  apparatus  might 
possibly  be  constructed  in  which  the  mixer  or  stirrer  might  be  dis- 
pensed with. 

'*Q.  In  the  boiler  furnished  by  Mr.  Tilghman,  or  in  your  own 
tanks,  state  whether  or  not  you  have  ever  produced  free  fatty  acids 
or  glycerin  without  the  use  of  the  stirrer  or  agitator  just  described. 

^'A.  No,  sir;  we  never  have.  We  have  never  tested  it  without 
the  use  of  the  stirrer.     We  never  have  att-empted  it. 

**Q.  State  whether  or  not,  after  your  process  is  completed,  the 
glycerin-water  contains  free  fatty  acids;  if  yea,  how  are  the  free 
fat-acids  separated  from  the  glycerin- water? 

'^A.  I  don't  think  there  is  any  free  fat-acids  connected  with  the 
glycerin-wat^r.     They  are  separated  by  the  process. 

^'Q.  State  whether  or  not  water  is  used  in  the  old  process  as 
well  as  in  the  new. 

^'A.  It  could  not  be  used  to  the  same  advantage  as  under  the 
new.  If  I  understand  Mr.  Tilghman's  process,  it  is  to  produce  a 
free  fat-acid  with  one  operation,  under  pressure,  either  with  or 
without  lime;  but  if  so  much  lime  is  used  as  to  produce  a  lime- 
soap,  it  goes  without  his  process,  right  or  wrong.  Of  course  water 
is  used  in  the  old  process,  but  in  diminished  quantities.  We 
dilute  our  sulphuric  acid  with  water,  and  a  sufficiency  is  used,  of 
course,  to  boil  up  the  lime-soap. 

^^Q.  In  the  practical  operation  of  your  process,  as  introduced  by 
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Mr.  Tilghman,  state  whether  or  not  you  use  any  other  agents  than 
those  employed  formerly  in  the  old  process. 

'^A.  No,  sir ;  none  other.  No  other  agents,  and  these  (with  the 
exception  of  water,  which  we  use  largely)  in  very  small  quantities. 

'^  Q.  State  where,  if  at  any  place  within  your  personal  knowledge, 
soap  or  candles  are  manufactured  from  free  fat-acids  produced  by 
the  use  of  water  alone,  at  a  high  temperature  and  pressure,  without 
the  use  of  any  alkali. 

'^A.  I  can't  say  that  I  know  of  any  place.  I  don't  know  about 
other  establishments,  of  my  own  personal  knowledge. 

^*  Q.  State  where,  if  at  any  place,  the  manufacture  of  free  fat-acids 
by  water  Uone,  at  a  high  temperature  and  pressure,  has  been  tried 
under  the  direction  of  B.  H.  Tilghman,  or  B.  C.  Tilghman,  and 
desisted  or  discontinued  in  whole  or  in  part,  and  afterward  some 
alkali  used  in  the  process. 

^'A.  I  don't  know  of  any  place  where  it  has  been  tried  and  been 
discontinued;  that  is,  voluntarily  discontinued. 

''Q.  State  whether  or  not,  in  your  own  factory,  in  the  two  ope- 
rations you  have  mentioned,  of  twelve  and  twenty  hours  respect- 
ively, such  was  the  case. 

**A.  No,  sir;  we  did  not.  We  never,  in  our  factory,  adopted 
the  use  of  water  alone,  except  with  a  view  of  testing  the  practica- 
bility of  it.  We  preferred,  in  our  factory,  to  use  a  half  per  cent, 
of  lime,  with  a  pressure  of  150  lbs.  to  the  square  inch,  rather  than 
to  subject  our  works  to  the  higher  pressure  which  would  be  neces- 
sary to  produce  the  result  without  lime.  It  is  only  with  reference 
to  safety  that  we  have  not  discontinued  the  use  of  lime  altogether, 
and  subjected  our  works,  boiler  and  tanks,  to  a  higher  pressure. 

**Q.  State  whether  or  not  any  one  in  your  factory  has  ever  mixed 
a  fatty  body  with  from  a  third  to  a  half  of  its  bulk  of  water,  and 
placed  the  mixture  in  any  convenient  vessel  in  which  it  can  be 
heated  to  the  melting-point  of  lead,  until  the  operation  was  com- 
pleted, the  products  being  free  fat-acids  and  a  solution  of  glycerin. 

^*A.  No,  sir." 

Cross-examined. 

^^Q.  State  as  nearly  as  you  can,  how  many  pounds  of  stock  you 
have  worked  into  good  stearic  acid  with  the  Tilghman  process,  and 
without  the  use  of  any  lime. 

'^ A.  About  8,000  lbs.  altogether.  About  6,000  lbs.  successfully ; 
a  very  good  result  from  8,000  lbs. 

'^  Q.  Are  you  or  not  satisfied  that  the  Tilghman  process,  without 
the  aid  of  any  lime^  is  a  practical  process. 
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^*A.  I  think  it  is,  sir. 

'^  Q.  Could  you  have  continued  to  work  that  process  without  any 
lime  regularly  and  daily? 

^*A.  I  think  so,  sir;  yes,  I  think  so. 

"  Q.  Was  not  this  6,000  lbs.  of  stearic  acid  made  into  merchant- 
able candles?     What  was  their  character? 

"A.  They  were  made  into  candles;  they  were  first  rate  can- 
dles— no  better  ;  they  were  unexceptionable.  All  were  made  into 
candles,  with  the  exception  of  about  150  lbs.,  which  quantity  of 
the  stearic  acid  was  retained  for  Mr.  Tilghman,  and.  a  portion  of  h 
to  be  retained  at  home  as  a  sample  of  what  could  be  accomplished 
without  the  use  of  lime. 

"  Q.  Can  you  produce  a  specimen  of  that  stearic  acid  ? 

**A.  I  have  a  specimen  here.     [Marked  by  the  commissioner.] 

'*  Q.  How  many  pounds  of  stock  have  you  worked  with  the  ap^y< 
ratus  and  process  of  Tilghman  since  you  first  commenced. 

''A.  I  took  it  oflF  from  my  books  last  night,  as  you  reques'.ed. 
From  February  1st,  1860,  to  April  1st,  1863,  1,127,000  1^6,  under 
that  process. 

'^Q.  How  many  pounds  of  lime  and  how  many  of  sulp!it7ric  acid 
did  you  save  by  the  Tilghman  process  on  each  100  lbs.  of  stock 
worked  by  you,  as  compared  with  the  old  process  used  prior  to  the 
introduction  of  Mr.  Tilghman's  process? 

'*A.  Well,  we  saved  about  twelve  and  a  half  pounds  of  lime  and 
twenty-five  pounds  of  sulphuric  acid  on  the  hundred  pounds  of 
stock. 

"Q.  In  your  opinion,  is  it  or  not  owing  to  the  decomposing 
power  of  highly  heated  water  under  pressure  that  this  saving  is 
due? 

'*A.  Yes,  sir;  I  think  so. 

'*Q.  Have  you  paid  Mr.  Tilghman  twenty  cents  on  every  100 
lbs.  of  fat  you  have  worked  since  April,  1860?  Do  you  continue 
to  pay  him  that  amount? 

''A.  I  have  paid  him  since  August  1st,  1860,  twenty  cents  on 
every  100  lbs.  I  think  it  was  from  August  1st,  1860,  that  I  con- 
tracted to  pay  him.  I  have  not  paid  him  all,  but  I  am  ready  to 
pay  him.  the  balance  when  called  on.  The  arrangement  still  con- 
tinues." 

2.  Nathaniel  Ropes,  Jr,,  a  witness  of  the  defendant,  was  also 
examined,  and  confirmed,  so  far  as  he  was  examined  on  the  same 
topics,  the  testimony  of  N.  Ropes,  his  father.  He  stated  among 
other  things  that  in  using  Tilghman's  process  the  firm  generally 


524  Mitchell  v.  Tilqhman.  [Sup.  Ct. 


Statement  of  the  case. 


employed  one-half  per  cent,  of  lime;  that  a  saving  of  lime  and 
acid  was  effected  by  this  process,  as  compared  with  the  old  process 
used  prior  to  the  introduction  of  Tilghman's  process,  of  ten  and  a 
half  to  twelve  and  a  half  pounds  of  lime  to  a  hundred  pounds  of 
fat;  twice  that  quantity  of  vitriol;  and  that  this  saving  was  due 
to  the  chemical  action  of  highly  heated  water  under  pressure  on 
the  fat;  and  that  this  chemical  agent  of  highly  heated  water, 
under  pressure,  was  not,  so  far  as  the  witness  knew,  used  prior  to 
the  introduction  of  Tilghman's  process. 

3.  Florence  Verdirij  a  partner  of  the  defendant,  already  described, 
manufacturer  of  stearic  acid  and  candles: 

^'I  have  tried  several  experiments  in  which  I  followed  the  speci- 
fication of  Tilghman's  patent.  There  was  very  little  glycerin  and 
it  was  very  poor.  The  acrolein  had  injured  it  so  much  that  it 
would  not  have  been  salable.  The  fatty  acids  also  were  very  poor ; 
affected  by  the  acrolein.  Candles  made  from  these  fatty  acids 
might  be  freed  from  the  smell  of  the  acrolein  with  additional  ex- 
pense. The  value  of  the  fatty  acids  as  they  come  out  of  the  vessel 
would  be  impaired  in  value  at  least  one  cent  per  pound. 

'*The  process  described  in  the  specification  would  not  in  my  opin- 
ion be  of  any  value  to  a  manufacturer  of  candles  or  of  stearic  acid. 
The  use  of  the  apparatus,  as  there  described,  would  not  be  safe  to 
the  operatives  in  charge  of  it.  There  would  be  danger  of  explosion 
from  the  heat  and  pressure  specified.  I  think  I  should  make  my 
will  before  I  would  operate  with  them.  With  the  heat  and  press- 
ure mentioned  in  the  specification,  the  valves  therein  mentioned 
will  not  keep  tight.  The  process  described  in  that  specification  is 
not  anywhere  adopted  that  I  know  of." 

Cross-examined. 

*'  Q.  What  heat  are  said  valves  exposed  to  in  the  apparatus  de- 
scribed in  complainant's  patent? 

*^  A.  The  melting-point  of  lead. 

"  Q.  Examine  the  drawing  now  shown  you  of  the  complainant'b 
patent,  and  state  what  valves  in  said  apparatus  are  exposed  to  any 
heat  above  212°. 

*'A.  There  are  none.  I  was  mistaken.  I  had  seen  the  drawing: 
before,  but  was  under  the  impression  that  the  valves  were  nearer  to 
the  boiler." 

Re-exnmined, 

"  Q.  From  your  present  knowledge  of  the  position  of  the  valves 
in  the  complainant's  drawing  and  the  mode  of  operation,  is  or  is 
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not  the  complainant's  apparatus  a  practical  mode  of  accomplishing 
his  object? 

^'A.  I  think  not." 

4.  C.  H.  Grant,  resident  in  Philadelphia,  of  the  firm  of  C.  H. 
Grant  &  Co.,  manufacturers  of  adamantine  candles,  a  witness  of 
the  defendant,  testified,  in  substance,  among  other  things,  thus: 

*'  We  now  use  the  distillation  process,  with  the  use  of  sulphuric 
acid.  From  the  fall  of  1859  to  nearly  the  beginning  of  1862,  we 
used  the  Tilghman  process,  under  a  license  from  him,  but  not  con- 
tinuously. Our  interests  are  in  his  favor.  We  did  not  employ  the 
coil  apparatus,  but  a  cylindrical  digester  with  spherical  ends,  pro- 
cured from  Mr.  Tilghman.  We  used  it  in  connection  with  high 
pressure;  160  lbs.  to  the  square  inch.  We  used  the  process  a  por- 
tion of  the  time  without  lime.  The  fat  during  its  treatment  was 
agitated  by  paddles  on  a  shaft  running  through  the  digesters,  from 
end  to  end.  We  voluntarily  abandoned  the  use  of  the  Tilghman 
processj  because  we  found  it  was  costing  us  too  much.  The  process 
was  unprofitable;  that  is  to  say,  the  profits  were  not  equal  to  what 
they  would  have  been  by  the  sulphuric  acid  process.  Mr.  Tilgh- 
man was  at  our  manufactory  frequently,  and  suggested  all  the 
modes  of  treatment.  We  expected,  as  well  as  I  can  recollect,  to 
produce  decomposition  by  water  alone  in  about  six  hours ;  but  I 
think  we  were  about  twice  that  time.  Except,  possibly,  by  double 
hot  pressure,  which  we  never  tried,  we  could  not  by  the  use  of 
water  with  heat  and  pressure  alone  produce  such  a  decomposition 
as  would  make  merchantable  candles.  It  is  my  opinion  that  a  per- 
son of  ordinary  skill  in  the  branch  of  manufacture  to  which  this 
patent  relates,  with  the  patent  as  his  guide,  and  without  experi- 
ment, could  not  decompose  fat  by  water,  heat,  and  pressure  so  as 
to  produce  a  valuable  result. ' ' 

Cross-examined. 

*' There  was  a  difference  of  opinion  between  myself  and  my  part- 
ner as  to  the  policy  of  abandoning  Tilghman's  process.  I  always 
advocated  the  process,  and  was  unwilling  to  abandon  it  so  long  as 
there  was  the  least  hope  of  success.  Since  we  abandoned  the  pro- 
cess, it  has  not  been  generally  abandoned  by  other  manufacturers. 
I  know  of  no  manufacturers  in  the  United  States  who  are  now 
working  by  the  old  lime-saponification  process,  though  there  may 
be  some.  I  cannot  name  any  manufacturer  in  the  United  States, 
besides  ourselves,  who  has  abandoned  the  use  of  Tilghraan's  pro- 
cess after  having  once  adopted  it.     I  do  at  this  moment  believe 
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that  fat  can  be  decomposed  by  the  action  of  water,  at  a  high  tem- 
perature and  pressure,  into  fat-acids  aud  solution  of  glycerin.  I 
believe  that  the  intimate  mixture  of  the  fat  with  the  water  is  an 
important  circumstance  in  producing  this  decomposition.  I  believe 
that,  the  higher  the  temperature  and  pressure  employed,  the  more 
quickly  the  decomposition  will  be  produced.  I  believe  that  the 
pressure  should  be  made  to  correspond  with  the  temperature  em- 
ployed, Bo  as  to  prevent  the  water  escaping  as  steam.  Except 
agitation,  which  is  of  use  only  to  produce  mixture  of  the  fat  and 
water,  I  do  not  believe  that  any  conditions  besides  intimate  mixture 
of  fat  and  water,  a  high  temperature,  and  a  pressure  sufficient  to 
prevent  the  water  from  escaping  as  steam,  are  necessary  to  produce 
the  decomposition  of  fat  into  fat-acid  and  glycerin.  Which  of  these 
three  conditions  we  were  unable  to  produce  in  the  apparatus  we 
uesd,  I  don't  know.  If  we  had  used  twice  as  much  water,  or 
continued  the  operation  twice  as  long,  or  taken  a  second  charge  of 
water,  I  believe  that  we  would  have  made  better  decomposition.'' 

5.  Mt.  E,  S,  Wayne j  manufacturer  of  candles  in  Cincinnati,  a 
witness  of  the  defendant,  testified  that  Tilghman's  process  with 
the  coil  apparatus  was  practical  but  not  economical. 

6.  Soon  after  the  issue  of  his  patent.  Til gh man  began  to  modify 
the  apparatus  described  in  his  specification.  Of  this  it  did  not 
appear  that  he  made  any  secret.  One  of  his  letters  to  Messrs. 
Thomas  Emry  &  Son,  manufacturers  of  candles  in  Cincinnati,  pro- 
duced by  the  defendant,  was  thus : 

''  London,  June  25/A,  1856. 
''Gentlemen:  I  have  received  from  Mr.  Davenport  your  favor 
of  30th  May  last.  Our  experiments  in  the  factories  here  and  in 
Paris  have  shown  that,  on  the  large  scale,  the  decomposition  of 
fats  by  water  is  more  conveniently  efiected  by  modifying  the  appa- 
ratus originally  proposed,  so  that  the  fat  and  water  are  exposed  to 
a  comparatively  lower  heat  and  pressure  for  a  longer  time,  instead 
of  a  very  high  pressure  for  a  few  minutes ;  and  a  considerable 
quantity  of  material  is  treated  at  one  charge ^  in  an  ordinary  steam 
boiler^  lined  with  lead  or  copper,  and  provided  with  an  o/gitaior^  in 
place  of  using  the  continuously  working  pumps  and  coil  of  pipes. 
At  a  pressure  of  225  lbs.  per  inch,  tallow,  or  pahn-oil,  or  lard 
stearin  is  completely  decomposed  in  five  hours.  In  the  course  of  a 
few  months  we  shall  probably  have  going  on  at  Price  &  Co.'s 
works  an  apparatus  on  the  above  plan  capable  of  treating  several 
tons  per  day.  Until  my  process  is  in  actual  use  in  England  I  have 
decided  not  to  begin  its  introduction  into  the  United  States,  and 
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therefore  cannot  at  present  reply  to  your  request  as  to  terms  of 
sale.     As  soon  as  it  ie  weU  established  here  I  intend  retarning 
home^  and  will  immediately  communicate  with  you.  .  .  . 
**  I  remain,  very  respectfully,  yours, 

'*B.    A.    TiLGHMAN." 

7.  Mr,  G.  F.  WUson,  already  mentioned  as  the  managing  agent 
of  Price  &  Co.'s  candle  works  in  London,  (which  company,  as  has 
been  mentioned,  paid  to  Tilghman  £1,000  sterling  a  year,)  and 
whose  statement  in  a  public  lecture  delivered  by  him  in  January, 
1856,  that  Tilghman's  discovery,  as  carried  out  by  his  coil  process, 
would  draw  from  all  the  admission  that  it  was  a  beautiful,  original 
chemical  idea,  well  carried  out;  in  that  same  lecture,  and  in  imme- 
diate sequence  to  this  statement,  added : 

^^It  has  yet  to  be  proved  how  far  it  can  compete  successfully 
with  distillation." 

Adding  further : 

'*  We  have  made  an  arrangement  with  Mr.  Tilghman  which 
will  give  us  the  means  of  testing  its  commercial  merits." 

Mr.  Wilson,  in  a  public  lecture  delivered  previously,  (of  Septem- 
ber, 1855,)  after  referring  to  the  fact  that  until  of  late  times  no 
practical  modes  of  obtaining  glycerin  other  than  in  an  impure 
state  had  existed,  said : 

'^A  new  process  for  decomposing  neutral  fats  by  water  under 
great  pressure  coming  under  our  notice,  led  us  to  look  again  more 
closely  into  our  old  distilling  processes,  and  the  doing  this  showed, 
what  we  had  often  been  on  the  brink  of  discovering,  that  glycerin 
might  be  distilled. 

'*  In  our  new  process  the  only  chemical  agents  employed  for  de- 
composing the  neutral  fat,  and  separating  its  glycerin,  are  steam 
and  heaty  and  the  only  agents  used  in  purifying  the  glycerin  thus 
obtained  are  heat  and  steam ;  thus  all  trouble  from  earthy  salts  or 
lead  is  escaped.  Distillation,  however,  purifies  the  impure  glyc- 
erin of  the  old  sources." 

8.  Mr.  TilghmaUy  who  was  examined  as  a  witness,  and  who 
stated  the  fact  of  the  agreement  to  pay  him  £1,000  sterling  a  year, 
stated  further  that  though  he  had  been  in  some  of  the  factories  of 
Price  &  Co.,  he  had  not  been  in  all,  nor  had  he  been  in  all  the 
parts  of  all  the  factories  which  he  did  visit ;  and  btjing  requested 
to  speak  '*of  his  personal  knowledge"  of  what  processes,  &c.. 
Price  &  Co.  used,  stated  that  he  had  no  personal  knowledge  what- 
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ever  as  to  what  process  they  employed  for  decomposing  fats,  what 
form  of  apparatus  was  used  by  them,  or  what  degree  of  heat. 

9.  Monsieur  Monier^  whose  stearinerie  had  now  apparently  failed 
or  otherwise  come  to  an  end,  thus  testified : 

'*We  made  numerous  experiments  immediately  after  signing  the 
contract.  Mr.  R.  A.  Tilghman  was  present  and  worked  with  his 
brother  during  ten  or  fifteen  days.  Mr.  R.  A.  Tilghman,  on  leav- 
ing the  factory,  left  his  brother  to  represent  him  with  my  firm, 
and  to  continue  and  direct  alone  the  experiments  described  in  the 
patents.  The  results  of  these  first  experiments,  as  well  of  those 
which  followed,  were  entirely  useless  and  productive  of  no  good. 
They  took  place  in  our  factory  at  Villette,  near  Paris,  by  means  of  a 
little  apparatus  brought  from  London  by  Mr.  Tilghman.  [Described 
by  the  witness,  and  obviously  the  coil  apparatus.]  It  was  placed  in 
a  furnace  of  fire-proof  brick  and  received  all  the  heat  of  the  furnace, 
the  flame  of  which  completely  enveloped  it,  and  which  brought  it 
to  an  excessive  heat,  of  which  it  was  impossible  to  ascertain  the 
degree  of  intensity,  as  there  was  no  instrument  which  would  indi- 
cate the  degree  of  heat.  A  suction  and  force-pump  was  firmly 
established  and  fixed  at  some  distance  from  the  apparatus.  This 
pump  was  worked  by  hand,  and  being  connected  with  one  end  of 
the  coil  in  the  cast-iron  block,  threw  into  the  said  coil  a  mixture  of 
water  and  fatty  matter  contained  in  a  vessel  from  which  it  drew  it, 
and  forced  it  to  traverse  all  the  turns  of  the  coil,  and  forced  it 
out  of  the  otlier  end  of  the  said  coil  incased  in  the  block  of  iron, 
which  was,  as  I  have  already  said,  heated  to  an  excessive  degree. 
Although  the  mixture  of  water  and  fatty  matter  was,  during  its 
passage  in  the  coil,  subjected  to  a  temperature  which  I  estimate  to 
have  been  above  five  hundred  degrees  (500°)  and  a  pressure  of 
more  than  twenty  atmospheres,  the  decomposition  of  the  fatty 
matter  was  never  complete,  and  never  produced  fat-acids  and  glyc- 
erin, but  only  an  altered  fatty  matter,  which,  when  washed, 
produced  acrolein  to  such  a  point  as  to  fatigue  the  workmen  who 
assisted  at  the  experiments.  The  experiments,  in  conformity  to 
the  indications  of  Mr.  Tilghman,  possessor  of  the  patent  for  mak- 
ing fat-acids  and  glycerin,  lasted  about  six  mouths.  The  first 
fifteen  experiments  were  made  by  the  Messrs.  Tilghman,  aided  by 
two  workmen,  in  my  presence,  and  they  alone  directed  the  work ; 
and  after  the  departue  of  Mr.  E.  A.  Tilghman,  the  patentee,  they 
were  all  directed  by  his  brother.  None  of  the  numerous  experi- 
ments succeeeded.  After  the  failures  with  the  little  apparatus 
brought  from  London  by  Mr.  Tilghman,  his  brother  caused  to  be 
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constructed  successfully  three  apparatus.  The  first  was  composed 
of  a  hollow  iron  tube,  and  was  made  by  Perkins,  in  London,  and 
put  in  a  bath  of  melted  lead,  in  order  to  always  have  at  least  three 
hundred  degrees  of  heat.  The  second,  which  was  also  composed 
of  a  hollow  iron  pipe,  was  constructed  in  Paris,  and  put  in  a  bath 
of  melted  zinc,  in  order  to  always  have  at  least  five  hundred 
degrees  of  heat.  The  third,  and  last,  was  constructed  with  the 
Perkins  pipe,  divided  into  three  equal  parts,  of  which  each  part 
was  placed  in  a  block  of  cast-iron,  by  Davidson,  iron  founder  at 
La  Villette,  and  under  the  superintendence  of  Mr.  Tilghman's 
brother.  This  last  apparatus  was  placed  in  a  furnace  of  fire-proof 
brick,  constructed  upon  the  plan  of  Mr.  Tilghman's  brother  and 
under  his  direction,  and  at  a  temperature  the  elevation  of  which  I 
never  determined,  but  which  certainly  much  surpassed  that  of 
melted  zinc.  It  is  easy  to  see  that  Messrs.  Tilghman  paid  no  atten- 
tion to  the  process  patented,  but  made  at  our  factory  and  at  our 
expense,  not  serious  experiments,  but  trials  to  find  the  means  of 
overcoming  the  difficulties  which  arrested  them.  This  is  shown  by 
the  fact  that  all  which  Mr.  Tilghman  demanded  was  instantly  given 
him,  and  that  he  often  used  two  kilogrammes  of  fatty  matter  in 
one  day,  and  always  without  any  results.  I  have  no  plans  or 
drawings  of  the  apparatus  which  Mr.  Tiighman  had  made.  The 
experiments  made  at  our  factory  by  Messrs.  Tilghman  cost  the  firm 
of  Monier  &  Co.  more  than  forty  thousand  francs,  counting  the 
money  given  to  the  brother,  which  was,  I  think,  between  12,000 
and  15,000  francs.  The  contract  made  between  Mr.  Tilghman 
and  our  firm  was  annulled  by  common  consent,  because  the  process 
never  produced  fat-acids  and  glycerin.  I  affirm  that  it  is  impos- 
sible to  decompose  fatty  matter  and  obtain  fat-acids  and  glycerin 
by  the  method  indicated  in  Mr.  Tilghman's  patent. 

''Some  time  after  the  first  experiments  were  discontinued  and 
the  first  contract  annulled  with  Mr.  Tilghman,  Mr.  De  Fontaine 
Moreau,  in  whom  we  had  great  confidence,  announced  to  us  the  re- 
turn to  Europe  of  Mr.  Tilghman  with  a  new  process,  based  upon  the 
principles  of  the  method  already  patented,  and  urged  us  earnestly 
and  decided  the  firm,  much  to  my  regret,  I  assure  you,  to  join  the 
firm  of  Charles  Leroy  &  Durand,  candle  manufacturers  at  Paris,  to 
whom  he  had  already  spoken,  for  the  trial  of  the  new  process,  the 
success  of  which  he  said  was  certain,  as  Mr.  Tilghman  had  already 
obtained  admirable  results  in  the  United  States.  A  new  contract 
was  made  between  Mr.  Tilghman  and  my  firm,  representing  also 
Messrs.  Charles  Leroy  &  Durand,  upon  the  same  basis  as  the  first, 

Mr.  De  Fontaine  Moreau  again  representing  Mr.  Tilghman,  the 
34 
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patentee.  New  experiments  were  made  at  La  Villette  by  Mr. 
Tilghman's  brother  during  two  or  three  months,  and,  like  the  first, 
produced  neither  fat-acids  nor  glycerin. 

"  In  my  opinion,  a  mixture  of  fatty  bodies  and  water,  exposed  in 
a  close  vessel  at  a  high  temperature,  and  under  a  strong  pressure, 
cannot  decompose  the  fatty  bodies  to  the  point  of  producing  fat- 
acids  and  glycerin." 

10.  Mitchell  offered  to  ahota  to  tlie.  complainant  operations  with  an 
apparatus  alleged  by  Mitchell  to  have  been  made  in  accordance 
with  the  specification  in  the  complainant's  patent.  Which  offer, 
for  certain  reasons  stated,  the  complainant  declined.  [The  history 
of  this  matter  appears  supra,  pp.  511-513.] 

REDUCTION  TO  PRACTICAL  USE. 
REBUTTAL  BY  THE  COMPLAINANT. 

1.  To  rebut  the  testimony  of  Monier  given  in  1867,  Tilghman 
proved  that  suspecting  that  a  certain  De  Milly,  a  large  manufac- 
turer of  candles  in  France,  was  using  his  patent,  he  had  requested 
his  agent,  Mr.  Fontaine  Moreau,  to  inquire  how  this  was ;  that 
Mr.  Fontaine  Moreau  had  inquired  of  Monier,  and  that  Monier 
had  thus  answered  him: 

'  ^  S0CI§TE  GeN^R ALE  DE  StEARINERIE, 

**  La  Villette  (near  Paris,)  Juiy  \1th,  1857. 
^' My  Dear  Friend:  I  received  your  letter  of  yesterday.  Not 
only  does  De  Milly  work  by  the  Tilghman  process,  but  also  he  hixs 
sold  to  many  candle  manufacturers,  amongst  others  to  MM.  Petit 
&  Lemoult,  the  right  to  work  his  patent  in  France,  in  their  fac- 
tory at  Grenelle.  Mr.  De  Milly  has  also  sold  in  Belgium  and  in 
Austria,  so  that  while  the  Messrs.  Tilghman  are  in  London  and 
Buspect  nothing,  Mr.  De  Milly  reaps  a  harvest  in  selling  that 
which  he  has  stolen  from  them.  But  what  can  any  one  here  say  of 
all  this  so  long  as  the  Messrs.  Tilghman  are  content  to  suffer  them- 
selves to  be  robbed  ?  You  know  De  Milly.  He  does  not  lose  his 
time.  So  he  is  more  and  more  eager  to  offer  his  processes.  He 
has  offered  them  to  us  many  times.  If  the  Messrs.  Tilghman  wish 
to  draw  any  profit  from  their  patent,  they  ought  to  prosecute  him 
for  infringement  as  soon  as  possible.  Let  them  think  of  it  seri- 
ously. I  am  too  much  interested  in  the  question  to  admit  of  my 
giving  them  advice  which  might  perhaps  be  misinterpreted.  I 
must  be  content  with  wishing  that  Mr.  Tilghman  should  have  the 
courage  to  defend  his  intellectual  property,  that  is  to  say,  his  honor. 
**  Your  very  devoted,  Monier." 
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2.  In  regard  to  Tilghman's  inability,  when  requested  by  the 
defendant's  counsel,  cross-examining  him  as  a  witness,  to  state  on 
his  ** personal  knowledge"  what  processes,  forms  of  apparatus, 
and  what  degrees  of  heat  were  used  at  Price  &  Co.'s  factory,  it 
appeared  by  the  testimony  of  the  defendant.  Mitchell,  that  he, 
Mitchell,  before  July,  1865,  which  was  before  this  suit  arose,  had 
asked  Tilghman  why  he  had  not  personally  inspected  their  mode 
of  working,  and  why  he  did  not  know  how  they  worked. 

"He  stated  in  reply  that  Mr.  Wilson,  who  was  the  managing 
director  of  that  company,  was  trying  to  invent  a  process  of  his 
own,  and  would  not  allow  him  to  inspect  it." 

3.  One  of  the  defenses  set  up  in  the  answer,  it  will  be  remem- 
bered, was,  that  the  apparatus  described  by  Tilghman  as  the  one 
which  he  believed  was  the  best  to  carry  his  invention  into  effect 
was  dangerous,  from  the  degree  of  heat  required.  On  that  point 
this  testimony  was  given : 

Joseph  Nason,  mechanical  engineer  and  constructor  of  steam 
apparatus  for  warming  buildings,  for  heating  evaporators,  &c. 

**I  have  had  two  years'  experience  as  an  assistant  to  Mr.  Per- 
kins, during  which  I  have  applied  the  apparatus  to  many  puri)0sea 
requiring  very  high  pressures  and  tem])eratures,  among  which  I 
will  mention  the  generators  of  steam  for  Perkins's  steam-gun, 
heating-ovens  for  baking  bread,  and  for  heating  vaiious  processes 
requiring  temperatures  as  high  as  600°  Fahrenheit  and  upwards. 
I  cannot  state  precisely  the  maximum  of  temperature  at  which  such 
an  apparatus  could  be  used  without  injurious  or  dangerous  results, 
but  I  can  say  positively  not  less  than  650°  or  700°.  I  have  known 
the  apparatus,  working  at  the  temperature  of  600°  and  upwards, 
to  be  in  daily  use  for  many  years  without  injurious  or  dangerous 
results,  without  inconvenience,  and  without  any  considerable  de- 
preciation. With  ordinary  care  I  should  consider  an  apparatus, 
constructed  in  accordance  with  the  descriptions  and  drawing  of 
the  coil  apparatus  in  the  patent  of  Tilghman,  a  perfectly  safe  prac- 
tical apparatus  for  heating  the  materials  to  a  lead-melting  heat. 
I  do  not  see  that  any  practical  difficulty  would  be  incurred  in  its 
operation.  So  long  as  the  temperature  be  limited  to  the  melting- 
point  of  lead,  an  apparatus  as  strongly  constructed  as  those  with 
which  I  have  been  familiar,  would  be  almost  absolutelv  secure 
against  explosion.  I  should  consider  such  an  apparatus  used  at 
lead-melting  heat,  much  safer  than  an  ordinary  form  of  steam- 
boiler  at  a  pressure,  say  of  180  lbs." 
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REDUCTION  TO  PRACTICAL  USE. 
EVIDENCE  CLAIMED  BY  BOTH  PARTIES. 

In  addition  to  the  evidence  which  has  been  grouped,  as  on  the 
preceding  pages,  (from  page  493  to  page  531,)  as  tending  appar- 
ently to  sustain  either  the  complainant's  case  or  the  defendant's, 
there  was  some  evidence  which  perhaps  it  was  not  quite  easy  to 
say,  until  the  construction  of  the  patent  was  settled,  which  side  it 
sustained.     It  was  claimed  by  each  side.     Such  was, 

1.  A  statement  by  Mr.  Wilson,  already  more  than  once  men- 
tioned. In  the  public  lecture  referred  to  on  page  499,  as  given  in 
January,  1856,  he  said  : 

^'  I  went  tvith  my  chemist-assistant  ^  Mr,  Payne,  to  see  Mr.  Tilgli- 
man's  little  apparatus  at  toork,  and  in  the  course  of  some  eocperiments 
which  it  led  us  to  try,  or  rather  to  try  over  again,  it  struck  nie  that 
Hteara  passed  into  the  fat  at  a  high  temperature  should  effect  by  a 
gentle  process  what  Mr.  Tilghman  aimed  at  effecting  by  a  violent 
process — the  resolving  of  the  neutral  fat  into  glycerin  and  fat- 
acids.  We  proved  that  this  was  so,  and  that  the  glycerin  distilled 
over  in  company  with  the  fat-acids,  but  no  longer  combined  with 
them. 

**  In  July,  1854,  we  took  out  a  patent  for  this  process,  by  which 
many  hundred  tons  of  palm  oil  and  other  fats  have  now  been 
worked,  and  which  has  given  to  the  arts  and  medicine  a  body  never 
before  known,  either  in  France  or  here,  even  in  the  chemist's  lab- 
oratory— glycerin  which  had  passed  over  in  the  form  of  vapor  with- 
out a  trace  of  decomposition." 

2.  In  July,  1857,  Tilghman  introduced- into  Price's  candle  fac- 
tory in  London,  an  ordinary  long  boiler  with  a  revolving  stirrer, 
working  at  a  temperature  of  about  400°  Fahr.,  (225  pounds  pres- 
sure,) and  having  a  capacity  of  treating  two  and  a  half  tons  of  fat 
daily.  This  appeared  by  a  letter  of  his  own,  given  in  evidence, 
like  the  one  just  above  by  the  defendant. 

*' London,  July  20th,  1857. 
**  To  M.  de  Fontaine  Moreau. 

**Dear  Sir:  In  compliance  with  your  request,  I  proceed  to  de- 
scribe the  present  state  of  the  apparatus  for  decomposing  fats,  as  it 
is  now  being  worked  at  Messrs.  Price  &  Co.'s. 

**As  I  have  before  mentioned  to  you,  it  consists  of  a  boiler  thirty- 
two  inches  diameter-^  and  thirty  feet  long,  made  of  iron  nine-six- 
teenths thick,  and  lined  with  copper. 

*'  It  is  heated  by  an  interior  copper  serpentine,  'a  reiour  d'eau,' 
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which  IB  supplied  with  steam  from  a  smaller  tubular  boiler,  (thirty- 
two  inches  diameter  by  tea  feet  long,  with  eighteen  flues,  three 
inches  diameter.)  It  also  has  a  tube  pierced  with  holes  to  inject 
free  steam.  The  apparatus  is  worked  at  a  pressure  of  from  200 
lbs.  to  225  lbs.  per  square  inch,  (fourteen  to  fifteen  atmospheres ;) 
it  is  charged  with  two  and  a  half  tons  palm  oil  and  three-quarter 
tons  water,  and  the  oil  is  perfectly  decomposed  in  four  and  a  half 
hours  after  the  above  pressure  is  attained.  The  decomposition  wovld 
be  effected  in  shorter  time  if  a  larger  proportion  of  toaier  was  ein- 
ploj/edy  and  if  agitation  and  mixture  of  the  materials  was  produced 
by  the  injection  of  fret  steam  from  the  pierced  tube,  but  as  one  object 
is  to  get  the  glycerin  in  a  strong  state,  (the  demand  for  glycerin 
being  just  now  greater  than  they  can  supply,)  they  prefer  for  the 
present  to  work  it  as  described. 

^^Price  &  Co.  are  now  thinking  of  putting  up  another  apparatus, 
which  will  probably  be  constructed  to  work  at  a  pressure  consider- 
ably higher  than  above  pientioned,  so  as  to  shorten  the  time  of 
decomposition,  and  also  will  be  made  to  work  continuously,  so  as  to 
avoid  loss  of  time  in  filling  and  emptying. 

**Very  truly  yours, 

*'R.  A.  TiLGHMAN." 

This  apparatus  continued  at  work  at  Price's  factory  down  as 
late  as  1865,  as  appeared  by  a  letter  of  Tilghman  admitted  in 
evidence. 

*^  Price's  Patent  Candle  Company, 
*' London,  July  Uth,  1865. 
"  R.  A.  Tilghman,  Esq.,  Philadelphia. 

'^  Dear  Sir:  I  thank  you  for  your  letter  of  19th  of  June,  which 
I  have  laid  before  the  directors  to-day ;  and  they  will  be  much 
obliged  if  you  will,  as  you  kindly  offer,  procure  for  us  tracings  of 
the  working  drawings  of  the  apparatus  now  in  use  for  your  process 
in  America,  and  most  approved  of  by  you. 

'*  You  are  right  in  supposing  that  the  apparatus  we  have  now  at 
Battersea  is  just  what  you  saw  or  heard  about  when  you  were  here. 
There  is  a  stirrer  in  each  vessel,  but  plainly  insufficient  for  the 
proper  contact  of  the  water  with  the  fatty  body.  I  should  think 
we  may  very  properly  use  our  present  digesters  for  the  outer  iron 
vessels  of  your  apparatus,  putting  them,  of  course,  upon  their  ends. 
They  are  very  much  the  shajje  of  the  vessels  you  describe.  You 
do  not  mention  what  quantity  of  water  you  put  to  the  fat.  I 
should  think  it  might  be  well  to  put  it  in  at  two  doses,  drawing 
off  the  first  where  it  has  taken  up  the  bulk  of  the  glycerin,  and 
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theu  finishiDg  off  with  fresh  water,  to  take  the  last  part  of  it 
away,  using  this  water  again  as  tlie  first  water  for  a  fresh  charge 
of  fat ;  but  very  likely  you  already  do  this.  The  whole  of  your 
letter  now  being  replied  to,  as  well  as  of  the  previous  one,  was  of 
much  interest  to  us.  If  any  further  matters  occur  to  you  as  worth 
mentioning  in  connection  with  the  working  of  the  process  on  your 
side,  we  shall  be  much  obliged  by  your  stating  them  when  you 
write  again. 

**  I  am,  dear  sir,  yours,  faithfully, 

''J,  P.  Wilson." 

* 

On  the  15th  of  May,  1860,  Tilghman  took  out  another  patent. 
The  specification  and  claims  in  that  patent  were  thus : 

**Be  it  known  that  I,  Richard  Albert  Tilghman,  of  Philadel- 
phia, Pennsylvania,  have  invented  a  certain  new  and  improved 
method  of  decomposing  fatty  and  oily  substances,  and  I  do  hereby 
declare  that  the  following  is  a  full  and  exact  description  thereof: 

**  My  invention  relates  to  the  process  of  obtaining  free  fat-acids 
and  solution  of  glycerin  from  fatty  substances  by  the  action  of 
water  at  high  temperatures  and  pressures,  and  it  is  applicable 
either  when  water  alone  is  used,  or  when,  in  addition  to  the  water, 
a  portion  of  alkali  is  used  to  aid  the  chemical  action. 

^*I  have  observed,  in  working  this  process,  that  though  the 
action  of  the  water  in  extracting  the  glycerin  from  the  fat  is  rapid 
at  first,  when  the  water  is  fresh  and  the  fat  contains  all  its  glyc- 
erin, yet  as  the  decomposition  advances,  and  the  fat  gradually 
loses  and  the  water  takes  up  the  glycerin,  that  the  decomposition 
becomes  slower  and  slower,  so  that  to  extract  the  last  portion  of 
glycerin  from  the  fat  with  a  moderate  quantity  of  water  requires  a 
considerable  time  when  the  lower  range  of  pressures  are  used. 

**  Now  if  we  use  a  large  proportion  of  water  to  a  given  quantity 
of  fat,  the  decomposition  may  be  made  sufficiently  complete  in  a 
moderate  time;  but  this  has  the  inconvenience  of  occupying  a  con- 
siderable portion  of  the  vessel  or  apparatus  used,  and  thereby 
diminishes  the  quantity  of  fat  that  can  be  treated  therein. 

**  Now,  my  invention  consists  in  applying  the  water  to  the  fat  in 
several  successive  portions,  I  remove  the  first  portion  as  soon  as  it 
becomes  partly  saturated  with  glycerin,  and  I  add  successive  por- 
tions of  fresh  water  to  the  partly-decomposed  fat,  which  fresh 
water  is  more  active  in  taking  up  the  last  remaining  glycerin  of 
the  fat,  and  thereby  I  render  the  decomposition  more  rapid  and  com- 
plete, and  can  treat  a  larger  quantity  of  fat  in  a  given  apparatus. 

*'^  My  invention  can  be  applied  to  any  of  the  different  forms  of 
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boilers  or  tanks  used  for  the  decomposition  of  fats  by  water  at  a 
high  temperature  or  pressure,  either  with  or  without  lime,  which 
are  now  well  known,  and  need  no  detailed  description.  Instead  of 
putting  nearly  an  equal  or  more  than  an  equal  bulk  of  water  to 
the  fat,  I  put  in  say  only  one  third  of  the  bulk  of  the  fat,  and 
after  this  has  been  stirred  up  with  the  fat,  and  exposed  to  a  high 
temperature  and  pressure  during  some  time,  (say  from  two  to  three 
hours,  if  working  at  from  120  lbs.  to  150  lbs.  per  square  inch,)  I 
allow  the  water  to  settle,  and  blow  it  out  of  the  tank.  A  similar 
quantity  of  water,  which  has  been  previously  heated  up  to  the 
working  temperature  of  the  apparatus  in  a  separate  close  iron  ves- 
sel, is  then  forced  into  the  tank  by  steam  pressure,  and  is  stirred 
up  with  the  fat,  and  after  two  or  three  hours'  mixture  is  settled 
and  blown  out  as  before ;  and  this  is  repeated  until  samples  show 
that  all  the  glycerin  has  been  extracted  and  that  the  fat  is  well 
decomposed. 

*^I  will  now  describe  another  method  of  applying  my  invention 
to  practice,  whereby  the  operation  is  made  continuous;  that  is,  the 
raw  or  neutral  fat,  either  by  itself  or  previously  mixed  with  a  small 
quantity  of  alkali,  is  introduced  in  a  continuous  stream,  or  nearly 
so,  at  one  end  of  the  apparatus,  and  the  decomposed  fat  or  fatty 
acids  issue  continuously,  or  nearly  so,  from  the  other  end  of  the 
apparatus,  while  at  the  same  time  the  water  enters  where  the  fat- 
acids  issue,  and  following  the  opposite  route  to  that  taken  by  the 
fat  issues  as  a  solution  of  glycerin  from  that  part  of  the  apparatus 
where  the  raw  fat  enters.  By  this  method  the  fat  which  has  lost 
nearly  all  its  glycerin  is  brought  in  contact  with  fresh  water  con- 
taining no  glycerin,  and  the  water  partly  charged  with  glycerin 
comes  in  contact  with  raw  fat  containing  all  its  natural  glycerin. 

**In  the  arrangement  of  this  form  of  apparatus  there  are  two 
features  which  form  distinct  parts  of  my  invention.  As  fat  and 
water  dissolve  each  other,  to  a  very  slight  extent,  their  action  upon 
each  other  is  much  accelerated  by  large  surface  of  contact.  This 
large  surface  of  contact  has  generally  been  produced  by  a  mechan- 
ical agitation  and  mixture  of  the  two  liquids;  but  as  this  mixture 
is  almost  incompatible  with  a  perfectly  continuous  form  of  appa- 
ratus, I  have  devised  plans  whereby  these  advantages  of  large  con- 
tact and  renewal  of  the  water  may  be  obtained  by  other  means, 
either  in  continuous  or  intermittent  forms  of  apparatus. 

*^1.  I  arrange  the  fat  and  water  in  numerous  shallow  layers,  so 
as  to  obtain  large  surface  of  contact. 

'^2.  I  cause  the  fat  and  water,  arranged  in  shallow  layers,  to 
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flow  in  opposite  directions,  so  as  to  bring  fresh  water  in  contact 
with  partly  decomposed  fat. 

'*  The  following  is  a  description  of  the  apparcUtis,  it  being  under- 
stood that  if  any  alkali  is  used,  (which  is  generally  in  but  small 
proportions,  say  one-half  to  one  per  cent,  of  the  fat,)  it  should  pre- 
viously be  combined  with  the  fat." 

[Here  follows  a  description  of  the  apparatus,  and  the  schedule 
proceeds:] 

*' What  I  claim  as  my  invention,  and  desire  to  secure  by  letters 
patent,  is — 

^^In  the  process  of  decomposing  fats  into  fat-acids  and  glycerin 
by  means  of  water  at  a  high  temperature  or  pressure,  either  with 
or  without  the  presence  of  an  alkali, 

*'lst.  Applying  the  water  in  several  successive  portions,  and  re- 
moving those  portions  when  partly  saturated  with  glycerin. 

**2d.  Arranging  the  fat  and  water  in  shallow  layers,  so  as  to 
give  an  increased  surface  of  permanent  contact  between  them. 

^'3d.  Causing  the  fat  and  water  arranged  in  shallow  layers  to 
floto  in  opposite  directions,  so  as  to  bring  fresh  water  in  contact  with 
the  partly  decomposed  fat. 

<'R.  A,  TiLGHMAN." 

In  1867  ten  factories  in  the  United  States  were  working  the  water 
process  under  license  from  Tilghman,  but  none  of  them  probably 
with  heat  so  high  as  440^  Fahr.,  or  without  the  aid  of  certain 
amounts  of  alkali,  as  described  by  C.  T.  Jones,  supra^  p.  509. 

III. 

AS' TO  THE  MATTER  OF  INFRINGEMENT. 
THB  complainant's  SIDE  OF  THE  QUESTION. 

On  this  matter.  Professors  Booth,  Rogers,  Genth,  Bridges,  and 
Gibbs,  all  testified  that  the  defendant's  process  was  identical  with 
Tilghman's. 

**It  is  the  same,"  said  Professor  Booth. 

*'I  consider  it  to  be  identical,"  said  Professor  Rogers;  an  ex- 
pression iterated  by  Professors  Bridges,  Genth,  and  Wolcott  Gibbs. 

THE  defendant's  SIDE  OF  THB   QUESTION. 

Professor  B,  H,  Rand,  lecturer  on  chemistry  at  the  Franklin 
Institute,  from  1853  to  1862 ;  professor  of  chemistry  in  Philadel- 
phia College  of  Medicine,  1853  to  1858;  in  the  Medical  Depart* 
ment  of  Pennsylvania  College,  1859  to  1861 ;  in  the  Central  High 
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School,  1859  to  1864 ;   and  si  ace  1864  in  the  JefferBon  Medical 
College : 

**  There  is,  in  my  opinion,  a  great  ci'S  rence  in  the  mechanical 
surroundings  and  conditions  forming  pur^  of  the  processes  of  the 
complainant  and  defendant  respectively.  The  process  of  the  com- 
plainant requires  a  very  high  temperature.  It  also  requires  vessels 
of  very  great  strength,  '  the  working  pressure '  being  stated  as  not 
likely  to  exceed  *  2,000  lbs.  to  the  square  inch.'  The  conditions  of 
complainant's  process  could  not  possibly  be  realized  in  the  defend* 
ant's  apparatus.  The  complainant's  patent  speaks  of  subjecting  the 
mixture,  in  the  continuous  apparatus,  at  the  desired  temperature, 
for  ten  minutes;  the  defendant'^  requires  as  many  hours.  Again, 
the  requirements  of  the  patent,  that  Hhe  vessel  must  be  closed  and 
of  great  strength,  so  that  the  requisite  amount  of  pressure  may  be 
applied  to  prevent  the  conversion  of  the  water  into  steam,'  and  *no 
steam  or  air  should  be  allowed  to  accumulate  in  the  tube,  which 
should  be  kept  entirely  full  of  the  mixture,'  do  not  exist  in  defend- 
ant's processes,  because  the  vessels  employed  by  him  are  not  full, 
or  nearly  so,  and  steam,  the  source  of  the  heat  used,  is  constantly 
present  during  the  continuance  of  the  processes.  In  my  opinion, 
therefore,  the  mode  of  working  in  the  two  processes  is  essentially 
different. 

^'Again,  it  is  my  understanding  of  the  patent  of  the  complainant, 
that  it  describes  and  claims  a  process  in  which  the  decomposition  of 
fats  is  effected  by  the  sole  action  of  water  in  the  liq^iid  form,  highly 
heated  in  close  vessels. 

^^With  this  understanding  of  it,  it  is  my  belief  that  defendant's 
processes  are  substantially  different  in  a  chemical  sense." 

It  is  obvious  that  on  this  matter  of  infringement  Professor  Band 
assumes  the  close  construction  of  Tilghman's  patent  to  be  the  true 
one.  Doubtless  experts  of  the  other  side  assumed  the  broad  one  to 
be.  So  that  here,  as  in  a  large  degree  in  the  question  of  practical- 
ness, the  construction  of  the  patent  was  the  fundamental  question. 

In  this  view  of  Professor  Rand  concurred — 

Mr,  E,  8,  Benwicky  residing  at  Milburn,  New  Jersey,  and  occu- 
pied principally  as  expert  in  the  trial  of  patent  causes^  and  in 
soliciting  patents,  and 

Mr.  E,  S,  Wayne,  of  Cincinnati,  chemist  and  druggist,  engaged 
practically  and  theoretically  for  the  last  thirty  years  in  chemistry, 
formerly  professor  of  chemistry  in  the  Ohio  Medical  College,  Cin- 
cinnati, and  of  pharmacy  and  chemistry  in  the  Cincinnati  College 
of  Pharmacy.     Mr.  Wayne,  after  stating  that  he  was  fully  satis- 
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fied  that  the  patent  of  Tilghman  described  a  different  process  from 
that  of  Mitchell,  because,  among  other  reasons,  ^^it  describes  a  dif- 
ferent apparatus,*'  added  on  a  diflTerent  topic: 

*^I  am  of  the  opinion  that  the  liquid  water  in  Tilghman's  pro- 
cess is  of  itself  of  no  value  beyond  furnishing  the  elements  of  water 
for  the  decomposition,  and  that  heat  alone  is  the  agent  causing  the 
decomposition  of  the  fats  by  water ;  and  the  pressure  he  claims  and 
uses  is  the  only  way  to  obtain  the  heat  necessary  for  this  decom- 
position. The  water  is  only  necessary  so  far  as  it  furnishes  the 
elements  of  water  in  chemical  equivalent  to  the  fat  to  form  respect- 
ively fat-acids  and  glycerin.  Steam  in  its  chemical  relations  in 
this  decomposition  is  equivalent  and  identical  with  water.  All 
that  steam  requires  is  the  same  temperature.  This  is  given  to  it 
by  superheating*  it  to  the  point  necessary  for  the  decomposition. 
Fat-acids  and  glycerin  is  the  result.  Could  water  be  heated  with- 
out pressure  to  the  temperature  necessary  for  the  decomposition  ot 
fatty  bodies,  the  same  result  wouUl  follow  as  with  the  use  of  press- 
ure, namely,  fat-acids  and  glycerin. 

** Hence,  lean  perceive  that  there  is  no  new  discovery  of  the 
decomposition  of  fatty  matters  by  the  agency  of  water  alone,  and 
conceive  the  facts  in  relation  to  it  have  been  known,  mentioned, 
and  experimented  with  prior  to  the  complainant's  patent.  Water 
and  steam  for  the  decomposition  of  fats  require  a  high  temperature, 
and  the  higher  the  temperature  the  more  rapid  the  decomposition ; 
but  the  introduction  of  another  agent  in  the  decomposition,  such 
as  an  alkali,  or  water  containing  a  small  percentage  of  sulphuric 
or  sulphurous  acid,  or  neutral  lime-soap,  the  decomposition  of  fats 
into  fat-acid  and  glycerin  will  take  place  at  a  much  lower  temper- 
ature than  can  be  effected  by  steam  or  water  alone." 

In  regard  to  the  range  of  heat  allowed  by  Tilghman's  patent 
Renwick  said : 

^*  The  temperature  rdied  upon  is  one  exceeding  the  melting  pwni  of 
tiny  (440°  F.,)  and  not  exceeding  the  melting  point  of  nitrate  of 
potash,  (660°  F.,)  the  temperature  of  the  melting  point  of  lead 
(612°  F.)  being  the  temperature  for  general  practice." 

Mr.  Justice  Net^on,  in  giving  the  opinion  of  the  court  below, 
held : 


'"By  "superheating"  steam  is  meant  applying  heat  directly  to  steam  which  has 
been  already  generated  by  the  action  of  heat  on  water.  This  latter  sort  of  steam  is 
called  '•  saturated  steam ; "  the  former,  "superheated  steam.*' — R«p. 
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"1.  That  Tilghman's  invention  consisted  of  a  process  for  pro- 
ducing free  fat-acids  and  solution  of  glycerin  from  fats  and  oils. 

^^2.  That  ^for  this  purpose  he  subjects  the  fatty  or  oily  bodies 
to  the  action  of  water  at  a  high  temperature  and  pressure,  so  as 
to  cause  the  elements  of  these  bodies  to  combine  with  water,  and 
thereby  obtain  at  the  came  time  free  fat-acids  and  glycerin.' 

**3.  That  Tilghman  proposes  to  do  this  in  any  convenient  vessel 
of  the  requisite  strength,  and  that  although  under  the  law  he  de- 
scribes two  vessels  or  apparatus  for  doing  it,  there  is  no  claim  for 
any  special  vessel  or  machine. 

*'4.  That  Tilghman's  patent  does  not  require  that  the  vessel 
should  be  absolutely /i^i  of  loater  and  fat.* 

''5.  That  Tilghman's  patent  does  not  require  the  i^e  of  a  heat  so 
high  as  melting  lead,  but  merely  prescribes  it  as  a  maximum,  and 
announces  that  no  fixed  degree  of  heat  can  be  given,  as  the  differ- 
ent fatty  or  oily  substances  that  may  be  used  will  require  different 
de<;rees,  and  that  by  starting  the  vessel  at  a  low  heat  and  gradu- 
ally increasing  it,  the  best  temperature  may  be  ascertained  for  the 
particular  substance  used. 

*'6.  That  upon  a  proper  interpretation  of  the  patent,  the  process 
could  be  and  had  been  proved  to  have  been  carried  into  successful 
operation  by  both  the  means  pointed  out  by  the  patentee. 

'*7.  That  'prior  to  the  date  of  Tilghman's  invention  there  were 
but  two  modes  known  or  in  practical  use  for  decomposing  fatty 
substances,  and  obtaining  from  them  fatty  acids  and  glycerin. 
One  called  the  lime  saponification,  and  the  other  known  as  the  dis- 


*"  We  cannot  agree,"  said  the  court,  when  speaking  of  this  point,  "that  a  fair  con- 
struction of  the  specificatioD  tends  to  the  conclusion  either  that  the  vef^sel  was  to  be 
entirely  filled  or  that  no  steam  was  to  be  permitted  in  it.  No  doubt  it  is  true,  as  urged 
for  the  defendant,  if  thus  filled  and  the  vessel  closed,  and  the  contents  heated  to  the 
point  of  melting  lead,  or  under  a  pressure  that  would  prevent  the  exii*tence  of  steam, 
the  process  would  be  utterly  impracticable;  and  doubtless  the  p&tenteo  knew  this 
would  be  the  result  as  well  as  any  of  the  experts.  It  would  require  but  the  common- 
est knowledge  and  experience  in  the  business  of  life  to  reach  such  a  conclusion.  This 
moderate  degree  of  knowledge,  at  least,  should  be  kept  in  view  in  construing  the  gen- 
eral terms  of  the  description. 

"  Besides,  the  patentee  does  not  direct  that  the  vessel  should  be  entirely  filled.  This 
is  an  inference  of  the  learned  counsel,  fVom  the  direction  that  the  vessel  must  be  closed 
and  be  of  great  strength,  so  that  the  requisite  amount  of  pressure  be  applied  to  prevent 
the  conversion  of  the  water  into  steam. 

"All  that  was  intended,  as  is  apparent  from  the  context,  by  the  patentee  was  that 
the  pressure  should  be  so  great  as  to  prevent  the  body  of  the  water  in  the  vessel  from 
passing  into  steam,  as  the  heated  water  was  the  element  that  separated  the  fatty  acids 
and  glycerin.  That  there  would  necessarily  be  some  steam  must  have  been  obvious  to 
the  patentee  as  well  a?  to  any  one  of  common  observation." 
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tillation  process/  and  that  they  were  different  from  patentee's, 
more  expensive  and  tedious,  and  have  generally  gone  out  of  use  in 
this  country  and  England  since  appellee's  invention. 

*'8.  That  Tilghman  was  the  first  person  that  discovered  the 
chemical  fact  that  fatty  or  oily  substances  could  be  decomposed, 
and  that  the  fatty  acids  and  glycerin  separated  by  the  action  of 
water  at  a  high  temperature  and  under  pressure. 

**9.  That  it  is  immaterial  to  inquire  whether  defendant's  vessel 
or  machinery  is  similar  to  that  described  in  Tilghman's  patent; 
they  constitute  no  part  of  his  invention. 

*nO.  That  the  defeudant  has  manufactured  fat-acids  and  glyc- 
erin from  fatty  bodies  by  the  action  of  water  at  a  high  temperature 
and  pressure,  according  to  the  process  explained  by  appellee  in  his 
specification,  and  hence  had  infringed  his  patent." 

Mr.  Justice  Nei^on  accordingly  decreed  for  the  complainant. 

The  case  afterwards  came  up  before  Judge  Blatchford  on  excep- 
tions to  the  master's  report  or  otherwise.  That  learned  justice  on 
different  occasions  said : 

''It  is  manifest  that  the  defendant  decomposes  fatty  bodies  into 
fat-acids  and  glycerin  by  the  action  of  water  at  a  high  temperature 
and  pressure,  and  thus  uses  the  plaintiff's  process." 

As  to  Mr.  Justice  Nelson's  views,  '*  that  the  plaintiff's  specifi- 
cation did  not  require,  either  that  the  vessel  containing  the  mix- 
ture of  water  and  fatty  matter  should  be  entirely  filled  therewith, 
or  that  no  steam  was  to  be  permitted  in  it,"  he  said: 

"On  full  consideration,  I  concur  in  his  views,  and  have  no  doubt 
that  his  interpretation  of  the  specification  in  regard  to  them  was 
correct." 

To  the  defense  of  want  of  practicalness  he  said : 

'^  The  defendant  has  entirely  failed  to  show  that  the  plaintiff's 
process,  carried  out  as  described  in  his  patent,  is  not  practicable  or 
practical.  It  was  put  in  practical  operation  in  London  in  1857,  a 
patent  having  been  taken  out  for  it  in  England  by  the  plaintiff, 
January  9th,  1854.  It  was  put  in  operation  in  Cincinnati,  Ohio, 
in  1860,  and  has  been  in  use,  under  license  from  the  plaintiff,  in 
the  United  States,  ever  since,  there  being  ten  factories  in  the  United 
States  working  under  such  license." 

On  the  other  points  he  agreed  with  Mr.  Justice  Nelson,  and  in 
^conclusion  said : 

"  The  great  merit  and  value  of  the  plaintiff's  invention,  not 
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only  in  the  maDufacture  of  candles,  but  as  a  process  for  obtaining 
pure  glycerin  for  use  in  the  arts,  are  shown  by  evidence.  The  case 
is  a  clear  one,  on  all  points." 

Decrees  were  finally  entered  for  Tilghraan  for  $335,661,  as  the 
amount  of  the  profits,  with  interest,  which  the  defendant  had  made 
by  infringement. 

The  merits  of  Tilghman's  patent  had  also  been  before  Justices 
McLean  and  Leavitt,  in  Ohio,  in  TUghman  v.  Werk,  October,  1860. 
There  was  a  concurrence  of  opinion  between  those  judges  about  the 
case,  and  Mr.  Justice  McLean  was  to  deliver  the  opinion  of  the 
court  in  it.  His  death  having  supervened,  it  was  delivered  in 
February,  1862,  by  Leavitt,  J.  That  learned  justice  said,  that  he 
had  no  '' hesitation  in  concluding  that  the  attempt  to  invalidate  the 
plaintiff's  patent  for  want  of  originality  had  wholly  failed,"  and 
that  it  was  shown  by  '^actual  and  successful  experiments,"  made 
alike  by  experts  and  by  the  practical  manufacturers,  Ropes  and 
Grant,  who  made  no  mention  of  any  diflBculty  from  a  want  of  exact- 
ness in  the  specification  as  to  the  degree  of  heat  required,  that  free 
fat-acids  and  solution  of  glycerin  could  be  produced  by  Tilghman's 
process.  Referring  to  the  language  of  the  specification  in  refer- 
ence to  the  temperature  of  the  heated  water,  he  said: 

"  The  specification  seems  to  be  suflSciently  explicit.  There  is  a 
precise  degree  of  heat,  the  melting  point  of  lead,  612°  Fahr., 
recommended  and  prescribed  as  sure  to  produce  a  good  result  in 
changing  common  fatty  bodies  to  acid  and  glycerin  ;  and  a  lower 
temperature,  the  melting  point  of  bismuth,  510°,  when  palm  oil 
or  similar  substances  are  to  be  operated  upon.  And  it  clearly  does 
not  render  the  specification  liable  to  objection  for  want  of  certainty 
and  clearness,  that  the  patentee  states  that  the  degree  of  heat  may 
be  carried  above  these  figures  without  injury.  Nor  is  the  sufii- 
ciency  of  the  description  impeached  by  the  fact  that  the  desired 
result  has  been  produced  at  a  lower  temperature  of  water.  There 
is  a  fixed  rule  given  which  may  be  safely  followed,  while  it  is  made 
known  that  tlie  manufacturer  may  safely  depart  to  some  extent, 
from  this  rule^  if  from  experiment  and  a  just  exercise  of  discretion 
it  should  be  expedient  to  do  so. 

' '  Decree  accordingly  . ' ' 

The  matter  came  up  also  subsequently  to  all  these  decisions  be- 
fore Mr.  Justice  Emmons,  in  the  Ohio  Circuit'  Court,  in  the  cases 
of  TUghman  v.  Werk,  Kirby  et  al.,  and  of  TUghman  v.  ShUlito. 
That  learned  justice  there  said,  that  ''  were  he  to  consider  this 
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matter  uninfluenced  by  precedent,  he  feared  that  he  should  be  com- 
pelled to  give  the  patent  a  more  limited  construction  than  it  had 
received,''  and  to  hold  ''that  the  claim  included  only  those  higher 
degrees  of  heat  at  which  lead  and  other  substances  mentioned  in 
the  patent  will  melt." 

He  added,  however,  that  without  a  violation  of  judicial  pro- 
priety, he  could  not  disregard  the  judgments  of  his  own  court  and 
of  the  co-ordinate  one  in  New  York,  adding  : 

*'  Especially  is  this  so  where  the  judge  delivering  the  opinion  haj* 
taken  so  leading  a  part  in  all  the  discussions,  on  the  subject  in  the 
court  of  last  resort." 

It  was  from  the  decrees  in  New  York  that  the  case  was  now 
here. 

Messrs.  W.  M.  Evarts  and  C.  M.  Keller,  (with  whom  was  Mr.  S. 
D.  Law,)  for  the  appeUarU: 

I.    What  is  the  construction  of  the  parent  f 

These  facts  of  science,  it  is  submitted  by  us,  were  known  prior  to 
the  year  1854,  the  date  of  Tilghman's  patent. 

1.  That  water  is  composed  of  two  gases,  oxygen  and  hydrogen  ; 
the  former  of  which  acidifies  what  it  unites  with,  and  the  latter  of 
which  hydrates  what  it  unites  with. 

2.  That  fats  are  composed  of  fat-acids,  to  wit :  1st.  Of  stearin 
combined  with  oxide  of  glyceryl  as  a  base,  (the  compound  being 
called  stearate.)  2d.  Of  margarin  combined  with  the  same  oxide 
and  a  base,  (the  compound  being  called  margarate;)  and  3d.  Of 
olein  combined  with  the  same  oxide  and  a  base^  (the  compound 
being  called  oleate. ) 

3.  That  if  you  take  away  the  oxide  of  glyceryl  from  the  stearin, 
margarin,  and  olein,  you  must,  if  you  still  want  tlie  fat-acids,  hu{)- 
ply  some  other  oxide  with  which  they  may  unite  and  so  become 
again  acidified.  And  so  too  if  you  want  glycerin,  you  must  supply 
something  to  hydrate  the  element  of  glyceryl,  (which  hydration  of 
glyceryl  makes  glycerin.) 

4.  That  high  temperatures  would  decompose  the  fats  ;  the  tem- 
peratures varying  with  difierent  fats,  from  about  510°  F.,  the 
melting-point  of  bismuth,  to  610°  F.,  the  melting-point  of  lead, 
the  very  temperatures  named  and  required  by  Tilghman ;  and  that 
this  process  of  decomposition  is  of  no  value  only  because  the  heat, 
while  decomposing  the  fats  generally,  destroys  all  valuable  pro- 
ducts. 

5.  That  by  putting  the  fat  into  water  and  mixing  both  with 
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lirae — which  is  an  oxide — or  with  other  oxides,  such  as  soda,  pot- 
ash, &c.,  the  fat-acids  could  be  obtained  ;  and  that  by  boiling  the 
solution  under  pressure,  (though  at  lower  temperatures  than  from 
510°  F.  to  610°  F.,)  the  proportion  of  lime  could  be  reduced  ;  this 
tending  to  show  that  a  portion  of  the  fatty-acids  were  oxidized  by 
the  oxygen  of  the  water. 

6.  That  water  can  be  heated  up  to  and  beyond  610°  F.,  in  ves- 
sels entirely  full,  so  that  steam  shall  not  be  produced  ;  the  vessels 
being  provided  with  a  piston  weighted,  so  as  to  yield  to  the  expan- 
sion of  the  liquid  by  the  heat  applied  ;  and  that  though  in  a  vessel 
not  entirely  full  even  an  intimate  admixture  of  fat  and  water  could 
not  long  subsist,  (the  fat  and  water  having  different  specific  gravi- 
ties, and  the  fat  tending  therefore  to  float,)  yet,  that  when  the  ves- 
sel is  entirely  filled  with  such  intimate  admixture,  the  fat  and 
water  will  not  separate. 

And  we  submit  that  the  evidence  in  this  case  proves  that  fats 
had  been  decomposed  by  steam,  (see  supra y  p.  538  ;)  the  successful 
production  of  glycerin  being  sometimes  affirmed  and  sometimes 
denied. 

Now,  in  view  of  these  facts  known  in  1854,  it  is  a  fair  presump- 
tion that  Mitchell's  theory,  so  fully  sustained  by  Professor  Wayne, 
as  to  Tilghman's  purpose  when  he  got  his  patent,  is  the  true  one, 
(mtpra,  pp.  489,  538  ;)  and  that  Tilghman  in  his  specification  did 
mean  to  confine  himself : 

1st.  To  the  range  of  heat  stated  and  such  as  would  also  decom- 
pose fats  ;  adding  water  to  acidify  by  its  oxygen  the  fats,  and  to 
hydrate,  by  its  hydrogen,  the  glyceryl. 

2d.  To  the  use  of  a  close  vessel  entirely  full  of  the  mixture  of 
fat  and  water  so  that  no  steam  could  be  formed ;  a  matter  which  he 
knew  could  be  effected  by  digesters  with  a  safety-valve. 

3d.  To  the  use  of  liquid  water  to  the  exclusion  of  steam,  so  as 
to  distinguish  his  process  from  previously  known  processes  through 
steam. 

4th.  To  the  thorough  admixture  of  the  fat  before  putting  it  into 
the  vessel,  and  during  the  manipulation. 

If  this  is  so,  his  patent  cannot  receive  a  construction  broad 
enough  to  cover  Mitchell.     That  it  is  so  seems  most  probable. 

The  high  pressure  named  in  the  patent  is  only  a  consequence  of 
the  high  temperature  required,  viz,  from  510°  Fahr.  to  610°  Fahr. 
The  range  of  heat  and  not  the  pressure  is  the  condition  required. 
The  pressure,  named  in  the  patent,  was  unavoidable  in  subjecting 
fats  in  the  presence  of  liquid  water  to  the  high  temperatures 
named.     Heat  to  the  requisite  very  high  degree  was  what  Tilgh- 
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man's  purpose  required,  with  water  as  an  attendant  aid.  This,  it 
18  obvious,  is  a  process  different  in  its  nature  from  that  which 
Tilghman  now  sets  up,  and  which  Mitchell  practices. 

But  assuming  that  water,  heat,  and  pressure  used  as  the  chemi- 
cal decomposing  agent  were  what  Tilghman  had  in  his  mind,  it  is 
plain  that  he  had  no  idea  that  the  required  result  could  be  pro- 
duced by  them  at  less  degrees  than  from  610°  to  610°,  depending 
upon  the  quality  of  the  fat  to  be  treated.  Why  else  did  he  pre- 
scribe apparatus  of  the  strength  which  he  does ;  apparatus  to  be 
tested  at  a  pressure  of  10,000  lbs.  to  the  square  inch;  with  a 
safety-valve  loaded  to  a  pressure  of  2,000  lbs.  Apparatus  demand- 
ing such  high  pressure,  he  must  have  known,  even  if  scientifically 
safe,  is  never — and  for  good  reasons,  seeing  that  they  have  no  men 
of  science  to  watch  their  engines — liked  by  manufacturers ;  the 
class  whom  alone  could  make  his  labors  practically  valuable.  Yet 
he  not  only  never  tried  any  lower  degrees  of  heat,  but  nowhere  so 
much  as  intimated  that  the  process  is  practicable  with  any  lower. 
His  letter  to  the  Cincinnati  firm  of  Emry  &  Son,  of  the  25th  of 
June,  1856,  (supray  p.  526,)  shows  that  he  had  no  idea  when  he 
applied  for  his  patent  that  he  could  work  with  lower  heats,  and 
that  as  soon  as  he  did  discover  that  he  could  so  work,  he  began  to 
do  so. 

II.  But  if  the  patent  were  susceptible  of  a  construction  broad 
enough  to  include  all  ranges  of  high  temperature,  the  complain- 
ant's case  is  not  helped. 

1.  There  is  no  novelty  in  Tilghman* s  alleged  discovery.  The 
change  of  fat  into  fatty  acids,  through  the  means  that  he  speaks 
of,  was  announced  to  the  scientific  world  as  early  as  1823,  in  a 
paper  published  in  the  Scientific  Journal  of  that  year,  and  referred 
to  in  the  evidence,  (supra,  p.  500.)  The  testimony  of  Professor 
Vanderweyde  and  of  Florence  Verdin  and  of  Professor  Wayne, 
show  this,  (supra,  pp.  500,  501.) 

2.  The  process  is  incapable  of  being  practically  used  by  any  de- 
scription given  in  the  specificaiio7i. 

Certainly  the  process  has  never  been  reduced  to  practice  in  the 
United  States  by  the  mode  of  operation  or  the  means  described  in 
it.  There  is  not  one  of  the  licensees  of  Tilghman  who  uses  his 
water,  heat,  and  pressure  alone.  Even  his  witness  and  licensee, 
Charles  Taylor  Jones,  proves  this.  All  use  alkalies.  To  say 
nothing  of  the  fact  that  all  work  at  low  heat.  His  licensees,  the 
Bopeses,  father  and  son,  show  the  same  thing. 

The  process  was  never  reduced  to  practice  in  England  in  the 
business  of  manufacturing  fatty  acids  and  solution  of  glycerin. 
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Wilson  &  Co.  may  have  paid  Tilghman  for  something ;  but  there 
is  no  evidence  that  they  ever  used  water,  heat,  and  pressure  to  pro- 
duce fat-acids  and  glycerin.  Tilghman  himself  could  not  tell  what 
process  they  used. 

The  patentee,  after  selling  his  French  patent  to  Monier,  tried 
during  months  and  with  the  outlay  of  great  sums  to  make  the 
process  work  at  the  atearinerie  of  Villette,  but  failed  after  repeated 
trials  in  everything,  and  the  French  jury  declare  the  process  a 
failure. 

The  tests  made  by  the  chemical  experts,  on  the  part  of  the  pat- 
entee, were  not  made  in  accordance  with  the  mode  of  operation 
described  in  the  patent;  Professor  Booth  and  the  other  experts 
having  experimented  not  with  the  coil  apparatus,  but  with  a  dis- 
tiller's worm.  Moreover,  they  are  all  theorists;  their  experiments 
were  in  very  nice  apparatus  and  on  a  small  scale,  and  neither  their 
experiments  nor  their  evidence  are  of  value  on  a  practical  subject 
to  be  applied  on  a  large  scale. 

The  patent  to  Tilghman  of  May  15th,  1860,  virtually  condemns 
the  patent  in  issue,  as  not  practically  useful. 

III.  As  to  infringement.  On  this  point  the  learned  counsel  con- 
tended, that  even  on  a  very  broad  view  of  the  patent — one  much 
broader  than  that  which  they  had  already  contended  for,  and  be- 
lieved to  be  the  true  legal  view — (a  view  obviously  held  by  Em- 
mons, J.)  there  was  no  infringement;  that  Mitchell's  apparatus 
was  peculiar  and  unlike  Tilghmau's  apparatus  ;  that  it  was  com- 
posed of  two  vessels,  and  that  the  bubbles  of  superheated  water 
were  carried  up  by  the  steam  from  one  vessel  into  the  other,  and 
that  the  superheated  water  there  falling  on  the  fat  descended 
through  it,  decomposing  it  on  its  passage,  thus  producing  a  circu- 
lation ;  that  this  circulation  of  Mitchell's  apparatus  was  opposed 
to  and  annihilated  the  theory  and  scheme  upon  which  Tilghman's 
patent  was  framed,  which  required,  as  an  essential  condition,  that 
there  should  be  no  circulation.  If,  indeed,  it  were  that  Tilghman 
discovered  that  water  alone  would  acidify  the  other  elements  and 
hydrate  the  glycerin,  he  did  not  claim  it  in  his  patent,  and  if  he 
did,  it  was  a  fact  in  nature  incapable  of  being  patented. 

As  to  the  Circuit  Court  decrees  they  had  no  authority  here.  In 
the  case  before  McLean  and  Leavitt,  JJ.,  the  testimony  was  less 
full  than  here. 

Mr,  George  Heading,  contra : 

I.    What  is  the  construction  of  the  patent  f     The  first  position  of 

the  other  side  is,  that  heat  alone  from  510°  F.  to  610°  F.  itself 
35 


546  MrrcHBLL  v.  Tilohmak.  [Sup.  Ct. 

Argument  for  Tilghman. 

decomposes  fat  destructively ;  that  this  is  alone  the  operatiye 
agency  in  Tilghman's  process  ;  that  the  water  operates  as  a  base ; 
and  that  Tilghman  specifies  as  his  temperature  degrees  of  heat 
from  510°  F.  to  610°  F. ;  and  that  he  is  limited  to  them. 

One  6n£Scient  answer  to  this  is  as  follows :  Specifications  are 
addressed  to  those  skilled  in  the  art.  Now,  Benwick^  an  expert 
called  by  Mitchell  himself,  and  giving  testimony  on  this  exact 
point,  says  that  'Hhe  temperature  relied  on  is  one  exceeding  the 
melting-point  of  tin,  (440°  F.,)and  not  exceeding  the  melting- 
point  of  nitrate  of  potash,  (660°  F.")  (See  supra,  pp.  490  and 
538.)  Rand,  another  expert  of  Mitchell,  fixes  the  temperature  of 
Tilghman's  patent  at  the  same  points.  (See  supray  490.)  Here 
then  Mitchell  proves  as  part  of  his  case  that  practical  men  would 
be  instructed  by  the  patent  to  use  any  temperature  above  440°  and 
below  660°.  This  range  extends  from  70°  below  the  lowest  limit 
fixed  by  Mitchell  to  50°  above  the  highest. 

Rand  and  Wayne  both  testify  that  the  chemical  action  of  water 
heated  and  under  pressure  is  the  same  below  440°  as  above  that 
point,  and  the  same  from  300°  to  600°. 

Further.  Tilghman's  patent  says  that  the  change  of  fatty  mat- 
ters into  fat-acid  and  glycerin,  takes  place  with  some  things,  such 
as  palm  oil,  at  or  below  the  melting-point  of  bismuth,  510°.  By 
starting  the  apparatus  at  a  low  heat,  and  gradually  increasing  it, 
the  temperature  giving  products  most  suitable,  &c.,  can  be  easily 
determined.  A  limit  to  510°  as  a  minimum  is  grossly  inconsistent 
with  this  passage. 

The  next  position  of  the  other  side  is  that  granting  what  we  thus 
assert,  still  Tilghman  had  no  idea  that  his  process  was  practicable 
except  at  or  above  the  ranges  510°. 

Now,  the  language  of  the  claim  in  Tilghman's  patent  differs 
from  the  language  of  claims  to  patents  generally.  Had  it  followed 
that  language  it  would  have  run  thus : 

"  Having  now  described  the  nature  of  my  said  invention,  and 
the  manner  of  performing  the  same,  I  hereby  declare  that  I  claim, 
as  of  my  invention,  the  manufacturing  of  fat-acids  and  glycerin 
from  fatty  bodies  by  the  action  of  water  at  a  high  temperature  and 
pressure,  substantially  in  the  manner  described." 

But  in  Tilghman's  claim  the  words  in  italic  are  left  off.  Tilgh- 
man obviously  bad  a  determination  to  cut  away  from  and  to  keep 
himself  clear  of  everything  which  could  be  regarded  as  working 
through  specific  machinery,  or  in  specific  times,  or  through  any 
specific  temperature  other  than  that  which  would  come  within  the 
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designation  ^'high."  And  the  question  is,  has  he,  in  the  face  of 
this  purpose  thus  declared  in  one  part  of  the  schedule  to  his  patent, 
BO  tied  himself  up  in  another  part  of  the  same  schedule  as  that, 
going  in  free  from  them  all,  he  comes  out,  hound  indissoluhlj,  and 
as  with  hooks  of  steel,  to  the  very  things  which  it  is  plain  that  it 
was  his  purpose  to  avoid  ?  After  announcing  a  wish  to  secure  one 
result,  has  he  reached  a  directly  opposite  result?  reached  it,  too, 
with  such  malignant  effect  as  that  a  great  discovery,  which  has 
done  honor  to  the  United  States  in  the  eyes  of  Europe,  and  which 
men  of  science — and  to  a  great  degree  men  of  trade  as  well — have 
delighted  in  calling  his,  is  brought  at  once  disastrously  to  naught? 

If  Tilghman  has  not  bound  himself  to  degrees  of  heat  between 
510°  F.  and  610®  F. ;  if  completion  of  his  process,  in  at  most  ten 
minutes,  is  not  indispensable;  if  he  has  not  required  that  the  ves- 
sel containing  the  mixture  of  water  and  fatty  matter  should  be 
entirely  filled  therewith,  or  that  no  steam  was  to  be  permitted  in 
it;  and  if  in  other  respects  he  hat;  not  required  things  impracti- 
cable, then  there  is  no  diflSculty  in  his  case.     Now — 

1.  As  to  the  heat.  Tilghman  having  in  the  opening  ])art  of  his 
specification  announced  that  for  the  purpose  of  carrying  into  prac- 
tice his  invention,  he  subjects  the  fat  bodies  on  which  he  wishes  to 
operate  simply  **  to  the  action  of  water  at  a  high  temperature"  and 
pressure^  announces  two  modes  of  working.     In  the  first  he  says : 

'*  I  mix  the  fatty  body  to  be  operated  upon  with  from  a  third  to 
a  half  of  its  bulk  of  water,  and  the  mixture  may  be  placed  in  any 
convenient  vessel  in  which  it  can  be  heated  to  the  melting  point  of 
had,  until  the  operation  is  complete.  The  vessel  must  be  closed 
and  of  great  strength,  so  that  the  requisite  amount  of  pressure  may 
be  applied  to  prevent  the  conversion  of  the  water  into  steam." 

He  also  describes  a  special  apparatus.     He  says : 

"  The  process  may  be  performed  m>ore  rapidly  and  also  contin- 
uously by  causing  the  mixture  of  fatty  matter  and  water  to  pass 
through  a  tube  or  continuous  channel,  heated  to  the  temperature 
already  mentioned ;  the  requisite  pressure  for  preventing  the  con- 
version of  water  into  steam  being  applied  during  the  process  ;  and 
this,  I  believe,  is  the  beat  mode  of  carrying  my  invention  into 
effect." 

This,  he  *' believes,"  is  ^'the  best  mode;"  the  *' temperature 
already  mentioned,"  that  is,  the  melting  point  of  lead  being  in- 
cluded, as  much  as  and  no  more  than  the  use  of  the  tubes. 

On  this  subject  of  heat  he  continues  : 
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**  Although  the  decomposition  of  the  neutral  fats  hy  water  takes 
place  with  great  quickness  at  the  proper  heai,  yet  I  prefer  that  the 
pumps  should  be  worked  at  such  a  rate  in  proportion  to  the  length 
or  capacity  of  the  heating  tubes,  that  the  mixture,  while  flowing 
through  them,  should  be  maintained  at  the  desired  temperature 
for  ten  minutes  before  it  passes  into  the  refrigerator  or  cooling 
parts  of  the  apparatus." 

He  says  further : 

**The  melting  point  of  lead  has  been  mentioned  as  the  proper 
heat  to  be  used  in  this  operation,  because  it  has  been  found  to  give 
good  results.  But  the  change  of  fatty  matters  into  fat-acids  and 
glycerin  takes  place  with  some  materials  (such  as  palm  oil)  at  or 
below  the  melting  point  of  bismuth,  yet  the  heat  has  been  carried 
considerably  above  the  melting  point  of  lead  without  any  apparent 
injury,  and  the  decomposing  action  of  the  water  becomes  more 
powerful  as  the  heat  is  increased.  By  starting  the  apparatus  at  a 
low  heat,  and  gradually  increasing  it,  the  temperature  giving  products 
most  suitable  to  the  intended  application  of  the  fatty  body  employed 
can  easily  be  determined, '  * 

He  goes  on  again  : 

'*  To  indicate  the  temperature  of  the  tubes,  J  have  found  the  suc- 
cessive melting  of  metals  and  other  substances  of  different  and 
known  degrees  of  fusibility  to  be  convenient  in  practice.  .  .  .  The 
series  I  have  used  consists  of  tin,  melting  at  about  440°  F. ;  bis- 
muth, at  about  510  F.  ;  lead,  at  about  612  F. ;  and  nitrate  of 
potash,  at  about  660°  F." 

And  now,  before  all  this  description,  how  had  he  begun  ?    Thus: 

**  My  invention  consists  of  a  process  for  producing  free  fat-acids 
and  solution  of  glycerin  from  those  fatty  and  oily  bodies  of  animal 
and  vegetable  origin  which  contain  glycerin  as  their  base.  For 
this  purpose,  I  subject  these  fatty  or  oily  bodies  to  the  action  of 
water  at  a  high  temperature  and  pressure." 

And  how,  after  all  this,  does  he  end  ?     Thus: 

"  Having  now  described  the  nature  of  my  said  invention,  and  the 
manner  of  performing  the  same,  I  hereby  declare  that  I  claim  as  of 
my  invention,  the  manufacturing  of  fat-acids  and  glycerin  from 
fatty  bodies  by  the  action  of  water  at  a  high  temperaiure  and 
pressure." 

In  the  face  of  such  a  beginning,  and  such  an  ending,  how  can  it 
be  said  that  the  patentee  had  no  conception  of  anybody's  doing 
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anything  by  his  process  but  when  working  with  or  between  the 
exact  two  degrees  of  510°  F.  and  610°  F.? 

The  point  that  Mitchell  makes,  as  to  both  the  vessels,  is  that  he 
uses  a  lower  teniperature  than  that  stated  by  Tilghman  to  be  his 
preference.  But  does  not  the  general  include  the  particular?  And 
after  the  general  announcement  that  water  at  a  high  temperature 
and  pressure  will  decompose  fats,  how  can  any  one  argue  that  it 
still  remained  unknown  that  it  would  do  so  at  any  particular  high 
temperature  and  pressure?  It  would  follow,  if  the  argument  of 
the  other  side  were  good,  that  the  day  after  Tilghman  got  his  pat- 
ent, another  person  could  have  obtained  a  valid  patent  for  using 
the  same  prosess  at  all  temperatures  not  specifically  mentioned  by 
Tilghman.  Tilghman's  discovery  was  that  water  at  a  high  tem- 
perature and  pressure  had  a  certain  chemical  power ;  that  it  was 
for  a  purpose  mentioned  a  new  chemical  agent.  If  his  discovery 
had  been  that  nitric  acid  would  produce  fat-acids,  and  he  had  said, 
I  prefer  to  use  strong  nitric  acid  of  20°  B.,  but  weaker  acid  will 
act  less  powerfully,  and  I  claim  the  use  of  nitric  acid  generally, 
could  a  man  have  used  nitric  acid  of  1°  B.  and  have  said  that  it 
was  a  diflFerent  invention?  The  chemical  action  of  water  upon  fat 
is  the  same  at  300°  as  at  612°  F.  This  is  proved  in  the  case. 
(See  supra,  p.  490.) 

2.  As  to  rapidity  of  manipulation;  ten  minutes.  That  plainly  is 
but  a  consequence  of  the  rate  at  which  you  work  the  pump.  If 
you  pump  fast  you  will  get  the  product  with  "great  quickness," 
if  you  have  used  •*the  proper  heat."  **  Yet,  1  prefer,"  says  Tilgh- 
man,  "that  the  pump  be  worked  at  such  a  rate  .  .  .  that  the 
mixture  should  be  maintained  at  the  desired  temperature  for  ten 
minutes."  But  may  not  any  one  else  who  has  used  "the  proper 
heat"  drive  the  pump  faster,  and  get  his  product  the  moment  it  is 
made,  or  drive  it  more  slowly  and  not  get  it  till  after  more  than 
ten  minutes,  say  not  till  fifteen? 

3.  As  to  the  fullness  of  the  heating  vessel.  In  the  court  below  the 
assumption  was  made  by  the  other  side  that  the  specification  re- 
quired the  heating  vessel  to  be  full,  and  the  argument  then  was 
that  as  it  would  of  necessity  burst,  the  patent  was  void.  (Supra, 
p.  539,  note.)  The  argument  of  the  same  side  here,  now  assumes 
that  it  must  be  full,  and  that  it  will  not  burst,  for  certain  very 
good  reasons  stated.  The  answer  is  the  same  to  both  these  inter- 
necine arguments;  to  wit,  that  neither  in  the  first  nor  in  the  sec- 
ond modes  set  forth  by  Tilghman,  was  the  vessel  required  by  the 
specification  to  be  full ;  though  in  the  second  one  the  tubes — which 
in  the  particular  coil  apparatus,  described  by  Tilgliman,  happen  to 
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be  also  the  vessel  in  which  the  mixture  is  heated — are  so  required 
to  be,  in  order  that  steam  may  be  kept  out  from  them.  The  wit- 
ness, C.  T.  Jones,  a  practical  manufacturer,  explains  what,  both 
here  and  in  the  court  below,  has  confused  the  counsel.  (Supra, 
pp.  506,  507.)  That  witness  states  that  there  are  reasons  obvious 
to  any  one  accustomed  to  boilers,  why,  in  the  first  process  of  Tilgh- 
man, the  heating  vessel  should  not  be  filled,  (the  reason  being  ob- 
viously that  it  would  burst,)  and  that  obvious  reasons  occur  to  him 
why,  in  the  second,  the  tubes  should  be  kept  full;  which  is  to  keep 
steam  out  of  them  and  prevent  irregular  working  of  the  machinery. 
If  steam  were  permitted  to  accumulate  and  displace  the  highly 
heated  liqnid  water  away  from  the  fat  in  the  tube,  the  decomposi- 
tion would  not  take  place  regularly. 

So  in  regard  to  other  matters.  Alkalies  had  long  been  used  in 
this  operation.  Tilghman  did  not  deem  it  necessary  to  say  that  if 
the  operator  thought  well  to  throw  in  a  dash  of  lime  he  might  do 
so.  Tt  has  been  frequently  decided  that  known  things  need  not  be 
described  when  they  are  used  in  carrying  out  a  newly  patented 
invention.  English  and  American  cases  alike  lay  down  this  rule. 
HousehUl  dt  Co,  v.  Nelson,  Webster's  Patent  Cases,  687;  Emerson 
V.  Hogg,  2  Blatchford. 

So  again  it  was  obvious  that  lower  heat  and  longer  time  would 
give  the  result  of  higher  heat  and  less  time. 

II.  The  originality  of  Tilghman's  invention  we  leave  on  the 
evidence.  Professor  Vanderweyde  and  Mr.  Verdin  are  the  only 
persons  called  to  disprove  the  originality;  but  they  give  no  testi- 
mony at  all  in  the  case.  They  testify  only  to  certain  singular  facts 
about  themselves.  Neither  had  ever  seen  a  book  of  science  in 
which  it  was  stated  that  Tilghman  had  discovered  anything  about 
the  decomposition  of  fats  at  all.     {Supra,  pp.  500,  501.) 

4.  Concede  that  the  experiments  of  Dr.  Vanderweyde  and  Dr. 
Doremus  were  not  successful.  What  kind  of  experiments  were 
they?  Ex{)eriments  made  with  Verdin,  at  the  factory  of  the  de- 
fendant, in  a  vessel  probably  soiled  with  dirt,  and  where  the  chief 
experimenter,  Verdin,  had  a  vast  pecuniary  interest  not  to  make 
the  experiment  succeed,  but  to  make  it  fail.  And  they  managed 
everything  so  well  that,  to  a  considerable  degree,  it  did  fail.  Yet 
they  confess  that  they  always  got  some  fat-acids  and  some  glycerin. 
{Supra,  p.  516.) 

6.  We  offered  repeatedly  to  show  in  operation  to  Mitchell  the 
very  apparatus  from  which  our  experts  got  our  fat-acids  and  glyc- 
erin, and  he  declined  to  see  it.  What  if  he  did  offer  to  show  to  us 
an  apparatus  so  made  by  him  as  not  to  succeed,  and  offer  to  alter 
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it,  as  we  should  tell  him.  If  we  showed  to  him  an  apparatus  made 
according  to  the  specification,  that  had  done  and  would  do  the 
work,  that  was  enough.  We  were  not  hound  to  be  delayed  by  his 
alterations  of  an  apparatus  perhaps  radically  defective. 

III.  Practiccdness,  1.  Four  experts — men  of  the  highest  repu- 
tation in  chemical  science  throughout  the  country — say  that  they 
made  experiments  in  accordance  with  the  specification,  and  that 
the  process  is  perfectly  practicable.  (Supra,  pp.  503,  504.)  The 
manufacturers,  as  Jones,  and  Bopes,  and  Grant,  all  say  substan- 
tially the  same  thing.  {Supra,  pp.  508,  522,  525.)  It  is  said  that 
they  use  low  heat  and  a  dash  of  alkali.  It  is  said  that  while  they 
all  say  they  are  using  the  **  Tilghman  process  "  they  are  not  using 
it ;  for  that  they  use  difi^srent  degrees  of  heat,  and  a  dash  of  alkali, 
and  quite  different  apparatus  from  the  coil.  But  this  argument 
acts  in  two  ways.  What  does  it  prove,  but  that  these  manufac- 
turers, these  practical  men,  these  men  who  have  to  pay  for  using 
this  process,  all  regard  the  lower  degrees  of  high  heat  and  the  use 
of  a  dash  of  alkali,  and  an  apparatus  unlike  the  coil,  as  within 
Tilghman's  patent.  Like  the  four  great  experts,  they  distinguish 
accident  from  essence,  incident  from  substance,  an  illustration  from 
the  principle  receiving  it.  We  have  here,  then,  a  construction  of 
the  patent  from  a  very  high  source.  Besides,  they  all  declare  that 
with  higher  heat,  and  water  pressure  merely,  they  can  produce  the 
results  very  well ;  and  some  of  them,  that  they  have  done  so. 

2.  But  the  payment  of  £1,000  for  year  after  year  by  Price  & 
Co.'s  great  British  candle  company  stands  in  the  place  of  all  other 
argument.  It  is  rSponse  sans  replique.  No  manufacturers  on  earth 
were  so  competent  to  say  whether  what  the  scope  of  the  invention 
was  and  whether  it  had  practical  value,  none  so  much  interested  to 
say  that  it  had  none,  yet  Mr.  G.  F.  Wilson,  their  managing  agent, 
the  most  competent  of  witnesses,  publicly  declared  that  "aK  must 
admit  it  a  beautiful,  original  chemical  idea,  weU  earned  out," 
(Supra,  p.  499.)  Tilghman,  of  course,  was  never  inducted  into  the 
arcana  of  their  factories.  Such  places  in  Great  Britain  are  closed 
to  the  public;  and  Mr.  Mitchell  has  himself  told  us  why  Tilghman 
saw  no  more  than  he  did. 

3.  Monier's  testimony  is  reduced  to  naught  in  the  face  of  his 
compromise  with  Tilghman,  by  which  he  paid  him  one  thousand 
francs^  and  still  more  of  his  letter  to  Fontaine  Moreau,  in  which  it 
is  asserted  that  Dc  Milly  was  using  and  greatly  profiting  by 
Tilghman's  process.  Indeed,  in  his  testimony,  Monier  says  that 
the  ''Messrs."  Tilghman  *'paid  no  attention  to  the  process  pat- 
ented,"  and  ''made — not  serious  experiments — but  trials  to  find 
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the  means  that  arrested  them."  {Supra,  pp.  529,  530.)  Arrested 
them  in  what?  In  their  endeavors  to  carry  out  some  ridiculous 
ideas  of  improvement  in  their  process  which  were  Monier's  own ; 
and  for  his  vexation  about  which,  to  the  Tilghmans^  he  finally  had 
to  pay  and  did  pay  them  one  thousand  francs. 

4.  With  the  annihilation  of  Monier's  account  of  things,  the  re- 
port of  the  French  jury  falls  lifeless  to  the  ground. 

5.  It  is  urged  that  Tilghman's  letter  of  June  25th,  1856,  to  the 
Cincinnati  house  of  Emry  &  Son,  showed  that  he  did  not  originally 
know  that  he  could  work  at  low  heats,  and  that  as  soon  as  he 
learned  the  fact  he  changed  his  mode  of  working.  It  shows  no 
such  thing.  The  case  is  this:  Tilghman,  being  a  scientific  and 
careful  man,  knowing  exactly  what  steam  machinery  was  safe  and 
how  to  regulate  it,  preferred  to  work  rapidly,  cheaply,  and  to  use 
a  pressure  of  2,000  lbs.  to  the  square  inch  ;  a  pressure  which  Nason, 
a  practical  steam-engineer,  testifies  is  perfectly  safe  in  tubular 
apparatus.  {Supra^  p.  531.)  But  in  cities,  where  explosions  of 
common  boilers  sometimes  occur  in  manufactories  with  awful  loss 
of  life,  a  horror  prevails  of  the  very  idea  of  high  pressure.  It  is  a 
prejudice.  Finding  it  too  strong  to  be  resisted,  Tilghman  con- 
formed to  it,  and  in  1856,  introduced  low  pressures,  and  let  his 
licensees  take  more  time,  and  pay  more  money. 

6.  The  purpose  of  Tilghman's  patent  of  1860,  relied  on  to  defeat 
the  patent  of  1854,  was  quite  difierent  from  that  patent,  as  appears 
by  examination  of  it. 

The  patent  of  1860  was  for  an  improvement  in  that  of  1854;  and 
had  no  other  design  than  to  enable  the  operator  to  secure  the  glyc- 
cerin  produced  in  the  operation,  with  the  least  quantity  of  water, 
or  in  other  words  in  a  higher  state  of  concentration. 

Glycerin  is  soluble  in  water,  and,  of  course,  the  less  water  that 
can  be  used  the  better.  When  the  water  and  fat  are  put  in  a  single 
vessel  there  is  only  a  single  surface  of  contact.  By  the  use  of  a 
series  of  trays,  such  as  the  patent  of  1860  provided  for,  and  the 
establishment  of  opposite  currents  of  fat  and  water,  the  contact  of 
the  water  and  fat  is  greatly  extended,  and  hence  less  water  suffices. 
This  improvement  is  applicable  alike  to  high  and  to  low  pressures. 
Inasmuch,  however,  as  in  the  interval  between  1854,  the  date  of 
his  first  patent,  and  1860,  the  date  of  the  second  one,  Tilghman's 
process  had  gone  into  general  use  at  lower  temperatures,  and  with 
the  use  occasionally  of  small  percentages  of  alkali,  he  describes  his 
improvement  of  1860  so  as  to  make  it  applicable  to  his  prior  inven- 
tion as  subsequently  used. 
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IV.  As/or  infringement.  The  chief  witness  of  the  other  side  is 
Professor  Band.     He  says: 

*^  There  is  a  great  difference  in  the  mechanical  surroundings  and 
conditions  forming  part  of  the  processes  of  the  complainant  and 
defendant  respectively." 

He  assumes  that  the  '* mechanical  surroundings"  of  Tilghman's 
special  apparatus  are  of  the  essence  of  Tilghman's  patent,  though 
Tilghman  expressly  disclaimed,  as  part  of  his  invention,  that  spe- 
cial apparatus.  Five  experts,  who  look  beyond  **  mechanical  sur- 
roundings" into  scientific  and  deep-laid  truths,  contradict  him. 
The  question  is  one  of  construction  of  the  patent,  and  if  it  is  not 
construed  in  the  very  narrow  \7aj  in  which  the  witness  construes 
it,  the  infringement  will  hardly  be  denied. 

Tilghman  was  the  inventor  of  a  process;  that  is  to  say,  a  result 
produced  by  chemical  action;  a  thing  for  which  it  is  lawful  to  take 
out  a  patent  as  much  as  for  a  new  machine.  Now,  the  law  on  that 
subject  was  thus  declared  in  HousehiU  Company  v,  Neilson,  Web- 
ster's Patent  Cases,  683,  in  a  way  acknowledged  in  this  court  as 
right;  Coming  v.  Borden,  15  Howard,  266;  O'BeiUif  v.  Morse, 
lb.  62,  where  Morse's  case  was  distinguished  from  HousehiU  Com- 
pany V.  Neilson, 

'^  Tou  may  obtain  a  patent  for  a  mode*of  carrying  a  principle  into 
effect;  and  if  you  suggest  and  discover  not  only  the  principle,  hut 
suggest  and  invent  how  it  may  he  applied  to  a  practical  result  hy  me- 
cnanical  contrivance  and  apparatus,  and  show  that  you  are  aware 
that  no  particular  sort  or  modijication  of  form  of  apparatus  is  es- 
sential  in  order  to  ohtain  benefit  from  the  principle,  then  you  may 
take  your  patent,  for  the  mode  of  carrying  it  into  effect,  and  are  not 
under  the  necessity  of  describing  and  confining  yourself  to  one  form  of 
apparatus.'* 

What  is  said  here  of  apparatus  will  apply,  of  course,  and  with 
greater  force,  to  temperature. 

Now,  Tilghman  having  made  the  discovery  that  water  when 
heated  and  retained  in  a  liquid  state  by  pressure  in  a  close  vessel 
lb  prevent  its  escaping  as  steam,  possessed  certain  chemical  powers 
with  reference  to  fat,  did  not  stop  there. 

He  went  on  to  find  out  how  this  principle  might  be  made  prac- 
tically useful.  The  first  thing  was  to  discover  by  experiment  how 
much  water  was  necessary,  and  he  announces  in  his  patent  that 
from  one  third  to  one  half  of  the  bulk  of  the  fat  will  produce  the 
result. 
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The  next  thing  was  to  discover  the  degree  of  heat,  and  length  of 
time,  and  he  naturally  sought  to  do  it  in  the  shortest  time,  and  he 
found  bj  experiment,  and  announces  in  his  patent,  that  the  higher 
the  temperature  the  more  powerful  is  the  action,  and  that  at  the 
temperature  of  about  612°  Fahr.,  the  action  will  take  place  in  ten 
minutes. 

In  Whitney's  patent  for  a  process  for  making  chilled  peripheries 
or  treads  of  iron  car-wheels,  the  language  of  Whitney  in  describing 
his  process  was  that  "the  temperature  of  the  furnace  or  chamber 
and  its  contents  are  gradually  raised  to  a  point  a  little  bdow  that 
at  which  fiision  commenees;"  when,  he  added,  "that  by  this  pro- 
cess all  parts  of  each  wheel  are  raised  to  an  equal  temperature." 
This  was  the  only  instruction  as  to  temperature  given  in  that  pat- 
ent. On  a  suit  by  Whitney  against  Mo  wry,  the  defendant  relied 
on  two  points  in  opposition  to  that  claim  in  the  specification. 
Motor y  v.  Whitney,  14  Wallace,  630,  636. 

1.  "That  Whitney's  patent  was  void,  because  it  designated  and 
provided  for  such  a  degree  of  reheating  and  none  other  (^  a  litde 
below  that  at  which  fusion  commences')  as  would  destroy  the  chilled 
periphery  or  tread,  an  essential  feature  to  a  car-wheel." 

2.  "That  Mowry's  process  did  not  infringe  on  Whitney's  pat- 
ent, because  it  was  incredible  (that  in  the  Mowry  process)  any 
such  degree  of  reheating  is  or  could  result  as  was  contemplated  in 
Whitney's  patent." 

But  this  court  rejected  this  narrow  view,  and  said :  (Moivry  v. 
Whitney,  14  Wallace,  645,  646.) 

"It  would  be  most  unreasonable  to  read  the  directions  of  the 
specification  without  reference  to  the  object  which  they  profess  to 
have  in  view.  .  .  .  We  do  not  think  it  a  fair  construction  of  the 
patentee's  language  to  hold  that  it  requires  the  heat  to  be  raised 
in  all  cases  to  a  degree  only  a  little  below  the  point  effusion.  He 
does  not  attempt  to  give  any  more  definite  direction  than  that  all 
parts  of  the  wheel  must  be  raised  to  the  same  temperature,  suggest- 
ing in  a  parenthesis  Q  say,  a  little  below  that  at  which  fusion  com- 
mences.')   He  fixes  a  maximum." 

Thi»  was  the  view  taken  iu  accordance  with  settled  law  by  M(» 
Lean  and  Leavitt,  JJ.,  when  the  case  was  before  them.  (Supra,  p. 
541.) 

This  case  has  been  before  no  less  than  five  judges,  and  on  three 
different  occasions  all  have  given  judgment  in  favor  of  Tilghman. 
Two  of  these  judges,  McLean  and  Nelson,  were  reverend  judges  of 
this  court ;  and  both  eminent  in  their  knowledge  of  the  law  of  pat- 
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ents.  The  labors  and  the  judgments  of  the  dead  are  as  sterling  as 
those  of  the  living.  The  speculative  questionings  of  Emmons,  J., 
are  worth  nothing  in  view  of  the  fact  that  he  decided  the  case  in 
full  face  of  and  against  them.  The  case  here  is  on  the  identical 
evidence  on  which  it  was  before  Nelson  and  Blatchford,  JJ.,  who 
on  that  evidence  adjudged  the  patent  good  and  the  defendant  an 
infringer,  and  the  construction  of  the  specification  of  the  patent  in 
which  Nelson,  Blatchford,  McLean,  and  Leavitt,  JJ.,  were  clear 
and  unanimous,  and  on  which  Emmons,  J.,  followed  them  is  a 
matter  which  is  independent  of  evidence  altogether.  The  opinions 
and  judgments  of  so  man}'  and  so  .^earned  judges  deserve  a  very 
high  respect. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court. 

Exclusive  jurisdiction,  in  all  actions  at  law  and  suits  in  equity 
arising  under  any  act  of  Congress  granting  or  confirming  to  in- 
ventors the  right  to  their  inventions  or  discoveries,  is  conferred 
U])on  the  Circuit  Court,  subject  to  the  condition  that  the  final 
judgment  or  decree  in  such  a  controversy  may  be  removed  here  for 
re-examination. 

On  the  third  of  October,  1854,  letters  patent  were  granted  to  the 
complainant  for  a  new  and  useful  improvement  in  processes  for 
purifying  fatty  and  oily  substances  of  animal  and  vegetable  origin 
and  which  contain  glycerin  (glyceryl)  as  their  base.  His  inven- 
tion, as  the  patentee  states,  consists  of  a  new  and  improved  mode 
of  treating  such  substances  in  order  to  produce  fat-acids  and  solu- 
tion of  glycerin,  which,  as  he  says,  was  not  known  or  used  before 
hie  application,  and  the  recital  of  the  patent  is  that  it  shall  take 
effect  from  the  ninth  day  of  January  preceding  the  date  of  the  in- 
strument. By  virtue  of  the  said  letters  patent,  as  the  complainant 
alleges  in  his  bill  of  complaint,  he  acquired  the  exclusive  right  to 
make  and  use  the  described  improvement,  and  to  vend  the  same  to 
others  to  be  used  ;  and  he  also  alleges  that  the  respondent,  prior 
to  the  time  when  the  bill  of  complaint  was  filed,  without  his 
license  and  in  violation  of  his  rights,  engaged  in  making  and 
using  his  patented  process,  and  that  he,  the  respondent,  intends  to 
continue  to  make  and  use  the  same,  as  set  forth  in  the  bill  of  com- 
plaint. Service  was  made,  and  the  respondent  appeared  and  filed 
an  answer  setting  up  several  defenses,  as  follows : 

1.  That  the  complainant,  on  the  9th  of  January,  1854,  was  not 
the  original  and  first  inventor  of  the  improvement  described  in  the 
said  letters  patent. 

2.  That  the  result  described  in  the  specification  and  claims  of 
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the  patent  cannot  be  accomplished,  so  as  to  be  practically  useful, 
by  the  method  and  apparatus  described  in  the  specification. 

3.  That  the  respondent  never  practiced  or  used  the  patented 
process  of  the  complainant  as  charged  in  the  bill  of  complaint,  or 
in  any  other  milu:aer.  He  admits  that  he  is  engaged  in  manufac- 
turing candles,  and  that  in  manufacturing  such  articles  he  uses 
water  and  steam  at  high  temperature,  and  that  he  also  uses  such 
pressure  as  arises  from  the  expansive  force  of  hot  water  or  steam  in 
a  close  vessel,  but  he  denies  that  he  uses  any  such  method,  process, 
or  apparatus  as  those  described  in  the  letters  patent  of  the  com- 
plainant. 

4.  That  the  patented  processes  described  in  the  specification  were 
well  known  to  chemists  and  men  of  science  and  io  manufacturers 
long  before  the  alleged  invention  of  the  complainant,  and  were 
also  used  and  practiced  by  them  and  were  described  in  printed  pub- 
lications before  the  complainant  filed  his  application  for  a  patent. 

5.  That  the  use  of  a  close  vessel  of  sufficient  strength  to  resist 
the  pressure  of  water  when  heated,  or  any  pressure  needed  when 
using  water  to  decompose  other  substances,  was  known  to,  and 
practiced  by,  men  of  science  and  manufacturers  in  this  country  and 
elsewhere  long  before  the  alleged  invention  ;  that  highly  heated 
water  when  used  as  described  is  an  elementary  principle  open  and 
free  to  all,  and  that  such  a  principle  is  not  one  that  is  subject  to  a 
patent;  that  a  prior  knowledge  of  the  alleged  invention  was  pos- 
sessed by  many  other  persons,  and  that  the  same  was  described  in 
many  printed  publications,  as  fully  set  forth  in  the  answer. 

Issues  of  the  kind  cannot  be  intelligently  determined  without  a 
clear  understanding  of  the  nature  and  scope  of  the  invention  se- 
cured by  the  letters  patent,  as  it  is  the  patented  invention  which  it 
is  alleged  the  respondent  has  infringed,  and  in  order  to  such  an 
understanding  it  becomes  necessary,  as  a  preliminary  step  in  the 
investigation,  to  construe  and  define  the  claims  of  the  patent,  as 
the  most  efficient  means  of  ascertaining  the  precise  nature  and  ex- 
tent of  the  inquiry  involved  in  the  respective  issues  presented  in 
the  pleadings. 

What  the  patentee  claims  as  his  invention  is  the  process  of  man- 
ufacturing fat-acids  and  glycerin  from  fatty  or  oily  substances  by 
the  action  of  water  at  a  high  temperature  and  pressure,  which, 
beyond  doubt,  is  the  true  object  of  the  invention  described  in  the 
specification,  as  plainly  appears  from  the  description  of  the  means 
employed  by  the  patentee  to  decompose  the  described  substances 
and  to  produce  the  described  result.  His  invention,  as  the  pat- 
entee states,  consists  of  a  process  to  produce  fat-acids  and  glycerin 
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from  the  described  fatty  and  oily  substances  by  subjecting  the  sub- 
stances to  the  action  of  water  at  a  temperature  and  pressure,  so 
high  as  to  decompose  those  substances  and  cause  the  elements  of 
the  same  to  combine  with  water,  and  by  such  means  to  produce  fat- 
acids  and  solution  of  glycerin,  which  is  the  described  result.  Spe- 
cific description  is  also  given  as  to  the  relative  quantity  of  water  to 
be  used,  and  of  the  character  of  the  vessel  to  be  employed,  as  means 
to  create  the  high  temperature  and  pressure  and  to  decompose  the 
original  substances,  and  cause  the  elements  of  the  same  to  combine 
with  the  water  to  produce  the  result  described  in  the  patent.  Such 
substances,  the  specification  states,  must  be  mixed  with  a  quantity 
of  water,  equal  in  bulk  to  one-third  or  one-half  of  the  fatty  or  oily 
substance  to  be  subjected  to  the  patented  process,  and  that  the  mix- 
ture of  the  substance  and  the  water  must  be  placed  in  some  conve- 
nient vessel  in  which  it  can  be  heated  to  the  melting-point  of  lead 
and  be  kept  at  that  temperature  until  the  operation  is  complete. 
Undoubtedly  the  mixture  may  be  placed  in  any  convenient  vessel 
of  sufficient  streno^th  to  resist  the  internal,  pressure  when  the  solu- 
tion is  heated  to  the  point  described  in  the  specification,  but  it  is 
equally  clear  that  any  vessel  not  strong  enough  to  resist  such 
a  pressure  would  not  be  a  convenient  one  for  such  a  purpose, 
nor  is  any  one  of  less  strength  within  the  contemplation  of  the 
patentee,  as  he  states  with  emphasis  that  the  vessel  must  be  closed 
and  of  great  strength,  so  that  the  requisite  amount  of  pressure  may 
be  applied  to  prevent  the  conversion  of  the  water  into  steam,  and 
he  might  have  added,  to  prevent  the  vessel  from  bursting.  High 
temperature,  in  the  view  of  the  patentee,  is  indispensable,  and 
inasmuch  as  the  vessel  must  be  closed  it  follows  that  the  vessel 
must  be  one  of  great  strength,  as  the  high  temperature  will  neces- 
sarily produce  very  great  internal  pressure.  Hence  the  require- 
ment is  that  the  vessel  must  be  one  of  great  strength,  and  the 
patentee  suggests,  as  the  best  mode  of  carrying  his  invention  into 
eflfect,  that  the  mixture,  prepared  as  described,  be  passed  through 
a  tube  or  continuous  channel,  heated  to  the  before-mentioned  tem- 
perature, that  is,  to  the  melting-point  of  lead. 

Figures  of  the  several  parts  of  the  described  apparatus  for  per- 
forming the  operation  are  given  in  the  drawings,  and  the  inventor 
proceeds  to  state,  that  in  applying  his  process  and  carrying  it  into 
cfifect  he  places  the  i'at  or  oil  to  be  subjected  to  the  process  in  the 
receiving  vessel  shown  in  the  drawings,  with  from  one-third  to  one- 
half  its  bulk  of  warm  water,  and  to  effect  the  described  result  he 
employs  a  piston  with  a  perforated  disk,  arranged  to  work  up  and 
down,  in  the  receiving  vessel,  which  being  kept  in  rapid  motion 
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will  cause  the  fat  or  oil  and  the  water  to  form  an  emulsion  or  inti- 
mate mechanical  mixture^  which  is  the  mixture  to  be  subj'jcted  to 
the  high  temperature  and  pressure.  But  the  heat  is  to  be  applied 
in  another  vessel,  as  shown  in  the  drawings,  and  for  the  purpose 
of  removing  the  mixture  to  such  other  vessel  the  inventor  employs 
a  force-pump,  like  those  in  use  for  hydraulic  presses,  by  means  of 
which  he  drives  the  mixture  into  and  through  a  long  coil  of  very 
strong  iron  tube,  which  being  placed  in  a  furnace  is  continued 
there  until  the  mixture  is  heated  to  the  temperature  of  melting 
lead.  Attached  to  the  opposite  end  of  the  coil  is  a  refrigerator  or 
cooling  apparatus,  but  the  inventor  states  that  he  prefers  that  the 
high  temperature  of  the  mixture  should  be  maintained  for  ten 
minutes  before  the  product  passes  through  that  part  of  the  coil 
immersed  in  water,  by  which  it  is  cooled  down  from  its  high  tem- 
perature to  210^  Fahr.,  after  which  it  escapes  through  the  exit 
valve  to  the  vessel  prepared  to  receive  the  product  of  the  patented 
process.  High  heat  applied  in  the  manner  and  by  the  means 
described  is  unquestionably  the  agent  employed  by  the  patentee  to 
decompose  the  fatty  and  oily  substances  to  be  subjected  to  the  pat- 
ented process,  and  it  is  equally  certain  that  he  contemplates  that 
the  temperature  shall  be  so  high  that  the  fatty  and  oily  substances, 
as  mixed  with  the  water,  in  the  manner  before  explained,  will  be 
decomposed  and  converted  into  fat-acids  and  solution  of  glycerin  in 
a  brief  space  of  time,  not  exceeding  ten  minutes,  as  he  gives  no 
intimation  that  it  will  ever  be  necessary  to  continue  the  mixture  in 
the  heated  coil  beyond  that  length  of  time. 

Bapid  manipulation  and  high  heat  are  therefore  the  leading 
characteristics  of  the  described  process,  as  the  great  pressure  men- 
tioned is  only  the  consequence  of  the  high  heat,  but  as  the  high 
heat  is  indispensable  to  produce  the  described  result,  and  as  the 
vessel  containing  the  mixture  to  be  heated  must  be  closed,  it  is 
quite  obvious  that  the  vessel  must  be  one  of  very  great  strength, 
else  it  would  prove  to  be  a  very  inconvenient  one,  as  it  would  be 
likely  to  burst.  Support  to  that  conclusion  is  found  in  the  de8cri|>- 
tion  which  the  inventor  gives  of  the  character  of  the  tubes  whicii 
he  employs  as  the  vessel  for  heating  the  mixture.  He  employs 
coils  of  tube  for  the  purpose,  arranged  in  such  a  manner  that  a 
considerable  length  of  the  same  will  occupy  but  a  moderate  space, 
the  coils  being  kept  about  a  quarter  of  an  inch  apart  from  each 
other.  Tubes  of  the  kind  are  made  of  iron,  and  the  inventor  states 
that  they  are  one  inch  in  the  external  diameter  with  a  haU-inch 
bore,  incased  with  solid  cast  iron,  which  also  covers  the  outer 
coils  or  rows  of  tubes  to  the  thickness  of  half  or  three-quarters  of 
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an  inch,  to  insure  uniformity  of  temperature  in  the  different  parts 
of  the  coil  and  to  give  strength  to  the  apparatus  and  to  protect  it 
from  injury  by  fire.  Much  additional  confirmation  to  the  conclu- 
sion that  the  process  of  the  patentee  contemplates  high  heat  and 
rapid  manipulation  is  also  found  in  the  other  parts  of  the  specifi- 
cation. Evidently  the  inventor  is  of  the  opinion  that  the  operator 
must  be  exposed  to  imminent  danger  unless  the  vessel  is  one  of 
very  great  strength,  as  he  states  that  he  deems  it  prudent  to  test 
the  strength  of  the  apparatus  by  a  pressure  of  ten  thousand  pounds 
to  the  square  inch  before  taking  it  into  use.  Such  a  test  he  deems 
prudent  before  using  the  vessel,  but  he  expresses  the  opinion  that 
the  working  pressure  necessary  in  using  the  degree  of  heat  required 
will  not  be  found  to  exceed  two  thousand  pounds  to  the  square 
inch,  which  admission  of  itself  is  sufficient  to  maintain  the  conclu- 
sion that  high  heat  is  the  agent  which  the  inventor  in  his  process 
employs  to  decompose  the  substances  subjected  to  the  patented 
process.  Certain  substances,  such  as  palm  oil,  the  inventor  repre- 
sents, may  be  decomposed  and  converted  into  fat-acids  and  glyc- 
erin under  his  process  when  the  temperature  is  at  or  below  the 
melting-point  of  bismuth,  but  he  states  that  the  heat  in  decom- 
posing such  a  substance  may  be  raised  considerably  above  the 
melting-point  of  lead  without  any  apparant  injury,  and  he  adds 
that  the  decomposing  action  of  the  water  becomes  more  powerful  as 
the  heat  is  increased. 

Considered  as  a  whole  these  several  considerations  show  to  a 
demonstration,  in  the  judgment  of  the  court,  that  the  invention 
described  in  the  specification  and  embodied  and  claimed  in  the 
patent  is  the  use  of  great  heat  in  the  manner  described  to  decom- 
pose the  described  substances  when  properly  prepared,  by  being 
pulverized  or  broken  into  small  particles  and  mixed  with  water, 
and  cause  the  elements  of  the  decomposed  substances  to  unite  with 
the  particles  of  the  heated  water  by  which  the  mixture  is  converted 
into  fat-acids  and  solution  of  glycerin.  Manifestly  great  heat,  ap- 
plied in  the  method  described,  is  the  principal  agent,  but  water  is 
an  es.sential  ingredient,  as  without  it  the  product  of  decomposition 
would  be  destroyed  in  the  operation. 

Evidence  that  the  inventor  contemplates  that  the  change  in  the 
substance  shall  be  accomplished  in  a  brief  space  of  time  abounds  in 
the  specification.  Ten  minutes  is  the  maximum  time  suggested 
that  the  high  temperature  should  be  maintained  while  the  mixture 
is  flowing  through  the  heated  tubes  before  it  passes  into  the  refrig- 
erator, but  the  patentee  also  states  that  it  is  important. for  the 
quickness  and  perfection  of  the  decomposition  that  the  oil  and 


560  Mitchell  v,  Tilghman.  [Sup.  Ct. 

Opinion  of  the  court. 

water  should  continue,  during  the  passage  of  the  emulsion  through 
the  heating  tubes,  in  the  same  state  of  intimate  mixture  as  they 
were  when  the  mixture  was  driven  into  the  heated  coil,  and  to  that 
end  the  inventor  states  that  he  prefers  to  place  the  series  of  heating 
tubes  in  a  vertical  position,  so  that  if  any  partial  separation  takes 
place  while  the  liquid  passes  up  one  tube,  the  change  may  be  cor- 
rected as  the  liquid  passes  down  the  next. 

Suitable  means  are  pointed  out  to  indicate  to  the  operator  the 
state  of  the  heat  in  the  tubes,  and  for  that  purpose  the  inventor 
suggests  the  making  of  certain  indicators  or  gauges  showing  the 
melting  point  of  certain  metals  and  other  substances,  of  different 
and  known  degrees  of  fusibility,  and  he  gives  the  series  which  he 
has  used,  which  consists  of  tin,  melting  at  440°  Fahr. ;  bismuth, 
610°  Fahr.;  lead,  610°  or  612°  Fahr.  ;  nitrate  of  potash,  660° 
Fahr. ;  and  he  describes  the  mode  in  which  such  gauges  may  be 
constructed.  Palm  oil  will  be  decomposed  by  heat  at  510°  Fahr., 
and  the  inventor  mentions  that  as  the  lowest  gauge  for  the  treat- 
ment of  any  known  fatty  or  oily  substance  to  be  subjected  to  the 
patented  process  under  consideration. 

Ordinary  fats,  such  as  beef  tallow,  or  the  tallow  of  sheep,  require 
the  heat  to  be  raised  to  612°  Fahr.,  which  is  the  melting  point  of 
lead.  Mention  is  made  in  the  series  set  forth  in  the  specification 
of  the  melting  point  of  tin,  which  is  440°  Fahr.,  but  the  mention 
of  that  chemical  fact  was  doubtless  made  as  a  guide  to  the  operator 
in  carrying  up  the  heat  to  the  point  necessary  to  decompose  the 
respective  substances,  such  as  palm  oil  or  the  ordinary  tallows, 
all  of  which  require  the  heat  to  be  raised  to  a  point  higher  than 
the  melting  point  of  tin. 

No  different  conclusion  can  be  reached,  as  there  is  nothing  in 
the  record  which  gives  any  countenance  to  the  theory  that  the 
melting  point  of  tin,  440°  Fahr.,  was  given  as  a  gauge  of  heat 
which,  under  the  process  of  the  patentee,  would  decompose  any 
known  fatty  or  oily  substance  in  such  a  manner  as  would  enable 
the  operator  to  manufacture  the  product  diescribed  in  the  patent. 

Substances  are  mentioned  in  the  specification  which,  under  the 
described  process,  would  require  the  heat  to  be  raised  to  the  melt- 
ing point  of  bismuth  and  to  the  melting  point  of  lead,  but  the 
specification  does  not  make  mention  of  any  substance  of  the  kind 
which  can  be  decomposed  as  required  at  the  melting  point  of  tin, 
nor  does  it  mention  any  one  which  for  the  same  purpose  would 
require  the  heat  to  be  raised  to  the  melting  point  of  the  nitrate  of 
potash.  Probably  the  former  was  mentioned  for  the  guidance  of 
the  operator,  as  before  explained,  and  it  may  be  that  the  latter 
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was  given  for  a  corresponding  purpose  as  the  maximum  limit  for 
the  operator  in  raising  the  heat  to  decompose  such  fatty  and  oily 
substances  as  the  ordinary  beef  tallow  or  the  tallow  of  sheep,  which 
require  the  heat  to  be  raised  to  the  melting  point  of  lead  in  order 
to  produce  a  good  result  under  the  patented  process. 

Two  other  requirements  of  the  specification  support  the  theory 
that  high  heat  is  the  principal  agent  of  the  patented  process,  and 
that  the  vessel  to  be  used  for  heating  the  mixture  must  be  kept 
closed  during  the  process  of  decomposition,  and  be  one  of  sufficient 
strength  to  sustain,  without  bursting,  an  internal  pressure  of  at 
least  two  thousand  pounds  to  the  square  inch.  One  is  tliat  the 
exit  valve  is  required  to  be  so  loaded  that  when  the  heating  tubes 
are  at  the  desired  working  temperature  the  valve  will  not  be  opened 
by  the  internal  pressure  produced  by  the  application  of  the  heat  to 
the  mixture,  so  that  when  the  pump  is  not  in  motion  none  of  the 
mixture  will  escape  at  the  other  end  of  the  apparatus;  and  the 
other  requirement  is  that  '^  no  steam  or  air  shall  be  allowed  to 
accumulate  in  the  tubes,  and  that  the  tubes  shall  be  kept  entirely 
full  of  the  mixture." 

Argument  to  show  that  the  vessel  used  for  heating  the  mixture 
must  be  kept  closed  is  unnecessary,  as  the  terms  of  the  specifica- 
tion expressly  require  it,  and  the  patentee  to  that  end  directs  that 
if  practicable  the  ends  of  the  tubes  should  be  welded,  and  if  not, 
that  they  be  connected  by  certain  described  joints  to  accomplish 
the  same  purpose,  evidently  regarding  a  compliance  with  the  re- 
quirement that  ^Hhe  vessel  must  be  closed"  as  an  indispensable 
condition. 

Half  or  one-third  of  the  mixture  to  be  subjected  to  the  patented 
process  is  water,  and  the  condition  set  forth  in  the  specification  is 
imperative  that  the  vessel  used  for  heating  the  mixture  must  be 
closed,  that  the  requisite  amount  of  pressure  may  be  applied  to  pre- 
vent the  water  from  being  converted  into  steam;  and  it  is  also  an 
express  condition  that  no  steam  or  air  should  be  allowed  to  accu- 
mulate in  the  tubes,  for  reasons  which  will  be  obvious  to  any  who 
will  carefully  examine  the  described  method  of  producing  the  de- 
scribed result. 

Means  of  a  mechanical  character  are  prescribed  in  the  specifica- 
tion for  intermingling  the  fat  and  the  water  into  what  is  called  an 
emulsion,  which  is  the  mixture  to  be  subjected  to  the  patented 
process,  but  the  difference  between  such  an  intermingling  of  one 
substance  with  another,  which  may  be  accomplished  by  a  stirrer  or 
by  the  churning  process,  and  the  actual  union  produced  by  chemi- 
cal affinity  between  two  or   more   substances,  is  as  wide  as  one 
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thing  well  can  be  from  another.  Such  an  intermingling  of  fat  with 
water  does  not  work  any  chemical  change  in  either  substance,  as  it 
creates  at  best  but  a  temporary  affinity.  Consequently  the  water, 
if  the  mixture  is  left  for  a  sufficient  length  of  time  undisturbed  by 
the  stirrer  or  piston,  will  separate  from  the  particles  of  fat  and  set- 
tle at  the  bottom.  Widely  diflFerent  results  flow  from  chemical 
affinity,  as  such  an  affinity  will  produce  a  new  and  distinct  sub- 
stance, uniting,  it  may  be,  the  constituents  or  properties  in  whole 
or  in  part  of  substances  as  different  as  fat  and  water. 

Fats  consist  of  several  constituents  closely  united  in  indefinite 
proportions,  of  which  olein,  margarin,  and  stearin  are  the  only 
ones  usually  recognized  and  defined  by  chemists;  the  former  con- 
stituting the  oily  and  the  two  latter  the  solid  principle  of  the 
united  substance.     1  Begnault's  Chemistry,  §  1592. 

These  constituents  or  elements  are  held  together  by  chemical 
affinity,  the  consistency  of  the  united  substance  depending  upon 
the  respective  proportions  of  the  constituent  parts.  High  heat  will 
overcome  the  affinity,  by  which  the  constituents  are  united  and 
decompose  the  substance.  Different  kinds  of  fat,  however,  require 
different  degrees  of  heat  to  effect  the  decomposition  of  the  united 
substance,  varying  in  intensity  from  510°  Fahr.,  the  melting  point 
of  bismuth,  to  610°  or  612°  Fahr.,  the  melting  point  of  lead,  which 
are  the  very  temperatures  mentioned  as  required  in  the  specifica- 
tion of  the  complainant's  patent.  But  it  should  be  remarked  in 
this  connection  that  the  decomposition  of  such  a  substance  by  heat 
alone  will  not  produce  fat-acids  or  solution  of  glycerin.  Turner's 
Chemistry,  by  Johnson,  8th  edition,  p.  456. 

Free  fat-acids  and  solution  of  glycerin  are  what  the  patentee 
promises  as  the  result  of  a  proper  application  of  the  patented 
process.  Those  acids,  it  is  conceded,  are  oleate,  margarate,  and 
stearate,  which,  it  is  claimed,  the  process  will  produce,  together 
with  the  solution  of  glycerin,  but  it  is  clear  that  heat  alone  will 
not  produce  either  of  those  fat-acids  or  the  solution  of  glycerin,  as 
the  three  acids  and  the  glycerin  are  chemically  combined  in  the 
original  substance  with  the  oxide  of  glyceryl  as  an  acidifying  base. 
Temperatures  such  as  described  will  decompose  the  fat,  but  unless 
some  chemical  agent,  such  as  water,  lime,  soda  or  potash,  is  present 
to  take  the  place  of  the  oxide  of  glyceryl  to  acidify  the  olein, 
the  margarin,  and  the  stearin,  or  to  oxidize  the  said  several  con- 
stituents and  to  convert  the  same  into  oxide  of  olein,  margarin, 
and  stearin,  neither  of  the  fat-acids  required,  to  wit,  oleate,  mar- 
garate, or  stearate,  can  be  obtained  from  the  decomposition  of 
fats  by  heat,  as  the  oxide  of  glyceryl,  which  was  their  base  in 
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the  original  substance,  is  separated  by  the  act  of  decomposi- 
tion ;  nor  is  it  possible,  unless  water  or  its  equivalent  be  present 
when  decomposition  takes  place,  to  obtain  solution  of  glycerin,  ibr 
reasons  equally  conclusive  though  somewhat  dissimilar  in  the 
chemical  sense,  as  the  presence  of  water  or  its  equivalent  is  re- 
quired in  the  latter  case  to  hydrate  the  glyceryl  and  convert  the 
same  into  the  solution  of  glycerin.  Without  the  presence  of  water 
or  its  equivalent  constituents  neither  the  fat-acids  mentioned  nor 
solution  of  glycerin  will  be  obtained  by  heat,  but  with  it  the  three 
fat-acids  mentioned  and  solution  of  glycerin  will  be  produced  if 
the  operator  complies  with  all  the  other  conditions  described  in  the 
specification.     Silliman's  Chemistry,  25th  edition,  p.  441. 

Viewed  in  the  light  of  these  suggestions,  as  the  question  should 
be,  it  is  quite  clear  that  the  two  conditions  last  named,  to  wit,  that 
the  heating  vessel  must  be  kept  entirely  full  of  the  mixture  and 
that  no  steam  or  air  must  be  allowed  to  accumulate  in  the  vessel 
employed  to  impart  the  heat,  are  material  and  indispensable  condi- 
tions of  the  patented  method  of  producing  fat-acids  and  solution  of 
glycerin  from  the  described  substances,  as  without  a  compliance 
with  those  requirements  there  might  not,  and  probably  would  not, 
be  present  when  decomposition  takes  place  any  equivalent  of  a 
base  to  take  the  place  of  the  oxide  of  glyceryl  and  to  unite  with  the 
olein,  margarin,  and  stearin  to  convert  the  same  into  the  three  fat- 
acids  known  as  oleate,  margarate,  and  stearate.  These  three  con- 
stituents in  the  fat,  to  wit,  olein,  margarin,  and  stearin,  are  com- 
bined with  the  oxide  of  glyceryl  as  a  base,  and  when  decomposition 
is  effected  under  the  influence  of  heat,  some  chemical  agent,  such 
as  water  or  its  equivalent,  must  be  present,  which  can  take  the 
place  of  the  oxide  of  glyceryl  to  change  the  three  constituents  of 
fat  just  named  into  the  oxides  of  olein,  of  margarin,  and  of  stearin. 
3  Miller's  Chemistry,  370,  §  1141;  2  Ure's  Chemical  Dictionary, 
5th  edition,  379. 

Some  chemical  agent  must  also  be  present  to  take  the  place  of 
the  constituent  which  was  combined  with  the  glyceryl  to  produce 
the  solution  of  glycerin,  as  represented  in  the  specification ;  and  it 
does  not  appear  to  be  controverted  that  in  all  methods  heretofore 
practiced  water  or  its  equivalent  has  always  been  present  for  such 
purpose,  and  it  is  manifest  that  the  requirement  that  water  or  its 
equivalent  shall  be  present  to  accomplish  that  purpose,  in  the  spec- 
ification, is  an  indispensable  condition,  as  the  new  substance  would 
otherwise  be  destroyed  by  the  operation,  which  requirement  cannot 
be  fulfilled  unless  the  vessel  is  kept  entirely  full  of  the  mixture,  as 
otherwise  steam  and  air  will  accumulate  and  fill  the  vacuum. 
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Water  must  be  present  in  the  mixture  to  furnish  the  requisite 
constituent  to  unite  with  the  olein,  margarin,  and  stearin,  and  to 
oxidize  the  same,  else  it  will  be  impossible  to  obtain  the  described 
fat-acids;  and  the  presence  of  water  in  the  mixture  when  the  de- 
composition takes  place  is  also  equally  indispensable  to  furnish 
the  requisite  constituent  to  take  the  place  of  the  oxide  evolved 
by  the  operation  from  the  glyceryl  and  to  unite  with  the  other 
constituents  of  the  same  to  produce  solution  of  glycerin,  which 
the  specification  alleges  is  one  of  the  results  to  be  obtained  from 
the  decomposition  in  the  method  therein  described.  Unless  water 
or  its  equivalent  be  present  to  furnish  such  constituent  to  take 
the  place  of  the  oxide  evolved  from  the  glyceryl,  the  same  heat 
that  separates  the  glyceryl  from  the  other  constituents  of  the  fat 
in  the  mixture  will  convert  the  same  into  acrolein,  which  is  an 
oflensive  substance  destitute  of  any  useful  quality,  or,  in  other 
words,  the  glyceryl  will  be  converted  into  a  substance  which  is 
neither  new  nor  useful,  and  of  course  the  process  to  obtain  it  would 
not  be  the  proper  subject  of  a  patent.  2  Watts's  Chemical  Dic- 
tionary, 894;  Attfiekrs  Chemistry,  394;  Silliman's  Chemistry, 
25th  edition,  p.  44,  §  763. 

Nothing  provided  in  the  patent  or  suggested  by  tlie  patentee 
will  secure  the  presence  of  water  when  decomposition  takes  place, 
unless  the  vessel  be  closed  and  be  kept  entirely  full  of  the  mixture, 
as  otherwise  the  water  will  be  converted  into  steam,  and  steam  and 
air  will  accumulate  in  the  heating  vessel.  No  means  are  described 
or  suggested  to  add  water  to  the  mixture  after  the  mixture  is  forced 
into  the  heating  vessel,  and  it  is  plain  that  nothing  of  the  kind 
can  be  successfully  accomplished  without  some  material  change  in 
the  apparatus. 

Beyond  all  doubt  the  conditions  mentioned  appertain  to  the  de- 
scribed method  patented  by  the  comi)lainant  for  producing  fat-acids 
and  solution  of  glycerin  from  fatty  and  oily  substances  of  animal 
and  vegetable  origin,  which  contain  glyceryl  as  their  base,  but  it 
is  equally  clear  that  the  patentee  does  not  claim  the  described  ap- 
paratus as  any  part  of  his  invention,  and  that  he  is  not  the  original 
and  first  inventor  or  discoverer  of  the  scientific  truth  that  such  fats 
as  beef  tallow  and  palm  oil  may  be  decomposed  by  heat  or  by  heat 
and  water  combined,  nor  of  the  scientific  truth  that  fat-acids  of 
commercial  value  may  be  obtained  from  such  substances  as  tallow 
and  palm  oil  by  means  of  heat  or  by  heat  and  water. 

Power  to  issue  letters  patent  is  conferred  upon  the  Commissioner 
of  Patents,  and  inasmuch  as  such  grants  are  executed  by  public 
authority  and  in  pursuance  of  an  act  of  Congress,  the  rule  is  that 
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the  patent,  when  introduced  in  evidence  by  the  complaining  party 
in  a  suit  for  infringement,  affords  a  primd  facie  presumption  that 
the  patentee  is  the  original  and  first  inventor  of  what  is  therein- 
described  and  claimed  as  his  invention.  Application  for  a  patent 
is  required  to  be  made  to  the  Commissioner  appointed  under  au- 
thority of  law,  and  inasmuch  as  that  officer  is  empowered  to  decide 
upon  the  merits  of  the  application,  his  decision  in  granting  the 
patent  is  presumed  to  be  correct.  Agawam  Co,  v.  Jordan,  T  Wal- 
lace, 597. 

Sufficient  has  already  been  remarked  to  show  what  the  alleged 
invention  is  as  construed  and  defined  by  the  court.  Having  ascer- 
tained that  matter,  the  next  inquiry  is,  whether  the  complainant 
is  the  original  and  first  inventor  of  the  improvement? 

1. .  Persons  seeking  redress  for  the  unlawful  use  of  patented 
inventions  must  allege  and  prove  that  they  are  the  original  and 
first  inventors  of  the  same,  and  that  the  party  defendant  is  guilty 
of  the  alleged  infringement.  In  the  first  place,  the  burden  to 
establish  both  of  those  allegations  is  upon  the  party  instituting 
the  suit,  but  the  rule,  as  before  explained,  is  that  where  the  com- 
plainant or  plaintiff  introduces  the  patent  in  evidence,  if  it  is  in 
due  form,  it  affords  a  primd  fade  presumption  of  its  correctness, 
which,  in  the  absence  of  opposing  proof,  will  entitle  the  complain- 
ing party  to  relief.  Availing  himself  of  that  rule  the  complainant 
introduced  his  patent  in  evidence,  which  is  sufficient  to  show  that 
he  is  the  original  and  first  inventor  of  his  improvement,  as  con- 
strued and  defined  by  the  court,  unless  sufficient  evidence  to  over- 
come that  presumption  and  to  establish  the  contrary  allegation  of 
the  answer  is  exhibited  in  the  record.  Seymour  v.  Osborn,  11 
Wallace,  538. 

Whether  tested  by  the  language  of  the  claim  or  by  that  of  the 
patent,  or  by  the  language  embodied  in  the  two  introductory  sen- 
tences of  the  specification,  it  is  equally  clear  that  the  patentee,  at 
the  time  the  patent  was  granted,  did  not  pretend  that  he  was  the 
original  aud  first  inventor  or  discoverer  of  the  scientific  truth  that 
high  heat  or  water  heated  to  a  high  temperature  would  decompose 
such  fatty  and  oily  substances  as  those  mentioned  in  the  specifica- 
tion of  his  patent,  and  the  evidence  in  the  record  shows  that  such 
a  pretense,  if  it  had  been  made,  could  not  have  been  supported  for 
a  moment. 

Opposed  to  that  proposition  it  is  suggested  that  the  patentee 
^  claims  ^'  the  manufacturing  of  fat-acids  and  glycerin  from  fatty 
substances  by  the  action  of  water  at  a  high  temperature  and  pres- 
sure," which  must  be  admitted  subject  to  the  universal  qualifica- 
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tion  that  the  legal  construction  of  every  such  claim  is  that  the  pat- 
entee means  to  limit  the  same  to  his  described  method  or  process ; 
or,  if  it  be  a  machine,  to  his  described  means  of  obtaining  or  of  ac- 
complishing the  described  result.  Usually  the  claim  contains  the 
words  as  described,  or  substantially  as  described,  or  words  of  like 
import,  which  are  everywhere  xinderstood  as  referring  back  to  the 
descriptive  parts  of  the  specification.  Words  of  such  import,  if  not 
expressed  in  the  claim,  mnst  be  implied,  else  the  patent  in  many 
cases  would  be  invalid  as  covering  a  mere  function,  principle,  or 
result,  which  is  obviously  forbidden  by  the  ])atent  law,  as  it  would 
close  the  door  to  all  subsequent  improvements.  Seymour  v.  0*- 
bom,  11  Wallace,  547;  Curtis  on  Patents,  §  242. 

Doubtless,  an  invention  may  be  good  though  the  subject  of  it 
consists  in  the  discovery  of  some  principle  of  science  or  property  of 
matter,  never  before  known  or  used,  by  which  some  new  and  useful 
result  is  obtained,  and  such  an  inventic»n  or  discovery  may  be  the 
subject  of  a  valid  patent  without  including  in  the  claim  any  new 
arrangement  of  machinery  to  accomplish  the  object,  provided  the 
inventor  describes,  as  required  in  the  patent  law,  the  method,  pro- 
cess, or  means  of  applying  the  invention  to  practical  use  and  of 
obtaining  the  described  new  and  useful  result.  HousehiU  Co.  v. 
Neilsony  1  Webster's  Patent  Cases,  683:  Curtis  on  Patents,  4th 
edition,  279;  Foote  v.  SUsby^  2  Blatchford,  260. 

Limited,  as  explained  by  reference  back  to  the  descriptive  parts 
of  the  specification,  the  claim  may  well  be  regarded  as  in  due  form, 
but  it  is  quite  clear  that  it  would  be  invalid  if  it  is  not  so  limited, 
as  it  has  always  been  held  that  a  patent  embraces  nothing  more 
than  the  improvement  described  and  claimed  as  new,  and  that  any 
one  who  afterwards  discovers  a  method  of  accomplishing  the  same 
object,  substantially  and  essentially  differing  from  the  one  de- 
scribed, has  a  right  to  use  it  and  to  vend  it  to  others  to  be  used. 
0*Reilly\.  Morse,  15  Howard,  119;  Curtis  on  Patents,  4th  edition, 
§163. 

Apply  that  rule  and  it  is  clear  that  the  invention  must  be  lim- 
ited to  the  described  method  of  producing  free  fat-acids  and  solution 
of  glycerin  from  the  fatty  and  oily  substances  therein  mentioned, 
as  the  patent  states  that  the  patentee  alleges  that  he  has  invented 
a  new  and  useful  improvement  in  processes  for  purifying  such  fatty 
and  oily  substances,  and  the  opening  sentence  of  the  specification 
describes  the  invention  as  a  new  and  improved  mode  of  treating 
fatty  and  oily  substances,  and  the  patentee,  in  describing  his  in- 
vention, states  that  it  consists  of  a  process  for  producing  free  fat- 
acids  and  solution  of  glycerin  from  such  fatty  and  oily  substances 
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as  are  therein  particularly  described,  and  there  is  not  a  word  either 
in  the  specification  or  claim  of  the  patent  to  warrant  the  conclusion 
that  the  patentee  or  the  Commissioner  of  Patents,  at  the  time  the 
patent  was  granted,  regarded  the  patentee  as  the  original  and  first 
inventor  or  discoverer  of  the  scientific  truth  that  such  fatty  and 
oily  substances  may  be  decomposed  by  high  heat  or  water  heated 
to  a  high  temperature. 

Unquestionably  the  method  or  process  embodied  in  the  patent 
includes  high  heat  and  rapid  manipulation,  but  the  patentee  is 
not  the  original  and  first  inventor  of  the  scientific  truth  that  heat 
or  water  at  high  temperature  will  decompose  such  fatty  and  oily 
substances  as  those  mentioned  in  the  specification.  Different 
gauges  of  heat  to  be  employed  in  applying  his  process  are  cer- 
tainly given  in  the  specification,  as  before  explained,  but  it  is  a 
great  mistake  to  suppose  that  the  gauge  for  decomposing  such  fats 
as  beef  tallow  or  the  tallow  of  sheep  admits  of  any  variation  except 
what  is  authorized  by  the  word  ''about,"  or  that  the  gauge  given 
for  decomposing  palm  oil  may  be  varied  from  the  melting  point  of 
bismuth,  except  so  far  as  the  authority  to  diminish  the  tempera- 
ture may  be  inferred  from  the  words  ''at  or  below,"  which  words, 
when  properly  construed,  mean  substantially  the  same  thing  as 
the  word  about,  when  the  latter  is  used  to  qualify  the  temperature 
designated  as  the  melting  point  of  lead. 

Attempt  is  made  in  argument  to  show  that  the  respective  gauges 
given  in  the  specification  to  specify  the  required  degree  of  heat  are 
subject  to  a  much  wider  variation,  and  that  the  patentee  did  not 
intend  to  require  that  the  mixture  should  be  exposed  to  any  higher 
temperature  than  that  which  should  prove  to  be  requisite  to  accom- 
plish the  described  result.  Suppose  that  could  be  admitted,  still  it 
is  not  probable  that  the  admission  would  much  vary  the  case  if  the 
apparatus  employed  should  not  be  changed,  and  all  the  conditions 
for  applying  the  process  should  remain  in  full  force,  as  rapid  ma- 
nipulation is  an  express  condition  in  applying  the  process  of  decom- 
position, which,  it  is  believed,  cannot  be  accomplished  in  the  time 
allowed  unless  the  high  temperature  is  maintained. 

Support  to  the  theory  that  the  gauges  given  admit  of  a  wider 
variation  than  is  here  supposed  is  attempted  to  be  drawn  from  the 
sentence  in  the  specification  which  immediately  follows  the  state- 
ment that  the  decomposition  of  the  water  becomes  more  powerful 
as  the  heat  is  increased.  Fatty  matters  such  as  palm  oil,  says  the 
patentee,  may  be  changed  into  fat-acids  and  glycerin  at  or  below 
the  melting  point  of  bismuth,  but  he  states  in  the  same  connection 
that  the  heat  in  such  a  case  has  been  carried  considerably  above  the 
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melting  point  of  lead  without  any  apparent  injury  ;  and  he  adds 
that  the  decomposing  action  of  water  becomes  more  powerful  as 
the  heat  is  increased.  Then  follows  the  sentence  which  is  invoked 
as  supporting  the  theory  that  the  gauges  of  heat  given  in  the  speci- 
fication, to  wit,  the  melting  point  of  bismuth  and  the  melting 
point  of  lead,  are  subject  to  indefinite  variation. 

By  starting  the  apparatus  at  a  low  heat,  says  the  patentee,  and 
gradually  increasing  it,  the  temperature  giving  products  most  suit- 
able to  the  intended  application  of  the  fatty  substance  employed, 
can  easily  be  determined.  Evidently  the  sentence  should  be  ex- 
amined in  the  light  of  the  context,  and  when  so  examined  it  is 
quite  clear  that  the  patentee  never  intended  to  employ  the  language 
in  any  such  sense  as  that  which  the  complainant  ascribes  to  it,  as 
he  was  speaking  of  palm  oil,  which  is  decomposed  at  the  melting- 
point  of  bismuth^  and  had  just  remarked  that  the  heat,  in  applying 
the  process  to  that  substance,  had  been  carried  considerably  above 
the  melting-point  of  lead  without  any  apparent  injury. 

Water,  said  the  patentee,  becomes  more  powerful  to  decompose 
such  substances  as  the  heat  is  increased,  and  then  adds,  as  a  pre- 
caution to  the  operator,  not  to  carry  it  too  high  above  the  guages 
given.  You  can  easily  determine  what  is  best  in  any  given  case 
by  starting  the  apparatus  at  a  low  heat  and  gradually  increasing 
it  to  the  gauge  given  or  above,  as  may  appear  to  be  best  from  the 
particular  substance  subjected  to  the  process  and  the  quality  of  the 
product  obtained  by  the  operation.  Not  an  intimation  is  given  in 
the  sentence  that  any  less  heat  will  accomplish  the  purpose  than 
that  indicated  by  the  gauges  mentioned  in  the  specification.  On 
the  contrary,  the  language  employed,  if  it  warrants  any  substantial 
variation  from  the  prescribed  gauges,  justifies  the  inference  that 
the  heat  may  be  increased  above  the  temperatures  mentioned  rather 
than  diminished. 

High  temperature  and  pressure  are  among  the  leading  character- 
istics of  the  invention,  as  appears  from  the  claim  and  every  part  of 
the  specification.  Doubtful  expressions  may  be  subject  to  construc- 
tion, but  where  the  language  employed  is  clear  and  unambiguous 
it  must  speak  its  own  construction  in  the  specification  of  a  patent 
as  well  as  in  any  other  grant  issued  by  public  authority.  Inten- 
tion in  every  case,  it  may  be  admitted,  is  the  primary  rule  of  con- 
struction, but  language  invoked  to  support  a  particular  theory 
must  be  such  as  is  fit,  when  it  is  compared  with  the  whole  instru- 
ment, to  express  the  imputed  intention,  else  the  theory  in  question 
cannot  be  supported,  as  courts  of  justice  cannot  legislate  nor  can 
they  add  to  a  grant  or  contract  any  stipulation  or  condition  which 
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it  does  not  contain.  Consequently,  the  theory  of  the  complainant 
that  tlie  sentence  under  consideration  warrants  the  conclusion  that 
the  claim  of  the  patent  includes  low  as  well  as  high  heat  must  be 
overruled.  Green  v.  Wood,  7  Queen's  Bench,  178  ;  Potter's  Dwar- 
ris,  199-200. 

Additional  observations  respecting  the  apparatus  employed  by 
the  patentee  are  unnecessary,  as  he  expressly  states  that  he  does 
not  intend  to  claim  it  as  any  part  of  his  invention.  Enough  has 
already  been  remarked  also  to  show  what  is  the  nature  and  scope 
of  the  invention  and  to  point  out  what  the  question  is  which  is 
involved  in  the  first  issue  presented  in  the  pleadings.  Construed 
and  defined  as  explained,  the  first  issue  respecting  the  patent 
must  be  found  for  the  complainant,  as  the  proofs  in  the  record 
bearing  upon  the  question  of  novelty  are  not  sufficient  to  overcome 
the  primd  facie  presumption  that  the  patentee  is  the  original  and 
first  inventor  of  what  is  described  in  the  patent  as  his  invention. 
Railroad  Co,  v.  Stimpson,  14  Peters,  458  ;  Curtis  on  Patents,  4th 
edition,  §  472. 

2.  Grant  all  that,  still  it  is  insisted  by  the  respondent  that  the 
result  described  in  the  specification  and  claim  of  the  patent  cannot 
be  accomplished  so  as  to  be  practically  useful  by  the  method  and 
apparatus  described  in  the  specification. 

Whoever  discovers  that  a  certain  useful  result  will  be  produced 
in  any  art,  machine,  manufacture,  or  composition  of  matter  by  the 
use  of  certain  means  is  entitled  to  a  patent  for  his  invention,  pro- 
vided he  specifies  the  means  he  uses  in  a  manner  so  full  and  exact 
that  any  one  skilled  in  the  science  to  which  it  appertains  can,  by 
using  the  means  he  specifies,  without  any  addition  to  or  substrac- 
tion  from  the  described  means,  produce  precisely  the  result  he  de- 
scribes. Such  description  must  be  correct,  as  it  is  settled  law  that 
the  patent  is  void  if  the  described  result  cannot  be  obtained  by  the 
described  means.  O'Reilly  v.  Morse,  15  Howard,  119;  Curtis  on 
Patents,  189. 

Nor  does  it  make  any  difierence  whether  the  efiect  is  produced 
by  mechanical  principles  or  by  chemical  agency  or  by  the  applica- 
tion of  discoveries  in  natural  science,  as  in  either  case  the  require- 
ment of  the  act  of  Congress  is  imperative  that  the  patentee  must 
describe  the  method,  process,  or  means  he  employs  in  full,  clear, 
and  exact  terms,  and  the  end  which  the  invention  accomplishes. 

Inventions,  in  order  that  they  may  be  the  proper  subjects  of 
letters  patent,  must  be  new  and  useful.  Utility  in  most  cases  is  a 
question  of  fact,  as  it  usually  depends  upon  the  evidence  resulting 
from  actual  experiment.     There  are  two  modes,  says  Mr.  Curtis, 
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in  which  the  utility  of  an  inirention  may  be  impeached,  the  second 
of  which  is  where  it  appears  that  it  is  not  capable  of  being  used  to 
i^ffect  the  object  proposed,  which  is  the  question  presented  in  the 
second  defense  set  up  by  the  respondent.  Curtis  on  Patents,  4th 
edition,  §  449. 

Cases  arise  also,  even  where  the  means  described  will  accomplish 
the  described  result,  when  it  cannot  be  held  that  the  invention  is 
useful  if  it  appears  that  the  operator,  in  using  the  described  means, 
is  constantly  exposed  to  imminent  danger,  either  from  the  explo- 
sive tendency  of  the  substance  to  be  used  or  from  the  liability  of 
the  vessel  to  burst  which  is  required  to  be  employed  as  means  of 
accomplishing  the  patented  result.  Where  the  patentee  finds  it 
necessary  to  em[)loy  any  such  dangerous  means  to  accomplish  the 
described  end  it  cannot  be  held  that  his  invention  is  useful,  within 
the  meaning  of  the  patent  law,  even  though  it  appears  that  the 
operator,  when  no  such  disaster  happens,  may  be  able  to  work  out 
the  described  result  by  the  described  means,  as  it  is  quite  clear  that 
Congress,  in  making  provision  to  secure  to  inventors  the  exclusive 
right  to  their  discoveries,  never  intended  to  promote  any  such  as 
were  in  their  nature  constantly  dangerous  to  the  operator  in  em- 
ploying the  described  means  to  accomplish  the  described  result, 
lb.,  §§106  and  449. 

Apply  these  rules  and  it  follows  that  neither  an  invention  which 
will  not  enable  the  operator  to  accomplish  the  described  result  nor 
one  which  constantly  exposes  the  operator  to  the  loss  of  his  life  or 
to  great  bodily  harm  can  be  regarded  as  useful  within  the  meaning 
of  the  patent  law. 

Patents  were  granted  to  the  supposed  inventor  by  the  proper 
public  authorities  in  England,  France,  and  Belgium,  as  well  as  by 
the  proper  public  authorities  in  the  United  States,  but  the  respond- 
ent insists  that  the  described  result  cannot  be  obtained  by  the 
means  and  in  the  mode  of  operation  described  in  the  specification, 
and  that  the  invention  has  never  been  reduced  to  practice  by  the 
use  of  those  means  or  in  that  mode  of  operation,  either  in  the 
United  States  or  in  any  one  of  the  foreign  countries  where  the  same 
has  been  patented. 

Both  branches  of  the  proposition  are  controverted  by  the  com- 
plainant and  many  depositions  and  pther  proofs  upon  the  subject 
were  introduced  at  the  hearing.  Witnesses  were  examined  by  the 
complainant  to  prove  the  affirmative  of  the  issue,  but  none  of  them 
appear  to  sustain  his  views  in  that  behalf  unless  the  scope  of  the 
invention  is  extended  beyond  the  means  and  mode  of  operation  de- 
scribed in  the  specification  as  construed  and  defined  by  the  court. 
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Proofs  of  the  kind,  if  they  exist,  could  easily  have  been  procured, 
an  both  the  complainant  and  his  brother,  who  acted  as  his  agent  in 
eflforts  to  introduce  the  invention  in  the  United  States,  were  ex- 
amined as  witnesses  in  the  case. 

Licenses  were  given  by  the  complainant  in  some  instances,  and 
he  called  Charles  T.  Jones,  one  of  his  licensees,  to  prove  the  affirm- 
ative of  the  issue  under  consideration.  It  appears  by  his  deposi- 
tion, (see  supra,  p.  505 — Rep.,)  that  he  became  a  member  of  a 
certain  firm  in  1849,  and  that  the  firm  were  engaged  in  the  manu- 
facture of  candles ;  that  they  first  used  the  process  of  saponification 
with  about  fourteen  per  cent,  of  lime  in  an  open  vessel ;  that  they 
decomposed  the  lime  soap  thus  obtained  by  sulphuric  acid,  using 
for  that  purpose  two  and  a  half  pounds  of  sulphuric  acid  to  each 
pound  of  lime;  that  they  continued  to  use  that  process  until  the 
fall  of  1859,  when  they  introduced  the  process  of  saponification 
under  pressure  of  about  one  hundred  and  thirty  pounds  to  the 
square  inch,  with  only  six  or  seven  per  cent,  of  lime,  and  with  a 
corresponding  dimunition  of  sulphuric  acid.  Subsequently  they 
abandoned  the  second  process  used  by  them  and  introduced  another, 
which  the  witness  calls  the  process  of  the  complainant. 

On  cross-examination  he  was  asked  whether  water  was  not  used 
in  their  first  process,  and  whether  he  ever  knew  any  process  by 
which  fats  were  decomposed  into  fat-acids  and  a  solution  of  glyc- 
erin without  the  intervention  of  water?  to  which  he  answered, 
water  was  used  in  the  first  process  described,  but  in  quantities  only 
slij:!;htly  in  excess  of  that  requisite  for  preparing  the  milk  of  lime; 
and  he  added  that  he  did  not  know  that  the  decomposition  of 
neutral  fats  into  fat-acids  and  a  solution  of  glycerin  had  ever  been 
accomplished  without  the  intervention  of  water. 

Counsel  for  the  respondent  also  requested  the  witness  to  describe 
the  process  used  by  his  firm  which  he  calls  the  complainant's  pro- 
cess. His  answer  is,  in  substance  and  effect,  as  follows :  He  places 
the  melted  fat  to  be  treated  in  a  large  vessel  with  a  quantity  of 
water  equal  at  least  to  one-half  the  bulk  or  weight  of  tlie  fat,  and 
subjects  the  melted  fat  and  water  to  a  steam  pressure  of  three  hun- 
dred pounds  to  the  square  inch  for  a  period  of  about  live  hours, 
keeping  the  water  and  fat  in  intimate  contact  by  pumping  the 
water  from  the  bottom  to  the  top  of  the  vessel  and  discharging  it 
on  the  upper  surface  of  the  fat,  in  order  that  the  water  may  make 
its  way  to  the  bottom  of  the  same ;  to  which  he  added  that  he  pre- 
ferred to  use  half  of  one  per  cent,  of  lime,  for  the  reason,  as  he 
states,  that  that  quantity  of  alkali  enables  him  to  perfect  the  de- 
composition in  four  hours  at  a  pressure  of  two  hundred  and  fifty 


672  Mitchell  v,  Tilohman.  [Sup.  Ct. 

-      -  -      r  TT-ii n  iMT— ■     IT  I  i-r~ —       ■    ■-        m-m-tt   -        i  i  ^  ' ___  ______ 

OpinioD  of  the  court. 

pounds  to  the  square  inch  with  material  economy  of  fuel  and  of 
wear  and  tear  of  machinery ;  and  he  states  that  since  ascertaining 
the  advantages  of  the  lime  he  has  adhered  to  that  mode  of  operation. 

Eesponsive  to  another  question  he  states  that  the  apparatus  was 
first  put  in  operation,  under  the  superintendence  of  the  complain- 
ant, in  September,  1863;  that  the  vessel  used  was  manufactured  in 
Philadelphia ;  that  it  comprises  a  tube  thirty-eight  feet  in  length 
and  thirty-eight  inches  in  the  internal  diameter;  that  it  is  made 
of  iron  plates  of  the  thickness  of  a  half  inch,  and  a  copper  tube  of 
nearly  the  same  length,  thirty-fi^ve  inches  in  diameter,  which  is 
placed  inside  of  the  iron  tube  so  as  to  leave  an  annular  space  of 
about  one  and  a  half  inches  between  the  copper  and  the  iron  vessel, 
whose  estimated  capacity  is  about  ten  thousand  pounds  of  oil  and 
water,  but  the  quantity  of  fat  usually  put  into  the  vessel  at  one 
time  is  about  six  thousand  pounds,  with  about  four  thousand 
pounds  of  water,  all  of  which  is  placed  in  the  copper  vessel,  which 
serves  to  fill  the  vessel  within  three  feet  of  the  hesid  or  top ;  and 
he  states  that  when  the  decomposition  is  perfected  the  water  hold- 
ing the  glycerin  in  solution  and  the  fat-acids  are  discharged  into 
their  respective  receptacles. 

Two  vessels  are  used  instead  of  one,  as  directed  in  the  specifica- 
tion, because  iron  is  cheaper  than  copper,  and  to  secure  greater 
strength  to  resist  the  requisite  pressure  and  to  save  the  iron  from 
contact  with  the  fat-acids,  which  discolors  the  product  and  rapidly 
corrodes  the  iron  to  such  an  extent  that  it  will  soon  render  the 
vessel  unfit  for  use. 

Satisfactory  products,  as  the  witness  states,  may  be  obtained  by 
the  process  without  lime,  though  he  adheres  to  the  statement  that 
he  prefers  to  use  it  in  order  to  diminish  the  pressure  which  would 
otherwise  be  required,  and  for  the  economy  which  it  effects  in  fuel, 
labor,  and  time,  but  he  states  without  any  qualification  that  no 
one  in  their  manufactory  ever  mixed  any  fatty  or  oily  substance 
with  water,  in  the  proportions  given  in  the  complainant's  specifi- 
cation, and  placed  the  mixture  in  any  vessel  in  which  it  could  be 
heated  to  the  melting-point  of  lead  until  the  operation  was  com- 
pleted and  thereby  obtain  free  fat-acids  and  solution  of  glycerin. 

Even  without  any  discussion  it  is  obvious  that  the  means  and 
mode  of  operation  practiced  by  the  witness  are  widely  different 
irom  the  method  or  process  described  in  the  »j)ecification  of  the 
complainant's  patent.  Instead  of  working  in  a  vessel  entirely  full 
of  the  fat  and  water  and  under  a  pressure  sufficient  to  prevent  the 
presence  of  steam,  the  operation  under  the  process  of  the  witness  is 
performed  in  a  vessel  only  partly  filled,  which  is  open  at  the  upper 
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end  and  inclosed  in  another  vessel,  and  the  heat  is  applied  hy  the 
introduction  of  steam  from  boilers  outside.  Other  differences  also 
exist,  as  for  example,  instead  of  being  worked  at  a  temperature  of 
510°  or  612°  Fahr.,  and  in  a  vessel  capable  of  sustaining  an  inter- 
nal pressure  of  two  thousand  pounds  to  the  square  inch,  the  process 
of  the  witness  is  worked  at  a  temperature  represented  by  a  pressure 
of  only  three  hundred  pounds  to  the  square  inch,  which  is  a  lati- 
tude of  deviation  not  warranted  by  any  language  to  be  found  in 
the  complainant's  specification. 

Two  other  differences  may  also  be  mentioned,  which  are  equally 
persuasive,  to  show  that  the  method  or  process  practiced  by  the 
witness  is  substantially  different  from  that  embodied  in  the  patent 
of  the  complainant.  Instead  of  the  fat  and  the  water  being  main- 
tained during  the  entire  operation  in  a  state  of  intimate  mechanical 
mixture,  as  required  in  the  specification,  a  pump  is  provided,  not 
to  force  the  mixture  into  the  heating  vessel,  but  to  be  kept  con- 
stantly at  work  to  draw  the  water  from  the  bottom  of  the  vessel 
and  to  discharge  it  on  top  of  the  charge  of  fat,  in  order  that  it 
may  percolate  down  through  the  fat  and  supply  the  deficiency  occa- 
sioned by  the  fact  that  the  water  is  constantly  being  converted  into 
steam. 

Ten  minutes  is  the  maximum  time  allowed  for  the  operation  in 
the  complainant's  specification,  but  the  method  or  process  em- 
ployed by  the  witness,  instead  of  effecting  the  decomposition  in  ten 
minutes,  requires  at  least  four  or  five  hours,  even  when  he  uses  a 
small  proportion  of  lime  to  assist  the  chemical  action  of  the  heated 
water.  i 

Besides  the  differences  between  the  two  methods  already  pointed 
out,  there  are  others  which  may  be  suggested,  equally  striking  and 
of  a  character  equally  persuasive,  to  show  that  the  two  methods 
are  substantially  different,  as  for  example,  the  apparatus  employed 
by  the  witness  consists  of  two  vertical  cylinders,  one  within  an- 
other, instead  of  a  coil  of  tubing,  with  an  annular  space  between 
the  two,  as  before  explained,  of  an  inch  and  a  half. 

Fat  and  water  in  nearly  equal  proportions  are  charged  into  the 
inner  cylinder,  leaving  a  vacant  space  at  the  top  of  the  same  of 
about  three  feet.  Like  the  coil  of  tube  the  outer  cylinder  is  steam- 
tight,  but  the  inner  one  is  open  at  the  top.  Steam  for  the  opera- 
tion is  generated  in  two  separate  boilers,  which  is  introduced 
through  the  top  of  the  outer  cylinder  to  the  space  between  the  two 
and  through  the  upper  end  of  the  inner  one,  which  is  open,  to 
facilitate  the  circulation  of  the  steam,  in  order  that  the  fat  and 
water  in  the  inner  cylinder  may  be  heated  to  the  temperature  rep- 
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resented  by  a  pressure  of  two  hundred  and  fifty  to  three  hundred 
pounds  to  the  square  inch  ;  and  the  witness  testified  that  he  re* 
garded  the  use  of  the  pump  and  the  use  of  some  lime  as  essential 
to  the  use  of  the  apparatus  with  the  greatest  economy. 

Licensees  of  the  complainant  were  also  examined  by  the  respond- 
ent, to  wit:  Nathaniel  Ropes  and  Nathaniel  Ropes,  Jr.,  {supra^ 
pp.  519-523 — Rep.)  These  witnesses  have  had  great  experience  in 
manufacturing  candles,  and  they  testify  that  they  know  of  no  place 
in  this  country  where  candles  or  soap  are  manufactured  from  free 
fat-acids  produced  by  water  alone  at  high  temperature  and  pressure 
without  the  use  of  alkali.  They  both  describe  the  old  saponifying 
process  as  consisting  in  the  treatment  of  fat  by  water  heated  in  an 
open  vessel,  lime  being  mixed  with  the  water,  by  which  the  glyc- 
erin was  separated  from  the  other  constituents  of  the  fat,  leaving 
what  some  manufacturers  call  lime  soap,  or  fat-acids  and  lime, 
which  latter  ingredient  was  afterwards  removed  by  sulphuric  acid, 
the  residuum  being  free  fat-acids. 

Changes  were  made  in  their  mode  of  operation  early  in  the  year 
1860,  which  alterations  were  introduced  to  them  by  the  brother  of 
the  complainant,  who  experimented  in  their  manufactory  several 
months  before  he  put  the  apparatus  adopted  in  operation.  By  that 
plan  they  use  water  in  equal  proportions  with  the  fat,  with  a  half 
per  cent,  of  lime  and  double  that  quantity  of  sulphuric  acid,  the 
whole  being  heated  to  a  temperature  representing  a  pressure  of 
about  one  hundred  and  fifty  pounds  to  the  square  inch  in  a  closed 
vessel  for  twelve  hours.  Formerly  they  conducted  the  operation  in 
open  tubs,  using  thirteen  per  cent,  of  lime  with  double  that  quan- 
tity of  sulphuric  acid,  but  since  the  new  method  was  introduced  hj 
the  agent  of  the  complainant  they  have  substituted  closed  copper 
tanks  in  the  place  of  the  open  tubs,  using,  however,  the  same 
agents  to  effect  the  decomposition  of  the  fatty  substances,  though 
in  difierent  proportions. 

Copper  tanks  are  used  as  receptacles  for  the  fat  and  the  water, 
but  the  steam  to  communicate  the  heat  is  generated  in  a  large  iron 
boiler  thirty  feet  in  length  and  forty  inches  in  diameter,  with 
which  the  copper  tank  is  connected  by  means  of  steam  pipes  fur- 
nished with  stop-cocks  as  regulators  in  the  use  of  the  steam. 
There  is  also  a  shaft  in  the  tank  having  radial  arms,  which  shaft  is 
kept  in  rotation  to  cause  and  preserve  an  intimate  mechanical 
mixture  of  the  fat  and  the  water  during  the  whole  operation. 

Instead  of  having  the  tank  constantly  filled  with  the  fat  and 
water  the  fact  is  that  it  is  never  filled,  nor  is  the  mixture  kept 
under  a  pressure  sufiicient  to  prevent  the  accumulation  of  steam 
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and  air,  as  directed  ia  the  specification  of  the  patent  described  in 
the  bill  of  complaint.  Empty  space  is  left  in  the  tank  above  the 
fat  and  water  at  the  outset  sufficient  to  allow  boiling,  which  space 
of  course  would  be  filled  with  steam  and  air.  Heat  is  communi- 
cated to  the  mixture  by  introducing  steam  from  the  large  iron 
boiler  into  the  copper  tank,  creating  a  temperature  causing  a  pres- 
sure of  one  hundred  and  fifty  pounds  to  the  square  inch. 

Several  months  were  employed  in  making  the  experiments  before 
the  method  now  in  use  was  finally  put  in  practice  by  the  com- 
plainant's agent.  He  tried  it  without  lime  at  a  pressure  of  two 
hundred  pounds,  allowing  twenty-four  hours  for  the  operation,  but 
the  result  was  not  satisfactory.  Dismissing  that  method  he  next 
tried  the  experiment  with  fat  and  water  in  the  proportion  of  two 
to  one,  allowing  twenty  hours ;  still  the  result  was  unsatisfactory. 
Next  he  tried  the  compound  of  fat  and  water  in  equal  proportions, 
using  only  half  of  the  water  during  the  first  part  of  the  operation, 
then  discharging  that  and  putting  into  the  charge  the  other  half 
of  the  water,  and  he  found  that  the  operation  produced  a  good 
result  in  twelve  hours.  Some  of  the  experiments  were  without 
lime,  but  the  witnesses  state  that  inasmuch  as  they  found  that 
by  the  addition  of  lime  they  could  accomplish  the  work  at  a  press- 
ure of  one  hundred  and  fifty  pounds  to  the  square  inch  and  in  less 
time,  they  have  ever  since  continued  the  use  of  lime  in  their  busi- 
ness. 

Much  discussion  of  the  process  introduced  on  that  occasion  is 
unnecessary,  as  it  appears  that  instead  of  working  at  a  heat  equal 
to  the  melting  point  of  lead,  in  a  vessel  capable  of  sustaining  an 
internal  pressure  of  two  thousand  pounds,  these  licensees  of  the 
complainant  use  a  certain  per  cent,  of  lime  at  a  pressure  not  much 
above  one  hundred  and  fifty  pounds  ;  and  it  appears  that  they  de- 
compose the  fat  in  a  vessel  not  filled  with  the  mixture,  nor  provided 
with  a  mechanical  stirrer,  and  leave  a  vacant  space  in  the  vessel 
sufficient  for  circulation,  in  which  steam  is  not  only  generated  but 
is  introduced  from  a  separate  boiler.  DiflFerences  sucli  as  these 
require  no  comment  except  to  say  that  the  method  is  entirely  dif- 
ferent from  that  described  in  the  patent  in  question,  and  to  add 
that  it  corresponds  much  more  nearly  to  the  method  described  in 
a  patent  dated  May  15th,  1860,  subsequently  obtained  by  the  com- 
plainant, and  which  was  introduced  in  evidence  by  the  respondent. 

Reasons  exist  besides  those  disclosed  in  the  testimony  of  those 
witnesses  to  support  the  conclusion  that  the  complainant  never 
supposed  that  his  patent  conferred  the  exclusive  right  to  use  tem- 
peratures and  pressure  to  decompose  fats  with  water  alone  much 
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below  the  gauges  given  in  his  specification,  and  that  he  had  come 
to  doubt,  several  years  before  those  experiments  were  made,  whether 
the  patented  method  or  process  could  be  accomplished  so  as  to  be 
practically  useful  by  the  means  and  in  the  mode  of  operation  pointed 
ont  in  the  patent. 

His  letter,  dated  London,  June  25th,  1856,  addressed  to  a  cer- 
tain firm  in  Cincinnati,  (supra,  p.  526 — Rep.,)  affords  strong  sup- 
port to  that  conclusion,  in  which  he  states  that  our  experiments  in 
the  factories  here  and  in  Paris  have  shown  that  on  the  large  scale 
the  decomposition  of  fats  by  water  is  more  conveniently  effected  by 
modifying  the  apparatus  originally  proposed  so  that  the  fat  and 
water  are  exposed  to  a  comparatively  lower  heat  and  pressure  for  a 
longer  time,  instead  of  a  very  high  pressure  for  a  few  minutes. 
By  which  means  he  suggests  in  the  same  letter  that  a  considerable 
quantity  of  material  may  be  treated  at  one  cliarge  in  an  ordinary 
steam-boiler  lined  with  lead  or  copper,  and  may  be  provided  with 
an  agitator  in  the  place  of  using  the  continuously  working  pump 
and  coil  of  pipe,  and  the  suggestion  is  that  at  a  pressure  of  two 
hundred  and  twenty-five  pounds  to  the  square  inch  tallow,  palm 
oil,  or  lard  stearin  may  be  completely  decomposed  in  five  hours. 

Nearly  two  years  before  the  date  of  that  letter,  to  wit,  on  the 
twenty-fifth  of  March,  1854,  the  complainant  took  out  a  patent  in 
England  for  the  same  invention  as  that  described  in  the  patent  in 
issue  in  this  case,  and  the  proofs  show  that  he  made  various  efforts 
to  introduce  it  into  practice  in  that  country.  He  remained  there, 
it  seems,  from  1854  to  1859,  and  it  appears  that  in  June,  1854,  he 
exhibited  his  process  in  the  old  form  to  George  F.  Wilson,  the 
managing  director  of  the  Price  Patent  Candle  Company,  and  the 
company  entered  into  a  contract  with  the  complainant  respecting 
the  same,  by  which  he  assigned  the  said  letters  patent  and  the 
privileges  thereby  granted  to  the  said  company,  and  that  the  said 
company,  in  consideration  of  the  assignment,  covenanted  to  pay 
him  an  annuity  of  one  thousand  pounds  sterling  from  the  month 
of  October  of  the  following  year  during  the  continuance  of  the 
patent,  subject  to  various  conditions,  and  among  others  to  be  term- 
inated by  giving  notice  to  the  complainant  as  therein  provided ; 
the  company  were  also  to  have  the  use  of  several  other  patents 
therein  described,  which  have  since  expired. 

Proofs  were  also  exhibited  showing  that  the  said  company  have 
ever  since  paid  the  stipulated  annuity,  but  there  is  no  satisfactory 
evidence  in  the  case  to  show  that  they  have  ever  applied  the  pro- 
cess to  produce  fat-acids  and  solution  of  glycerin  by  the  means  and 
in  the  mode  of  operation  described  in  the  specification,  as  construed 
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and  defined  by  this  court.  Some  use,  it  may  be  presumed,  has 
been  made  of  the  patent  by  the  assignees,  but  what  that  use  is  does 
not  very  satisfactorily  appear.  It  does  appear,  however,  from  a 
pa{)er  read  before  the  British  Association,  in  September,  1855,  by 
the  general  director  of  the  company,  to  whom  the  complainant  tes- 
tifies that  he  exhibited  his  process  the  year  previous,  that  he  stated 
that  in  our  new  process  the  only  chemical  agents  employed  for  de- 
composing the  neutral  fat  and  for  separating  its  glycerin  are  steam 
and  heat,  and  that  the  only  agents  used  in  purifying  the  glycerin 
thus  obtained  are  heat  and  steam.     (Supra,  p.  527 — Rep.) 

Strong  confirmation  of  that  is  also  derived  from  a  paper  read  by 
the  same  person  at  a  session  of  the  Society  of  Arts,  held  in  that 
country,  January  25t]i,  1856,  also  put  in  evidence  by  the  complain- 
ant, {supra,  pp.  527,  528,  530 — Rep.,)  in  which  the  author  says, 
in  speaking  of  the  patented  process,  **  It  has  yet  to  be  proved  how 
far  it  can  compete  successfully  with  distillation,"  adding  that  they 
had  made  an  arrangement  with  the  inventor  which,  as  he  expresses 
himself,  will  give  them  the  means  of  testing  its  commercial  merits, 
and  then  he  proceeds  to  state  that  on  witnessing  a  trial  of  the  pro- 
cess in  the  small  tube  apparatus,  it  struck  him  that  steam  passed 
into  the  fat  at  a  high  temperature  should  effect  by  a  gentle  process 
what  the  patentee  aimed  at  effecting  by  a  violent  process,  to  wit, 
the  resolving  of  the  neutral  fat  into  glycerin  and  fat-acids;  finally 
stating  that  they  had  proved  that  the  fact  was  so  and  that  the 
glycerin  distilled  over  with  tlie  fat-acids  though  it  was  no  longer 
combined  with  those  products,  evidently  showing  that  the  process 
employed  by  them  was  at  that  time  widely  different  from  that 
claimed  by  the  complainant. 

Application  for  a'  patent  was  also  made  by  the  complainant  to 
the  proper  authorities  of  France  during  the  same  year,  and  it  ap- 
pears that  the  application  was  successful,  as  he  immediately  com- 
menced negotiations  through  his  patent  agent  with  the  firm  of 
Monier  &  Co.,  doing  business  near  Paris  in  that  empire,  for  the 
sale  of  the  patent,  which  negotiations  resulted  in  a  contract  of  sale. 
Pursuant  to  that  contract  he  transferred  the  patent  to  that  firm, 
subject  to  the  condition  that  the  process  would  effect  the  results 
promised  by  the  grantor. 

Numerous  experiments  were  subsequently  made  under  the  su- 
perintendence of  the  patentee  or  his  brother,  for  a  period  of  six 
months,  all  of  which  produced  results  which  the  evidence  shows 
were  entirely  useless.  They  were  made  in  the  first  place,  as  the 
senior  partner. of  the  firm  states,  (supra,  pp.  527-530 — Rep.,)  by 
means  of  a  small  apparatus  brought  from  London  by  the  patentee, 
37 
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which  consisted  of  a  hollow  iron  tube  of  serpentine  form,  incased 
in  a  cast-iron  block  from  which  the  two  ends  of  the  tube  projected 
— one  for  receiving  the  fatty  substance  used  in  the  experiments  for 
decomposing  the  same,  and  the  other  for  discharging  the  product. 

High  heat  was  required  for  the  purpose,  and  with  that  view  the 
apparatus  was  so  placed  in  a  furnace  constructed  of  fire-proof  bricks 
that  it  received  all  the  heat,  the  flames  of  which  completely  envel- 
oped it,  and  which  brought  it  to  an  excessive  heat,  but  the  witness 
cannot  give  the  degree  of  heat,  as  the  apparatus  did  not  contain 
any  gauge  to  indicate  its  intensity. 

Fatty  matter  and  water  were  put  in  a  vessel  prepared  for  the 
purpose,  which  was  provided  with  a  bronze  suction  and  force  pump 
worked  by  hand,  and  connected  with  one  end  of  the  iron  coil  pro- 
jecting from  the  cast-iron  block,  by  which  the  mixture  of  fatty 
matter  and  water  was  drawn  from  the  rece))tacle  and  was  forced 
into  and  through  the  iron  coil  of  tube,  as  the  same  was  incased  in 
the  iron  block,  and  out  at  the  opposite  end  of  the  same,  wliere  it 
was  discharge^  into  another  receptacle  prepared  for  the  purpose. 
By  means  of  the  furnace  the  iron  tube  and  the  block  in  which  the 
coil  was  incased  were  "heated  to  an  excessive  degree,"  estimated 
by  the  witness  to  exceed  500°  Fahr.  with  an  estimated  pressure  of 
more  than  twenty  atmospheres.  Both  the  patentee  and  his  brother 
worked  at  the  experiments  ten  or  fifteen  days,  but  the  decomposi- 
tion of  the  fatty  matter,  as  the  witness  states,  was  never  complete, 
and  that  they  never  produced  fat-acids  and  glycerin,  the  product 
being  only  an  altered  fatty  matter,  which  when  washed,  showed 
acrolein  to  such  an  extent  as  to  fatigue  the  workmen  who  assisted 
at  the  experiments.  Fifteen  of  the  experiments  were  made  by  the 
.patentee  aided  by  two  workmen,  in  the  presence  of  the  witness, 
and  he  states,  without  qualification,  that  none  of  the  experiments 
succeeded. 

Three  new  apparatuses  were  subsequently  constructed  by  the 
brother  of  the  patentee,  acting  as  his  agent.  Two  were  construct- 
ed in  Paris  and  one  in  London.  Experiments  were  subsequently 
made  by  the  brother  of  the  patentee,  and  in  some  instances  with- 
out any  regard  to  the  patented  process,  the  aim  being  to  find  out 
if  possible  the  means  of  overcoming  the  difficulties  manifested  in 
the  prior  attempts  to  produce  the  promised  results. 

None  of  his  efibrts,  however,  succeeded,  though  the  experiments 
were  continued  until  the  expenditure  exceeded  forty  thousand 
francs,  and  it  appearing  that  fat-acids  and  glycerin  could  not  be 
produced  by  the  process,  the  contract  was  annulled,  and  the  wit- 
ness affirms  that  it  is  impossible  to  decompose  fatty  matter  and 
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obtain  fat-acids  and  glycerin  by  the  method  indicated  in  the  com- 
plainant's patent.  He  admits,  however,  that  his  firm  were  subse- 
quently induced,  on  the  return  of  the  patentee  to  that  country,  to 
join  with  another  firm  engaged  in  manufacturing  candles,  to  make 
a  new  contract  with  the  same  party  upon  the  same  basis  as  the  first 
contract,  it  being  represented  that  the  patentee  would  introduce  a 
new  process,  based  upon  the  principles  of  the  patented  method, 
which  promised  certain  success  and  admirable  results.  Such  a 
contract  was  accordingly  made,  and  new  experiments  were  prose- 
cuted for  a  period  of  two  or  three  months,  but,  like  the  first  efforts 
in  that  direction,  the  experiments  failed  to  produce  either  fat-acids 
or  glycerin.  How  much  these  last  experiments  cost,  the  witness 
does  not  state,  but  he  does  state  that  the  experiments  were  pro- 
ductive of  no  good,  as  they  produced  neither  fat-acids  nor  glycerin. 

Remarks  respecting  the  Belgium  patent  are  unnecessary,  as  no 
proof  was  offered  to  show  that  the  process  was  ever  introduced  into 
practice  in  that  country. 

Having  failed  to  accomplish  such  results  in  those  countries  as 
would  show  that  his  process  would  be  practically  useful  if  applied 
by  the  means  and  in  the  mode  of  operation  described  in  the  speci- 
fication, and  probably  having  become  convinced  that  the  decom- 
position of  fats  by  water  could  be  more  conveniently  effected  by 
modifying  the  described  apparatus  so  that  the  fiot  and  water  would 
be  exposed  to  a  lower  heat  and  pressure  for  a  longer  time,  as 
expressed  in  his  letter  of  the  twenty-fifth  of  June,  1856,  the  pat- 
entee left  England  in  August  or  September,  1859,  and  returned  to 
the  United  States. 

Conclusive  proof  that  the  patentee  did  not  accomplish  results  in 
France,  which  would  show  that  the  patented  process,  applied  by 
the  means  and  in  the  mode  of  operation  set  forth  in  the  specifica- 
tion, is  exhibited  in  the  record  of  the  other  case  between  the  same 
parties,  which  was  heard  at  the  same  time.  Beference  is  made  to 
the  report  of  the  jury  upon  organic  chemistry  made  the  third  of 
December,  1855,  to  the  interuational  exhibition  held  in  Paris, 
which  is  made  an  exhibit  in  that  case. 

Chemists,  say  the  jury,  liken  neutral  fats  to  compound  ether, 
which  was  the  hypothesis  put  forth  by  Chevreul  in  his  investiga- 
tions of  such  matters.  Ether,  it  was  known,  may  be  decomposed 
by  being  heated  to  a  high  temperature  in  close  vessels  with  water, 
and  from  that  persons  were  led  quite  naturally  to  attempt  to  effect 
in  the  same  way  the  decomposition  of  neutral  fets,  and  they  state 
that  experience  has  confirmed  the  assumed  theory,  which,  as  the 
jury  say,  is  the  origin  of  all  the  new  processes  of  saponification  to 
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which  they  refer,  and  they  add  that  it  was  the  patentee  in  this 
case  who  first  had  the  idea  of  applying  such  reaction  on  a  large 
^«cale,  which  they  verify  by  an  extract  from  the  specification  of  the 
I);itent,  {supra,  p.  494 — Kep  ;)  but,  as  they  report,  they  visited 
the  manufactory  of  Monier  &  Co.,  where  they  had  the  opportunity 
of  seeing  the  trial  of  the  process  in  its  application  to  palm  oil,  and 
they  conclude  their  report  upon  the  subject  as  follows,  (supra,  pp. 
335-6— Eep.  :) 

'*  We  are  sorry  to  say  that  the  fatty  matter  on  coming  out  of  the 
apparatus  was  not  at  all  deodorized,  and,  more  besides  than  that, 
that  it  gave  out  a  strong  odor  of  acrolein.  From  the  point  of 
view  of  the  quality  of  the  products,  this  arrangement  of  apparatus, 
then,  by  no  means  realized  the  end  which  the  author  has  proposed. 
Moreover,  in  our  opinion,  the  chances  of  deterioration  of  a  system 
of  apparatus  of  any  kind  which  works  constantly  at  a  temperature 
capable  of  exerting  a  pressure  of  ninety  to  one  hundred  atmospheres 
are  such  that  it  is  hardly  possible  that  industry  will  utilize  it,  even 
if  the  products  which  it  furnishes  were  irreproachable." 

Made  public,  as  the  report  was,  more  than  two  years  before  the 
patentee  returned  to  the  United  States,  it  may  be  presumed  that  it 
came  to  his  knowledge  before  his  return. 

On  the  fifteenth  of  May,  1860,  the  new  patent  referred  to  was 
granted  to  him  in  this  country,  (see  supra,  pp.  534-536 — Rep.,) 
which  affords  the  most  conclusive  proof  that  the  alleged  invention 
is  one  of  a  very  different  character  from  that  described  in  the  speci- 
fication of  the  patent  in  issue  in  this  case  ;  and  yet  ho  states  under 
oath  that  he  verily  believes  that  he  is  the  original  and  first  in- 
ventor of  the  improvement,  and  that  to  the  best  of  his  knowledge 
and  belief  it  had  not  been  known  or  used  before  his  application  for 
the  patent,  which  is  utterly  repugnant  to  the  pretense  that  any- 
thing which  is  embodied  in  that  patent  was  included  in  the  one 
granted  to  him  more  than  five  years  before  the  latter  application 
was  filed. 

Experience  seems  to  have  greatly  modified  the  views  of  the  pat- 
entee, as  he  now  characterizes  the  improvement  as  a  new  and 
improved  method  of  decomposing  fatty  and  oily  substances,  and 
alleges  that  it  is  applicable  either  when  water  alone  is  used,  or 
when,  in  addition  to  water,  a  portion  of  alkali  is  used  to  aid  the 
chemical  action ;  and  he  also  alleges  that  to  extract  the  whole  of 
the  glycerin  from  the  fat  with  a  moderate  quantity  of  water,  when 
the  lower  range  of  pressure  is  used,  requires  considerable  time ; 
and  he  actually  states  that  his  invention  consists  in  applying  the 
water  to  the  fat  in  several  successive  portions. 
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High  temperature  and  pressure  are  represented  as  the  agents  of 
decomposition ;  hut  in  the  view  of  the  complainant  as  expressed  in 
that  specification  the  high  temperature  required  may  be  only  that 
which  is  represented  by  a  pressure  of  one  hundred  and  twenty  to 
one  hundred  and  fifty  pounds  to  the  square  inch.  Gauges  to  indi- 
cate the  required  temperature  are  dropped,  and  all  idea  of  rapid 
manipulation  seems  to  be  discarded,  as  the  terms  ^^a  considerable 
time"  or  *^.from  two  to  three  hours"  are  substituted  in  the  place 
of  *'  ten  minutes." 

Vessels  of  very  great  strength  are  no  longer  required,  as  the 
patentee  states  that  his  invention  may  be  applied  to  any  of  the  dif- 
ferent forms  of  Imilers  or  tanks  used  for  the  decomposition  of  fats 
by  water  at  a  high  temperature  or  pressure,  meaning,  doubtless, 
that  the  terms  high  temperature  and  pressure  shall  be  understood 
in  the  same  Hense  in  which  he  employs  them  in  a  subsequent  part 
of  the  same  paragraph.  Water  may  be  supplied  when  wanted, 
and,  of  course,  it  is  of  no  moment  even  if  some  of  it  is  converted 
into  steam ;  nor  does  the  specification  contain  any  requirement 
that  the  heating  apparatus  shall  be  kept  entirely  full  of  the  mix- 
ture, or  that  neither  steam  nor  air  shall  accumulate  therein  during 
the  time  required  for  decomposition,  or,  in  other  words,  the  old 
specification  is  divested  of  every  one  of  its  extreme  conditions,  and 
the  inventor,  under  his  new  patent,  is  left  free  to  claim  every 
means  and  every  mode  of  operation  which  the  ingenuity  of  man 
ever  did  or  ever  can  invent  or  discover.  Further  remarks  respect- 
ing it,  however,  may  be  omitted,  as  it  is  not  the  subject  of  litiga- 
tion in  this  case. 

Chemical  and  mechanical  experts  were  examined  as  witnesses  on 
both  sides  in  about  equal  numbers.  Those  called  by  the  complain- 
ant express  the  opinion  that  the  patented  process  may  be  applied 
by  the  means  and  in  the  mode  of  operation  described  in  the  specifi- 
cation so  as  to  accomplish  useful  results,  and  of  a  character  to  give 
commercial  \alue  to  the  new  product.  On  the  other  hand,  those 
examined  by  the  respondent  express  opinions  widely  different,  and 
most  or  all  of  them  are  of  the  opinion  not  only  that  the  means  and 
mode  of  operation  described  in  the  patent  cannot  be  so  applied  that 
the  invention  will  be  practically  useful,  but  several  of  them  state 
that  the  attempt  to  apply  it  without  the  exercise  of  extraordinary 
precautions  must  be  attended  with  danger  to  the  operator. 

Most  of  the  expert  witnesses  made  experiments  in  applying  the 
process,  and  in  the  course  of  their  examination  were  required  to 
state  the  results  of  the  sanie  as  supporting  their  opinions,  but 
experiments  made,  as  most  of  these  were,  with  small  apparatuses 
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admitting  only  a  small  charge  of  the  fatty  subntance  or  mixture 
to  be  treated,  are  not  entitled  to  much  weight  in  determiDiog  snob 
an  i^sue,  however  satisfactory  the  analysis  may  hare  been  to  the 
chemist  who  conducted  it,  as  the  issue  necessarily  involres  very 
difficult  questions  of  mechanics  as  well  as  of  chemistry. 

Taken  as  a  whole  the  evidence  convinces  the  court  that  the  pat- 
entee never  did  succeed  in  introducing  his  invention  into  practical 
use  by  the  means  and  in  the  mode  of  operation  described  in  the 
specification  to  such  an  extent  as  would  warrant  the  court  in  6nd- 
ing  that  issue  in  his  favor. 

Doubts  of  a  very  serious  character  are  also  entertained  by  the 
court  whether  the  patented  process,  unless  divested  of  its  extreme 
and  unparalleled  conditions,  can  ever  be  reduced  to  practice  by  the 
means  and  in  the  mode  of  operation  described  in  the  specification, 
so  as  to  be  practically  useful  or  safe  to  the  operator,  but  the  pnK>rs 
are  very  conflicting  upon  the  point,  and  inasmuch  as  it  is  impussi- 
ble  to  foresee  what  future  experiments  may  do  in  the  way  of  over- 
coming the  existing  doubts  and  difficulties,  the  court  is  not  inclioeti 
to  rest  their  decision  entirely  upon  that  ground. 

3.  Passing  from  that,  the  next  question  is  whether  the  proofs 
show  that  the  respondent  practiced  and  used  the  patented  process  of 
the  complainant,  when  properly  construed  and  defined,  as  charged 
in  the  bill  of  complaint. 

Such  an  inquiry  cannot  be  intelligently  considered  without  first 
ascertaining  what  the  respondent's  ])roce8s  is,  as  it  is  obvious  that 
the  two  processes  must  be  compared  in  order  to  determine  whether 
they  are  substantially  the  same  in  principle  and  mode  of  operation, 
or  substantially  different,  which  is  the  criterion  by  which  to  de- 
termine every  such  issue  as  the  one  under  consideration. 

Factories  have  been  erected  by  the  respondent  for  manufacturing 
candles,  and  he  is  largely  engaged  in  that  business,  but  he  denies 
that  he  uses  the  alleged  improvement  of  the  complainant,  or  any 
method  of  decomposing  neutral  fats  embracing  the  means  an<i 
mode  of  operation  described  in  the  sj)ecification  of  the  complain- 
ant's patent.  He  admits  that  in  his  process  of  manufacture  he 
uses  water  at  high  temperature,  and  steam,  and  that  he  also  uses 
such  pressure  as  arises  from  the  expansive  iorce  of  hot  water  or 
steam  in  a  close  vessel;  that  he  is  engaged  in  manufacturing  can- 
dles under  and  in  pursuance  of  letters  patent  granted  by  the  United 
States  of  the  twenty-fifth  of  January,  1859,  to  Wright  and  Fouche. 
as  subsequently  amended,  but  he  denies  that  he  employs  either 
the  method,  process,  or  apparatus  described  in  the  complainant's 
specification. 
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Appropriate  means  are  at  hand  to  enable  the  court  to  make  the 
comparison,  as  the  patent  under  which  the  respondent  works  was 
given  in  evidence  at  the  hearing.  (See  it,  supra,  pp.  485-488 — 
Bep.)  On  the  face  of  the  patent  it  purports  to  be  a  new  and  useful 
improvement  in  process  for  decomposing  fats,  and  it  appears  that 
the  inventors  obtained  a  patent  for  the  improvement  in  France  two 
years  before  the  complainant  left  England  to  return  to  the  United 
States,  and  more  than  three  years  before  the  complainant  obtained 
his  new  patent  in  this  country,  in  which  he  left  out  all  of  the  ex- 
treme and  unexampled  conditions  of  the  old  patent,  and  in  which 
he  stated  under  oath  that  he  verily  believed  he  was  the  original 
and  first  inventor  of  the  improvement,  and  that  it  had  never  been 
known  or  used  before  his  then  application  was  filed. 

Wright  and  Fouche  describe  their  invention  in  tlieir  specification 
as  a  new  apparatus  destined  to  produce  chemical  decomposition  by 
means  of  superheated  steam  and  water,  and  that  it  is  chiefly  in- 
tended for  the  decomposition  of  fatty  substances  into  fat-acids  and 
glycerin,  and  they  particularly  describe  the  means  to  be  employed 
and  the  mode  of  operation  when  the  pat-ented  method  is  applied  to 
that  purpose.  Drawings  are  annexed  to  the  specification,  which 
contain  figures  of  the  apparatus  to  be  employed  in  applying  the 
patented  process  in  the  decomposition  of  fatty  substances  to  obtain 
fat-acids  and  glycerin. 

Two  vessels  constructed  of  iron  or  copper  are  required  for  the 
purpose — one  is  called  the  boiler  in  the  specification,  which  it  is 
said  may  be  of  any  form,  and  the  other  is  called  the  cylinder,  and 
is  placed  on  a  base  and  elevated  higher  than  the  boiler.  Both  are 
required  to  be  sufficiently  strong  to  resist  a  pressure  of  from  ten  to 
twenty  atmospheres,  and  of  a  capacity  varying  according  to  the 
requirements  of  the  manufacture,  and  they  are  connected  by  a  tube 
extending  from  the  bottom  of  the  boiler  to  the  bottom  of  the  cylin- 
der, and  also  by  another  tube,  called  in  the  specification  the  tube 
for  ascension  to  conduct  the  superheated  water  from  the  boiler  to 
the  upper  part  of  the  cylinder,  which  terminates  in  the  interior  of 
the  cylinder  by  a  rose-jet,  or  holes  may  be  made  in  the  end  of  it,  so 
as  to  distribute  the  water  uniformly  in  the  cylinder  and  to  insure 
the  intimate  contact  between  the  superheated  water  and  the  fatty 
substance  subjected  to  the  process.  Fatty  substances  to  be  sub- 
jected to  the  process  are  placed  in  the  cylinder,  which,  with  other 
things,  is  furnished  with  a  pressure  gauge  to  indicate  the  pressure 
in  the  apparatus  used  with  devices  to  indicate  the  height  and  level 
of  the  substance  and  of  the  water  in  the  cylinder. 

Everything  being  arranged  as  described  for  applying  the  process, 
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the  boiler  is  completely  filled  with  water  aud  the  cylinder  is  filled 
with  water  to  one  third  of  his  height,  and  then  it  is  filled  to  the 
level  of  the  upper  cock,  shown  in  the  drawings,  with  the  fatty  sub- 
stances to  be  decomposed,  the  latter  substance  or  substances  being 
above  the  water  in  the  cylinder,  which  is  still  not  filled,  there 
being  a  vacant  space  in  the  cylinder  above  the  fatty  substance. 
Heat  is  then  applied  to  the  boiler,  which  is  placed  in  a  furnace 
where  it  may  be  exposed  to  fire.  By  the  direction  the  heat  is  to 
be  gradually  applied  until  the  pressure  gauge  indicates  a  pressure 
of  ten  to  twenty  atmospheres,  according  to  the  nature  of  the  fatty 
substance  to  be  decomposed. 

Minute  description  is  then  given  of  what  it  is  claimed  takes  place 
in  the  apparatus.  Superheated  water  it  is  said  acquires  an  ascend- 
ing motion,  whence  it  results  that  the  heated  water  in  the  boiler 
ascends  through  the. described  tube  into  the  cylinder,  and  being 
forcibly  drawn  out  through  the  holes  in  the  described  rose-jet, 
passes  through  the  fatty  substance  to  the  vacant  space  above,  where 
the  temperature  being  reduced,  it  descends  through  the  other  de- 
scribed tube  to  the  bottom  of  the  boiler,  where  it  is  again  heated 
and  then  recommences  its  ascending  motion  as  in  the  first  instance, 
and  so  on  during  the  operation. 

Suggestion  is  made  that  the  operation  may  be  continued  from 
five  to  eight  hours,  according  to  the  nature  of  the  fatty  substance 
composing  the  charge  and  the  degree  of  heat  and  pressure  applied, 
and  it  is  claimed  that  the  result  will  be  that  the  fatty  substance 
will  be  decomposed  and  that  the  product  will  be  fat-acids  and 
glycerin. 

In  their  specification  they  admit  that  it  is  a  well-known  scien- 
tific fact  that  fatty  substances  may  be  decomposed  by  water  under 
the  influence  of  heat  and  pressure,  which  could  not  well  be  denied 
in  view  of  the  fact  that  water  or  its  equivalent  was  used  in  all  the 
prior  processes  of  saponification,  and  of  the  great  mass  of  other 
evidence  to  support  that  proposition  which  is  embodied  in  this 
record.  Consequently  those  inventors  do  not  claim  to  be  the  dis- 
coverers of  that  scientific  truth.  All  they  claim  is  that  their  inven- 
tion consists  of  an  apparatus  wherein  water  and  the  fatty  substances 
are  heated  separately  in  two  diflferent  boilers,  the  first  boiler  being 
heated  in  the  furnace,  called  in  the  specification  the  source  of  heat, 
while  the  second  boiler,  called  the  cylinder,  is  heated  from  the  first 
boiler. 

Unlike  as  the  two  processes  are  in  so  many  material  characteris- 
tics, it  seems  almost  a  work  of  supererogation  to  enter  much  into 
details,  as  the  dissimilarity  is  apparent  in  the  whole  description  of 
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the  respective  inventions,  except  that  both  contemplate  the  employ* 
ment  of  heat  and  water  in  effecting  the  decomposition  of  fatty  sub- 
stances; and  even  in  that  respect,  they  are  widely  different,  as  the 
patentees  under  whose  patent  the  respondent  works  employ  only 
moderate  heat  as  compared  with  the  other  process,  never  exceeding 
in  practice  what  is  represented  by  a  pressure  of  one  hundred  and 
eighty  pounds  to  the  square  inch ;  and  they  also  employ  steam  as 
well  as  water  in  a  vessel  which  is  never  filled  with  the  fatty  sub- 
stance or  with  water  or  with  both  combined. 

None  of  the  other  characteristic  conditions  of  the  complainant's 
invention  are  found  in  the  specification  of  the  patent  under  which 
the  respondent  works,  full  proof  of  which  is  shown  in  the  enumera- 
tion of  those  conditions,  which  are  as  follows : 

1.  That  the  fatty  substances  to  be  treated  must  be  first  mixed 
with  water  equal  in  bulk  to  one  third  or  one  half  of  the  fatty  sub- 
stance. 

2.  That  for  that  purpose  the  fatty  substance  and  the  water  in 
the  proportions  mentioned  must  be  put  into  the  described  receiv- 
ing vessel,  where  it  must  be  subjected  to  the  action  of  the  piston 
with  the  perforated  disk  until  it  causes  the  fat  and  the  water  to 
form  an  emulsion  or  intimate  mechanical  mixture. 

3.  That  the  mixture  so  formed  must  then  be  driven  by  a  force- 
pump  through  the  connecting  tube  into  the  heating  vessel,  whether 
a  coil  of  iron  tubing  or  other  convenient  vessel,  and  be  subjected 
to  a  high  degree  of  heat  and  pressure  for  ten  minutes  to  effect  the 
decomposition  of  the  fatty  substance. 

4.  That  the  heating  vessel  must  be  closed  and  of  great  strength, 
so  that  the  requisite  amount  of  pressure  may  be  applied  to  prevent 
the  conversion  of  the  water  into  steam. 

5.  That  the  heating  vessel  must  be  filled  with  the  mixture  and 
kept  entirely  full  of  it  throughout  the  operation. 

6.  That  the  only  means  suggested  to  fulfill  the  condition  is  the 
forcing  pump,  as  the  provision  is  that  if  necessary  the  speed  of  the 
forcing  pump  should  be  increased. 

7.  That  the  heating  vessel  must  be  kept  full  of  the  mixture,  so 
that  no  steam  or  air  shall  accumulate  in  the  heating  vessel,  and  to 
preserve  the  intimate  mechanical  mixture  of  the  fatty  substance 
and  the  water,  as  the  description  does  not  suggest  any  means  to 
supply  any  deficiency  of  water  in  any  other  way,  whether  occasioned 
by  evaporation  or  by  its  being  converted  into  steam. 

8.  That  the  temperature  required  for  the  operation,  if  the  fatty 
substance  be  such  as  palm  oil,  is  510^  Fahr.,  or  if  such  as  beef  tal- 
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low  or  the  tallow  of  sheep,  it  must  be  carried  to  610°  Fahr.,  or  the 
melting-point  of  lead. 

9.  That  the  heating  vessel  should  be  tested  before  taken  into  use 
by  a  pressure  of  ten  thousand  pounds,  and  should  be  of  sufficient 
strength  to  be  safe  at  a  working  pressure  of  two  thousand  pounds 
to  the  square  inch. 

10.  That  the  apparatus  must  be  furnished  with  gauges  to  indi- 
cate the  required  heat  to  be  applied  in  the  operation,  and  with  a 
refrigerator  near  the  exit  end  of  the  apparatus  to  cool  down  the 
product  from  its  high  temperature  below  212°  Fahr.,  before  it  is 
discharged  into  the  receiving  vessel. 

Compare  these  conditions  with  the  specification  of  the  patent 
under  which  the  respondent  works  and  it  is  clear  that  he  does  not 
use  any  such  method,  process,  or  operation  as  those  described  in 
the  letters  patent  of  the  complainant. 

Witnesses  have  been  examined  by  each  party  as  experts,  to  assist 
the  court  in  making  the  comparison,  but  they  differ  so  widely  in 
their  statements  as  to  afford  the  court  but  little  aid  in  the  solution 
of  the  question.  Attention  is  also  drawn  to  the  fact  that  several 
circuit  judges  have  decided  otherwise,  to  which  the  proper  reply 
seems  to  be  that  the  proofs  before  the  court  are  much  fuller  than 
on  any  former  occasion,  and  that  the  conclusion  stated  is  the  best 
one  the  court  can  form  after  having  given  the  whole  record  an 
attentive  examination. 

Expert  witnesses  on  both  sides  have  been  examined  also  upon 
the  issue  of  infringement,  but  they  differ  so  widely  in  opinion  that 
their  testimony  affords  the  court  but  little  aid  in  deciding  the  ques- 
tion, which  after  all  must  depend  chiefly  upon  the  comparison  of 
the  descriptive  portions  of  the  two  specifications.  Hill  v.  Thomp- 
son^ 1  Webster's  Patent  Oases,  232  ;  Tamer  v.  Winter,  lb.,  77. 

Two  things  are  not  the  same  under  the  patent  law  when  one  is 
in  practice  substantially  better  than  the  other  in  a  case  where  the 
second  improvement  is  not  gained  by  the  use  of  the  same  means  or 
known  mechanical  equivalents.  Curtis  on  Patents,  4th  edition, 
§330. 

Patent  laws  have  for  their  leading  purpose  the  encouragement  of 
useful  inventions.  Practical  utility  is  their  object,  and  it  would  be 
strange  if  with  such  object  in  view  the  law  should  consider  two 
things  substantially  the  same  which  practically  and  in  reference  to 
their  utility  are  substantially  different.     lb.,  §  331. 

Slight  differences  in  degree  cannot  be  regarded  as  of  weight  in 
determining  the  question  of  substantial  similarity  or  substantial 
difference,  but  in  all  cases  the  question  whether  the  difference  in 


Oct.  1873.]  Klein  v.  Eussell.  587 

Syllabaa. 

degree  is  sufficient  or  insufficient  to  prove  the  alleged  infringement 
is  a  question  of  fact  to  be  determined  by  the  jury  in  an  action  at 
law,  or  by  the  court  in  a  suit  in  equity.  Cahoon  v.  Bing,  1  Clif- 
ford, 621. 

Differences,  however,  so  great  as  are  exhibited  in  this  record 
relieve  the  case,  in  the  judgment  of  the  court,  from  all  doubt,  and 
warrant  the  conclusion  that  the  process  under  which  the  respondent 
works  is  substantially  different  from  that  of  the  complainant. 

On  the  twenty-third  of  November,  1867,  the  patent  of  the  com* 
l)lainant  was  extended  for  seven  years  from  the  expiration  of  the 
fourteen  years  for  which  the  original  patent  v/as  granted.  Subse- 
quently, to  wit,  on  the  sixth  of  March,  1871,  the  complainant 
instituted  a  second  Ruit  against  the  respondent  founded  upon  the 
extended  patent,  which  is  number  340  on  the  calendar.  Both  cases 
were  heard  at  the  same  time.  Suffice  it  to  say  in  respect  to  the 
latter  that  the  pleadings,  issues,  and  proofs  in  the  two  cases  are 
substantially  the  same^  and  that  the  latt.er  must  be  disposed  of  in 
the  same  way  as  the  preceding  case. 

Decrees  were  entered  in  these  cases  respectively  in  the  Circuit 
Court  in  favor  of  the  complainant,  each  of  which  must  be  reversed. 

Decree  in  bach  case  reversed  with  costs,  and  the  cases  respect- 
ively remanded  with  direction  to  dismiss  the  respective  bills  of  com- 
])laint. 

Justices  SwAYNB,  Strong,  and  Bradley  dissented. 
Mr.  Justice  Davis  took  no  part  in  the  judgment. 


Klein  v,  Russell. 

(19  Wallace,  433.) 

1.  Where  od  a  trial  for  infringement  of  a  reissue  of  letters  patent — the  defense  being  a 

want  of  novelty — a  defendant  requests  the  court  below  to  direct  the  jury  to  bring 
in  a  verdict  for  the  defendant  (no  objection  being  then  or  having  during  the  trial 
been  taken  by  such  defendant,  that  the  reissue  was  for  a  diflferent  invention  from 
that  secured  by  the  original  patent,)  and  the  request  for  tlie  direction  just  stated 
not  having  been  on  that  ground,  but  on  the  ground  of  the  evidence  "  relative  to 
the  alleged  prior  use  of  the  process,  and  tlie  novelty,  and  usefulnef»s,  character, 
and  effect  of  the  alleged  invention  being  so  decisive  as  to  entitle  the  defendant  to 
a  verdict" — and  the  request  has  been  refused — the  defendant  cannot  assign  as 
error  the  refusal  to  give  the  direction,  becau«*e  the  reissue  was  not  for  the  same 
invention  afl  was  the  original  patent. 

2.  A  reissue  is  primd  facie  to  be  presumed  to  be  for  the  same  invention  as  is  the  orig- 

inal patent. 
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3.  A  direction  to  find  for  one  party  or  the  other  can  only  be  given  where  there  is  dc 

conflict  of  evidence. 

4.  Where,  on  a  question  of  novelty  in  a  patented  process,  a  witness  has  stated  that, 

after  the  patent,  he  was  using  a  particular  process  which  he  had  been  using  frr 
twenty  years  before,  (a  process  which  the  defendant  affirmed  to  be  the  same  as  t:.e 
one  patented,)  it  is  allowable  to  ask  the  witness  whether  the  patentee  had  on 
forbid  him  to  use  what  he  was  then  using;  the  purpose  of  the  question  beme  tc 
show  that  the  patentee  had  forbid  him,  and  that  the  witness  then  disclaimed  mkz 
the  patented  process,  and  said  that  he  had  "a  way  of  his  own"  which  he  wa« 
using. 

5.  It  is  allowable  to  ask  a  witness  of  the  opposite  side,  who  has  referred  to  and  S3:<i 

that  he  had  seen  and  copied  a  paper  in  reference  to  the  expenses  of  the  suit.  Ftib- 
scribed  by  various  persons,  what  were  the  contents  of  the  paper;  the  purpose oi 
the  question  being  to  show  by  the  answer  that  the  defendant's  witnesses  were  ia » 
combination  to  defeat  the  plainti£f  and  to  share  the  expense  of  the  opposition.  I: 
was  not  necessary  prior  to  the  question  to  call  on  any  one  to  produce  the  orig.Qii 
paper. 

6.  When  a  patent  is  on  trial  and  the  question  in  issue  involves  the  matter  of  noveltr. 

utility,  and  modus  operandi,  it  ia  proper  enough  to  ask  what  the  effect  of  the  pat- 
ented invention  has  been. 

7.  In  construing  a  patent  courts  should  proceed  in  a  liberal  spirit,  so  as  to  sustain  the 

patent  and  the  construction  claimed  by  the  patentee,  if  it  can  be  done  consisteDtlr 
with  the  language  which  he  has  employed;  and  this  applies  to  a  reissue  as  moch 
as  to  an  original  patent. 

8.  Hence  when  there  has  been  a  reissue  on  an  original  patent,  and  the  meaning  of  the 

specification  and  claim  in  the  reissue  is  not  perfectly  clear,  they  may  be  read  br 
the  light  of  the  specification  and  claim  of  the  original  patent,  and  if  they  an  U 
sustained  consistently  with  the  language  there  used,  be  sustained  by  them. 

9.  A  request  which  asks  the  court  to  charge  that  if  a  process  patented  was  known  :c 

others  more  than  two  years  before  ike  plaintiff  applied  for  his  patent,  the  plaintiff's 
patent  is  void — is  rightly  refused. 

10.  Where  a  specification  in  describing  the  mode  of  treating  articles  with  a  patent^ 
process  (a  liquid)  said  that  "  it  is  desirable  to  heat  the  latter  to  or  near  the  boilm 
point,**  and  there  was  testimony  that  if  applied  while  in  that  state  to  the  article^ 
to  be  treated  it  would  greatly  injure  them,  as  also  that  if  it  was  suffered  to  co'l 
before  being  applied  it  possessed  virtue,  a  request  which  asked  the  court  to  charge 
that  the  proper  construction  of  the  patent  is  that  if  the  liquid  applied  at  such  a 
temperature  is  injurious  and  pernicious,  the  patent  is  void  for  want  of  utility.  i> 
rightly  modified  by  a  change  which  makes  the  charge  say  to  the  jury  that  the 
proper  construction  is  that  the  liquid  should  be  applied  at  or  near  the  boihng-}>o:D> 
under  the  common  knowledge  of  persons  skilled  in  the  art  of  treating  the  articlef  to 
be  affected  and  to  procure  the  desired  results,  and  in  reference  to  the  fact  whether 
(see  infra,  p.  596,  note)  such  knowledge  would  make  them  wait  until  it  was  par- 
tially cooled  before  its  application ;  and  that  if  the  application  of  the  liquid  »t 
such  a  temperature  as  is  required  by  the  specification,  under  this  qualijicatm, 
was  injurious  and  pernicious,  then  that  the  patent  was  void  for  want  of  ntilitr. 

11.  Where  ore  claim  of  a  patent  was  for  treatment  by  a  compound  composed  of  aliqQi*^ 
and  other  ingredients  mentioned,  a  request  for  an  instruction  that  the  addition  to 
the  liquid  of  the  ingredients  is  not  patentable  if  such  addition  does  not  change  the 
properties  of  the  liquid,  or  its  effect  or  usefulness,  when  appfSed  to  the  purpof^ 
mentioned  in  the  patent,  is  rightly  modified  by  charging  as  requested  with  t^.^ 
addition  of  the  words  "or  to  other  like  purposes.** 

12.  A  claim  for  a  compound  is  not  void  because  the  specification  does  not  prescri>)^ 
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exact  and  UDvarying  proportions  in  the  ingredients  of  a  compound;  some  of  the 
ingredients  being,  ex.  gr.,  coloring  matter,  which  the  specification  says  may  '*  be 
omitted  or  modified  as  desired." 
13.  A  court  is  not  bound  to  comply  with  requests  for  charges  on  points  not  raised  by 
the  evidence;  nor  when  it  has  charged  generally  on  the  subject  in  its  general 
charge,  to  repeat  itself  by  answering  requests  for  the  same  instructions. 

Error  to  the  Circuit  Court  for  the  Northern  District  of  New 
York ;  in  which  court  one  Russell,  a  glover,  of  Gloversville,  New 
York,  brought  suit  against  Klein,  glover,  in  the  same  place,  for  an 
infringement  of  a  patent.  The  plaintiff  got  a  verdict ;  the  defend- 
ant having  in  the  course  of  the  trial  taken  various  exceptions,  on 
which  the  case  was  now  here. 

The  case  was  thus: 

In  August,  1869,  Jlussell  obtained  a  patent  for  a  new  and  use- 
ful improved  process  of  treating  leather  so  as  to  render  it  suitable 
for  the  manufacture  of  gloves.     The  specification  said  : 

''My  invention  consists  in  a  novel  treatment  of  what  is  known 
as  *  bark-tanned  lamb  or  sheep  skin,'  an  article  used  by  book- 
binders, and  which,  while  sufficiently  soft  and  supple  for  the  pur- 
poses of  their  trade,  is  too  harsh  and  stiff  for  glove-making  and  a 
variety  of  other  purposes.  This  objection  is  removed  by  my  treat- 
ment of  the  article,  and  the  leather  rendered  so  soft  and  free,  yet 
full  in  respect  of  body,  as  to  adapt  it,  among  other  purposes  or 
uses,  to  the  making  of  what  are  termed  '  dogskin  gloves.' 

*'The  process  I  adopt,  and  which  constitutes  my  invention,  is  as 
follows  :  I  take  of  *  fat  liquor  '  obtained  in  scouring  deerskin  after 
tanning  in  oil,  say  ten  gallons,  and  warm  the  same  by  heatiTig  to  or 
near  the  boiling-point,  I  then  add  to  such  heated  fat  liquor  eight 
ounces  of  sal  soda,  twelve  ounces  of  common  salt,  one  pint  of  soft- 
soap,  and  four  ounces  of  Venetian  red,  and  stir  and  mix  these 
several  ingredients  with  the  fat  liquor.  This  forms  the  treating 
mixture  or  compound  ;  and  when  made  in  the  foregoing  quantity 
will  suffice  for  five  or  six  dozen  skins,  but  of  course  such  quantity 
may  be  more  or  less  varied,  as  may  also  the  proportions  of  the 
ingredients;  and  the  Venetian  red  or  other  coloring  matter  is  mod- 
ified or  omitted  as  desired. 

''To  eflFect  the  treatment  hereinbefore  referred  to,  of  the  bark- 
tanned  lamb  or  sheep  skins,  I  lay  said  skin  on  a  table  or  other 
suitable  surface,  and  ricb  the  above-described  compound  on  to  both 
sides  of  it,  using  for  the  purpose  a  horse  or  other  suitable  brush  or 
rubber,  by  which  it  can  be  worked  into  the  skin,  that  is  afterward 
hung  out  to  dry,  and  subsequently  'staked,'  when  the  character  of 
the  skin  will  be  found  entirely  changed  from  harshness  to  softness, 
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and  in  other  respects,  thereby  adapting  it  to  the  manufacture  of 
gloves  of  the  description  previously  named,  and  to  a  variety  of  other 
purposes  for  which  said  skin  was  not  suitable  prior  to  the  treatment 
of  it  I  have  herein  described." 

The  claim  was  thus : 

''What  is  here  claimed  and  desired  to  be  secured  by  letters 
patent  is  the  process  substantially  as  herein  described^  of  treating 
bark-tanned  lamb  or  sheep  skin  by  means  of  a  compound  composed 
and  applied  essentially  as  specified.*' 

On  the  Ist  of  February,  1870,  Russell  got  a  reissue  of  this  patent 
under  the  thirteenth  section  of  the  Patent  Act,  (6  Stat,  at  Large, 
122,)  which  permits  a  patentee,  whenever  any  patent  is  "inopera- 
tive or  invalid  by  reason  of  a  defective  or  insufficient  description  or 
specification,  or  by  reason  of  the  patentee  claiming  in  his  specifica- 
tion as  his  own  invention  more  than  he  had  a  right  to  claim  as 
new,  if  the  error  has  arisen  by  inadvertency,  accident,  or  mistake/* 
to  apply  for  a  new  patent,  and  in  such  case  authorizes  a  new  patent 
to  be  issued  for  '*  the  same  invention,"  in  accordance  with  the  pat- 
entee's corrected  description  and  specification. 

In  the  reissue,  the  invention  having  been  described  exactly  as  in 
the  original  patent,  the  si)ecification  said : 

"  The  principal  feature  of  the  invention  consists  in  the  employ- 
ment of  what  is  known  amongst  tanners  and  others  as  ^fat  liquor,' 
which  is  ordinarily  obtained  by  scouring  deerskins  after  tanning 
in  oil,  but  which,  when  it  is  not  convenient  to  obtain  in  this  man- 
ner, may  be  produced  as  a  liquor  having  the  same  character  ob- 
tained by  the  cutting  of  oil  with  a  suitable  alkali. 

In  treating  leather  with  the  *fat  liquor,'  it  is  desirable  to  heat 
the  latter  to  or  near  the  boiling-point,  and  it  is  pre/erred  to  use  the 
same  in  connection  with  other  ingredients.  Thus,  for  instance, 
there  may  be  added  to  each  ten  gallons  of  such  heated  fat  liquor 
eight  ounces  of  sal  soda,  twelve  ounces  common  salt,  one  pint  of 
soft  soap  or  an  equivalent  quantity  of  hard  soap,  and  four  ounces 
of  Venetian  red,  such  ingredients  to  be  well  stirred  and  mixed  with 
the  fat  liquor. 

**This  forms  a  good  treating  mixture  or  compound,  and,  when 
made  in  the  foregoing  quantity,  will  suffice  for  five  or  six  dozeu 
skins;  but,  of  course,  such  quantity  may  be  more  or  less  varied,  as 
may  also  the  proportions  of  the  ingredients,  and  the  Venetian  red, 
or  other  coloring  matter,  be  modified  or  omitted  as  desired, 

'*Toeflfect  the  treatment  hereinbefore  referred  to,  of  the  bark- 
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tanned  lamb  or  sheep  skin,  the  same  should  be  tveU  dipped  in  or 
saturated  with  the  fat  liquor  or  compound  of  which  fat  liquor  is 
the  base.  This  may  be  done  by  laying  the  skin  to  be  treated  on  a 
table  or  other  suitable  surface  and  rubbing  the  fat  liquor  or  com- 
pound on  or  into  both  sides  of  the  skin,  using  for  the  purpose  a 
horse  or  other  suitable  brush  or  rubber,  by  which  it  can  be  worked 
into  the  skin,  that  is  afterward  hung  out  to  dry,  and  subsequently 
*  staked,'  when  the  character  of  said  skin  will  be  found  entirely 
changed  from  harshness  to  softness,  and  other  respects,  thereby 
adapting  it  to  the  manufacture  of  gloves  of  the  description  pre- 
viously named,  and  to  a  variety  of  other  purposes  for  which  said 
skin  was  not  suitable  prior  to  the  treatment  of  it  I  have  herein 
described." 

The  claim  was  thus: 

"What  is  here  claimed  and  desired  to  be  secured  by  letters 
patent  is : 

"1.  The  employment  o{  fat  liquor  in  the  treatment  of  leather 
substantially  as  specified. 

"2.  The  process,  substantially  as  herein  described,  of  treating 
bark-tanned  lamb  or  sheep  skin  by  means  of  a  compound  composed 
and  applied  essentially  as  specified/' 

Upon  this  reissue  Russell  sued  Klein  as  an  infringer.  His  alle- 
gation was  that  bark-tanned  leather  before  his  treatment  of  it  was 
harsh,  "squeaky,"  and  unsuitable  for  gloves;  but  that  by  his 
process,  which,  as  he  alleged,  included  heating  the  fat  liquor,  the 
"squeak"  was  removed,  and  the  leather  rendered  soft,  pliable, 
and  suitable  for  a  fine  glove;  that  the  treatment  costing  little 
greatly  enhanced  the  value  of  the  leather,  and  furnished  a  cheaper 
material  for  gloves  than  any  other  of  the  same  quality  and  value. 

The  plaintiff's  charge  of  infringement  was  wholly  confined  to 
the  use  of  his  process,  including  heat ;  and  there  was  no  allegation 
that  the  defendant  had  violated  the  plaintiff's  rights  by  using  fat 
liquor  without  heating  it. 

The  defense  was  want  of  novelty.  The  case  was  heard  before 
the  district  judge,  sitting  on  the  circuit.  Numerous  witnesses  in 
behalf  of  the  defendant  swore  that  the  application  of  fat  liquor  to 
leather,  for  the  purpose  of  making  it  soft  and  pliable,  had  been 
known  and  in  more  or  less  use  for  many  years;  though  they  did 
not  swear  clearly  that  the  application  of  fat  liquor  in  a  heated  state 
with  the  effects  which,  in  that  state,  it  produced  had  been  thus 
known  or  in  use;  and  there  was  no  proof  by  them  of  any  use  of 
fat  liquor  since  the  plaintiff's  process  had  been  patented  otherwise 
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admitting  only  a  small  charge  of  the  fatty  substance  or  mixture 
to  be  treated,  are  not  entitled  to  much  weight  in  determining  such 
an  issue,  however  satisfactory  the  analysis  may  have  been  to  the 
chemist  who  conducted  it,  as  the  issue  necessarily  involves  very 
difficult  questions  of  mechanics  as  well  as  of  chemistry. 

Taken  as  a  whole  the  evidence  convinces  the  court  that  the  pat- 
entee never  did  succeed  in  introducing  his  invention  into  practical 
use  by  the  means  and  in  the  mode  of  operation  described  in  the 
specification  to  such  an  extent  as  would  warrant  the  court  in  find- 
ing that  issue  in  his  favor. 

Doubts  of  a  very  serious  character  are  also  entertained  by  the 
court  whetlier  the  patented  process,  unless  divested  of  its  extreme 
and  unparalleled  conditions,  can  ever  be  reduced  to  practice  by  the 
means  and  in  the  mode  of  operation  described  in  the  specification, 
so  as  to  be  practically  useful  or  safe  to  the  operator,  but  the  proo!'s 
are  very  conflicting  upon  the  point,  and  inasmuch  as  it  is  impossi- 
ble to  foresee  what  future  experiments  may  do  in  the  way  of  over- 
coming the  existing  doubts  and  difficulties,  the  court  is  not  inclined 
to  rest  their  decision  entirely  upon  that  ground. 

3.  Passing  from  that,  the  next  question  is  whether  the  i)roofs 
show  that  the  respondent  practiced  and  used  the  patented  process  of 
the  complainant,  when  properly  construed  and  defined,  as  charged 
in  the  bill  of  complaint. 

Such  an  inquiry  cannot  be  intelligently  considered  without  first 
ascertaining  what  the  respondent's  process  is,  as  it  is  obvious  that 
the  two  processes  must  be  compared  in  order  to  determine  whether 
they  are  substantially  the  same  in  principle  and  mode  of  operation, 
or  substantially  different,  which  is  the  criterion  by  which  to  de- 
termine every  such  issue  as  the  one  under  consideration. 

Factories  have  been  erected  by  the  respondent  for  manufacturing 
candles,  and  he  is  largely  engaged  in  that  business,  but  he  denies 
that  he  uses  the  alleged  improvement  of  the  complainant,  or  any 
method  of  decomposing  neutral  fats  embracing  the  means  and 
mode  of  operation  described  in  the  specification  of  the  complain- 
ant's patent.  He  admits  that  in  his  process  of  manufacture  he 
uses  water  at  high  temperature^  and  steam,  and  that  he  also  uses 
such  pressure  as  arises  from  the  expansive  iorce  of  hot  water  or 
steam  in  a  close  vessel;  that  he  is  engaged  in  manufacturing  can- 
dles under  and  in  pursuance  of  letters  patent  granted  by  the  United 
States  of  the  twenty-fifth  of  January,  1859,  to  Wright  and  Fouche, 
as  subsequently  amended,  but  he  denies  that  he  employs  either 
the  method,  process,  or  apparatus  described  in  the  complainant's 
specification. 


N. 
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Appropriate  means  are  at  hand  to  enable  the  court  to  make  the 
comparison,  as  the  patent  under  which  the  respondent  works  was 
given  in  evidence  at  the  hearing.  (See  it,  supra,  pp.  485-488 — 
Hbp.)  On  the  face  of  the  patent  it  purports  to  be  a  new  and  useful 
improvement  in  process  for  decomposing  fats,  and  it  appears  that 
the  inventors  obtained  a  patent  for  the  improvement  in  France  two 
years  before  the  complainant  left  England  to  return  to  the  United 
States,  and  more  than  three  years  before  the  complainant  obtained 
his  new  patent  in  this  country,  in  which  he  left  out  all  of  the  ex- 
treme and  unexampled  conditions  of  the  old  patent,  and  in  which 
he  stated  under  oath  that  he  verily  believed  he  was  the  original 
and  first  inventor  of  the  improvement,  and  that  it  had  never  been 
known  or  used  before  his  then  application  was  filed. 

Wright  and  Fouche  describe  their  invention  in  their  specification 
as  a  new  apparatus  destined  to  produce  chemical  decomposition  by 
means  of  superheated  steam  and  water,  and  that  it  is  chiefly  in- 
tended for  the  decomposition  of  fatty  substances  into  fat-acids  and 
glycerin,  and  they  particularly  describe  the  means  to  be  employed 
and  the  mode  of  operation  when  the  patented  method  is  applied  to 
that  purpose.  Drawings  are  annexed  to  the  specification,  which 
contain  figures  of  the  apparatus  to  be  employed  in  applying  the 
patented  process  in  the  decomposition  of  fatty  substances  to  obtain 
fat-acids  and  glycerin. 

Two  vessels  constructed  of  iron  or  copper  are  required  for  the 
purpose — one  is  called  the  boiler  in  the  specification,  which  it  is 
said  may  be  of  any  form,  and  the  other  is  called  the  cylinder,  and 
is  placed  on  a  base  and  elevated  higher  than  the  boiler.  Both  are 
required  to  be  suflSiciently  strong  to  resist  a  pressure  of  from  ten  to 
twenty  atmospheres,  and  of  a  capacity  varying  according  to  the 
requirements  of  the  manufacture,  and  they  are  connected  by  a  tube 
extending  from  the  bottom  of  the  boiler  to  the  bottom  of  the  cylin- 
der, and  also  by  another  tube,  called  in  the  specification  the  tube 
for  ascension  to  conduct  the  superheated  water  from  the  boiler  to 
the  upper  part  of  the  cylinder,  which  terminates  in  the  interior  of 
the  cylinder  by  a  rose-jet,  or  holes  may  be  made  in  the  end  of  it,  sd 
as  to  distribute  the  water  uniformly  in  the  cylinder  and  to  insure 
the  intimate  contact  between  the  superheated  water  and  the  fatty 
substance  subjected  to  the  process.  Fatty  substances  to  be  sub- 
jected to  the  process  are  placed  in  the  cylinder,  which,  with  other 
things,  is  furnished  with  a  pressure  gau^e  to  indicate  the  pressure 
in  the  apparatus  used  with  devices  to  indicate  the  height  and  level 
of  the  substance  and  of  the  water  in  the  cylinder. 

Everything  being  arranged  as  described  for  applying  the  process, 
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the  boiler  is  completely  filled  with  water  and  the  cylinder  is  filled 
with  water  to  one  third  of  his  height,  and  then  it  is  filled  to  the 
level  of  the  upper  cock,  shown  in  the  drawings,  with  the  fatty  sub- 
stances to  be  decomposed,  the  latter  substance  or  substances  being 
above  the  water  in  the  cylinder,  which  is  still  not  filled,  there 
being  a  vacant  space  in  the  cylinder  above  the  fatty  substance. 
Heat  is  then  applied  to  the  boiler,  which  is  placed  in  a  furnace 
where  it  may  be  exposed  to  fire.  By  the  direction  the  heat  is  to 
be  gradually  applied  until  the  pressure  gauge  indicates  a  pressure 
of  ten  to  twenty  atmospheres,  according  to  the  nature  of  the  fatty 
substance  to  be  decomposed. 

Minute  description  is  then  given  of  what  it  is  claimed  takes  place 
in  the  apparatus.  Superheated  water  it  is  said  acquires  an  ascend- 
ing motion,  whence  it  results  that  the  heated  water  in  the  boiler 
ascends  through  the. described  tube  into  the  cylinder,  and  being 
forcibly  drawn  out  through  the  holes  in  the  described  rose-jet, 
passes  through  the  fatty  substance  to  the  vacant  space  above,  where 
the  temperature  being  reduced,  it  descends  through  the  other  de- 
scribed tube  to  the  bottom  of  the  boiler,  where  it  is  again  heated 
and  then  recommences  its  ascending  motion  as  in  the  first  instance, 
and  so  on  during  the  operation. 

Suggestion  is  made  that  the  operation  may  be  continued  from 
five  to  eight  hours,  according  to  the  nature  of  the  fatty  substance 
composing  the  charge  and  the  degree  of  heat  and  pressure  applied, 
and  it  is  claimed  that  the  result  will  be  that  the  fatty  substance 
will  be  decomposed  and  that  the  product  will  be  fat-acids  and 
glycerin. 

In  their  specification  they  admit  that  it  is  a  well-known  scien- 
tific fact  that  fatty  substances  may  be  decomposed  by  water  under 
the  influence  of  heat  and  pressure,  which  could  not  well  be  denied 
in  view  of  the  fact  that  water  or  its  equivalent  was  used  in  all  the 
prior  processes  of  saponification,  and  of  the  great  mass  of  other 
evidence  to  support  that  proposition  which  is  embodied  in  this 
record.  Consequently  those  inventors  do  not  claim  to  be  the  dis- 
coverers of  that  scientific  truth.  All  they  claim  is  that  their  inven- 
tion consists  of  an  apparatus  wherein  water  and  the  fatty  substances 
are  heated  separately  in  two  different  boilers,  the  first  boiler  being 
heated  in  the  furnace,  called  in  the  specification  the  source  of  heat, 
while  the  second  boiler,  called  the  cylinder,  is  heated  from  the  first 
boiler. 

Unlike  as  the  two  processes  are  in  so  many  material  characteris- 
tics, it  seems  almost  a  work  of  supererogation  to  enter  much  into 
details,  as  the  dissimilarity  is  apparent  in  the  whole  description  of 
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the  respective  inventions,  except  that  both  contemplate  the  employ- 
ment of  heat  and  water  in  effecting  the  decomposition  of  fatty  sub- 
stances; and  even  in  that  respect,  they  are  widely  different,  as  the 
patentees  under  whose  patent  the  respondent  works  employ  only 
moderate  heat  as  compared  with  the  other  process,  never  exceeding 
in  practice  what  is  represented  by  a  pressure  of  one  hundred  and 
eighty  pounds  to  the  square  inch ;  and  they  also  employ  steam  as 
well  as  water  in  a  vessel  which  is  never  filled  with  the  fatty  sub- 
stance or  with  water  or  with  both  combined. 

None  of  the  other  characteristic  conditions  of  the  complainant's 
invention  are  found  in  the  specification  of  the  patent  under  which 
the  respondent  works,  full  proof  of  which  is  shown  in  the  enumera- 
tion of  those  conditions,  which  are  as  follows : 

1.  That  the  fatty  substances  to  be  treated  must  be  first  mixed 
witli  water  equal  in  bulk  to  one  third  or  one  half  of  the  fatty  sub- 
stance. 

2.  That  for  that  purpose  the  fatty  substance  and  the  water  in 
the  proportions  mentioned  must  be  put  into  the  described  receiv- 
ing vessel,  where  it  must  be  subjected  to  the  action  of  the  piston 
with  the  perforated  disk  until  it  causes  the  fat  and  the  water  to 
form  an  emulsion  or  intimate  mechanical  mixture. 

3.  That  the  mixture  so  formed  must  then  be  driven  by  a  force- 
pump  through  the  connecting  tube  into  the  heating  vessel,  whether 
a  coil  of  iron  tubing  or  other  convenient  vessel,  and  be  subjected 
to  a  high  degree  of  heat  and  pressure  for  ten  minutes  to  effect  the 
decomposition  of  the  fatty  substance. 

4.  That  the  heating  vessel  must  be  closed  and  of  great  strength, 
so  that  the  requisite  amount  of  pressure  may  be  applied  to  prevent 
the  conversion  of  the  water  into  steam. 

5.  That  the  heating  vessel  must  be  filled  with  the  mixture  and 
kept  entirely  full  of  it  throughout  the  operation. 

6.  That  the  only  means  suggested  to  fulfill  the  condition  is  the 
forcing  pump,  as  the  provision  is  that  if  necessary  the  speed  of  the 
forcing  pump  should  be  increased. 

7.  That  the  heating  vessel  must  be  kept  full  of  the  mixture,  so 
that  no  steam  or  air  shall  accumulate  in  the  heating  vessel,  and  to 
preserve  the  intimate  mechanical  mixture  of  the  fatty  substance 
and  the  water,  as  the  description  does  not  suggest  any  means  to 
supply  any  deficiency  of  water  in  any  other  way,  whether  occasioned 
by  evaporation  or  by  its  being  converted  into  steam. 

8.  That  the  temperature  required  for  the  operation,  if  the  fatty 
substance  be  such  as  palm  oil,  is  510^  Fahr.,  or  if  such  as  beef  tal- 
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low  or  the  tallow  of  sheep,  it  must  be  carried  to  610°  Fahr.,or  the 
melting-point  of  lead. 

9.  That  the  heating  vessel  should  be  tested  before  taken  into  use 
by  a  pressure  of  ten  thousand  pounds,  and  should  he  of  sufficient 
strength  to  be  safe  at  a  working  pressure  of  two  thousand  pounds 
to  the  square  inch. 

10.  That  the  apparatus  must  be  furnished  with  gauges  to  indi- 
cate the  required  heat  to  be  applied  in  the  operation,  and  with  a 
refrigerator  near  the  exit  end  of  the  apparatus  to  cool  down  the 
product  from  its  high  temperature  below  212°  Fahr.,  before  it  is 
discharged  into  the  receiving  vessel. 

Compare  these  conditions  with  the  specification  of  the  patent 
under  which  the  respondent  works  and  it  is  clear  that  he  does  not 
use  any  such  method,  process,  or  operation  as  those  described  in 
the  letters  patent  of  the  complainant. 

Witnesses  have  been  examined  by  each  party  as  experts,  to  assist 
the  court  in  making  the  comparison,  but  they  differ  so  widely  in 
their  statements  as  to  afford  the  court  but  little  aid  in  the  solution 
of  the  question.  Attention  is  also  drawn  to  the  fact  that  several 
circuit  judges  have  decided  otherwise,  to  which  the  proper  reply 
seems  to  be  that  the  proofs  before  the  court  are  much  fuller  than 
on  any  former  occasion,  and  that  the  conclusion  stated  is  the  best 
one  the  court  can  form  after  having  given  the  whole  record  an 
attentive  examination. 

Expert  witnesses  on  both  sides  have  been  examined  also  upon 
the  issue  of  infringement,  but  they  differ  so  widely  in  opinion  that 
their  testimony  affords  the  court  but  little  aid  in  deciding  the  ques- 
tion, which  after  all  must  depend  chiefly  upon  the  comparison  of 
the  descriptive  portions  of  the  two  specifications.  HUl  v.  Thomp- 
8071  y  1  Webster's  Patent  Cases,  232  ;  Turner  v.  Winter y  lb.,  77. 

Two  things  are  not  the  same  under  the  patent  law  when  one  is 
in  practice  substantially  better  than  the  other  in  a  case  where  the 
second  improvement  is  not  gained  by  the  use  of  the  same  means  or 
known  mechanical  equivalents.  Curtis  on  Patents,  4th  edition, 
§330. 

Patent  laws  have  for  their  leading  purpose  the  encouragement  of 
useful  inventions.  Practical  utility  is  their  object,  and  it  would  be 
strange  if  with  such  object  in  view  the  law  should  consider  two 
things  substantially  the  same  which  practically  and  in  reference  to 
their  utility  are  substantially  different.     lb.,  §  331. 

Slight  differences  in  degree  cannot  be  regarded  as  of  weight  in 
determining  the  question  of  substantial  similarity  or  substantial 
difference,  but  in  all  cases  the  question  whether  the  difference  in 
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degree  is  sufficient  or  insufficient  to  prove  the  alleged  infringement 
is  a  question  of  fact  to  be  determined  by  the  jury  in  an  action  at 
law,  or  by  the  court  in  a  suit  in  equity.  Cahoon  v.  Ring,  1  Clif- 
ford, 621. 

Differences,  however,  so  great  as  are  exhibited  in  this  record 
relieve  the  case,  in  the  judgment  of  the  court,  from  all  doubt,  and 
warrant  the  conclusion  that  the  process  under  which  the  respondent 
works  is  substantially  different  from  that  of  the  complainant. 

On  the  twenty-third  of  November,  1867,  the  patent  of  the  com- 
])lainant  was  extended  for  seven  years  from  the  expiration  of  the 
fourteen  years  for  which  the  original  patent  was  granted.  Subse- 
quently, to  wit,  on  the  sixth  of  March,  1871,  the  complainant 
instituted  a  second  suit  against  the  respondent  founded  upon  the 
extended  patent,  which  is  number  340  on  the  calendar.  Both  cases 
were  heard  at  the  same  time.  Suffice  it  to  say  in  respect  to  the 
latter  tliat  the  pleadings,  issues,  and  proofs  in  the  two  cases  are 
substantially  the  same,  and  that  the  latter  must  be  disposed  of  in 
the  same  way  as  the  preceding  case. 

Decrees  were  entered  in  these  cases  respectively  in  the  Circuit 
Court  in  favor  of  the  complainant,  each  of  which  must  be  reversed. 

Decree  in  each  case  reversed  with  costs,  and  the  cases  respect- 
ively remanded  with  direction  to  dismiss  the  respective  bills  of  com- 
])laint. 

Justices  SwAYNE,  Strong,  and  Bradley  dissented. 
Mr.  Justice  Davis  took  no  part  in  the  judgment. 


Klein  v,  Russell. 

(19  WaUace,  433.) 

1.  Where  on  a  trial  for  infringement  of  a  reissue  of  letters  patent — the  defense  being  a 

want  of  novelty — a  defendant  requests  the  court  below  to  direct  the  jury  to  bring 
in  a  verdict  for  the  defendant  (no  objection  being  then  or  having  during  the  trial 
been  taken  by  sach  defendant,  that  the  reissue  was  for  a  different  invention  from 
that  secured  by  the  original  patent,)  and  the  request  for  the  direction  just  stated 
not  having  been  on  that  ground,  but  on  the  ground  of  tlie  evidence  "  relative  to 
the  alleged  prior  use  of  the  process,  and  the  novelty,  and  usefulness,  character, 
and  effect  of  the  alleged  invention  being  so  decisive  as  to  entitle  the  defendant  to 
a  verdict" — and  the  request  has  been  refused — the  defendant  cannot  assign  as 
error  the  refusal  to  give  the  direction,  becau<«e  the  reissue  was  not  for  the  same 
invention  as  was  the  original  patent. 

2.  A  reissue  is  primd  facie  lo  be  presumed  to  be  for  the  same  invention  as  is  the  orig* 

inal  patent. 
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3.  A  direction  to  find  for  one  party  or  the  other  can  only  be  given  where  there  is  no 

conflict  of  evidence. 

4.  Where,  on  a  question  of  novelty  in  a  patented  process,  a  witness  has  stated  that, 

after  the  patent,  he  was  using  a  particular  process  which  he  had  been  using  for 
twenty  years  before,  (a  process  which  the  defendant  affirmed  to  be  the  same  as  the 
one  patented,)  it  is  allowable  to  ask  the  witness  whether  the  patentee  had  not 
forbid  him  to  use  what  he  was  then  using;  the  purpose  of  the  question  being  to 
show  that  the  patentee  had  forbid  him,  and  that  the  witness  then  disclaimed  using 
the  patented  process,  and  said  that  he  had  "a  way  of  his  own"  which  he  was 
using. 

5.  It  is  allowable  to  ask  a  witness  of  the  opposite  side,  who  has  referred  to  and  said 

that  he  had  seen  and  copied  a  paper  in  reference  to  the  expenses  of  the  suit,  sub- 
scribed by  various  persons,  what  were  the  contents  of  the  paper;  the  purpose  of 
the  question  being  to  show  by  the  answer  that  the  defendant's  witnesses  were  in  a 
combination  to  defeat  the  plainti£f  and  to  share  the  expense  of  the  opposition.  It 
was  not  necessary  prior  to  the  question  to  call  on  any  one  to  produce  the  original 
paper. 

6.  When  a  patent  is  on  trial  and  the  question  in  issue  involves  the  matter  of  novelty. 

utility,  and  modu8  operandi,  it  is  proper  enough  to  ask  what  the  effect  of  the  pat- 
ented invention  has  been. 

7.  In  construing  a  patent  courts  should  proceed  in  a  liberal  spirit,  so  as  to  sustain  the 

patent  and  the  construction  claimed  by  the  patentee,  if  it  can  be  done  consistently 
with  the  language  which  he  has  employed;  and  this  applies  to  a  reissue  as  much 
as  to  an  original  patent. 

8.  Hence  when  there  has  been  a  reissue  on  an  original  patent,  and  the  meaning  of  the 

specification  and  claim  in  the  reissue  is  not  perfectly  clear,  they  may  be  read  by 
the  light  of  the  specification  and  claim  of  the  original  patent,  and  if  they  can  be 
sustained  consistently  with  the  language  there  used,  be  sustained  by  them. 

9.  A  request  which  asks  the  court  to  charge  that  if  a  process  patented  was  known  to 

others  more  than  two  years  before  the  plaintiff  applied  for  his  patent,  the  plaintiff's 
patent  is  void — is  rightly  refused. 

10.  Where  a  specification  in  describing  the  mode  of  treating  articles  with  a  patented 
process  (a  liquid)  said  that  "  it  is  desirable  to  heat  the  lalter  to  or  near  the  boiling- 
point,*'  and  there  was  testimony  that  if  applied  while  in  that  state  to  the  articles 
to  be  treated  it  would  greatly  injure  them,  as  also  that  if  it  was  suffered  to  cool 
before  being  applied  it  pos.sessed  virtue,  a  request  which  asked  the  court  to  charge 
that  the  proper  construction  of  the  patent  is  that  if  the  liquid  applied  at  such  a 
temperature  is  injurious  and  pernicious,  the  patent  is  void  for  want  of  utility,  is 
rightly  modified  by  a  change  which  makes  the  charge  say  to  the  jury  that  the 
proper  construction  is  that  the  liquid  should  be  applied  at  or  near  the  boiling-()oint 
under  the  common  knowledge  of  persons  skilled  in  the  art  of  treating  the  articles  to 
be  affected  and  to  procure  the  desired  results,  and  in  reference  to  the  fact  whether 
(see  infra,  p.  596,  note)  such  knowledge  would  make  them  wait  until  it  was  par- 
tially cooled  before  its  application ;  and  that  if  the  application  of  the  liquid  at 
such  a  temperature  as  is  required  by  the  specification,  under  this  qualificatwn, 
was  injurious  and  pernicious,  then  that  the  patent  was  void  for  want  of  utility. 

11.  Where  ore  claim  of  a  patent  was  for  treatment  by  a  compound  composed  of  a  liquid 
and  other  ingredients  mentioned,  a  request  for  an  instruction  that  the  addition  to 
the  liquid  of  the  ingredients  is  not  patentable  if  such  addition  does  not  change  the 
properties  of  the  liquid,  or  its  effect  or  usefulness,  when  appfted  to  the  purposes 
mentioned  in  the  patent,  is  rightly  modified  by  charging  as  requested  with  the 
addition  of  the  words  **or  to  other  like  purposes." 

12.  A  claim  for  a  compound  is  not  void  because  the  specification  does  not  prescribe 
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exact  and  unvar/iDg  proportions  in  the  ingredients  of  a  compound ;  some  of  the 
ingredients  being,  tx.gr.,  coloring  matter,  which  the  specification  says  may  "be 
omitted  or  modified  as  desired." 
13.  A  court  is  not  bound  to  comply  with  requests  for  charges  on  points  not  raised  by 
the  evidence;  nor  when  it  has  charged  generally  on  the  subject  in  its  general 
charge,  to  repeat  itself  by  answering  requests  for  the  same  instructions. 

Error  to  the  Circuit  Court  for  the  Northern  District  of  New- 
York ;  in  which  court  one  Russell,  a  glover,  of  Gloversville,  New 
York,  brought  suit  against  Klein,  glover,  in  the  same  place,  for  an 
infringement  of  a  patent.  The  plaintiff  got  a  verdict ;  the  defend- 
ant having  in  the  course  of  the  trial  taken  various  exceptions,  on 
which  the  case  was  now  here. 

The  case  was  thus: 

In  August,  1869,  Jlussell  obtained  a  patent  for  a  new  and  use- 
ful improved  process  of  treating  leather  so  as  to  render  it  suitable 
for  the  manufacture  of  gloves.     The  specification  said  : 

*^  My  invention  consists  in  a  novel  treatment  of  what  is  known 
as  '  bark-tanned  lamb  or  sheep  skin,'  an  article  used  by  book- 
binders, and  which,  while  sufficiently  soft  and  supple  for  the  pur- 
poses of  their  trade,  is  too  harsh  and  stiff  for  glove-making  and  a 
variety  of  other  purposes.  This  objection  is  removed  by  my  treat- 
ment of  the  article,  and  the  leather  rendered  so  soft  and  free,  yet 
full  in  respect  of  body,  as  to  adapt  it,  among  other  purposes  or 
uses,  to  the  making  of  what  are  termed  '  dogskin  gloves.' 

*'The  process  I  adopt,  and  which  constitutes  my  invention,  is  as 
follows :  I  take  of  *  fat  liquor  '  obtained  in  scouring  deerskin  after 
tanning  in  oil,  say  ten  gallons,  and  warm  the  same  by  heating  to  or 
near  the  hoiling-point.  I  then  add  to  such  heated  fat  liquor  eight 
ounces  of  sal  soda,  twelve  ounces  of  common  salt,  one  pint  of  soft- 
soap,  and  four  ounces  of  Venetian  red,  and  stir  and  mix  these 
several  ingredients  with  the  fat  liquor.  This  forms  the  treating 
mixture  or  compound  ;  and  when  made  in  the  foregoing  quantity 
will  suffice  for  five  or  six  dozen  skins,  but  of  course  such  quantity 
may  be  more  or  less  varied,  as  may  also  the  proportions  of  the 
ingredients;  and  the  Venetian  red  or  otlier  coloring  matter  is  mod- 
ified or  omitted  as  desired. 

''To  effect  the  treatment  hereinbefore  referred  to,  of  the  bark- 
tanned  lamb  or  sheep  skins,  I  lay  said  skin  on  a  table  or  other 
suitable  surface,  and  rub  the  above-described  compound  on  to  both 
sides  of  it,  using  for  the  purpose  a  horse  or  other  suitable  brush  or 
rubber,  by  which  it  can  be  worked  into  the  skin,  that  is  afterward 
hung  out  to  dry,  and  subsequently  'staked,'  when  the  character  of 
the  skin  will  be  found  entirely  changed  from  harshness  to  softness, 
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and  in  other  respects,  thereby  adapting  it  to  the  manufacture  of 
gloves  of  the  description  previously  named,  and  to  a  variety  of  other 
purposes  for  which  said  skin  was  not  suitable  prior  to  the  treatment 
of  it  I  have  herein  described." 

The  claim  was  thus : 

**What  is  here  claimed  and  desired  to  be  secured  by  letters 
patent  is  the  process  svhstantially  as  herein  described^  of  treating 
bark-tanned  lamb  or  sheep  skin  by  means  of  a  compound  composed 
and  applied  essentially  as  specified,*' 

On  the  Ist  of  February,  1870,  Russell  got  a  reissue  of  this  pateut 
under  the  thirteenth  section  of  the  Patent  Act,  (5  Stat,  at  Large, 
122,)  which  permits  a  patentee,  whenever  any  pateut  is  "inopera- 
tive or  invalid  by  reason  of  a  defective  or  insufficient  description  or 
specification,  or  by  reason  of  the  patentee  claiming  in  his  specifica- 
tion as  his  own  invention  more  than  he  had  a  right  to  claim  as 
new,  if  the  error  has  arisen  by  inadvertency,  accident,  or  mistake," 
to  apply  for  a  new  patent,  and  in  such  case  authorizes  a  new  patent 
to  be  issued  for  "  the  same  invention^**  in  accordance  with  the  pat- 
entee's corrected  description  and  specification. 

In  the  reissue,  the  invention  having  been  described  exactly  as  in 
the  original  patent,  the  specification  said : 

"  The  principal  feature  of  the  invention  consists  in  the  employ- 
ment of  what  is  known  amongst  tanners  and  others  as  ^fat  liquor,' 
which  is  ordinarily  obtained  by  scouring  deerskins  after  tanning 
in  oil,  but  which,  when  it  is  not  convenient  to  obtain  in  this  man- 
ner, may  be  produced  as  a  liquor  having  the  same  character  ob- 
tained by  the  cutting  of  oil  with  a  suitable  alkali. 

In  treating  leather  with  the  *fat  liquor,'  it  is  desirable  to  heat 
the  latter  to  or  near  the  boiling-pointy  and  it  is  pre/erred  to  use  the 
same  in  connection  with  other  ingredients.  Thus,  for  instance, 
there  may  be  added  to  each  ten  gallons  of  such  heated  fat  liquor 
eight  ounces  of  sal  soda,  twelve  ounces  common  salt,  one  pint  of 
soft  soap  or  an  equivalent  quantity  of  hard  soap,  and  four  ounces 
of  Venetian  red,  such  ingredients  to  be  well  stirred  and  mixed  with 
the  fat  liquor. 

*'This  forms  a  good  treating  mixture  or  compound,  and,  when 
made  in  the  foregoing  quantity,  will  suffice  for  five  or  six  dozeu 
skins;  but,  of  course,  such  quantity  may  be  more  or  less  varied,  as 
may  also  the  proportions  of  the  ingredients^  and  the  Venetian  red, 
or  other  coloring  matter,  be  Tnodified  or  omitted  as  desired, 

"To  effect  the  treatment  hereinbefore  referred  to,  of  the  bark- 
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tanned  lamb  or  sheep  skin,  the  same  should  be  weU  dipped  in  or 
saturated  with  the  fat  liquor  or  compound  of  which  fat  liquor  is 
the  base.  This  may  be  done  by  laving  the  skin  to  be  treated  on  a 
table  or  other  suitable  surface  and  rubbing  the  fat  liquor  or  com- 
pound  on  or  into  both  sides  of  the  skin,  using  for  the  purpose  a 
horse  or  other  suitable  brush  or  rubber,  by  which  it  can  be  worked 
into  the  skin,  that  is  afterward  hung  out  to  dry,  and  subsequently 
'staked,'  when  the  character  of  said  skin  will  be  found  entirely 
changed  from  harshness  to  softness,  and  other  respects,  thereby 
adapting  it  to  the  manufacture  of  gloves  of  the  description  pre- 
viously named,  and  to  a  variety  of  other  purposes  for  which  said 
skin  was  not  suitable  prior  to  the  treatment  of  it  I  have  herein 
described.'* 

The  claim  was  thus : 

'^What  is  here  claimed  and  desired  to  be  secured  by  letters 
patent  is : 

*'l.  The  employment  of  fat  liquor  in  the  treatment  of  leather 
substantially  cw  specified. 

**2.  The  process,  substantially  as  herein  described,  of  treating 
bark-tanned  lamb  or  sheep  skin  by  means  of  a  compound  composed 
and  applied  essentially  as  specified," 

U[)on  this  reissue  Russell  sued  Klein  as  an  infringer.  His  alle- 
gation was  that  bark-tanned  leather  before  his  treatment  of  it  was 
harsh,  "squeaky,"  and  unsuitable  for  gloves;  but  that  by  his 
process,  which,  an  he  alleged,  included  heating  the  fat  liquor,  the 
** squeak*'  was  removed,  and  the  leather  rendered  soft,  pliable, 
and  suitable  for  a  fine  glove;  that  the  treatment  costing  little 
greatly  enhanced  the  value  of  the  leather,  and  furnished  a  cheaper 
material  for  gloves  than  any  other  of  the  same  quality  and  value. 

The  plaintiff's  charge  of  infringement  was  wholly  confined  to 
the  use  of  his  process,  including  heat ;  and  there  was  no  allegation 
that  the  defendant  had  violated  the  plaintiff's  rights  by  using  fat 
liquor  without  heating  it. 

The  defense  was  want  of  novelty.  The  case  was  heard  before 
the  district  judge,  sitting  on  the  circuit.  Numerous  witnesses  in 
behalf  of  the  defendant  swore  that  the  application  of  fat  liquor  to 
leatlier,  for  the  purpose  of  making  it  soft  and  pliable,  had  been 
known  and  in  more  or  less  use  for  many  years;  though  they  did 
not  swear  clearly  that  the  application  of  fat  liquor  in  a  heated  state 
with  the  effects  which,  in  that  state,  it  produced  had  been  thus 
known  or  in  use ;  and  there  was  no  proof  by  them  of  any  use  of 
fat>  liquor  since  the  plaintiff's  process  had  been  patented  otherwise 
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than  by  heating  the  ingredients.  Nor  did  they  all  swear  so  fully 
that  the  application  and  value  of  it  was  known  in  regard  to  bark- 
tanned  skins;  a  good  deal  of  their  testimony  relating  to  oil-tanned 
skins;  and  some  of  it  to  tanning  raw  skins  or  skins  imperfectly 
tanned.  Some  stated  that  fat  liquor  heated  near  the  boiling-point 
and  so  applied  would  ruin  the  skins. 

On  the  other  hand,  numerous  witnesses  of  the  plaintiff,  glovers, 
at  Gloversville,  and  elsewhere,  more  or  less  familiar  with  the  glove 
business  in  the  vicinity,  and  during  the  term  of  alleged  prior 
knowledge  spoken  of  by  the  witnesses  of  the  defendant,  testified 
that  they  had  no  knowledge  of  such  leather  as  that  which  the 
plaintiff  produced  till  about  the  date  of  his  patent;  that  then 
the  kind  of  leather  produced  by  him  with  heated  fat,  oils,  &c., 
went  into  extensive  use,  and  that  there  was  a  great  demand  for  it 
in  the  market.  Some  of  these  witnesses  stated  that  heating  the  fat 
liquor  to  the  boiling-point  and  allowing  it  to  cool  so  as  to  make  it 
capable  of  being  worked  in,  did  not  destroy  its  properties.  And 
the  testimony  of  the  witnesses  of  the  defendant  on  cross-examin- 
ation, tended  perhaps  to  show  that  their  knowledge  of  the  means 
of  softening  leather  at  all  by  fat  oils  was  very  imperfect,  and  that 
what  product  was  produced  from  bark-tanned  skins  was  much  in- 
ferior to  that  produced  by  the  plaintiff;  and  was  still  affected  with 
**  squeak,"  and  could  not  be  used  for  the  better  sorts  of  glove ;  and 
that  while  they  had  experimented  with  heated  fat  oil,  they  had 
never  brought  any  of  their  ideas  to  a  practical  use,  and  had  aban- 
doned them. 

In  the  course  of  the  trial,  one  Uriel  Case,  a  witness  of  the  defend- 
ant, having  testified  as  to  the  manner  in  which  skins  were  treated 
twenty  years  ago,  which  manner  the  defendant  asserted  was  sub- 
stantially like  the  patented  process ;  and  having  testified  further 
that  he  had  treated  skins  in  this  manner  for  twenty  years  until 
after  the  issue  of  the  plaintiff's  patent,  was  asked  by  the  plaintiff — 

'*  Did  the  plaintiff  come  and  forbid  you  going  on  ?*' 

A  question  to  which  the  defendant  objected  as  immaterial,  in- 
competent, and  as  calling  for  the  declaration  of  the  plaintiff.  But 
the  court  allowed  the  question  to  be  put ;  the  defendant  excepting. 
The  witness  stated  that  the  plaintiff  did  not  forbid  him,  but  asked 
him,  '^Are  you  not  interfering  with  my  patent?'*  and  that  he, 
the  witness,  **  might  have  told  him  that  he  had  a  way  of  his  own 
of  fixing  bark-tanned  skins,"  **  that  he  did  not  remember  having 
said  anything  about  its  being  an  old  thing,  or  having  been  done 
80  twenty  years  ago." 
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So  too,  one  Ptace^  a  witness  of  the  defendant,  having  disclosed 
on  cross-examination  the  facts,  that  he  was  a  glover  at  Gloversville, 
in  partnership  with  his  brother,  and  that  the  plaintiff  in  the  pres- 
ent case  had  sued  him  and  his  said  brother  some  time  before  for  an 
infringement  of  this  same  patent;  that  he,  the  witness,  was  now 
present,  as  his  brother  also  was,  without  any  payment  of  witness 
fees,  as  a  witness  for  the  defendant;  that  his  brother  had  given  him 
a  paper  in  reference  to  the  expenses  of  this  suit;  that  he,  the  wit- 
ness, had  copied  it  and  given  it  back  to  his  brother,  and  had  not 
seen  it  since — was  asked  by  the  plaintiflF  to  state  the  substance  of 
that  paper.  This  was  objected  to  by  the  defendant:  1st.  Upon  the 
ground  that  the  statement  of  the  witness  was  not  the  best  evidence. 
2d.  Because  no  foundation  had  been  laid  for  the  production  of  the 
secondary  evidence  of  the  contents  of  the  papers  in  question  ;  and 
3d.  Because  the  testimony  would  be  immaterial  and  incompetent. 
But  the  court  held  the  question  admissible,  the  defendant  except- 
ing.    The  witness  answered: 

^*  It  was  merely  in  substance  to  defend  the  manufacturing  in- 
terests against  Russell's  patent.     I  didn't  know  who  signed  it." 

The  defendant  having  given  evidence  of  the  use  of  fat  liquor 
upon  oil-tanned  skins  for  many  years  prior  to  plaintiff's  patent, 
which  use,  he  asserted,  was  the  same,  substantially,  as  the  pat- 
ented process — and  the  plaintiff  having  given  evidence  that  the  oil- 
tanned  skins  referred  to  in  such  testimony,  were  skins  dressed 
"from  the  raw"  in  oil,  and  that  the  fat  liquor  used  upon  them  was 
a  part  of,  or  in  aid  of,  the  oil-dressing  process — and  the  plaintiff 
asserting  that  the  use  of  the  fat  liquor  in  the  process  of  oil-tanning, 
was  essentially  different  from  the  patented  process,  that  in  oil- 
dressing,  as  it  is  termed,  the  fat  liquor  was  used  in  connection  with 
oil  for  the  purpose  of  tanning  the  pelt,  or,  in  other  words,  ofconvert- 
ing  it  into  leather  from  the  raw  state,  while  in  the  patented  process 
the  fat  liquor  was  applied  to  a  skin  already  tanned,  and  for  the 
purpose  of  softening  and  adding  new  properties  to  it — called  a  wit- 
ness, one  Dr.  Porter^  who  stated  that  he  was  a  physician  and  chem- 
ist, and  had  examined  the  patent  of  Russell  and  the  specifications, 
and  had  made  tests  and  experiments  in  relation  to  the  fat  liquor 
and  the  process  therein  described.     The  plaintiff  then  asked  him: 

^*  Will  you  state  whether  the  effect  of  fat  liquor  applied  to  oil- 
tanned  and  bark-tanned  skins  is  the  same." 

The  defendant  objected  to  the  question  ''as  immaterial,  the  pur- 
pose for  which  the  process  is  used  being  immaterial,  if  the  process 
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is  the  same;"  but  the  court  allowed  the  question  to  be  put.  The 
witness  answered  ^^that  the  general  effect  was  the  same,  but  that 
the  combination  by  the  fat  liquor  with  the  different  skins  produced 
compounds  essentially  different." 

The  record,  which  set  out  the  substance  of  the  evidence,  pro- 
ceeded: 

^^The  evidence  here  closed,  and  the  foregoing  comprised  the  sub- 
stance of  all  the  evidence  given  relative  to  the  alleged  prior  tise  of 
the  process  mentioned  in  the  patent^  and  the  novelty  and  usefulness^ 
character  and  effect,  of  the  alleged  invention  of  plaintiff;  and  there- 
upon the  counsel  for  the  defendant  insisted  before  the  said  judge 
that  the  said  several  matters  so  produced  and  given  in  evidence  as 
aforesaid  were  sufficient,  and  ought  to  be  allowed  as  decisive  evi- 
dence to  entitle  the  defendant  to  a  verdict,  and  requested  the  said 
judge  to  direct  the  said  jury  to  find  a  verdict  for  the  defendant." 

The  judge  refused  so  to  direct  the  jury,  and  proceeded  to  charge ; 
charging  among  other  things — 

^'That,  taking  the  reissued  patent  as  the  basis  of  the  plaintiff's 
claim,  the  true  construction  of  the  first  claim  is  the  employment  of 
fat  liquor  generally  in  the  state  in  which  it  comes  from  the  mills, 
in  the  treatment  of  leather  substantially  as  described ;  that  this 
claim  covered  the  employment  of  fat  liquor  in  its  pure  and  simple 
state. 

^^  That  the  second  claim  covered  the  compound  substantially  as 
described  in  the  specification,  and  that  the  heating  of  the  liquor 
was  an  essential  portion  of  the  patented  process  under  this  claim. 

**That  specifications  are  not  addressed  to  men  entirely  ignorant 
of  the  manufacture  to  which  the  specification  relates,  but  to  persons 
skilled  in  the  art  to  which  it  appertains ;  that  if,  upon  reading  this 
specification,  parties  skilled  in  the  art  of  dressing  skins  would 
know  that  this  heating  was  for  the  purpose  of  making  this  com- 
pound with  the  fat  liquor  or  for  some  other  purpose,  and  that  it 
would  not  do  to  apply  the  fat  liquor  at  or  near  the  boiling-point, 
because  it  would  destroy  the  leather,  such  parties  would  not  be 
misled  by  it,  and  therefore  it  would  not  be  a  fatal  defect ;  but  that, 
if  persons  skilled  in  the  art,  in  attempting  to  put  the  plaintiff's 
invention  in  practice  under  this  specification,  would  ordinarily  ap- 
ply the  liquor  to  the  skins  used  while  it  was  at  or  near  the  boiling- 
point,  and  thus  destroy  them,  then,  of  course,  this  specification 
was  bad. 

"  That  the  jury  were  to  consider  the  claim  of  the  plaintiff  as 
embracing  two  distinct  and  independent  things ;  that  the  plaintiff 
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had  a  right,  if  he  was  the  first  and  original  inventor  of  the  use  of 
ikt  liquor,  in  its  simple  and  pure  state,  in  this  process,  to  secure 
that  to  himself  pure  and  simple,  and  to  hold  as  an  infringer  any 
one  who  used  it  without  adding  the  other  ingredients  that  went  to 
make  up  the  compound  specified ;  that  he  had  a  right  to  secure  the 
use  of  the  fat  liquor  and  the  other  ingredients  also,  hut  that  the 
difficulty  was,  so  far  as  this  case  was  concerned,  that  the  party 
having  emhraced  within  his  claim  the  use  of  fat  liquor  in  its  pure 
and  simple  state,  the  question  of  heat  or  of  the  use  of  the  compound 
was  not  very  important  to  the  interests  of  the  parties,  because,  if 
the  party  claimed  in  his  patent  what  was  not  new,  or  a  substantial 
or  material  part  of  which  was  not  new,  the  patent  was  void. 

"That,  if  the  jury  were  satisfied  that  this  process  of  employing 
fat  liquor  in  the  treatment  of  leather,  as  substantially  described  in 
the  patent,  was  known,  that  the  process  had  been  perfected,  and 
had  been  used  prior  to  this  time  of  the  plaintiff^s  invention,  and 
that  the  persons  who  used  the  process  had  an  intelligent  comprehen- 
sion of  its  character  and  the  eflect  produced,  the  patent  would  be 
void;  and  that,  upon  the  question  of  the  validity  of  the  patent, 
they  were  to  look  to  the  proof  in  regard  to  the  use  of  fat  liquor, 
substantially  in  the  manner  described  when  fat  liquor  alone  is 
used,  unconnected  with  the  other  ingredients  constituting  the  com- 
pound, which  is  covered  by  the  second  claim  in  the  patent;  that, 
if  the  jury  should  find  that  this  process  had  been  used  prior  to 
plaintifl^'s  alleged  invention  by  other  persons,  as  stated  and  claimed 
here,  that  the  persons  who  used  the  process  were  aware  of  the 
object  and  character  of  it,  observed  and  comprehended  the  bene- 
ficial results  produced  by  its  use,  then  the  patent  would  be  void 
upon  the  ground  of  want  of  novelty,  although  some  circumstances 
might  have  induced  them  to  abandon  temporarily  the  actual  prac- 
tice of  the  invention,  or  the  use  of  the  process. 

"That  if  they  came  to  the  conclusion  that  the  process  claimed 
in  the  first  specification,  that  is  the  fat  liquor  had  been  so  used 
substantially  as  described  in  the  specification  before  this  invention, 
that  was  the  end  of  the  case. 

"But  if  they  should  come  to  the  conclusion,  upon  the  other 
hand,  that  all  these  other  experiments  were  failures  and  were 
abandoned,  then  they  would  come  to  the  question  of  infringement. 
.  "  That  the  proof  in  regard  to  the  quality  and  character  of  leather 
produced  and  the  knowledge  of  it  at  Gloversville  and  vicinity,  and 
the  want  of  knowledge  of  it,  was  proper  for  the  consideration  of 
the  jury,  in  connection  with  the  question  of  whether  these  experi- 
ments were  failures;  whether  tliis  process  was  perfected  and  used  ; 
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or  whether  the  experiments  and  trials  never  reached  the  point  of 
invention  and  were  consequently  abandoned.     But  it  was  not  a 
question  whether  the  result  of  the  use  of  the  process  was  as  perfect 
at  the  time  as  it  is  now.    It  was  a  question  whether,  substantially^ 
the  same  process  was  used." 

The  plaintiff's  counsel  then  requested  the  judge  to  charge  the 

''That  the  application  of  heat  to  the  liquor,  and  the  use  of 
liquor,  as  described,  while  in  a  heated  state,  are  essential  parts  of 
the  invention  or  discovery ;  but  it  is  not,  by  necessary  construction, 
required  by  the  patent  that  the  liquor  should  be  applied  to  the 
skins  at  or  near  the  boiling  heat." 

The  judge  declined  to  thus  charge,  on  the  ground  that,  under 
the  first  claim  of  the  patent,  neither  the  heating  of  the  fat  liquor 
nor  the  application  or  use  of  it,  in  a  heated  state,  was  an  essential 
portion  of  the  process. 

The  defendant's  counsel  then  requested  the  judge  to  charge, 

''1st.  That  the  invention,  as  described  in  the  patent  of  Febru- 
ary, 1870,  is  the  treatment  of  bark-tanned  sheep  and  lamb  skins 
by  the  employment  of  fat  liquor,  and  if  such  treatment  was  known 
to  others,  and  more  than  two  years  before  the  plaintiff  applied  for 
his  patent,  his  patent  is  void." 

Refused. 

''2d.  That  the  proper  construction  of  the  patent  is  that  the  fat 
liquor  should  be  applied  at  or  near  the  boiling-point,  and  if  the 
application  of  fat  liquor  at  such  temperature  to  leather  is  injurious 
and  pernicious  the  patent  is  void  for  want  of  utility." 

Refused  in  the  form  put,  but  modified  and  given  thus : 

"The  proper  construction  of  the  second  claim  of  the  patent,  so 
far  as  it  relates  to  the  application  of  heat,  is  that  the  compound 
composed  of  fat  liquor  and  the  other  ingredients  required,  should 
be  applied  at  or  near  the  boiling-point,  under  the  common  knowl- 
edge of  persons  skilled  in  the  art  of  treating  this  leather,  to  procure 
softness  and  pliability,  [?*]  would  make  them  wait  until  it  was 
partially  cooled  before  its  application,  and  if  the  application  of  fat 
liquor  at  such  a  temperature  to  leather  as  is  required  by  the  speci- 
fication under  this  qualification   is  injurious  and  pernicious  the 

*  Something  was  left  out  here  in  the  traDscript.     In  the  syllabus  I  have  assumed 
that  it  was  the  words,  "and  iu  reference  to  the  fact  whether  such  knowledge,"  &c 
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patent  is  void  for  want  of  utility,  and  the  defendant  entitled  to  a 
verdict." 

'*3d.  That  if  the  patent  did  not  intend  that  the  fat  liquor  be 
applied  to  leather  when  at  or  near  the  boiling-point,  it  is,  in  re- 
spect to  the  application  of  heat,  void  for  ambiguity." 

Refused  for  the  reasons  substantially  appearing  in  the  modifica- 
tion of  the  last  preceding  request. 

''4th.  That  if  cooling  the  fat  liquor  after  boiling  is  an  essential 
point  of  the  plaintiff's  process,  then  the  patent  is  void  for  not  indi- 
cating that  such  process  of  cooling  is  necessary  or  how  it  is  to  be 
accomplished." 

Refused  in  the  form  put,  but  modified  and  given  by  adding 
thereto  the  words : 

''  Unless  the  common  knowledge  of  persons  skilled  in  the  art  of 
treating  this  leather  to  produce  softness  and  pliability  would  make 
the  operator  wait  until  it  was  partially  cooled  before  its  applica- 
tion." 

'*5th.  That  the  addition  to  the  fat  liquor  of  the  other  ingredi- 
ents mentioned  in  the  specifications  is  not  patentable  if  such  addi- 
tion does  not  change  the  properties  of  the  fat  liquor,  or  its  effect  or 
usefulness,  when  applied  to  the  purposes  mentioned  in  the  patent 
or  specification." 

Refused  in  the  form  put,  but  thus  modified  and  given  : 

''The  addition  to  the  fat  liquor  of  other  ingredients  mentioned 
in  the  specifications  is  not  of  itself  patentable,  if  such  addition  does 
not  change  the  properties  of  the  fat  liquor  or  its  effect  or  useful- 
ness, when  applied  to  the  purposes  mentioned  in  the  patent  or 
specification,  or  to  other  like  purposes,** 

"  6th.  That  the  process  of  preparing  leather  by  means  of  a  com- 
pound, as  claimed  by  the  plaintiff,  is  not  patentable,  because  the 
proportions  of  such  compound  are  not  fixed,  but  are  in  all  respects 
indefinite  and  uncertain,  and  may  be  waived  or  omitted  by  the 
terms  of  the  patent." 

Refused. 


"  7th.  That  if  fat  liquor  had  been  used  substantially  in  the 
manner  specified  in  the  plaintiff's  patent,  for  the  purpose  of  ren- 
dering any  kind  of  leather  soft  and  supple,  more  than  two  years 
[before  the  plaintiff  applied  for  a  patent,]  the  plaintiff  cannot  re- 
cover, even  though  it  had  not  been  so  used  in  dressing  bark-tanned 
lamb  or  sheep  skins." 
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Refused.  The  defendant  then  modified  his  request,  by  substi- 
tuting *^U8ed  before  the  plaintiflf's  invention"  for  *' before  the 
plaintiff  applied  for  a  patent,"  and  thereupon  the  court  charged, 

"  That  the  application  of  an  old  invention  or  an  old  machine  to 
produce  a  new  result,  because  it  is  applied  to  a  different  material, 
is  not  an  invention,  and  the  question  of  novelty  is  to  be  determ- 
ined in  the  same  way.  That  under  the  first  claim  of  the  plaintiff's, 
if  this  particular  process  was  used  for  the  purpose  of  softening 
leather,  it  is  not  material  that  it  was  bark-tanned  sheep  or  lamb 
skins,  if  it  be  used  as  a  process  for  that  purpose." 

'^  8th.  That  if  the  object  of  plaintiff's  process  was  to  substitute 
a  less  valuable  article  for  that  commonly  known  as  'dogskin,'  and 
to  impose  upon  the  public  by  representing  gloves  made  of  softened 
sheep  and  lamb  skins  as  dogskin  gloves,  the  patent  is  void  for 
fraud,  and  plaintiff  cannot  recover." 

Refused,  and  the  jury  thus  charged: 

*'If  the  process  patented  cannot  be  made  useful  for  any  honest 
purpose,  and  can  be  used  only  for  perpetrating  a  fraud  upon  the 
public,  and  is  therefore  not  useful,  but  pernicious,  the  plaintiff 
cannot  recover." 

''9th.  That  if  anything  claimed  by  the  plaintiff  in  his  patent, 
as  used,  was  in  fact  old^  the  entire  patent  was  void,  and  plaintiff 
could  not  recover." 

Refused,  except  as  had  already  been  charged. 

"  10th.  That  the  patent  could  not  be  sustained  in  the  matter  of 
the  mere  degree  of  heat,  if  the  principle  of  applying  heat  to  any 
extent  is  an  old  process." 

Refused,  except  as  had  already  been  charged. 

The  jury  found  for  the  plaintiff. 

On  a  motion  made  for  a  new  trial,  (the  circuit  judge,  Woodruff, 
J.,  now  sitting,)  that  learned  justice  was  of  opinion  that  there  was 
no  sufiicient  reason  for  disturbing  the  verdict.     He  said: 

"The  conflict  of  evidence  upon  the  questions  of  fact  was  great, 
and  made  it  a  very  proper  case  for  submission  to  the  jury.  The 
impression  on  my  own  mind,  after  a  careful  examination  of  the 
testimony,  is  that  the  verdict  is  right,  and  the  plaintiff  is  in  fact 
the  inventor  of  a  new  and  useful  process  secured  to  him  by  his  pat- 
ent, and  that  the  defendant  is  a  willful  and  deliberate  infringer  of 
his  rights." 

Adverting  to  the  construction  of  the  patent,  given  by  the  learned 


Oct.  1873.]  Klein  v.  Bussell.  599 

Argoment  against  the  reissue. 

district  judge,  he  observed  that  it  differed  from  a  coDstruction  which 
he  had  himself  pat  upon  it  on  the  trial  on  the  circuit  of  another 
case  by  this  same  plaintiff,  against  another  defendant,  on  the  same 
patent,  {RuaseU  v.  Place,)  and  where  he  instructed  the  jury  that 
^'the  use  of  heat  in  the  treatment  of  skins  was  an  essential  part  of 
the  patented  process."     The  learned  justice  continued: 

'*But  this  instruction  was  not  excepted  to  by  the  defendant,  and 
he  is  not,  as  a  matter  of  right,  entitled  to  question  the  correctness 
of  the  charge  to  the  jury  on  that  point.  In  that  particular,  the 
question  on  a  motion  for  a  new  trial  is  not  simply  whether  the  in- 
struction was  correct.  If  it  appeared  to  me  to  be  erroneous  and 
yet  it  was  clear  that  it  worked  no  injustice  to  the  defendant,  it 
would  be  no  reason  for  granting  a  new  trial." 

The  exceptions  to  the  evidence  he  considered  were  not  well 
taken;  independently  of  which  the  evidence  led  to  nothing.  And 
on  the  principal  questions,  the  learned  circuit  judge  considering, 
as  already  said,  that  the  instructions  of  the  court  to  the  jury  were, 
'^at  any  rate,  as  favorable  to  the  defendant  as  he  had  a  right  to 
require,  and  that  the  special  instructions  sought  were  charged  as 
fully  as  the  law  would  allow,"  denied  the  motion  for  a  new  trial. 
The  case  was  now  here  in  this  position. 

Mr,  Matthew  Hale,  vnth  whom  was  Mr.  J.  M.  Dudley ,  for  the 
plaintiff  in  error : 

1.  The  court  erred  in  not  directing  the  jury  to  find  a  verdict  for 
the  defendant,  1.  The  suit  was  upon  the  reissued  letters.  But 
those  letters  were  void,  because  they  were  not  granted  for  the  same 
invention  as  that  embodied  in  the  original  letters  patent. 

2.  The  original  patent  had  but  one  claim,  substantially  the  same 
as  the  second  claim  in  the  reissued  patent.  This  was  for  the  treat- 
ment of  *' bark-tanned  lamb  and  sheep  skins"  (not  leather)  with 
the  same  compound  as  in  the  reissue.  The  patentee  stated  in  his 
original  specification  that  it  is  '^a  full,  clear,  and  exact  descrip- 
tion" of  the  invention.  That  '^his  invention  consists  in  a  novel 
treatment  of  what  is  known  as  'bark-tanned  lamb  and  sheep 
skins.' "  That  *'the  process"  which  he  adopted  and  which  *'  con- 
stituted his  invention  was  as  follows;" — here  stating  the  ingredi- 
ents of  the  compound  and  proportions,  substantially  as  stated  in 
the  reissue,  and  describing  only  the  mode  of  applying  the  com- 
pound to  the  skin,  of  crushing  it  into  the  skin,  as  described  in  the 
reissue,  closing  with  the  claim  stated. 

In  the  comparison  it  will  be  seen  that  the  original  claimed  only 
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the  treatment  of  bark-tanned  lamb  and  sheep  skins  with  the  spe- 
cific compound,  brushed  or  rubbed  on,  neither  describing,  suggest- 
ing, nor  indicating  the  treatment  of  leather  generally  at  all,  nor 
such  skins  with  fat  liquor  alone  without  said  ingredients,  nor  the 
saturating  by  dipping.  Upon  the  face  of  the  two  patents  the  old 
was  for  treatment  with  the  compound  alone,  and  the  reissue  is  pri- 
marily for  treatment  with  simple  fat  liquor  alone,  stating  only  that 
the  patentee  ^'preferred  to  use  the  same  in  connection  with  other 
ingredients;"  and,  after  describing  the  compound,  stating  that 
'Hhis  fornls  a  good  treating  mixture  or  compound,"  and  closing 
with  the  second  claim.  It  is  simply  for  such  treatment  with  sim- 
ple fat  liquor  as  it  comes  from  the  mill,  (which  is  in  no  way  indi- 
cated in  the  original,)  interpolated  with  the  sole  treatment  and 
sole  claim  specified  in  the  original,  which  is  now  suggested  only  as 
a  **  preferable  "  way,  and  secondary  to  that  of  fat  liquor  alone. 

3.  Another  view  exists  having  the  same  result.*  The  original 
letters  were  for  the  use  of  heated  fat  liquor,  anjl  the  reissue  for  the 
use  of  fat  liquor  generally;  there  being  no  doubt  that  fat  liquor 
generally,  or  in  a  cold  state,  had  long  been  used  to  soften  leather; 
various  additions — ammonia,  oil,  eggs,  &c. — being  occasionally, 
though  far  from  always,  made  to  improve  its  operation.  If  this 
was  so,  the  reissue  was  equally  void.  Now,  what  in  the  reissue 
did  the  patentee  claim  as  his  discovery ;  the  use  of  fat  liquor,  or 
the  use  of  heated  fat  liquor  ? 

(a)  The  invention  is  alleged  to  consist  in  a  novel  treatment  of 
bark-tanned  sheepskins,  by  which  treatment  they  are  rendered  soft 
and  free,  and  suitable  to  be  manufactured  into  dogskin  gloves. 
This  is  the  result  or  efllsct,  merely,  and  gives  no  light  as  to  the 
process. 

^6)  The  ^'principal  feature  of  the  invention"  consists  in  the 
employment  of  fat  liquor,  obtained  from  the  scouring  of  deerskins, 
or  manufactured  by  a  process  described.  The  employment  of  fat 
liquor,  hot  or  cold,  strong  or  weak,  natural  or  manufactured,  is  the 
principal  feature.  So  long  as  fat  liquor  in  any  condition  is  used, 
the  principal  feature  is  preserved. 

(c)  In  treating  the  leather  with  the  fat  liquor,  it  is  ^^ desirable*' 
to  heat  the  liquor,  and  it  is  ^^ preferred'*  to  use  the  same  in  connec- 
tion with  other  ingredients,  to  wit,  the  soda,  the  salt,  and  soap,  as 
specified. 

The  words  *^  desirable"  and  ^* preferred"  are  used  to  express  the 


^This  view  was  taken  by  the  Circuit  Court  for  the  Northern  District  of  New  York 
in  BuMeU  v.  Dodge. 
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same  idea,  and  each  is  used  in  contrast  with  essential  or  necessary ; 
the  meaning  is  this:  **It  is  desirable  to  use  the  liquor  heated, 
that  is,  the  effect  will  be  produced  the  more  speedily,  or  with  less 
trouble,  or  with  less  expense,  but  it  is  not  necessary  to  heat  the 
liquor,  and  to  use  the  liquor  in  connection  with  the  other  ingredi- 
ents is  the  preferable  way,  but  it  is  not  the  only  way.  You  may 
still  accomplish  the  purpose,  by  using  the  liquor  without  the  other 
ingredients  and  without  its  being  heated." 

*^This  forms,"  the  statement  adds,  '*a  good  treating  mixture 
or  compound."  This,  again,  is  an  indication  of  a  preference,  but 
not  of  a  necessity — ^a  good  treating  mixture. 

And  again,  **To  effect  the  treatment  .  .  .  the  skin  should  be 
.  .  .  saturated  with  the  fat  liquor,  or  compound  of  which  fat  liquor 
is  the  base."  The  fat  liquor,  without  reference  to  its  state  or  con- 
dition, or  the  compound,  is  here  stated  as  the  essential  element, 
and  the  same  expressions  are  again  used  in  describing  the  manner 
in  which  the  liquor  qhall  be  applied.  It  is  not  required  that  the 
liquor  shall  be  heated.  After  thus  describing  his  process,  the  pat- 
tentee  sums  up  his  claim  under  the  two  heads  already  stated. 

It  is  the  settled  rule  in  this  country  that  the  patent  and  the 
specification  are  to  be  construed  together^  and  that  the  specification 
may  control  the  general  terms  of  the  patent.  Curtis,  §  221.  A 
reference  to  the  claim  gives  the  precise  information  required  of  the 
essentials  of  the  patent,  to  wit : 

Ist.  **The  employment  of  fat  liquor  in  the  treatment  of  leather 
substantially  as  specified,"  making  no  distinction  between  its  em- 
ployment when  cold  or  when  heated;  and  2d,  the  process  of  treat- 
ing the  skins  by  means  of  a  compound  composed  essentially  as 
specified. 

Now  this  reissue  is,  in  this  respect,  quite  diflferent  from  the  origi- 
nal patent.     In  describing  his  process,  the  patentee  there  says : 

"  I  t^ke  of  fat  liquor  obtained  in  scouring  deerskins,  after  tan- 
ning in  oil,  say  ten  gallons,  and  warm  the  same  by  heating  it  to 
or  near  the  boiling-point.  I  then  add  to  such  heated  fat  liquor 
eight  ounces  of  sal  soda,"  &c. 

And  his  claim  is  for  ^^  the  process  substantially  as  herein  describ- 
ed, .  .  .  by  means  of  a  compound  composed  and  applied  essentially 
as  specified."  In  this  description  the  heating  of  the  fat  liquor  is 
not  merely  '^desirable"  or  to  to  be  ''preferred,"  it  is  an  essential 
element  of  the  process.  But  this  specification  the  patentee  amends 
by  making  his  claim  on  the  reissue  reach  the  liquor  itself,  whether 
cold  or  hot,  and  making  it  reach  the  liquor  whether  employed  as  a 
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coTDpound  or  alone.     He  abandons  his  original  claim,  except  so  far 
as  it  is  redescribed  in  the  reissned  patent. 

The  authorities  show  that  the  words  "desirable"  and  "pre- 
ferred" are  not  essential  parts  of  the  description  of  the  article  pat- 
ented. Booth  V.  Kennard,  1  Hurlstone- &  Norman,  527  ;  Stevens 
V.  Keating,  2  Webster's  Patent  Cases,  172 ;  Curtis,  §  258.  The 
patentee  may  have  intended  to  take  a  patent  for  use  of  heated  fat 
liquor,  but  he  has  failed  to  express  it  in  his  description  and  specifi- 
cation. 

II.  The  court  erred  further  in  not  complying  with  our  requests  for 
instructions.     Let  tis  examine  them : 

■ 

Ist  request.  The  court  refused  to  charge  that  the  invention  claimed 
by  the  plaintiff  below,  in  his  reissued  patent,  was  the  treatment  of 
bark-tanned  sheep  and  lamb  skins  by  the  employment  of  fat  liquor ; 
and  that  if  such  treatment  was  known  to  others,  and  more  than 
two  years  before  the  plaintiff  applied  for  his  patent,  his  patent  was 
void,  and  the  defendant  entitled  to  a  verdict. 

The  construction  of  the  patent,  as  indicating  only  the  use  of  fat 
liquor  in  dressing  leather,  whether  hot  or  cold,  alone  or  with  other 
ingredients,  as  the  alleged  invention  of  the  patentee,  has  already 
been  shown  to  be  the  true  one.  Indeed,  the  patentee  having,  in 
surrendering  his  original  patent  and  procuring  the  reissue,  neces- 
sarily sworn  that  the  original  patent  was  inoperative  and  invalid  by 
reason  of  a  defective  or  insufficient  specification,  and  the  original 
patent  having  described  a  compound  precisely  like  that  recom- 
mended in  the  reissue,  and  indicated  much  more  clearly  than  the 
reissue,  that  the  application  of  heat  was  an  essential  element  in 
this  invention,  he  is  now  estopped  from  asserting  that  the  same 
identical  thing  recommended  in  the  specification  and  second  claim 
of  the  reissue  is  valid  and  operative.  Moffitt  v.  Gaar,  1  Fisher, 
613.  Unless  the  defendant  in  error  was  the  inventor  of  the  use  of 
fat  liquor  for  the  purpose  indicated,  he  took  nothing  by  the  reissue. 

The  second  branch  of  the  request,  that  knowledge  of  his  treat- 
ment by  others  more  than  two  years  before  plaintiff  applied  for  his 
patent  rendered  the  patent  void,  was  also  correct.  Act  of  1836,  § 
15  ;  Act  of  1839,  §  7  ;  16  Stat,  at  Large,  208,  §  61. 

The  charge  of  the  court  had  limited  the  effect  of  knowledge  by 
others  to  two  years  before  the  alleged  invention^  which  was  erroneous. 

2rf,  3d,  and  4th  requests.  The  court  below  also  erred  in  refusing 
these  three  requests  to  charge  in  relation  to  the  construction  of  the 
patent,  so  far  as  it  related  to  the  application  of  heat,  and  in  modi- 
fying the  instructions  requested  as  it  did. 
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The  patent  recommended  that  the  fat  liquor  be  heated  "to  or 
near  the  boiling-point."  The  nataral  inference  was  that  it  was  to 
be  applied  in  that  condition.  If  applied  at  such  temperature,  there 
was  evidence  that  it  would  be  destructive  to  the  leather.  But  the 
judge  refused  to  instruct  the  jury  that  the  patent  was  void  for  want 
of  utility,  if  they  believed  this  evidence,  except  with  a  modifica- 
tion, which  really  left  the  construction  of  the  specification  in  the 
patent  to  the  jury. 

We  insist  (under  the  third  and  fourth  requests)  that  the  specifi- 
cation in  the  patent  either  required  the  liquor  to  be  applied  at  or 
near  boiling-heat,  or  else  utterly  failed  to  specify  at  what  heat  it 
should  be  applied,  and  that  for  this  reason  the  patent  was  void  in 
respect  to  the  application  of  heat.  Tyler  v.  Boston,  7  Wallace,  327, 

bth  request.  The  court  erred  in  refusing  to  charge  as  here  re- 
quested, with  reference  to  the  patentability  of  the  addition  to  the 
fat  liquor  of  the  other  ingredients  mentioned  in  the  specifications, 
and  in  modifying  the  request  by  adding  thereto  the  words  *^  or 
other  like  purposes."  The  '^  purposes  "  of  the  process  are  clearly 
set  forth  in  the  patent.  They  were  to  remove  the  hardness  and 
stiffness  of  bark-tanned  skins.  The  evidence  was  that  the  other 
ingredients  named  in  the  patent  did  not  change  the  properties  of 
**  fat  liquor,"  which  is  simply  oil  cut  with  alkali. 

The  defendant  was  entitled  to  a  charge  that  if  the  ingredients 
named  when  added  did  not  change  the  properties  of  fat  liquor,  or 
its  effect  or  usefulness,  when  applied  to  the  purposes  mentioned  in 
the  patent  or  specification,  such  addition  was  not  patentable.  The 
words  "or  other  like  purposes,"  added  by  the  court,  left  the  jury 
to  conjecture  that,  for  some  other  purpose  than  making  leather  soft 
and  pliable,  the  addition  of  these  ingredients  might  change  the 
effect  of  the  fat  liquor  and  be  patentable. 

6/A  request.  The  court  erred  in  refusing  to  charge  that  the  pro- 
cess of  preparing  leather  by  means  of  a  compound,  as  claimed  by 
plaintiff,  was  not  patentable,  because  the  proportions  were  not 
fixed,  but  were  indefinite  and  uncertain,  and  may  be  waived  or 
omitted  by  the  terms  of  the  patent. 

By  referring  to  the  specification  in  the  patent,  it  will  be  seen 
that  this  request  should  have  been  complied  with.  "  It  \n  preferred 
to  use  the  same  in  connection  with  other  ingredients."  Then  after 
giving  certain  proportions,  it  goes  on  to  say,  "but  of  course  such 
quantity  may  be  more  or  less  varied,  as  may  also  the  proportions 
of  the  ingredients,  and  the  Venetian  red  or  other  coloring  matter, 
he  modified  or  omitted,  as  desired."  In  other  words,  everything 
was  left  to  the  taste  and  fancy  of  the  user,  who  was  at  liberty, 
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under  this  patent,  to  use  any  or  all  these  ingredients  in  such  pro- 
portions or  manner  as  he  pleased,  or  to  omit  them  altogetlier. 
The  description  of  the  pretended  ''compound ''  was  too  vague  and 
uncertain  to  sustain  a  patent.  Tyler  v.  Boston,  7  Wallace,  327  ; 
Wood  V,  UnderhiUy  5  Howard,  1  ;  Parker  v.  Stiles,  5  McLean, 
54. 

^th  request.  The  court  erred  in  refusing  to  charge  the  jury  that 
if  fat  liquor  had  been  used  substantially  in  the  manner  specified 
in  the  plaintiflF's  patent,  for  the  purpose  of  rendering  any  kind  of 
leather  soft  and  supple,  more  than  two  years  before  plaintiff  ap- 
plied for  a  patent,  the  plaintiff  below  could  not  recover,  even 
though  it  had  not  been  so  used  in  dressing  bark-tanned  lamb  or 
sheep  skins. 

This  request  was  conceded  by  the  learned  judge  to  be  correct  in 
principle,  so  far  as  it  referred  to  the  use  of  the  process  for  the  pur- 
pose of  softening  any  leather,  but  he  refused  to  charge  that  such 
prior  use  for  two  years  before  the  plaintiff  below  applied  for  his 
patent  was  suf&cient. 

The  fact  that  tlie  chemical  combination  of  fat  liquor  with  bark- 
tanned  skins  may  be  different  from  its  combinati<m  with  oil-dressed 
leather,  as  asserted  by  Dr.  Porter,  does  not  change  the  rule,  since 
he  states,  and  all  agree,  that  the  general  effect  is  the  same  upon 
all  skins  or  leather,  namely,  to  make  them  soft  and  pliable. 

%th  request.  The  court  erred  in  refusing  to  charge,  when  re- 
quested, that  if  anything  claimed  by  the  plaintiff  in  his  patent  as 
new  was  in  fact  old,  the  entire  patent  was  void,  and  the  plaintiff 
could  not  recover. 

\^th  request.  The  court  below  erred  in  refusing  to  charge  the 
jury  that  the  patent  could  not  be  sustained  in  the  matter  of  the 
mere  degree  of  heat,  if  the  principle  of  applying  heat  to  any  extent 
was  an  old  process. 

Witnesses  had  testified  that  they  had  used  warm  fat  liquor  for 
the  purpose  mentioned  in  the  patent,  but  none  testified  to  having 
heated  it  ''to  or  near  the  boiling  point,"  as  recommended  in  the 
specification  of  the  patent.  The  request  was,  in  effect,  that  the 
raising  the  heat  of  the  fat  liquor  to  the  boiling  point  did  not  of 
itself  constitute  an  invention  which  was  the  subject  of  a  patent, 
and  the  defendant  below  was  entitled  to  this  instruction.  Brooks 
V.  Bicknelly  3  McLean,  262;  McOormick  v.  Manny,  6  Id.,  557; 
Everson  v.  Ricardy  Law's  Digest,  181. 

IIL  The  reasons  for  our  exceptions  to  evidence  appear  in  the 
exceptions  themselves. 
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Mr.  H,  E,  Smithy  contra : 

L  The  point  that  the  reisstie  is  not /or  the  same  invention  is  not  well 
taken, 

1.  It  was  not  made  in  the  court  below,  and  is  not,  therefore,  now 
available  to  the  plaintiff  in  error.  The  general  request  to  direct  a 
verdict  for  defendant  did  not  call  the  attention  of  the  court  to  this 
point.  The  Supreme  Court  will  not  express  an  opinion  upon  a 
matter  of  defense  not  brought  to  the  consideration  of  the  court 
below.     BeU  v.  Bruen,  1  Howard,  169. 

2.  The  original  specification  did  embrace  warm  fat  liquor  as  the 
principal  thing  in  his  invention;  but  it  was  defective  in  omitting 
to  make  the  proper  claim. 

3.  Variations  from  the  description  in  the  original  specification 
do  not  necessarily  imply  that  the  reissue  is  for  a  new  or  different 
invention,  for  the  right  to  surrender  and  obtain  a  new  patent  is 
given  for  the  purpose  of  enabling  the  patentee  to  give  a  more  per- 
fect description,  and  cover  what  he  has  invented;  and  the  second 
necessarily  varies  from  the  first. 

And  the  defect  entitling  the  patentee  to  a  reissue  may  be  in  the 
specification  or  claim,  or  both.  O'Reilly  v.  Morse^  15  Howard, 
112;  Battin  v.  Taggert,  17  Id.,  84;  Carver  v.  Braintree  Manufac- 
turing  Co.,  2  Story,  439,  440. 

4.  A  reissued  patent  is  presumed  to  be  for  the  same  invention  as 
that  included  in  the  original  patent.  But  such  inference  or  pre- 
sumption in  respect  to  identity  is  open  to  be  contradicted  by  proper 
evidence,  which  should  be  submitted  to  the  jury.  Stimpson  v. 
Westchester  Railroad,  4  Howard,  404;  Allen  v.  Blunt,  2  Woodbury 
&  Minot,  139. 

The  argument  of  the  plaintiff  in  error  on  his  exceptions  to  the 
judge's  refusal  to  direct  a  verdict  for  the  defendant  raises  the  ques- 
tion of — 

The  construction  of  the  patent.  But  if  any  error  occurred  in  the 
construction  of  the  patent  in  the  court  below,  it  was  in  favor  of  the 
plaintiff  in  error,  and  he  did  not  except  to  it  or  ask  a  different 
construction.  He  cannot  now  be  heard  to  complain.  Still,  as  in 
the  litigations  under  this  patent,  there  has  occurred  a  disagreement 
among  the  judges  in  the  Circuit  Court,  in  regard  to  the  construction 
of  the  specification  in  an  important  particular,  and  as  there  are 
other  suits  pending  which  involve  the  same  question,  it  is  desirable 
to  have  an  authoritative  construction,  and  we  consent  to  argue  the 
question. 

Our  construction  is  that  the  patent  covers  two  things:  1.  A  novel 
treatment  of  bark-tanned  sheep  or  lamb  skins,  by  heated  fat  liquor, 
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substantially  as  described  in  the  specification ;  and  2,  the  treatment 
of  such  skins  with  a  heated  compound,  composed  and  applied  sub- 
stantially  as  specified. 

The  other  construction  is  the  one  given  by  the  court  below  and 
now  adopted  by  the  plaintiff  in  error,  that  the  specification  em- 
braces two  claims: 

1.  The  use  of  fat  liquor,  pure  and  simple,  as  it  comes  from  the 
mills,  substantially  as  described  in  the  specification  ;  and — 

2.  The  compound  substantially  as  descril)ed,  and  that  the  heat- 
ing of  the  liquor  is  an  essential  portion  of  the  process  under  this 
claim. 

The  point  of  difference  is,  the  heating  of  the  fat  liquor  under  the 
first  claim,  when  it  is  used  without  the  other  ingredients;  the 
patentee  asserting  that  by  a  fair  construction  of  the  patent,  it 
covers  only  heated  fat  liquor,  while  on  the  other  side  it  is  asserted 
that  it  covers  the  use  of  cold  fat  liquor  as  it  comes  from  the  mills. 

The  patent  should  receive  the  construction  given  to  it  by  the 
patentee,  for  the  following,  among  other  reasons: 

1.  If  it  will  bear  either  construction,  it  should  receive  the  one 
most  favorable  to  the  patentee ;  that  which  will  be  most  likely  to 
protect  the  invention.  The  intention  of  the  patentee  is  to  be  sought 
in  giving  construction  to  the  language ;  and  for  this  purpose  par- 
ticular phrases  must  not  be  singled  out,  but  the  whole  specification 
and  claim  must  be  taken  together.  Whitney  v.  Emmett,  Baldwin, 
303,  315;  Ames  v.  Howard^  1  Sumner,  482,  485;  Pdge  v.  Ferry ^ 
1  Fisher,  298,  302. 

2.  If  it  appear  with  reasonable  certainty,  either  from  the  words 
used  or  by  necessary  implication,  in  what  the  invention  consists,  it 
will  be  adjudged  sufficient,  and  the  rights  of  the  patentee  will  be 
protected,  however  imperfectly  or  inartificially  he  may  have  ex- 
pressed himself. 

In  construing  the  claim  it  is  proper  to  look  at  the  original 
patent,  and  in  the  original  specification  it  is  clear  that  the  patentee 
intended  the  use  of  fat  liquor  in  a  warm  state  only.  Johnson  v. 
Root,  1  Fisher,  351,  355. 

Now  a  reissue  must  be  for  the  same  invention.  It  is  not  to  be 
presumed  that  the  patentee  intended  to  embrace  in  the  reissue  what 
he  had  not  invented  or  described  in  the  original,  and  thus  destroy 
his  patent. 

The  power  and  duty  of  granting  a  new  patent  for  the  original 
invention,  upon  a  surrender  of  the  old,  is  intrusted  to  the  Com- 
missioner of  Patents,  and  his  decision  is  not  re-examinable  by  the 
courts,  unless  it  is  apparent  upon  the  face  of  the  patent  that  he  has 
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exceeded  his  authority,  or  unless  there  is  a  clear  repugnancy  be- 
tween the  old  and  the  new  patent,  or  unless  the  new  has  been 
obtained  by  fraud  or  collusion  between  the  Commissioner  and  the 
patentee.  The  presumption  upon  all  these  points  is  in  favor  of  the 
regularity  and  validity  of  the  reissue.  Potter  v.  Holland^  4  Blatch- 
ford,  238,  242  ;  Battin  v.  Taggert,  17  Howard,  74,  84  ;  O'ReiUy  v. 
Morse,  15  /rf.,  62,  112 ;  Hussey  v.  McCormick,  1  Fisher,  509,  515. 

By  the  well-settled  rules  of  construction  already  referred  to  in 
this  discussion,  the  court  will  not  give  a  construction  that  will 
create  a  repugnancy  between  the  old  and  the  new,  and  thus  invali- 
date the  patent,  if  the  language  of  the  specification  and  claim, 
taken  together,  and  in  connection  with  such  extraneous  facts  as 
may  aid  in  disclosing  the  intention  of  the  patentee,  will  admit  of 
another  construction. 

Independently  of  all  this,  the  language  and  structure  of  the 
specification  require  the  construction  set  up  by  the  patentee. 

The  specification  commences  by  stating  in  what  the  invention 
consists,  in  these  words:  **A  novel  treatment  of  what  is  known 
'  as  bark- tanned  lamb  or  sheep  skins,'  which  in  the  bark-tanned 
state  is  too  hard  and  stiff  for  glove-making,  but  when  subjected  to 
this  treatment  is  rendered  suitable  for  gloves."  Stated  generally, 
then,  the  invention  consists  of  a  novel  treatment  of  a  certain  kind  of 
skin,  a  process  or  processes ;  and  the  manner  and  character  of  this 
treatment  or  process  is  to  be  thereinafter  described. 

The  specification  then  proceeds  to  describe  the  ruyvd  treatment  or 
process  constituting  the  invention,  and  begins  by  sayiog  that  the 
^^ principal  feature''  of  the  invention  consists  of  the  employment 
of  fat  liquor.  It  does  not  say  that  the  whcle  invention,  or  the 
whole  of  any  or  either  claim  consists  in  the  mere  employment  of  fat 
liquor ;  but  that  this  is  a  principal  feature.  The  expression  ^^prin- 
cipal feoXure"  implies  that  there  are  other  features.  It  is  perti- 
nent to  observe  also,  in  view  of  certain  criticisms  upon  the  specifi- 
cation to  be  noticed  hereafter,  that  fat  liquor  as  the  principal 
feature,  applies  to  the  compound  or  second  claim  as  well  and  as 
fully  a»  to  the  Jirst  claim.  As,  therefore,  the  fat  liquor  is  to  be 
heated  when  used  in  the  compound,  no  inference  against  its  heating 
when  used  alone  can  be  legitimately  drawn  from  the  statement  that 
the  employment  of  fat  liquor  constitutes  the  principal  feature  of 
the  invention.  If  it  intends  heated  fat  liquor  in  one  case,  as  is 
conceded,  it  must  in  the  other  also. 

The  specification  then  goes  on  to  describe  further  the  **  novel 
treatment,"  and  the  other  features  of  the  invention,  and  says  :  ^'  In 
treating  leather,"  that  is,  the  leather  before-mentioned,  *^bark- 
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tanned  Iamb  or  sheep  skins,"  ''with  fat  liquor,  it  is  desirable  to 
heat  the  latter  to  or  near  the  boiling-point,  and  it  is  preferred  to 
use  the  same,"  i  e.,  fat  liquor  heated^  ''  in  connection  with  other 
ingredients."  This  plainly  says,  "in  treating  the  leather  with 
fat  liquor,"  not  with  the  compound,  '*it  is  desirable  to  heat  the 
latter,"  i.  6.,  the  fat  liquor  alone,  "  to  or  near  the  boiling-point." 
It  will  be  observed  that  the  heating  of  the  liquor  is  mentioned  before 
a  word  is  said  about  other  ingredients  ;  and  there  can  be  no  doubt 
that  the  patentee  intended  the  heating  of  the  fat  liquor  as  a  part  of 
his  process. 

In  prescribing  the  compound,  the  specification  says:  ''There 
may  be  added  to  each  ten  gallons  of  such  heated  fat  liquor,"  thus 
showing  clearly  that  the  patentee  intended  heated  fat  liquor^  both 
when  used  alone  and  as  the  base  of  the  compound. 

Afterwards,  in  speaking  of  the  treatment  of  the  skin,  the  speci- 
fication says:  "The  same  should  be  well  dipped  in  or  saturated 
with  the  fat  liquor,  or  compound  of  which  the  fat  liquor  is  the 
base. ' ' 

While  this  includes  the  treatment  of  the  skins  with  the  fat 
liquor  alone,  and  also  with  the  compound,  of  which  heated  fat 
liquor  is  the  base,  it  does  not  repeat  the  word  "  heated;  "  henoe 
the  omission  of  the  word  "heated"  when  applied  to  the  immersion 
of  skins  in  the  fat  liquor  alone,  does  not  afibrd  a  presumption  that 
the  patentee  did  not  intend  heated  fat  liquor  under  the  first  claim. 
On  the  contrary,  it  affords  a  strong  presumption  of  the  reverse. 

The  construction  asked  by  the  patentee  is  confirmed  by  reference 
to  the  formal  claim  at  the  close  of  the  specification.  Bead  in  con- 
nection with  and  construed  in  the  light  of  the  whole  specification, 
it  is  twofold  :  1.  "  The  employment  of  fat  liquor  in  the  treatment 
of  leather,  auhfttantiaUy  as  specified" — that  is  to  say,  heated  and 
applied  to  the  skin  substantially  as  specified.  2.  The  process, 
"substantially  as  herein  described,  of  treating  bark- tanned  lamb  or 
sheep  skins,  by  means  of  a  compound  composed  and  applied  essen- 
tially as  specified" — that  is  to  say,  a  heated  compound  composed 
and  applied  essentially  and  substantially  as  specified. 

It  is  said  that  the  words  ^'desirable"  and  ^^ preferred"  in  the 
specification  are  used  to  express  the  same  idea,  and  each  used  in 
contrast  with  essential  or  necessary.     This  is  a  mistake. 

The  word  ^^ desirable"  applies  to  the  use  of  the  fat  liquor, 
whether  alone  or  in  the  compound,  and  refers  to  the  degree  of  heat 
and  not  to  the  fact  of  heating.  The  patentee  does  not  mean  to  say 
that  it  is  not  essential  or  necessary  to  heat  the  fat  liquor,  but  that 
it  is  not  essential  to  heat  it  up  to  or  near  the  boiling-point.     The 


Oct.  1873.]  Klein  v.  Russell.  609 

Argument  in  support  of  the  reisuue. 

language  is  not  the  most  apt  that  might  have  been  employed  to 
express  the  intention,  but  reasonably  plain  nevertheless.  The 
draughtsman  evidently  assumed  the  fadi  of  heating,  and  sought 
to  describe  the  temperature  without  limiting  it  to  an  exact  degree. 
This  view  is  strengthened  by  reference  to  the  original  specification, 
where  the  expression  is  ^^loarm  the  same  by  heating  to  or  near  the 
boiling-point,"  Here  there  is  no  question  about  the  fact  of  heat- 
ing being  essential;  and  the  formula,  substantially,  was  trans- 
ferred to  the  reissued  specification,  and  there  applied  to  both 
claims.  If,  from  the  language  employed,  there  is  no  question 
about  the  necessity  of  heating  under  the  old  patent,  and  none 
when  applied  to  the  compound  under  the  new,  why  should  the 
same  language  receive  a  difibrent  construction  when  applied  to  fat 
liquor  alone? 

The  word  ^^ preferred*'  applies  to  the  compound,  and  means  sim- 
ply that  the  inventor  prefers  it  to  the  use  of  the  heated  fat  liquor 
alone,  and  hence  he  describes  and  patents  it. 

This  word  may  be  said  to  be  used  in  contrast  with  essential  or 
necessary,  in  reference  to  producing  the  desired  result ;  that  is  to 
say,  such  result  may  be  produced  by  the  heated  fat  liquor  alone, 
and  that  is  claimed  and  patented ;  but  the  inventor  prefers  the 
compound,  and  that  is  claimed  and  patented  also. 

II.  As  to  the  requests  for  instructions. 

1.  The  first  request  does  not  correctly  or  fully  describe  the  in- 
vention. The  employment  of  fat  liquor,  merely,  is  not  the  whole 
of  the  invention.  It  is  the  employment  of  fat  liquor  in  the  condi- 
tion 8Lud  manner  described  in  the  specification.  The  request  erro- 
neously assumes  that  a  knowledge  by  others  of  the  thing  patented, 
more  than  two  years  before  application  for  the  patent,  renders  it 
void.  If  a  prayer  for  instruction  be  not  correct  in  its  very  terms^ 
it  is  not  error  to  refuse  it.  The  charge  to  the  jury  covered  the 
ground  of  this  request,  and  embraced  all  the  defendant  below  had 
a  right  to  ask  upon  the  point  involved. 

J.  The  second  request  was  properly  refused,  and  the  modifica- 
tion was  correct.  The  court  had  already  charged  on  this  point, 
and  the  charge  and  the  modification  of  the  request  under  consider- 
ation, correctly  present  the  law  applicable,  and  were  sufficiently 
favorable  to  the  defendant  below.  Whether  the  specification  is 
sufficient,  within  this  rule  of  law,  is  a  question  of  fact  for  the  jury ; 
and  in  the  case  at  bar  it  was  properly  submitted  to  the  jury.  Jud- 
son  V.  Moore,  1  Fisher,  544,  547;  Davis  v.  Palmer,  2  Brocken- 
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brough,  298,  308 ;   Wood  v.  Vhderhill,  6  Howard,  1,  4  ;  Battin  v. 
Taggert,  17  Id.,  74,  85. 

3.  The  refusal  to  comply  with  the  third  request  was  correct,  for 
the  reasons  given  in  considering  the  second  request,  and  also  on 
grounds  hereafter  stated  in  considering  the  sixth  request. 

4.  It  would  have  been  erroneous  to  charge  as  requested  by  the 
fourth  request  without  the  modification.  The  question  here  in- 
volved is  substantially  the  same  as  that  spoken  of  in  considering 
the  last  two  requests,  and  also  hereinafter  spoken  of  in  considering 
the  sixth  r(  quest. 

5.  In  reply  to  the  fifth  request,  the  charge  was  in  accordance 
with  the  request  except  in  the  addition  of  the  words,  '^  or  to  other 
like  purposes."  If  the  request  without  this  addition  was  proper  as 
far  as  it  went,  the  addition  was  proper,  unless  the  mere  purpose  or 
application  of  a  contrivance  or  process  is  patentable,  which  will  not 
be  asserted.  If  the  addition  was  rights  the  request  without  it  was 
wrong.  The  patent  wm  primd facie  evidence  of  utility,  and  there 
was  no  conflicting  evidence  on  this  point.  Hence,  the  request  in- 
volved only  an  abstract  questioti. 

6.  The  sixth  request  presents  one  question  only :  ^*  Is  this  claim 
void  for  uncertainty,  because  the  specification  does  not  prescribe 
exact  and  unvarying  proportions  in  the  ingredients  of  the  com- 
pound?" 

The  formula  given  in  the  specification  gives  fixed  and  certain 
proportions  in  the  compound,  as  a  general  rule.  And  the  specifi- 
cation goes  on  to  say  that  the  proportions  of  the  ingredients  may 
be  more  or  less  varied,  and  the  Venetian  red  or  other  coloring  mat- 
ter be  modified  or  omitted,  as  desired.  It  evidently  does  not  mean 
that  all  the  ingredients  may  be  omitted  ;  for  this  part  of  the  speci- 
fication is  treating  of  the  compound^  and  if  all  the  ingredients  were 
omitted  it  would  be  no  compound,  but  fat  liquor,  simply.  The 
other  ingredients  may  be  varied,  but  the  Venetian  red  or  other  in- 
gredients may  be  omitted,  if  desired.  A  variety  of  colors  are  re- 
quired in  glove  leather,  and  the  use  or  omission  of  the  coloring 
matter,  as  well  as  the  kind  to  be  used,  would,  it  is  obvious,  depend 
upon  the  color  of  the  leather  desired  in  a  particular  case  ;  hence ; 
the  impracticability  of  prescribing  in  the  patent  any  exact  and  in- 
variable rule  for  its  use.  If  the  patent  fixed  the  exact  and  in- 
variable proportions  of  the  other  ingredients,  it  would  enable  any 
one  to  produce  the  same  results,  and  use  the  invention  with  im- 
punity by  a  slight  variation  of  the  proportions,  not  affecting  essen- 
tially the  character  of  the  compound.  In  this,  as  in  other  respect«, 
the  specification  is  addressed  to  persons  "  skilled  in  the  art  or 


Oct.  18*73.]  Klein  v,  Russbll.  611 

Argument  in  support  of  the  reissue. 

science  to  which  the  iaveation  appertains."  Where  the  patentee 
gives  a  certain  proportion  as  a  general  rule,  which  on  the  face  of 
the  .specification  seems  generally  applicable,  the  patent  will  be 
valid,  though  some  small  differences  may  be  occasionally  required. 
Woody,  UnderhiU,  6  Howard,  1 ;  Eyan  v.  Goodtvin,  3  Sumner,  514. 

7.  The  seventh  request  referred  to  a  prior  use  more  than  two 
years  hefove  plaintiff^' 8  application  for  a  patent,  and  the  court  prop- 
erly refused  so  to  charge.  The  defendant  then  modified  his  request, 
and  the  court  charged  substantially  as  requested. 

8.  The  eighth  request  is  not  insisted  on  in  argument.  It  was 
purely  abstract  and  speculative.  The  court  was  not  bound  to  no- 
tice it  at  all,  though  it  did  notice  it,  and  in  a  way  which,  so  far  as 
the  defendant  is  concerned,  is  unexceptionable. 

9.  The  charge  contains  just  what  the  ninth  request  requested. 
The  judge  was  not  bound  to  repeat  himself. 

10.  The  tenth  request  was  to  charge  "that  the  patent  could  not 
be  sustained  in  the  matter  of  the  mere  degree  of  heat,  if  the  princi- 
ple of  applying  heat  to  any  extent  was  an  old  process."  So  far  as 
this  point  involves  the  question  of  novelty,  the  charge  had  fully 
covered  the  ground,  and  in  accordance  with  the  request.  If  it  was 
intended  by  the  request  to  elicit  a  ruling  that  a  patent  could  not  be 
sustained  for  a  mere  degree  of  heat,  then  it  was,  in  that  particular, 
abstract  and  speculative.  The  specification  does  not  fix  any  exact 
degree  of  heat,  and  the  plaintiff  below  did  not  ask  to  have  his  pat- 
ent sustained  on  that  ground. 

III.  Exertions  to  evidence. 

The  question  to  Uriel  Case  was  proper  as  introductory  to  the  wit- 
ness's statements  at  the  interview,  and  as  proof  of  the  fact  elicited 
by  his  further  cross-examination,  that  when  charged  with  an  in- 
fringement of  the  patent,  he  made  no  pretense  of  prior  knowledge, 
but  claimed  '*a  way  of  his  own,"  &c.,  or,  in  other  words,  that  he 
did  not  then  infringe. 

The  question  to  Place  was  proper  also,  its  object,  obviously, 
having  been  to  show  a  combination  among  the  defendants'  wit- 
nesses, including  the  witness  under  examination,  to  defeat  the 
patent  and  share  the  expense,  thus  affecting  their  credibility. 

The  objection  that  it  was  not  the  best  evidence  is  untenable. 
The  question  was  upon  a  collateral  matter  arising  incidentally  in 
the  progress  of  the  trial,  affecting  merely  the  credit  of  the  witness. 

The  witness  did  not  know  who  signed  the  paper,  and  the  evi- 
dence complained  of  being,  therefore,  harmless,  error  cannot  be 
predicated  of  its  admission. 
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On  the  state  of  the  case  the  question  to  Dr,  Porter  was  proper 
also,  for  while  it  is  true  that  the  mere  purpose  or  effect  of  a  process 
is  not  patentable,  it  is  equally  true  that  the  effect  or  result  .pro- 
duced is  always  proper  to  be  considered  when  a  patent  is  on  trial. 
Indeed,  it  is  often  most  important  in  determining  the  questions  of 
novelty  and  utility.  The  result,  if  greatly  more  beneficial  than 
that  produced  by  old  contrivances,  reflects  back  and  tends  to  char- 
acterize the  importance  of  the  change.  Our  question  to  Dr.  Porter 
tended  to  solve  the  question  raised  by  the  defendant's  evidence, 
whether  or  not  the  patented  process  was  or  was  not  the  application 
of  an  old  principle  or  process  to  a  new  and  analogous  use.  How- 
ever, Dr.  Porter's  answer,  if  it  was  not  harmless  in  itself,  became 
harmless  under  the  charge  of  the  court  in  reply  to  the  defendant's 
request. 

Mr.  Justice  Swaynb  delivered  the  opinion  of  the  court. 

The  action  was  for  the  infringement  of  a  reissued  patent.  The 
plaintiff  in  error  was  the  defendant  in  the  court  below.  A  verdict 
and  judgment  were  rendered  against  him.  In  the  progress  of  the 
trial  he  took  numerous  exceptions.  We  have  considered  them,  and 
will  pioceed  to  dispose  of  the  case. 

There  was  no  error  in  the  refusal  of  the  court  to  direct  a  verdict 
for  the  defendant.  The  evidence  is  fully  set  out  in  the  record.  It 
was  well  remarked  by  the  circuit  judge,  in  deciding  the  motion  for 
a  new  trial,  that  "the  conflict  of  evidence  upon  the  questions  of 
fact  is  very  great,  and  made  it  a  very  proper  case  for  submission  to 
the  jury."  Where  it  is  entirely  clear  that  the  plaintiff  cannot 
recover,  it  is  proper  to  give  such  a  direction,  but  not  otherwise. 

It  is  insisted,  in  this  connection,  that  the  reissue  is  void,  because 
it  was  not  for  the  same  invention  as  the  original  patent. 

This  point  does  not  appear  to  have  been  taken  in  the  court  below, 
and,  therefore,  cannot  be  made  here.  No  instruction  was  asked  or 
given  touching  the  subject.  It  is  to  be  presumed,  until  the  con- 
trary is  made  to  appear,  that  the  Commissioner  did  his  duty  cor- 
rectly in  granting  the  reissued  patent. 

The  question  put  to  Uriel  Case,  and  his  answer,  were  within  the 
proper  limits  of  a  cross-examination.  Johnston  v.  Jones,  1  Black, 
210. 

The  question  to  Place  was  proper,  and  his  answer  was  not  ob- 
jected to.  His  answer  as  to  his  connection  with  the  paper  to  which 
he  referred  also  passed  without  objection.  But  it  is  insisted  that 
it  was  error  to  require  him  to  state  its  contents,  no  notice  to  pro- 
duce it  having  been  given.     To  this  there  are  two  answers:  It  was 
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an  incidental  and  collateral  matter  drawn  out  to  test  the  temper 
and  credibility  of  the  witness.  It  in  nowise  affected  the  merits  of 
the  controversy  between  the  parties.  The  witness  stated  that  he 
did  not  know  who  signed  the  paper.  The  contents  could  not, 
therefore,  have  operated  to  the  injury  of  the  defendant. 

The  question  to  Porter  involved  the  novelty,  utility,  and  modus 
operandi  of  the  alleged  invention  of  the  plaintiff,  and  the  answer 
was  competent  evidence. 

Elab6rate  instructions  covering  the  entire  case  were  given  to  the 
jury.     None  of  them  were  excepted  to  by  the  defendant. 

Numerous  instructions  were  asked  by  his  counsel.  An  exception 
was  taken  in  relation  to  each  one  of  them,  and  is  assigned  for  error. 

We  shall  refer  to  them  as  they  are  numbered  in  the  record. 

I.  That  the  patent  is  for  *'the  treatment  of  bark-tanned  sheep  and 
lamb  skins,  by  the  employment  of  fat  liquor,  and  if  the  jury  believe 
such  treatment  was  known  to  others  more  than  two  years  before 
the  plaintiff  applied  for  his  patent,  his  patent  is  void."  This  in- 
struction was  properly  refused.  It  stated  inaccurately  the  rule  of 
law  which  it  involved.  A  patent  relates  back,  where  the  question 
of  novelty  is  in  issue,  to  the  date  of  the  invention,  an4  not  to  the 
time  of  the  application  for  its  issue.  The  jury  had  already  been 
sufficiently  instructed  upon  the  subject.  The  instruction  assumes 
that  the  reissue  was  for  the  use  of  fat  liquor,  without  reference  to 
the  point  whether  it  were  hot  or  cold.  This  renders  it  necessary 
to  construe  the  patent  with  a  view  to  the  solution  of  that  question. 

The  original  specification  declared  that  the  invention  consisted 
*^  in  a  novel  treatment  of  bark-tanned  lamb  or  sheep  skins."  The 
patentee  said:  **The  process  I  adopt,  and  which  constitutes  my 
invention,  is  as  follows:  I  take  of  *fat  liquor,'  obtained  in  scouring 
deerskins  after  tanning  in  oil,  say  ten  gallons,  and  warm  the  same 
to  or  near  the  boiling  point.  I  then  add  to  such  heated  fat  liquor 
eight  ounces  of  sal  soda,  twelve  ounces  of  common  salt,  one  pint  of 
soft  soap,  and  four  ounces  of  Venetian  red,  and  stir  and  mix  these 
several  ingredients  with  the  fat  liquor."  The  claim  is  as  follows: 
**  What  is  liere  claimed,  and  desired  to  be  secured  by  letters-patent, 
is  the  process  substantially  as  herein  described  of  treating  bark- 
tanned  lamb  or  sheep  skins  by  means  of  a  compound,  and  applied 
essentially  as  specified." 

With  this  specification  and  claim,  it  was  apprehended  that  the 
patent  did  not  cover  the  use  of  heated  fat  liquor  (done — which  the 
patentee  claimed  as  a  part  of  his  invention — but  that  it  would 
be  held  to  cover  the  use  of  such  heated  liquor  only  in  combina- 
tion with  the  ingredients  specified.     If  so,  the  omission  of  any  one. 
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or  all,  of  the  ingredients  would  have  given  immunity  to  an  in- 
fringer. To  remedy  this  defect  the  reissue  was  procured.  In  the 
specification  in  that  case  the  patentee  says:  **My  invention  con- 
sists in  a  novel  treatment  of  what  is  known  as  bark-tanned  lamb 
or  sheep  skin." 

'^  The  principal  feature  of  my  invention  consists  in  the  employ- 
ment of  what  is  known  amongst  tanners  as  fat  liquor,  which  is 
ordinarily  obtained  by  scouring  deerskins,  after  tanning  in  oil,  but 
which,  when  it  is  not  convenient  to  obtain  in  this  manner,  may  be 
produced  as  a  liquor  having  the  same  character — obtained  by  the 
cutting  of  oil  with  a  suitable  alkali.  In  treating  leather  with  the 
*  fat  liquor,'  it  is  desirable  to  heat  the  liquor  to  or  near  the  boiling- 
point,  and  it  is  preferred  to  use  the  same  in  connection  with  other 
ingredients.  Thus,  for  instance,  there  may  be  added  to  each  ten 
gallons  of  such  heated  fat  liquor,  eight  ounces  sal  soda,  twelve 
ounces  common  salt,  one  pint  of  soft  soap,  or  an  equivalent  quan- 
tity of  hard  soap,  four  ounces  of  Venetian  red  ;  such  ingredients  to 
be  well  stirred  and  mixed  with  the  fat  liquor." 

The  claims  are  as  follows  : 

m 

'*  1.  The  employment  of  fat  liquor  in  the  treatment  of  leather, 
substantially  as  specified. 

**2.  The  process,  substantially  as  herein  described,  of  treating 
bark-tanned  lamb  or  sheep  skins  by  means  of  a  compound  com- 
posed and  applied  essentially  as  specified."  The  mode  of  applica- 
cation  prescribed  in  both  specifications  is  the  same. 

The  first  claim,  it  has  been  argued,  is  for  thfe  use  of  fat  liquor 
generally,  hot  or  cold.  If  it  be  for  the  former  only,  the  patent  may 
be  valid;  while,  if  for  the  latter,  it  may  be  too  broad,  and,  there- 
fore, void. 

The  counsel  for  the  patentee  insists  that  the  claim  is  limited  to 
fat  liquor  in  a  heated  state.  The  subject  is  to  be  examined  in 
the  light  of  both  specifications  and  of  both  sets  of  claims.  The 
court  should  proceed  in  a  liberal  spirit,  so  as  to  sustain  the  patent 
and  the  construction  claimed  by  the  patentee  himself,  if  this  can  be 
done  consistently  with  the  language  which  he  has  employed. 

The  original  specification  and  claim  were  clearly  confined  to 
heated  fat  liquor.  The  law  (act  of  1836,  §  13,  5  Stat,  at  Large, 
122)  required  that  the  reissue  should  be  for  the  same  invention  as 
the  original  patent.  It  is  to  be  presumed  the  Commissioner  did 
his  duty.  If  the  reissue  be  for  fat  liquor  generally,  it  is  for  a 
thing  then  patented  for  the  first  time,  and  the  patent  involves  a 
violation  of  the  law. 
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The  second  specification  says:  "The  principal  feature  of  the 
invention  is  the  employmont  of  *fat  liquor.' "  It  then  proceeds  to 
direct  how  the  liqour  shall  be  prepared.  In  doing  this  it  is  said 
'*it  is  desirable  to  heat  the  liquor  to  or  near  the  boiling-point." 

This  is  the  foundation  of  the  first  claim,  which  is  for  "the  em- 
ployment of  fat  liquor  in  the  treatment  of  leather,  substantially  as 
sp  cified,'*  The  heated  condition  of  the  liquor  is  before  distinctly 
specified,  and  if  it  be  applied  in  any  other  state  its  condition  will 
not  be  as  specified,  either  exactly  or  substantially.  After  the  words 
"  boiling-point."  the  specification  proceeds:  "  And  it  is  preferred  to 
use  the  same  in  connection  with  other  ingredients.  Thus,  for  in- 
stance, there  may  be  added  to  each  ten  gallons  of  heated  fat  liquor," 
ifec.  The  ingredients  are  then  named.  This  is  the  ground  of  the 
second  claim,  to  wit :  "  The  process  substantially  as  herein  described 
of  treating  bark- tanned  lamb  or  sheep  skins  by  means  of  a  com- 
pound composed  and  applied  essentially  as  specified."  Here  heated 
fat  liquor  is  clearly  one  of  the  constituents  of  the  compound.  A 
chemist  proved  on  the  trial  that  heat  was  an  element  essential,  in 
a  large  degree,  to  the  efficacy  and  utility  of  both  the  simple  liquor 
and  the  compound,  when  so  applied.  We  think  the  better  opinion 
is,  that  the  first  claim  was  intended  to  cover,  and  does  cover,  only 
the  use  of  heated  liquor. 

The  first  instruction  might  well  have  been  refused  for  the  reason, 
also,  that  it  was  too  broad  as  to  this  point. 

II.  The  next  prayer  and  the  action  of  the  court  are  thus  set 
forth  in  the  bill  of  exceptions : 

"2.  The  defendant's  counsel  also  requested  the  said  judge  to 
charge  that  the  proper  construction  of  the  patent  is  that  the  fat 
liquor  should  be  applied  at  or  near  the  boiling-point,  and  if  the 
jury  believe  that  the  application  of  fat  liquor  at  such  a  tempera- 
ture to  leather  is  injurious  and  pernicious,  the  patent  is  void  for 
want  of  utility,  and  the  defendant  entitled  to  a  verdict ;  but  the 
said  judge  refused  so  to  charge  the  jury,  but  modified  the  said 
request  and  instructed  the  jury  that  the  proper  construction  of  the 
second  claim  of  the  patent,  so  far  as  it  relates  to  the  application  of 
heat,  is  that  the  compound,  composed  of  fat  liquor  and  the  other 
ingredients  required,  should  be  applied  at  or  near  the  boiling-point, 
under  the  common  knowledge  of  persons  skilled  in  the  art  of  treat- 
ing this  leather,  to  procure  softness  and  pliability,  would  make 
them  wait  until  it  was  partially  cooled  before  its  application,  and  if 
the  jury  believe  that  the  application  of  fat  liquor  at  such  a  temper- 
ature to  leather  as  is  required  by  the  specification  under  this  quali- 
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ficatioQ  is  iujurious  and  pernicious,  the  pateat  is  void  for  want  of 
utility,  and  the  defendant  entitled  to  a  verdict;  and  the  counsel  for 
defendant  then  and  there  duly  excepted." 

We  think  this  ruling  of  the  court  was  correct. 

Ill  and  IV.  These  exceptions  are  sufficiently  answered  by  what 
was  said  by  the  Circuit  Court  as  to  the  second  prayer. 

V.  This  instruction  was  properly  modified.  The  state  of  the 
evidence  hardly  justified  the  judge  in  giving  any  instruction  upon 
the  subject  to  which  it  related. 

The  remaining  five  exceptions  may  be  grouped  and  disposed  of 
together.     Neither  of  them  requires  any  special  remark. 

We  are  satisfied  with  the  rulings  of  the  learned  judge  who  tried 
the  case  as  to  each  and  all  of  them. 

We  find  nothing  in  the  record  of  which  the  plaintiff  in  error  has 

a  right  to  complain. 

Judgment  affirmed. 


Dissenting,  Justices  Field  and  Hunt. 


Packet  Company  v.  Sickles. 

(19  Wallace.  611.) 

1.  Whilst  the  right  to  plead  the  statutes  of  limitations  is  no  more  within  the  discretion 

of  the  court  than  other  pleas,  when  the  refusal  of  the  court  to  permit  that  plea  to 
he  filed  is  based  on  the  allegation  that  it  is  not  filed  within  the  time  prescribed  by 
the  rules  of  practice  adopted  in  that  court,  it  is  necessary  that  the  party  excepting 
to  the  refusal  shall  incorporate  the  rule  in  his  bill  of  exceptions,  or  this  court  will 
presume  that  the  court  below  construed  correctly  its  own  rules. 

2.  Such  rules  are  indispensable  to  the  dispatch  of  business  and  the  orderly  administra- 

tion of  justice,  and  it  must  be  presumed  that  the  court  below  is  familiar  with  the 
construction  and  course  of  practice  under  them. 

3.  The  rule  of  damages  in  actions  at  law  for  infringement  of  the  rights  of  patentees 

has  long  been  established  in  this  court  to  bo  the  customary  price  at  which  the 
patentee  has  licensed  the  use  of  his  invention,  where  a  sufficient  number  of  licenses 
or  sales  have  been  made  to  establish  a  market  value. 

4.  The  reason  for  this  rule  is  still  stronger  when  the  use  of  the  patented  invention  has 

been  with  the  consent  of  the  patentee,  expressed  or  implied,  without  any  rate  of 
compensation  fixed  by  the  parties. 

Error  to  the  Supreme  Court  of  the  District  of  Columbia. 

This  suit  was  part  of  a  litigation  of  twenty-five  years'  standing, 
which  was  now  in  this  court  for  the  fourth  time. 

The  controversy  arose  out  of  the  use  by  the  defendants  below  of 
an  improvement  in  the  steam-engine  known  as  the  Sickles  cut-off, 
an  apparatus  for  lifting  and  tripping  the  valves  of  steam-engines, 


Oct.  1873.]  Packet  Company  v.  Sickles.  617 


Statement  of  the  case. 


and  also  an  improved  water  reservoir  and  plunger,  for  which  F.  E. 
Sickles,  one  of  the  plaintiffs,  had,  on  the  20th  May,  1842,  received 
a  patent. 

All  the  trials  in  the  court  below  previous  to  the  one  under  review 
had  been  founded  on  a  special  count,  the  substantial  allegations  of 
which  were  that  after  an  experiment  to  ascertain  the  saving  in  fuel 
due  to  the  use  of  the  patented  invention,  the  defendants  would  pay  to 
the  plaintiffs  three-fourths  of  the  value  of  said  saving  of  fuel  during 
the  existence  of  the  patent,  if  the  vessel  on  which  it  was  to  be  used 
should  last  so  long.  Very  large  savings  were  proved  to  the  satis- 
faction of  juries,  and  several  heavy  verdicts  and  judgments  ren- 
dered, which  were  reversed  on  different  grounds  in  this  court.  The 
last  of  these  reversals  was  in  the  present  case,  and  is  reported  in 
5th  Wallace,  580. 

It  was  there  held  that  this  special  contract,  on  which  the  case 
had  always  been  previously  tried,  was  void  under  the  statute  of 
frauds,  because  it  was  not  to  be  performed  within  one  year  and  was 
not  in  writing.  This  was  in  1867,  and  the  case  being  remanded, 
the  plaintiffs,  by  leave  of  the  court,  filed,  on  4th  March,  1868,  the 
the  following  amendment  to  the  declaration  : 

^*  The  plaintiffs  sue  the  defendants  for  money  payable  to  the 
plaintiffs,  for  the  use  of  a  certain  apparatus  patented  by  one  F.  E. 
Sickles  on  the  20th  day  of  May,  1842,  for  lifting  and  tripping  the 
valves  of  steam-engines,  and  also  an  improved  water  reservoir  and 
plunger. 

**And  the  plaintiffs  sue  the  defendant  for  money  received  by  the 
defendant  for  the  plaintiffs  ;  and  the  plaintiffs  claim  $25,000." 

To  this  the  defendants,  on  the  1st  day  of  March,  1871,  three 
years  afterwards,  without  leave  of  the  court,  filed  a  plea  of  non- 
assumpsit,  and  two  pleas  of  the  statute  of  limitations.  On  motion 
of  the  plaintiffs  the  two  latter  pleas  were  stricken  from  the  files,  on 
the  ground  that  not  having  been  filed  within  time,  according  to  the 
rides  of  the  court,  the  court  would,  in  furtherance  of  the  ends  of 
justice,  refuse  to  permit  them  to  stand  as  part  of  the  issue  to  be 
tried. 

The  defendants  excepted  ;  but  whether  their  exception  exhibited 
to  this  court  in  the  full,  clear,  and  regular  way  in  which,  accord- 
ing to  immemorial  practice,  it  was  proper  to  exhibit  it,  the  action 
of  the  court  below,  which  they  wanted  to  bring  here,  was  not  so 
clear.  The  bill  of  exceptions,  signed  by  the  judge  and  sealed,  ran 
in  this  way;  the  rule  of  court  which  it  was  said  that  the  defendant 
had  violated,  not  being  incorporated  into  the  exception,  but  appear- 
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ing  (just  as  it  appears  on  the  page  of  this  volume)  in  9k  foot  note  on 
the  page  in  the  printed  transcript;  leaving  it  open,  of  course,  to  a 
question  who  put  it  on  the  record  or  transcript,  though  not  the 
least  question  of  that  sort  was  made,  at  any  time,  in  this  case. 

**  Deposition  of  Thomas  Worthington  was  read,  and  it  was  shown 
to  the  court  that  a  copy  of  the  amended  declaration  was  served  on 
the  attorney  of  the  defendant,  but  without  the  notice  to  plead 
required  by  the  rule  of  court  No.  15,*  and  was  as  follows:  [The 
exception  then  set  out  the  amended  declaration  in  the  words  already 
above  given.]  Nor  was  any  rule  to  plead  laid  in  the  case  after  the 
amended  declaration.  Therefore  the  court  ordered  that  the  second 
and  third  pleas  be  stricken  out;  to  which  ruling  the  defendant 
excepts  and  prays  the  court  to  sign,  seal,  and  cause  to  be  enrolled 
this  its  first  bill  of  exceptions,  which  is  done  accordingly,  this  2d 
day  of  March,  1871." 

These  pleas  of  the  statute  being  struck  out,  the  case  was  tried  on 
the  plea  of  non-assumpsit. 

The  plaintiff,  under  objection  by  the  defendant,  proved  his  special 
contract,  how  much  fuel  had  been  saved  by  the  use  of  his  apparatus, 
and  how  long  the  defendant  used  it.  The  defendant  excepted  to 
this  proof. 

The  defendant  gave  evidence  to  show  every  sale  made  during  the 
existence  of  the  patent,  of  the  license  to  use  the  patent  on  board  of 
different  boats ;  and  that  the  patent  fee  charged  to  licensees  under 
said  sales,  which  were  numerous,  ranged  from  $250  to  $1,500,  but, 
on  no  occasion,  exceeded  the  latter  sum ;  and  further,  that  the  own- 
ers of  the  patent  did  not  keep  the  patent-right  off  the  market,  but, 
on  the  contrary,  availed  of  all  opportunities  offered  of  disposing  of 
licenses  to  use  the  patent. 

The  defendant,  in  substance,  asked  the  court  to  charge, 

'^That  the  measure  of  damages  was  the  established  rate  for  the 
license  to  use  their  invention,  as  ascertained  by  the  sales  made  by 
plaintiff  of  such  license  to  others." 

The  court  refused  thus  to  charge,  and  charged  thus: 

''In  estimating  the  amount  which  the  plaintiff  is  entitled  to 

*RuLE  15.  A  notice  to  plead  shall  be  subscribed  to  every  declaration  in  the  follow- 
ing form : 

"  The  defendant  is  to  plead  hereto  on  or  before  the  first  special  term  of  the  oonrt 
occurring  twenty  days  after  service  hereof;  otherwise  judgment.  P.  Q.,  attorney  for 
plaintiff." 

Except  this  notice  to  plead,  subscribed  to  the  declaration,  no  rule  to  plead  or  demand 
of  plea  shall  be  necessary. 


Oct.  1873.]  Packet  Company  v.  Sickles.  619 

Opinion  of  the  court. 

recover,  the  jury  will  take  iato  consideration  the  value  of  the  use 
of  this  machine,  as  far  as  the  proof  enables  them  to  ascertain  its 
value  from  the  sale  of  the  machine  itself,  from  the  license  of  its 
use,  from  the  capacity  of  the  machine  to  economize  the  expenditure 
of  fuel,  in  the  expression  of  the  power  of  the  engine,  and  from  any 
other  testimony  that  they  may  find  developed  in  the  case  bearing 
upon  the  value  of  its  use ;  the  conclusion  of  value  not  to  be  confined 
to  the  price  of  the  patent  when  sold,  the  license  for  its  use,  or  the 
value  of  its  economies,  but  to  be  a  deduction  from  all,  under  the 
rule  of  equity  and  justice  between  parties  dealing  with  each  other 
in  contract,  and  where  it  is  expected  that  both  are  to  derive  advan- 
tages from  their  dealings." 

To  the  refusal  and  to  the  charge  exceptions  were  taken. 

The  jury  found  a  verdict  of  $11,333  with  interest,  from  the  day 
when  the  suit  was  brought,  December  11th,  1855,  to  the  day  when 
the  verdict  was  rendered,  March  15th,  1871. 

The  case  was  now  here  on  exceptions  ;  errors  among  others 
being  assigned : 

In  striking  out  the  pleas  of  the  statute  of  limitations. 

In  admitting  evidence  to  show  the  saving  qualities  of  the  Sickles 
apparatus,  as  compared  with  others,  whose  merits  were  not  shown. 

In  refusing  to  instruct  the  jury  as  requested  that,  in  an  action 
for  the  use  of  a  patented  machine,  the  measure  of  damages  is  the 
license  fee  or  what  others  pay  for  the  same  use  about  the  same 
time. 

And  in  charging  the  jury  in  respect  of  damages  as  it  did. 

Messrs,  T,  J.  D.  Fuller  and  W,  D.  Davidge,  /or  the  plaintiff  in 
error;  Messrs.  «/,  H.  Bradley  and  E,  N.  Dickerson,  contra. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court. 

The  ruling  of  the  court  below,  in  striking  out  the  two  pleas  of 
the  statute  of  limitations,  is  the  ground  of  the  first  exception  and 
of  one  of  the  assignment  of  errors. 

The  rule  of  that  court  is  not  made  a  part  of  the  bill  of  excep- 
tions. What  purports  to  be  a  rule  on  the  general  subject  of  notice 
to  plead  is  put  at  the  bottom  of  the  page  in  a  note,  a  mode  of 
making  up  records  on  writs  of  error  which  is  quite  novel.  What 
these  rules  are  cannot  be  judicially  noticed  by  this  court,  and  we 
are  much  embarrassed  as  to  the  effect  of  the  reference  to  those  rules 
in  the  bill  of  exceptions.  The  right  to  plead  the  statute  of  limita- 
tions, like  any  other  defense,  does  not  depend  on  the  pleasure  or 
discretion  of  the  court.     And  if  the  action  of  the  court  was  rested 
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solely  on  that  ground  we  should  have  no  hesitation  in  reversing  it. 
But  there  are  other  considerations  to  be  weighed.  The  right  of  a 
court  to  prescribe  rules  to  regulate  the  time  and  manner  of  filing 
pleas  is  beyond  question,  if  they  are  reasonable,  and  such  rules  are 
indispensable  to  the  dispatch  of  business  and  the  orderly  adminis- 
tration of  justice. 

When  in  a  bill  of  exceptions  the  court  places  its  action  on  such 
rules,  with  the  construction  of  which,  and  the  course  of  practice 
under  them,  it  must  be  familiar,  it  would  seem  that  the  party 
assigning  error  on  such  rulings  should  be  bound  to  exhibit  in  his 
bill  of  exceptions  so  much  of  the  rule  or  rules  as  affects  the  ques- 
tion. No  little  weight  is  added  to  these  views  by  the  fact  that  the 
defendants  did  not  file  their  pleas  until  three  years  after  the  filing 
of  the  amended  declaration,  to  which  they  were  answers,  and  until 
the  day  before  the  case  was  tried  by  the  jur}'.  In  addition  to  this, 
while  it  may  be  true  that  the  amended  declaration,  as  a  general 
rule,  is  to  be  taken  as  the  commencement  of  the  suit,  in  reference 
to  the  defense  of  the  statute,  it  may  be  doubted  whether  in  this 
particular  case,  where,  after  years  of  fierce  litigation,  only  a  com- 
mon count  is  added,  which  is  intended  to  cover  the  same  subject- 
matter,  justice  will  be  promoted  by  allowing  this  plea,  which  can 
only  be  valid  by  reason  of  the  time  elapsed  pending  the  litigation. 
On  the  whole  we  do  not  think,  as  the  case  appears  before  us,  that 
the  exception  is  well  taken. 

The  case  went  to  trial  on  the  plea  of  non-assumpsit  to  the 
amended  declaration.  Evidence  was  admitted,  to  which  defend- 
ants excepted,  proving  the  special  contract,  the  value  of  the  sav- 
ing in  fuel  made  by  the  use  of  the  patented  improvement,  and  the 
length  of  time  it  was  in  use  by  defendants.  Evidence  was  also 
given  by  defendants  that  the  plaintiffs  had  sold  a  great  many 
licenses  for  the  use  of  the  patent  on  steamboats,  that  the  patent 
fees  were  numerous,  and  ranged  from  |250  to  $1,500  for  the  use  of 
the  patent  during  its  existence,  and  that  though  they  had  produced 
evidence  of  all  the  sales  made  of  licenses  for  the  use  of  the  patent 
on  steamboats  during  its  existence,  the  fee  in  no  case  exceeded  the 
latter  sum.  Notwithstanding  this  testimony,  which  seems  to  have 
been  uncontradicted,  the  verdict  of  the  jury  and  the  judgment  of 
the  court  was  for  $11,333,  with  interest  from  the  date  of  the  com- 
mencement of  the  suit. 

The  defendants  in  various  forms  prayed  the  court  to  instruct  the 
jury  that  the  measure  of  damages  was  the  established  rate  for  the 
license  to  use  their  invention,  as  ascertained  by  the  sales  made  by 
plaintiffs  of  such  license  to  others.     If  this  was  the  true  rule  of 
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estimating  the  damage  the  bill  of  exceptions  shows  that  a  suffi- 
cient number  of  such  licenses,  and  the  prices  at  which  they  were 
granted,  were  in  evidence  to  enable  the  jury  to  apply  the  principle 
to  the  case  before  them. 

And  we  are  of  opinion  that  this  was  the  sound  rule,  and  that  in 
refusing  the  prayers  for  instruction  based  on  it,  as  well  as  in  ad- 
mitting evidence  of  the  saving  of  fuel  and  its  value  as  affecting  the 
amount  of  the  verdict,  the  court  below  was  in  error.  And  the 
same  error  is  to  be  found  in  the  charge  of  the  court  to  the  jury  on 
that  subject. 

In  the  case  of  Seymour  v.  McCormicky  16  Howard,  480,  this 
court,  on  full  consideration,  and  without  dissent,  laid  down  the 
proposition  that  in  suits  at  law  for  infringement  of  patents,  where 
the  sale  of  licenses  by  the  patentee  had  been  sufficient  to  establish 
a  price  for  such  licenses,  that  price  should  be  taken  as  the  measure 
of  his  damages  against  the  infringer.  The  rule  thus  declared  has 
remained  the  established  criterion  of  damages  in  cases  to  which  it 
was  applicable  ever  since.  Sickels  v.  Borden,  4  Blatchford,  14  ; 
The  Suffolk  Company  v.  Hayden,  3  Wallace,  315;  Livingston  v. 
Jones,  3  Wallace,  Jr.,  330. 

**In  cases  where  there  is  no  established  patent  or  license  fee  in 
the  case,"  says  the  court  in  the  Suffolk  Company  v.  Hay  den,  "or 
even  an  approximation  to  it,  general  evidence  must  necessarily  be 
resorted  to.'* 

In  the  case  of  Seymour  v.  McCormick,  a  charge  very  similar  to 
the  one  given  in  the  present  case  was  held  erroneous  and  the  prin- 
ciples we  have  stated  established. 

The  rule  in  suits  in  equity,  of  ascertaining  by  a  reference  to  a 
master  the  profits  which  the  defendant  has. made  by  the  use  of  the 
plaintiff's  invention,  stands  on  a  different  principle.  It  is  that  of 
converting  the  infringer  into  a  trustee  for  the  patentee  as  regards 
the  profits  thus  made  ;  and  the  adjustment  of  these  profits  is  sub- 
ject to  all  the  equitable  considerations  which  are  necessary  to  do 
complete  justice  between  the  parties,  many  of  which  would  be  inap- 
propriate in  a  trial  by  jury.  With  these  corrective  powers  in  the 
hands  of  the  chancellor,  the  rule  of  assuming  profits  as  the  ground- 
work for  estimating  the  compensation  due  from  the  infringer  to 
the  patentee  has  produced  results  calculated  to  suggest  distrust  of 
its  universal  application  even  in  courts  of  equity. 

Certainly  any  unnecessary  relaxation  of  the  rule  we  have  laid 
down  in  cases  at  law,  where  the  patentee  has  been  in  the  habit  of 
selling  his  invention  or  license  to  use  it,  so  that  a  fair  deduction 
can  be  made  as  to  the  value  which  he  and  those  using  it  have 
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established  for  it,  does  not  commend  itself  to  our  judgment,  nor  is 
it  encouraged  by  our  experience. 

If  such  be  the  proper  rule  in  case  of  the  infringer  who  uses  the 
invention  without  license  and  against  the  consent  of  the  owner,  it 
should  not  be  harsher  against  the  party  who  uses  it  with  consent 
of  the  owner,  express  or  implied,  but  without  any  agreement  as  to 
the  rate  of  compensation.  In  such  case  nothing  can  be  more  rea- 
sonable than  that  the  price  fixed  by  the  patentee  for  the  use  of  his 
invention,  in  his  dealings  with  others,  and  submitted  to  by  them 
before  using  it,  should  govern. 

The  case  was  tried  in  the  court  below  upon  an  entirely  different 
theory,  against  the  steady  remonstrance  and  exceptions  of  the  de- 
fendants. 

With  the  special  contract  eliminated  from  the  case,  it  seems  to 
us  tx)  be  a  very  simple  one.  The  defendants  have  used,  or  are 
charged  with  using,  the  invention  of  plaintiffs,  with  their  consent, 
until  the  expiration  of  the  patent.  If  this  is  proven  to  the  satis- 
faction of  the  jury,  the  plaintiffs  have  furnished  the  rule  which 
must  measure  their  compensation,  in  the  prices  at  which  they  have 
sold  the  same  privilege  to  others,  and  they  must  be  bound  by  it. 

Judgment  reversed,  with  directions  to  order 

A  NEW  TRIAL. 


HuMASTON  V.  Telegraph  Company. 

(20  Wallace,  20.) 

1.  Where  a  person,  on  a  given  contract,  covenants  to  pay  a  sam  whose  amount  is  to 

be  contingent  on  certain  events  and  is  to  be  ascertained  by  arbitrators,  such  per- 
son, if  he  prevent  any  arbitration,  may  be  sned  at  law  on  a  quantum  vcUebat^  and 
the  sum  due  may  be  ascertained  by  a  jary  under  instructions  from  the  court.  If 
the  jury,  under  such  instructions,  find  that  only  so  much  is  due,  the  plaintiff  can 
recover  nothing  more. 

2.  A  contract  of  a  special  nature  explained  and  interpreted  bo  as  to  sustain  a  charge 

under  which,  in  a  case  like  that  just  stated,  the  jury  found  as  due  much  less  than 
the  plaintiff  claimed. 

3.  Where  a  person  in  consideration  of  property  (not  money)  to  be  assigned  by  another, 

agrees  to  give  a  certain  number  of  shares  of  stock,  having  on  the  day  of  the  con- 
tract a  fixed  market  value,  and,  refusing  to  give  the  stock,  is  sued  at  law  for  a 
breach  of  the  contract,  evidence  of  the  value  of  the  stock  at  any  other  time  than 
at  the  date  of  the  contract  is  rightly  excluded ;  its  value  at  that  date  being  agreed 
on  and  admitted. 

Appeal  from  the  Circuit  Court  for  the  Southern  District  of  New 
Vork;  the  case  being  thus: 
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Humaston  having  invented  certain  instruments  for  expediting 
the  transmission  and  reception  of  messages  by  telegraph,  and 
especially  for  perforating  paper  for  the  purpose  of  such  messages, 
which  inventions  were  patented,  and  having  also,  as  he  alleged, 
discovered  a  process  by  which  paper  could  be  chemically  prepared, 
so  as  to  be  sensitive  to  the  electric  current,  and  by  which  its  value 
would  be  greatly  enhanced,  (a  process  which  he  kept  secret,)  en- 
tered in  April,  1861,  along  with  one  Lefferts,  who  had  some  in- 
terest in  the  matter  with  him,  into  an  agreement,  as  follows,  with 
the  American  Telegraph  Company,  a  company  already  established 
in  the  business  of  telegraphing: 

''The  American  Telegraph  Compitny  agree  to  buy,  and  Humas- 
ton agrees  to  sell  a  full,  perfect^  and  unincumbered  title  to  all  his 
inventions  for  all  electric  telegraph  machines  and  processes,  and 
particularly  the  patented  invention  for  perforating  paper  for  the 
purpose  of  telegraphic  messages,  and  the  adaptation  and  manner 
of  using  such  perforated  paper  in  the  transmission  of  such  mes- 
sages, including  whatever  is  patented  by  Humaston  in  the  trans- 
mission of  messages  by  telegraph,  and  also  including  the  secret 
process  of  preparing  the  chemical  paper,  with  the  right  to  procure 
letters  patent  therefor. 

''The  said  Humaston  and  Lefferts  agree  not  to  engage,  directly 
or  indirectly,  in  telegraphing  during  the  period  of  ten  years,  in 
competition  with  the  American  Telegraph  Company,  nor  in  any 
way  aid,  countenance,  or  encourage  any  telegraph  line  doing  busi- 
ness in  any  of  the  States  bordering  upon  the  Atlantic  ocean  or 
Gulf  of  Mexico,  &c.,  so  as  to  in  any  way  injuriously  affect  the 
business  or  interests  of  the  American  Telegraph  Company. 

"The  consideration  to  be  paid  by  the  company  for  the  said  in- 
ventions and  patents,  and  agreement  against  competition,  is  one 
dollar,  and  at  least  50  shares  of  the  capital  stock  of  the  American 
Telegraph  Company.  Upon  the  execution  and  delivery  by  said 
Humaston  of  conveyances  of  the  aforesaid  inventions  and  patents, 
conveying  a  full,  unincumbered,  and  perfect  title  to  the  whole 
thereof,  the  said  American  Telegraph  Company  are  to  issue  to  the 
said  Humaston  100  shares  of  the  stock  of  said  company,  and  a  fur- 
ther consideration  of  not  exceeding  400  shares  of  the  capital  stock  of 
said  company  is  to  be  paid  or  issued  to  the  said  Humaston  upon 
the  following  stipulations  and  conditions:  Three  disinterested  ref- 
erees or  arbiters  are  to  decide  how  much  {if  any)  more  is  to  be  issued 
to  the  said  Humaston  after  such  arbiters  shall  be  satisfied  as  to  the 
capability  and  value  of  said  patented  inventions;  the  said  referees 
or  arbiters  to  be  mutually  selected. 
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^^It  being  understood  that  the  aforesaid  maximum  amount  of 
stock  consideration  is  stated  under  a  claim  by  the  said  Humaston 
and  Lefferts  that  his  patented  inventions  will  enable  the  said  com- 
pany to  do  by  the  Humaston  system,  and  on  one  wire,  five  times 
as  much  business,  regularly  and  accurately,  as  can  be  done  now 
on  one  wire,  in  the  same  time,  by  any  system  now  used  by  said 
company,  it  being  also  understood  that  compensation  is  not  to  be 
allowed  to  Humaston  for  what  is  now  public,  but  only  for  what 
their  patented  improvements  in  telegraphy  are  worth  more  than 
any  other  of  said  systems. 

**The  arbiters  or  referees  are  also,  in  estimating  the  value  of  said 
patented  inventions,  to  consider  the  comparalive  reliability ^  accu- 
racy^ rapidity^  costy  and  also  the  expense  of  working  and  using  said 
inventions  with  those  noio  in  use.  To  enable  the  said  Humaston 
and  Lefferts  to  prove  the  capacity  and  value  of  the  said  inventions, 
full,  fair,  and  sufficient  trials  are  to  be  allowed  to  them,  and  made 
in  such  manner,  and  as  often,  and  for  such  period  of  time,  as  the 
referees  may  determine,  and  the  final  decision  is  to  be  given  before 
the  expiration  of  one  year  from  the  date  hereof.  Each  party  are 
to  have  the  right  to  suggest  to  the  referees  such  experiments  for 
the  testing  of  such  inventions  as  to  them  may  seem  proper^  The 
referees  to  have  full  opportunity  of  investigating  and  deciding  in 
the  matter.  It  is  also  understood  and  agreed  that  the  company 
are  to  have  reasonable  opportunity  to  examine  into  the  validity 
and  patentability  of  the  patented  inventions,  and  place  any  ques- 
tions which  may  arise  thereon  before  the  referees  for  their  decision. 
But  the  referees  are  hereby  instructed  that  under  the  foregoing 
paragragh  the  company  are  to  require  only  a  reasonable  amount 
of  evidence  as  to  the  validity  of  the  Humaston  inventions,  and  fur- 
ther agreed  that,  should  the  referees  decide  that  the  invention  is 
wholly  invalid,  and  not  patentable,  then  the  company  will  surren- 
der up  and  transfer  to  Humaston,  by  a  good  and  sufficient  assign- 
ment, the  title  to  the  said  patents  on  the  retransfer  of  50  shares  of 
stock  of  the  company.  Upon  the  award  or  decision  of  said  referees, 
or  a  majority  thereof,  being  made  in  writing  and  delivered  to  said 
company,  said  company  are  to  pay  or  issue  to  said  Humaston  the 
additional  amount,  if  any,  of  stock  (not  exceeding  400  shares,) 
determined  or  stated  in  such  award." 

Humaston  made  the  requisite  transfers,  and  the  matter  meant  to 
be  submitted  was  referred  to  the  arbitrators.  They  accepted  their 
ofiice  and  entered  upon  the  discharge  of  their  duty,  but  the  telegraph 
company  ivithdrew  its  submission,     Humaston  now  brought  special 
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assumpsit  against  the  company,  claiming  not  only  the  100  shares 
of  stock  which  he  actually  received  in  ISfil,  (and  then  worth  $100 
a  share,  or  $10,000,  and  which  in  1866  was  worth  $18,000,)  but 
claiming  also  the  value  of  the  other  400  shares.  His  position  was 
that  by  the  terms  of  the  contract,  he  was  entitled  to  the  400  shares 
unless  the  arbitrators  named  a  smaller  compensation,  and  that  as 
the  company  had  withdrawn  its  submission,  and  so  prevented  the 
arbitrators  from  naming  any  such  smaller  compensation,  he  was 
entitled  to  the  whole  400  shares. 

At  the  trial,  the  instruments  invented  by  Humaston  were  sub- 
mitted to  the  jury  and  explained,  and  experts,  mechanics,  and  tel- 
egraphers examined  upon  them  for  several  days. 

After  the  plaintiff  had  established  what  was  perhaps  a  primd 
facie  case,  his  counsel,  for  the  purpose  of  furnishing  a  rule  for  esti- 
mating his  damages,  offered  to  show  that  the  market  value  of  the 
stock  of  the  American  Telegraph  Company  on  the  12th  day  of 
June,  1866,  on  which  day  the  company  had  been  consolidated  with 
the  Western  Union  Telegraph  Company,  was  $150.  The  court 
excluded  the  evidence  for  the  purpose  for  which  it  was  offered,  but 
admitted  it  as  a  fact  which  the  jury  might  consider  in  estimating 
the  value  of  the  property  sold.  Subsequently  the  parties  agreed 
that  the  market  value  of  the  stock  of  the  company  on  the  1st  day 
of  April,  1861,  was  $100  per  share,  and  made  their  agreement  known 
to  the  court.  Thereupon  the  court  held  that  the  evidence  as  to  the 
value  of  the  stock  on  the  12th  of  June,  1866,  and  at  subsequent 
dates,  which  had  been  admitted,  was  immaterial ;  and  under  the 
plaintiff's  exception  struck  it  out  and  excluded  it. 

Some  of  the  defendant's  evidence  tended  to  show  that  the  plain- 
tiff's invention  had  no  value  and  had  never  been  used. 

The  court  charged — 

That  the  plaintiff  was  not  entitled,  as  matter  of  law,  to  recover 
of  the  defendants  the  value  of  the  remaining  400  shares  : 

Also  that  the  plaintiff  did  not,  as  matter  of  law,  become  entitled 
to  the  said  400  shares  of  stock  by  reason  of  the  defendant's  revoca- 
tion of  the  powers  of  the  referees  or  other  breach  of  contract  al- 
leged, but  that  the  plaintiff  was  entitled,  in  consequence  of  the 
revocation,  to  bring  an  action  and  to  recover  the  excess  (if  any 
there  was)  which  the  value  of  what  he  sold,  assigned,  and  trans- 
ferred to  the  defendants  (enhanced  by  the  agreement  of  the  plaintiff 
and  Lefferts  not  to  enter  into  competition  with  the  defendants)  had 
when  sold  and  delivered,  over  the  amount  which  he  had  already 
received,  (and  that  this  the  parties  agreed  was  100  shares,  of  the 

aggregate  value  of  $10,000,}  with  interest  on  such  excess  from  the 
40 
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13th  of  February,  1867  ;  but  if  in  their  judgment  there  was  no 
such  excess,  then  that  their  verdict  should  be  for  the  defendant. 

To  these  instructions  the  counsel  for  the  plaintiff  excepted. 

The  jury  found  for  the  plaintiff,  and  assessed  his  damages  at 
|T,500. 

The  exclusion  of  the  evidence  and  the  charge  of  the  court  were 
the  matters  now  assigned  for  error. 

Messrs.  Truman  Smith  and  Cephas  Brainard,  for  the  plaintiff  in 
error,  argued  the  case  much  at  length,  and  showed,  as  they  con- 
ceived, that  it  was  well  established  both  in  England  and  this 
country,  that  a  stipulation  in  a  contract  for  a  reference  of  any  mat- 
ter of  difference  likely  or  certain  to  arise  thereunder,  might  be 
connected  with  the  principal  undertaking  in  such  a  manner  as  to 
make  it  a  condition^  and  that  as  such  it  might  essentially  qualify 
or  affect  the  rights  of  one  party,  or  the  obligations  of  the  other ; 
that  if  it  were  a  condition  precedent  and  was  not  performed,  the 
obligation  would  be  null ;  and  if  it  were  a  condition  subsequent 
and  not  performed,  (which  the  counsel  alleged  was  the  case  here,) 
then  that  the  condition  became  null  and  the  obligation  absolute. 
If  the  party  bound  by  a  condition  precedent  did  not  submit,  or  offer 
to  submit,  or  having  submitted,  revoked,  his  right  of  action  was 
gone ;  and  if  a  party  bound  by  a  condition  subsequent  refused  to 
submit,  or  having  submitted,  revoked,  then  the  qualification  of  his 
liability  was  gone,  and  that  liability  became  absolute. 

The  learned  counsel  referred  to  twenty-nine  different  cases,  Eng- 
lish and  American,  beginning  with  Vynior's  Case,  reported  by  Sir 
Edward  Coke,  8  Reports,  816,  which  sustained,  as  they  conceived, 

their  views. 

• 

Messrs,  J.  H,  Porter  and  G.  P.  Lowry,  contra,  citing  Cotoper  v. 
Andrews,  Hobart,  40,  and  the  opinion  of  Hobart,  C.  J.,  therein; 
Brewer  v.  HiU,  2  Anstruther,  413,  and  other  cases. 

Mr.  Justice  Davis  delivered  the  opinion  of  the  court. 

Whether  or  not  the  court  erred  in  its  charge,  and  in  the  exclu- 
sion of  the  evidence  excluded,  depends  on  the  proper  interpretation 
of  the  contract  and  the  rule  of  damages  which  shall  be  applied  in 
this  action  to  the  breach  of  it. 

It  is  insisted  by  the  plaintiff  that  the  defendant  promised  to  pay 
him  for  his  invention  four  hundred  shares  in  addition  to  the  one 
hundred  shares  paid  on  the  delivery  of  the  title,  unless  the  arbitra- 
tors should  relieve  the  company  by  fixing  some  less  amount,  and  a 
great  deal  of  learning  touching  the  doctrine  of  conditions  subsequent 
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and  precedent  has  been  invoked  in  support  of  this  position.  But 
this  doctrine  has  no  application  here,  for,  manifestly,  this  is  not  an 
undertaking  to  which  a  condition  subsequent  could  be  attached.  It 
is  easy  to  determine  why  this  contract  was  made,  the  nature  of  it, 
and  the  acts  to  be  performed  by  the  contracting  parties.  The 
American  Telegraph  Company  were  engaged  in  carrying  on  the 
telegraph  business  in  some  portions  of  the  country,  and  naturally 
desirous  of  appropriating  to  itself  any  new  invention  which  would 
facilitate  the  transmission  of  telegraphic  messages.  Humaston 
claimed  that  his  system  just  patented  would  do  five  times  as  much 
business  on  one  wire  as  the  ordinary  systems  then  in  use.  If  it 
could  do  this  with  equal  accuracy  and  reliability  and  at  no  greater 
cos*,  the  value  of  it  could  be  hardly  overestimated,  but  there  had 
been  no  experiments  to  test  the  question  of  whether  or  not  it  was 
capable  of  doing  these  things.  It  might  do  the  work  claimed  for 
it  and  yet  be  so  unreliable,  or  the  expense  of  working  and  using  it 
so  much  greater  than  the  expense  of  working  and  using  the  inven- 
tions then  open  to  the  public  or  used  by  the  company,  that  its 
purchase  would  be  dear  at  any  price.  The  company,  desirous  of 
possessing  everything  new  and  useful  in  the  line  of  their  business, 
were  willing  to  risk  something  in  the  acquisition  of  these  inven- 
tions, but  unwilling  to  pay  the  estimate  of  value  which  Humaston 
put  upon  them  without  trial  of  their  utility.  This  estimate  was 
$50,000,  as  the  proof  on  the  trial  was  that  the  stock  of  the  company 
stood  at  par  in  the  market  at  the  date  of  the  contract.  The  com- 
pany said  to  Humaston,  We  will  take  your  patents,  whether  valid 
or  not,  and  pay  you  $5,000  for  them  if  you  and  Lefferts  stipulate 
not  to  compete  with  us  for  a  period  of  ten  years,  and  if  they  are 
valid,  whether  useful  or  not,  the  compensation  shall  be  increased 
to  $10,000.  But  we  cannot  promise  additional  compensation  un- 
less, after  proper  experiment,  your  system  shall  be  proved  to  be 
worth  more.  It  may  be  that  your  claim  of  rapid  performance  can 
be  sustained,  and  yet  the  system,  owing  to  its  greater  cost  than 
those  now  in  use,  or  some  other  controlling  practical  consideration, 
be  of  comparatively  little  value  to  us.  This  can  only  be  determ- 
ined, after  trial,  by  some  impartial  tribunal.  We  are  willing  that 
this  tribunal  shall  be  referees  mutually  selected,  to  whom  shall  be 
submitted  the  question  of  whether  we  shall  pay  anything  more 
than  the  $10,000  already  paid,  after  the  merits  of  your  system 
have  been  tested  by  them  and  its  capability  and  value  established. 
They  may  reach  the  conclusion  that  you  are  sufficiently  compen* 
sated  already,  and  if  they  do,  their  awarJ  must  be  accepted  as  a 
final  settlement  of  the  matters  of  difference  between  us.     If  they 
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reach  a  contrary  conclusion  they  must  fix  the  amount  of  considera- 
tion which  we  are  to  pay  in  addition  to  what  you  have  already 
received;  but  this  must  be  within  the  limit  of  four  hundred  shares 
of  stock  equivalent  to  $40,000. 

This  is  a  fair  analysis  of  the  provisions  of  the  contract  and  of 
the  considerations  on  which  it  was  based.  Instead  of  it  binding 
the  company  to  pay  four  hundred  shares,  unless  a  less  number  was 
fixed  by  the  arbitrators,  it  left  them  to  say  whether  Humaston  was 
entitled  to  any  more  than  he  had  already  got,  and  if  so,  how 
much.  There  was  no  concession  by  the  company  that  the  inven- 
tions were  worth  any  more  to  it  than  the  hundred  shares.  It 
might  turn  out  on  the  trial  that  the  price  already  paid  was  excess- 
ive, or,  on  the  contrary,  that  it  was  not  sufficiently  remunerative. 
This  point  of  value  the  triers  were  to  determine,  and  if  determined 
i'avorably  to  the  plaintiff  he  would  have  a  cause  of  action  against 
the  defendant.  Until  this  determination,  if  there  had  been  no 
interruption  to  the  arbitration,  no  cause  of  action  could  arise.  It 
was  a  reasonable  provision  that  the  value  of  these  inventions  should 
be  submitted  to  the  arbitration  of  practical  business  men,  and  if 
Humaston,  instead  of  the  company,  had  refused  to  proceed  with 
the  arbitration  he  could  not  resort  to  an  action,  for  the  defendent 
would  not  have  been  in  default,  and,  therefore,  not  liable  to  suit. 
Delnivare  and  Hudson  Canal  Go.  v.  The  Pennsylvania  Coal  Co,,  50 
New  York,  250.  But  the  defendant  broke  the  agreement  and 
revoked  the  submission,  and  Humaston  asks  that  in  consequence 
of  this  wrongful  action  of  the  defendant  his  rights  may  be  determ- 
ined by  the  court  and  jury,  instead  of  by  arbitration. 

It  becomes,  therefore,  important  to  determine  what  is  the  measure 
of  liability  for  the  breach  of  contract  by  the  defendant.  If  we  arc 
correct  in  our  interpretation  of  the  contract,  this  action  cannot  be 
supported  as  an  action  seeking  damages  for  breach  of  contract  to 
deliver  stock,  for  there  was  no  engagement  to  deliver  any,  except 
on  a  condition  which  has  not  happened,  and  there  is  no  proof  that 
the  arbitrators  would  have  found  that  Humaston  was  entitled  to 
receive  more  stock  than  he  had  already  obtained. 

The  action  can  be  supported  for  the  value  of  the  property,  and 
this  was  the  proper  subject  of  inquiry  at  the  trial.  The  company 
covenanted  to  pay  this  value,  to  be  ascertained  in  a  particular- 
mode,  and  as  they  have  prevented  this  mode  being  adopted,  they 
cannot  take  advantage  of  their  own  wrong  and  deprive  the  plaintiff 
of  the  opportunity  of  showing  to  the  court  and  jury  what  it  is. 
In  lieu  of  the  award  of  the  arbitrators  the  verdict  of  the  jury  can 
be  asked  by  the  plaintiff  to  determine  it.     The  ascertainment  of 
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this  value  was  the  essence  of  the  contract,  the  thing  on  which  the 
submission  was  based,  and  the  revocation  of  the  submission  leaves 
the  jury  to  settle  it.  Benjamin,  in  his  Treatise  on  Sales,  (first 
edition,  page  430,)  says,  if  the  performance  of  the  condition  for  a  val- 
uation be  rendered  impossible  by  the  act  of  the  vendee  the  price  of 
the  thing  sold  must  be  fixed  by  the  jury  on  a  quantum  vaXebaty  as 
in  Clarke  v.  Westrope,  18  Common  Bench,  765,  where  the  outgoing 
tenant  sold  the  straw  on  a  farm  to  the  incomer,  at  a  valuation  to 
be  made  by  two  indifferent  persons,  but,  pending  the  valuation,  the 
buyer  consumed  the  straw.  And  the  doctrine  of  the  text  is  sus- 
tained by  adjudged  cases  in  tins  country  and  England.  Inchbald 
v.  The  Western^  &c.^  Plantation  Co.j  (head  note,)  112  English 
Common  Law,  (17  Common  Bench,  New  Series,)  733  ;  Hail  v.  Co7i- 
der,  89  Id.,  (2  Common  Bench,  New  Series,)  53  ;  United  States  v. 
WUkins,  6  Wheaton,  135,  143  ;  Kenniston  v.  Ilam,  9  Foster,  (N. 
H.,)  506  ;  HoUiday  y.  MarshaJi^  7  Johnson,  213  ;  Ootopcr  v.  An- 
dreiva,  Hobart,  40-43. 

Nothing  is,  therefore,  due  on  this  contract,  unless  the  court  and 
jury,  sitting  in  the  place  of  the  arbitrators,  shall  decide  that  the 
plaintiff  is  entitled  to  recover  for  the  sale  of  his  inventions  more 
than  he  has  already  received.  The  case  was  tried  on  this  theory, 
and  the  court  charged  the  jury  that  the  value  of  a  specified  amount 
of  stock  was  not  the  legal  measure  of  the  plaintiff's  damages,  but 
that  he  was  entitled  to  recover  the  excess  (if  any  there  was)  which 
the  value  of  what  he  sold  and  transferred  to  the  company,  enhanced 
by  the  agreement  of  the  plaintiff  and  Lefferts  not  to  enter  into  com- 
petition with  the  company,  as  stipulated  in  the  contract,  had,  when 
sold  and  delivered,  over  the  amount  which  he  had  already  received  ; 
and  this  the  parties  agreed  was  one  hundred  shares  of  the  defend- 
ant's stock,  of  the  aggregate  value  of  $10,000,  with  interest  on 
such  excess  from  the  date  of  the  revocation  of  the  powers  of  the 
arbiters.  This  charge  is-  in  conformity  with  the  views  we  have 
expressed  of  the  obligations  of  this  contract,  and  of  the  rule  of 
damages  applicable  to  the  breach  of  it. 

It  is  urged,  however,  that  the  court  erred  in  excluding  testi- 
mony of  the  value  of  the  defendant's  stock  both  when  they  sold  out 
to  the  Western  Union  Company  and  when  the  revocation  occurred. 

It  is  not  perceived  how  the  sale  to  the  Western  Union  Company 
changed  the  rights  of  the  parlies,  for  thefe  is  nothing  to  show  that 
it  hindered  the  defendants  from  acquiring  in  the  market  at  any 
time  a  sufficient  number  of  shares  of  its  stock  to  comply  with  the 
award  which  it  was  expected  the  arbitrators  would  be  suffered  to 
make  long  after  this  sale  took  place. 
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If  there  had  been  an  agreement  to  deliver  a  certain  quantify  of 
stock,  and  an  action  had  been  brought  for  the  conversion  of  it,  on 
the  ground  that  the  defendant,  by  the  sale  to  another  company, 
had  put  it  out  of  its  power  to  comply  with  the  terms  of  its  agree- 
ment, evidence  of  the  value  of  the  stock  at  the  time  the  sale  oc- 
curred would  be  competent.  And  so  would  evidence  of  its  value 
at  the  date  of  the  revocation,  if  the  plaintiff  was  in  a  position  to 
support  an  action  for  damages  for  breach  of  contract  to  deliver 
stock.  But  as  he  is  limited  in  his  recovery  to  the  value  of  his 
inventions  when  sold  and  delivered,  evidence  of  the  value  of  shares 
of  stock  at  all  is  only  proper  as  tending  to  show  the  estimate  put 
upon  the  property  by  the  parties  at  the  time  they  made  their  bar- 
gain. And  as  the  value  of  the  stock  in  1861,  when  the  contract 
was  concluded,  was  directly  shown,  its  value  at  any  other  time  be- 
came unimportant.  The  Circuit  Court  proceeded  on  the  theory, 
and  we  think  correctly,  'that  the  defendant  intended  to  give  for 
and  considered  the  plaintiff's  property  worth  (if  it  performed  cer- 
tain conditions)  the  cash  equivalent  of  five  hundred  shares  of  stock. 
This  was  $50,000,  which  the  plaintiff  must  also  have  adopted  as 
his  estimate  of  the  value  of  the  property  wlien  he  sold  it,  as  he 
offered  evidence  tending  to  show  that  it  was  worth  that  sum,  and 
claimed  that  the  evidence  proved  the  fact.  The  conflict  of  testi- 
mony on  the  worth  of  the  Humaston  inventions  was  very  great, 
for  the  de'^endant  also  introduced  evidence  tending  to  prove,  and 
claimed  it  was  proved,  that  these  inventions  were  of  no  value,  or 
if  any,  no  more  than  the  amount  already  paid  for  them. 

In  this  condition  of  the  evidence  it  was  a  difficult  matter  for  the 
jury  to  settle  the  issue  submitted  to  tliem,  but  as  they  were  able  to 
do  it  with  the  aid  of  the  court  and  eminent  counsel,  after  a  lengthy 
trial,  by  finding  a  considerable  verdict  for  the  plaintiff,  it  would 
seem  that  he  ought  to  be  satisfied  with  it. 

At  any  rate  there  is  no  error  in  the  record,  and  the  judgment 

must  be 

Affirmed. 


Washing-Ma  CHINE  Company  v.  Tool  Company. 

(20  Wallace,  342.) 
1.  The  reissaed  letters  patent  (No.  2829)  ior  a  new  and  improved  clothes-wringer, 
granted  to  Sylvanus  Walker,  assignee,  on  the  31st  day  of  December,  1867,  con- 
strued to  be  for  a  U-shaped  yoke  or  frame  for  supporting  a  w ringing-machine, 
and  for  the  combination  of  such  a  yoke  with  a  clamping  device,  when  employed 
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to  hold  a  clothes- wringer  to  the  side  of  a  wash-tub,  and  the  U  form  of  the  frame 
is  essential  to  it. 
2.  The  use  of  a  portable  support  for  a  wringing  mechanism  which  has  some  of  the  fea- 
tures of  the  patentee's  device,  but  which  has  not  the  U-formed  yoke,  or  frame,  i^, 
therefore,  no  infringement  of  the  patent. 

Appeal  from  the  Circuit  Court  for  the  District  of  Rhode  Island. 

The  Washing-Machine  Company,  assignee  of  Sylvanus  Walker, 
this  last  being  assignee  of  one  Sergeant,  filed  a  bill  in  the  court 
below  against  the  Providence  Tool  Company,  for  an  infringement 
of  division  No.  2829,  of  a  patent  for  an  improvement  in  clothes- 
wripgers.  The  original  patent  was  granted  to  Sergeant,  July 
27th,  1858,  and  was  reissued  in  two  divisions,  the  one  in  suit  being 
dated  December  31st,  1867.  Although  the  matter  which  was  in 
issue  in  the  present  suit  was  confined,  so  far  as  the  complainant's 
title  was  concerned,  to  the  reissue  No.  2829,  it  may  be  well  to  de- 
scribe the  wringing-machine  which  was  the  subject  of  Sergeant's 
original  patent,  and  out  of  which  the  invention  patented  in  the 
reissue  No.  2829  was  carved. 

The  original  machine  belonged  to  the  class  of  clothes-wringers 
long  known  as  **  twist-wringers."  In  these,  clothes  are  wrung  by 
twisting  them  into  a  rope  in  the  same  manner  as  without  a  machine 
the  washerwoman  twists  them  by  hand.  This  sort  of  machine 
difiers  from  another  and  well-known  class  of  wringers,  in  which 
''squeezing  rollers"  squeeze  out  by  pressure  water  from  clothes 
passed  between  them.  Both  sorts  of  machines  had  been  in  use  for 
many  years  prior  to  the  patent  to  Sergeant. 

In  the  original  machine  of  Sergeant,  Figure  1  represents  a  yoke- 
frame  of  U  form,  the  curved  portion  being  an  arc  of  a  circle.  Tliis 
yoke  had  a  pair  of  jaws  and  a  clamp-wedge  for  securing  the  frame 
to  the  side  of  a  tub.  To  the  yoke  frame  a  hinged  frame  E  was 
attached,  which,  when  in  position,  stood  at  right  angles  with  the 
yoke,  as  shown  in  the  engraving.  At  the  middle  point  of  the 
cross-bar  which  united  the  two  sides  of  the  hinged  frame  there  was 
set  a  **  hitching-pin,"  F,  around  which  the  clothes  to  be  wrung 
were  partially  wound  and  held  fast  by  the  left  hand  of  the  washer- 
woman, while  with  her  right  hand  she  turned  the  rotary  clamp  in 
Figure  2,  which  formed  a  part  of  the  machine,  and  which  gave  to 
the  clothes  the  twist  which  expelled  the  water. 

The  rotary  clamp  shown  at  Figure  2  must  be  supposed  to  be  set 
in  the  yoke  B  of  Figure  1.  It  had  a  ring,  H,  with  flanged  edges 
to  hold  the  clamp  in  the  yoke.  I  and  J  were  lever  jaws  which 
jammed  against  the  portion  of  the  clothes  inside  the  ring,  and  K 
was  a  gag  for  locking  the  levers.     The  outer  edge  of  the  ring,  H, 
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was  fuinished  at  iotervMls  with  notcIieB,  with  which  the  pawl,  P, 
(Figure  1,)  could  be  made  to  engage,  so  that  the  rotary  clamp, 
wheD  the  clothes  were  twisted,  could  be  prevented  from  turning 
backwards,  and  the  washerwoman  would  be  able,  if  she  wished  to 
do  so,  to  gripe  with  both  hands  around  the  hitching-pin,  F,  the 
portion  of  the  clothes  "  rendered." 

Fig,  I.  Pig.  i. 


With  the  exception  of  the  model  in  the  Patent  Office,  there  was 
no  evidence  "that  a  machine  of  the  kind  had  ever  been  constructed. 
It  was  too  complicated  to  be  practicable. 

Such  being  the  machine,  the  Wuehing-Machine  Company,  com- 
plainant in  this  case,  (or  Sylvanus  Walker,  rather,  from  whom  the 
complainants  got  it,)  bought  the  patent  of  Sergeant,  and  obtained 
the  reissue  on  which  this  bill  was  founded. 

The  apparent  idea  in  getting  the  reissue  was  that  the  apparatus 
shown  at  Figure  2  was  a  wringing  mechanism,  and  was  the  equiv- 
alent of  a  pair  of  squeezing  roUera;  that  the  yoke-frame  (Figure  1) 
was  an  apparatus  separable  from  the  clamp,  (Figure  2,)  and  per- 
formed the  office  of  supporting  such  wringing  mechanism  ;  and 
furthermore,  that  such  supporting  mechanism  was  peculiar  in  the 
fact  that  it  had  a  clamping  jaw  attached  to  it  which  made  it  capa- 
ble of  being  temporarily  fastened  to  a  tub.  The  complainant  pro- 
posed, therefore,  to  divide  the  machine  and  to  claim  the  yoke-frame 
and  its  device  for  being  clamped  to  a  tub,  as  a  separate  structure, 
without  regard  to  whether  the  wringing  mechanism  used  with  such 
"  supporting  and  connecting  apparatus  "  were  rollers  or  a  twister. 

The  cut,  Figure  3,  on  the  page  opposite,  represents  the  structure 
claimed  in  the  reissue  under  consideration.  The  specification  and 
claims  in  this  reissue  were  thus: 

"  Spkcification. 

"  The  firat  part  of  this  invention  coosista  of  a  portable  machine, 
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wliicl)  may  be  tempomrily  attached  to  one  side  of  a  common  wash- 
tub,  or  readily  disconnected  therefrom,  whenever  desired,  and  is 
eHpecially  adapted  to  wringing  clothes. 

"Tlie  second  part  of  this  invention  consist-s  iu  a  portable  frame, 
!ind  employeil  for  supporting  the  wringing  mechanieiu  of  the  ma- 
ciiine  upon  one  side  of  a  common  wash-tub,  by  means  of  a  clamping 
device,  which  is  made  to  gripe  one  side  of  a  wash-tub,  for  the  pur- 
pose of  attaching  and  snetaining  temporarily  the  entire  wringing 
mechanism  oi  the  machine  upon  one  side  of  a  common  wash-tnb, 
in  a  firm  and  expeditious  manner,  regardless  of  the  diameter  of  the 
tub,  which  greatly  accelerates  the  operations  of  washing,  rinsing, 
and  wringing  of  clothes,  as  will  be  hereinafter  more  fully  set  forth 
and  described. 

"In  the  drawings  annexed,  A  ^'f-'- 

represents  a  common  wash-tub. 
B  is  a  }'oke  whose  inner  margin 
is  of  U  form,  the  sides  of  which 
extend  upwards,  forming  up- 
rights 8  S',  From  the  lower 
end  of  yoke  B  extend  two  jaws, 
C  C,  the  latter  of  which  con- 
tains, within  a  dovetail  groove, 
a  wedge  or  key,  D,  whose  ex- 
posed side  ia  made  slightly  con- 
cave, as  shown  in  Figure  2. 
The  office  of  theabove-described 
jaws  and  wedge  is  to  hold  the 
frame,  composed  of  the  yoke  B 
with  uprights  S  S'  for  support- 
ing the  wringing  mechanism 
of  the  machine,  in  position  for  nee,  on  one  side  of  a  common  wash- 
tub,  in  a  permanent  manner,  temporarily,  regardless  of  the  diam- 
eter of  the  tub  or  the  thickness  of  its  rim,  in  reference  to  which 
service  they  are  termed  collectively  the  'vise.' 

"This  arrangement  affords  great  facility  for  successively  wash- 
ing, rinsing,  and  wringing  out  the  clothes  from  several  waters 
in  as  many  tubs,  the  wringer  being  readily  changed  from  tub  to 
tub. 

"  Omitting  to  describe  the  general  features  of  the  wringing 
mechanism  of  the  machine,  which  will  form  the  subject  of  another 
application  for  letters  patent,  of  even  date  with  this,  and  then  more 
particularly  the  frame  for  supporting  the  wringing  mechanism  in 
position,  and  the  clamping  device  by  which  the  frame  for  holding 
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the  wringing  mechanism  is  attached  to  one  side  of  a  common  wash- 
tub,  which  forms  the  subject  of  the  present  invention. 

**  When  it  is  desired  to  have  free  access  to  the  tub,  the  wringer 
may  be  instantly  removed  therefrom,  so  as  to  allow  the  operations 
of  washing,  rinsing,  and  wringing  to  succeed  each  other,  without 
trouble  or  delay;  or  the  wringer  may  be  detached  instantly,  for  the 
purpose  of  cleaning  its  parts  where  dirt  is  apt  to  lodge — a  common 
necessity  to  avoid  soiling  the  next  batch  after  dealing  with  much 
soiled  or  colored  garments. 

*'It  will  be  particularly  observed  that  this  wringing  machine 
differs  very  materially  with  those  heretofore  constructed,  in  its 
attachment,  by  a  clamping  device,  to  one  side  only  of  a  common 
wash-tub,  so  it  can  be  constructed  separate  from  and  independent  of 
the  wash-tub,  to  which  it  may  be  clamped,  whenever  desired,  re- 
gardless of  its  size  or  diameter ;  and  a  further  distinctive  feature 
consists  in  the  manner  of  operation.  The  wringer  being  placed  in 
position  on  one  side  of  the  tub,  and  the  jaws  made  to  gripe  the 
same  firmly,  the  clothes  are  admitted  to  the  wringing  mechanism  of 
the  machine,  and  pass  through  it  as  fast  as  the  water  is  expelled 
therefrom,  and  they  are  received  at  the  opposite  side  of  the  machine 
into  a  basket,  piece  by  piece,  as  they  are  wrung  out.  By  this  means 
articles  that  are  of  lighter  fabric,  as  lace  curtains,  can  be  operated 
upon  lightly,  as  those  that  are  heavy  require  more  force.  By  this 
means  lace  curtains  may  be  wrung  without  injury,  as  the  force 
required  to  expel  the  water,  when  all  are  wrung  together  in  a  bag, 
will  tear  the  lighter  fabrics  before  the  water  is  sufficiently  expelled 
from  those  that  are  stout  and  heavy. 

''I  am  thus  enabled  to  construct  a  wringing-machine  as  a  sepa- 
rate and  independent  device  from  the  wash-tub,  box,  or  other  re- 
ceptacle for  receiving  the  water  when  expelled  from  the  clothes. 

*' Wringers  heretofore  constructed  have  been  attached  to  the 
opposite  sides  of  the  box  or  vessel,  consequently  could  not  be  read- 
ily attached  to  the  common  wash-tubs  of  various  diameters,  there- 
fore the  box  must  be  of  a  diameter  to  correspond  to  that  for  which 
the  wringer  is  adapted,  and  would  thus  constitute  a  part  of  the 
device  or  wringing-machine.  Thus,  by  means  of  the  portable 
frame  for  holding  the  wringing  mechanism  adapted  to  clamp  the 
edge  of  one  side  only  of  a  common  wash-tub,  I  am  enabled  to  over- 
come the  serious  objections  referred  to  above. 

'*In  the  clamping  device  of  the  invention,  a  wedge  or  set^screw, 
cam,  or  spring,  when  having  a  bearing,  so  that  when  power  is  ap- 
plied to  them  they,  in  conjunction  with  the  jaws,  gripe  the  edge  of 
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the  tub,  as  a  'rise,'  may  be  used,  in  the  manner  and  for  the  pur- 
poses set  forth. 

"Claim. 

"Having  thus  described  the  invention,  what  is  claimed  as  new. 
and  desired  to  be  secured  by  letters  patent,  is — 

"1.  The  employment  or  use  of  a  portable  frame  or  yoke,  B; 
wilh  uprights,  S  S',  or  their  equivalents,  fur  supporting  a  clothes- 
wringing  mechanism  in  position  on  one  side  of  a  common  wash- 
tub,  tor  the  purposes  set  forth. 

"2.  The  application  of  an  adjustable  clamping  device,  when 
ployed  to  attach  a  clothes- wringer  to  one  aide  only  of  a  wash-tub, 
snb-stantially  in  the  manner  described  and  for  the  purposes  set 
fbrlh." 

Tlie  defendant's  machine  (of  which  a  drawing  appears  just  below. 
Fig.  4)  had  two  uprights.  It  liad  also  a  cross-piece  connecting 
the  lower  parte  of  these  uprights.  It 
also  had  jaws  which  extended  below  the  "'*■ 

yoke,  in  position  to  embrace  the  side  of 
a  wash-tub,  to  which  the  machine  was 
to  be  applied ;  these  jaws  being  fitted 
with  a  screw  for  the  purpose  of  securing 
the  machine  to  the  object  to  which  the 
jaws  were  to  be  applied.  But,  as  on 
viewing  it  the  court  considered,  it  had  1 
not  ike  U-/ormed  yoke. 

The  defendant  set  up  want  of  novelty 
in  the  complainant's  invention,  so  that  it  became  necessary  to  con- 
sider the  prior  state  of  the  art  and  fix  the  extent  of  the  claims  in 
the  reissue. 

It  was  not  denied  that  wringing-machines  of  different  forms  and 
of  more  or  less  practical  value  had  long  been  in  use,  and  that  de- 
vices for  clamping  or  attaching  machines  of  various  descriptions  to 
benches,  tables,  or  otlier  articles  with  which  they  were  used  were 
old  and  well  known.  Beela  for  thread,  vises,  eyeletting  machines, 
fluting  machines,  egg  heaters,  and  small  mills  had  been  attached 
to  benches  and  tables  by  clamping  devices  similar  in  principle  to 
the  one  described  in  Sergeant's  patent. 

It  appeared  also  that  a  patent  for  a  washing-machine  had  been 
issued  to  H.  W.  Sabin,  August  16th,  1845.  The  cut,  Fig.  5,  rep- 
resents this  wringer ;  the  parts  marked  h  and  g  being  a  pair  of  rol- 
lers, (one  of  them  fluted,)  which  served  as  a  substitute  for  the  ordi- 
nary hitching-pin  ;  one  end  of  the  clothes  being  held  fast  between 
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piu  j_  these  rollers  while  the  other 

end  was  secured  to  a  contri- 
ice  which  held  them,  so 
that,  by  meaos  of  tlie  crank 
'  supported  in  the  KCrew-clttiDii, 
X,  they  were  twisted  and 
made  I'ree  from  wat«r. 

lu  this  machine,  as  the 
reader  will  perceive,  a  wring- 
er— the  common  twist-wring- 
er— was  supported  by  asland- 
ard  furnished  witli  jaws  and 
a  clamp-screw,  the  two  form- 
ing a  clamping  device  such  as  is  in  common  use  in  all  wringert'  at 
the  present  time.  The  standard,  however,  was  not  a  U-formed  yoke- 
/rame,  but  was  simply  a  support  tor  the  journal  of  a  shaft,  although 
the  standard  had  jaws  and  a  clamping  screw  adapted  to  secure  the 
standard  to  the  sides  of  a  wash-tub.  Unle.ss,  therefore,  tlie  U  form 
of  the  yoke-frame  in  Sergeant's  mechanism  was  to  be  considereti  as 
an  essential  part  of  Sergeant's  invention,  as  distinguished  from  the 
standard  in  Sabin's  machine,  which  was  simply  a  support  lor  a 
journal,  there  was  apparently  no  novelty. 

The  question,  therefore,  was  whether  the  U-fornWd  yoke  was  an 
essential  part  of  the  invention  sought  to  be  secured  by  the  reissue. 
If  it  was,  the  delendantB  did  not  infringe,  since  they  did  not  use 
the  U-formed  yoke,  while  the  other  parts  of  their  machine  were  old. 
The  court  below  held  that  the  reissue  was  only  for  a  combination, 
and  thai  "  the  U-fbrmed  yoke-frame  in  the  Sergeant  machine  was 
necessary  as  a  device  for  supporting  a  clothes- wringing  mechanism 
in  the  manner  and  for  the  purposes  set  forth," 

That  court  accordingly  dismissed  the  bill,  and  the  complainants 
appealed. 

Messrs.  J.  H.  Parsmis  and  T.  A.  Jenckes,for  the  appellants; 
Messrs.  B.  U.  Thurston  and  C.  L.  Woodbury,  contra. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court. 

The  only  question  presented  by  this  appeal  is  whether  the  re- 
issued patent  has  been  infringed  by  the  defendants.  To  a  correct 
determination  of  this  question  it  is  indispensaltle  to  understand 
precisely  what  the  patent  covers. 

The  mechanism  described  in  the  specification  is  not  claimed  to 
be  a  complete  clothes- wringer.  It  is  rather  adevice  for  suspendiug 
a  wringer  over  a  common  wasb-tub,  a  portable  frame  which  may  he 
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attached  to  one  side  of  the  tub,  and  detached  at  pleasure.  In  the 
description  of  the  drawings  accompanying  the  specification,  and  a 
part  thereof,  it  is  called  a  frame  for  supporting  the  wringing 
mechanism  of  the  machine  as  attached  to  one  side  of  a  common 
wash-tub  by  means  of  a  clamping  device,  and  the  first  part  of  the 
invention  is  said  to  consist  of  a  portable  machine  which  may  be 
temporarily  attached  to  one  side  of  a  common  wash-tub  or  readily 
disconnected  therefrom  whenever  desired,  and  is  especially  adapted 
to  wringing  clothes. 

The  second  part  of  the  invention,  as  described  in  the  specifica- 
tion, consists  in  a  portable  frame  employed  for  supporting  the 
wringing  mechanism  of  the  machine  upon  one  side  of  a  common 
wash-tub  by  means  of  a  clamping  device,  which  is  made  to  gripe 
one  side  of  a  wash-tub  for  the  purpose  of  attaching  and  sustaining 
temporarily  the  entire  wringing  mechanism  of  the  machine  in  a  firm 
and  expeditious  manner,  regardless  of  the  diameter  of  the  tub. 
Such  is  the  language  of  the  patentee.  The  specification  then  refers 
to  the  drawings,  in  which  what  is  called  the  first  part  of  the  in- 
vention is  represented  as  *'a  yoke  whose  inner  margin  is  of  a  U 
form,  the  sides  of  which  extend  upward,  forming  uprights." 
From  the  lower  end  of  the  yoke  extend  two  jaws,  one  of  which 
contains  within  a  dovetail  groove  a  wedge  or  key  whose  exposed 
side  is  made  slightly  concave.  The  office  of  the  jaws  and  wedge  is 
to  hold  the  above-described  frame  or  yoke  for  supporting  the  wring- 
ing mechanism  of  the  machine  in  position  for  use  on  one  side 
of  a  common  wash-tub,  in  a  permanent  manner,  temporarily, 
regardless  of  the  diameter  of  the  tub,  or  the  thickness  of  its  rim, 
in  reference  to  which  service  they  are  termed  collectively,  the 
'*  vise.''  Then  follow  the  claims  of  the  patent,  the  first  of  which  is 
**the  employment  of  a  portable  frame  or  yoke  B,  (which  in  the 
drawings  is  represented  as  a  U-shaped  upright  frame,)  with  up- 
rights, S,  S\  (the  sides  of  the  yoke,)  or  their  equivalents,  for  sup- 
porting a  clothes-wringing  mechanism  in  position  on  one  side  of  a 
common  wash-tub,  for  the  purposes  set  forth." 

The  second  claim  is  ^'  the  application  of  an  adjustable  clamping 
device,  when  employed  to  attach  a  clothes  wringer  to  one  side  only 
of  a  wash-tub,  substantially  in  the  manner  described  and  for  the 
purposes  set  forth." 

Regarding  these  two  claims  as  descriptive  of  two  distinct  things, 
the  first  must  refer  to  the  U-shaped  yoke  or  frame  for  supporting  a 
wringing-machine,  as  exhibited  in  the  drawings,  and  explained  in 
the  specification,  and  the   second  to  a  combination  of  the  yoke 

■ 

with  a  clamping  device,  when  employed  to  hold  a  clothes-wringer 
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to  the  side  of  a  tub.  It  need  hardly  be  said  that  the  claims  are  to 
be  construed  with  reference  to  the  state  of  the  art  at  the  time  when 
the  alleged  invention  was  made.  The  case  shows  that  clothes- 
wringers  of  many  kinds  were  known  and  in  use  before  the  original 
patent  was  granted  to  Sergeant.  These  all  had  frames  for  holding 
them  in  position,  some  attached  permanently  to  the  wash-tub  and 
others  detachable.  Their  prior  existence  is  recognized  in  this  pat- 
tentee's  specification.  Clamping  devices  of  many  varieties  were 
also  old  and  well-known  means  of  fastening  machines  or  supports 
for  machines  to  chairs,  benches,  platforms,  tables,  and  other 
articles.  Apple-paring  machines,  coffee-grinders,  thread-reels, 
and  smith  and  carpenters'  vises  had  been  supported  and  held  in 
position  by  devices  like  in  principle  to  the  clamping  arrangement 
described  in  the  complainant's  patent.  And  it  is  in  proof  that 
letters  patent  for  a  washing-machine  were  granted  to  H.  W.  Sabin, 
on  the  16th  of  August,  1845,  in  which  a  clamping  device  for  attach- 
ing the  support  of  a  wringing-machine  to  the  side  of  a  tub,  and  in 
combination  with  the  support  was  employed  ;  a  device  consisting  of 
jaws  at  the  lower  extremity  of  the  support,  with  a  screw  for  compres- 
sion, identical  in  principle  with  that  claimed  by  the  complainants. 
It  is  very  obvious,  therefore,  if  their  patent  can  be  sustained  at  all, 
it  cannot  be  construed  as  claiming  all  forms  of  a  portable  frame  or 
support  for  a  washing-machine,  nor  a  combination  of  a  clamping 
device  with  any  and  every  kind  of  such  support  or  frame. 

It  may  well  be  doubted  whether  a  frame  with  no  distinctive 
peculiarities,  intended  for  the  support  of  a  wringing  machine  and 
8u£Scient  for  such  a  use,  though  so  constructed  as  to  be  capable  of 
being  attached  by  projecting  jaws  to  the  top  of  a  wash-tub,  could 
be  regarded  as  patentable.  Such  a  mode  of  attachment  has  been 
known  and  employed  time  out  of  mind,  and  if,  before  the  Sergeant 
patent  was  granted,  it  had  not  been  used  in  connection  with,  or  as 
part  of  a  frame  or  standard  for  the  support  of  a  wringing-machine, 
the  new  application,  without  any  novel  and  useful  result,  could 
hardly  be  considered  invention.  It  would  be  but  a  case  of  double 
use.  Besides,  to  this  extent  the  Sabin  machine  had  reached  years 
before  the  Sergeant  patent  was  granted,  and,  therefore,  unless  the 
complainant's  patent  is  limited  to  some  distinctive  features  other 
than  the  jaws  at  the  bottom  of  the  yoke  or  frame,  it  must  fail  for 
want  of  novelty  if  not  for  want  of  invention.  And  this  we  do  not 
understand  to  be  seriously  questioned.  We  do  not  understand  the 
complainants  as  contending  that  either  of  the  claims  of  their  patent 
should  not  be  construed  as  embracing  only  the  peculiarly  con- 
structed frame  or  york  described  in  the  specification. 
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What,  then,  are  the  distinctive  features  of  the  frame,  and  what 
are  the  proposed  offices  of  these  features?  Manifestly  the  thing 
sought  to  be  secured  by  the  peculiarity  of  form  described  was  not 
merely  a  support  for  a  wringing-machine,  not  merely  a  standard 
to  hold  the  machine  in  position,  but  a  manner  of  support.  And 
beyond  all  doubt  the  U  form  of  the  frame  is  essential.  Indeed,  it 
is  the  only  form  exhibited  in  the  drawings  and  described  in  the 
specification.  The  purpose  of  the  frame  is  also  avowed  to  be  to 
support  the  clothes-wringer,  and  the  frame  exhibits  no  means  of 
support  except  the  semicircular  bottom  of  the  U,  which  forms  a 
journal  bearer,  on  which  the  journal  of  the  wringer  may  rest,  while 
the  uprights  serve  to  keep  it  in  position.  By  themselves  the  up- 
rights serve  no  other  purpose,  and  they  are  no  more  essential  than 
is  the  curvilinear  space  between  them^  the  bottom  of  the  U  in  the 
interior  of  the  yoke.  It  is  true  a  clothes-wringer  might  be  at- 
tached to  them  by  the  aid  of  additional  devices,  but  no  such  devices 
are  disclosed  in  the  drawings  or  in  the  specification,  and  had  they 
been  added  the  frame  would  have  been  substantially  diflerent  from 
the  one  patented.  It  would  have  been  capable  of  a  new  use. 
Equally  well  could  additional  devices  have  fitted  the  Sabin  stand- 
ard for  use  in  a  manner  difierent  from  that  in  which  it  was  em- 
ployed. 

Discarding,  then,  the  jaws  and  the  wedge,  or  other  clamping 
device,  as  neither  patentable  by  themselves  nor  patentable  in  com- 
bination with  a  wringing-machine  supporter,  or  frame,  in  view  of 
the  state  of  the  art  when  this  patent  was  issued,  unless  the  struct- 
ure of  the  frame  was  such  as  to  obtain  a  novel  and  useful  result,  it 
becomes  evident  that  the  shape  of  the  frame  must  be  regarded  as 
one  of  its  most  important  elements.  And  if  this  be  so,  the  novelty 
of  the  frame  does  not  consist  in  its  having  two  uprights  standing 
apart  from  each  other  without  regard  to  the  figure  of  the  interven- 
ing space.  As  we  have  seen,  if  the  semi-circular  shape  of  what  in 
the  specification  is  called  the  inner  margin  of  the  yoke,  that  is,  of 
the  space  between  the  uprights,  is  not  a  necessary  constituent,  the 
yoke  cannot  accomplish  the  results  claimed  for  it,  and  no  manner 
of  support  for  a  wringer  is  exhibited.  Surely  a  frame  shaped  like 
an  inverted  M  (jj,)  though  it  would  have  two  uprights  separated 
by  a  space  and  connected  at  the  bottom,  would  be  essentially  differ- 
ent from  that  claimed  in  this  patent,  because  incapable  of  the  same 
use.  It  could  not  support  a  clothes-wringer  in  the  manner  de- 
scribed in  the  drawings  annexed  to  the  patent.  A  space  bounded 
by  right  lines  is  not  substantially  the  same  as  one  bounded  by  a 
curve,  and  unless  we  throw  out  of  the  specification  and  the  claims 
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all  that  is  said  respecting  the  coafiguration  of  the  interval  between 
the  uprights,  we  must  hold  that  the  defendants,  in  the  use  of  their 
device,  have  not  been  guilty  of  any  infringement  of  the  complain- 
ants' rights.  They  have  used  a  portable  support  for  a  wringing 
mechanism  which  has  some  of  the  features  of  that  of  the  complain- 
ants, but  it  has  not  the  U-formed  yoke,  which  is  essential  to  the 
patented  combination.  Decree  affirmed. 

This  case  was  argued  before  the  Chief  Justice  took  his  seat,  and 
he  did  not  participate  in  the  judgment. 


Hailes  v.  Van  Wormer, 

(20  Wallace,  353.) 

1.  A  new  combination,  if  it  produces  new  and  useful  resnlts,  is  patentable,  though  all 

the  constituents  of  the  combination  were  well  known  and  in  common  use  before 
the  combination  was  made.  But  the  results  must  be  a  product  of  the  combination, 
and  not  a  mere  aggregate  of  several  results,  each  the  complete  product  of  one  of 
the  combined  elements. 

2.  Merely  bringing  old  devices  into  juxtaposition,  and  there  allowing  each  to  work 

out  its  own  effect  without  the  production  of  something  novel,  is  not  invention. 

3.  No  one,  by  bringing  together  several  old  devices  without  producing  a  new  and 

useful  reeuk,  the  joint  product  of  the  elements  of  the  combination,  and  something 
more  than  an  aggregate  of  old  results,  can  acquire  a  right  to  prevent  others  from 
using  the  same  devices,  either  singly  or  in  other  combinations,  or,  even  if  a  new 
and  useful  result  is  obtained,  can  prevent  others  from  using  some  of  the  devices, 
omitting  others,  in  combination. 

Appeal  from  the  Circuit  Court  for  the  Northern  District  of  New 
York. 

Hailes  &  Treadwell,  manufacturers  of  stoves,  filed  a  bill  in  the 
court  below  against  Van  Wormer  et  al,,  engaged  in  the  same  busi- 
ness, to  enjoin  these  last  from  making  a  certain  sort  of  coal  stoves 
called  ^^base-burning,"  "self-feeding,"  or  *' reservoir"  stoves. 
These  stoves  are  so  called  because  they  have  a  magazine  or  reser- 
voir suspended  above  the  fire-pot,  which  may  be  filled  with  coal  at 
its  upper  extremity.  This,  when  filled,  is  closed  by  a  cover.  The 
lower  end  of  the  reservoir  or  feeder  is  left  open,  and,  as  the  coal  in 
the  fire-pot  is  consumed,  that  in  the  reservoir  falls  and  supplies  the 
place  of  that  consumed,  the  combustion  being  only  in  the  fire-pot, 
and  not  in  the  reservoir.  Every  reader,  on  looking  at  the  diagrams 
on  pages  641,  642,  and  643,  will  recognize  the  sort  of  stove  re- 
ferred to. 

The  value  of  this  sort  of  stove,  which  had  been  in  large  use  in 
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Fia.  1. — Basa-burning  Stove, 
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Fio.  3.— Bue-barnmg  Stove  withont  the  cuiog. 
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this  country  for  some  time,  was  not  a  matter  of  question.  But 
persons  were  not  all  agreed  as  to  what  was  the  most  economical 
and  otherwise  the  most  advantageous  mode  of  embodying  the  prin- 
ciple which  made  the  distinguishing  characteristic  of  the  stoves. 

The  bill  was  founded  on  two  letters  patent ;  one  reissued  patent, 
granted  to  the  complainants,  February  3d,  1863,  for  an  *' improve- 
ment in  stoves,"  the  original  patent  having  been  granted  to  Hailes 
&  Treadwell,  as  inventors.  May  7th,  1861 ;  the  other  a  patent 
granted  to  one  Mead  and  Hailes,  assignees  of  Hailes  &  Treadwell, 
as  inventors,  August  11th,  1863,  for  an  **  improvement  in  coal 
stoves  ;"  the  interest  of  Mead  in  which  patent  had  become  vested 
in  the  complainant  Treadwell. 

The  specification  of  the  reissue  of  February  3d,  1863,  said: 

'*Our  experience  in  this  class  of  stoves"  (base-burning  or  reser- 
voir stoves)  ''is,  that  the  most  beneficial  effects  are  to  be  secured 
from  an  organization  which  does  not  pass  the  products  of  combus- 
tion up,  around,  and  over  the  top  of  the  coal  supply  reservoir,  so 
as  to  heat  a  surrounding  jacket  thereof,  but  heats  a  circulating  or 
ascending  body  of  air  by  means  of  radiated  heat  from  the  fire-pot, 
and  at  the  same  time  heats  the  base  of  the  stove  by  means  of  direct 
heat,  circulating  through  descending  flues  which  lead  into  the  ash 
pit,  or  around  it,  and  to  the  smoke  and  draft  flue;  also,  that  the 
greatest  economy,  considering  the  increased  benefit  secured  from 
supjdying  coal  continuously  out  of  a  reservoir,  is  attained  with  an 
arrangement  which  holds  the  superincumbent  body  of  coal  in  sus- 
pension, such  arrangement  being  a  reservoir  with  a  contracted  dis- 
charge extending  slightly  down  into  a  flaring  or  enlarged  fire-pot, 
around  or  above  the  whole  upper  edge  of  which,  outside  of  the  con- 
tracted discharge  of  the  coal-supply  reservoir,  the  flame  is  allowed 
to  circulate,  and,  therefore,  caused  to  descend  and  circulate  around 
or  under  the  base  portion  of  the  stove,  in  its  passage  to  the  smoke 
and  draft  flue. 

'*The  effect  of  the  first-named  plan  is  to  husband  the  radiated 
heat  and  use  it  for  the  purpose  of  warming  the  upper  part  of  the 
stove  and  the  room  in  which  it  is  situated,  as  well  as  for  heating 
air  for  warming  rooms  above,  if  desirable,  and  at  the  same  time  to 
80  confine  the  direct  fire-heat  and  keep  it  in  contact  with  the  base 
portion  of  the  stove  a  sufficient  length  of  time  as  to  insure  the 
warming  of  the  same  to  a  comfortable  degree. 

**  The  effect  of  the  second  plan  is  to  relieve  the  incandescent  coal 
from  tne  weight  of  the  body  of  superincumbent  coal,  and  thus 
obviate  a  compression  of  the  incandescent  coal  in  the  fire-pot, 
and  secure  for  the  flame  a  free  expansion  in  a  lively  and  brilliant 
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manner,  and  thus  enable  it  to  act  with  great  heating  effect  upon 
the  lower  portion  of  the  stove  in  its  passage  to  the  smoke  and  draft 
flue. 

"  With  the  view  of  organizing  a  stove  or  heater  which  operates 
00  the  base-hurning  or  coal-siipply  reservoir  principle,  and  at  the 
same  time  embraces  the  two  plans  of  operation  above  referred  to, 
we  have  devised  the  following  plan  of  constrnction  : 

"  A  is  a  base  of  our  stove,  constructed  with  a  chamber  B,  which 
extends  around  and  beneath  the  top  plate  of  the  said  base.  In 
this  chamber  air  may  be  admitted  through  the  front  passage  A. 
Upon  the  top  plate  of  the  base  A  is  erected  a  support  C,  for  hori- 
zontal grate  D,  and  a  fire-pot  E,  as  shown.  The  support  forms  a 
chamber  below  the  grate,  and  out  of  the  front  of  the  support  a  por- 


tion of  metal  is  removed  as  at  b,  so  that  air  to  the  fire  on  the 
grate  may  have  free  access  when  the  ordinary  regulator  or  damper 
is  open.  In  order  to  insure  the  passage  of  the  air  to  the  fire  only 
from  below  the  grate,  a  cut-off,  c,  extends  out  from  the  upper  front 
part  of  the  support  C,  and  rests  upon  the  two  lateral  stops  d,  which 
extend  out  from  the  front  of  the  .support,  as  shown.     TIio  top  plato 
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of  the  base,  at  points  outside  of  the  support  C,  is  perforated  with 
three  apertures,  F,  F*,  F*,  which  comtnnnicate  with  the  chamber  B. 
The  apertures  F*,  F*,  have  vertical  pipes  F',  F*,  placed  in  or  around 
thorn,  while  the  aperture  F  has  the  draft  and  smoke  pipe  or  flue  F* 
placed  in  or  around  it,  as  shown.  The  pipes  F^,  F*,  extend  up  to 
the  upper  rim  of  the  fire-pot  E,  and  connect  to  perforated  flanges 
or  ears  of  said  pot,  so  that  a  space,  /,  exists  between  the  pipes  and 
fire-pot,  as  shown.  The  outer  portion  of  the  top  edge  of  the  pipes 
F^,  F^,  protrudes  above  the  flanges  to  a  slight  degree,  as  indicated 
at  g,  g. 

*'  The  fire-pot  flares  at  top  and  contracts  at  its  bottom ;  the  flare 
and  contraction  are  gradual.  The  section  of  the  metal,  of  which 
the  pot  is  made,  shows  a  gradual  decrease  in  thickness  from  the 
centre  of  the  depth  of  the  pot  in  an  up  and  downward  direction,  as 
indicated  at  1,  2, 3.  This  construction  or  form  of  the  metal  insures 
an  equable  heating  of  the  pot  at  all  parts,  and  a  uniform  expan- 
sion and  contraction  by  the  principle  of  conduction,  the  thickest 
and  most  intensely  heated  portion  imparting  to  the  thinnest  or  less 
intensely  heated  portions  a  large  amount  of  its  heat,  on  the  princi- 
ple just  mentioned. 

*'  Above  the  fire-pot  and  vertical  pipes  the  coal-supply  reservoir 
G  is  arranged.  The  reservoir  is  constructed  with  a  flange,  A,  at 
its  base,  said  flange  turning  down  at  its  outer  edge  so  as  to  form 
a  right  angle,  or  thereabouts,  as  shown  at  i.  The  rim,  i,  of  the 
flange  fits  down  upon  the  rim  of  the  fire-pot  and  incloses  the  top 
opening  of-  the  fire-pot  of  the  vertical  pipes  within  a  continuous 
chamber  J,  as  represented;  the  said  chamber  constituting  an  en- 
largement to  the  upper  portion  of  the  fire-pot,  as  it  were,  and  thus 
giving  increased  room  for  the  expansion  of  the  flame. 

**  The  diameter  of  the  coal  reservoir  is  decreased  below  the  point 
where  the  body  of  supply  coal  is  suspended  by  means  of  an  exten- 
sion or  ring  flange  A,  which  is  in  form  of  an  inverted  frustum  of 
a  cone.  This  flange  also  serves,  in  connection  with  a  detachable 
ring,  V,  which,  also,  is  in  form  of  an  inverted  frustum  of  a  cone,  to 
form  a  frame  or  sash  for  the  reception  of  fire  brick  or  ocher  fire- 
proof material,  as  shown  at  m.  The  ring  v  has  a  horizontal  flange, 
and  bolts  by  the  same,  to  the  under  side  of  the  flange  n  of  the  coal- 
supply  reservoir.  The  fire  brick  are  shaped  so  as  to  form,  when 
put  together,  an  inverted  frustum  of  a  cone,  and  they,  therefore, 
when  clamped  between  the  devices  i,  v,  cannot  descend,  separately, 
out  of  their  places,  nor  can  they  do  so  unitedly,  as  the  largest  cir- 
cumference of  the  conic  frustum  m  cannot  pass  through  the  space 
between  the  lower  ends  of  the  devices  h,  v.     It  will  be  observed 
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that  the  fire  brick  continue  the  contraction  of  the  coal-supply  res- 
ervoir, and  thus  insure  a  gradual  descent  of  the  supply  coal  upon 
the  central  part  of  the  bed  of  incandescent  coal,  and  at  the  same 
time  leave  a  large  and  open  space  outside  of  the  conic  frustum  nz, 
for  the  free  burning  and  expanding  of  the  gases  or  fiame.  This 
result  is  also  furthered  by  the  dishing  form  of  the  flange  A,  the 
same  forming  a  large  circulating  flame  channel,  J,  all  round  the 
upper  edge  of  the  fire-pot,  as  illustrated. 

'*The  reservoir  G  is  continued  up  to  a  horizontal  division  plate  I 
of  the  stove,  by  means  of  an  extension  G^,  as  shown.  The  division- 
plate  I  has  a  large  coal-induction  hole  n  in  its  centre  and  several 
hot-air  passages  o  o  near  its  circumference  or  outside  of  the  circle 
of  the  coal-supply  reservoir,  as  shown.  Around  the  central  hole  n 
there  is  constructed  a  small,  combined  cylindric  and  conic  hopper 
J,  which  is  furnished  with  an  adjustable  valve  «,  and  a  removable 
cover-plate  J*,  as  hereinafter  described.  Through  and  from  the 
rear  of  this  hopper  there  extends  a  branch  draft-flue  r,  the  same 
leading  into  the  main  draft-flue  F*,  as  shown.  In  order  to  open 
and  close  this  flue  (r)  and  also  to  open  and  close  the  induction-hole 
to  the  coal-supply  reservoir,  the  taper-valve  a  is  fitted  to  the  lower 
part  of  the  hopper  J,  and  up  from  the  centre  of  the  back  of  this 
valve  a  vertical  rod  8^  extends  and  passes  through  the  removable 
cover-plate  J*  of  the  hopper,  and  also  through  a  weight  «*,  as 
shown.  The  weight  ^  is  not  level  on  its  bottom  with  the  top  sur- 
face of  the  cover-plate  J*,  nor  is  the  quantity  of  metal  on  one  side 
of  the  rod  as  great  as  that  on  the  other  side.  The  cover-plate,  the 
valve,  the  rod,  and  the  weight,  are  all  connected  together,  so  that 
by  taking  hold  of  the  rgd  the  whole  can  be  lifted  together,  that  is, 
when  the  valve  is  raised,  first,  to  its  full  stroke;  but  the  connection 
is  also  such  that,  when  the  valve  is  required  to  be  raised  a  less  dis- 
tance than  its  full  stroke,  the  movement  of  the  valve  is  independent 
of  the  cover-plate  J^ ;  therefore  the  branch-flue  r  can  be  opened 
and  closed  or  the  damper-valve  adjusted  without  disturbing  the 
cover-plate,  and  whenever  such  an  adjustment  of  the  valve  is  made, 
the  weight,  by  reason  of  its  being  unbalanced,  will  automatically 
bind  upon  the  rod  and  hold  it  and  the  valve  in  suspension. 

'*  It  is  desirable  to  open  the  branch  of  the  direct  draft-flue  when 
the  fire  is  first  started,  and  also  before  the  cover-plate  J'  is  re- 
moved, first,  in  order  to  obtain  a  powerful  draft,  and  second,  to 
pass  off  the  pent-up  gases  in  the  coal  reservoir  through  the  branch- 
flue,  instead  of  allowing  them  to  puff  out  into  the  room  at  the  time 
when  fresh  coal  is  being  introduced. 

''The  organization  thus  far  described  has  but  one  shell,  and  in 


648  Hailbs  v.  Van  Wormbr.  [Sup.  Ct, 

Statement  of  the  case. 

order  to  make  it  a  double  shell  or  wall-stove  a  casing,  K,  L,  M,  is 
placed  around  it  from  base  to  top.  The  part  K  of  this  casing 
incloses  a  portion  of  the  fire-pot,  and  of  the  vertical  pipes  and 
draft-flue.  This  part  is  finely  perforated  all  around  so  as  to  admit 
air  to  the  first  wall^  to  be  heated  as  indicated  at  w.  The  part  L  of 
the  casing  incloses  the  remainder  of  the  vertix^al  pipes  and  fire-pot, 
and  also  a  small  portion  of  the  coal-supply  reservoir,  but  not  the 
main  draft  or  smoke-flue.  It  is  also  finely  perforated  so  as  to 
admit  cold  air^  as  indicated  at  w^.  The  part  M  of  the  casing 
incloses  the  remainder  of  the  coal-supply  reservoir,  and  extends  up 
to  and  unites  with  a  stationary  top  or  finishing  plate  W*.  This 
part  of  the  casing  is  not  perforated,  but  the  plate  W*  has  per- 
forations through  it  for  the  escape  of  the  confined  heated  air  W* 
into  the  room  or  into  pipes  leading  to  rooms  above,  as  indicated  by 
arrows  W^. 

'^It  will  be  seen  that  the  air  circulates  all  about  the  radiating 
surface,  and  thus  protects  the  same  from  rapid  destruction  by  the 
fire,  and  while  this  is  the  case  the  air  is  very  thoroughly  heated, 
and  discharged  in  that  state  into  the  room  where  the  stove  is  situ- 
ated, or  into  other  conductors." 

There  were  in  this  reissue  twelve  claims,  the  first  five  of  which, 
the  complainants  alleged^  had  been  infringed  by  the  defendants, 
namely : 

'^(1.)  A  base-burning,  coal-supply  reservoir  stove  or  furnace,  so 
constructed  that  the  products  of  combustion  do  not  pass  up,  around, 
and  above  the  supply-reservoir,  nor  up  through  the  grate,  but 
down  outside  of  the  fire-pot  toward  the  base  of  the  stove,  and  out 
through  a  main  draught  flue,  which  leads  directly  from  a  space  or 
chamber  about  the  lower  part  of  the  stove,  all  for  the  purpose  set 
forth  and  substantially  as  described. 

'*(2.)  The  contracting  of  the  discharge  end  of  the  coal-supply 
reservoir,  the  expanding  of  the  fire-pot,  and  the  extending  of  the 
flame-passage  downward,  for  united  operation,  in  a  base-burning, 
coal-supply  reservoir  stove  or  furnace,  essentially  as  set  forth. 

*'(3  )  A  fire-pot  resting  on  a  base,  and  imperforated  on  it«  inner 
or  outer  circumference,  or  from  its  inner  to  its  outer  circumference, 
and  so  constructed  and  applied,  with  respect  to  a  coal-supply  reser- 
voir, that  an  inclosed  horizontal  chamber  for  the  free  expansion 
and  circulation  of  the  flame  and  gases,  is  formed  all  around  and 
outside  of  the  contracted  discharge,  and  above  the  upper  edge  of 
the  fire-pot,  substantially  as  and  for  the  purpose  set  forth. 

^'(4.)  The  descending  passage  or  passages,  in  combination  with 
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the  continuous  flame-expansion  and  circulation  passage,  and  amain 
draft-flue,  leading  out  of  the  base  or  lower  part  of  the  stove  or  fur- 
nace, substantially  as  set  forth  and  for  the  purpose  described. 

'*(5.)  Constructing  the  fire-pot  of  a  base-burning,  coal-supply 
reservoir  stove  or  furnace,  with  an  imperforated  circumference  and 
in  the  form  of  a  trumpet-mouth  at  its  upper  portion,  in  combina- 
tion with  descending  flame-passages,  substantiallly  as  described 
and  for  the  purpose  set  forth." 

The  specification  of  the  patent  of  August  11th,  1863,  stated  that 
the  invention  covered  by  it  was  an  improvement  on  the  stove 
patented  by  the  reissue  of  February  3d,  1863,  and  consisted, 

**  1st.  In  the  construction  of  an  illumination  window  or  windows, 
at  one  or  more  points  in  the  continuous  flame-expansion  chamber 
or  channel,  which  is  about  the  base  of  the  coal -supply  reservoir 
and  the  top  of  the  coal-burning  fire-pot,  in  combination  with  a 
descending  flue  which  leads  to  a  chamber  about  the  base  of  the 
stove,  and  from  such  chamber  into  a  chimney-flue. 

**2d.  In  the  con-struction  of  a  damper  draft-flue  in  the  contin- 
uous flame-expansion  chamber  or  channel,  located  as  just  stated, 
in  combination  with  a  descending  flue,  which  first  leads  down  into 
a  chamber  about  the  base  of  the  stove,  and  then  into  the  chimney- 
flue,  with  which  the  damper  draft-flue  connects  directly  at  the  top 
of  the  fire-pot." 

The  patent  (see  figures  on  page  650)  proceeded: 

*'Fig.  1  is  a  vertical  longitudinal  section  of  a  stove  patented  by 
us  at  previous  dates,  with  our  improvements  of  the  present  date 
applied  to  it. 

'*  Fig.  2  is  a  vertical  transverse  section  of  the  whole  stove. 

^*Our  first  improvement  is  carried  into  practice  by  casting  the 
fire-pot  A  with  a  rectangular,  elliptical,  or  circular  extension  a 
(Fig.  1)  (6)  at  one  or  more  points  of  its  upper  edge.  This  enlarge- 
ment we  extend  through  an  opening  in  the  outer  casing  or  jacket 
B  of  the  stove,  and  close  it  with  mica  or  other  transparent  material 
C,  as  shown.  We  may  find  it  more  practical  to  form  a  short  ledge 
on  the  upper  edge  of  the  fire-pot,  as  at  6,  and  cast  the  enlarge- 
ment c  on  the  part  D,  which  forms  the  expansion-flame  passage  E, 
as  shown.  In  any  case,  the  illumination-window  must  be  con- 
structed so  as  to  confine  the  fiame  and  gases  at  this  point  within 
the  fiame-chamber  E. 

*^Our  second  improvement  is  carried  into  practice  by  casting  in 
like  manner  an  enlargement  of  proper  form  to  make  a  branch-flue 
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F  on  the  upper  edge  of  the  fire-pot,  or  on  the  lower  edge  of  the 
part  D,  as  represented.  This  branch-flue  we  run  into  the  smoke- 
pipe  or  draft-flue  G,  and  in  order  to  o]jen  and  close  it  at  will,  we 
have  arranged  within  it  a  damper  or  valve  I,  which  has  its  rod, 
by  which  it  is  turned,  extended  to  the  outside  of  the  casing  of  the 
stove.  By  opening  the  damper  a  direct  draft  is  obtained,  and  the 
fire  can  he  kindled  very  speedily,  and  the  draft  dues  not  have  to 
pass  up  through  the  body  of  coal  in  the  reservoir,  as  in  onr  other 
patented  stove.  When  the  damper  is  closed,  the  highly  igniled 
gases  pass  down  the  descending  flues  J  J,  as  in  onr  former  patent. 
We  will  here  state  that  we  have  slightly  modified  the  base  of  our 
stove  by  increasing  the  depth  of  the  ash-pit  K,  and  dispensing 
with  a  chamber  or  space  underneath  the  ash-pit.  This  space  or 
chamber  L,  in  which  the  heated  products  of  combustion  circulate 
to  heat  the  base  of  the  stove^  and  pass  to  the  draft  or  smoke-flue, 
being  only  around  the  ash-pit," 

There  were  in  this  patent  six  claims,  the  first  two  of  which, 
the  complainants  alleged,  had  been  infringed  by  the  defendants, 
namely : 
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^^(1.)  The  combination  of  the  illuminating  openings,  flame- 
expansion  chamber,  coal-supply  reservoir,  fire-pot,  descending  flue 
and  draft-flue,  substantially  in  the  manner  and  for  the  purpose 
described. 

'^(2.)  The  combination  with  the  flame-expansion  chamber, 
formed  at  the  base  of  the  coal-supply  reservoir,  and  around  the 
upper  edge  of  the  fire-pot  of  a  base-burning  stove,  of  the  branch 
draft-flue  with  damper,  when  the  same  are  located  with  respect  to 
the  flame-expansion  chamber,  fire-pot,  coal-supply  reservoir,  and 
descending  combustion-flues,  substantially  as  and  for  the  purpose 
described." 

Certain  parts  of  the  things  above  described  were  shown  by  the 
evidence,  or  were  admitted,  not  to  be  new  in  A.  D.  1861,  when  the 
complainants  professed  to  have  invented  their  base-burning  stove. 
Among  them  these: 

The  introduction  of  a  magazine  or  reservoir  into  a  stove  for  the 
jmrpose  of  supplying  coal  to  the  fire-pot  below. 

The  contraction  of  the  lower  end  of  the  said  reservoir^  so  that  it 
should-  be  smaller  than  the  upper  portion  thereof,  which,  the  cora- 
])lainants  asserted,  aided  in  sustaining  the  mass  of  coal  therein, 
and  prevented  too  great  pressure  upon  the  burning  coal  in  the 
fire-pot. 

The  construction  of  a  fire-pot  of  larger  diameter  at  the  top  than 
at  the  bottom. 

So  also  stoves  so  constructed  that  the  smoke,  gas,  and  other 
products  of  combustion  passed  from  the  fire-chamber  through  down- 
ward flues  to  or  near  the  level  of  the  bottom  of  the  stove  were  com- 
mon ;  the  revertible  flues  so-called  had  long  been  in  use. 

In  one  of  the  exhibits  these  products  of  combustion  were  passed 
down  and  through  a  chamber  in  the  base  of  the  stove  and  thence 
out  into  the  smoke  pipe. 

The  addition  of  a  direct  draft  to  such  stoves  as  were  constructed 
with  revertible  flues  by  means  of  a  flue  above  the  fire-pot,  provided 
with  a  damper  to  be  closed  after  the  fuel  had  been  ignited,  was  no 
novelty. 

The  use  of  openings  in  the  exterior  or  shell  of  the  stove  and  the 
insertion  of  mica  therein  in  order  to  permit  the  light  emitted  in 
the  process  of  combustion  to  be  seen,  had  been  employed  for  very 
many  years. 

The  stove  of  the  defendant,  which  the  complainants  alleged 
infringed  their  patents,  contained  in  combination  several  of  the 
devices  claimed  by  the  complainants,  as — 
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1.  The  flaring  fire-pot  supported  by  a  base,  the  diameter  of  the 
pot  narrower  at  the  bottom  than  at  the  top. 

2.  A  vessel  over  the  fire-pot  to  receive  the  coal,  and  let  it  down 
by  way  of  supply  on  the  fire  below  ;  the  lower  end  of  the  vessel 
being  narrower  than  the  upper. 

3.  Revertible  flues  outside  of  the  pot  to  conduct  the  products  of 
combustion  downwards  to  the  base  of  the  stove  and  thence  to  a 
main  draft-flue  leading  thereout. 

4.  A  direct  draft  for  such  stoves  as  are  constructed  with  revert- 
ible flues,  the  direct  draft  being  obtained  by  a  flue  passing  out 
above  the  fire-pot,  and  provided  with  a  damper  to  be  closed  after 
the  fuel  has  been  ignited. 

5.  Holes  or  openings  in  the  iron  case  of  the  stove  in  which  to 
put  plates  of  mica  so  as  to  let  tlie  fire  in  the  stove  be  seen  through 
it,  and  to  give  light  to  the  room  in  which  the  stove  is. 

In  the  defendant's  stove,  however,  there  was  no  such  peculiar 
structure  of  the  lower  extremity  of  the  supply  reservoir,  nor  such 
a  closed  expansion-chamber  as  in  the  com])lainant's  stove ;  the 
reservoir  did  not  rest  on  the  fire-pot;  nor  had  it  a  connection  either 
with  it  or  with  the  sides  of  the  stove  ;  nor  was  there  anything  in- 
terposed to  the  passage  of  the  products  of  combustion  up  and 
around  the  reservoir  when  the  flue  for  direct  draft  was  open;  and 
when  that  flue  was  closed  the  flame  was  not  detained  over  the 
burning  coal,  but  the  products  of  combustion  passed  directly  across 
the  edge  of  the  fire-pot  and  descended  along  its  sides  to  the  interior 
draft-passage. 

So,  in  the  defendant's  stove,  the  entire  space  around  the  maga- 
zine and  the  fire-pot  was  completely  inclosed.  There  was  but  a  sin- 
gle chamber  around  the  reservoir  over  the  surface  of  the  burning 
coal  and  around  the  fire-pot.  Through  this  chamber  the  products 
of  combustion  passed,  either  through  the  direct  draft-flue,  when 
that  was  in  use,  or  to  the  base  of  the  stove  and  thence  outward. 

The  court  below  dismissed  the  bill  and  the  complainant  brought 
the  case  here. 

Mr.  E.  H.  Bennett^  for  the  appellant ;  Mr.  C.  M.  KeUer^  for  the 
appellee, 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court. 

The  sort  of  stoves  known  as  '^  base-burners,"  or  self-feeding 
stoves,  had  been  made  and  they  were  well  known  years  before 
either  of  the  complainants'  patents  were  granted,  and  it  is  not 
asserted  that  merely  as  base-burning  stoves  they  are  within  the 
monopoly  of  the  patent.     The  inventions  claimed  are  alleged  im- 
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l)rovements  in  the  structure  and  arrangement  of  such  stoves.  They 
consist  in  what  is  described  as  a  new  combination  of  old  and  known 
devices  producing  a  new  manufacture,  namely,  a  stove  uniting  in 
itself  all  the  advantages  of  a  reservoir  stove,  and  those  of  a  revert- 
il)le-draft  stove  which  prevents  the  products  of  the  combustion  in 
tlie  fire-pot  from  passing  up,  around,  and  over  the  reservoir,  there- 
by heating  the  fuel  therein  so  as  to  exi>el  its  gases,  and  cause  their 
explosion  as  well  as  their  escape  into  the  apartments  where  the 
stove  may  be  placed.  All  the  devices  of  which  the  alleged  combi- 
nation is  made  are  confessedly  old.  No  claim  is  made  for  any  one 
of  them  singly,  as  an  independent  invention. 

It  must  be  conceded  that  a  new  combination,  if  it  produces  new 
and  useful  results,  is  patentable,  though  all  the  constituents  of  the 
(combination  were  well  known  and  in  common  use  before  the  com- 
bination was  made.  But  the  results  must  be  a  product  of  the  com- 
bination, and  not  a  mere  aggregate  of  several  results  each  the 
complete  product  of  one  of  the  combined  elements.  Combined 
results  are  not  necessarily  a  novel  result,  nor  are  they  an  old  result 
obtained  in  a  new  and  improved  manner.  Merely  bringing  old 
devices  into  juxtaposition,  and  there  allowing  each  to  work  out  its 
own  effect  without  the  production  of  something  novel,  is  not  inven- 
tion. No  one  by  bringing  together  several  old  devices  without 
j>roducing  a  new  and  useful  result  the  joint  product  of  the  elements 
t>f  the  combination  and  something  more  than  an  aggregate  of  old 
results,  can  acquire  a  right  to  prevent  others  from  using  the  same 
devices,  either  singly  or  in  other  combinations,  or,  even  if  a  new 
and  useful  result  is  obtained,  can  prevent  others  from  using  some 
of  the  devices,  omitting  others,  in  combination. 

If  now  we  examine  the  patents  held  by  the  complainants,  look- 
ing first  at  the  objects  sought  to  be  obtained  by  the  combinations 
for  which  the  patents  were  granted,  they  are,  as  described  in  the 
specification,  first,  to  prevent  the  passage  of  the  products  of  com- 
bustion up,  around,  and  over  the  top  of  the  coal-supply  reservoir, 
so  as  to  heat  a  surrounding  jacket  thereof;  and,  secondly,  to  heat 
a  circulating  or  ascending  body  of  air  by  means  of  radiated  heat 
from  the  fire-pot,  and  at  the  same  time  to  heat  the  base  of  the  stove 
by  means  of  direct  heat  circulating  through  descending  flues  which 
lead  into  the  ash-pit,  or  around  it,  and  to  the  smoke  and  draft  flue. 
A  third  avowed  object  is  to  secure  economy  by  retarding  the  fall  of 
the  coal  into  the  fire-pot  from  the  supply  reservoir,  and  by  causing 
the  flame  to  circulate  outside  of  the  contracted  discharge  of  the 
reservoir,  and  around  the  upper  edge  of  the  fire-pot,  and  thence 
to  descend  around  or  under  the  base  of  the  stove  in  its  passage 
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to  the  smoke  and  draft  flue.  Such  are  the  avowed  objects  of  the 
combinations  claimed  to  have  been  devised  by  the  patentees,  and 
their  eflFects  they  assert  to  be  husbanding  the  radiated  heat,  and 
using  it  for  the  purpose  of  warming  the  upper  part  of  the  stove 
and  the  room  in  which  it  is  situated,  as  well  as  for  heating  air 
for  warming  rooms  above,  if  desirable,  and  at  the  same  time  so 
confining  the  direct  fire  heat,  and  keeping  it  in  contact  with  the 
base  portion  of  the  stove  as  to  insure  warming  it  to  a  comfortable 
degree.  A  second  effect  claimed  is  relief  of  the  incandescent  coal 
ironi  the  weigJit  of  the  body  of  superincumbent  coal,  thus  prevent- 
ing the  cora{)ression  of  the  burning  coal  in  the  fire-pot,  and  secur- 
ing for  the  flame  free  expansion,  thus  enabling  it  tq  act  with 
greater  heating  effect  ui)on  the  lower  portion  of  the  stove  in  its 
passage  to  the  smoke  and  draft  flue. 

The  combination  employed  to  produce  these  effects  consists  of 
the  following  devices,  among  others : 

1st.  A  flaring  fire-pot  supported  by  a  base,  the  diameter  of  the 
pot  being  larger  at  the  top  than  at  the  bottom. 

2d.  A  magazine  or  reservoir  for  supplying  coal,  located  over  the 
fire-pot,  and  having  its  lower  end  contracted. 

3d.  Revertible  passages  or  flues  outside  of  the  pot  for  the  con- 
duct of  the  products  of  combustion  downwards  to  the  base  of  the 
stove  and  thence  to  a  main  draft  flue  leadir»g  thereout. 

4th.  A  direct  draft  for  such  stoves  as  are  constructed  with  re- 
vertible flues,  the  direct  draft  being  obtained  by  a  flue  passing  out 
above  the  fire-pot  and  provided  with  a  damper  to  be  closed  aft«r 
the  i'uel  has  been  ignited. 

5th.  Openings  in  the  case  or  exterior  of  the  stove  and  the  inser- 
tion of  mica  therein  for  tlie  purpose  of  illuminating  the  room  in 
which  the  stove  may  be  with  the  light  of  the  burning  fuel. 

These  devices  with  others  are  brought  together  and  claimed  as  a 
new  combination,  and  several  combinations  of  some  of  them  are 
also  claimed  as  inventions,  producing  novel  and  useful  results. 
What  those  other  devices  are  we  need  not  specify,  for  it  is  not 
shown  that  they  are  employed  by  the  defendants. 

The  stove  of  the  defendants  does,  however,  contain  all  those 
mentioned  and  contain  them  in  combination.  That  each  of  thera 
was  an  old  device,  well  known,  and  in  public  use  before  the  patents 
of  the  complainants  were  granted  is  abundantly  proved  by  the  evi- 
dence submitted.  A  flaring  flre-pot,  a  supply  reservoir  with  its 
lower  extremity  of  smaller  diameter  than  its  upper,  revertible  flues, 
a  place  for  flame  expansion  above  the  fire-pot,  the  addition  of  a 
direct  draft  for  iisc  in  igniting  the  fuel-,  provided  with  a  damper, 
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and  the  insertion  of  mica  for  illumination  openings,  were  all  foand 
in  stoves  before  Hailes  and  Treadwell  claimed  to  have  made  their 
invention.  It  is  trae  there  is  a  peculiarity  in  the  construction  of 
the  lower  extremity  of  the  complainants'  supply  reservoir.  It  is 
provided  with  a  circular  flange,  extending  outward  and  bending 
downward,  so  as  to  fit  upon  the  upper  rim  of  the  fire-pot,  and 
thus  form  a  closed  combustion-chamber.  This,  of  course,  cuts  oflF 
communication  with  the  space  around  the  upper  part  of  the  reser- 
voir, and  confines  the  flame  and  other  products  of  combustion  with- 
in a  circular  combustion-chamber  thus  formed,  leaving  no  outlet  for 
them  except  through  ear  passages  into  revertible  flues.  For  this 
device,  the  peculiar  structure  of  the  reservoir,  and  the  formation  of 
the  closed  expansion  chamber,  there  is  no  equivalent  in  the  defend- 
ant's stove.  There  is  no  such  closed  chamber.  The  reservoir  does 
not  rest  on  the  fire-pot.  It  has  no  connection  with  it,  or  with  the 
sides  of  the  stove.  Nor  is  there  any  obstacle  interposed  to  the  pas- 
sage of  the  products  of  combustion  up  and  around  the  reservoir 
when  the  flue  for  direct  draft  is  open.  And  when  that  flue  is 
closed,  the  flame  is  not  detained  over  the  burning  coal,  but  the 
products  of  combustion  pass  directly  across  the  edge  of  the  fire-pot 
and  descend  along  the  sides  thereof  to  the  inferior  draft-passage. 
Such  an  arrangement  is  not  fitted  to  produce  the  effects  sought  and 
claimed  for  the  complainant's  stoves.  On  the  contrary,  it  plainly 
excludes  them. 

There  are  other  differences  in  the  devices  used  both  in  the  com- 
plainants' and  the  defendants'  stoves,  which  we  think  are  substan- 
tial and  not  merely  formal.  The  combination  claimed  by  the 
complainants  passes  the  products  of  combustion  out  of  the  chamber 
through  perforations  in  the  flange  or  through  ears  into  flues  lead- 
ing downwards  but  wholly  exterior  to  the  fire-pot,  and  not  in 
contact  with  it.  This  arrangement  makes  it  possible  to  introduce 
external  air  through  perforations  in  the  outer  casing  of  the  stove, 
and  allow  it  when  heated  by  contact  with  the  fire-pot  and  the 
descending  flues  to  escape  from  the  top.  Accordingly  the  outer 
casing  is  perforated,  and  there  is  no  closed  magazine  around  the 
fire-pot.  But  in  the  defendants'  stove  there  is  no  such  device  and 
no  such  effects  are  produced.  There  are  no  external  downward 
flues  separated  from  the  fire-pot.  The  whole  space  around  the 
magazine  and  the  fire-pot  is  completely  inclosed.  There  is  but  a 
single  chamber  around  the  reservoir,  over  the  surface  of  the  burn, 
ing  coal,  and  around  the  fire-pot.  Through  this  chamber  the 
products  of  combustion  pass,  either  through  the  direct  draft-flue, 
when  that  is  in  use,  or  to  the  base  of  the  stove  and  thence  out- 
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wards.  This  arrangement  also  excludes  the  possibility  of  an  effect 
claimed  for  the  Hailes  and  Treadwell  invention.  It  admits  of  no 
space  around  the  fire-pot  to  which  the  external  air  can  have  access. 

It  is  not,  then,  the  combination  of  old  devices  which  the  defend- 
ants use  that  Hailes  and  Treadwell  invented.  It  is  not  those  old 
devices  that  produce  the  new  results  claimed.  The  complainant's 
combination  is  a  different  thing.  It  has  a  greater  number  of  con- 
stituent elements.  It  consists  in  the  employment  of  the  devices 
used  by  the  defendants,  together  with  others  they  do  not  use,  and 
the  result  of  the  entire  combination  is  the  production  of  a  stove  dif- 
fering very  materially  from  that  of  the  defendants.  And  the  de- 
fendants' combination  cannot  produce  the  results  claimed  for  that 
of  the  com|>lainants.  We  have  said  that  the  new  results  claimed, 
whatever  they  may  be,  are  not  the  production  of  the  combined  de- 
vices common  to  both  stoves.  The  devices  used  by  the  defendants 
produce  no  new  effects,  because  used  in  combination.  The  space 
around  the  fire-pot  leading  to  the  base  doubtless  secures  the  bene- 
ficial results  long  known  to  follow  the  use  of  revertible  flues.  It 
may  be  conceded  to  be  an  equivalent  for  such  flues.  But  the  results 
of  its  construction  are  not  changed  by  the  fact  that  a  flaring  fire- 
pot,  and  a  supply  reservoir  with  a  contracted  discharge  end,  and 
openings  for  illumination  are  used  in  the  same  stove.  It  still  op- 
erates to  conduct  the  products  of  combustion  to  the  base,  and  into 
the  exit  flue.  No  new  operation  is  given  to  it  by  the  combination. 
The  same  may  be  said  of  every  other  device  employed  by  the  de- 
fendants which  is  also  in  the  complainants'  combination.  Each 
produces  its  appropriate  effect  unchanged  by  the  others.  That 
effect  has  no  relation  to  the  combination  ;  in  no  sense  can  it  be 
called  its  product.  Thus  far  nothing  novel  is  produced.  This, 
then,  is  mere  aggregation  of  devices,  not  invention,  and  conse- 
quently the  use  of  those  devices,  either  singly  or  together,  cannot 
be  held  to  be  any  infringement  of  rights  belonging  to  the  com- 
plainants. 

We  pass  now  to  consider  more  in  detail  the  claims  in  the  com- 
plainants' patents  which  it  is  alleged  the  defendants  have  infringed. 
The  first  in  the  reissued  patent,  dated  February  3d,  1863,  is  un- 
questionably too  broad  to  be  sustained,  unless  limited  to  the  means 
described  in  the  specification.  So  it  was  doubtless  intended  by  the 
patentees  to  be  limited,  for  the  claim  speaks  of  the  combination 
claimed  '^as  substantially  described,"  that  is,  described  in  the 
specification.  Thus  limited,  one  of  its  essential  elements  Is  a 
closed  combustion  chamber  over  the  fire-pot,  formed  by  a  flange  of 
the  reservoir  resting  on  the  upper  edge  of  the  pot,  and  provided 
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with  perforations  or  ears  connecting  with  two  flues  passing  down- 
wards. This  element  is  indispensable  for  the  purposes  asserted  in 
the  claim,  as  well  as  in  the  specification.  And  the  peculiar  struc- 
ture of  the  chamber  is  more  than  formal.  It  is  functional.  It  pre- 
vents the  passage  of  th(}  flame  and  other  products  of  combustion 
up,  around,  and  over  the  supply  reservoir,  which  is  a  leading 
avowed  object  of  the  invention,  precisely  the  improvement  pat- 
ented. But  this  constituent  of  the  combination  the  defendants 
have  never  used,  nor  have  they  used  any  corresponding  device,  or 
device  producing  the  same  results. 

The  second  claim  is  for  contracting  the  discharge  end  of  the 
coal-supply  reservoir,  expanding  the  fire-pot,  and  extending  the 
flame  passage  downward  for  united  operation  in  a  base-burning 
coal-supply  reservoir  stove  or  furnace,  essentially  as  set  forth. 
The  means  set  forth  for  extending  the  flame  passage  downwards 
are  perforations  through  the  flange  forming  the  lateral  boundary 
of  the  closed  combustion-chamber,  or  ears  leading  thereout,  and 
close  flues  extending  from  the  ears  or  perforations  downward  at 
some  distance  from  the  fire-pot  through  a  space  bounded  on  one 
side  by  the  fire-pot  and  on  the  other  by  an  outer  casing  of  the 
stove  perforated  for  the  admission  of  external  air.  It  might,  per- 
haps, be  questioned  whether  there  is  any  device  in  the  defendants' 
stove  corresponding  to  this  ;  but  waiving  the  consideration  of  that 
question,  it  is  very  evident  that  the  combination  of  the  three  de- 
vices named  is  not  the  work  of  invention.  They  have  no  relation 
to  each  other.  Neither  the  form  of  the  feeder  nor  the  shape  of 
the  fire-pot  bears  at  all  upon  the  direction  of  the  draft  passages. 
There  is  no  novel  result  flowing  from  the  joint  operation  of  the 
three  devices.  The  revertible  flues  have  no  more  to  do  with  a 
stove  supplied  by  a  feeder  than  they  would  have  with  a  stove  sup- 
plied by  hand.  There  is,  therefore,  nothing  in  this  claim  that 
interferes  with  what  the  defendants  have  done. 

An  essential  element  of  the  combinations  mentioned  in  both  the 
third  and  fourth  claims  is  the  closed  combustion-chamber  formed, 
in  part  by  a  circular  flange  extending  outward  and  closing  on  the 
top  of  the  fire-pot,  with  perforations  in  it,  or  ears  for  connection 
with  the  downward  flues,  or  it  is  tho§e  perforations  or  ears  leading 
out  of  such  a  chamber  to  the  descending  passages.  These  devices 
the  defendants  do  not  employ,  and  they  cannot  be  used  in  the  de- 
fendants' stove.  There  has  been,  therefore,  no  infringement  of 
these  claims. 

The  fifth  claim  is  the  only  remaining  one  contained  in  the  re- 
issue which  the  defendants  are  alleged  to  have  invaded.     It  is  con- 
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structiDg  the  fire-pot  of  a  base-barning  stove  with  aa  imperforated 
circumference  and  in  the  form  of  a  trumpet  mouth  at  its  upper  ex- 
tremity, in  combination  with  descending  flame  passages,  substan- 
tially as  described,  and  for  the  purposes  set  forth.  How  in  com- 
bination ?  As  described  in  the  specification,  united  by  means  of 
perforated  flanges  or  ears  of  the  pot,  involving,  of  course,  the  pres- 
ence of  a  closed  combustion-chamber  constructed  substantially  as 
already  described.  Construing  the  claim  thus,  as  we  think  it  must 
be  construed,  the  defendants  have  been  guilty  of  no  infringement. 

Passing  now  to  the  second  patent,  issued  August  11th,  1863,  we 
observe  that  its  first  claim  was  for  a  combination  of  the  illumina- 
tion openings,  flame*expansion  chamber,  coal-supply  reservoir,  fire- 
pot,  descending-fiue  and  draft^flne,  substantially  in  the  manner  and 
for  the  purpose  described.  In  the  main  this  is  the  same  combina- 
tion as  that  claimed  in  the  reissued  patent  we  have  had  under 
consideration.  The  only  change  is  the  addition  of  illumination 
openings.  These  were  a  well-known  device  applied  to  stoves  long 
before  either  of  the  patents  were  granted.  They  perform  no  pecu- 
liar office  in  the  new  combination.  They  have  no  possible  rela- 
tion to  it.  They  do  not  afiect,  in  the  slightest  degree,  the  results 
of  that  combination,  whatever  they  may  be.  It  is  impossible  to 
regard  the  mere  addition  of  such  openings  to  a  stove  containing 
the  improvements  described  in  the  reissued  patent  as  the  formation 
of  a  new  patentable  combination.  It  is  not  invention.  If,  how- 
ever, it  were,  the  defendants  have  not  trespassed  upon  it,  for  of 
the  combination  the  peculiarly  formed  close  expansion  chamber  is 
an  essential  constituent,  and  that  is  not  found  in  the  defendants' 
stove. 

Similar  remarks  might  be  made  respecting  the  second  claim  of 

the  patent  of  August,  the  only  remaining  one  alleged  to  have  been 

infringed.     All  the  elements  of  the  combination  have  not  been 

used  by  the  defendants. 

Decree  affirmed. 

This  case  was  argued  before  the  Chiff  Justice  took  his  seat,  and 
he  did  not  participate  in  the  judgment. 


EuBBBR-Tip  Pencil  Company  v,  Howard. 

(20  Wallace,  498.) 

Thongh  an  idea  of  a  person  who  afterwards  obtains  a  patent  for  a  device  to  give  his 
idea  effect  may  be  a  good  idea,  yet  if  the  device  is  not  new  his  patent  is  void, 
even  though  it  be  useful.    The  principle  applied  to  the  patent  of  J.  B.  Blair,  of 
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July  23d,  1867,  for  a  new  manufacture,  being  rubber  heads  for  lead-pencils,  and 
the  patent  held  void  as  being  for  nothing  more  than  making  a  hole  smaller  than 
the  pencil  in  a  piece  of  India-  rubber  and  putting  the  pencil  in  the  hole,  the  elastic 
and  erasive  qualities  of  India-rubber  being  known  to  every  one,  and  every  one 
possessing  capacity  to  make  a  hole  in  a  piece  of  rubber,  and  to  put  a  pencil  in  the 
hole,  so  as  to  be  held  there  for  an  eraser  by  the  elasticity  of  the  rubber. 

Error  to  the  Circuit  Court  for  the  Southern  District  of  New 
York  ;  the  case  being  thus : 

On  the  23d  of  July,  1867,  J.  B.  Blair,  an  artist,  alleging  him- 
self to  be  the  original  and  first  inventor  of  'ia  new  and  useful  rub- 
ber head  for  lead-pencils,"  received  a  patent  for  his  invention. 
His  specification  and  claim  were  as  follows : 

•*  Be  it  known  that  I,  J.  B.  Blair,  of  the  city  of  Philadelphia, 
&c.,  have  invented  a  new  and  useful  cap  or  rubber  head  to  be  ap- 
plied to  lead-pencils,  &c.,  for  the  purpose  of  rubbing  out  pencil- 
marks  ;  and  I  do  hereby  declare  the  same  to  be  fully  described  in 
the  following  specifications  and  represented  in  the  accompanying 
drawings,  of  which — 

^'Figure  1  is  an  external  view  of  a  pencil  as  provided  with  a 
rubber  or  elastic  erasive  head,  constructed  in  accordance  with  my 
invention. 

''  Figure  2  is  a  longitudinal  section  of  the  same. 

'^  Figure  3  shows  the  head,  as  made,  in  a  somewhat  modified 
form,  or  with  its  upper  end  terminating  in  a  cone. 

"  The  nature  of  my  invention  is  to  be  found  in  a  new  and  useful 
or  improved  rubber  or  erasive  head  for  lead-pencils,  &c.,  and  con- 
sists in  making  the  said  head  of  any  convenient  external  form,  and 
forming  a  socket  longitudinally  in  the  same  to  receive  one  end  of  a 
lead-pencil  or  a  tenon  extending  from  it. 

"In  the  said  drawings,  A  denotes  a  lead-pencil,  and  B  one -of 
my  erasive  heads  applied  thereto.  The  said  head  may  have  a  flat 
top  surface,  or  its  top  may  be  of  a  semicircular  or  conical  shape,  or 
any  other  that  may  be  desirable.  Within  one  end  of  the  said  head 
I  form  a  cylindrical  or  other  proper-shaped  cavity.  This  socket  I 
usually  make  about  two  thirds  through  the  head,  and  axially 
thereof;  but,  if  desirable,  the  socket  or  bore  may  extend  entirely 
through  the  said  head.  The  diameter  of  the  socket  should  be  a 
very  little  smaller  than  that  of  the  pencil  to  be  inserted  in  it. 
The  elastic  erasive  head  so  made  is  to  fit  upon  a  lead-pencil  at  or 
near  one  end  thereof,  and  to  be  so  made  as  to  surround  the  part  on 
which  it  is  to  be  placed,  and  be  held  thereon  by  the  inherent  elas- 
ticity of  the  material  of  which  the  head  may  be  composed.  The 
said  head  is  to  be  composed  of  India-rubber,  or  India-rubber  and 
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Bome  other  material  which  will  increase  the  erasire  propertieti  of 
tiie  head. 


M# 


FIG.3 


FIG.i. 


u 


"The  drawings  exhibit  the  elaatio  head  so  made  as  to  cover  the 
end  as  well  as  to  extend  around  the  cylindric  sides  of  the  pencil, 
hut  it  is  evident  that  the  contoar  of  the  said  head  may  he  varied  to 


Oct.  1874.]        RuBBBR-TiP  Pencil  Co.  v,  Howard.  661 

Argument  in  support  of  the  patent. 

suit  the  fancy  or  the  taste  of  an  artist  or  other  person  ;  and  I  do 
notl  imit  my  invention  to  the  precise  forms  shown  in  the  drawings, 
as  it  may  have  such  or  any  other  convenient  for  the  purpose,  so 
long  as  it  is  made  so  as  to  encompass  the  pencil  and  present  an 
erasive  surface  about  the  sides  of  the  same. 

**  A  head  made  in  my  improved  manner  and  applied  to  a  pencil 
as  above  set  forth  is  of  great  practical  utility  and  advantage  to 
bookkeepers,  accountants,  and  various  other  persons.  The  pointed 
form  of  the  head,  as  shown  in  ITigure  3,  will  be  found  very  useful 
for  draughtsmen  in  erasing  lines  from  their  drawings  when  it  may 
be  desirable  not  to  erase  other  lines  in  close  proximity  to  that 
which  it  is  desirable  to  erase.  The  elastic  or  rubber  pencil-head, 
made  as  above  set  forth,  may  be  applied  not  only  to  lead-pencils, 
but  to  ink-erasers  and  other  articles  of  like  character. 

"  I  claim  as  a  new  article  of  manufacture  an  elastic  erasive  pen- 
cil-head, made  substantially  in  manner  as  described. 

''J.  B.  Blair.'' 

This  patent  having  become  the  property  of  the  Eubber-Tip 
Pencil  Company,  and  one  Howard  having  made,  as  the  eompany 
alleged,  rubber-tipped  pencils  like  those  covered  by  the  patent,  the 
company  filed  a  bill  to  enjoin  him,  &c. 

He  set  up,  among  other  defenses,  that  the  article  of  manufacture 
claimed  as  an  invention  was  not  patentable  as  such. 

And  of  this  view  was  the  court  below.  It  construed  the  inven- 
tion claimed  to  be  '*  broadly  any  form  which  would  enable  the 
rubber  to  encompass  a  pencil,  ink-eraser,  or  other  articles  of  like 
character.*'  It  said  iSiat  the  additional  words,  ^*  and  present  an 
erasive  surface  about  the  sides  of  the  same,"  added  nothing  to  the 
description,  because  ''it  was  impossible  to  have  a  piece  of  rubber 
encompass  a  pencil,  ink-eraser,  or  other  article  of  similar  character, 
without  ])re8enting  an  erasive  surface  about  the  sides  of  the  same." 

It  said  further,  that  the  article  was  not  the  subject  of  a  patent, 
because  the  elastic  and  erasive  properties  of  India  rubber  were 
known  to  all ;  *'  and  that  no  person  knowing  the  elastic  quality  of 
rubber  could  be  wanting  in  the  knowledge  that  a  piece  of  rubber 
could  be  made  to  encompass  and  adhere  to  a  pencil  by  making  a 
hole  in  it;  nor  could  any  one  be  deficient  in  the  skill  requisite  to 
make  such  a  hole." 

From  a  decree  accordingly  the  company  took  this  appeal. 

Mr.  J,  S,  WasJibvrn,  for  the  appellant: 

1.  The  construction  by  the  court  below  of  the  specification  and 
claim  is  illiberal  and  contrary  to  the  just  rule  laid  down  in  many 
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cases  in  this  court,  including  especially  a  recent  one,  that  patents 
for  invention  are  to  receive  a  liberal  interpretation,  and  are,  if 
practicable,  to  be  so  construed  as  to  uphold  and  not  destroy  the 
right  of  the  inventor.     Klein  v.  Russell,  19  Wallace,  43?^. 

There  exists  in  the  present  case  no  necessity  which  compels  an 
illiberal  construction.  Indeed,  such  construction  can  be  sustained 
only  by  rejecting  the  substantial  effect  of  the  language  of  the  speci- 
fication, as  explained  by  the  drawings. 

The  claim  is  for  **an  elastic,  erasive  pencil  head,  made  substan- 
tially in  manner  described,'*  The  claim  immediately  following  the 
description  of  the  invention  must  be  construed  in  connection  with 
the  explanations  contained  in  the  specifications.  Seymour  v.  Os- 
borne, 11  Wallace,  547. 

Now,  the  specification  describes  the  invention  as  an  ^Mmproved" 
rubber,  or  erasive  head  for  lead  pencils,  and  shown  in  the  specifi- 
cation and  drawings  to  be  a  solid.  elasUc,  socketed,  erasive  head, 
*'  so  made  as  to  fit  upon  a  lead  pencil  at  or  near  the  end  thereof, 
and  to  be  so  made  as  to  surround  tlie  part  on  which  it  is  to  be 
placed,  apd  to  be  held  thereon  by  the  inherent  elasticity  of  the 
material  of  which  the  head  may  be  composed,'*  and  having  the 
projecting,  working,  erasive  surfaces  shown  in  the  drawings,  which 
it  is  stated  are  ''constructed  in  accordance  with  my  invention," 
and  by  which  drawings  the  invention  is  stated  to  be  ''represented." 

It  is  true  that  the  specification  says — 

"  The  drawings  exhibit  the  elastic  head,  so  made  as  to  cover  the 
end  as  well  as  to  extend  around  the  cylindric  sides  of  the  pencil, 
but  it  is  evident  that  the  contour  of  s.iid  head  may  be  varied  to  suit 
the  fancy  or  the  taste  of  an  artist  or  other  person  ;  and  I  do  not 
limit  my  invention  to  the  precise  forms  shown  in  the  drawings,  as 
it  may  have  such,  or  any  other  convenient  for  the  purpose,  so  long 
as  it  is  made  so  as  to  encompass  the  pencil,  and  present  an  erasive 
surface  about  the  sides  of  the  same." 

And  from  this  language  the  court  below  assumed  that  the  head 
might  be  of  any  external  form  whatever,  so  long  as  it  encompasses 
the  pencil,  and  that  the  words  "and  present  an  erasive  surface 
about  the  sides  of  the  same"  were  without  any  meaning. 

But  this  is  a  misconception.  The  language  relied  on  by  the  court 
below,  and  above  quoted,  should  be  taken  in  connection  with  the 
language  preceding: 

"  The  said  head  may  have  a  flat  top  surface,  or  its  top  may  be  of 
a  semicircular  or  conical  shape,  or  any  other  that  may  be  desira- 
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ble.  WithiD  one  end  of  the  said  head  I  form  a  cylindrical  or  other 
proper-shaped  cavity.  This  socket  I  usually  make  about  two- 
thirds  through  the  head,  and  axially  thereof;  but,  if  desirable, 
the  socket  or  bare  may  extend  entirely  through  the  said  head." 

The  statement  in  the  first  above- quoted  paragraph,  that  the  con- 
tour may  be  varied,  and  that  the  inventor  does  not  limit  himself  to 
the  ^^ precise"  forms  shown  in  the  drawings,  is  made  with  refer- 
ence to  the  '*end"  of  the  pencil  being  covered  or  uncovered,  and 
is  subject  to  the  express  condition  that  the  forms  shall  be  *'  conven- 
ient for  the  purpose,"  and  the  implied  condition  to  be  fairly  derived 
from  the  use  of  the  word  'J  precise,"  that  they  mtist  correspond 
subatantiaUy  with  the  draioings.  There  is  certainly  nothing  from 
which  it  can  be  fairly  derived  that  he  intended  to  disdaua  the  fea- 
tures which  are  clearly  portrayed  in  the  drawings,  upon  which  its 
practical  value  as  an  eraser  depends ;  and  the  use  of  the  words  '*to 
suit  the  fancy  or  the  taste  of  an  artist  or  other  person,"  confines 
the  meaning  of  the  inventor  to  a  matter  of  simple  style^  and  indi- 
cates that  he  does  not  limit  himself  to  a  precise  contour  as  a  matter 
of  ornamental  configuration.  This  is  further  indicated  by  the  fact 
that,  in  the  drawings,  while  the  top  of  the  head  is  varied  and  the 
contour  of  the  projecting  erasive  working  surfaces  about  the  sides 
may  be  varied  from  hexagon  to  square  or  circular,  the  projecting, 
working  surfaces  themselves  are  always  retained. 

It  is  also  evident  from  the  context  that  the  words  *'  and  present 
an  erasive  surface  about  the  sides  of  the  same"  mean  such  erasive 
Burface  as  is  portrayed  in  the  drawings,  and  as  is  ^'convenient  for 
the  purpose," 

The  court  below  therefore  disregarded  the  drawings.  But  it  is 
well  settled  that  the  drawings  constitute  a  part  of  the  specification, 
and  are  to  be  resorted  to  to  aid  a  specification,  which  would  other- 
wise be  imperfect;  to  help  out  the  description;  to  furnish  clearer 
information  respecting  the  invention  described  in  the  specification  ; 
to  show  the  nature,  character,  and  extent  of  the  claim,  as  well  as 
make  a  part  of  the  description ;  and  to  add  anything  to  the  specifi- 
cation which  is  not  specifically  contained  or  mentioned  therein. 
Earl  V.  Sawyer^  4  Massachusetts,  9  ;  Burrall  v.  Jeioett^  2  Paige, 
143  ;  Washburn  v,  Gotdd,  3  Story,  133, 138,  139  ;  Emerson  v.  Hogg^ 
2  Blatchford,  9  ;  Hogg  v.  Emerson,  6  Howard,  485 ;  11  Id.,  606. 

The  fact  that  the  construction  placed  upon  the  language  in  the 
present  case  is  inconsistent  with  what  the  drawings  establish,  is 
enough  to  show  it  to  be  a  misconstruction. 

2.  There  are  certain  leading  facts,  known  to  everybody,  which 
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answer  the  concluding  remarks  of  the  court  below,  and  are  of  them- 
selves enough  to  decide  this  case. 

Lead  pencils  have  very  long — longer  than  any  living  man  re- 
members— been  used  to  make  marks.  India-rubber  has  very  long 
— longer  than  any  living  man  remembers — been  used  to  rub  them 
out.  But  never  until  lately  was  India-rubber  used  for  this  purpose 
except  in  a  form  disconnected  from  the  pencil.  But  on  a  summer's 
morning  of  1867,  one  Blair,  a  poor  artist  of  Philadelphia,  seeing 
that  it  will  be  more  convenient  to  use  it  on  his  pencil  than  off,  puts 
in  a  certain  way,  a  piece  of  a  certain  shape,  on  the  pencil,  and  find- 
ing a  great  advantage  in  thus  using  such  a  piece,  shows  what  he 
has  done.  Behold  !  thousands,  hundreds  of  thousands,  and  mil- 
lions of  rubber-tipped  pencils  at  once  appear.  Very  rich  companies, 
like  the  Rubber-Tip  Pencil  Company,  are  incorporated.  Great 
capital  is  invested  in  the  matter,  and  rubber-tipped  pencils  become 
a  manufacture  of  the  nation.  How  can  it  be  said  that  there  is  no 
invention  here?  So  far  as  the  patent  laws  are  concerned,  utility^ 
as  ascertained  by  the  consequences  of  what  is  done,  is  the  test  of 
invention,  and  when  utility  is  proved  to  exist  in  any  great  degree, 
a  sufficiency  of  invention  to  support  the  patent  must  be  presumed. 
Roberts  v.  Dickey,  Circuit  Court  of  the  United  States,  Western 
District  of  Pennsylvania,  per  Strong,  J.,  and  McKennan,  circuit 
judge,  1  Official  Gazette,  4,  5,  6  ;  and  see  McCormick  v.  Seymour y 
2  Blatchford,  243  ;  and  Curtis  on  Patents,  §  41.  In  such  a  case  it 
is  vain  to  talk  about  the  small  amount  of  ingenuity  shown,  or  to 
say  that  the  arrangement  and  application  are  so  simple  and  obvi- 
ous that  anybody  could  see  them. 

Messrs,  F.  W.  Belts  and  S,  W,  Kellogg^  contra. 

The  Chief  Justice  delivered  the  opinion  of  the  court. 

The  question  which  naturally  presents  itself  for  consideration  at 
the  outset  of  this  inquiry  is,  whether  the  new  article  of  manufac- 
ture, claimed  as  an  invention,  was  patentable  as  such.  If  not, 
there  is  an  end  of  the  case  and  we  need  not  go  further. 

A  patent  may  be  obtained  for  a  new  or  useful  art,  machine,  man- 
ufacture, or  composition  of  matter,  or  any  new  and  useful  improve- 
ment thereof.  In  this  case,  as  has  been  seen,  Blair's  patent  was 
for  '^a  new  manufacture,"  being  a  new  and  useful  rubber  head  for 
lead-pencils.  It  was  not  for  the  combination  of  the  head  with  the 
pencil,  but  for  a  head  to  be  attached  to  a  pencil  or  something  else 
of  like  character.  It  becomes  necessary,  therefore,  to  examine  the 
description  which  the  patentee  has  given  of  his  new  article  of  man- 
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ufacture,  and  determine  what  it  is,  and  whether  it  was  properly  the 
subject  of  a  patent. 

It  is  to  bo  made  of  rubber  or  rubber  and  some  other  material 
which  will  increase  its  erasive  properties.  This  part  of  the  inven- 
tion alone  could  not  have  been  patented.  Rubber  had  long  been 
known,  and  so  had  rubber  combined  with  other  substances  to  in- 
crease its  naturally  erasive  qualities. 

It  is  to  be  of  any  convenient  external  form.  It  may  have  a  flat- 
top surface,  or  its  top  may  be  of  a  semicircular  or  conical  shape, 
or  any  other  that  may  be  desirable.  This  would  seem  to  indicate 
clearly  that  the  external  form  was  not  a  part  of  the  invention.  It 
was,  however,  urged  upon  the  argument,  that  the  invention  did 
consist  in  the  projecting  surface:^  extending  out  from  the  head,  and 
which  appear,  as  is  claimed,  in  t!ie  drawings  attached  to  the  spec- 
ifications. It  is  true,  that  in  two  out  of  the  three  drawings  pro- 
jecting surfaces  are  indicated,  but  such  is  not  beyond  question  the 
case  with  the  third.  The  shape  there  shown  is  conical,  extending 
to  a  point,  and  evidently  intended  to  represent  the  form  mentioned 
as  specially  adapted  to  the  use  of  draughtsmen  in  erasing  lines 
from  their  drawings.  It  was  the  end  of  such  a  pencil,  not  the 
sides,  that  was  to  furnish  the  ))artir.nlar  advantage  of  form.  But 
although  drawings  do  accompany  tne  bpecification  and  are  referred 
to,  it  is  evident  that  this  reference  is  for  the  purpose  of  illustration 
only,  because  the  patentee  is  careful  to  say  that  ''  he  does  not  limit 
his  invention  to  the  precise  forms  shown,  as  it  may  have  such  or 
any  other  convenient  for  the  purpose,  so  long  as  it  is  made  so  as  to 
encompass  the  pencil  and  present  an  erasive  surface  upon  the  sides 
of  the  same."  Certainly  words  could  hardly  have  been  chosen 
to  indicate  more  clearly  that  a  patent  was  not  asked  for  the  exter- 
nal form^  and  it  is  very  evident  that  the  essential  element  of  the 
invention  as  understood  by  the  patentee  was  the  facility  provided 
for  attaching  the  head  to  the  pencil.  The  prominent  idea  in  the 
mind  of  the  inventor  clearly  was  the  form  of  the  attachment,  not 
of  the  head.  If  additional  proof  of  this  is  required,  it  may  be 
found  in  the  further  statement  in  the  specifications,  which  locates 
the  head  for  use  at  or  near  the  end  of  the  pencil,  and  so  made  as  to 
surround  the  part  on  which  it  is  to  be  placed  and  be  held  thereon 
by  the  inherent  elasticity  of  the  material  of  which  it  is  to  be  com- 
posed. If  intended  for  use  at  any  other  place  than  on  the  end  of 
the  pencil,  the  projections  could  not  be  essential,  as  any  form  that 
would  surround  the  part  would  present  the  requisite  erasive  surface. 

Again,  the  head  is  to  have  in  it  longitudinally,  a  socket  to  re- 
ceive one  end  of  a  lead-pencil  or  a  tenon  extending  from  it.     This 
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socket  is  to  be  cylindrical  or  of  any  other  proper  shape.  Usually, 
the  inventor  says,  he  made  it  so  as  to  extend  part  way  through  the 
head,  but  if  desirable,  it  might  be  extended  entirely  through.  It 
must  be  within  one  end,  but  any  particular  location  at  the  end  is 
not  made  essential.  This  clearly  is  no  more  than  providing  that 
the  piece  of  rubber  to  be  used  must  have  an  opening  leading  from 
one  end  into  or  through  it.  This  opening  may  be  of  any  form  and 
of  any  extent  longitudinally.  The  form,  therefore,  of  the  inside 
cavity  is  no  more  the  subject  of  the  patent  than  the  external  shape. 
Any  piece  of  rubber  with  a  hole  in  it  is  all  that  is  required  thus 
far  to  meet  the  calls  of  the  specifications,  and  thus  far  there  is 
nothing  new,  therefore,  in  the  invention.  Both  the  outside  and 
inside  may  be  made  of  any  form  which  will  accommodate  the  par- 
ties desiring  the  use. 

But  the  cavity  must  be  made  smaller  than  the  pencil  and  so  con- 
structed as  to  encompass  its  sides  and  be  held  thereon  by  the  inhe- 
rent elasticity  of  the  rubber.  This  adds  nothing  to  the  patentable 
character  of  the  invention.  Everybody  knew,  when  the  patent 
was  applied  for,  that  if  a  solid  substance  was  inserted  into  a  cavity 
in  a  piece  of  rubber  smaller  than  itself,  the  rubber  would  cling  to 
it.  The  small  opening  in  the  piece  of  rubber  not  limited  in  form 
or  shape,  was  not  patentable,  neither  was  the  elasticity  of  the 
rubber.  What,  therefore,  is  left  for  this  patentee  but  the  idea  that 
if  a  pencil  is  inserted  into  a  cavity  in  a  piece  of  rubber  smaller 
than  itself  the  rubber  will  attach  itself  to  the  pencil,  and  when  so 
attached  become  convenient  for  use  as  an  eraser? 

An  idea  of  itself  is  not  patentable,  but  a  new  device  by  which  it 
may  be  made  practically  useful  is.     The  idea  of  this  patentee  was 
a  good  one,  but  his  device  to  give  it  eflfect,  though  useful,  was  not 
new.     Consequently  he  took  nothing  by  his  pat-ent. 
'  The  decree  of  the  Circuit  Court  is 

Affirmed. 


Ambler  v.  Whipple, 

C20  Wallace,  546.) 

1.  Where  an  instrnment  prepared  by  one  partner  for  eignatnre  by  his  copartner,  with 
whom  he  has  fallen  ont  and  quarrelled,  contains  mutual  releases  and  assignments 
— each  being  the  consideration  of  the  other — it  should,  in  order  to  be  binding,  be 
signed  by  both  parties.  The  fact  that  the  partner  who  did  not  preparo  it  baa 
taken  without  objection  from  the  other  an  unsigned  counterpart  after  this  other 
partner  had  signed  the  first  counterpart,  and  left  it  in  the  hands  of  a  third  person 
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to  be  delivered  only  when  the  unsigned  coanterpart  was  signed  and  delivered,  does 
not  give  effect  to  the  release. 

2.  Though  bad  character,  drunkenness,  and  dishonesty  on  the  part  of  one  partner  may 

be  good  grounds  for  dinsolving  a  partnership,  on  the  application  of  the  other — 
this  other  not  having  known  at  the  time  of  forming  the  partnership,  these  charac- 
teristics of  his  copartner — yet  when  before  the  partnership  was  formed  they  were 
known  by  the  partner  not  gnilty  of  them  to  have  existed,  they  do  not  authorize 
such  partner  himself  to  treat  the  partnership  as  ended,  and  to  take  to  himself  all 
the  benefits  of  the  joint  labor  and  joint  property. 

3.  A  partner  who  furnished  capital,  charged  in  a  case  strongly  indicating  injustice, 

with  half  profits  in  favor  of  another  of  inventive  genius,  and  whom  after  valuable 
discoveries  he  sought  to  get  rid  of,  alleging,  even  with  truth,  intemperate  habits 
and  bad  character. 

Appeal  from  the  Supreme  Court  of  the  District  of  Columbia. 

Ambler  filed  a  bill  in  the  court  just  named  against  one  Whipple 
and  a  certain  Dickersou.  A  cross-bill  and  a  supplemental  bill, 
made  additional  pleadings. 

The  suit  grew  out  of  a  copartnership  between  Ambler  and  Whip- 
ple, formed  May  24th,  1869,  for  the  purpose  of  experimenting  with 
and  bringing  to  perfection  an  invention  by  which  gas,  for  lighting 
and  heating  and  other  useful  purposes,  was  to  be  generated  from 
petroleum ;  for  obtaining  ji  patent  or  patents  for  tlie  result  of  their 
labor,  and  for  the  management  of  the  business  after  such  patent 
had  been  obtained. 

The  terms  of  the  partnership  were  clearly  stated  in  a  memoran- 
dum of  agreement  signed  by  the  parties,  consisting  of  nine  articles. 

It  sufficiently  appeared  from  these  articles  that  Ambler  was 
looked  upon  as  the  man  of  inventive  genius,  and  AVhi{)ple  as  the 
man  of  business,  and  the  source  of  the  iunds  necessary  to  conduct 
the  experiments  and  place  the  affair  on  a  successful  footing. 

By  these  articles  it  was  agreed  that  if  success  attended  their 
efforts  the  profits  were  to  be  equally  divided,  after  deducting  the 
expenditures  which  Whipple  might  find  necessary  to  be  advanced. 
That  Whipple  might  have  full  control  of  his  branch  of  the  joint 
venture,  it  was  stipulated  that  Ambler  should  assign  to  him  his 
interest  in  the  patents  which  might  issue,  and  in  pursuance  of  this 
stipulation  Ambler  did  execute  an  assignment  of  all  his  interest  in 
the  invention  and  in  the  patents  which  might  be  granted  thereon. 
The  articles  of  partnership  were  dated  on  the  day  when  the  part- 
nership was  formed,  May  24th,  1869,  and  the  assignment  the  day 
after. 

In  view  of  the  present  Ci)ntrover8y  the  most  important  of  these 
articles  of  agreement  was  the  sixth,  which  was  in  the  words  fol- 
lowing: 

^^Tbat  any  and  all  letters  patent  that  may  be  obtained  in  this 
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country  and  all  other  countries  by  virtue  of  said  invention,  or  by 
reason  of  any  improvement,  or  of  any  modification  of  the  same  by 
either  party,  shall  be  owned  by  and  between  the  parties  to  this 
agreement  in  equal  shares,  to  wit,  one  undivided  halT  to  each,  and 
all  proceeds  of  sale  or  sales  of  any  and  every  kind  and  character 
shall  be  shared  by  and  between  the  parties  share  and  share  alike." 

The  bill  alleged  that  after  experimenting  three  or  four  months  a 
result  was  obtained  and  a  patent  issued  in  the  name  of  Whipple 
and  Ambler,  No.  92,687,  dated  July  18th,  1869,  and  that  while 
the  patentees  were  experimenting  under  this  patent  and  seeking 
remedies  for  apparent  defects  and  for  improvements  in  their  inven- 
tion, the  true  principle  of  success  was  developed  about  the  20th  or 
2l8t  day  of  August ;  that  immediately  thereafter  the  defendant, 
Whipple,  conceived  the  design  of  excluding  the  complainant  from 
any  benefit  of  the  invention,  and  began  a  course  of  proceedings  for 
the  purpose  of  defrauding  him  of  his  righls;  that  in  pursuance  of 
this  scheme  he  ignored  his  rights  and  character  as  a  joint  owner 
and  patentee  in  the  invention;  forcibly  debarred  him  from  the 
workshops  where  his  invention  was  used,  and  denied  him  all  inter- 
est in  the  result  of  his  labors,  and  introduced  the  other  defendant, 
Dickerson,  in  the  absence  of  the  complainant,  to  the  place  where 
the  experiments  had  been  made  and  to  the  machinery  which  had 
been  used,  and  that  in  a  few  days  Dickerson  applied  for  a  patent, 
afterwards  issued  (No.  95,665,)  which  embodied  the  invention  of 
Ambler,  with  only  a  colorable  variation ;  that  thereafter  Whipple 
and  Dickerson  entered  into  a  copartnership  and  successfully  intro- 
duced the  invention  of  the  complainant  into  use,  and  by  sales  of 
particular  Stotes  and  districts  had  received  in  a  short  time  over 
1100,000. 

This  was  the  substance  of  the  bill  of  complaint,  and  the  relief 
prayed  was  that  Whipple  and  Dickerson  might  make  discovery  of 
the  sales  and  profits;  that  they  should  be  enjoined  from  the  use  of 
the  complainant's  invention,  and  that  a  decree  be  made  in  favor  of 
the  complainant  for  compensation  and  damages. 

The  answer  of  Whipple  admitted  the  original  agreement  and 
assignment,  and  the  issue  of  the  patent  to  Whipple  and  Ambler. 
It  admitted  also  the  partnership  with  Dickerson  and  the  issue  of 
the  pati*nt  to  Dickerson.  It  denied  all  intent  to  defraud  the  com- 
plainant, but  admitted  the  sales  or  contracts  for  sale  of  the  Dicker- 
son  patent.  It  denied  the  identity  of  the  two  patents  or  the 
inventions  set  forth  in  them.  It  averred  that  after  a  full  experi- 
ment with  the  first  patent  it  proved  a  total  failure,  and  that  the 
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complainant  abandoned  all  further  effort  with  it  and  left  the  city 
of  Washington,  where  the  experiments  had  been  conducted;  that 
Dickerson,  having  been  previously  engaged  in  inquiries  in  the  same 
direction,  perfected  an  invention  of  great  value  which  effected  what 
he  and  Ambler  had  failed  to  do,  and  that  he  thereupon  entered 
into  a  partnership  with  Dickerson  in  regard  to  that  invention,  as 
he  had  a  right  to  do,  and  that  in  the  sales,  contracts,  or  profits 
growing  out  of  this  patent,  the  complainant  had  no  interest  what- 
ever. 

The  answer  set  up  as  a  further  defense  that  the  complainant  by 
his  drunkenness,  dishonesty,  and  general  bad  repute  had  rendered 
a  continuance  of  the  partnership  impossible;  and  that  through  one 
Martin  the  defendant  Whipple  had  purchased  of  Ambler  all  his 
interest  in  the  patent  of  Whipple  and  Ambler,  and  in  the  partner- 
ship business  in  which  they  had  been  engaged.  It  also  contained 
allegations  of  the  fact  that  before  the  partnership  began,  the  com- 
plainant had  been  convicted  of  a  felony  and  was  otherwise  infam- 
ous, but  neither  in  the  answer  nor  in  the  cross-bill,  where  this 
matter  was  repeated,  was  it  stated  that  this  fact  came  to  the  knowl- 
edge of  Whipple,  the  defendant,  after  he  had  entered  into  the  partner- 
ship. It  did  not  deny  the  allegation  of  the  bill,  that  after  the  date 
specified  in  it  the  complainant  had  been  excluded  from  the  work- 
shops. 

The  cross-bill  filed  by  the  defendant  Whipple  set  up  a  release  of 
Ambler,  his  improper  conduct,  the  failure  of  the  experiments  with 
the  original  invention,  and  prayed  that  Ambler  be  enjoined  from 
setting  up  any  right  or  claim  against  him  on  account  of  said  in- 
vention, or  on  account  of  the  articles  of  agreement  between  them. 
To  this  Ambler  answered,  very  fully  denying  the  release  and  de- 
nying the  failure  of  the  invention  and  his  abandonment  of  it. 

Dickerson  filed  a  separate  answer,  but  it  contained  nothing  of 
moment  not  included  in  Whipple's. 

The  supplemental  bill  averred  that  since  the  filing  of  the  orig- 
inal bill  an  additional  patent  (No.  102,662)  had  issued  to  the 
defendants  ;  that  it  was  for  the  same  invention,  essentially  as  that 
made  by  Whipple  and  Ambler,  and  patented  to  them  by  patent 
No.  92,687. 

The  answer  to  this  bill  denied  this,  and  asserted  that  the  inven- 
tion patented  was  one  of  Whipple  and  Dickerson. 

The  testimony  occupied  a  large  part  of  a  record  of  four  hundred 
and  eighteen  pages,  and  was  contradictory.  Notwithstanding  its 
amount,  however,  some  matters  necessary  to  the  best  comprehen- 
sion of  the  case  in  all  its  parts  were  not  presented.     Thus,  though 
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the  pleadinj^s  referred  largely  to  the  patent  to  Whipple  and  Ambler 
(No.  92,687)  and  to  that  one  (No.  102,662)  to  Whipple  and  Dick- 
er8on,  mentioned  in  the  nupplemental  bill  as  having  been  granted, 
during  the  suit,  and  though  the  complainant  alleged  that  the  latter 
was  for  the  same  invention,  with  colorable  differences,  as  the  former, 
yet  neither  was  set  out  in  the  evidence.  Certain  leading  facts, 
however,  were  made  sufficiently  clear. 

Thus  the  evidence  tended  plainly  to  show  that  after  the  grant  of 
the  patent  of  July  18th,  1809,  (No.  92,687,)  a  series  of  experiments 
were  conducted  through  a  term  of  three  months,  by  Whipple  and 
Ambler,  in  the  same  place  and  under  their  joint  supervision,  which 
finally  resulted  in  the  discovery  of  the  important  and  before  un- 
known principle,  that  the  mingled  vapors  of  water  and  petroleum, 
when  held  together  at  the  temperature  and  under  the  pressure  due 
to  steam,  would  result  in  the  production  of  a  combustible  gas,  it 
such  combination  was  ctmtinued  long  enough  to  enable  the  chem- 
ical reunion  to  take  place.  This  discovery  would  seem  to  have 
been  developed  empirically,  and  apparently  was  not  demonstrated 
in  confirmation  of  an  antecedent  theory.  In  the  first  experiment 
of  the  partners,  upon  a  practical  scale,  the  endeavor  was  made  to 
make  a  gas  from  the  vapor  of  petroleum,  evaporated  by  heat 
applied  on  the  outside  of  a  cylinder  containing  petroleum  and 
fitted  with  a  piston-head  to  force  the  gas,  when  evolved,  through 
strainers  of  various  porous  materials  placed  above  the  cylinder. 
This  piston-head  was  very  loosely  fitted,  and  steam  entered  the 
petroleum  and  became  mingled  with  its  vapor.  After  the  machine 
for  this  purpose  was  made,  it  was  soon  observed,  in  experimenting 
with  it,  that  while  it  made  gas  with  a  loose-fitting  piston,  it  made 
little  or  none  when  the  piston  was  fitted  tightly,  i.  e.,  packed,  so 
as  to  be  steam-tight.  This  led  to  the  conclusion  that  the  introduc- 
tion of  steam  into  the  oil  itself  was  essential  to  the  proper  develop- 
ment of  gas  in  quantities  practically  sufiicient,  and  a  hole  was  then 
bored  in  the  cylinder,  allowing  a  free  flow  of  steam  through  the 
petroleum,  when  of  a  sudden  the  invention  appeared  to  be  com- 
plete. Whipple  said  to  a  workman,  **  I  am  satisfied  with  it. 
There  is  a  million  of  dollars  in  it." 

There  was  some  conflict  of  testimony  Jis  to  the  precise  time  at 
which,  and  the  persons  by  whose  orders,  this  boring  of  the  piston 
was  done.  Four  witnesses,  including  Ambler  and  his  son,  stated 
that  it  was  by  direction  of  Ambler.  Three  (Whipple  and  two  per- 
sons still  in  his  employ)  stated  that  it  was  by  direction  of  Whipple. 

The  decisive  experiment  just  above  mentioned  was  made  about 
the  21st  of  August,  1869. 
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There  were  now  certain  undispiUed  facts  in  the  case;  facts  re- 
ferred to  by  this  court,  in  its  opinion,  as  such.  {Infra^  pp.  676,  677.) 
They  were  these : 

"  The  book  of  accounts  of  expenditures  made  by  Whipple  and 
kept  under  his  direction  showed  that  up  to  that  date  Whipple  and 
Ambler's  names  had  been  used  in  charging  up  the  items.  On  the 
23d  Ambler's  name  was  dropped  and  it  was  all  charged  to  Whip- 
ple. Many  declarations  of  his  were  proved  about  this  time,  that 
he  would  make  a  great  fortune  ;  and  it  was  proved  by  one  Holden, 
with  whom  Ambler  had  been  boarding,  that  up  t#  this  time  Whip- 
ple had  paid  for  Ambler's  board  without  objection,  but  shortly 
after  gave  him,  Holden^  notice  that  he  would  do  so  no  longer.  It 
appeared  from  Dickerson's  supplemental  and  amended  answer  that 
in  the  months  of  June  and  July  Whipple  was  in  Chicago  and  tried 
to  interest  him  in  the  matter  in  which  he  and  Ambler  were  en- 
gaged. It  was  also  shown  that  on  the  3d  of  September,  within  less 
than  two  weeks  after  the  purpose  of  Whipple  to  get  rid  of  Ambler 
was  alleged  to  have  been  fully  conceived,  Dickerson,  who  was  not 
a  man  of  science,  but  a  person  having  money,  made  his  appearance 
in  Washington,  coming  from  Chicago,  and  was  taken  by  Whipple 
to  the  shop  where  the  recent  experiment  had  been  made.  This 
was  in  the  absence  of  Ambler  from  the  city.  Precisely  what  took 
]»lace  between  Whipple  and  Dickerson  was  not  shown  by  the 
testimony.  That  was  to  be  judged  of  by  the  results  which  fol- 
lowed. 

''The  first  of  these  was  that,  on  the  16th  day  of  September, 
only  thirteen  days  after  his  first  sight  of  the  machinery  in  the 
workshops,  and  his  first  interview  in  Washington  with  Whipple, 
Mr.  Dickerson  filed  in  the  Patent  Office  an  application  for  a  patent, 
the  specification  and  claims  of  which  were  so  nearly  like  those  of 
Ambler  and  Whipple,  and  so  nearly  embodied  the  results  of  their 
experiments,  as  to  leave  little  doubt  that  it  originated  in  the  Whip- 
ple-Ambler  experiments,  however  much  it  might  diflfer  in  some 
particulars  from  their  patent.  This  application  was  pressed  so 
successfully  that  a  patent  was  issued  on  it  to  Dickerson  and  Whip- 
ple on  the  12th  of  October.  In  the  meantime  Dickerson  and  Whip- 
ple had  entered  into  a  partnership  in  the  matter,  and  Ambler  was 
excluded  from  all  control." 

These  facts,  as  already  said,  were  undisputed,  and  there  was 
much  other  testimony  of  a  direct  character  tending  to  prove  the 
purpose  of  Whipple  to  put  Ambler  wholly  aside  and  out  of  the  way, 
and  that  with  this  purpose  he  went  after  Dickerson,  an  old  ac- 
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quaintance  of  his  own,  and  that  with  this  purpose  Dickerson  came 
to  Washington. 

The  testimony  was  voluminous.  The  whole  case  involving  chief- 
ly questions  of  intent  and  of  fact,  and  thus  ministering  no  great 
deal  anywhere  to  juridical  science,  the  results  of  it,  as  they  appeared 
to  the  Reporter  and  as  they  were  assumed  by  the  court,  are  alone 
given. 

It  appeared  sufficiently  plain  that  Ambler  was  a  man  of  intem- 
perate habits,  not  at  all  constantly  aflfected  by  liquor,  but  getting 
into  drunken  debauches  from  time  to  time,  and,  when  in  that  state 
especially,  given  to  lying  and  to  various  degraded  habits.  The 
evidence  showed,  however,  that  Whipple  had  known  him  since 
1864,  five  years  before  the  partnership  between  him  and  Ambler 
was  formed,  and  that  the  habits  were  generally  known  ;  known  in 
fact  by  almost  everybody  who  knew  Ambler  at  all.  They  knew 
him  to  be  a  man  of  genius,  with  both  the  weaknesses  and  the  vices 
in  a  full  measure  by  which  genius  is  sometimes  disfigured.  Dur- 
ing a  part  of  the  month  of  August  it  seemed  that  he  left  Washing- 
ton for  eight  or  ten  days.  When  he  came  home  Whipple  would 
not  allow  him  to  enter  the  workshops. 

A  principal  defense  of  the  defendants  was  the  alleged  release  by 
Ambler. 

The  original  of  the  alleged  release  was  in  the  possession  of  a 
person  named  Martin,  already  referred  to.  It  was  dated  Septem- 
ber 24  th,  1869. 

It  recited  the  issuing  of  the  patent  No.  92,687,  the  assignment  of 
it  to  Whipple,  the  articles  of  partnership,  and  that  a  disagreement 
existed  between  Ambler  and  Whipple  in  regard  to  the  construc- 
tion of  the  invention ;  that  Ambler  was  anxious  to  be  released 
from  his  obligations  to  Whipple,  and  was  willing  to  convey  all  his 
interest  in  the  invention  to  Whipple,  and  then  declared  that  in 
consideration  of  the  full  discharge  of  $1^000  due  by  Ambler  to 
Whipple,  Ambler  sold  and  conveyed  all  his  interest  in  the  inven- 
tion, and  in  all  improvements  made,  or  which  might  be  made  by 
Whipple;  and  that  Whipple  released  Ambler  from  all  obligation 
on  account  of  the  contract,  and  from  the  payment  of  the  $1,000. 

Martin  stated  that  he  had  got  the  paper  from  Whipple  at  the 
request  of  Ambler;  that  the  paper  was  drawn  by  him,  Martin,  at 
Whipple's  request,  and  signed  by  Whipple  on  the  24th  of  Septem- 
ber, 1869,  the  day  of  its  date ;  that  after  getting  the  paper  he  could 
not  find  Ambler  for  some  time,  though  he  had  called  at  his  lodgings 
and  written  a  letter,  &c.  However,  on  the  24th  of  October  he  saw 
Ambler.     The  witness  proceeded: 
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*  ^Ambler  introduced  the  subject  of  the  release  from  Whipple  to 
dim,  and  stated  that  his  wife  objected  to  his  signing  it,  and  said 
he  ought  to  hold  on:  'But/  said  he,  *  I  differ  in  opinion  with  her, 
and  I  will  sign  the  agreement.'  ...  I  handed  Mr.  Ambler  tlie 
original  of  the  contract,  in  ray  own  writing,  which  was  signed  by 
Mr.  Whipple  and  witnessed  by  Mr,  Lombard  and  myself  and  he 
read  the  same.  I  then  handed  him  the  duplicate  copy,  which  was 
to  be  signed  by  himself.  He  made  no  objection  to  the  contract, 
put  the  duplicate  in  his  pocket,  said  he  would  take  it  with  him  to 
Washington,  would  there  execute  it  and  hand  it  to  Mr.  Whipple, 
and  that  I  might  deliver  the  original  to  him  after  he  delivered  the 
copy.  I  still  hold  the  original  of  said  contract  for  Mr.  Ambler  ; 
will  deliver  it  to  him  as  soon  as  the  duplicate  is  signed  and  deliv- 
tjred  to  myself  or  Mr.  Whipple.  I  would  not  give  Mr.  Ambler  the 
original  because  signed  by  Mr.  Whipple;  and  I  was  instructed 
not  to  give  it  to  him  until  the  other  was  signed.  I  tendered  it  to 
him  on  Sunday,  October  24th,  at  his  rooms  at  his  hotel." 

The  testimony  of  Martin  showed  that  he  had  undertaken,  in  his 
conversations  with  Ambler  and  while  negotiations  were  going  on 
about  the  arrangement  set  out  in  the  paper  dated  24th  of  Septem- 
ber, 1869,  and  signed  by  Whipple  but  not  by  Ambler,  to  engage 
that  Whipple  should  release  the  $1,000  recited  in  the  paper  as 
having  been  due  by  Ambler  to  Whipple,  and  that  Whipple  did 
afterwards  release  the  said  $1,000. 

The  witness  gave  a  very  disparaging  account  of  Ambler's  early 
and  long  continued  habits  of  intemperance,  and  of  the  great  efforts 
which  he  had  made  to  reform  him.  He  testified  also  to  his  convic- 
tion for  crime,  though  it  appeared  that  after  his  discharge  from 
prison  the  witness  took  an  interest  with  him  in  a  patent,  offered 
by  Ambler  to  him  by  way  of  gratitude. 

The  following,  with  similar  testimony,  much  too  long  to  be  set 
out  in  a  case  involving  chiefly  questions  of  fact,  was  relied  on  to 
show  that  Martin  was  really  the  agent  of  Whipple : 

^*  Question.  What  time  did  you  first  make  Mr.  Whipple's  ao- 
quaintance? 

'*  Answer.  In  the  spring  of  1864. 

**  Question.  Had  you  a  great  deal  to  do  with  Whipple? 

**  Answer.  Yes,  sir. 

'*  Question.  As  much  mixed  with  him  as  with  Ambler? 

*^  Answer.  No,  sir ;  not  quite.    It  was  a  different  kind  of  mixing. 

'*  Question.  You  said  that  in  the  course  of  conversation  with 
Ambler,  you  agreed  that  Whipple  should  discharge  him? 
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"Answer.  Yes,  sir." 

Ambler  was  indebted,  it  seemed,  to  the  witness. 
Ambler's  own  account  of  the  matter  was : 

''On  the  24th  of  October,  1869,  I  met  Mr.  Martin,  and  he  told 
me  that  he  had  prepared  an  assignment  of  my  interest  to  Mr. 
Whipple  for,  he  said,  a  part  consideration  of  $1,000.  I  took  the 
assignment  and  looked  at  it.  Said  I,  'Shall  I  take  this  with  me?' 
He  replied,  'Yes,  if  you  choose.'  'I  do  not  wish,'  said  he,  'to 
press  this  case  upon  you  at  all;  exercise  your  own  judgment.' 
Said  I,  '  Mr.  Martin,  I  will  take  it  to  Washington  and  show  it  to 
my  wife.'     I  did  not  say,  nor  intimate,  that  I  would  sign  it." 

The  court  below  dismissed  the  bill  and  the  complainant  took  this 
appeal. 

Messrs,  G,  W.  Paschal  and  R.  Ma^on,  for  the  appellant;  Mr, 
J,  A.  Ballestier,  contra, 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court. 

It  is  to  be  observed  that  neither  party  prays  for  a  dissolution  of 
the  partnership.  Indeed,  the  bill  and  cross-bill,  and  the  answers 
to  both,  proceed  upon  principles  which  do  not  recognize  the  part- 
nership as  existing.  The  complainant  seems  to  imply  that  by 
reason  of  Whipple's  course  of  conduct  he  is  remitted  to  all  his 
rights  as  the  inventor,  and  claims  that  being  the  sole  inventor  of 
the  successful  machine  he  is  entitled  to  all  the  benefit  of  it.  Whip- 
ple assumes  that  by  his  purchase  from  Ambler,  and  Ambler's 
misconduct,  that  the  partnership  has  been  dissolved,  and  he  has 
succeeded  to  all  its  rights,  if  they  are  of  any  value. 

The  testimony  is  voluminous  and  contradictory.  In  the  view 
we  shall  take  of  the  case,  while  the  decision  will  mainly  turn  on 
these  questions  of  fact,  we  shall  only  state  the  effect  which  the 
testimony  has  had  upon  our  minds  without  reference  to  it  in  detail. 

1.  If  the  complainant  really  released  or  sold  his  interest  in  the 
partnership  business,  or  in  the  patent  of  Whipple  and  Ambler,  his 
case  is  at  an  end,  and  we  will,  therefore,  consider  that  question 
first. 

The  instrument  of  writing  dated  September  24th,  1869,  is  sup- 
posed to  have  that  effect.  There  is  no  doubt  that  the  language  of 
the  instrument  (quoted  supra,  p.  672 — Rep.)  is  sufficient  for  the 
purpose  for  which  it  was  intended,  but  it  wants  the  signature  of 
Ambler.  Nor  is  it  pretended  that  he  ever  signed  it  or  any  copy  of 
it.     It  is  clearly  on  its  face  a  paper  which  requires  the  signature  of 
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both  parties  to  made  it  binding  on  either.  The  releases  and  assign^ 
ments  are  mutual,  and  each  is  the  consideration  of  the  other,  and 
it  requires  no  great  penetration  to  see  that  it  was  drawn  in  the  in- 
terest of  Whipple,  who  signed  it,  and  not  in  the  interest  of  Ambler, 
who  did  not  sign  it. 

But  it  is  argued  that  the  paper  was  procured  from  Whipple  by 
Martin,  the  agent  of  Ambler,  at  Ambler's  request,  and  was  signed 
by  Whipple  and  delivered  to  Martin ;  that  Martin  delivered  it  to 
Ambler,  who  received  a  copy  of  it  without  objection,  and  promised 
to  sign  it.  Admitting  all  this  to  be  true,  it  is  very  clear  that  both 
parties  intended  to  have  a  written  instrument  signed  by  each  as  the 
evidence  of  any  contract  they  might  make  on  that  subject,  and 
neither  considered  any  contract  concluded  until  it  was  fully  exe- 
cuted. Under  these  circumstances  Ambler  had  a  right  to  decline 
to  sign  the  paper,  and  until  he  signed  he  was  not  bound  by  it.  It 
was  not  drawn  by  him,  nor  at  his  dictation.  It  wiis  first  signed 
by  Whipple,  and  drawn  up  by  him  or  in  his  presence,  and  made  to 
suit  his  purposes.  It  is  idle  to  say  that  because  Ambler  took  a 
copy  of  it  from  Martin  to  examine  he  became  a  party  to  it,  though 
he  never  signed  it. 

Further,  we  are  of  opinion,  notwithstanding  Martin's  declaration 
that  he  acted  on  Ambler's  suggestion,  that  he  was  throughout  the 
whole  affair  acting  for  Whipple,  and  governed  solely  by  his  inter- 
est. This  transaction  does  not,  in  our  opinion,  establish  any  re- 
lease or  transfer  of  Ambler's  interest  in  the  partnership  concern. 

2.  Nor  is  there  any  such  evidence  of  abandonment  of  the  enter- 
prise on  the  part  of  Ambler  as  to  justify  the  court  in  holding  that 
he  had  lost  or  forfeited  his  rights  in  the  venture.  It  is  true  that 
about  the  middle  of  August  lie  left  Washington  city  for  a  week  or 
two,  but  when  he  returned  he  found  himself  excluded  from  the 
workshops  and  from  all  participation  in  Whipple's  plans,  and  it 
seems  probable  he  was  by  Whipple's  authority  forbidden  to  go 
there  before  he  left  the  city.  It  is  unreasonable  to  call  this  a  vol- 
untary abandonment  of  the  enterprise. 

3.  What  weight  would  be  given  to  the  charges  of  bad  character, 
drunkenness,  and  dishonesty  in  a  suit  by  Whipple  to  dissolve  the 
partnership  we  need  not  here  state.  If  all  that  is  charged  were 
proved  in  such  a  suit  it  would  make  a  strong  case  for  relief,  on  such 
terms  as  equity  might  impose  for  the  protection  of  both  parties.  But 
they  did  not  authorize  Whipple,  of  his  own  motion,  to  treat  the 
partnership  as  ended  and  take  to  himself  all  the  benefits  of  their 
joint  labors  and  joint  property.  It  seems  also  to  be  a  fair  inference 
from  the  pleadings  and  other  circumstances  that  Whipple  must 
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have  known  of  Ambler's  conviction  for  felony  be/ore  he  entered 
into  the  agreement  with  him. 

We  are,  therefore,  of  opinion  that  the  case  shows  nothing  which 
deprives  Amjbler  of  his  rights  under  the  original  contract  with 
Whipple. 

4.  We  are  also  of  opinion  that  Whipple  is  chargeable  as  trus- 
tee for  Ambler  with  one-half  of  all  that  has  been  realized  or  may 
be  realized  from  the  use  of  the  patent  to  Whipple  and  Ambler  and 
the  patent  to  Whipple  and  Dickerson. 

This  conclusion  we  rest  upon  the  sixth  article  of  the  agreement 
between  Whipple  and  Ambler.  (Quoted  supra,  p.  667 — ^Rep.) 
This  article  provides  that  any  improvement  or  modification  of  the 
invention  which  may  be  made  by  cither  party,  in  this  country  or 
any  other,  for  wliich  a  patent  may  be  obtained,  shall  enure  to  the 
joint  benefit  of  both.  In  the  peculiarly  close  and  confidential  re- 
lation which  the  parties  assumed  toward  each  other  in  regard  to  ao 
invention  which  both  understood  to  be  imperfect,  undeveloped,  and 
the  subject  of  future  trial  and  experiment,  this  provision  was  emi- 
nently wise  and  necessary.  And  since  Whipple  was,  by  the  assign- 
ment of  Ambler,  invested  with  the  legal  title  of  the  patent  and 
chief  conduct  of  the  affairs  of  the  partnership,  he  was  under  a 
peculiar  obligation  of  good  faith  as  both  partner  and  trustee  of 
Ambler. 

Notwithstanding  the  bills,  cross-bills,  and  supplemental  bills  set 
up  both  by  the  patent  to  Whipple  and  Ambler  and  the  patent  to 
Whipple  and  Dickerson,  No.  95,665,  and  another  issued  to  them 
pending  the  suit,  No.  102,662,  which  are  charged  by  Ambler  to  be 
all  covered  by  his  invention,  and  by  theotliers  to  be  totally  distinct, 
none  of  these  patents  are  found  in  the  record.  It  is  impossible, 
therefore,  for  this  court  to  give  any  conclvMve  opinion  or  judgment 
as  to  how  far  they  are  identical,  or  how  far  there  may  be  distinctive 
features,  under  which  the  whole  or  some  part  of  the  two  latter 
patents  might  be  sustained.  We  base  our  decree  on  other  prin- 
ciples. 

We  are  satisfied,  from  the  testimony  in  the  case,  that  the  results 
of  the  experiments  conducted  by  Ambler  and  Whipple  in  their 
joint  enterprise  developed  tlie  practicability  of  success  in  obtaining 
the  object  of  their  pursuit ;  that  these  experiments  disclosed  the 
fact  that  while  they  had  mainly  relied  on  the  effect  of  heat  by 
steam,  applied  to  petroleum  indirectly  by  encompassing  the  vessel 
in  which  the  petroleum  was,  by  the  steam  let  into  an  outer  cham- 
ber, it  was  found  that  it  was  necessary  to  introduce  the  steam  into 
the  vessel,  thus  bringing  it  into  direct  contact  with  the  petroleum. 
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Whether  Ambler  had  seen  this  as  clearly  as  Whipple  is  not  very 
well  or  satisfactorily  shown.  But  it  is  proved  to  our  entire  satisfac- 
tion that  when  Whipple  saw  this  point,  and  that  through  it  suc- 
cess was  within  his  reach,  he  immediately  recognized  its  great 
value.  This  experiment  was  made  at  the  same  shops,  with  the 
same  machines,  and  in  the  same  pursuit,  which  for  three  months 
had  engaged  the  active  energies  of  both  Ambler  and  Whipple. 
The  weight  of  evidence  is  that  Ambler  was  present  and  assisting, 
but  this  is  denied  by  other  witnesses. 

What  is  clear  to  us  is  that  as  soon  as  Whipple  recognized  the 
value  of  this  discovery  he  made  up  his  mind  to  be  rid  of  Ambler. 

The  undisputed  facts  of  the  case,  (see  them  set  out,  supra^  p. 
671 — Rep.,)  taken  in  connection  with  much  other  testimony  of 
a  direct  character,  convince  us  that  Whipple,  in  violation  of  his 
trust  to  Ambler,  and  in  fraud  of  his  rights,  deliberately  entered 
upon  a  scheme  by  which  Ambler  was  to  be  deprived  of  the  benefits 
resulting  from  success  in  their  joint  experiments.  That  in  pursuit 
of  this  scheme  he  called  in  Dickerson,  who,  without  having  invented 
anything,  and  in  a  remarkably  short  space  of  time,  procured 
letters-patent  to  issue  to  himself  and  Whipple  which  embraced 
the  results  of  Ambler's  discoveries  and  experiments,  whether  they 
embraced  anything  else  or  not. 

For  all  that  has  come  to  Whipple's  hands,  for  all  that  is  in- 
cluded in  the  patents  to  him  and  Dickerson,  he  is  under  the  terms 
of  the  sixth  article  of  the  agreement,  a  trustee  for  Ambler  to  the 
extent  of  one-half,  and  must  be  so  charged  and  held  to  account  in 
this  proceeding. 

As  to  Dickerson,  while  he  is  not  a  trustee  under  that  article,  we 
are  of  opinion  that  he  has  so  far  knowingly  connected  himself  with 
and  aided  in  the  fraud  on  Ambler  that  he  cannot  resist  Ambler's 
right  to  an  undivided  half  of  both  the  patents  to  Dickerson  and 
Whipple,  and  of  the  profits  made  or  to  be  made  out  of  them. 
What  rights  or  remedies  he  may  have  against  Whipple  we  do  not 
decide. 

The  result  of  these  views  is  that  the  decree  of  the  Supreme  Court 
of  the  District  must  be  reversed ;  that  a  decree  must  be  entered  in 
that  court  declaring  Whipple  and  Dickerson  to  hold  in  trust  for  the 
benefit  of  Ambler  to  the  extent  of  one-half  the  two  patents  issued 
to  them,  mentioned  in  the  pleadings  as  95,665  and  102,662 ;  that 
an  accounting  be  had  as  to  the  profits  realized  by  them,  or  either 
of  them,  from  the  use  or  sale,  or  otherwise,  arising  from  said 
patents,  and  for  such  other  and  further  proceedings  as  may  be 

In  conformity  to  this  opinion. 
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vol.  3,  (enlarged  series,)  pages  163  and 
225;  London  Journal,  (Newton's,)  vol. 
27,  (conjoined  series,)  page  374. 

Russell  V.  Barnsley,  Webster's  Re- 
porte, vol.  1,  page  472;  Carpmael's  Re- 
porte on  Patent  Cases,  vol.  1,  page  563 ; 
Repertory  of  Arts,  vol.  1,  (new  series.) 
page  97. 

Russell  V.  Cowley,  Webster's  Re- 
porte, vol.  1,  page  455,  457,  450,  463, 
and  471 ;  Webster's  Patent  Law,  page 
48,  (also  page  186,  case  114;)  Crompton, 
M3eson,  and  Roscoe's  Reporte,  vol.  1, 
page  864;  Carpmael's  eports  on  Patent 
Cases,  vol.  1,  pages  531,  532,  557,  and 
502 ;  Repertory  of  Arte,  vol.  1,  (new  se- 
ries,) pages  166  and  234;  vol.  3,  (new 
series,)  page  17;  and  vol.  16,  (third  se- 
ries,) pages  59  and  116 ;  London  Journal , 
(Newton's,)  vol.  4,  (conjoined  series.) 
page  145;  Mechanics'  Magazine,  vol.  36, 
page  365. 

Russell  V.  Crichton,  Webster's  Re- 
porte, vol.  1,  page  677. 

Russell  ▼.  Iiedsam  and  others,  Mee- 
son and  Welsby's  Reporte,  vol.  11,  page 
647;  and  vol.  14,  page  ^74;  Bowling 
and  Lowndes'  Reporte,  vol.  1,  page  374 ; 
Carpmael's  Reporte  on  Patent  Cases,  vol. 
1 ,  pages  53 1 ,  532,  537,  and  562  ;  London 
Journal,  (Newton's,)  vol.  25,  (conjoined 
series,)  page  44;  Mechanics*  Magazine, 
vol.  40,  page  446,  and  vol.  41,  page 
352. 

Salmon  v.  Hampson,  Parliamentary 
Report,  1829,  (Patent  Law.)  page  208. 

Samuda,  In  re.,  Hindmarch  on  Patents, 
page  534. 

Sandiford  v.  Neild   and  others, 

Webster's  Reporte,  vol.  1,  page  311 ; 
London  Journal,  (Newton's,)  vol.  20, 
(conjoined  series,)  page  470. 

Sarnefield's  Case,  Coke's  Reporte,  vol. 
8,  page  83,  (note  a) 

Saunders  v.  Ashton,  Webster's  Re- 
porte, vol.  1,  page  75;  Webster's  Patent 
Law,  page  89.  (also  page  134,  case  99,) 
Barnewall  and  Adolphus'  Reports,  vol. 
3,  page  881 ;  Carpmael's  Reporte  on  Pat- 
ent Cases,  vol.  1,  page  510. 

Savory  v.  Price,  Webster's  Reporte, 
vol.  1,  page  83;  Webster's  Patent  Law, 
page  88,  (also  page  130,  case  75 ;)  Ryder 
and  Moody's   Reporte,  vol.  1,  page  1; 


INDEX  OF  ENGLISH  CAfiBS. 


719 


Parliamentary  Report,  1829,  (Patent 
Law.)  page  208 ;  CarpmaerB  Reports  on 
Patent  Cases,  vol.  1,  page  431 ;  Reper- 
tory of  Arts,  vol.  44,  (second  series,) 
page  122. 

Sealy  v.  Browne>  London  Journal, 
(Newton's,)  vol  23,  (conjoined  series,) 
page  466. 

Sellers  v.  DiokeHBOIly  Exchequer  Re- 
ports, vol.  5,  page  312;  Law  Journal, 
(Exchequer,)  vol.  20,  page  417 ;  London 
Journal,  (Newton's,)  vol.  35,  (conjoined 
series,)  page  128;  Patent  Journal,  vol. 
7.  pages  220  and  229,  (also  vol.  9,  page 
110.) 

Seyern  v.  01ive»  Webster's  Reports, 
vol.  l,page  183;  Webster's  Patent  Law, 
page  31;  Bell  and  Beattie's  Reports, 
vol.  3,  page  72. 

Shaw  Y.  Bank  of  England,  Law 
Journal,  (Exchequer,)  vol.  22,  pages  26 
and  210 ;  Mechanics'  Magazine,  vol.  57, 
page  411. 

Shuttleworth  v.  Cocker,  Webster's 

Reports,  vol.  1,  page  272;  Bowling's 
Practice  Cases,  vol  9,  page  76;  Scott's 
Reports,  vol.  2,  (new  serie.s,)  page  47; 
Manning  and  Granger's  Reports,  vol.  1, 
page  829. 

Sievier,  (Begina  v.)  Mechanics'  Maga- 
zine, vol  51,  page  22. 

Simister's  Patent,  Webster's  Reports, 
vol.  1,  page  711 ;  Moore's  Privy  Council 
Cases,  vol.  4,  page  164;  Repertory  of 
Arts,  vol.  1,  (enlarged  series,)  page  58; 
London  Journal,  (Newton's,)  vol.  21, 
(conjoined  series.)  page  465;  Mechanics' 
Magazine,  vol.  37,  page  575 :  Record  of 
Patent  Inventions,  vol.  1,  page  337,  (ex- 
tension not  granted.) 

Smith  V.  Dickenson,  Webster's  Pat- 
ent Law,  page  128,  case  43 ;  Bosanquet 
and  Puller's  Reports,  vol.  3,  page  630 ; 
Davies  on  Patents,  page  299;  Parlia- 
mentary Report,  1829,  (Patent  Law,) 
page  194;  Carpmael's  Reports  on  Pat- 
ent Gases,  vol.  1,  page  238. 

Smith  V.  London  and  Northwest- 
ern Railway  Company,  E:lis  and 
Blackburn's  Reports,  vol.  2,  page  69 ' 
Law  Journal,  (Chancery,)  vol.  23,  page 
562. 

Smith's  Patent,  London  Journal,  (New- 
ton's,) vol  30,  (conjoined  series,  page  451  ;) 
(extension  not  granted.) 


Smith's  Patent,  Moore's  Privy  Council 
Cases,  vol.  7,  page  133 ;  Patent  Journal, 
vol.  8,  page  242,  (extension  granted  for 
five  years.) 

Smith  and  others,  (Begina  v.)  Me- 
chanics' Magazine,  vol.  49,  page  590; 
Patent  Journal,  vol.  6,  page  100,  and 
vol.  8.  page  123. 

Smith  V.  Upton,  Manning  and  Gran- 
ger's Reports,  vol.  6,  page  251. 

Smith  V.  Watson,  London  Journal, 
(Newton's,)  vol.  21,  (conjoined  series,) 
page  138  ;  Mechanics'  Magazine,  vol.  37, 
page  191. 

Smith  V.  Watson,  London  Journal, 
(Newton's,)  vol.  21,  (•onjoined  series,) 
page  144. 

Soames'  Patent,  Webster's  Reports, 
vol.  1,  page  729;  London  Journal, 
(Newton's,)  vol.  23,  (conjoined  series,) 
page  462 ;  Mechanics'  Magazine,  vol.  39, 
page  28,  (extension  granted  for  three 
years.) 

Southworth's  Patent,  Webster's  Re- 
ports, vol.  1,  page  486,  (extension  granted 
for  five  years.) 

Spilsbnry  v.  Clough,  Webster's  Re- 
ports, vol.  1.  page  255;  Queen's  Bench 
Reports,  vol.  2,  page  466. 

Stafford's  Patent,  Webster's  Reports, 
vol.  1 ,  page  563 ;  CarptDael's  Reports  on 
Patent  Cases,  vol.  2,  page  516,  (extension 
granted  for  seven  years.) 

Stead  y.  Anderson,  Common  Bench 
Reports,  vol.  4,  page  806. 

Stead  y.  Carey,  Common  Bench  Re- 
ports, vol.  1,  page  496;  Repertory  of 
Arts,  vol.  3,  (enlarged  series.)  page  59  ; 
Mechanics'  Magazine,  vol.  39,  page  446. 

Stead  V.  Williams,  Manning  and 
Granger's  Reports,  vol.  7,  page  818 ; 
Scott's  Reports,  vol.  8,  (new  series,)  page 
449  ;  Repertory  of  ArU?,  vol.  4,  (enlarged 
series,) page  249 :  London  Journal,  (New- 
ton's,) vol.  23,  (conjoined  series,)  page 
211,  and  vol.  25,  (conjoined  series,)  page 
140 ;  Mechanics'  Magazine,  vol.  39,  page 
206. 

Steiner  v.  Heald,  Carrington  and  Kir- 
wan 's  Reports,  vol.  2,  page  1022;  Ex- 
chequer Reports,  vol.  6,  page  607;  Law 
Journal,  (Exchequer,)  vol.  20,  page  410; 
Patent  Journal,  vol.  4,  page  36,  and  vol. 
8,  page  122. 

Steiner,  (Begina  ▼.)  London  Journal, 
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(Newton's)  vol.  40,  (conjoined  series,) 
page  71 ;  Mechanicfi'  Magazine,  vol.  56, 
page  35. 

Stevens  T.  Keating,  Phillips*  Chancery 
Reports,  vol.  2,  page  333;  Exchequer 
Reports,  vol.  2,  page  772 ;  London  Jour- 
nal, (NewtonX)  vol.  30,  (conjoined  series, 
pages  59  and  61. 

Stirlings  v.Boebuok  and  Garbett, 

Webster's  Reports,  vol.  1,  page  50. 

StOCker,  (Begina  v.)  Mechanics'  Mag- 
azine, vol.  52,  page  456. 

StOOkerS  y.  Bogers,  Carrington  and 
Kirwan's  Reports,  vol.  1,  page  99. 

Stocker  v.  Waller,  Jurist,  vol.  9,  page 
136. 

Stocker  v.  Warner,  Common  Bench 
Reports,  vol.  1,  page  148 ;  London  Jour- 
nal, (Newton's,)  vol.  26,  (conjoined  series,) 
page  110;  Mechanics'  Magazine,  vol.  42, 
page  59. 

Sturtz  V.  De  La  Bue,  Webster's  Re- 
ports, vol.  1,  page  83;  Webster's  Patent 
Law,  pages,  27.  47,  67,  88,  and  108.  (also 
page  133,  case  90;  Russell's  Reports,  vol. 
5,  page  322;  Carpmaol's  Reports  on 
Patent  Gases,  vol.  1,  page  463 ;  Reper- 
tory of  Arts,  vol,  8,  (third  series.)  page 
51 :  Patent  Journal,  vol.  2,  page  582. 

Swain's  Patent,  Webster's  Reports,  vol. 
1,  page  559 ;  (extension  granted  for  seven 
years.) 

Swinborne  v.  Nelson,  Law  Journal, 

(Chancery,)  vol.  22,  page  331;  Patent 
Journal,  vol.  9,  page  183. 

Sykes  v.  Sykes  and  another,  Web- 
ster's Patent  Law,  page  61,  (also  page 
131,  case  77;)  Barnewall  and  Croswell's 
Reports,  vol.  3,  page  541 ;  Bowling 
and  Ryland's  Reports,  vol.  5,  page  292 ; 
Carpmael's  Reports  on  Patent  Cases,  vol. 
1,  page  433. 

Talbot  V.  Henderson,  London  Jour- 
nal, (Newton's,)  vol.  44,  (conjoined  series,) 
page  457. 

Talbot  V.   Laroche,   (see  •"limes," 

newspaper,  December  21st,  1854. 
Taylor  v.  Hare,  Webster's  Reports, 
vol.  1,  page  292;  Webster's  Patent  Law, 
page  127,  case  40;  Bosanquet  and  Pul- 
ler's Reports,  vol.  1,  page  260;  Davies 
on  Patents,  page  %307;  Barnewall  and 
Creswell's  Reports,  vol.  4,  page  132; 
Parliamentary   Reports,    1829,   (Patent 


Lav,',)  page   165 ;    CarpmaeVs   Reports 
on  Patent  Cases,  vol.  1,  page  243. 
Templeton  v.  Macfarlane,  Clark  and 

Finneily's  House  of  Lords  Reports. (new 
series,)  vol.  1,  page  595. 

Tenant  v. 1  Webster's  Report**, 

vol.  I,  page  125;  Webster's  Patent 
Law,  page  49,  (also  page  127.  case  36;) 
Bavies  on  Patents,  page  429;  Parlia- 
mentary Report,  1829,  (Patent  Law,) 
page  198 ;  Carpmael's  Reports  on  Patent 
Ca.«e8,  vol.  1,  page  177 

Tetley  y.  Easton.  Ellis  and  Blackburn's 
Reports,  vol.  2,  page  056;  Law  Journal, 
(Queen's  Bench,)  vol.  23,  page  77;  Ju- 
rist, vol.  18,  page  350;  London  Journal. 
(Newton's,)  vol.  43,  (conjoined  series,) 
page  134;  Mechanics'  Magazine,  vol.  57, 
page  475. 

Thompson  v.  Gibson  and  others, 

Webster's   Reports,   vol.    1,   page   272 ; 

Dowling's  Practice  Cases,  vol.  9,  page 

717. 
Thorneycroft  v,  Jones,  Mechanic*' 

Magazine,  vol.  41,  page  351. 
Thornton  (Begina  v.)  London  Jour- 
nal,   (Newton's,)    vol.     26,    (conjoined 

series,)  page  441. 
Toly  (Bex  v.)  Dyer's  Reports,  page  197, 

(note  h.) 

Trail  and  others  v.  Wright  and 
others,  Patent  Journal,  vol.  8,  page 
134. 

Turner  v.  Winter,  Webster's  Reports, 
vol.  1,  page  77;  Webster's  Patent  Law, 
pages  45, 87,  and  115,  (also  page  12'>,  case 
21;)  Davies  on  Patents,  page  145;  Durn- 
ford  and  East's  Term  Reports,  vol.  1, 
page  602;  Parliamentary  Report,  1829, 
(Patent  Law,)  page  186 ;  Carpmael's  Re- 
ports on  Patent  Cases,  vol.  1,  page  105. 

Vidi  V.  Smith,  Law  Journal.  ((^ue«n's 
Bench.)  vol.  23;  page  242. 

Walker  v.  Congreve,  Webster's  Pat- 
ent Law,  page  129,  case  63;  i^ariia- 
mentary  Report,  1829,  (Patent  Law,) 
page  202:  Carpmael's  Reports  on  Pateob 
Cases,  vol.  1,  page  356;  Repe/tory  of 
Arts,  vol.  29,  (second  series,)  pages  311 
and  377. 

Walker  v.  Hill,  Mechanics'  Magaiine, 
vol.  42.  page  80. 

Wallington  y.  Dale,  Exchequer  Re- 
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ports,  vol.  7,  page  888;  Law  Journal, 
(Ezcheqaer.)  vol.  23,  page  49. 

Walton  y.  Bateman,  WebBter's  Re- 
ports, vol.  1,  page  613;  Manning  and 
Granger's  Reports,  vol.  3,  page  773. 

Walton  V.  Potter,  Webster's  Reports, 
vol.  1,  pages  585  and  597;  Manning  and 
Granger's  Reports,  vol.  3,  page  411  ; 
London  Journal,  (Newton's.)  vol.  18, 
(conjoined  series,  page  45;  and  vol.  19. 
(conjoined  series,)  page  378. 

Walton,  (Begina,  v.)  Webster's  Re- 
ports, vol.  1,  page  62B;  Queen's  Bench 
Reports,  vol.  2,  page  969 ;  London  Jour- 
nal, (Newton's,)  vol.  20,  conjoined  se- 
ries,) page  470 ;  Mechani«  s'  Magazine, 
vol.  36,  page  510 ;  Record  of  Patent  In- 
ventions, vol.  1,  page  254. 

Ward  V.  Key,  London  Journal,  (New- 
ton's,) vol.  23,  (conjoined  series,)  page 
467,  and  vol.  31,  (conjoined  series,)  page 
439  ;  Patent  Journal,  vol.  4,  page  61. 

Warwick  v.  Hocper,  Patent  Journp.1, 
vol.  10,  page  41. 

Watson  V.  Fears,  Webster's  Reports, 
vol.  1,  page  154;  Webster's  Patent  Law, 
page  84,  (also  page  128,  case  46 ;)  Camp- 
bell's Reports,  vol.  2,  page  294;  Davies 
on  Patents,  page  325 ;  Parliamentary- 
Report,  1829,  (Patent  Law,)  page  196; 
Carpmael's  Reports  on  Patent  Cuses,  vol. 
1.  page  268. 

Webster  v.  TJther,  Webster's  Reports, 
vol.  1,  page  128 ;  Webster's  Potent  Law, 
page  131,  case  78 ;  Uodson  on  Patents, 
pagefl  230  and  232. 

Wedlake  v.  Gardner,  Law  Times,  vol. 
7,  page  288. 

Westhead  v.  Eieene  and  others, 

Webster's  Patent  Law,  pages  28  and 
107,  (also  page  139,  cases  140  and  145 ;) 
Law  Journal, (Chancery,)  page  89,  Bea- 
van's  Reports,  vol.  1,  page  309;  Carp- 
mael's Reports  on  Patent  Cases,  vol.  2, 
pages  425  and  434 ;  Repertory  of  Arts, 
vol.  12,  (new  series,)  page  107. 

Westrup  and  Gibbins'  Patent,  Ex 
parte  Wells,  Webster's  Reports,  vol. 
1,  page  554;  Webster's  Patent  Law, 
pages  19,  56,  and  82,  (also  page  136,  case 
120,  and  page  140,  case  150 ;)  Carpmael's 
Reports  on  Patent  Cases,  vol.  2,  page 
219;  Repertory  of  Arts,  vol.  5,  (new  se- 
ries,) pages   227   and   24!  ;    Mechanics' 
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Magazine,  vol.  22,  page  488,  (petition 
dismissed  with  costs.) 

Wettersed  and  Key  v.  Lockerby, 

London  Journal,  (New ton's,)  vol.  10, (con- 
joined series,)  page  179. 

Wharton  v.  The  Electric  Tele- 
graph Company,  Patent  Journal, 
vol.  6,  page  190. 

Wheeler,  (Rex  v.)  Webster's  Reports, 
vol.  1,  pages  42, 114, 175,  and  341:  Web- 
ster's Patent  Law,  pages  9  and  66,  (also 
page  136,  case  70 ;)  Barnewall  and  Alder- 
son's  Reports,  vol.  2,  page  345 ;  Parlia- 
mentary  Report,  1829,  (Patent  Law,) 
page  205 ;  Carpmael's  Reports  on  Patent 
Cases,  vol.  1,  page  394. 

Whitehouse's  Patent,  Webster's  Re- 
ports, vol.  1,  pages  473  and  649,  (notem;) 
Webster's  Patent  Law,  page  140,  case 
164;  Moore's  Privy  Council  Cases,  vol. 
2,  page  496 ;  Mechanics'  Magazine,  vol. 
30,  page  235,  (extension  granted  for  six 

.    years ) 

Whytook's  Patent,  London  Journal, 
(Newton's,)  vol.  28,  (conjoined  series,) 
pRge  448,  (extension  granted  for  five 
years.) 

Williams  v.  Brodie,  Webster's  Re- 
ports, vol.  1,  page  75;  Webster's  Patent 
Law,  page  126,  case  16;  Parliamentary 
Report,  1829,  (Patent  Law,)  page  183; 
Rex  v.  Artwright,  (printed  case,)  page 
102;  Davies  on  Patents,  page  96. 

Williams'  Patent,  Mechanics'  Maga- 
sine,  vol.  60,  page  106;  (extension 
granted  for  five  years.) 

Wilson  V.  Tindal,  Webster's  Reports, 
vol.  1,  page  730;  Repertory  of  Arts,  vol. 
17,  (new  series,)  pages  243  and  301. 

Wood  V.  Gockerell,  Webster's  Patent 
Law,  page,  28,  (also  page  130,  case  69;) 
Parliamentary  Report,  1829,  (Patent 
Law,)  page  206 ;  Repertory  of  Arts,  vol. 
35,  (second  series,)  page  254. 

Wood  and  others  v.  Zimmer  and 

others,  Webster's  Reports,  vol.  1,  pages 
44  and  82  ;  Webster's  Patent  Law,  pages 
49  and  87,  (also  page  128,  case  52;) 
Holt's  Reports,  (Nisi  Prius.)  vol.  1,  page 
58 ;  Carpmael's  Reports  on  Patent  Cases, 
vol.  1,  page  290. 
Wood  V.  Ledbitter,  Jurist,  vol.  9,  page 
187;  Parliamentary  Report,  1829,  (Pat- 
ent Law,)  pa^e  197- 
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Wooderoft  y.  Butterworth  and 
Brooks,  injunction  obtained,  case  not 
reported. 

Woodoroft's  Patent,  Webeter's  Re- 
portB,  vol.  1,  page  740;  Moore's  Privy 
Council  Gases,  vol.  3,  page  172;  London 
Journal,  (Newton's,)  vol.  18,  (conjoined 
series,)  pages  131,  208,  and  263,  (exten- 
sion not  granted.) 

Wooderoft's  Patent,  London  Journal, 
(Newton's,)  vol.  28,  (conjoined  series,) 
page  196,  (extension  granted  for  six 
years.) 

Woodcrofc  T.  Beyner  and  anoth- 
er, London  Journal,  (Newton's,)  vol. 
25,  (conjoined  series,)  page  413. 

Woodcroft's  Patent,  "Times"  news- 
paper, February  3d,  1852,  (extension 
granted  for  seven  years.) 

Wooden  ▼.  Field,  London  Journal, 
(Newton's,)  vol.  28,  (conjoined  series,) 
page  451. 

Woods  V.  Boillot  and  others,  Lon- 
don Journal,  (Newton's,)  vol.  33,  (con- 
joined series,)  page  434 ;  Patent  Journal, 
vol.  6,  page  119. 

Woodworth  v.  Sharp,  Webster's  Re- 
ports, vol.  1,  page  641 ;  Webster's  Pat- 


tent  Law,  page  55,  (also  page  139  and 
144;  Repertory  of  Arts,  vol.  12,  (new 
series,)  page  168 ;  London  Journal,  (New- 
ton's,) vol.  17,  (conjoined  series,)  page 
302. 

Wright's  Patent,  Webster's  Reports, 
vol.  1,  page  561 ;  (extension  granted  for 
five  years. 

Wright's  Patent,  Webster's  Reports, 
vol.  1,  page  575 ;  Webster's  Patent  Law, 
page  139,  case  148;  London  Journal, 
(Newton's,)  vol.  13,  (conjoined  series,) 
page  371 ;  (extension  granted  for  seven 
years. 

Wright's  Patent,  Webster's  ReporU, 
vol.  1,  page  736 ;  London  Journal,  (New- 
ton's,) vol.  23,  (conjoined  series,)  page 
465 ;  Mechanics'  Magazine,  vol.  39,  (ex- 
tension granted  seven  years. 

Young  y.  Quincey,  London  Journal, 
(Newton"s)  vol.  29,  (conjoined  series,) 
page  442. 

Young  V.  White,  Law  Journal,  (Chan- 
ery,)  vol.  23,  page  190,  (printed  case.) 

Yoyatt  y.  Winyard,  Jacobe  and  Wal- 
ker's Reports,  vol.  11,  page  394;  Web- 
ster's Patent  Law,  page  130,  ease  71. 
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PATENT  LAWS  OF  THE  UNITED  STATES. 

Act  of  1790,  chapter  7,  (1  Stats,  at  Large,  109,)  "An  act  to  promote  the  progress  of 

useful  arts."     Repealed  by  act  of  1793,  chapter  11,  {  3. 
Act  of  1703,  chapter  11,  ( 1  Stats,  at  Large,  318.)  "An  act  to  promote  the  progress 

of  useful  arts,  and  to  repeal  the  act  heretofore  made  for  that  purpose."   Repealed  by 

act  of  1836,  chapter  357,  J  21. 
Act  of  1794,  chapter  58,  (1  Stats,  at  Large,  393,)  "An  act  supplementary  to  the  act 

entitled  'An  act  to  promote  the  progress  of  useful  arts.* "    Repealed  by  act  of  1836, 

chapter  357.  {21. 
Act  of  1800,  chapter  25,  (2  Stats,  at  Large,  37.)  "An  act  to  extend  the  privilege  of 

obtaining  patents  for  useful  discoveries  and  inventions,  to  certain  persons  therein 
mentioned,  and  to  enlarge  and  define  the  penalties  for  violating  the  rights  of  pat- 
entees."    Repealed  by  act  of  1836,  chapter  357,  {  21. 

Act  of  1819,  chapter  19,  (3  Stats,  at  Large,  481,)  "An  act  to  extend  the  jurisdiction 
of  the  Circuit  Courts  of  the  United  States  to  cases  arising  under  the  law  relating  to 
patents."    Repealed  by  act  of  1836,  chapter  357,  {  21. 

Act  of  1882,  chapter  162,  (4  Stats,  at  Large,  559.)  "An  act  concerning  patents  for 
useful  inventions."     Repealed  by  act  of  1836,  chapter  357,  2  21. 

Act  of  1882,  chapter  203,  (4  Stats,  at  Large,  577,)  "An  act  concerning  the  issuing  of 
patents  to  aliens,  for  useful  discoveries  and  inventions."  Repealed  by  act  of  1836, 
chapter  357,  J  21. 

Act  of  1836,  chapter  357,  (5  Stats,  at  Large,  117,)  "An  act  to  promote  the  progress 
of  the  useful  arts,  and  to  repeal  all  acts  and  parts  of  acts  heretofore  made  for  that 
purpose."    Repealed  by  act  of  1870,  chapter  230,  {  111. 

Act  of  1837,  chapter  45,  (5  Stats,  at  Large,  191,)  "An  act  in  addition  to  the  act  to 
promote  the  progress  of  science  and  useful  arts."  Repealed  by  act  of  1870,  chapter 
230,  2  111. 

Act  of  1839,  chapter  88,  (5  Stats,  at  Large,  353.)  "An  act  in  addition  to  'An  act  to 
promote  the  progress  of  the  useful  arts.'  "  Repealed  by  act  of  1870,  chapter  230, 
2111. 

Act  of  1842,  chapter  263,  (5  Stats,  at  Large,  543.)  "An  act  in  addition  to  'An  act  to 
promote  the  progress  of  the  useful  arts,'  and  to  repeal  all  acts  and  parts  of  acts  here- 
tofore made  for  that  purpose."    Repealed  by  act  of  1870,  chapter  230,  2  111. 

Act  of  1848,  chapter  47,  (9  Stats,  at  Large,  231,)  "An  act  to  provide  additional 
examiners  in  the  Patent  Office,  and  for  other  purposes."  Repealed  by  act  of  1870, 
chapter  230.  2  HI. 

Act  of  1849,  chapter  108,  (9  Stats,  at  Large,  395,)  "  Extract  from  an  act  entitled 
'An  act  to  establish  the  Home  Department,  and  to  provide  for  the  Treasury  Depart- 
ment an  Assistant  Secretary  of  the  Treasury  and  a  Commissioner  of  the  Customs.'  " 
Repealed  by  act  of  1870,  chapter  230,  2  HI. 

Act  of  1852,  chapter  107,  (10  Stats,  at  Large,  75,)  "An  act  in  addition  to  'An  act  to 
promote  the  progress  of  the  useful  arts."     Repealed  by  act  of  1870,  chapter  230, 

2111. 
Act  of  1859,  chapter  80,  (11  Stats,  at  Large.  422.)  "Extract  from  'An  act  making 
appropriations  for  the  legislative,  executive,  and  judicial  expenses  of  the  govern- 
ment,' &c."     Repealed  by  act  of  1870,  chapter  230,  2  111. 
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Act  of  1861,  chapter  37.  (12  Stat8.  at  Large,  130.)  "An  act  to  extend  the  right  of 
appeal  from  the  decKsions  of  Circgit  Courte  to  the  Supreme  Court  of  the  United 
States."     Kepealed  by  act  of  1870,  chapter  230,  {  111. 

Act  of  1861,  chapter  88,  (12  Stats,  at  Large,  246,)  "An  act  in  addition  to  'An  act  to 
promote  the  progress  of  the  useful  arts."     Repealed  by  act  of  1*870,  chapter  230. 

J  111. 
Act  of  1862,  chapter  182,  (12  Stats,  at  Large,  583,)  "An  act  making  supplemental 

appropriations  for  sundry  civil  expenses." 
Act  of  1863,  chapter  102,  (12  Stats,  at  Large,  796,)  "An  act  to  amend  an  act  en- 
•   titled  'An  act  to  promote  the  progress  of  the  useful  arts.'  "    Repealed  by  act  of  1870, 

chapter  230,  Jill. 
Act  of  1864,  chapter  159,  (13  Stats,  at  Large,  194,)  "An  act  amendatory  of  *An  act 

to  amend  an  act  entitled  an  act  to  promote  the  progress  of  the  useful  arts,'  approved 

March  three,  eighteen. hundred  and  sixty-three."      Repealed  by  act  of  1870,  chapter 

230,  J  111- 
Act  of  1866,  chapter  112,  (13  Stats,  at  Large,  533,)  *'An  act  amendatory  of  *An  act 

to  amend  an  act  entitled  an  act  to  promote  the  progress  of  the  useful  arts,'  approved 

March  three,  eighteen  hundred  and  sixty-three.' "     Repealed  by  act  of  1870,  chapter 

230,  Jill. 
Act  of  1870,  chapter  230,  (16  Stats,  at  Large,  189.)  "An  act  to  revise,  consolidate. 

and  amend  the  statutes  relating  to  patents  and  copyrights."    Repealed  by  the  repeal 

provisions  of  the  Revised  Statutes,  approved  June  22,  1874. 

Joint  Besolution  of  Jan.  11,  1871.— Resolution  No.  5,  (16  Stats,  at  Large,  590.) 
"Joint  resolution  providing  for  publishing  the  specifications  and  drawings  of  the 
Patent  Office."  Re]iealed  by  the  repeal  provisions  of  the  Revised  Statutes,  approved 
June  22,  1874. 

Act  of  1871,  chapter  V,  (17  Stats,  at  Large,  2.)  "An  act  to  further  regulate  the  publi- 
cation of  specifications  and  drawings  of  the  Patent  Office."  Repealed  by  the  repeal 
provisions  of  the  Revised  Statutes,  approved  June  22,  1874. 

Act  of  1874. — "An  act  to  revise  and  consolidate  the  statutes  of  the  United  States  in 
force  on  the  first  day  of  December,  anno  Domini  one  thousand  eight  hundred  and 
seventy-three."  Title  XI,  chapter  1,  J  440,  chapter  6 ;  title  XIII,  chapter  17,  {}  892- 
894;  title  XV,  chapter  6,  J  1537;  title  XVII,  §  1673;  title  LX,  chapter  1,  {{4883- 
4936. 


BRITISH  STATUTES  KELATING  TO  LETTERS  PATENT. 

18  Hen.  VI,  chapter  1,  1439.  "An  act  that  letters  patent  shall  bear  the  date  of  the 

king  8  warrant  delivered  into  the  chancery." 
27  Hen.  VIII,  chapter  11,  1535,  "An  act  concerning  clerks  of  the  signet  and  privy 

seal." 
3  &  4  £dw.  VI,  chapter  4,  1549,  "An  act  concerning  grants  and  gifts  made  by 

patentees  out  of  letters  patent." 
13  Ellz.r  chapter  6,  1570,  "An  act  that  the  exemplification  or  constat  of  the  letters 

patent  shall  be  as  good  and  available  as  the  letters  patent  ihemselves." 
31  Eliz.,  chapter  5,  {  5, 1589,  limiting  the  time  within  which  penal  actions  may  be 

commenced. 
91  Jac.  I,  chapter  3,  1623,  "An  act  concerning  monopolies  and  dispensations  of 

penall  laws,  and  the  forfeyture  thereof." 
3  &  4  Will.  IV,  chapter  41,  "An  act  for  the  better  administration  of  justice  in  his 

majesty's  privy  council."     Royal  assent,  14th  August,  1833. 
6  &  6  Will.  IV,  chapter  62,  "An  act  to  repeal  an  act  of  the  present  session  of  Par- 
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liament,  intituled  'An  act  for  the  more  e£feclaal  abolition  of  oaths  and  affirmations 
taken  and  made  in  various  departments  of  the  state,  and  to  substitute  declarations 
in  lieu  thereof,  and  for  the  more  entire  suppression  of  voluntary  and  extra-judicial 
oaths  and  affidavits,'  and  to  make  other  provisions  for  the  abolition  of  unnecessary 
oaths."     Royal  assent,  9lh  September,  1835. 

5  &  6  Will.  IV,  chapter  83,  "An  act  to  amend  the  law  touching  letters  patent  for 
inventions."     Royal  assent,  10th  September,  1835. 

1  &  2  Vict.,  chapter  94,  J2  12  and  13,  "An  act  for  keeping  safely  the  public  rec- 
ords."    Royal  assent,  14th  August,  1838. 

2  &  3  Vict.,  chapter  67,  ''An  act  to  amend  an  act  of  the  fifth  and  sixth  years  of  the 
reign  of  King  William  the  Fourth,  intituled  'An  act  to  amend  the  law  touching 
letters  patent  for  inventions.'  "     Royal  assent,  24th  August,  1839. 

3  &  4  Vict.,  chapter  24,  JJ  1  and  2,  "An  act  to  repeal  part  of  an  act  of  the  forty- 
third  year  of  the  reign  of  Qaeen  Elizabeth,  intituled  'An  act  to  avoid  trifling  and 
frivolous  suits  in  law  in  her  majesty's  courts  in  Westminster/  and  of  an  act  of  the 
twenty-second  and  twenty-third  year  of  the  reign  of  Charles  the  Second,  intituled 
*An  act  for  laying  impositions  on  proceeedings  at  law,'  and  to  make  further  provi- 
sions in  lieu  thereof."     Royal  assent,  3d  July,  1840. 

6  &  6  Vict.,  chapter  97,  {  2,  "An  act  to  amend  the  law  relating  to  double  costs, 
notices  of  action,  limitations  of  actions  and  pleas  of  the  general  issue,  under  certain 
acts  of  Parliament."     Royal  assent,  10th  August,  1842. 

7  &  8  Vict.,  chapter  69,  "An  act  for  amending  an  act  passed  in  the  fourth  year  of 
the  reign  of  his  late  majesty,  intituled  *An  act  for  the  better  administration  of  justice 
in  his  majesty's  privy  council,'  and  to  extend  its  jurisdiction  and  powers."  Royal 
assent,  6th  August.  1844. 

12  &  13  Vict.,  chapter  109,  "An  act  to  amend  an  act  to  regulate  certain  offices  in 
the  Petty  Bag  in  the  High  Court  of  Chancery,  the  practice  of  the  common  law  side 
of  that  court,  and  the  Enrollment  Office  of  the  said  court."  Royal  assent,  1st  August, 
1849. 

14  Vict.,  chapter  8,  "An  act  to  extend  the  provisions  of  the  designs  act,  1850,  and  to 
give  protection  from  piracy  to  persons  exhibiting  new  inventions  in  the  exhibition 
of  the  works  of  industry  of  all  nations  in  one  thousand  eight  hundred  and  fifty- one." 
Royal  assent,  11th  April,  1851. 

14  &  16  Vict.,  chapter  82,  "An  act  to  simplify  the  forms  of  appointment  to  certain 
offices,  and  the  manner  of  passing  grants  under  the  great  seal."  Royal  assent,  7ih 
August,  1851. 

15  Vict.,  chapter  6,  "An  act  for  extending  the  term  of  the  provisional  registration  of 
inventions  under  *  The  protection  of  inventions  act,  1861." "  Royal  assent,  20th 
April,  1852. 

16  &  16  Vict.,  chapter  83,  "An  act  for  amending  the  law  for  granting  patents  for 
inventions."     Royal  assent,  1st  July,  1852. 

16  Vict.,  chapter  5,  "An  act  to  substitute  stamp  duties  for  fees  on  passing  letters 

patent  for  inventions,  and  to  provide  for  the  purchase  for  the  public  use  of  certain 

indexes  of  specifications."     21st  February,  1853. 
16  &  17  Vict.,  chapter  115,  "An  act  to  amend  certain  provisions  of  the  patent  law 

amendment  act,  1852,  in  respect  to   the  transmission  of  certified  copies  of  letters 

patent  and  specifications  to  certain  offices  in  Edinburgh  and  Dublin,  and  otherwise 

to  amend  the  said  act"     20th  August,  1853. 
22  Vict.,  chapter  13,  "An  act  to  amend  the  law  coneerning  patents  for  inventions 

with  respect  to  inventions  for  improvements  in  instruments  and  munitions  of  war." 
83  &  34  Vict.,  chapter  27,  "An  act  for  the  protection  of  inventions  exhibited  at 

international  exhibitions  in  the  United  Kingdom."    14th  July,  1870. 
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Journal  of  the  Franklin  Institute.  A  Philadelphia  publication,  containing  occa- 
sional reports  of  patent  cases. 

Jurist.    All  the  courts. 

Jurist.    New  Series.    All  the  courts. 

Keen.    Rolls  Court. 

Keys.    New  York  Court  of  Appeals. 

Laws.    Digest  of  American  cases  relating  to  patents  for  inventions,  Ac, 

Law  Journal.    All  the  courts. 

Law  Reporter. 

Law  Times.    All  the  courts.    New  Series. 

Levinz.    King's  Bench. 

London  Journal  of  Arts  and  Sciences.  A  publication  containing  occasional  reports 
of  patent  cases. 

Lowell.    United  States  Courts  for  the  District  of  Massachusetts,  1865-1872.    1  vol. 

Lowndes,  Maxwell  &  Pollock.  Queen's  Bench,  Common  Pleas,  and  Exchequer 
Practice  Cases. 

McAllister.    United  States  Circuit  Court  for  District  of  California,  1852-1856.    1  vol. 

McLean.    United  States  Circuit  Court,  Seventh  Circuit,  182^1854.    6  vob. 

Macnaohten  &  Gordon.  High  Court  of  Chancery  in  the  time  of  Cottenham  and 
Truro. 

Macrory.    Patent  Cases,  1852-1858.    1  vol. 

Manning,  Granger  &  Scott.    See  Common  BencL 

Manning  k  Granger.    Common  Pleas. 

Marshall.    Common  Plew. 


730  BSP0BT8  CITED. 

Masov.    United  States  Circuit  Coart,  First  Ciroait,  1816-1830.    5  yols. 

Massachusetts.    Massachnsetts  Sapreme  Coart. 

Mechakics'  Magazine.  A  London  publication  containing  occasional  reports  of  patent 
•ases. 

MEES05  k  Welbbt.     Exchequer  and  Exchequer  Chamber. 

Mebivale.     High  Court  of  Chancery. 

Metcalf.     Massachusetts  Supreme  Court. 

MicHiQAV.    Michigan  Supreme  Court. 

Missouri.    Missoari  Supreme  Court. 

Mood 7  &  Malkiv.  Cases  at  Nisi  Prius  in  King's  Bench  and  Common  Pleas  on 
We«tmin8tei  and  Oxford  Circuits. 

Moody  &  Robinson.  Cases  at  Nisi  Prios  in  King's  Bench  and  Common  Pleas  and  on 
Western  and  Northern  Circuits. 

MooBE.    Cases  in  Privy  Council. 

MooBE.     King's  Bench,  Common  Pleas,  Exchequer,  and  Chancery. 

MooBE.    Common  Pleas  and  Exchequer  Chamber. 

Mtlne  <fc  Cbaio.    High  Court  of  Chancery  in  time  of  Cottenham. 

Nevile  k  Manhino.    King's  Bench. 

New  Hampshire.    New  Hampshire  Supreme  Court. 

New  Reports.    See  Bosanquet  and  Puller. 

New  York.    New  York  Coart  of  Appeals,  1847-1866.    34  vols. 

Nor.    King's  Bench,  Common  Pleas. 

Ofpioial  Gazette  of  the  United  States  Patent  Office,  1872-1875.  6  vols.  This  pub- 
lication contains  the  decisions  of  the  Commissioner  of  Patents,  and  corrent  decisions 
of  the  courts  in  patent  and  trade-mark  cases. 

Ohio.    Ohio  Supreme  Court. 

Ohio  State.    Ohio  Supreme  Court. 

Opinions  of  Attorneys  General  U.  S. 

Paioe.    New  York  Chancery. 

Paine.    United  States  Circuit  Court  for  the  Second  Circuit,  1810-1840.    2  vols. 

Patent  Journal,  or  Inventors'  Magazine.  A  London  publication,  containing  oc- 
casional reports  of  patent  cases. 

Pennsylvania.    Supreme  Court  of  Pennsylvania. 

Pennsylvania  Law  Journal.    Philadelphia. 

Pennsylvania  State.    Pennsylvania  Supreme  Court. 

Peters.     United  States  Circuit  Court  for  the  Third  Circuit,  1803-1818.    1  vol. 

Peters.    United  States  Supreme  Court,  1827-1843.    17  vols. 

Philadelphia  Reports.    Decisions  published  in  the  Legal  Intelligencer. 

Piokerino.     Massachusetts  Supreme  Court. 

Practical  Mechanics'  Journal.  A  periodical  published  at  Glasgow,  containing  oc- 
casional reports  of  patent  ckses. 

Queen's  Bench.    Cases  in  Qaeen's  Bench. 

Record  of  Patent  Inventions.    A  London  publication. 

Register  of  Arts  and  Sciences.  A  London  publication,  containing  occasional  re- 
ports of  patent  cases. 

Rbpbrtort  of  trb  Arm.  A  London  periodical,  containing  occasional  reports  of 
patent  cases. 

Rhode  Island.    Rhode  Island  Supreme  Court 

Richardson.    South  Carolina  Court  of  Errors  and  Appeals,  Law  Cases. 

Robb.  Patent  Cases  decided  in  the  Supreme  Court  and  the  Circuit  Courts  of  the  United 
States  from  their  organization  to  1859.    2  vols. 

Robertson.    Superior  Court  of  the  city  of  New  York. 

Russell.     High  Court  of  Chancery,  time  of  Eldon. 

Ryan  k  Moody.  Nisi  Prius  Cases  in  the  King's  Bench  and  Oommon  Pleas  and  on  the 
Western  and  Oxford  Circuits. 
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Salkzld.    King's  Bench,  Chancery,  Common  Pleas,  and  Exchequer. 

Sawyer.    Circuit  and  District  Courts  of  the  United  States  for  the  Ninth  Circuit,  1869- 

1874.    2  vols. 
Sakford.    Superior  Court  of  New  York  city. 
Sahford.    Vice-Chancellor's  Decisions,  New  York  Chancery. 
ScoTT.    Common  Fleas  and  Exchequer  Chamber. 
Sergeavt  &  Rawle.    Fennsylyaiiia  Supreme  Court. 
Simons.    High  Court  of  Chancery. 
Smith.    Common  Pleas  in  New  York  city. 

Stareie.    Nisi  Prius  in  King's  Bench,  Common  Pleas,  and  on  the  Circuit. 
Stort.    United  States  Circuit  Court,  First  Circuit,  1839-1854.    3  vols. 
Strange.    Chancery,  King's  Bench,  Common  Pleas,  and  Exchequer. 
Sumner.     United  States  Circuit  Court,  First  Circuit.  1830-1839.    3  vols. 
SwANSTON.    High  Court  of  Chancery,  time  of  Eldon. 
Taunton.    Common  Pleas  and  other  courts. 
Taney's  Decisions  (James  M.  Campbell).    United  States  Circuit  Court  for  the  District 

of  Maryland,  1836-1861.     I  vol. 
Turner  &  Russell.    High  Court  of  Chancery,  time  of  Eldon. 
Ventris.    King's  Bench,  Common  Pleas,  and  Chancery. 
Vermont.    Vermont  Supreme  Court,  and  Decisions  in  the  United  States  Circuit  Court 

for  the  Second  Circuit. 
Vesbt,  Junior.    High  Court  of  Chancery. 
Veset.    High  Court  of  Chancery,  time  of  Hardwicke. 
Veset  a  Beameb.    High  Court  of  Chancery,  time  of  Eldon. 
Wallace.    United  States  Circuit  Court,  Third  Circuit,  "under  the  organization  of 

President  Adams,"  May-Oct.  1801.     1  vol. 
Wallace.    United  Stotes  Supreme  Court,  1863-1874.    20  vols. 
Wallace.    United  States  Circuit  Court,  Third  Circuit,  1842-1862.    3  vols. 
Washington.    United  States  Circuit  Court,  Third  Circuit,  180H-1827.    4  vols. 
Watts  &  Sargeant.    Pennsylvania  Supreme  Court. 
Webster.    Patent  Cases,  1602-1845. 
Wendell.    New  York  Supreme  Court  and  Court  of  Errors. 
Wheaton.     United  States  Supreme  Court,  1816-1827.    12  vols. 
WooDBURT  (St  MiNOT.    United  States  Circuit  Court,  First  Circuit,  1845-1847.    8  vols. 
Wisconsin.    Supreme  Court. 
Woolworth.    Circuit  Court,  Eighth  Circuit,  1863-1869.    1  vol. 
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484.  Arrangement  and  exhibition  of  models, 
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485.  Disposal  of  models  in  rejected  applica-  4899. 
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486.  Library. 

487.  Patent  agents  may  be  refused  recognition.  4900. 

488.  Printing  of  papers  filed.  4001. 

489.  Printing  copies  of  claims,  laws,  decisions, 

Ac.  4902. 

490.  Printing  specifications  and  drawings.  4903. 

491.  Additional  specifications  and  drawings. 

492.  Lithography  and  engraving.  4904. 

493.  Price  of  copies  of  specifications  and  draw-  4905. 

ings.  4906. 

494.  Annual  report  of  the  Commissioner  of   4907. 

Patents.  4908. 

496.  Custody  of  collections  of  exploring  expe- 
ditions. 4909. 

496.  Disbursements  for  Patent  Office. 

892.  Copies  of  records,  Ac,  of  Patent  Office.  4910. 

893.  Copies  of  foreign  letters  patent. 

894.  Printed  copies  of  specifications  and  draw-  4911. 

ings  of  patents. 

15.37.  Patented  articles  connected  with  marine  4912. 

engines.  4913. 

1637.  No  royalty  to  be  paid  by  United  States  to  4914. 

its  officers  for  patent  mentioned  in  pre-  4916. 

ceding  section.  4916. 

4883.  Patents,  how  issued, attested  and  recorded.  4917. 

4884.  Contents  nnd  duration.  4918. 

4885.  Date  of  patent.  4919. 
488G.  What  invention"  <tre  patentable.  4920. 

4887.  Patents  for  inventions  previoasly  patented  ' 

abroad.  ,  4921. 

4888.  Requisites    of   application,   description, 

specification,  and  claim.  :  4922. 

4889.  Drawings,  when  requisite.       .  ,_«^  \ 


Speoimens  of  ingredients. 

Model,  when  requisite. 

Oath  required  from  applicant 

Examination  and  issuing  patent. 

Limitation  upon  time  of  completing  appli- 
cation. 

Patents  granted  to  assignee. 

When  and  on  what  oath  executor  or  ad- 
ministrator may  obtain  a  patent. 

Renewal  of  application  in  cases  of  failure 
to  pay  fees  in  season. 

As.^ignment  of  patents. 

Persons  purchasing  of  inventor  before  ap- 
plication, may  use  or  sell  the  thing  pur- 
chased. 

Patented  articles  must  be  marked  as  such. 

Penalty  for  falsely  marking  or  labeling 
articles  as  patented. 

Filing  and  effect  of  caveats.    - 

Notice  of  rejection  of  claim  for  patent  to 
bo  givon  to  applicant. 

Interferences. 

Affidavits  and  depositions. 

Subpoenas  to  witnesses. 

Witness  fees. 

Penalty  for  failing  to  attend  or  reftising  to 
testify. 

Appeals  from  primary  examiners  to  exam- 
iners-in-chief. 

From  examiners-in-chiof  to  the  Commis- 
sioner. 

From  the  Commissioner  to  the  Supreme 
Court,  District  of  Columbia. 

Notice  of  such  appeal. 

Proceeding  on  appeal  to  Supreme  Court. 

Determination  of  such  appeal  and  its  effect. 

Patents  obtainable  by  bill  in  equity. 

Reis.oue  of  defective  patents. 

Disclaimer. 

Suits  touching  interfering  patents. 

Suits  for  infringement;  damages. 

Pleading  and  proof  in  actions  for  infringe- 
ment. 

Power  of  courts  to  grant  injunctions  and 
estimate  damages. 

Suit  for  infringement  where  specification 
is  too  broad. 
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9BC. 

4023.  Patent  not  void  on  aooonni  of  preyiout  uae 

In  foreign  country. 
4928.  Operation  of  extensions. 
4029.  Patents  for  designs  authorised. 
49.30.  ModelB  of  designs. 
4031.  Duration  of  patents  for  designs. 
4932.  Extension  of  patents  for  design. 
4033.  Patenta  for  designs  subject  to  general  rules 

of  patent  law. 
4fi34.  Foos  in  obtaining  patents,  Ac. 
4035.  Mode  of  payment. 
493G.  Refunding. 

4037.  Registration  of  trndc-marks  authorised. 

4038.  Accompanying  declaration  under  oath. 
4930.  Restriction  on  the  registration. 


4040.  Time  of  receipt  of  trade-marks  for  regis- 
tration to  be  certified. 

4941.  Duration  of  protection  of  registered  trade- 
mark and  renewal. 

4042.  Remedy  for  Infringement  of  registered 

trade-marks. 

4043.  Restriction  upon  actions  for  infringement. 

4044.  Penalty  for  false   registration   of  trade- 

marks. 

4045.  Former  rights  and  remedies  preserved. 
4048.  Saving  as  to  rights  after  expiration  of  term 

for  which  a  trade-mark  has  been  regis- 
tered. 
4047.  Regulations  of  transfer  of  rights  to  trade- 
marks. 


Organization. — Seo.  440.  There  shall  be  in  the  Department  of  the  Interior — 
In  the  Patent  Office: 

One  chief  clerk,  at  a  salary  of  two  thousand  five  hundred  dollars  a  year. 

One  examiner  in  charge  of  interferences,  at  a  salary  of  two  thousand  five  hundred 
dollars  a  year. 

One  examiner  in  charge  of  trade-marks,  at  a  salary  of  two  thousand  five  hundred 
dollars  a  year. 

Twenty-four  principal  examiners,  at  a  salary  of  two  thousand  five  hundred  dollars  a 
year  each. 

Twenty- four  first  assistant  examiners,  at  a  salary  of  one  thousand  eight  hundred 
dollars  a  year  each. 

Twenty-four  second  assistant  examiners,  (two  of  whom  may  be  women.)  at  a  salary 
of  one  thousand  six  hundred  dollars  a  year  each. 

Twenty-four  third  assistant  examiners,  at  a  salary  of  one  thousand  four  hundred 
dollars  a  year  each. 

One  librarian,  at  a  salary  of  two  thousand  dollars  a  year. 

One  machinist,  at  a  salary  of  one  thousand  six  hundred  dollars  a  year. 

Three  skilled  draughtsmen,  at  a  salary  of  one  thousand  two  hundred  dollars  ayear  each. 

Thirty-five  copyists  of  drawings,  at  a  salary  of  one  thousand  dollars  a  year  each. 

One  messenger  and  purchasing  clerk,  at  a  salary  of  one  thousand  dollars  a  year. 

One  skilled  laborer,  at  a  salary  of  one  thousand  two  hundred  dollars  a  year. 

Eight  attendants  in  the  model  room,  at  a  salary  of  one  thousand  dollars  a  year  each. 

Eight  attendants  in  the  model  room,  at  a  salary  of  nine  hundred  dollars  ayear  each. 

Establishment  of  the  Patent  Office.— Seo.  475.  There  shall  be  in  the  Depart- 
ment of  the  Interior  an  office  known  as  the  Patent  Office,  where  all  records,  books, 
models,  drawings,  specifications,  and  other  papers  and  things  pertaining  to  patents 
shall  be  safely  kept  and  preserved.    (8  July,  1870,  c.  230,  s.  1,  v.  16.  p.  198.) 

Offloers  and  Employees.— Sec.  476.  There  shall  be  in  the  Patent  Office  a  Gom- 
missioner  of  Patents,  one  Assistant  Commissioner,  and  three  examiners- in-chief,  who 
shall  be  appointed  by  the  President,  by  and  with  the  advice  and  consent  of  the  Senate. 
All  other  officers,  clerks,  and  employees  authorized  by  law  for  the  Office  shall  be  ap- 
pointed by  the  Secretary  of  the  Interior,  upon  the  nomination  of  the  Commissioner  oi 
Patents.    [See  J  169.]    (Ibid.,  s.  2,  p.  199.) 

Salaries. — Seo.  477.  The  salaries  of  the  officers  mentioned  in  the  preceding  section 
shall  be  as  follows : 

The  Commissioner  of  Patents,  four  thousand  five  hundred  dollars  ayear. 

The  Assistant  Commissioner  of  Patents,  three  thousand  dollars  a  year. 

Three  examiners-in-chief,  three  thousand  dollars  a  year  each.    (Ibid.,  s.  4,  p.  199.) 

Seal. — Sec.  478.  The  seal  heretofore  provided  for  the  Patent  Office  shall  be  the  seal 
of  the  Office,  with  which  letters  patent  and  papers  issued  from  the  Office  shall  be  au- 
thenticated.   (Ibid.,  s.  12,  p.  200.) 
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Bonds  of  Commiasioner  and  Chief  Cl6rk.--*SE0. 479.  The  CommiBsioner  of 
Patents  and  the  chief  clerk,  before  enteriog  apon  their  daties,  shall  severally  give  boad, 
with  Boreties,  to  the  Treasurer  of  the  United  States,  the  former  io  the  sum  of  ten  thou- 
sand dollars,  and  the  latter  in  the  sum  of  five  thonsand  dollars,  conditioned  for  the 
faithful  discharge  of  their  respective  duties,  and  that  they  shall  render  to  the  proper 
officers  of  the  Treasury  a  true  account  of  all  money  received  by  .virtue  of  their  offices. 
(Ibid.,  fl.  6,  p.  199.) 

Restrictions  upon  Offlcers. — Sko.  480.  All  officers  and  employees  of  the  Pat- 
ent Office  shall  be  incapable,  during  the  period  for  which  they  hold  their  appointments, 
to  acquire  or  take,  directly  or  indirectly,  except  by  inheritance  or  bequest,  any  right 
or  interest  in  auy  patent  issued  by  the  Office.    (Ibid.,  s.  16,  p.  200.) 

Duties  of  Commissioner. — Seo.  481.  The  Commissioner  of  Patents,  under  the 
direction  of  the  Secretary  of  the  Interior,  shall  superintend  or  perform  all  duties  re- 
specting the  granting  and  issuing  of  patents  directed  by  law;  and  he  shall  have  charge 
of  all  books,  records,  papers,  models,  machines,  and  other  things  belonging  to  the  Pat- 
ent Office.    (Ibid.,s.  7,  p.  199.) 

Duties  of  iizaminers-in-chief. — Seo.  482.  The  examinersin-chief  shall  be 
persons  of  competent  legal  knowledge  and  scientific  ability,  whose  duty  it  shall  be,  on 
the  written  petition  of  the  appellant,  to  revise  and  determine  upon  the  validity  of  the 
adverse  decisions  of  examiners  upon  applicaCions  for  patents,  and  for  reissues  of  pat* 
ents,  and  in  interference  cases;  and,  when  required  by  the  Commissioner,  they  shall 
hear  and  report  upon  claims  for  extensions,  and  perform  such  other  like  duties  as  he 
may  assign  them.    (8  July,  1870,  c.  230,  s.  10,  v.  16,  p.  199.) 

Establishment  of  Regulations.— Seo.  483.  The  Commissioner  of  Patents, 
subject  to  the  approval  of  the  Secretary  of  the  Interior,  may  from  time  to  time  estab- 
lish regulations,  not  inconsistent  with  law,  for  the  conduct  of  proceedings  in  the  Patent 
Office.    (Ibid.,  s.  19,  p.  200.) 

Arrangement  of  Models,  &o.— Seo.  484.  The  Commissioner  of  Patents  shall 
cause  to  be  classified  and  arranged  in  suitable  cases,  in  the  rooms  and  galleries  pro* 
vided  for  that  purpose,  models,  specimens  of  composition,  fabrics,  manufactures,  works 
of  art,  and  designs,  which  have  been  or  shall  be  deposited  in  the  Patent  Office;  and 
the  rooms  and  galleries  shall  be  kept  open  during  suitable  hours  for  public  inspection. 
(Ibid.,  s.  13,  p.  200.) 

Disposal  of  Models. — Seo.  485.  The  Commissioner  of  Patents  may  restore 
to  the  respective  applicants  such  of  the  models  belonging  to  rejected  applications 
as  he  shall  not  think  necessary  to  be  preserved,  or  he  may  sell  or  otherwise  dispose 
of  them  after  the  application  has  been  finally  rejected  for  one  year,  paying  the  pro- 
ceeds into  the  Treasury,  as  other  patent  moneys  are  directed  to  be  paid.  (Ibid.,  s.  14, 
p.  200.) 

Iiibrary. — Sec.  486.  There  shall  be  purchased  for  the  use  of  the  Patent  Office  a 
library  of  such  scientific  works  and  periodicals,  both  foreign  and  American,  as  may 
aid  the  officers  in  the  discharge  of  their  duties,  not  exceeding  the  amount  annually 
appropriated  for  that  purpose.    (Ibid.,  s.  15,  p.  200.) 

Patent  Agents. — Seo.  487.  For  gross  misconduct  the  Commissioner  of  Patents 
may  refuse  to  recognize  any  person  as  a  patent  agent,  either  generally  or  in  any  par- 
ticular case ;  but  the  reasons  for  such  refusal  shall  be  duly  recorded,  and  be  subject  to 
the  approval  of  the  Secretary  of  the  Interior.    (Ibid.,  s.  17,  p.  200.) 

Printing  of  Papers  Filed. — Seo.  488.  The  CTommissioner  of  Patents  may  re- 
quire all  papers  filed  in  the  Patent  Office,  if  not  correctly,  legibly,  and  clearly  written, 
to  be  printed  at  the  cost  of  the  party  filing  them.    (Ibid.,  s.  18,  p.  200.) 

Printing  Copies  of  Claims,  &c.— Seo.  489.  The  Commissioner  of  Patents  may 
print,  or  cause  to  be  printed,  copies  of  the  claims  of  current  issues,  and  copies  of  such 
laws,  decisions,  regulations,  and  circulars  as  may  be  necessary  for  the  information  of 
the  public.     (Ibid.,  s.  20,  p.  200.) 

X^rinting  Speoiflcations.— SEa  490.  The  Commissioner  of  Patents  is  authorized 
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to  have  printed,  from  time  to  time,  for  gratuitous  distribution,  not  to  exceed  one  hun- 
dred and  fifty  copies  of  the  complete  specifications  and  drawings  of  each  patent  here- 
after issued,  together  with  suitable  indexes,  one  copy  to  be  placed  for  free  public  in- 
spection in  each  capitol  of  every  State  and  Territory,  one  for  the  like  purpose  iu  the 
clerk's  office  of  the  district  court  of  each  judicial  district  of  the  United  States,  except 
when  Fuch  offices  are  Jocated  in  State  or  territorial  capitols,  and  one  in  the  Library  of 
Congress,  which  copies  shall  be  certified  under  the  hand  of  the  Commimionor  and  seal 
of  the  Patent  Office,  and  shall  not  be  taken  from  the  depositories  for  any  other  purpose 
than  to  be  used  as  evidence.    (II  Jan.,  1871,  Res.  No.  6,  v.  16,  p.  590.) 

Additional  Specifloations. — Sec.  491.  The  Commissioner  of  Patent  is  author- 
ized to  have  printed  such  additional  numbers  of  copies  of  specifications  and  drawings, 
certified  as  provided  in  the  preceding  section,  at  a  price  not  to  exceed  the  contract  price 
for  such  drawings,  for  sale,  as  may  be  warranted  by  the  actual  demand  for  the  same; 
and  he  is  also  authorized  to  furnish  a  complete  set  of  such  specifications  and  drawings 
to  any  public  library  which  will  pay  for  binding  the  same  into  volumes  to  correspond 
with  those  in  the  Patent  Office,  and  for  the  transportation  of  the  same,  and  which  shall 
also  provide  for  proper  custody  for  the  same,  with  convenient  access  for  the  public 
thereto,  under  such  regulations  as  the  Commissioner  shall  deem  reasonable.  (11  Jan., 
1371.  Res.  No.  5.  v.  16,  p.  590.) 

Lithographing  and  Engraving.— Sec.  492.  The  lithographing  and  engraving 
required  by  the  two  preceding  sections  shall  be  awarded  to  the  lowest  and  best  bidders 
for  the  interests  of  the  Government,  due  regard  being  paid  to  the  execution  of  the  work, 
after  due  advertising  by  the  Congressional  Printer  under  the  direction  of  the  Joint 
Committee  on  Printing;  but  the  Joint  Committee  on  Printing  may  empower  the  Con- 
gressional Printer  to  make  immediate  contracts  for  engraving,  whenever,  in  their 
opinion,  the  exigencies  of  the  public  service  will  not  justify  waiting  for  advertisement 
and  award;  or  if,  in  the  judgment  of  the  Joint  Committee  on  Printing,  the  work  can 
be  performed  under  the  direction  of  the  Commissioner  of  Patents  more  advantageously 
than  in  the  manner  above  prescribed,  it  shall  be  so  done,  under  such  limitations  and 
conditions  as  the  Joint  Committee  on  Printing  may  from  time  to  time  prescribe.  (Ibid. 
24  March,  1871,  c.  6,  s.  1,  v.  17,  p.  2) 

Price  of  Copies  of  Speoifications. — Seo.  493.  The  price  to  be  paid  for  un- 
certified printed  copies  of  speciGcations  and  drawings  of  patents  shall  be  determined 
by  the  Commissioner  of  Patents,  within  the  limits  of  ten  cents  as  the  minimum  and 
fifty  cents  as  the  maximum  price.    (Ibid  ,  s.  2,  p.  3.) 

Annual  Report. — Sec.  494.  The  Commissioner  of  Patents  shall  lay  before  Con- 
gress, in  the  month  of  January,  annually,  a  report,  giving  a  detailed  statement  of  all 
moneys  received  for  patents,  for  copies  of  records  or  drawings,  or  from  any  other  source 
whatever;  a  detailed  statement  of  all  expenditures,  for  contingent  and  miscellaneous 
expenses:  a  list  of  all  patents  which  were  granted  during  the  preceding  year,  desig- 
nating under  proper  heads  the  subjects  o!  such  patents  ;  an  alphabetical  list  of  all  the 
patentees,  with  their  places  of  residence  ;  a  list  of  all  patents  which  have  been  extended 
during  the  year;  and  such  other  information  of  the  condition  of  the  Patent  Office  as 
may  be  useful  to  Congress  or  ihe  public.  [See  J{  195,  196.]  (8  July,  1870.  c.  230,  s  9, 
V.  16,  p.  199.) 

Collections  of  Exploring  Expeditions.— Sec.  495.  The  collections  of  the 
Exploring  Expedition,  now  in  the  Patent  Office,  shall  be  under  the  care  and  manage- 
ment of  the  Commissioner  of  Patents.    (4  Aug.,  1854,  c.  242,  s.  8,  v.  10,  p.  572.) 

Disbursements  for  Patent  Office. — Sec.  496.  All  disbursements  for  the  Patent 
Office  shall  be  made  by  the  disbursing  clerk  of  the  Interior  Department.  (8  July,  1^70, 
c.  230,  8.  69,  V.  16,  p.  209.) 

Copies  of  Becords,  ftc.— Sec.  892.  Written  or  printed  copies  of  any  records, 
books,  papers,  or  drawings  belonging  to  the  Patent  Office,  and  of  letters  patent  authen- 
ticated by  the  seal  and  certified  by  the  Commissioner  or  Acting  Commissioner  thereoi^ 
•hall  be  evidence  in  all  cases  wherein  the  originals  could  be  evidence ;  and  any  person 
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making  application  therefor,  and  paying  the  fee  required  by  law,  shall  have  certified 
copies  thareof.  (Ibid.,  s.  57,  p.  207.  Brooks  et  al.  v.  Jenkins  et  al.,  3  McLean,  432; 
Parker  v.  Haworth,  4  McLean,  370;  Pettibone  v.  Derringer.  4  Waah.  C.  C,  215  ;  Leev. 
Blandy,  2  Fish.,  89 ;  (see  1  Bond,  361 ;)  Woodworth  v.  Hall,  Wood.  A  Min.,  260;  Emerson 
V.  Hogg,  2  Blatch.,  12. 

Copies  of  Foreign  Letters  Patent. — Sec.  893.  Copies  of  the  specifications 
and  drawings  of  foreign  letters  patent,  certified  as  provided  in  the  preceding  section, 
shall  be  prima  faeie  evidence  of  the  fact  of  the  granting  of  such  letters  patent,  and  of 
the  date  and  contents  thereof.    (Ibid.,  s.  57,  p.  207.) 

Printed  Copies. — Sue.  894.  The  printed  copies  of  specifications  and  drawings  of 
patents,  which  the  Commissioner  of  Patents  is  authorised  to  print  for  gratuitous  dis- 
tribution, and  to  deposit  in  the  capitols  of  the  States  and  Territories,  and  in  the 
clerk's  offices  of  the  district  courts,  shall,  when  certified  by  him  and  authenticated  by 
the  seal  of  his  office,  be  received  in  all  courts  as  evidence  of  all  matters  therein  con* 
tained.    (11  Jan.,  1871,  Res.  5.  v.  16,  p.  690.) 

Patented  Artioles. — Sec.  1537.  No  patented  article  connected  with  marine  en- 
gines shall  hereafter  be  purchased  or  used  in  connection  with  any  steam  vessels  of  war 
until  the  same  shall  have  been  submitted  to  a  competent  board  of  naval  engineers,  and 
recommended  by  such  board  in  writing,  for  purchase  and  use.  (18  July,  1861,  c.  8,  s. 
3,  v.  12.  p.  268.) 

Boyalty  by  United  States  to  its  Offloers.— Sec.  1673— No  royalty  shall  be 
paid  by  tlie  United  States  to  any  one  of  its  officers  or  employee.s  for  the  use  of  any  pat- , 
ent  for  the  system,  or  any  part  thereof,  mentioned  in  the  preceding  section,  nor  for  any 
such  patent  in  which  said  officers  or  employees  may  be  directly  or  indirectly  interested. 
(6  June,  1872.  c.  316,  v.  17.  p.  261.) 

Patents*  how  Issued. — Seo.  4883.  All  patents  shall  be  issued  in  the  name  of 
the  United  States  of  America,  under  the  weal  of  the  Patent  Office,  and  shall  be  signed 
by  the  Secretary  of  the  Interior  and  countersigned  by  the  Commissioner  of  Patents, 
and  they  shall  be  recorded,  together  with  the  specifications,  in  the  Patent  Office,  in 
books  to  be  kept  for  that  purpose.  (8  July,  1870,  c.  230,  e.  21,  v.  16,  p.  200.  Doughty 
V.  West,  6  Blatch.,  429.) 

Contents  and  Duration. — Seo.  4884.  Every  patent  shall  contain  a  short  title  or 
description  of  the  invention  or  discovery,  correctly  indicating  its  nature  and  design,  and  a 
grant  to  the  patentee,  his  heirs  or  assigns,  for  the  term  of  seventeen  years,  of  the  exclusive 
right  to  make,  use,  and  vend  the  invention  or  discovery  throughout  the  United  States, 
and  the  Territories  thereof,  referring  to  the  specification  for  the  particulars  thereof.  A 
copy  of  the  specification  and  drawings  shall  be  annexed  to  the  patent  and  be  a  part 
thereof.  (Ibid.,  s.  22,  p.  201.  Simpson  v,  Wil.«»on,  4  How.,  709;  Pitts  tj.  Whitman,  2 
Story,  614 ;  Sullivan  v.  Redfield,  1  Paine,  441 ;  Emerson  v.  Hogg,  2  Blatch.,  9;  Doughty 
V.  West,  6  Blatch..  429  ;  Whitney  v,  Emmett,  Baldw.,  314,  Boyd  v.  Brown,  3  McLean, 
297.) 

Date  of  Patent. — Seo.  4885.  Every  patent  shall  bear  date  as  of  a  day  not  later 
than  six  months  from  the  time  at  which  it  was  passed  and  allowed  and  notice  thereof 
was  sent  to  the  applicant  or  his  agent;  and  if  the  final  fee  is  not  paid  within  that 
period,  the  patent  shall  be  withheld.    (Ibid.,  s.  23,  p.  201.) 

What  Inventions  are  Patentable. — Sec.  4886.  Any  person  who  has  invented 
or  discovered  any  new  and  useful  art,  machine,  manufacture,  or  composition  of  matter, 
or  any  new  and  useful  improvement  thereof,  not  known  nor  used  by  others  in  this 
country,  and  not  patented  or  described  in  any  printed  publication  in  this  or  any  foreign 
conntry,  before  his  invention  or  discovery  thereof,  and  not  in  public  use  or  on  sale  for 
more  than  two  years  prior  to  his  application,  unless  the  same  is  proved  to  have  been 
abandoned,  may  upon  payment  of  the  fees  required  by  law,  and  other  due  proceedings  had, 
obtain  a  patent  therefor.  (Ibid.,s.  24,  p.  201.  Gaylerv.  Brown,  10  How.,  477;  Hotchkiss 
V.  Greenwood,  11  How.,  248;  Le  Roy  v.  Tatham,  14  How.,  156;  O'Reilly  v.  Morse,  15 
How.,  62 ;  Corning  v.  Burden,  15  How.,  252 ;  Kendall  v,  Winsor,  21  How.,  322 ;  Appleton 
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V.  Bacon  and  North,  2  Bl.,  699 ;  Bnrr  v.  Duryee.  1  Wall.,  621 ;  Jacobs  v.  Baker,  7  Wall., 
295;  Tyler  v.  Boston,  7  Wall.,  327;  Agawam  Co.  v.  Jordan,  7  Wall.,  583;  Whitely  v. 
Swayne,  7  Wall.,  686 ;  Rnbber  Co.  v.  Goodyear,  9  Wall.,  788 ;  Stimpaon  v.  Woodman, 
10  Wall.,  117 ;  Gorham  Co.  v.  White,  14  Wall.,  611 ;  Mowry  v.  Whitney,  14  Wall..  620 ; 
Carlton  v.  Bokee,  17  Wall.,  463;  Coffin  v.  Ogden,  18  Wall.,  120;  Hicks  v.  Kelsey,  18 
Wall.,  670;  Woodstock  v.  Parker,  1  Gallis.,  437;  Odiorne  v,  Winkley.  2  Gallis.,  51 . 
Ames  V.  Howard,  1  Snmn.,  482;  Ryan  v.  Goodwin,  3  Suron.,  518  ;  How  v.  Abbott,  2 
Story,  194  ;  Bean  v.  Smallwood,  2  Story,  411 ;  Carver  v.  Braintree  Manf.  Co.,  2  Story, 
438;  Hovey  t>.  Stevens,  3  Wood.  A  M.,  17;  Foote  v.  Silsby,  1  Blatch.,  445;  Parkhnrst 
V.  Kinsman,  1  Blatch  ,  493;  Hall  v.  Wiles,  2  Blatch.,  194;  McCormick  v.  Seymonr,  2 
Blatch.,  240;  Ellithorpe  v.  Robinson,  4  Blatch..  307  ;  Morton  r.  The  New  York  Eye 
Infirmary,  5  Blatch.,  116  ;  Hoffman  v.  Stiefel,  7  Blatch..  58  ;  Rentgen  v.  Kanowrs  and 
Grannt,  1  Wash.,  171 ;  Park  v.  Little  and  Wood,  3  Wash..  198 ;  Kneass  t;.  The  Schuyl- 
kill Bank,  4  Wash..  12;  Whitney  v.  Emmett,  Baldw..  314;  Goodyear  v.  The  Railroad, 
2  Wall,  jr.,  360;  Smith  v.  Pearce,  2  McLean.  178  ;  Root  v.  Ball  and  Davis,  4  McLean, 
177:  Hotchkiss  v.  Greenwood  and  Wood,  4  McLean,  461 ;  Stainthorp  v,  Hnmi!*ton,  1 
Fish.  Pat.  Cas.,  476;  Poillon  v.  Schmidt,  3  Fish.  Pat.  Ca^i.,  476.) 

Inventions  Patented  abroad. — Sec.  4887.  No  person  shall  be  debarred  from 
receiving  a  patent  for  his  invention  or  discovery,  nor  shall  any  patent  be  declared 
invalid,  by  reason  of  its  having  been  first  patented  or  caused  to  be  patented  in  a  for- 
eign country,  unless  the  same  has  been  introduced  into  public  use  in  the  United  States 
for  more  than  two  years  prior  to  the  application.  But  every  patent  granted  for  an 
invention  which  has  been  previously  patented  in  a  foreign  country  shall  be  so  limited 
as  to  expire  at  the  same  time  with  the  foreign  patent,  or,  if  there  be  more  than  one,  at 
the  same  time  with  the  one  having  the  shortest  term,  and  in  no  case  shall  it  be  in  force 
more  than  seventeen  years.  (8  July,  1870,  c.  230,  s.  25,  v,  16,  p.  201.  O'Reilly  v. 
Morse,  15  How.,  62;  Hays  v.  Snlsor,  1  Fish.  Pat.  Cas,  532;  Judson  v.  Cope,  I  Fish. 
Pat.  Cas.,  615.) 

Requisites  of  Application. — Seo.  4888.  Before  an  inventor  or  discoverer  shall 
receive  a  patent  for  his  invention  or  discovery,  he  shall  make  application  therefor,  in 
writing,  to  the  Commissioner  of  Patents,  and  shall  file  in  the  Patent  Office  a  written 
description  of  the  same,  and  of  the  manner  and  process  of  making,  constructing,  com- 
pounding, and  using  it,  in  such  full,  clear,  concise,  and  exact  terms  as  to  enable  any 
person  skilled  in  the  art  or  science  to  which  it  appertains,  or  with  which  it  is  most 
nearly  connected,  to  make,  construct,  compound,  and  use  the  same ;  and  in  case  of  a 
machine,  he  shall  explain  the  principle  thereof,  and  the  best  mode  in  which  he  has 
contemplated  applying  that  principle,  so  as  to  distinguish  it  from  other  inventions; 
and  he  shall  particularly  point  out  and  distinctly  claim  the  part,  improvement,  or  com- 
bination which  he  claims  as  his  invention  or  discovery.  The  specification  and  claim 
shall  be  signed  by  the  inventor  and  attested  by  two  witnesses.  (Ibid.,  s.  26,  p.  201. 
Evans  v.  Eaton,  7  Wh.,  434;  Wood  v.  Underbill,  6  How.,  1 ;  Hogg  v.  Emerson,  11 
How.,  587;  O'Reilly  v.  Morse,  15  How.,  62;  Corning  v.  Burden,  15  How..  252;  LeRoy 
V.  Tatham,  22  How.,  132 ;  Phillips  v.  Paige,  24  How.,  164 ;  Tyler  v.  Boston,  7  Wall.. 
327;  Carlton  v.  Bokee,  17  Wall.,  463;  Langdon  v.  DeGroot,  1  Paine,  203;  Sullivan  v. 
Redfield,  1  Paine,  450;  Many  v.  Jagger,  1  Blatch.,  372;  Gray  and  Osgood  v.  James, 
Pet.  C.  C,  401 ;  Park  v.  Little  and  Wood,  3  Wash.,  198;  Brooks  and  Morris  v.  Bick- 
nell  and  Jenkins,  3  McLean,  250.) 

Drawings,  when  requisite. — Sec.  4889.  When  the  nature  of  the  case  admits 
of  drawings,  the  applicant  shall  furnish  one  copy  signed  by  the  inventor  or  his  attor- 
ney in  fact,  and  attested  by  two  witnesses,  which  shall  be  filed  in  the  Patent  Office; 
and  a  copy  of  the  drawing,  to  be  furnished  by  the  Patent  Office,  shall  be  attached  to 
the  patent  as  a  part  of  the  specification.  (Ibid.,  s.  27,  p.  201.  O'Reilly  v.  Morse,  15 
How.,  62:  Washburn  v.  Gould,  3  Story,  133.) 

Speoimens  of  Ingredients,  &C. — Sec.  4890.  When  the  invention  or  discovery 
is  of  a  composition  of  matter,  the  applicant,  if  required  by  the  Commissioner,  shall 
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furnish  specimens  of  ingredients  and  of  the  composition,  sufficient  in  quantity  for  the 
purpose  of  experiment.    (8  July,  1870,  c.  230,  s.  28,  v.  16,  p.  201.) 

Model,  when  requisite. — Sec.  4891.  In  all  cases  which  admit  of  representa- 
tion by  model,  the  applicant,  if  required  by  the  Commissioner,  shall  furnish  a  model  of 
couTenient  size  to  exhibit  advantageously  the  several  parte  of  his  invention  or  dis- 
covery. (Ibid.,  8.  29,  p.  201.  Hogg  v.  Emerson,  6  How.,  437;  McCormick  v,  Talcott, 
20  How.,  409.) 

Oath  required  firom  Applicant.— Seo.  4892.  The  applicant  shall  make  oath 
that  he  does  verily  believe  himself  to  be  the  original  and  first  inventor  or  discoverer  of 
the  art,  machine,  manufacture,  composition,  or  improvement  for  which  he  solicits  a 
patent;  that  he  does  not  know  and  does  not  believe  that  the  same  was  ever  before 
known  or  used ;  and  shall  state  of  what  country  he  is  a  citizen.  Such  oath  may  be  made 
before  any  person  within  the  United  States  authorized  by  law  to  administer  oaths,  or 
when  the  applicant  resides  in  a  foreign  country,  before  any  minister,  charg6  d'affaires, 
consul,  or  commercial  agent,  holding  commission  under  the  Gk>vernment  of  the  United 
States,  or  before  any  notary  public  of  the  foreign  country  in  which  the  applicant  may 
be. 

Examination  and  Issuing  Patent.— Seo.  4893.— On  the  filing  of  any  such 
application  and  the  payment  of  the  fees  required  by  law,  the  Commissioner  of  Patents 
shall  cause  an  examination  to  be  made  of  the  alleged  new  invention  or  discovery ;  and 
if  on  such  examination  it  shall  appear  that  the  claimant  is  justly  entitled  to  a  patent 
under  the  law,  and  that  the  same  is  sufficiently  useful  and  important,  the  Commissioner 
shall  ipsue  a  patent  therefor.    (Ibid.,  s.  31,  p.  202) 

Time  of  Completing  Applioationa. — Sec.  4894.  All  applications  for  patents 
shall  be  completed  and  prepared  for  examination  within  two  years  after  the  filing  of 
the  application,  and  in  default  thereof,  or  upon  failure  of  the  applicant  to  prosecute  the 
same  within  two  years  after  any  action  therein,  of  which  notice  shall  have  been  given 
to  the  applicant,  they  shall  be  regarded  as  abandoned  by  the  parties  thereto,  unless  it 
be  shown  to  the  satisfaction  of  the  Commissioner  of  Patents  that  such  delay  was  un- 
avoidable.   (Ibid.,  8.  32,  p.  202.     Bell  v.  Daniels,  1  Bond,  212.) 

Patents  Granted  to  Assignee. — Sec.  4895.  Patents  may  be  granted  and  is- 
sued or  reissued  to  the  assignee  of  the  inventor  or  discoverer ;  but  the  assignment 
must  first  be  entered  of  record  in  the  Patent  Office.  And  in  all  cases  of  an  application 
by  an  assignee  for  the  issue  of  a  patent,  the  application  shall  be  made  and  the  specifi- 
cation sworn  to  by  the  inventor  or  discoverer ;  and  in  all  cases  of  an  application  for  a 
reissue  of  any  patent,  the  application  must  be  made  and  the  correct  specification  signed 
by  the  inventor  or  discoverer,  if  he  is  living,  unless  the  patent  was  issued  and  the  as- 
signment made  before  the  eighth  day  of  July,  eighteen  hundred  and  seventy.  (Ibid., 
8.  33,  p.  202.  3  March,  1871,  c.  132,  v.  16,  p.  583.  Gaylor  v.  Leonard,  10  How..  477 ; 
Swift  V.  Whisen,  3  Fish.  Pat.  Cas.,  343.) 

Executor  or  Administrator  may  obtain  Patent.— Sec.  4^96.  When  any 
person,  having  made  any  new  invention  or  discovery  for  which  a  patent  might 
have  been  granted,  dies  before  a  patent  is  granted,  the  right  of  applying  for  and  ob- 
taining the  patent  shall  devolve  on  his  executor  or  administrator,  in  trust  for  the  heirs 
at  law  of  the  deceased,  in  case  he  shall  have  died  intestate;  or  if  he  shall  have 
left  a  will,  disposing  of  the  same,  then  in  trust  for  his  devisees,  in  as  full  manner  and 
on  the  same  terms  and  conditions  as  the  same  might  have  been  claimed  or  enjoyed  by 
him  in  his  life-time ;  and  when  the  application  is  made  by  such  legal  representatives, 
the  oath  or  affirmation  required  to  be  made  shall  be  so  varied  in  form  that  it  can  be 
made  by  them.  (8  July,  1870,  c.  230,  s.  34,  v.  16,  p.  202.  Rubber  Co.  v.  Goodyear, 
9  Wall.,  788.) 

Renewal  in  Cases  of  Failure  to  Fay  Fees.— Sec.  4897.  Any  person  who 
has  an  interest  in  an  invention  or  discovery,  whether  sa  inventor,  discoverer,  or  as- 
signee, for  which  a  patent  was  ordered  to  issue  upon  the  payment  of  the  final  fee, 
but  who  fails  to  make  payment  thereof  within  six  months  from  the  time  at  which  it 
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was  passed  and  allowed,  and  notice  thereof  was  sent  to  the  applicant  or  his  agent,  shall 
have  a  right  to  make  an  application  for  a  patent  for  such  invention  or  discovery  the 
Fame  as  in  the  case  of  an  original  application.  Bat  such  second  application  mast  he 
made  within  two  years  after  the  allowance  of  the  original  application.  Bnt  no  per- 
son shall  he  held  responsible  in  damages  for  the  manufacture  or  use  of  any  article  or 
thing  for  which  a  patent  was  ordered  to  issue  under  such  renewed  application  prior  to 
the  issue  of  the  patent.  And  upon  the  hearing  of  renewed  applications  preferred 
under  this  secti'tn,  abandonment  shall  be  considered  as  a  question  of  fact.  (Ibid.,  s.  35, 
p.  202.) 

Assignments  of  Patents. — Seo.  4898.  Every  patent  or  any  interest  therein 
shall  be  assignable  in  law  by  an  instrument  in  writing;  and  the  patentee  or  his  assigns 
or  legal  representatives  may,  in  like  manner,  grant  and  convey  an  exclusive  right 
under  his  patent  to  the  whole  or  any  specified  part  of  the  United  State's.  An  as.sign- 
ment,  grant,  or  conveyance  shall  be  void  as  against  any  subsequent  purchaser  or 
mortgagee  for  a  valuable  consideration,  without  notice,  unless  it  is  r<>corded  in  the 
Patent  Office  within  three  months  from  the  date  thereof.  (Ibid.,  s.  36,  p.  203.  Wood- 
worth  V.  Wilson,  4  How.,  712;  Wilson  v.  Simpson,  9  How.,  109;  Gaylor  v.  Wilder,  10 
How.,  494;  Bloomer  V.  McQuewan,  14  How.,  539;  Kinsman  v.  Parklmrst,  18  How., 
289;  Hartshorn  v.  Day,  19  How.,  211  ;  Railroad  Co.  v.  Trimble,  10  Wall..  367;  Nicol- 
son  Pavement  Co.  v.  Jenkins,  14  Wall.,  452;  Adams  v.  Burke,  17  Wall..  453 ;  Eunson 
V.  Dodge,  18  Wall.,  414  ;  Goodyear  v.  Gary,  4  Blatch.,  271  ;  Perry  v.  Corning  7  Blatch.. 
195;  Bell  V.  McCullough,  1  Bond,  194;  Hussey  v.  Whitely,  1  Bond.  407;  Pitts  v.  Jame- 
son, 15Barb.,(N.  Y..).310.) 

Persons  Purchasing  of  Inventor,  before  Application,  &c.— Sec.  4899. 
Every  person  who  purchases  of  the  inventor,  or  discoverer,  or  with  his  knowledge 
and  consent  constructs  any  newly  invented  or  discovered  machine,  or  other  pat- 
entable article,  pnor  to  the  application  by  the  inventor  or  discoverer  for  a  patent,  or 
who  sells  or  uses  one  so  constructed,  shall  have  the  right  to  use,  and  vend  to  others  to  be 
used,  the  specific  thing  so  made  or  purchased,  without  liability  therefor.  (8  July,  1870, 
c.  230,  8.  37,  V.  16,  p.  203.  Kendall  v.  Winwr,  21  How.,  322 ;  Sargent  v.  Seagravo,  2 
Curt.  C.  C.  555  ;  Root  v.  Ball  and  Davis.  4  McLean,  177.) 

Patented  Articles  must  be  Marked. — Sec.  4900.  It  shall  be  the  duty  of 

all  patentees,  and  their  assigns  and  legal  representatives,  and  of  all  persons  making 
or  vending  any  patented  article  for  or  under  them,  to  give  sufficient  notice  to  the  pub- 
lic that  the  same  ia  patented  ;  either  by  fixing  thereon  the  word  "  patented,"  together 
with  the  day  and  year  the  patent  was  granted  ;  or  when,  from  the  character  of  the 
article,  this  cannot  be  done,  by  fixing  to  it,  or  to  the  package  wherein  one  or  more  of 
them  is  inclosed,  a  label  containing  the  like  notice;  and  in  any  suit  for  infringement, 
by  the  party  failing  so  to  mark,  no  damages  shall  be  recovered  by  the  plaintiff,  except 
on  proof  that  the  defendant  was  duly  notified  of  the  infringement,  and  continued, 
after  such  notice,  to  make,  lase,  or  vend  the  article  so  patented.  (Ibid.,  s.  38,  p.  20o, 
Rubber  Co.  v.  Goodyear,  9  Wall,  788 ;  Goodyear  v.  Allyn,  6  Blatch.,  33.) 

Penalty  f6r  Falsely  Marking.—SEO.  4t)01.  Every  person  who,  in  any  manner, 
marks  upon  anything  made,  used,  or  sold  by  him,  for  which  he  has  not  obtained  a 
patent,  the  name  or  any  imitation  of  the  name  of  any  person  who  has  obtained  a  pai 
ent  therefor,  without  the  consent  of  such  patentee,  or  his  assigns  or  legal  representa- 
tives; or 

Who,  in  any  manner,  marks  upon  or  affixes  to  any  such  patented  article  the  word 
"patent,"  or  "  patentee," or  the  words  "letters  patent,"  or  any  word  of  like  imy)ori, 
with  intent  to  imitate  or  counterfeit  the  mark  or  device  of  the  patentee,  without 
having  the  license  or  consent  of  such  patentee  or  his  assigns  or  legal  representives  ;  or 

Who,  in  any  manner,  marks  upon  or  affixes  to  any  unpatented  article  the  word 
*'  patent,"  or  any  word  importing  that  the  same  is  patented,  for  the  purpose  of  deceiv- 
ing the  public,  shall  be  liable,  for  every  such  offense,  to  a  penalty  of  not  less  than  one 
hundred  dollars,  with  costs;  one-half  of  said  penalty  to  the  person  who  shall  sue  for 
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the  pame,  and  the  other  to  the  use  of  the  United  Skates,  to  he  recovered  hy  euit  in 
any  dintrict  coart  of  the  United  States  within  whose  jurisdiction  such  offense  may  have 
been  oommitted.    (Ibid.,  s.  39,  p.  203.) 

Filing  of  Cayeats. — Sec.  4902.  Any  citizen  of  the  United  States  who  makes  any 
new  invention  or  discovery,  and  desires  further  time  to  mature  the  same,  may,  on  pay- 
mcni.  of  the  fees  required  by  law,  61e  in  the  Patent  Office  a  caveat  setting  forth  the 
design  thereof,  and  of  its  distinguishing  characteristics^  and  praying  protection  of  his 
right  until  he  shall  have  matured  his  invention.  Such  caveat  shall  he  filed  in  the 
confidential  archives  of  the  office  and  preserved  in  secrecy,  and  shall  be  operative  for 
the  term  of  one  year  from  the  filing  thereof;  and  if  application  is  made  within  the 
year  hy  any  other  person  for  a  patent  with  which  such  caveat  would  in  any  manner 
inierffre,  the  Commissioner  shall  deposit  the  description,  specification,  drawings,  and 
iiiodel  of  sQch  application  in  like  manner  in  the  confidential  archives  of  the  office,  and 
give  notice  thereof,  by  mail,  to  the  person  by  whom  the  caveat  was  filed  If  such 
]iei-9on  desires  to  avail  himself  of  his  caveat,  he  shall  file  his  description,  specifications, 
drawings,  and  model  within  three  months  from  the  time  of  placing  the  notice  in  the 
po«t  office  in  Washington,  with  the  usual  time  required  for  transmitting  it  to  the  caveator 
added  thereto ;  which  time  shall  he  indorsed  on  the  notice.  An  alien  shall  have  the 
privilege  herein  granted,  if  he  has  re^tided  in  the  United  States  one  year  next  preced- 
ing the  filing  of  his  caveat,  and  has  made  oath  of  his  intention  to  become  a  citizen. 
(8  July,  1870,  c.  230,  s.  40,  v.  16,  p.  203.     Bell  v.  Daniels.  1  Bond,  212.) 

Notice  of  Rejeotion  to  be  Qiven. — Sec.  4903.  Whenever,  on  examination, 
any  claim  for  a  patent  is  rejected,  the  Commissioner  shall  notify  the  applicant  thereof, 
giving  htm  briefly  the  reasons  for  such  rejection,  together  with  such  information  and 
references  as  may  be  useful  in  judging  of  the  propriety  of  renewing  his  application  or 
of  altering  Iiis  specification  ;  and  if,  after  receiving  such  notice,  the  applicant  persists 
in  his  claim  for  a  patent,  with  or  without  altering  his  specifications,  the  Commissioner 
ehall  order  a  le-ezamination  of  the  case.    (Ibid.,  s.  41,  p.  204.) 

Interferences. — Sec.  4904.  Whenever  an  application  is  made  for  a  patent  which, 
in  the  opinion  of  the  Commissioner,  would  interfere  with  any  unexpired  patent,  he 
shall  give  notice  thereof  to  the  applicants,  or  applicant  and  patentee,  as  the  case  may 
be,  and  shall  direct  the  primary  examiner  to  proceed  to  determine  the  question  of  pri- 
ority of  invention.  And  the  Commissioner  may  issue  a  patent  to  the  party  who  is  ad- 
judged the  prior  inventor,  unless  the  adverse  party  appeals  from  the  decision  of  the 
primary  examiner,  or  of  the  board  of  examiners-in-chief,  as  the  case  may  be,  within 
snch  time,  not  less  than  twenty  days,  sua  the  Commissioner  shall  preechbe.  (Ibid.,  s. 
42,  p.  204.) 

AfBldavits  aiid  Depoaitiona.— Seo.  4905.  The  Commissioner  of  Patents  may 
establish  rules  for  taking  affidavits  and  depositions  required  in  cases  pending  in  the 
Patent  Office,  and  such  affidavits  and  depositions  may  be  taken  before  any  officer  au- 
thorized by  law  to  take  depositions  to  be  used  in  the  courts  of  the  United  States,  or  of 
the  State  where  the  officer  resides.     (8  July,  1870,  c.  230,  s.  43,  v.  16,  p.  204 ) 

SubpCdnaa  to  Witnesaea.— Sec.  4906.  The  clerk  of  any  court  of  the  United 
States,  for  any  district  or  territory  wherein  testimony  is  to  be  taken  for  use  in  any 
contested  case  pending  in  the  Patent  Office,  shall,  upon  the  application  of  any  party 
thereto,  or  of  his  agent  or  attorney,  issue  a  subpcana  for  any  witness  residing  or  being 
within  such  district  or  territory,  commanding  him  to  appear  and  testify  before  any 
officer  in  such  district  or  territory  authorized  to  take  depositions  and  affidavits,  at  any 
time  and  place  in  the  subpoena  stated.  But  no  witness  shall  be  required  to  attend  at 
any  place  more  than  forty  miles  from  the  place  where  the  subpcsna  is  served  upon 
him.    (Ibid.,  sees.  44,  45,  p.  204.) 

Witnesa  Feea.— Sec.  4907.  Every  witness  duly  subposnaed  and  in  attendance 
shall  be  allowed  the  same  fees  as  are  allowed  to  witnesses  attending  the  courts  of  the 
United  States.    (Ibid.,  s.  45.) 

Penalty  for  Reftiaing  to  Teatiiy. — Sec.  4908.  Whenever  any  witness,  after 
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being  duly  served  with  such  subpoena,  neglects  or  refuses  to  appear,  or  after  appearing 
refuses  to  testify,  the  judge  of  the  court  whose  clerk  issued  the  subpoena  may,  on  proof 
of  such  neglect  or  refusal,  enforce  obedience  to  the  process,  or  punish  the  disobedience, 
as  in  other  like  cases.  But  no  witness  shall  be  guilty  of  contempt  for  disobeying  such 
subpoena,  unless  his  fees  and  traveling  expenses  in  going  to,  returning  from,  and  one 
day's  attendance  at  the  place  of  examination,  are  paid  or  tendered  him  at  tbo  time  of 
the  service  of  the  subpoena;  nor  for  refusing  to  disclose  any  secret  invention  or  discov- 
ery made  or  owned  by  himself.    (Ibid.,  sees.  44,  45.) 

Appeals  to  Examiners-in-chief. — Sec.  4909.  Every  applicant  for  a  patent 
or  for  the  reissue  for  a  patent,  any  of  the  claims  of  which  have  been  twice  rejected, 
and  every  party  to  an  interference,  may  appeal  from  the  decision  of  the  primary  ex- 
aminer, or  of  the  examiner  in  charge  of  interferences  in  such  case,  to  the  board  of 
Examiners  in-chief;  having  once  paid  the  fee  for  such  appeal.    (Ibid.,  s.  46.) 

Appeals  to  Commissioner. — Sec.  4910.  If  such  party  is  dissatis6ed  with  the 
decision  of  the  examiners-in-chief,  he  may,  on  payment  of  the  fee  pre-cribed,  appeal  to 
the  Commissioner  in  person.    (Ibid.,  s.  47,  p.  205) 

Appeals  to  the  Supreme  Court,  District  of  Columbia.— Sec.  4911.  If 

such  party,  except  a  party  to  an  interferrence,  is  dissatisfied  with  the  decision  of  the 
Commissioner,  he  may  appeal  to  the  Supreme  Cuurt  of  the  District  of  Columbia,  sitting 
in  banc.    (Ibid.,  s.  48.) 

Notice  of  such  Appeal. — Sec.  4912.  When  an  appeal  is  taken  to  the  Supreme 
Court  of  the  District  of  Columbia,  the  applicant  shall  give  notice  thereof  to  the  Com- 
misnioner,  and  file  in  the  Patent  Office,  within  such  time  as  the  Commissioner  shall 
appoint,  his  reasons  of  appeal,  specifically  set  forth  in  writing.  (8  July,  1870,  c.  230, 
A.  49,  v.  16,  p.  206.) 

Proceedings  on  Appeal  to  Court. — Sec.  4913.  The  court  shall,  before  hear- 
infi;  such  appeal,  give  notice  to  the  Commissioner  of  the  time  and  place  of  the  hearing, 
and  on  receiving  such  notice  the  Commissioner  shall  give  notice  of  such  t^ime  and  place 
in  such  manner  as  the  court  may  prescribe,  to  all  partie.H  who  appear  to  be  interested 
therein.  The  party  appealing  shall  lay  before  the  court  certified  copies  of  all  the  original 
papers  and  evidence  in  the  case,  and  the  Commissioner  shall  furnish  the  court  with  the 
grounds  of  his  decision,  fully  set  forth  in  writing,  touching  all  the  points  involved  by 
tlie  reasons  of  appeal.  And  at  the  request  of  any  parly  interested,  or  of  the  court,  the 
Commissioner  and  the  examiners  may  be  examined  under  oath,  in  explanation  of  the 
principleH  of  the  thing  for  which  a  patent  is  demauded.     (Ibid.,  s.  51.) 

Determination  of  such  Appeal. — Src.  4914.  The  court,  on  petition,  shall 
hear  and  determine  such  appeal,  and  revise  t^e  decision  appealed  from  in  a  summary 
way,  on  the  evidence  produced  before  the  Commisiiioner,  at  snch  earty  and  convenient 
time  as  the  court  may  appoint;  and  the  revision  shall  be  confined  to  the  points  set 
forth  in  the  rea.sons  of  appeal.  After  hearing  the  case  the  court  shall  return  to  the 
Commissioner  a  certificate  of  its  proceedings  and  decision,  wiiich  shall  be  entered  of 
record  in  the  Patent  Office,  and  shall  govern  tlm  further  pioceedings  in  the  case.  Bu( 
no  opinion  or  decision  of  the  court  in  any  such  c:use  shall  preclude  any  person  inter- 
ested from  the  right  to  contest  the  validity  of  such  patent  in  any  court  wherein  the 
same  may  be  called  in  question.    (Ibid.,  s.  50.) 

Patents  Obtainable  by  Bill  in  Equity.— Sec.  4915.  Whenever  a  patent  on 
application  is  refused,  either  by  the  Commi.««sioner  of  Patents  or  by  the  Supreme  Court 
of  the  District  of  Columbia  upon  appeal  from  tlie  Commissioner,  the  applicant  may 
have  remedy  .by  bill  in  equity  ;  and  the  court  having  cognizance  thereof,  on  notice  to 
adverse  parties  and  other  due  proceedings  ha-i,  may  adjudge  that  such  appliiviot  la 
entitled,  according  to  law,  to  receive  a  patent  for  his  invention,  as  specified  in  his 
claim,  or  for  any  part  thereof,  as  the  facts  in  the  case  may  appear.  And  such  adjudi- 
cation, if  it  be  in  favor  of  the  right  of  the  applicant,  shall  authorize  the  Commissioner 
to  issue  such  patent  on  the  applicant  filing  in  llic  Patent  Office  a  copy  of  the  adjudi- 
cation, and  ottierwise  complying  with  the  requirements  of  law..    In  all  cases  where 
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there  is  no  opposing  party,  a  copy  of  the  bill  shall  be  served  on  the  Commissioner; 
and  all  the  expenses  of  the  proceeding  shall  be  paid  by  the  applicant,  whether  the  final 
decision  is  in  his  favor  or  not.    [See  §  629,  p.  9.]    (Ibid.,  s.  52.) 

Reissue  of  Defective  Patents. — ^^eo.  4910.  Whenever  any  patent  is  inopera- 
tive or  invalid  by  reason  of  a  defective  or  insufficient  specification,  or  by  reason  of  the 
patentee  claiming  as  his  own  invention  or  discovery  more  than  he  had  a  right  to  claim 
as  new,  if  the  error  has  arisen  by  inadvertence,  accident,  or  mistake,  and  without  any 
fraudulent  or  deceptive  intention,  the  Commissioner  shall,  on  the  surrender  of  such 
patent  and  the  payment  of  the  duty  required  by  law,  cause  a  new  patent  for  the  same 
invention,  and  in  accordance  with  the  corrected  specification,  to  be  issued  to  the  pat- 
entee, or,  in  the  case  of  his  death  or  of  an  assignment  of  the  whole  or  any  undivided  part 
of  the  original  patent,  then  to  his  executors,  adminifttrators,  or  assigns,  for  the  unexpired 
part  of  the  term  of  the  original  patent.  Such  surrender  shall  take  effect  upon  the  issue 
of  the  amended  patent.  The  Commissioner  may,  in  his  discretion,  cause  several  pat- 
ents to  be  issued  for  distinct  and  separate  parts  of  the  thing  patented,  upon  demand  of 
the  applicant,  and  upon  payment  of  the  required  fee  for  a  reissue  of  eacli  of  such 
reissued  letters  patent.  The  specifications  and  claim  in  every  such  case  shall  be  subject 
to  revision  and  restriction  in  the  same  manner  as  original  applications  are.  Every 
patent  so  reissued,  together  with  the  corrected  specification,  shall  have  the  same  effect 
and  operation  in  law,  on  the  trial  of  all  actions  for  causes  thereafter  arising,  as  if  the 
same  had  been  originally  filed  in  such  corrected  form ;  but  no  new  matter  shall  be 
introduced  into  the  specification,  nor  in  case  of  a  machine  patent  shall  the  model  or 
drawings  be  amended,  except  each  by  the  other;  but  when  there  is  neither  model  nor 
drawing,  amendments  may  be  made  upon  proof  satisfactory  to  the  Commissioner  that 
such  new  matter  or  amendment  was  a  part  of  the  original  invention,  and  was  omitted 
from  the  specification  by  inadvertence,  accident,  or  mistake,  as  aforesaid.  (8  Tuly, 
1870,  c.  230,  8  53,  v.  16,  p.  205.  Shaw  v.  Cooper,  7  Pet.,  292;  Wilson  v.  Rousseau,  4 
How..  646;  Moffitt  V.  Garr,  1  Bl ,  273;  Reed  v.  Bowman,  2  Wall.,  591;  Commissioner  v. 
Whiteley,  4  Wall.,  522;  Bennet  v.  Fowler,  7  Wall.,  445;  Morey  v.  Lockwood.  8  Wall., 
230;  Seymour  v.  Osborne,  11  Wall.,  516;  Carlton  v.  Bokee,  17  Wall..  463 ;  Ames  v. 
Howard.  1  Sumn.,  488;  Carver  v.  Braintree  Manufacturing  Co.,  2  Story,  439;  Allen  v. 
Blunt,  3  Story.  743;  Woodward  v.  Stone,  3  Story,  753;  Woodworth  v.  Hall,  1  Wood. 
A  M.,  261,  262;  Allen  v.  Blunt,  2  Wood,  &  M.,  138;  Woodworth  v.  Edwards,  3  Wood. 
&  M.,  126;  Forbes  v.  Stove  Co.,  2  Cliff.,  379;  Cahart  v  Austin,  2  Cliff.,  528;  Gib  v. 
Harris.  1  Biatch..  169;  Potter  v.  Holland,  4  Blatch.,  206;  Batten  v.  Taggart,  2  Wall., 
jr.,  102;  Stanley  v.  Whipple,  2  McLean,  37;  Moffitt  r.  Garr,  1  Bond,  315.) 

Disclaimer. — Sec.  4917.  Whenever,  through  inadvertence,  accident,  or  Ciistake. 
and  without  any  fraudulent  or  deceptive  intention,  a  patentee  has  claimed  more  than 
that  of  which  he  was  the  original  or  first  inventor  or  discoverer,  his  patent  shall  be 
valid  for  all  that  part  which  is  truly  and  justly  his  own,  provided  the  same  is  a  mate- 
rial or  substantial  part  of  the  thing  patented;  and  any  such  patentee,  his  heirs  or 
assigns,  whether  of  the  whole  or  any  sectional  interest  therein,  may,  on  payment  of 
the  fee  required  by  law,  make  disclaimer  of  such  parts  of  the  thing  patented  as  he 
shall  not  choose  to  claim  or  to  hold  by  virtue  of  the  patent  or  assignment,  stating 
therein  the  extent  of  his  interest  in  such  patent.  Such  disclaimer  shall  be  in  writing, 
attested  by  one  or  more  witQesses,  and  recorded  in  the  Patent  Office;  and  it  shall 
thereafter  be  considered  as  part  of  the  original  specification  to  the  extent  of  the  interest 
possessed  by  the  claimant  and  by  those  claiming  under  him  after  the  record  thereof. 
But  no  such  disclaimer  shall  affect  any  action  pending  at  the  time  of  its  being  filed, 
except  so  far  as  may  relate  to  the  question  of  unreasonable  neglect  or  delay  in  filing  it. 
(Ibid.,  s.  54,  p.  206.  Silsby  v.  Foote,  14  How.,  218 ;  O'Reilly  v.  Morse,  15  How.,  121 ; 
Seymour  v.  McCormick,  19  How.,  206;  Wyeth  v.  Stone,  1  Story,  294;  Reed  v.  Cutter, 
1  Story,  600;  Guyon  v.  Serrell,  1  Blatch.,  244;  Hall  v.  Wilds.  2  Blatch.,  198;  Tuck 
V.  Bramhill.  6  Blatch.,  95;  Whitney  v.  Emmett,  1  Baldw.,  313;  Brooks  v.  Jenkins,  4 
McLean,  449.) 


744  REVISSD  STATUTES. 

Interfering  Patents; — Sec.  4918.  Whenever  there  are  interfering  patents,  anj 
person  interested  in  any  one  of  them,  or  in  the  working  of  the  invention  claimed 
under  either  of  them,  may  have  relief  against  the  interfering  patentee,  and  all  parties 
interested  ander  him,  hy  suit  in  equity  against  the  owners  of  the  interfering  patent ;  and 
the  court,  on  notice  to  adverse  parties,  and  other  doe  proceedings  had  according  to  the 
courae  of  equity,  may  adjudge  and  declare  either  of  the  patents  void  in  whole  or  in 
part,  or  inoperative,  or  invalid  in  any  particular  part  of  the  United  States,  according 
to  the  interest  of  the  parties  in  the  patent  or  the  invention  patented.  But  no  such 
judgment  or  adjudication  shall  affect  the  right  of  any  person  except  the  parties  to  the 
suit  and  those  deriving  title  under  them  subsequent  to  the  rendition  of  such  judgment. 
(8  July,  1870.  c.  230,  s.  68.  v.  16,  p.  207.) 

Damages.— Sec.  4919.  Damages  for  the  infringement  of  any  patent  may  be  recov- 
ered by  action  on  the  case,  in  the  name  of  the  part}*  interested,  either  as  patentee, 
assignee,  or  grantee.  And  whenever  in  any  such  action  a  verdict  is  rendered  for  the 
plaintiff,  the  court  may  enter  judgment  thereon  for  any  sum  above  the  amount  found 
by  the  verdict  as  the  actual  damages  sustained,  according  to  the  circumstances  of  the 
case,  not  exceeding  three  times  the  amount  of  such  verdict,  together  with  the  costs. 
(Ibid.,  s.  59,  p.  207.  Dean  v.  Mason.  20  How.,  198 ;  Corporation  of  New  York  t>.  Ran- 
som. 23  How..  487;  Moore  v.  Marsh.  7  Wall.,  515;  Mowry  v.  Whitney.  14  Wall.,  620; 
Mitchell  V.  Hawley,  J6  Wall.,  644;  Philp  v.  Nock.  17  Wall..  460.) 

Sheading  and  Proof. — Sec.  4920.  In  any  action  for  infringement  the  defendant 
may  plead  the  general  issue,  and  having  given  notice  in  writing  to  the  plaintiff  or  his 
attorney,  thirty  days  before,  may  prove,  on  trial,  any  one  or  more  of  the  following 
special  matters: 

First.  That  for  the  purpose  of  deceiving  the  public  the  description  and  specification 
filed  by  the  patentee  in  the  Patent  Office  was  made  to  contain  less  than  the  whole 
truth  relative  to  his  invention  or  discovery,  or  more  than  is  necessary  to  produce  the 
desired  effect;  or. 

Second.  That  he  had  surreptitiously  or  unjustly  obtained  the  patent  for  that  which 
was  in  fact  invented  by  another,  who  was  using  reasonable  diligence  in  adapting  and 
perfecting  the  same ;  or, 

Third.  That  it  had  been  patented  or  described  in  some  printed  publication  prior  to 
his  supposed  invention  or  discovery  thereof;  or, 

Fourth.  That  he  was  not  the  original  and  first  inventor  or  discoverer  of  any  mate- 
rial and  substantial  part  of  the  thing  patented ;  or, 

Fifth.  That  it  had  been  in  public  use  or  on  sale  in  this  country  for  more  than  two 
years  before  his  application  for  a  patent,  or  had  been  abandoned  to  the  public. 

And  in  notices  as  to  proof  of  previous  invention,  knowledge,  or  nse  of  the  thing 
patented,  the  defendant  shall  state  the  names  of  patentees  and  the  dates  of  their  pat- 
ents, and  when  granted,  and  the  names  and  residences  of  the  persons  alleged  to  have 
invented,  or  to  have  had  the  prior  knowledge  of  the  thing  patented,  and  where  and  by 
whom  it  had  been  used ;  and  if  any  one  or  more  of  the  special  matters  alleged  shall 
be  found  for  the  defendant,  judgment  shall  be  rendered  for  him  with  costs.  And  the 
like  defenses  may  be  pleaded  in  any  suit  in  equity  for  relief  against  an  alleg^  infringe- 
ment ;  and  proofs  of  the  same  may  be  given  upon  like  notice  in  the  answer  of  the 
defendant,  and  with  the  like  effect.  (Ibid.,  s.  61,  p.  208.  Blanchard  v.  Putnam,  8 
Wall.,  429;  Wise  v.  Allis,  9  Wall.,  737.) 

Power  of  Courts  to  Qrant  Injunotions  and  Estiniate  Damages.— 

Seo.  4921.  The  several  courts  vested  with  jurisdiction  of  cases  arising  under  the  pat- 
ent laws  shall  have  power  to  grant  injunctions  according  to  the  course  and  principlts 
of  courts  of  equity,  to  prevent  the  violation  of  any  right  secured  by  patent,  on  such 
terms  as  the  court  may  deem  reasonable;  and  upon  a  decree  being  rendered  in  any 
such  case  for  an  infringement,  the  complainant  shall  be  entitled  to  recover,  in  addition 
to  the  profits  to  be  accounted  for  by  the  defendant,  the  damages  the  complainant  has 
sustained  thereby ;  and  the  court  shall  assess  the  same  or  cause  the  same  to  be  assessed 
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under  its  direciion.  And  the  caart  shall  have  the  same  power  to  increase  Roch  dam- 
ages, in  its  discretion,  as  is  given  to  increase  the  damages  found  by  verdicts  in  actions 
in  the  nature  of  actions  of  trespass  upon  the  case.  (8  July,  1870,  c.  230,  s.  55,  v.  16, 
p.  206.  Woodworth  v.  Wilson,  4  How.,  712;  Hogg  v.  Emerson,  11  How..  587;  Liv- 
ingston V.  Woodworth,  15  How.,  546;  Seymour  v.  McCormick,  16  How.,  489;  Dean  t;. 
Mason,  20  How.,  198;  Corporation  of  New  York  v.  Ransom,  23  How.,  487;  Moore  v. 
Marsh.  7  Wall..  516;  Rubber  Co.  v.  Goodyear,  9  Wall.,  788;  Mowry  v.  Whitney,  14 
Wall.,  629;  Mitchells.  Hawley.  16  Wall.,  544 ;  Philp  v.  Mock.  17  Wall.,  460;  Nesmith 
V  Calvert,  1  Wood.  &  M.,  34;  Woodworth  v.  Edwards,  3  Wood.  A  M.,  120:  Woodworth 
V.  Weed.  1  Blatch..  165;  Allen  v:  Blunt,  1  Blatch^486;  Wilson  v.  Sherman,  1  Blatch., 
536;  Goodyear  v.  Day,  1  Blatch.,  565;  Goodyear  v.  Rubber  Co..  4  Blatch.,  63/  Tatham 
V.  Lowber.  4  Blatch.,  86 ;  Goodyear  v.  AUyn,  6  Blatch.,  33  ;  Ogle  v.  Ege,  4  Wash..  584 ; 
Blank  v.  Manufacturing  Co.,  3  Wall.,  jr.,  19G ;  Brooks  v.  Stolley,  3  McLean,  523 ;  Hussey 
V.  Whitely,  I  Bond,  407.) 

Where  Specifloation  is  too  broad. — Skc.  4922.  Whenever,  through  inadvert- 
ence, accident,  or  mistake,  and  without  any  willful  default  or  intent  to  defraud  or  mis- 
lead the  public,  a  patentee  has,  in  his  specification,  claimed  to  be  the  original  and  first 
inventor  or  discoverer  of  any  material  or  substantial  part  of  the  thing  patented,  of 
which  he  was  not  the  original  and  first  inventor  or  discoverer,  every  such  patentee, 
bis  executors,  administrators,  and  assigns,  wliother  of  the  wliole  or  any  sectional  inter- 
est in  the  patent,  may  maintain  a  suit  at  law  (>r  in  equity,  for  the  infringement  of  any 
part  thereof,  which  was  bona  fide  his  own,  if  it  in  a  material  and  9ub8tantial  part  of  the 
thing  patented,  and  definitely  distinguishable  from  the  parts  claimed  without  right, 
notwithstanding  the  specifications  may  embrace  more  than  that  of  which  tbe  patentee 
was  the  first  inventor  or  discoverer.  But  in  every  such  case  in  which  a  judgment  or 
decree  shall  be  rendered  for  the  plaintiff  no  costs  shall  be  recovered  nnles^  the  proper 
disclaimer  has  been  entered  at  the  Patent  Office  before  the  commencement  of  the  suit. 
But  no  patentee  shall  be  entitled  to  the  benefits  of  this  section  if  he  has  unreasonably 
neglected  or  delayed  to  enter  a  disclaimer.  (8  July,  1870.  c.  230,  s.  60.  v.  16,  p.  207. 
O'Reilly  v.  Morse,  15  How.,  62;  Seymour  r.  McCormick,  19  How.,  106;  Silsby  «.  Foote, 
20  How.,  378;  Vance  v.  Campbell.  1  Bl..  427;  Wyeth  v.  Stone.  1  Story,  273;  Reed  v. 
Cutter,  1  Story,  600;  Pitta  v.  Whitman,  2  Story,  621 ;  Guyon  v  Serrell,  1  Blatch.,  244; 
Hall  V,  Wilds,  2  Blatch.,  198,  199;  Brooks  v.  Jenkins,  3  McLean,  449.) 

Preyious  use  in  Foreign  Country.— Seo.  4923.  Whenever  it  appears  that  a 
patentee,  at  the  time  of  making  hid  application  for  the  patent,  believed  himself  to  be 
tbe  original  and  first  inventor  or  discoverer  of  the  thing  patented,  the  same  shall  not 
be  held  to  be  void  on  account  of  the  invention  or  discovery,  or  any  part  thereof,  hav- 
ing been  known  or  used  in  a  foreign  country,  before  his  invention  or  discovery  thereof, 
if  it  had  not  been  patented  or  described  in  a  printed  publication.  (Ibid.,  s.  62,  p.  208. 
Judson  V.  Cope,  1  Bond,  327;  Bartholomew  v.  Sawyer,  1  Fish.  Pat.  Cas.,  516;  How  v. 
Morton,  1  Fish.  Pat.  Cas.,  586. 

Operation  of  Extensions. — Seo.  4928.  The  benefit  of  the  extension  of  a  patent 
shall  extend  to  the  assignees  and  grantees  of  the  right  to  use  the  thing  patented,  to  the 
extent  of  their  interest  therein.  (Ibid.,  s.  67,  p.  209.  Wilson  v.  Rousseau,  4  How  , 
646;  Bloomer  V.  McQuewan,  14  How.,  549;  Chafifeei;.  The  Boston  Belting  Co..  22  How., 
223;  Bloomer  v.  Millinger,  1  Wall.,  340;  Nicolson  Pavement  Co.  v.  Jenkins,  14  Wall., 
452;  Eunson  V.  Dodge,  18  Wall.,  414;  Gibson  v.  Cook,  2  Blatch.,  146;  Blanchard  v. 
Whitney.  3  Blatch.,  307;  Day  v.  Rubber  Co.,  3  Blatch.,  488;  I'helps  v.  Comstock,  4 
McLean,  353.) 

Patents  for  Designs  authorized.— Sec.  4929.  Any  person  who,  by  his  own 
industry,  genius,  efiforts,  and  expense,  has  invented  and  produced  any  new  and  original 
design  for  a  manufacture,  bust,  statue,  alto-relievo,  or  bas-relief;  any  new  and  original 
design  for  tbe  printing  of  woolen,  silk,  cotton,  or  other  fabrics;  any  new  and  original 
impression,  ornament,  patent,  [pattern,]  print,  or  picture  to  be  printed,  painted,  cast, 
or  otherwise  placed  on  or  worked  into  any  article  of  manufacture;  or  any  new,  use/ol, 


746  REVISED  STATUTES. 

and  original  shape  or  configaration  of  any  article  of  roanofacture,  the  same  not  hairing 
been  known  or  used  by  others  before  his  invention  or  production  thereof,  or  patented 
or  described  in  any  printed  publication,  may,  upon  payment  of  the  fee  prescribed,  and 
other  due  proceedings  had.  the  same  as  in  cases  of  inventions  or  discoveries,  obtain  a 
patent  therefor.  (Ibid.,  s.  71,  p.  209.  Clark  v.  Bousfield,  10  Wall.,  133;  Gorham  Co.r. 
"White.  14  Wall.,  611;  Booth  v.Garrelly.  1  Blatch.,  247;  Root  v.  Ball,  4  McLean.  180.) 

Models  of  Designs. — Sec.  4930.  The  Commissioner  may  dispense  with  models  of 
designs  when  the  design  can  be  sufficiently  represented  by  drawings  or  photographs. 
(8  July,  1870,  c.  230,  s.  72,  v.  V\  p.  210.) 

Duration  of  Patents  for  Designs. — Sec.  4931.  Patents  for  designs  may  be 
granted  for  the  terra  of  three  years  and  six  months,  or  for  seven  years,  or  for  fourteen 
years,  as  ihe  applicant  may,  in  his  application,  elect.    (Ibid.,  s.  73  ) 

Extension  of  Patents  for  Designs. — Sec.  4932.  Patentees  of  designs  issued 
prior  to  the  second  day  of  March,  eighteen  hundred  and  sixty-one,  shall  be  entitled  to 
extension  of  their  respective  patents  for  the  term  of  seven  years,  in  the  same  manner 
and  under  the  same  restrictions  as  are  provided  for  the  extension  of  patents  for  inven- 
tions or  discoveries,  issued  prior  to  the  second  day  of  March,  eighteen  hundred  and 
sixty-one.    (Ibid.,  s.  74.) 

Patents  for  Designs. — Sec.  4933.  All  the  regulations  and  provisions  which  ap- 
ply to  obtaining  or  protecting  patents  for  inventions  or  discoveries  not  inconsistent 
with  the  provisions  of  this  title,  shall  apply  to  patents  for  designs.     (Ibid.,  s.  76.) 

Fees  in  obtaining  Patents,  &c.— Sec.  4934.  The  following  shall  be  the  raiea 
for  patent  fees: 

On  filing  each  original  application  for  a  patent,  except  in  design  cases,  fifteen  dollars. 

On  issuing  each  original  patent,  except  in  design  cases,  twenty  dollars. 

In  design  cases:  For  three  years  and  six  months,  ten  dollars;  for  seven  years,  fifteen 
dollars ;  for  fourteen  years,  thirty  dollars. 

On  filing  each  caveat,  ten  dollars. 

On  every  application  for  the  reissue  of  a  patent,  thirty  dollars. 

On  filing  each  disclaimer,  ten  dollars. 

On  every  application  for  the  extension  of  a  patent,  fifty  dollars. 

On  the  granting  of  every  extension  of  a  patent,  fifty  dollars. 

On  an  appeal  for  the  first  time  from  the  primary  examiners  to  the  examiners-in-chief, 
ten  dollars. 

On  ever}'  appeal  from  the  examiners- in  chief  to  the  Commissioner,  twenty  dollars. 

For  certified  copies  of  patents  and  other  papers,  including  certified  printed  copiea, 
ten  cents  per  hundred  words. 

Bor  recording  every  assignment,  agreement,  power  of  attorney,  or  other  paper,  of 
three  hundred  words  or  under,  one  dollar;  of  over  three  hundred  and  under  one  thou- 
sand words,  two  dollars ;  of  over  one  thousand  words,  three  dollars. 

For  copies  of  drawings,  the  reasonable  cost  of  making  them.  (Ibid.,  s.  68,  p.  209 ; 
«.  75,  p.  210.    24  March,  1871,  c.  5,  s.  2.  v.  17,  p.  3.) 

Mode  of  Payment.— Sec.  4935.  Patent  fees  may  be  paid  to  the  Commissioner 
of  Patents,  or  to  the  Treasurer  or  any  of  the  assistant  treasurers  of  the  United  States, 
or  to  any  of  the  designated  depositaries,  national  banks,  or  receivers  of  public  money, 
designated  by  the  Secretary  of  the  Treasury  for  that  purpose;  and  f-ucli  officer  .«hall 
give  the  depositor  a  receipt  or  certificate  of  deposit  therefor.  All  money  received  at 
the  Patent  Office,  for  any  purpose,  or  from  any  source  whatever,  shall  be  paid  into  the 
Treasury  as  received,  without  any  deduction  whatever.  (8  July,  1870,  c.  230,  s.  69,  v. 
16,  p.  209.) 

Refunding. — Sec.  4936.  The  Treasurer  of  the  United  States  is  authorized  to  pay 
back  any  sum  or  sums  of  money  to  any  person  who  has  through  mistake  paid  the 
same  into  the  Treasury,  or  to  any  receiver  or  depositary,  to  the  credit  of  the  Treasury, 
as  for-l'ces  accruing  at  the  Patent  Office,  upon  a  certificate  thereof  being  made  to  tiie 
Treasurer  by  the  Commi.^tsioner  of  Patents.    (Ibid.,  s.  70.) 
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.  Begistration  of  Trade-marks.— Seo.  4937.  Any  person  or  nrm  domiciled  in 
the  United  States  and  any  corporatioD  created  by  the  authority  of  the  United  Stateft, 
or  of  any  State  or  Territory  thereof,  and  any  person,  firm,  or  corporation  resident  of 
or  located  in  any  foreign  country  which  by  treaty  or  convention  affords  similar  privi- 
leges to  citizens  of  the  United  States,  and  who  are  entitled  to  the  exclusive  ase  of  any 
lawful  trade-mark,  or  who  intend  to  adopt  and  use  any  trade-mark  for  exclusive  use 
within  the  United  States,  may  obtain  protection  for  such  lawful  trade-mark  by  com- 
plying with  the  following  requirements: 

First.  By  causing  to  be  recorded  in  the  Patent  Office  a  statement  specifying  the 
names  of  the  parties,  and  their  residences  and  place  of  business,  who  dfsire  the  pro- 
tection of  the  trade-mark;  the  class  of  merchandise,  and  the  particular  deecription  of 
goods  comprised  in  such  class,  by  which  the  trade-mark  has  been  or  is  intended  to  be 
appropriated  ;  a  description  of  the  trade- mark  itself,  with  fac  similes  thereof,  showing 
tlie  mode  in  which  it  has  been  or  is  intended  to  be  applied  and  used;  and  the  length 
of  time,  if  any,  during  which  the  trade  mark  has  been  in  use. 

Socond.  By  making  payment  of  a  fee  of  twenty-five  dollars  in  tho  same  manner  and 
for  the  same  purpose  as  the  fee  required  for  patents. 

Third.  By  complying  with  such  regulations  as  may  be  prescribed  by  the  Commis- 
sioner of  Patents.    (Ibid  ,  s.  77,  p.  10.) 

Accompanying  Declaration  under  Oath.— Sec.  4938.  Tlio  certificate  pre- 
pcribed  by  the  preceding  section  must,  in  order  to  create  any  right  whatever  in  favor 
of  tlie  party  filing  it,  be  accompanied  by  a  written  declaration  verified  by  the  person, 
or  by  .^ome  member  of  the  firm  or  officer  of  the  corporation  by  whom  it  is  filed,  to  the 
effect  that  the  party  claiming  protection  for  the  trade-mark  has  a  right  to  the  use  of 
the  Fame,  and  that  no  other  person,  firm,  or  corporation  has  the  right  to  such  use,  either 
in  the  identical  form  or  in  any  such  near  resemblance  thereto  as  might  be  calculated 
to  deceive;  and  that  the  description  and  fac-himiles  presented  for  record  are  true  copies 
of  the  trade-mark  sought  to  be  protected.    (8  Jul- ,  1870,  c.  230,  s.  77,  v.  16,  p.  210.) 

Bestriction  on  the  Registration  of  Trade-marks.— Sec.  4939.  The 
Commissioner  of  Patents  shall  not.  receive  and  record  any  proposed  trade-mark  which 
in  not  and  cannot  become  a  lawful  trade- mark,  or  which  is  merely  the  name  of  a  per- 
son, firm,  or  corporation  unaccompanied  by  a  mark  sufficient  to  distinguish  it  from  the 
same  name  when  used  by  other  per;<ons,  or  wliich  is  identical  with  a  trade-mark  appro- 
]>riate  to  the  same  class  of  merchandise  and  belonging  to  a  different  owner,  and  already 
registered  or  received  for  registration,  or  which  so  nearly  resembles  such  last- mentioned 
trade  mark  as  to  be  likely  to  deceive  the  public.  But  this  section  shall  not  prevent 
the  registry  of  any  lawful  trade- mark  rightfully  in  use  on  the  eighth  day  of  July, 
eighteen  hundred  and  seventy.    (Ibid.,  s.  79,  p.  211.) 

Receipt  of  Trade-mark  to  be  Certifledt — Sec.  4940.  The  time  of  the  receipt 
of  any  trade- mark  at  the  Patent  Office  for  registration  shall  be  noted  and  recorded. 
C'opiej^  of  the  trade-mark  and  of  the  date  of  the  receipt  thereof,  and  of  the  statement 
filed  therewith,  under  the  seal  of  the  Patent  Office,  certified  by  the-Commissioner,  shall 
he  evidence  in  any  suit  in  which  such  trade-mark  shall  be  brought  in  controversy. 
(Ibid.s  80.) 

Duration  of  Protection  and  AenewaL— Sec.  4941.  A  trade-mark  registered 
as  above  prescribed  shall  remain  in  force  for  thirty  years  from  the  date  of  such  regis- 
tration ;  except  in  cases  where  such  trade-mark  is  claimed  for  and  applied  to  articles 
not  manufactured  in  this  country  and  in  which  it  receives  protection  under  the  laws  of 
any  foreign  country  for  a  shorter  period,  in  which  case  it  shall  cease  to  have  any  force 
in  this  country  by  virtue  of  this  act  at  the  same  time  that  it  becomes  of  no  effect  else- 
where. Such  trade  mark  during  the  period  that  it  remains  in  force  shall  entitle  the 
person,  firm,  or  corporation  registering  the  same  to  the  exclusive  use  thereof  so  far  as 
regards  the  description  of  goods  to  which  it  is  appropriated  in  the  statement  filed  under 
oaiti  ft-;  aforesaid,  and  no  other  person  shall  lawfully  use  the  same  trade- mark,  or  sub- 
stantially the  same,  or  so  nearly  resembling  it  as  to  be  calculated  to  deceive,  upon  sub- 
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sUntially  the  same  description  of  goods.  And  at  any  time  during  the  six  months 
prior  to  the  expiration  of  the  term  of  thirty  years,  application  may  be  made  for  a 
renewal  of  suoh  registration,  under  regulations  to  be  prescribed  by  the  Commis9ioner 
of  Patents.  The  fee  for  sneh  renewal  shall  be  the  same  as  for  the  original  registra- 
tion ;  and  a  certificate  of  such  renewal  shall  be  issued  in  the  same  manner  as  for  the 
original  registration;  and  such  trade-mark  shall  remain  in  force  for  a  further  term  of 
thirty  years.    (Ibid.,  s.  78,  p.  211.) 

Infringement  of  Trade-Marks.— Sec.  4942.  Any  person  who  shall  repro- 
duce, counterfeit,  copy,  or  imitate  any  recorded  trade-mark,  and  affix  the  same  to 
tiub$:tnnrially  the  same  descriptive  properties  and  qualities  as  those  referred  to  in  the 
re^ii^tration,  shall  be  liable  to  an  action  on  the  case  for  damages  for  such  wrongful  use 
of  such  trade- mark,  at  the  suit  of  the  owner  thereof;  and  the  party  aggrieved  shall 
also  have  his  remedy  according  to  the  course  of  equity  to  enjoin  the  wrongful  uf^e  of 
bis  trade-mark  and  to  recover  compensation  therefor  in  any  court  having  jurisdiction 
over  the  person  guilty  of  such  wrongful  use.  (8  July,  1870,  c.  230,  s.  79,  v.  16, 
p.  211.) 

Restriction  upon  Actions. — Sec.  4943.  No  action  shall  be  maintained  under 
tlte  provisions  of  this  chapter  by  any  person  claiming  the  exclusive  right  to  any  trade- 
mark which  is  used  or  claimed  in  any  unlawful  business,  or  upon  any  article  which  is 
injurious  in  itself,  or  upon  any  trade-mark  which  has  been  fraudulently  obtained,  or 
wiiich  has  been  formed  and  used  with  the  design  of  deceiving  the  public  in  the  pur- 
chase or  use  of  any  article  of  merchandise.    (Ibid.,  s.  84,  p.  212.) 

Penalty  for  False  Registration. — Sec.  4914  Any  person  who  shall  procure 
the  registry  of  any  trade-mark,  or  of  himself  as  the  owner  of  a  trade  mark,  or  an 
entry  respecting  a  trade- mark  in  the  Patent  Office,  by  making  any  false  or  fraudulent 
representations  or  declarations,  verbally  or  in  writing,  or  by  any  fraudulent  means, 
shall  be  liable  to  pay  any  damages  sustained  in  consequence  of  any  snch  registry  or 
entry,  to  the  person  injured  thereby  ;  to  be  recovered  in  an  action  on  the  case.  (Ibid., 
8.  82.) 

Former  Rights  and  Remedies  Freseryed.— Sec.  4945.  Nothing  in  this 

chapter  shall  prevent,  lessen,  impeach,  or  avoid  any  remedy  at  law  or  in  equity, 
which  any  party  aggrieved  by  any  wrongful  use  of  any  trade-mark  might  have  had 
if  the  provisions  of  this  chapter  had  not  been  enacted.    (Ibid.,  s.  83.) 

Saying  as  to  Rights  after  Expiration  of  Term.— Sec  4946.  Nothing  in 
this  chapter  shall  be  construed  by  any  court  as  abridging  or  in  any  manner  affecting 
unfavorably  the  claim  of  any  person  to  any  trade-mark  after  the  expiration  of  the 
term  for  which  such  trade- mark  was  registered.  (8  July,  1870.  c.  230,  s.  78,  v.  16, 
p.  211.) 

Transfer  of  Rights  to  Trade-Marks.— Sec.  4947.  The  Commissioner  of 
Patents  is  authorized  to  make  rules,  regulations,  and  prescribe  forms  for  the  transfer 
of  the  right  to  the  nse  of  trade-marks,  conforming  as  nearly  as  practicable  to  the  re- 
quirements of  law  respecting  the  transfer  and  transmission  of  copyrights.    (Ibid.,  s.  81.) 


CHAP.  301. — An  act  to  amend  the  law  relating  to  patents,  trade-marjc:<,  and  copy- 
rights. 

Be  it  enacted  by  the  Senate  and  Home  of  Bepre$entaHvet  of  the  United  StaU9  of 
America  t?i  Congress  ctssembled,  That  no  person  shall  maintain  an  action  for  the  in- 
fringement of  his  copyright  nnless  he  shall  give  notice  thereof  by  inserting  in  the  sev' 
eral  copies  ot  every  edition  published,  on  the  title  page  or  the  page  immediately  fol- 
lowing, if  it  be  a  book ;  or  if  a  map,  chart,  musical  composition,  print,  cat,  engraving, 
photograph  painting,  drawing,  chromo,  statne,  statuary,  or  model  or  design  intended 
to  be  perfected  and  completed  as  a  work  of  the  fine  arts,  by  inscribing  upon  some  vis- 


BBVI8ED  STATUTES.  749 

ible  portion  thereof,  or  of  the  substance  on  which  the  same  shall  be  monnted.  the  fol- 
lowing words,  viz:  "  Entered  according  to  act  of  Congress,  in  the  year ,  by  A.  B., 

in  the  office  of  the  Librarian  of  Congress,  at  Washington  ;  "  or,  at  his  option  the  word 
"Copyright,"  together  with  the  year  the  copyright  was  entered,  and  the  name  of  the 
party  by  whom  it  was  taken  out;  thus:  "Copyright,  IS — .  by  A.  B." 

Seo.  2.  That  for  recording  and  certifying  any  instrument  of  writing  for  the  assign- 
ment of  a  copyright,  the  Librarian  of  Congress  shall  receive  from  the  persons  to  whom 
the  service  is  rendered,  one  dollar;  and  for  every  copy  of  an  assignment,  one  dollar; 
said  fee  to  cover,  in  either  case,  a  certificate  of  the  record,  under  seal  of  the  Librarian 
of  Congress* ;  and  all  fees  so  received  shall  be  paid  into  the  Treasury  of  the  United 
States. 

Restriotions. — Sec.  3.  That  in  the  construction  of  this  act  the  words,  "  engrav- 
ing," "  cut,"  and  *'  print,"  shall  be  applied  only  to  pictorial  illustrations,  or  works  con- 
nected with  the  fine  arts,  and  no  prints  or  labels  designed  to  be  used  for  any  other 
articles  of  manufacture  shall  be  entered  under  the  copyright  law,  but  may  be  registered 
in  the  Patent  Office.  And  the  Commissioner  of  Patents  is  hereby  charged  with  the 
supervision  and  control  of  the  entry  or  registry  of  such  prints  or  labels,  in  conformity 
with  the  regulations  provided  by  law  as  to  copyright  of  prints,  except  that  there  shall 
be  paid  for  recording  the  title  of  any  print  or  label  not  a  trade  mark,  six  dollars,  which 
sliall  cover  the  expense  of  furnishing  a  copy  of  the  record  under  the  seal  of  the  Com- 
missioner of  Patents,  to  the  party  entering  the  same. 

Sec.  4.  That  all  laws  and  parts  of  laws  inconsistent  with  the  foregoing  provisions  be 
and  the  same  are  hereby  repealed. 

Sec.  5.  That  this  act  shall  take  eCTect  on  and  after  the  first  day  of  August,  eighteen 
hundred  and  seventy-four. 

Approved  Junt  18, 1874. 
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ABANDONMENT  OF  EXPERIMENTS. 

1.  Where  a  patent  has  been  granted  for  improvements,  which,  after  a  fall  and  fair 

trial,  reftnlted  in  nnsaccessful  experiments,  and  have  been  finally  abandoned,  if 
any  other  person  takes  up  the  subject  of  the  improvements,  and  is  successful,  he 
is  entitled  to  the  merit  of  ihem  as  an  original  inventor.     Whiidy  v.  Swayne,  208. 

2.  Desertion  of  an  alleged  prior  invention,  consisting  of  a  machine  never  patented, 

may  be  proved  by  showing  that  the  inventor,  after  constructing  it,  broke  it  up  or 
laid  it  aside,  as  something  requiring  more  thought  and  experiment ;  provided  it 
appears  that  those  acts  were  done  without  any  definite  intention  of  resuming  his 
experiments.    Seymour  v.  Osborne,  292. 

See  Prior  Use  ;  Reduction  to  Practice. 

ABANDONMENT  OF  INVENTION. 

1.  Where  a  party  having  made  application  for  a  patent  for  certain  improvements, 

afterwards,  with  fiia  claim  still  on  file,  makes  application  for  another  but  distinct 
improvement  in  the  Stime  branch  of  art,  in  which  second  application  he  describes 
the  former  improvement,  but  does  not  in  such  second  application  claim  it  as  orig- 
inal, the  description  in  such  necond  application  and  non-claim  of  it  there,  is  not 
a  dedication  of  the  first  invention  to  the  public.     Suffolk  Co.  v.  Hayden,  140. 

2.  Forbearance  to  apply  for  a  patent  during  the  progress  of  experiments,  and  until 

tiie  party  has  perfected  his  invention  and  tested  its  value  by  practical  experi- 
ment, affords  no  ground  for  presumption  of  abandonment.  Agawam  Co.  v. 
Jordan,  187. 

See  Application,  1;  Equity,  6,  7;  Prior  Use. 

ACCOUNT  OF  PROFITS. 

1.  In  taking  an  account,  the  master  is  not  limited  to  the  date  of  entering  the  decree; 

he  can  extend  it  down  to  the  time  of  the  hearing  before  him.  Rubber  Co.  v. 
Goodyear,  237. 

2.  An  objection  that  the  word  '^patented'*  was  not  afiixed  by  the  complainant,  under 

Election  13  of  the  act  of  March  2d,  1861,  must  be  taken  in  the  answer,  if  it  is  in- 
tended to  be  raised  at  the  hearing  or  before  the  master.     Ibid. 

3.  Profits  are  rightly  estimated  by  the  master  by  finding  the  difiference  between  cost 

and  sales.     Ibid. 

4.  A  decree  ''for  all  the  profits  made  in  violation  of  the  rights  of  the  complainants 

under  the  patents  aforesaid,  by  respondents,  by  the  manufacture,  use,  or  sale  of 
any  of  the  articles  named  in  the  bill  of  complaint,"  is  correct  in  form.     Ibid. 

5.  In  estimaiing  the  cost,  the  elements  of  cost  of  materials,  interest,  expense  of  manu- 

facture and  sale,  and  bud  debts,  considered  by  a  manufacturer  in  finding  his 
pro6ts,  are  to  be  taken  into  account,  and  no  others.     Ibid. 

6.  Interest  on  capital  stock  and  "manufacturer's  profits"  were  properly  disallowed 

by  the  master.     Ibid. 

7.  Profits  due  to  elements  not  patented,  which  entered  into  the  composition  of  the 

patented  article,  m.-iy  sometimes  be  allowed.  They  were,  however,  properly 
disa  lowed  in  this  particular  case.    Ibid. 

8.  Extraordinary  salaries  were  properly  di.salIowed  by  the  master,  on  the  ground  that 

they  were  dividends  of  profit  under  another  name.     Ibid.' 

(  761 ) 
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ACCOUNT  OF  PROFITS— confmu^rf. 

9.  "Profit"  in  the  gain  made  upon  any  business  or  investment,  when  both  the 

receipts  and  paymento  were  taken  into  the  account.     IbitL,  219. 

10.  It  is  as  true  of  a  process,  invented  as  an  improvement  in  a  mannfactnre,  as  it  is 
of  an  improvement  in  a  machine,  that  an  infringer  is  not  liable  to  the  extent  of 
his  entire  profits  in  the  manufacture.       Mowry  v.  Whitney A^^- 

11.  In  such  a  case  the  question  to  be  determinn-f  is,  what  advantage  did  the  infringer 
derive  from  using  the  invention,  over  what  hft  had  in  using  otlier  processes  then 
open  to  the  public,  and  adequate  to  enable  him  to  obtain  an  equally  beneficial 
result?  The  fruits  of  that  advantage  are  his  profits,  and  tl>nt  advantage  is  the 
measure  of  profits  to  be  accounted  for.     Ibid. 

12.  The  profits  recoverable  from  an  infringer  are  the  measure  of  the  patentee's  dam- 

ages, and  though  called  j7ro/to,  are  really  damages,  and  unliquidated  until  u  final 
decree  is  made.     Ihid. 

13.  Interest  upon  unliquidated  damages  is  not  generally  allowable,  and  should  not 
be  allowed  before  a  final  decree  for  profits.     Ibid. 

See  Damages;  Kquitt,  1 ;  Infringement,  1. 

ACTIONS. 

1.  Under  the  fourteenth  section  of  the  Patent  Act  of  1836,  enacting  that  damages 

may  be  recovered  by  action  on  the  case,  to  be  brought  in  the  name  of  the  person 
'•  interested,"  the  original  owner  of  the  pati  nt,  who  has  afterwards  sold  his  right, 
may  recover  for  an  infringement  committed  during  the  time  that  he  was  owner. 
The  word  *•  interested  "  means  interested  in  the  patent  at  the  time  when  the 
infringement  was  committed.      Moore  v.  A/araA,. 180. 

2.  Where  the  patentee  has  assigned  his  whole  interest,  either  before  or  after  the 

patent  is  issued,  the  action  must  be  bcought  in  the  name  of  the  assignee,  h^canse 
he  alone  was  interested  in  the  patent  at  the  time  the  infringement  took  f»lnce; 
but  where  the  assignment  is  of  an  undivided  part  of  the  patent,  the  action 
should  be  brought  for  every  infringement  committed  subsequent  to  the  assign- 
ment, in  the  joint  names  of  the  patentee  and  assignee,  as  representing  ihe  entiic 
interest.     Ibid.,  185. 

3.  Settled  view  at  one  time  was,  that  the  grantee  of  a  territorial  right,  for  a  partic- 

ular district,  could  not  bring  an  action  on  tbe  patent  in  his  own  name;  hut  the 
act  of  Congress  having  made  him  a  party  interested  in  the  patent,  it  is  now 
equally  well  settled  that  he  may  sue  in  his  own  name  for  invasion  of  the 
patent  in  that  territorial  district,  as  no  one  else  is  injured  by  any  such  infringe- 
ment.    Ibid.,  185. 

4.  Subsequent  sale  and  transfer  of  the  exclusive  right  are  no  bar  to  an  action  to 

recover  damages  for  an  infringement  committed  before  such  sale  and  tran.s- 
fer.     Ibid.,  186. 

5.  Suits  for  infringement  committed  subsequent  to  a  grant  can  only  be  brought  in 

the  name  of  the  grantee,  as  it  is  clear  that  no  one  can  maintain  .such  an  action 
until  his  rights  have  been  invaded,  nor  until  he  is  interested  in  the  damage»  to 
be  recovered.     Ibid ,  185. 

6.  The  true  meaning  of  the  word  "  interested,"  as  employed  in  the  last  clause  of  the 

fourteenth  section  of  the  Patent  Act,  when  properly  understood  and  applied,  im, 
that  the  right  of  action  is  given  to  the  person  or  persons  owning  the  exclnsive 
right  at  the  time  the  infringement  is  committed.     Ibid.^  186. 

See  Agreement,  4;  Appeals;  Damages;  Infringement;  Notice  of  Special  Matter. 

ADMINISTRATORS  AND  EXECUTORS. 
1.  Where  a  patentee  dies,  the  surrogate  of  the  place  where  the  decedent  wad  domi- 
ciled properly  has  jurisdiction  to  take  probate  of  his  will  and  issue  letters  testa- 
mentary.    Rubber  Company  v.  Goodyear,  237. 
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ADMINISTRATORS  AND  EXECUTORS— conHnucJ. 

2.  Where  several  executors  Are  appointed  by  the  will  of  a  patentee  decedent — pro- 

vision being  made,  however,  for  one  alone  acting — and  but  one  proves  the  will 
and  receives  the  letters  of  administration,  he  alone  can  maintain  an  action  for 
infringement  of  the  letters  patent  at  common  law.     Ibid. 

3.  Under  the  laws  of  the  United  States,  where  a  parent  is  granted  to  C:  0.  as  exec- 

ator,  he  can  maintain  a  suit  on  the  patent  in  all  respects  as  if  he  had  been 
designated  in  the  patent  as  trustee  instead  of  executor.    Ibid. 

4.  An  objection  to  the  authority  of  an  executor  to  maintain  a  suit  on  letters  patent 

should  be  taken  by  a  plea  in  abatement.    Ibid. 

ADMISSIONS  IN  ANSWER, 

See  Equity,  1, 2. 

AGREEMENT. 

1.  Where  the  purchaser  of  a  claim  for  a  patent  agrees  that,  as  soon  as  the  patent 

is  issued,  he  will  give  his  notes,  payable  at  a  future  date,  the  fact  that  no  patent 
has  issued  until  after  the  day  when  the  last  note,  if  given,  would  have  been 
payable,  is  no  defense  to  assumpsit  for  not  having  given  the  notes ;  the  patent 
having  finally  issued  in  form.     Bead  v.  Bowman,  129. 

2.  The  practical  construction  which  the  parties  themselves  have  given  to  a  contract 

by  their  own  conduct  is,  in  ca^es  of  doubt,  always  entitled  to  great  weight. 
Rubber  Company  v.  Goodyear,  246. 

3.  Where  there  is  doubt  as  to  the  proper  meaning  of  an  instrument,  the  construction 

which  the  parties  to  it  have  theraselvei  put  upon  it,  is  entitled  to  great  consid- 
eration; but  where  its  meaning  is  clear,  an  erroneous  construction  of  it  by  them 
will  not  control  its  effect.     Railroad  Company  v.  Trimble,  274. 

4.  Where  the  owner  of  a  patent  granted  the  portion  of  his  interest  in  it  to  another 

person  in  consideration  of  certain  payments  to  be  made  by  such  person  to  third 
parties,  and  certain  promises  and  agreements  then  made  by  him;  and  such 
person  never  made  any  of  the  payments  which  he  was  thus  required  to  make, 
and  by  common  consent  of  the  grantor  and  grantee,  the  contract  never  went 
into  operation  in  any  way,  because  the  grantee  was  unable  to  comply  with  any 
of  his  engagements,  so  that  the  grantor  was  compelled  to  pay,  and  did  pay,  the 
money  which  the  grantee  had  agreed  to  pay;  and  the  grantee  during  his  life- 
time never  claimed  any  interest  in  the  contract,  but,  on  the  contrary,  always 
recognized  the  grantor's  exclusive  right,  and  acted  as  his  agent  in  the  patent, 
under  a  power  of  attorney,  paying  him  a  part  of  the  profits  for  the  privilege: 
Held,  after  the  grantee's  death,  that  the  agreement  did  not  prevent  the  grantor's 
bringing  suit  for  the  infringement  of  the  patent  without  naming  the  grantee. 
Ibid. 

5.  A  contract  in  writing  may  be  binding  on  a  corporation  though  a  private  seal  of 

one  of  its  officers  was  used  instead  of  the  corporate  seal,  and  though  no  record 
may  be  found  authorizing  the  officer  to  make  the  contract,  if  other  evidence 
proves  that  he  had  such  authority,  or  that  the  company  ratified  his  act  after- 
wards.    Eureka  Company  v.  Bailey  Company,  287. 

6.  When  parties  have,  after  long  negotiation,  with  full  opportunities  for  knowing 

what  they  are  doing,  entered  into  contracts  for  the  use  of  inventions  covered 
by  rival  patents,  and  no  fraud  or  imposition  is  alleged,  the  case  of  a  party  sued 
in  such  a  contract  must  be  very  clear,  who  denies  the  validity  of  the  patent  for 
which  he  has  agreed  to  pay  a  royalty.     Ibid, 

7.  And  when  such  a  party  has  furnished  under  the  contract  a  model  of  the  machines 

which  he  proposes  to  make,  on  which  he  agrees  to  pay  a  royalty,  he  cannot  deny 
that  such  machine  contains  matter  covered  by  the  patent,  unless  he  alleges  and 
proves  circumstances  which  would  set  aside  the  contract  for  fraud,  mistake,  or 
surprise.     Ibid. 
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ACCOUNT  OF  PROFITS— con^inucrf. 

9.  *' Profit*'  ifl  the  gain  made  upon  any  business  or  investment,  when  both  the 

receipts  and  paymenU  were  taken  into  the  account.     Ibid,,  219. 

10.  It  is  as  true  of  a  process,  invented  as  an  improvement  in  a  manufacture,  as  it  is 
of  an  improvement  in  a  machine,  that  an  infringer  is  not  liable  to  the  extent  of 
his  entire  profits  in  the  manufacture.      Mowry  v.  Whitney,  410. 

11.  In  such  a  case  the  question  to  be  determinft-^  is,  what  advantag«^  did  the  infringer 
derive  from  using  the  invention,  over  what  he  had  in  u.sing  other  pro<:es.ses  ilien 
open  to  the  public,  and  adequate  to  enable  him  to  obtain  an  equally  beneficial 
result?  The  fruits  of  that  advantage  are  his  profits,  and  that  advantage  is  the 
measure  of  profits  to  be  accounted  for.     Ibid. 

12.  The  profits  recoverable  from  an  infringer  are  the  measure  of  the  patentee's  dam- 
ages, and  though  called  profiU,  are  really  damages,  and  unliqtiidated  until  a  final 
decree  is  made.     Ibid. 

13.  Interest  upon  unliquidated  damages  is  not  generally  allowable,  and  should  not 
be  allowed  before  a  final  decree  for  profits.     Ibid. 

See  Damages;  Equitt,  1 ;  Ikfbikgeueitt,  1. 

ACTIONS. 

1.  Under  the  fourteenth  section  of  the  Patent  Act  of  1836,  enacting  that  damages 

may  be  recovered  by  action  on  the  ca.<»e,  to  be  brought  in  the  name  of  the  person 
'•  interested,"  the  original  owner  of  the  pat*,  nl,  who  has  afterwards  sold  his  right, 
may  recover  for  an  infringement  committed  during  the  time  that  he  wa.«'  owner. 
The  word  "interested"  means  interested  in  the  patent  at  the  lime  when  the 
infringement  was  committed.      Moore  v.  J/ara^,.  180. 

2.  Where  the  patentee  has  assigned  his  whole  interest,  either  before  or  after  the 

patent  is  issued,  the  action  must  be  brought  in  the  name  of  the  assignee,  hecaime 
he  alone  was  interested  in  the  patent  at  the  time  the  infringement  took  place; 
but  where  the  assignment  is  of  an  undivided  part  of  the  patent,  the  action 
should  be  brought  for  every  infringement  committed  subsequent  to  the  a.<«sign- 
ment,  in  the  joint  names  of  the  patentee  and  a.^signee,  as  representing  the  entiio 
interest.     Ibid.,  185. 

3.  Settled  view  at  one  time  was,  that  the  grantee  of  a  territorial  right,  for  a  panic* 

ular  district,  could  not  bring  an  action  on  tbe  patent  in  his  own  name;  but  the 
act  of  Congress  having  made  him  a  party  interested  in  the  patent,  it  is  now 
equally  well  settled  that  he  may  sue  in  his  own  name  for  iuv:%sion  of  the 
patent  in  that  territorial  district,  as  no  one  else  is  injured  by  any  such  infringe- 
ment.    Ibid.,  185. 

4.  Subsequent  sale  and  transfer  of  the  exclusive  right  are  no  bar  to  an  action  to 

recover  damages  for  an  infringement  committed  before  such  .sale  and  trans- 
fer.    Ibid.,  186. 

5.  Suits  for  infringement  committed  subsequent  to  a  grant  can  only  bu  brought  in 

the  name  of  the  grantee,  as  it  is  clear  that  no  one  can  maintain  such  an  action 
until  his  rights  have  been  invaded,  nor  until  he  is  interested  in  the  damages  to 
be  recovered.     Ibid ,  185. 

6.  The  true  meaning  of  the  word  "  interested,"  as  employed  in  the  last  clau.«*e  of  the 

fourteenth  section  of  the  Patent  Act,  when  properly  understood  and  applicKi,  is, 
that  the  right  of  action  is  given  to  the  person  or  persons  owning  the  exclusive 
right  at  the  time  the  infringement  is  committed.     Ibid.,  186. 

See  Agreement,  4 ;  Appeals;  Damages;  Infringement;  Notice  of  Special  M.\tter. 

ADMINISTRATORS  AND  EXECUTORS. 
1.  Where  a  patentee  dies,  the  surrogate  of  the  place  where  the  decedent  wad  domi- 
ciled properly  has  jurisdiction  to  take  probate  of  his  will  and  issue  lettera  tesia- 
raentary.     Rubber  Company  v.  Goodyear,  237. 
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ADMINISTRATORS  AND  EXECUTORS— continued 

2.  Where  several  execalors  are  appointed  by  ihe  will  of  a  patentee  decedent — pro- 

vision being  made,  however,  for  one  alone  acting — and  but  one  proves  the  will 
and  receives  the  letters  of  administration,  he  alone  can  maintain  an  action  for 
infringement  of  the  letters  patent  at  common  law.     Ibid. 

3.  Under  the  laws  of  the  United  States,  where  a  patent  is  granted  to  C!  G.  as  exec- 

utor, he  can  maintain  a  suit  on  the  patent  in  all  respects  as  if  he  had  been 
designated  in  the  patent  aa  trustee  instead  of  executor.    Ibid. 

4.  An  objection  to  the  authority  of  an  executor  to  maintain  a  suit  on  letters  patent 

ahould  be  taken  by  a  plea  in  abatement.     Ibid. 

ADMISSIONS  IN  ANSWER. 

See  Equity,  1, 2. 

AGREEMENT. 

1.  Where  the  purchaser  of  a  claim  for  a  patent  agrees  that,  as  soon  as  the  patent 

is  issued,  he  will  give  his  notes,  payable  at  a  future  date,  the  fact  that  no  patent 
has  issued  until  after  the  day  when  the  last  note,  if  given,  would  have  been 
payable,  is  no  defense  to  assumpsit  for  not  having  given  the  notes ;  the  patent 
having  finally  issued  in  form.     Read  v.  Bowman,  129. 

2.  The  practical  construction  which  the  parties  themselves  have  given  to  a  contract 

by  their  own  conduct  is,  in  cases  of  doubt,  always  entitled  to  great  weight. 
Rubber  Company  v.  Goodyear,  246. 

3.  Where  there  is  doubt  as  to  the  proper  meaning  of  an  instrument,  the  construction 

which  the  parties  to  it  have  themselves  put  upon  it,  is  entitled  to  great  consid- 
eration; but  where  its  meaning  is  clear,  an  erroneous  construction  of  it  by  them 
will  not  control  its  effect.     Railroad  Company  v.  Trimble,  274. 

4.  Where  the  owner  of  n  patent  granted  the  portion  of  his  interest  in  it  to  another 

person  in  consideration  of  certain  payments  to  be  made  by  such  person  to  third 
parties,  and  certain  promises  and  agreements  then  made  by  him;  and  such 
person  never  made  any  of  the  payments  which  he  was  thus  required  to  make, 
and  by  common  consent  of  the  grantor  and  grantee,  the  contract  never  went 
into  operation  in  any  way,  because  the  grantee  was  unable  to  comply  with  any 
of  his  engagements,  so  that  the  grantor  was  compelled  to  pay,  and  did  pay,  the 
money  which  the  grantee  had  agreed  to  pay;  and  the  grantee  during  his  life- 
time never  claimed  any  interest  in  the  contract,  but,  on  the  contrary,  always 
recognized  the  grantor's  exclusive  right,  and  acted  as  his  agent  in  the  patent, 
under  a  power  of  attorney,  paying  him  a  part  of  the  profits  for  the  privilege: 
Held,  after  the  grantee's  death,  that  the  agreement  did  not  prevent  the  grantor's 
bringing  suit  for  the  infringement  of  the  patent  without  naming  the  grantee. 
Ibid. 

5.  A  contract  in  writing  may  be  binding  on  a  corporation  though  a  private  seal  of 

one  of  its  officers  was  used  instead  of  the  corporate  seal,  and  though  no  record 
may  ba  found  authorizing  the  officer  to  make  the  contract,  if  other  evidence 
proves  that  he  had  such  authority,  or  that  the  company  ratified  his  act  after- 
wards.    Eureka  Company  v.  Bailey  Company,  287. 

6.  When  parties  have,  after  long  negotiation,  with  full  opportunities  for  knowing 

what  they  are  doing,  entered  into  contracts  for  the  use  of  inventions  covered 
by  rival  patents,  and  no  fraud  or  imposition  is  alleged,  the  case  of  a  party  sued 
in  such  a  contract  must  be  very  clear,  who  denies  the  validity  of  the  patent  for 
which  he  has  agreed  to  pay  a  royalty.     Ibid, 

7.  And  when  such  a  party  has  furnished  under  the  contract  a  model  of  the  machines 

which  he  proposes  to  make,  on  which  he  agrees  to  pay  a  royalty,  he  cannot  deny 
that  such  machine  contains  matter  covered  by  the  patent,  unless  he  alleges  and 
proves  circumstances  which  would  set  aside  the  contract  for  fraud,  mistake,  or 
surprise.     Ibid, 
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8.  The  army  regulation  No.  1002,  which  declares  that  "  no  officer  or  agent  in  the 

military  service  shall  purchase  from  any  other  person  in  the  military  service  or 
make  any  contract  with  any  such  person  to  furnish  supplies  or  services,  or 
make  any  purchase  or  contract  in  which  such  person  shall  be  admitted  to  any 
share  or  part,  or  to  any  benefit  to  arise  therefrom,"  does  not  ftpply  to  contracts 
on  behalf  of  the  United  States,  with  an  officer  of  the  army  of  the  United  States 
for  the  manufacture  and  use  of  a  patented  article  which  requires  for  its  validity 
the  approval  of  the  Secretary  of  War.  The  secretary,  though  the  head  of  the 
War  Department,  is  not  in  the  military  service  in  the  sense  of  the  regulation, 
but  is  a  civil  officer.      United  Statea  v.  Bums,  344. 

9.  In  February,  1858,  a  contract  was  made  on  behalf  of  the  United  States  with 

Sibley,  an  officer  in  the  army  of  the  United  States,  for  the  manufactore  and  use 
of  what  is  known  as  the  Sibley  tent,  of  which  tent  Sibley  had  secured  a  patent, 
by  which  contract  the  government  was  authorized  to  make  and  procure  as  many 
of  the  tents  as  it  might  require  by  paying  the  sum  of  five  dollars  for  each  tent, 
the  contract  to  continue  until  the  1st  of  January,  1859,  and  longer  unless  the 
United  States  were  notified  to  the  contrary.  In  April,  1858,  Sibley  executed 
to  Burns,  another  officer  in  the  army  of  the  United  States,  an  assignment  of 
*'  the  one-half  interest  in  all  the  benefits  and  net  profits  arising  from  and  be- 
longing to  the  invention,"  from  and  after  February  22,  1856.  Soon  after  the 
commencement  of  the  rebellion  Sibley  resigned  his  commission  in  the  army  of 
the  United  States  and  joined  the  Confederates.  Burns  remained  true  in  his 
allegiance  to  the  government  of  the  United  States  and  served  in  the  army  of 
the  Union.  After  the  resignation  and  defection  of  Sibley,  one  half  of  the  roy- 
alty on  each  tent  made  or  procured  by  the  government  was  paid  to  Burns, 
under  the  contract  with  Sibley,  until  December  26th,  1861,  when  further  pay- 
ments to  him  were  forbidden  by  order  of  the  Secretary  of  War,  although  the 
government  continued  to  manufacture  and  use  the  tents  as  previously :  Mdd, 
Ist,  that  the  assignment  of  Sibley  passed  to  Burns  one-half  interest  in  the  con- 
tract of  Sibley  with  the  government,  and  the  right  to  a  moiety  of  the  royalty 
stipulated ;  2d,  that  the  order  of  the  Secretary  of  War,  in  December.  1861,  did 
not  terminate  the  contract;  3d,  that  the  War  Department,  by  its  previous  pay- 
ments to  Burns  of  one-half  of  the  royalty  stipulated,  severed  his  claim  from 
that  of  Sibley  under  the  contract;  4th,  that  the  act  of  March  3d,  1863,  in 
barring  Sibley,  by  reason  of  his  disloyalty,  of  any  action  upon  the  contract 
with  the  government  in  the  Court  of  Claims,  does  not  affect  the  right  of  Burns 
to  his  moiety  under  that  contract  or  his  right  of  action  for  the  same  in  the 
Court  of  Claims.    The  act  severs  their  claims.    Ibid. 

10.  The  technical  rule  of  pleading  in  an  action  in  a  common-law  court,  by  which  a 

contract  with  two  must  be  prosecuted  in  their  joint  names,  if  both  are  living, 
has  no  application  to  a  case  thus  situated.  And  the  Court  of  Claims,  in  de- 
ciding upon  the  rights  of  the  claimants,  is  not  bound  by  any  special  rules  of 
pleading.     Ibid.,  350. 

11.  Where  a  person,  on  a  given  contract,  covenants  to  pay  a  sum  whose  amount  is  to 

be  contingent  on  certain  events,  and  is  to  be  ascertained  by  arbitrators,  such 
person,  if  he  present  any  arbitration,  may  be  sued  at  law  on  a  qtiantum  vaUbal, 
and  the  sum  due  may  be  ascertained  by  a  jury  under  instructions  from  the 
court.  If  the  jury,  under  such  instructions,  find  that  only  so  much  is  due,  the 
plaintiff  can  recover  nothing  more.     Hwnaston  v.  Telegraph  Company,  622. 

12.  A  contract  of  a  special  nature  explained  and  interpreted  so  as  to  sustain  a  ciiarge 

under  which,  in  a  case  like  that  just  stated,  the  jury  found  as  due  much  less  than 
the  plaintiff  claimed.    Ibid. 

13.  Where  a  person   in  consideration  of  property  (not   money)  to   be  assigned   by 

another,  agrees  to  give  a  certain  number  of  shares  of  stock,  having  on  the  day  of 


BIGEgrrSD  ABSTRACT.  ^55 

AGREEMENT— continued 

the  contract  a  fixed  market  value,  and,  refosiDg  to  give  the  stock,  is  sued  at  law 
for  a  breach  of  the  contract,  evidence  of  the  value  of  the  stock  at  any  other  tim^ 
than  at  the  date  of  the  contract  is  rightly  excluded ;  its  value  at  that  date  being 
agreed  on.  and  admitted.     Ibid. 

See  AssiGNKENT;  Deed;  LicmrsB. 

ANSWER. 

See  AccwuHT  of  Profits,  2;  Equitt,  1,  2,  5,  6,  14;  Notice  of  Special  Matteb, 

ANNULMENT  OF  PATENT. 

See  Repeal  of  Patent. 

APPEAL  BOND. 
1 .  The  question  of  sufficiency  of  an  appeal  bond  is  to  be  determined  in  the  first  instance 
by  the  judge  who  signs  the  citation  ;  but  after  the  allowance  of  the  appeal  it 
becomes  cognizable  here.  It  is  not  required  that  the  security  be  in  any  fixed 
proportion  to  the  amount  of  the  decree ;  but  only  that  it  be  sufficient.  Where  a 
decree  had  been  for  a  large  sum,  ($310,752,)  security  in  less  than  double  the 
amount  was  accepted  by  this  court,  aud  the  appellants  allowed  to  withdraw 
a  bond  given  in  such  double  sum.     ByJ)her  Company  v.  Ooodyear,  171. 

APPEALS. 

1.  An  appeal  upon  a  bill  for  the  infringement  of  a  patent  dismissed,  it  appearing  that 

after  the  appeal  the  appellants  had  purchased  a  certain  patent  of  the  defendants, 
under  which  the  defendants  sought  to  protect  themselves;  and  that  the  defendants 
as  compensation  had  taken  stock  in  the  company  which  had  successfully  sought 
to  enjoin  them,  and  was  now  appellant  in  the  case.  Wood-paper  Co.  v.  Ileft, 
220. 

2.  The  fact  that  damages  for  the  infringement  alleged  in  the  bill  had  not  been  com- 

promised, held  not  to  affect  the  propriety  of  the  dismissal.     Ibid. 

3.  The  right  given  by  the  acts  of  February  18th,  1861,  and  July  20th,  1870,  of  appeal 

or  writ  of  error  without  regard  to  the  sum  in  controversy  in  questions  arising 
under  laws  of  the  United  States,  granting  or  conferring  to  authors  or  inventors 
the  exclusive  right  to  their  invention3  or  discoveries,  applies  to  controversies 
between  a  patentee  or  author  and  alleged  infringer  as  well  as  to  those  between 
rival  patentees.     Philp  etal.  v.  Nock,  351. 

See  Afpeal  Bond  ;  Mahdahus  ;  Rbisbue,  9. 

APPLICATION. 

1.  If  an  applicant  for  a  patent  choone  to  withdraw  his  application  for  a  patent,  intend- 

ing, at  the  time  of  such  withdrawal,  to  file  a  new  petition,  and  he  accordingly 
does  so,  the  two  petitions  are  to  be  considered  as  parta  of  the  same  transaction, 
and  both  as  constitntrag  one  continuous  application,  within  the  meaning  of  the 
seventh  sections  of  the  Patent  Acts  of  1836  and  1839.  Cliffokd,  J.,  dissenting. 
Godfrey  v.  Eames,  34. 

2.  The  question  of  the  continuity  of  the  application  is  a  question  to  be  snbmittMl-  to 

the  jury.     Ibid. 

3.  The  Patent  Bureau  in  this  country  is  composed  of  men  of  scientific  attainments, 

who  examine  the  merits  of  every  claimant  of  a  patent,  and  decide  whether,  in 
their  opinion,  it  attempts  to  claim  a  monopoly  of  things  before  known  or  in- 
vented. They  are  not  expected,  as  formerly,  to  grant  a  patent  without  inquiring, 
to  every  applicant  who  is  ready  to  pay  the  fees.  Such  a  course  of  conduct  would 
be  highly  injurious  to  the  public,  by  furnibhing  means  to  impose  on  the  public  by 
false  pretences,  and  with  threats  of  expensive  and  ruinous  litigation.  Burr  v. 
Duryee,  106. 

4.  Where  the  Patent  Office  grants  a  patent  for  one  invention,  and  afterwards,  up^^ 
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a  cliiim  filed  previously  to  that  od  which  such  patent  has  been  granted,  issues 
another,  the  second  patent,  not  the  first,  is  void.    Suffolk  Co.  v.  Hayden,  141. 

\'io:  li  is  the  first  duty  of  the  Commissioner  to  receive  an  application,  whatever  he  may 
do  subsequently.  Without  this  initial  step  there  coald  be  no  examination,  and, 
indeed,  no  rightful  knowledge  of  the  subject  on  his  part.  Commistioner  of  I\jU- 
tnU  V.  Whiteley,  153. 

6.  Application  for  a  patent  is  required  to  be  made  to  the  Commissioner  appointed 

under  authority  of  law,  and  inasmuch  as  that  officer  is  empowered  to  decide 
upon  the  merits  of  the  application,  his  decision  in  granting  the  patent  is  pre- 
sumed to  be  correct.     Agawam  Co.  v.  Jordan,  198. 

7.  Whether  a  given  invention  or  improvement  shall  be  embraced  in  one,  two,  or  more 

patents,  is  a  matter  about  which  some  discretion  must  be  left  with  the  head  of 
the  Patent  Office;  it  being  often  a  nice  and  perplexing  question,  and  one  not 
i  capable  of  being  prescribed  for  by  a  general  rule.     Bennet  v.  Fowler,  231. 

8.  Accordingly,  in  a  case  where  two  reissued  patents,  both  related  to  the  lifting  and 

depositing  a  load  of  hay  in  a  mow  of  a  barn,  or  in  a  rick  or  shed,  but  in  one  of 
them  the  lifter  was  somewhat  differenily  constructed,  so  as  to  adapt  it  specially 
to  the  stacking  of  hay,  (which,  as  this  court  assumed,  had  doubtless  led  the  office 
to  divide  the  improvements,  and  issue  separate  patents,  in  a  case  where  the  im- 
provements had  been  embraced  in  one  in  the  original  patent,)  the  reissue  in  the 
twofold  form  was  held  proper.     Ibid. 

See  Abandonment  of  Invention;  Construction  of  Patent;  Mandamus,  2;  Reissue. 

ARBITRATION. 

1.  The  practice  of  referring  pending  actions  under  a  rule  of  court  to  arbitrators 

appointed  by  the  court,  with  the  consent  of  both  parties,  is  a  mode  of  prosecuting 
a  suit  to  judgment  as  well  established  and  as  fully  warranted  as  a  trial  by  jury. 
Hecktrz  v.  Fowler,  113. 

2.  A  reference  to  hear  and  determine  all  the  issues  in  a  case  does  not  require  the 

referee  to  rq)ort  his  finding  in  all.  It  is  answered  by  his  hearing  and  determin- 
ing all,  and  reporting  the  result.     Ibid. 

3.  A  judgment  of  the  circuit  court,  entered  by  the  clerk  without  objection  upon  the 

report  of  the  referee,  and  pursuant  to  order  of  court  and  the  agreement  of 
parties,  is  valid,  and  can  be  enforced.     Ibid. 

ASSIGNEE. 

See  AcrrioN ;  Assignment,  Reissue,  9,  10. 

ASSIGNMENT. 
1.  A  grant  of  a  right  by  a  patentee  to  make  and*  use,  and  vend  to  others  to  be  used, 
a  patented  machine,  within  a  term  for  which  it  has  been  granted,  will  give  the 
purchaser  of  machines  from  such  grantee  the  right  to  use  the  machine  patented  ufi 
long  as  the  machine  itself  lasts;  nor  will  this  right  to  use  a  machine  cea^e  be- 
cause an  extension  of  the  patent,  not  provided  for  when  the  patentee  made  his 

''  •'      grant,  has  nince  been  allowed,  and  the  machine  sold  has  la.sted  and  is  used  hv 
the  purchaser  within  the  term  of  time  covered  by  this  ex>ension:  the  rule  bein^ 
distinguishable  from  that  applied  to  the  assignee  of  the  right  to  make  and  vend 
the  thing  patented,  who  holds  a  portion  of  the  franchise  which  the  patent  con 
fers,  and  whose  right,  of  course,  terminates  with  the  term  of  the  patent.  uiil(s.s 
there  is  a  stipulation  to  the  contrary.     Bloomer  v.  Millinger,  42. 
2    A  deed  by  which  a  patentee  of  an  invention  conveys  all  the  right,  title,  and  inter 
eat  which  he  has  in  the  "said  invention,"  as  secured  to  him  by  letters  patent, 
and  also  all  "right,  title,  and  interest,  which  may  be  Kocured  to  liini  from  time  to 
time,'*  the  same  to  be  held  by  the  assignee  for  his  own  use  and  for  that  of  hi.s 
legal  representatives,  "  to  the  full  end  of  the  term  for  which  said  letiers  patent 
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are  OB  mai/  be  granted,"  carries  the  entire  invention  and  all  alterations  and 
improvements,  and  all  patents  whensoever  issued  and  extensions  alike,  to  the 
extent  of  the  territory  specified.     Railroad  Co.  v.  Trimble,  274. 

3.  A  grant  hy  a  patentee  of  an  extennon  of  a  patent,  before  any  extension  has  issued, 

will  carry,  if  the  terms  of  the  grant  be  proper  ones,  the  legal  as  well  as  the  equi- 
table interest  in  the  patent.     Ibid. 

4.  The  effect  of  such  a  contract  has  been  settled  by  this  court  in  Oayler  v.  Wildef 

and  others,  10  Howard,  477.  The  argument  which  controlled  the  judgment  of 
the  court  in  that  case  may  be  thus  stated  :  Fitzgerald  had  an  inchoate  right  at 
the  lime  of  ihe  assignment,  the  invention  being  then  complete  and  the  specifica- 
tion prepared.  It  appeared,  by  the  language  of  the  assignment,  that  it  was  in- 
tended to  operate  upon  the  perfect  legal  title,  which  he  then  had  a  lawful  right 
to  obtain,  as  well  as  upon  the  inchoate  right  which  he  then  possessed.  There 
was  no  sound  reason  for  defeating  the  intention  of  the  parties  by  restricting  llio 
assignment  t^  the  latter  interest  and  compelling  the  parties  to  execute  another 
transfer,  unless  the  act  of  Congress  required  it,  which,  in  the  opinion  of  ilie 
court,  it  did  not.  The  act  of  1836  declared  that  every  patent  shall  bd  assign- 
able in  law.  The  thing  to  be  as.<«igned  is  not  the  mere  parchment  on  which  the 
grant  is  written,  but  the  monopoly  whicli  the  grant  confers — the  right  of  prop- 
erty which  it  creates — and  when  the  party  has  acquired  an  inchoate  right  to  it, 
and  the  power  to  make  that  right  perfect  and  absolute  at  bis  pleasure,  the  assign- 
ment of  his  whole  interest,  whether  executed  before  or  after  the  patent  issued,  in 
equally  within  the  provisions  of  ihe  act  of  Congress.  /6irf.,  284. 
6.  The  rule  laid  down  in  Oayler  v.  Wilder  is  the  law  of  this  tribunal  upon  the  sub- 
ject. There  the  patent  was  an  original  one;  here  it  is  an  extension.  The  ques- 
tion arises  under  the  11  th  and  18th  sections  of  the  act  of  1836.  But  the  argu- 
ments which  controlled  the  decision  in  that  case  apply- in  this  with  equal  force. 
The  same  considerations  are  involved  in  both.  There  is  no  substantial  ground 
of  distinction.  The  application  of  the  same  principle  to  the  assignment  of  an 
extended  patent,  made  before  the  extension,  is  an  inevitable  corollary  from  the 
reasoning  of  the  court.     Ibid.,  285. 

6.  The  case  of  WiUon  v.  Eoxueeau,  4  Howard,  682,  did  not  turn  upon  the  question 

considered  in  the  case  of  Railroad  Company  v.  TVimble,  and  it  contains  nothing 
in  conflict  with  the  proposition  e.<<tablished  in  Qayler  v.  Wilder.     Ibid. 

7.  An  assignment  of  a  reissued  patent,  reciting  the  date  and  number  of  the  reissue. 

and  that  the  original  patent  had  been  ** given  for  the  term  of  fourteen  years;'* 
reciting  that  the  assignee  had  agreed  to  purchase  all  the  right,  title,  and  interest 
which  the  patentee  had  "  in  the  taid  irvoention  as  secured  by  the  eaid  letters 
patent;"  and  transferring  to  the  assignee  all  the  right,  title,  and  interest  which 
the  patentee  has  "  in  the  said  invention  and  letters  patent;'*  "  the  same  to  be  held 
and  enjoyed  by  the  said  party  for  the  use  and  behoof  of  him  and  his  legal 
representatives  to  the  full  end  of  the  term  for  which  the  said  letters  patent 
are  or  may  be  granted,  as  fully  and  effectively  (u  the  same  would  have  been 
held  and  enjoyed  by  the  assignor  had  Hie  assignment  never  been  made*'  will 
transfer  an  extension  and  renewal  of  the  patent  made  under  the  acts  of  July 
4th,  1836,  and  of  May  27th,  1848 ;  and  this  though  the  patent  be  reissued  sub 
sequently  to  the  assignment.     Nicolson  Pavement  Company  v.  Jenkins,  388. 

8.  The  case  of  The  Railroad  Company  v.  Trimble,  10  Wallace,  367,  is  not  different  in 

principle  from  this,  although  in  that  case  the  language  is  somewhat  broader. 
Ibid.,  392. 

9.  A  patentee  of  certain  machine<i,  whose  original  patent  had  still  between  six  and 

seven  years  to  run,  conveyed  to  another  person  the  "  right  to  make  and  use  and 
to  license  to  others  the  right  to  make  and  use  four  of  the  machines  "  in  two  States 
*' during  the  remainder  of  the  original  term  of  the  letters  patent,  jprovi^ec/,  liiat 
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the  said  grantee  shall  not  in  any  way  or  form  dispose  of,  sell,  or  grant  any  license 
to  use  the  said  machines  beyond  the  said  term."  The  patent  having,  towards  the 
expiration  of  the  original  term,  been  extended  for  seven  years,  Juld,  that  an 
injunction  by  a  grantee  of  the  extended  term  would  lay  to  re!«train  the  ase  of 
the  fonr  machines,  they  being  in  use  after  the  term  of  the  original  patent  had 
expired.     AfitcJicllv.  Hawley.AAS. 

10.  When  a  patentee  has  himself  constrncted  the  thing  patented,  and  sold  it  without 

any  conditions,  or  anthorized  another  to  construct,  sell,  and  deliver  it,  or  to 
construct,  and  use,  and  operate  it  without  any  conditions,  and  the  con^ideratitHi 
has  been  paid  to  him  for  the  thing  patented,  the  rule  is  well  established  that  the 
patentee  must  be  understood  to  have  parted  to  that  extent  with  all  his  exclusive 
right,  and  that  he  ceases  to  have  any  interest  whatever  in  the  patented  machine 
so  sold  and  delivered,  or  authorized  to  be  constructed  and  operated.     Ibid.,  445. 

11.  Where  such  circumstances  appear,  the  owner  of  the  machine,  whether  he  huil'  it 

or  purchased  it,  if  he  has  also  acquired  the  right  to  use  and  operate  it  during  the 
lifetime  of  the  patent,  may  continue  to  use  it  until  it  is  worn  out,  in  spite  of  any 
and  every  extension  subsequently  obtained  by  the  patentee  or  his  assigns.     Ibid. 

12.  Purchasers  of  the  exclusive  privilege  of  making  or  vending  the  patented  machine, 

hold  the  whole  or  a  portion  of  the  franchise  which  the  patent  secures,  depending 
upon  the  nature  of  the  conveyance,  and  of  course  the  interest  which  the  pur- 
chaser acquires  terminates  at  the  time  limited  for  its  continuance  by  the  law 
which  created  the  franchise,  unless  it  is  expressly  stipulated  to  the  contrary. 
Ibid.,  446. 

13.  The  purchaser  of  the  implement  or  machine  for  the  purpose  of  using  it  in  the 

ordinary  pursuits  of  life  stands  on  different  grounds,  as  he  does  not  acquire  any 
right  to  construct  another  machine,  either  for  his  own  use  or  to  be  vende<J  to 
another  for  any  purpose.    Ibid. 

14.  When  the  machine  passes  from  the  patentee  to  the  purchaser,  it  ceases  to  be 

within  the  limits  of  the  monopoly.     Ibid. 

15.  Patented  implements  or  machines  sold  to  be  used  in  the  ordinary  pursuits  of  life 

become  the  private  individual  property  of  the  purchasers,  and  are  no  longer 
specifically  prohibited  by  the  patent  laws  of  the  State  where  the  implements  or 
machines  are  known  and  used.  Ibid. 
Id.  Sales  mav  be  made  by  the  patentee  with  or  without  conditions,  as  in  other  cases : 
but  where  tlie  sale  is  absolute,  and  without  any  conditions,  the  rule  is  well 
settled  tiiat  the  purchaser  may  continue  to  use  the  implement  or  machine  pur- 
chased until  it  is  worn  out,  or  he  may  repair  it  or  improve  upon  it,  as  the  pleases 
in  the  same  manner  as  if  dealing  with  property  of  any  other  kind.     Ibid. 

17.  Where  a  patentee  has  assigned  his  rigitt  to  manufacture,  sell,  and  use  within  a 

limited  district  an  instrument,  machine,  or  other  manufactured  product,  a  pur- 
chaser of  such  instrument  or  machine,  when  rightfully  bought  wiihin  the 
prescribed  limits,  acquires  by  such  purchase  the  right  to  use  it  anywhere, 
without  reference  to  other  assignments  of  territorial  rights  by  the  same  patentee, 
Adams  v.  Burke,  449. 

18.  The  right  to  the  use  of  such  machines  or  instruments  stands  on  a  different  ground 

from  the  right  to  make  and  sell  them,  and  inheres  in  the  nature  of  a  contract  of 
purchase,  which  carries  no  implied  limitation  of  the  right  of  use  within  a  given 
locality.     Ibid. 

19.  It  has  been  repeatedly  held  that  where  a  person  had  purchased  a  patented  ma- 

chine of  the  patentee  or  his  assignee,  this  purchase  carried  with  it  the  right  to 
the  use  of  that  machine  so  long  as  it  was  capable  of  use,  and  that  the  expiration 
and  renewal  of  the  patent,  whether  in  favor  of  the  original  patentee  or  of  his 
assignee,  did  not  affect  this  right.  The  true  ground  on  which  these  decisions 
rest  is  that  the  sale  by  a  person  who  has  the  full  right  to  make,  sell,  and  use 


DIGESTED  ABSTRACT  759 

ASSIGNMENT— con«nu«rf. 

such  a  machine  carries  with  it  the  right  to  the  use  of  that  machine  to  the  fall 
extent  to  which  it  can  be  used  in  point  of  time.    Ibid.,  450. 

20.  The  right  to  manufacture,  the  right  to  sell,  and  the  right  to  use  are  each  sub- 

stantive rights,  and  may  be  granted  or  conferred  separately  by  the  patentee. 
Ibid.,  451. 

21.  Where  a  person  during  the  original  term  of  a  patent  bought  from  one  who  had 

no  right  to  sell  it,  a  machine  which  was  an  infringement  of  the  patent,  and 
afterwards  himself  bought  the  patent  for  the  county  where  he  was  using  the 
machine:  Held,  that  on  an  extension  of  the  patent  the  owners  of  the  extension 
could  not  recover  against  him  for  using  the  machine  after  the  original  term 
had  expired;  but  that  such  purchase  of  the  interest  in  the  patent  removed,  as 
to  the  purchaser,  all  disability  growing  out  of  the  wrongful  construction  of  the 
machine  then  used  by  him,  and  rendered  the  use  of  it  legal.  Hunsou  v.  Dodge, 
469. 
22.  This  court  has  decided  many  times  thatihe  eighteenth  section  of  the  Patent  Act 
of  1836  gives  to  an  assignee  of  the  patent  during  the  original  term  the  right  to 
continue  during  the  extended  term  the  use  of  a  machine  used  by  him  during  the 
original  term.     Ibid.,  471. 

See  Actions  ;  Agreement  ;  Damages,  3 ;  Deed  ;  Reissue,  9,  10. 

ASSIGNMENT  OF  ERRORS. 
Where  on  a  trial  for  infringement  of  a  reissue  of  letters  patent — the  defense  being  a 
want  of  novelty — a  defendant  requests  the  court  below  to  direct  the  jury  to 
bring  in  a  verdict  for  the  defendant,  (no  objection  being  then  or  having  during 
the  trial  been  taken  by  such  defendant,  that  the  reissue  was  for  a  different 
invention  from  that  secured  by  the  original  patent,)  and  the  request  for  the 
direction  just  stated  not  having  been  on  that  ground,  but  on  the  ground  of  the 
evidence  "relative  to  the  alleged  prior  use  of  the  process,  and  the  novelty  and 
usefulness,  character  and  effect  of  the  alleged  invention  being  so  decisive  as  to 
entitle  the  defendant  to  a  verdict" — and  the  request  has  been  refused — the  de- 
fendant cannot  assign  as  error  the  refusal  to  give  the  direction,  because  the 
reissue  was  not  for  the  same  invention  as  was  the  original  patent.  Klein  v. 
Eutsell,  587. 

BILL  OF  EXCEPTIONS. 

1.  Where  a  bill  of  exceptions  sets  out  that  a  witness  was  offered,  was  objected  to  on 

the  ground  of  incompetency,  and  rejected  by  the  court  below,  but  does  not  state 
what  facts  he  was  called  to  prove,  this  court  will  not  presume  that  his  testimony 
would  have  been  immaterial  if  it  had  been  heard.      Vance  v.  Campbell,  10. 

2.  Where  a  bill  of  exceptions  sets  forth  that  a  witness  was  produced,  was  asserted  to 

be  competent  by  his  counsel,  and  was  rejected  by  the  court,  a  court  of  error  will 
imply  that  the  witness  was  material  to  sustain  the  issue,  without  a  direct  state- 
ment to  that  effect  in  the  bill  of  exceptions.  Brevity  in  bills  of  exception  com- 
mended,    ffatiubieckt  v.  Claypool  et  al.,lS. 

3.  Whilst  the  right  to  plead  the  statutes  of  limitations  is  no  more  within  the  discretion 

of  the  court  than  other  pleas,  when  the  refusal  of  the  court  to  permit  that  plea 
to  be  filed  is  based  upon  the  allegation  that  it  is  not  filed  within  the  time  ])re- 
scribed  by  rules  of  practice  adopted  in  that  court,  it  is  necessary  that  the  party 
excepting  to  the  refusal  shall  incorporate  the  rule  in  his  bill  of  exceptions,  or 
this  court  will  presume  that  the  court  below  construed  correctly  its  own  rules. 
Packet  Company  v.  Sickles,  616. 

BILL  OF  REVIEW. 
A  bill  of  review  will  not  be  granted  either  where  the  party  could  by  an  attentive 
examination  of  the  exhibits,  attached  to  the  bill  in  the  original  case,  have  dis- 
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covered  what  be  relies  on  as  newly  discovered  matter,  and  has  thus  been  gnilty 
*      of  lachen;  or  where  the  court  is  satisfied  that  upon  the  case  offered  to  be  made 
out.  the  decree  ought  to  be  the  same  as  has  been  already  given.    BtMer  Co.  y. 
Ooodyear^  250. 

CASES  COMMENTED  ON. 

1.  The  fact  that  there  was  considerable  diversity  of  opinion  among  the  judges  in 

disposing  of  the  case  of  Bloomer  v.  McQuewan,  14  How.,  549,  is  entitled  to  no 
weight,  because  the  court  has  since  unanimou(>1y  affirmed  the  same  rule. 
Bloomer  v.  MiUingtr^  51. 

2.  "  We  have  already  had  occasion  to  remark  in  a  late  case  {Burr  v.  Duryu,  1  Wal- 

lace, 535)  on  this  now  art  of  expanding  patents  for  machines  into  patents  for 
'a  mode  of  operation,'  a  function,  a  principle,  an  effect  or  result,  so  that  by  an 
equivocal  use  of  the  term  '  equivalent'  a  patentee  of  an  improved  machine  may 
suppress  all  further  improvements.  It  is  not  necessary  again  to  expose  the 
fallacy  of  the  argument  by  which  these  attempts  are  sought  to  be  supported 
though  we  cannot  hinder  their  repetition."     Cau  v.  Brown,  129. 

See  AssiONMEST,  4,  5,  6,  8;  Combination,  5.  7;  Construction  of  Patent,  7,  8;  Dam- 
ages, 8,  9;  Design,  5;  Evidence,  16;  Mandamus,  1;  Pbihciple,  2;  Pbior 
Use,  5. 

See  Table  of  Case? 

CHARGE  OF  JUDGE. 

1.  A  direction  to  find  for  one  party  or  the  other  can  only  be  given  where  there  is  no 

conflict  of  evidence.     Kleiri.  v.  Runell,  588. 

2.  Where  a  specification  in  describing  the  mode  of  treating  articles  with  a  patented 

process  (a  liquid)  said  that,  "it  is  desirable  to  heat  the  latter  to  or  near  the  boil- 
ing point,^*  and  there  was  testimony  that  if  applied  while  in  that  state  to  the 
articles  to  be  treated  it  would  greatly  injure  them,  as  also  that  if  it  was  suffered 
to  coM  before  being  applied  it  possessed  virtue,  a  request  which  asked  the  court 
to  charge  that  the  proper  construction  of  the  patent  is  that  if  the  liquid  applied 
at  such  a  temperature  is  injurious  and  pernicious,  the  patent  is  void  for  want  of 
utility,  is  rightly  modified  by  a  change  which  makes  the  charge  say  to  the  jury 
that  the  proper  construction  is  that  the  liquid  should  be  applied  at  or  near  the 
boiling-point  under  the  common  knowledge  of  persona  skilled  in  the  art  of  treat- 
ing the  articles  to  be  effected  and  to  procure  the  desired  results,  and  in  reference 
to  the  fact  whether  such  knowledge  would  make  them  wait  until  it  was  par- 
tially cooled  before  its  application ;  and  that  if  the  application  of  the  liquid  at 
such  a  temperature  as  is  required  by  the  specification,  under  this  qualification^ 
.was  injurious  and  pernicious,  then  that  patent  was  void  for  the  want  of  utility. 
Ibid 

3.  A  court  is  not  bound  to  comply  with  requests  for  charges  on  points  not  raised  hy 

the  evidence ;  nor  when  it  has  charged  generally  on  the  subject  in  its  general 
charge,  to  repeat  itself  by  answering  requests  for  the  same  instructions.  Ibid., 
589. 

4.  Where  one  claim  of  a  patent  was  Tor  the  treatment  by  a  compound  composed  of 

a  liquid  and  other  ingredients  mentioned,  a  request  for  an  instruction  that  the 
addition  to  the  liquid  of  the  ingredients  is  not  patentable  if  such  addition  does 
not  change  the  properties  of  the  liquid,  or  its  effect  or  usei'ulLess,  when  applied 
to  the  purposes  mentioned  in  the  patent,  is  rightly  modified  by  charging  a^^ 
requested  with  the  addition  of  the  words  ''or  to  other  like  purposes.'*     J6u/.,  5S8. 

See  Construction  of  Patent,  3,  4,  J,  6;  Evidence,  13,  14, 15,  16. 

CHEMICAL  COMBINATIONS. 
.  See  Composition  of  Mattes  ;  Equivalent,  3,  4 ;  Just,  4 ;  Spboification,  2,  3, 24. 
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See  CoNSTHucTioH  op  Patent  ;  Partioula.r  Pateft,  2 ;  Specification. 

COAfBINATION. 

1.  Where  a  patentee,  saing  for  an  infringement  of  his  patent,  declares  upon  a  com- 

bination of  elements  which  he  asserts  constitate  the  novelty  of  his  invention,  he 
cannot,  in  his  proofs,  abandon  a  part  of  such  combination,  and  maintain  his 
claim  as  to  ibc  rest.     Vance  v.  Campbell,  9. 

2.  Much  less  can  he  prove  any  part  of  the  combination  immaterial  or  useless. 

Ibid.,  10. 

3.  The  combination  is  an  entirety:  if  one  of  the.  elements  be  given  up,  the  thing 

claimed  disappears.     Ibid. 

4.  The  9ih  section  of  the  act  of  1837,  (5  U.  S.  Stat.,  p.  194.)  which  provides  that  the 

suit  shall  not  be  defeated  where  the  patentee  claims  more  than  he  has  invented, 
applies  only  to  cases  where  the  part  invented  can  be  clearly  distinguished  from 
that  claimed  but  not  invented.     Ibid. 

5.  The  law  is  well  settled  by  repeated  ndjudications  in  the  Supreme  Court  and  Cir- 

cuit Courts  of  the  United  States,  that  there  is  no  infringement  of  a  patent  which 
claims  mechanical  powers  in  combination  unless  all  the  parts  have  been  sub- 
stantially used.  The  use  of  a  part  less  than  the  whole  is  no  infringement.  Prouty 
&  Mean  v.  Rugglei,  16  Peters,  341,  cited  in  support  of  this  point.  Ea7ne$  v. 
Godfrey,  25. 

6.  Where  a  patent  is  for  a  combination  of  distinct  and  designated  parts,  it  is  not  in- 

fringed by  a  combination  which  varies  from  that  patented,  in  the  omission  of 
one  of  the  operative  parts  and  the  substitution  therefor  of  another  part  substan- 
tially different  in  its  construction  and  operation,  but  serving  the  same  purpose. 
Ibid. ,  24. 

7.  A  claim  for  a  combination  of  several  devices*,  so  combined  together  as  to  produce 

a  particular  result,  is  not  good  as  a  claim  for  ''any  mode  of  combining  those 
devices  which  would  produce  that  result,"  and  can  only  l)e  sustained  as  a  valid 
claim  for  the  peculiar  combination  of  devices  invented  and  described.  Burr  v. 
Duryee,  1  Wallace,  563.  affirmed  and  applied.     Case  v.  Brown,  122. 

8.  Where  a  roller  in  a  particular  combination  had  been  used  before  without  designs 

on  it,  and  a  roller  with  designs  on  it  had  also  been  used  in  another  combination, 
it  was  not  a  patentable  invention  to  place  designs  on  the  roller  in  the  first 
named  combination.  Such  a  change,  witli  the  existing  knowledge  in  the  art, 
involved  simply  mechanical  skill,  which  is  not  patentable.  Stimpson  v.  Wood- 
man, 259. 

9.  Changes  in  the  construction  and  operation  of  an  old  machine,  so  as  to  adapt  it  to 

a  new  and  valuable  use  which  the  old  machine  had  not,  are  patentable,  and  may 
consist  either  in  a  material  modification  of  old  devices,  or  in  a  new  and  useful 
combination  of  the  several  parts  of  the  old  machine.     Seymour  v.  Osborne,  292. 

10.  Actual  inventors  of  a  combination  of  two  or  more  ingredients  in  a  machine, 

secured  by  letters  patent  in  due  form,  are  entitled,  even  though  the  ingredients 
are  old,  if  the  combination  produces  a  new  and  useful  result,  to  treat  every  one 
as  an  infringer  who  makes  and  uses  or  vends  the  machine  to  others  to  be  used 
i  without  their  authority  or  license;  but  they  cannot  suppress  subsequent  im- 

provements which  are  substantially  different,  whether  the  new  improvements 
consist  in  a  new  combination  of  the  same  ingredients,  or  of  the  substitution  of 
some  newly -discovered  ingredient,  or  of  some  old  one,  performing  some  new 
function  not  known  at  the  date  of  the  letters  patent  as  a  proper  substitute  for  the 
ingredient  withdrawn  from  the  combination  constituting  the  invention.  Ibid., 
322. 

11.  Where  three  elements  are  claimed  in  a  patent,  in  combination,  the  use  of  two  of 

the  elements  only  does  not  infringe  the  patent.     Oouldy.  Bees,  437. 
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12.  Unquestionably  the  witbdrawal  of  one  ingredient  in  a  patented  combination  and 

the  sabstitation  of  another  which  was  well  known  at  the  date  of  the  patent  as 
a  proper  substitute  for  the  one  withdrawn,  is  a  mere  formal  alteration  of  the 
combination ;  and  if  the  ingredient  substituted  performs  substantially  the  same 
function  as  the  one  withdrawn,  such  a  substitution  of  one  ingredient  for  another 
would  not  avoid  the  charge  of  infringement.     Ibid.,  442 

13.  If  the  combination  constituting  the  invention  claimed  in  the  subsequent  patent 

was  new,  or  if  the  ingredient  substituted  for  the  one  withdrawn  was  a  newly 
discovered  one,  or  even  an  old  one  performing  some  new  function,  and  was  not 
known  at  the  date  of  the  plaintiff's  patent,  as  a  proper  substitute  for  the  ingre- 
dient withdrawn,  it  would  avoid  the  infringement.     Ibid, 

14.  Such  an  alteration  is  not  a  mere  formal  alteration,  as  the  difference  between  the 

two  improvements  is  such  that  the  new  combination  would  be  the  proper  subject 
of  a  patent,  and  consequently  would  avoid  the  charge  of  infringement  in  a  case 
like  the  one  supposed  by  the  court.     Ibid. 

15.  Where  the  defendant  in  constructing  his  machine  omits  entirely  one  of  the  ingre- 

dients of  the  plaintiff^s  combination,  without  substituting  any  other,  he  does  not 
infringe ;  and  if  he  substitutes  another  in  place  of  the  one  omitted,  which  is 
new,  or  which  performs  a  substantially  different  function,  or  if  it  is  old,  bat 
was  not  known  at  the  date  of  the  plaintifi^s  invention  as  a  proper  substitute  for 
the  omitted  ingredient,  then  lie  does  not  infringe.     Ibid.,  443 

16.  A  new  combination,  if  it  produces  new  and  useful  results,  is  patentable,  though 

all  the  constituents  of  the  combination  were  well  known  and  in  common  use 
before  the  combination  was  made,  but  the  results  must  be  a  product  of  the  com- 
bination, and  not  a  mere  aggregate  of  several  results,  each  the  complete  product 
of  one  of  the  combined  elements.     Hailes  v.  Van  Wormer,  640. 

17.  Merely  bringing  old  devices  into  juxtaposition,  and  there  allowing  each  to  work 

out  its  own  effect  without  the  production  of  something  novel,  is  not  invention. 
Ibid. 

18.  No  one,  by  bringing  together  several  old  devices  without  producing  a  new  and 

useful  result,  the  joint  product  of  the  elements  of  the  combination,  and  some- 
thing more  than  an  aggregate  of  old  results,  can  acquire  a  right  to  prevent 
others  from  using  the  same  devices,  either  singly  or  in  other  combinations,  or, 
even  if  a  new  and  useful  result  is  obtained,  can  prevent  others  from  nsing  some 
of  the  devices,  omitting  others  in  combination.     Ibid. 

See  Composition  of  Matter;  Equivalent,  2,  5,  7;  Infrinoement,  1,  9;  Specifica- 
tion, 2,  7,  8,  14. 

• 

COMMISSIONER  OF  PATENTS. 

See  Application,  5,  6,  7;   Extension.  3;   Reissue,  8,  9,  10,  11,  14,  21:    Repeal  of 

Patent,  4. 

COMPOSITION  OF  MATTER. 

A  machine  which  consists  of  a  combination  of  devices  is  the  subject  of  invention,  and 
its  effects  may  be  calculated  a  priori^  while  a  discovery  of  a  new  substance  by 
means  of  chemical  combinations  of  known  materials  is  empirical,  and  discovered 
by  experiment.     l^yUr  v.  Boston,  179. 

See  Equivalent,  3,  4 ;  Jury,  4 ;  Specification,  2,  3,  24. 

CONSTRUCTION  OF  CONTRACT. 

See  Action;  Agreement;  Assignment;  Deed;  License. 

CONSTRUCTION  OF  PATENT. 

1.  Patents  for  inventions  are  not  to  be  treated  as  mere  monopolies,  and  therefore  aa 
odious  in  the  law,  but  are  to  receive  a  liberal  construction,  and  under  a  fail 
application  of  the  rule  that  they  be  construed  ut  res  magi»  valtai  quam  pereaL 
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Hence,  Vvhere  the  "claim"  immediately  follows  the  description,  it  may  bo 
construed  in  connection  with  the  explanations  contained  in  the  specification, 
and  be  restricted  accordingly.  TurrUl  v.  Michigan  Southern,  dte.,  Railroad  Com- 
pany, 51. 

2.  A  patent  shoald  be  construed  in  a  liberal  spirit  to  sustain  the  just  claims  of  the 
inventor.  This  principle  is  not  to  be  carried  so  far  as  to  exclude  what  is  in  it, 
or  to  interpolate  anything  which  it  does  not  contain.  But  liberality,  rather  thaa 
strictness,  should  prevail  where  the  fate  of  the  patent  is  involved.  Rubber 
Company  v.  Goodyear,  243. 

3  On  a  suit  at  law,  involving  a  question  of  priority  of  invention,  where  a  patent 
under  consideration  is  attempted  to  be  invalidated  by  a  prior  patent,  counsel 
cannot  require  the  court  to  compare  the  two  specifications,  and  to  instruct  the 
jury,  as  matter  of  law,  whether  the  inventions  therein  described  are  or  are  not 
identical.     Bisehoffy,  Wetfiered,  255, 

4.  It  is  undoubtedly  the  common  practice  of  the  United  States  Circuit  Court<,  in 

actions  at  law,  on  questions  of  priority  of  invention,  where  a  patent  under  con- 
sideration is  attempted  to  be  invalidated  by  a  prior  patent,  to  take  the  evidence 
of  experts  as  to  the  nature  of  the  various  mechanisms  or  manufactures  described 
in  the  different  patents  produced,  and  as  to  the  identity  or  diver.^ity  between 
them,  and  to  submit  all  the  evidence  to  the  jury,  under  general  instructions 
afl  to  the  rules  by  which  they  are  to  consider  the  evidence.  A  case  may  some- 
times be  so  clear  that  the  court  may  feel  no  need  of  an  expert  to  explain  the 
terms  of  art  or  the  descripiionn  contained  in  the  respective  patents,  and  may, 
therefore,  feel  authorized  to  leave  the  question  of  identity  to  the  jury,  under 
such  general  instructions  as  the  nature  of  the  documents  seem  to  require.  And 
in  such  plain  cases  the  court  would  probably  feel  authorized  to  set  aside  a 
verdict  unsatisfactory  to  iself,  as  against  the  weight  of  ovideoco.  But  in  all 
such  cases  the  question  would  still  bo  treated  as  a  question  of  fact  for  tlie  jury, 
and  not  as  a  question  of  law  for  the  court.     Ibid.,  257. 

5.  Under  this  rule  of  practice  counsel  would  not  have  ihe  right  to  require  the  court, 

as  matter  of  law,  to  pronounce  upon  the  identity  or  diversity  of  tlie  several  in- 
ventions described  in  the  patents  profluced.     Ibid.,  258. 

6.  It  is  true  that  it  is  the  province  of  the  court,  and  not  the  jury,  lo   constiue  ilie 

meaning  of  documentary  evidence.  But  the  specifications  of  patents  for  in- 
veniions  are  documents  of  a  peculiar  kind.  Thuy  prof&js  lo  describe  meclianisms 
and  complicated  machinery,  chemical  compositions,  and  other  manufactured 
products,  which  have  their  existence  in  pais,  outside  of  the  documents  them- 
selves, and  which  are  commonly  described  by  terms  of  the  art  or  mystery  to  which 
they  respectively  belong ;  and  these  descriptions  and  terms  of  art  often  require 
peculiar  knowledge  and  education  to  understand  them  aright,  and  slight  verbal 
variations,  scarcel}  noticeable  to  a  common  reader,  would  he  detected  by  an 
expert  in  the  art,  as  indicating  an  important  variation  in  the  invention.  Indee<l 
the  whole  subject-matter  of  a  patent  is  an  embodied  conception  outride  of  the 
patent  itself,  which,  to  the  mind  of  those  expert  in  the  art,  stands  out  in  clear 
and  distinct  relief,  whilst  it  is  often  unperceived,  or  but  dimly  perceived,  by  the 
uninitiated.  This  outward  embodiment  of  the  terms  contained  in  the  patent  is 
the  thing  invented,  and  is  to  be  properly  sought,  like  the  explanation  of  all 
latent  ambiguities  arising  from  the  description  of  external  things,  by  evidence 
in  pais.  Ibid.,  258. 
7.  The  question — whether  the  court  is  bound  to  compare  the  two  specifications,  and 
to  instruct  the  jury,  as  matter  of  law,  whether  the  inventions  therein  described 
are  or  are  not  identical,  has  recently  undergone  considerable  discussion  in  Eng- 
land. It  was  at  first  decided  in  the  cases  of  BovUl  v.  Pimm,  33  English  Law  and 
Equity,  441;  Beits  v.  Memies-,  1  Ellis  &  Ellis,  Q.  B.  999,  and  Bush  v.  Fox, 
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38  English  Law  and  Equity,  1,  that  it  was  the  province  and  doty  of  the  court 
to  compare  the  documents  and  decide  on  the  identity  or  diversity  of  the  inven- 
tions. But  in  1862,  Lord  Westbury,  in  two  very  elaborate  judgments,  one  of 
which  was  delivered  in  the  House  of  Lords  on  occasion  of  overruling  the  decision 
in  Belts  v.  Hfenzies,  held  that  it  belonged  to  the  province  of  evidence  and  nol 
that  of  construction  to  determine  this  question.     Ibid. 

8.  Two  documents  using  the  same  words,  if  of  diflFerent  dates,  may  intend  very 

diverse  things,  as  was  decided  in  the  case  of  The  Bridge  Proprietors  v.  The 
Hoboken  Company,  1  Wallace,  116.     Ibid.,  259. 

9.  Letters  patent  are  not  to  be  regarded  as  monopolies,  created  by  the  executive 

authority  at  the  expense  and  to  the  prejudice  of  all  the  community  except  the 
persons  therein  named  as  patentees,  but  as  public  franchises  granted  to  the 
inventors  of  new  and  useful  improvements,  for  the  purpose  of  securing  to  ihem, 
as  such  inventors,  for  a  limited  term  therein  mentioned,  the  exclusive  right  and 
liberty  to  make  and  use  and  vend  to  others  to  be  used  their  own  inventions,  as 
tending  to  promote  the  progress  of  science  and  the  useful  arts,  and  as  a  mutter 
of  compensation  to  the  inventors  for  their  labor,  toil,  aiid  expense  in  niHlving 
the  inventions,  and  reducing  the  same  to  practice  for  th^  public  benefit,  iis  con- 
templated by  the  constitution  and  sanctioued  by  the  laws  of  congre-^s.  Seymour 
V.  Osborne,  305. 

10.  Construction  of  Dubois's  patent  of  September  23,  1S62,  "for  building  piers  for 

bridges,  and  se  ting  the  same:  "  Held,  to  be  for  a  device  or  instrument  used  in 
a  process,  and  not  for  the  process  it«elf.     Railroad  Co.  v  Dubois,  329. 

11.  Doubtful  expressions  may  be  subject  lo  construction;  but  where  the  language 

employed  is  clear  and  unambiguous,  it  must  speak  its  own  construction  in  iho 
specification  of  a  patent  as  well  as  in  any  other  grant  issued  by  public  au- 
thority. Intention  in  every  case,  it  may  bo  a^lmitted,  is  the  primary  rule  of 
construction ;  but  language  invoked  to  support  a  particular  theory  must  be  sucii 
as  is  fit,  when  it  is  compared  with  the  whole  instrument,  to  express  the  irapuiod 
intention,  else  the  theory  in  question  cannot  be  supported,  as  courts  of  justice 
cannot  legislate  nor  can  they  add  'o  a  grant  or  contract  any  stipulation  or  con- 
dition which  it  does  not  contain.     Mitchell  v.  Tilghman,  56^. 

12.  In  construing  a  patent  courts  should  proceed  in  a  liberal  spirit,  so  as  to  suHtaia 

the  patent  and  the  construction  claimed  by  the  patentee,  if  it  can  be  done  con- 
sistently with  the  language  which  he  has  employed ;  and  this  applies  to  a  reissue 
as  much  as  to  an  original  patent.     Klein  v.  Russell,  588. 

13.  Hence  when  there  has  been  a  reissue  on  an  original  patent,  and  the  meaning  of 

the  specification  and  claim  in  the  reipsue  i.**  not  perfectly  clear,  they  may  be 

read  by  the  light  of  the  specification  and  claim  of  the  original  patent,  and  if 

they  can  be  sustained  consistently  with  the  language  there  used,  be  sustained  by 

them.     Ibid. 

See  Specification. 

CONSTRUCTION  OF  STATUTE. 

1.  The  patent  acts  should  be  liberally  construed  to  meet  the  wise  and  beneficent  ob- 

ject of  the  legislature.  Patentees  are  a  meritorious  class,  and  all  the  aid  and 
protection  which  the  law  allows,  this  court  will  cheerfully  give  them.  Com- 
mvtsioner  of  Patents  v.  WhiteUy,  152. 

2.  In  construing  the  sixth  and  fifteenth  sections  of  the  act  of  1836,  the  whole  act 

is  to  be  taken  together  and  construed  in  the  light  of  the  context.  The  meaning 
of  these  sections  must  be  sought  in  the  import  of  their  language,  and  in  the 
object  and  policy  of  the  legislature  in  enacting  them.     Coffin  v.  Ogden^  468. 

CONTINUITY  OF  APPLICATION. 

See  Abandonment  of  Invention  ;  Application,  1,  2. 
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CONTRACT. 

Seo  Agbeement  ;  Assigkmeitt  ;  Deed  ;  License. 

COPYRIGHT. 

1.  Where,  in  consideration  of  an  agreement  by  publishers  to  pay  him  a  certain  sum 

of  muuuy,  and  the  performance  of  specified  duties  in  connection  with  the  pub- 
lication, a  reporter  of  judicial  decisions  agreed,  in  1828,  "  to  furnish  in  manu- 
script the  reports  of  his  court  for  publication,"  with  an  additional  clause  that 
the  '*  publishers  shall  have  the  copyright  of  said  reports,  to  them  and  their 
assigns  forever:"  Held,  on  bill  filed  by  reporter's  executrix  for  injunction,  and 
account  of  profits  after  the  expiration  of  twenty-eight  years  from  the  entry  of 
copyright,  (A.  D.  1830.)  that  the  publishers  had  a  full  right  of  property  in  the 
manuscript;  and  accordingly  that  they  could  publish  not  only  for  the  twenty- 
eight  years,  during  which  the  act  of  May  31,  1790,  (the  only  copyright  act  in 
force  when  the  agreement  was  made,)  gave  an  author  and  his  assigns  the  exclus- 
ive right  to  print,  reprint,  publish,  and  vend,  but  also  during  the  fourteen 
years  granted  by  an  act  of  3d  February,  1831,  subsequently  passed,  by  which 
the  exclusive  right  was  continued  to  the  author,  if  alive,  or  if  dead,  to  his  widow, 
child,  or  children.    The  reporter  not  having  died  till  1868.    Paige  v.  Banks,  376. 

2.  Held,  further,  that  this  view  was  confirmed  by  the  fact  that  a  notice  had  been 

given  in  1858,  by  the  reporter  to  his  publishers,  that  he  himself  claimed  the 
right  to  publish  on  the  expiration  of  the  first  twenty-eight  years,  and  forbid 
them  to  publish  further;  and  that  they,  in  reply,  denied  his  right,  and  asserted 
their  own,  and  that  though  the  reporter  lived,  as  already  said,  till  1868,  ten 
years  after  this  correspondence,  no  further  notice  was  taken  of  this  subject,  and 
no  attempt  by  the  reporter,  by  act  or  protest,  to  interfere  with  the  exercise  of 
the  right  of  the  publishers  to  publish  and  sell.     Ibid. 

3.  Independent  of  any  statutory  provision,  the  right  of  an  author  in  and  to  his  un- 

published manuscripts  is  full  and  complete.  It  is  his  property,  and  like  any 
other  property,  is  subject  to  his  disposal.  He  may  assign  a  qualified  interest  in 
it  or  make  an  absolute  conveyance  of  the  whole  interest.     Ibid.,  380. 

COUNSEL  FEES. 

See  Damages,  5. 

COURT. 

See  Construction  of  Patent,  3,  4,  5,  B,  7,  11,  12;  Jurt,  1 ;  Reissue,  17. 

COURT  OF  CLAIMS. 
The  Court  of  Claims,  in  deciding  upon  the  rights  of  claimants,  is  not  bound  by  any 
special  rules  of  pleading.     United  StaUs  v.  Bums,  345. 

See  Agreement,  9,  10. 

CROSSBILL. 

See  Equity,  10. 

DAMAGES. 

1.  In  cases  where  there  is  no  established  patent  or  license  fee,  general  evidence  may 

be  resorted  to  in  order  to  get  at  the  measure  of  damages ;  and  evidence  of  the 
utility  and  advantage  of  the  invention  over  the  old  modes  or  devices  that  h^d 
been  used  for  working  out  similar  results  is  competent  and  appropriate.  Suffolk 
Co,  V.  Hayden,  140. 

2.  The  jury,  in  ascertaining  the  damages,  upon  thi-«  .sort  of  evidence,  is  not  to  estimate 

them  for  the  whole  term  of  the  patent,  but  only  for  the  period  ol"  the  infringcj- 
ment.  And  a  recovery  does  not  vest  the  infringer  with  the  right  to  continue  ii»o 
use.     Ibid.,  141. 

3.  The  assignment  of  a  patent  does  not  carry  with  it  a  transfer  of  the  right  to 

damages  for  an  infringement  committed  before  such  assignment.  Moore  v. 
Marsh,  186 
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4.  A  patentee  claimiog  under  a  reissaed  patent  cannot  recover  damages  for  infringe- 

ment comTnitted  antecedently  to  the  date  of  his  reissne.    Agawam  Co.  v.  Jor- 
dan, 187. 

5.  In  a  suit  by  a  patentee,  for  damages  against  an  infringer,  the  plaintiff  can  re- 

cover only  for  actual  damages,  and  he  must  show  the  damages  by  evidence. 
They  cannot  be  left  to  conjecture  by  the  jury.  Where  he  has  sought  his  profit 
in  the  form  of  a  royalty  paid  by  his  licensees,  and  there  are  no  peculiar  circum- 
stances, the  amount  to  be  recovered  will  be  regulated  by  that  standard.  Counsel 
fees  cannot  be  included  in  the  verdict ;  and  an  instruction  which  directed  the  jury 
to  award  to  the  plaintiff  "such  sum  as  they  should  find  to  be  required  lo  re- 
munerate him  for  the  loss  sutstained  by  the  wrongiul  act  of  the  defendants,  and 
to  reimburse  him  for  all  such  expenditures  as  have  been  necessarily  incurred  by 
him  in  order  to  establish  his  right,**  was  held  to  be  erroneous  as  too  broad,  and 
vague,  and  as  tending  to  lead  the  jury  to  suppose  that  it  was  their  duty  tx) 
allow  counsel  fees,  and  perhaps  other  charges  and  expenditures  equally  inad- 
missible. PhUp  V  Nock,  454. 
6-  The  rule  of  damages  in  actions  at  law  for  infringement  of  the  rights  of  patentees 
has  long  been  established  in  this  court  to  be  the  customary  price  at  which  the 
patentee  has  licensed  the  use  of  his  invention,  where  a  sufficient  number  of 
licenses  or  sales  have  been  made  to  establish  a  market  value.  Packet  Company 
V.  Sickles,  616. 

7.  The  reason  for  this  rule  is  still  stronger  when  the  use  of  the  patented  invention 

has  been  with  the  consent  of  the  patentee,  express  or  implied,  without  any 
rate  of  compensation  fixed  by  the  parties.     Ibid. 

8.  The  rule  declared  in  Seymour  y.  McCormiek  has  remained  the  established  criterion 

of  damages  in  cases^  to  which  it  was  applicable  ever  since.     Ibid.,  621. 

9.  The  cases  of  the  Suffolk  Company  v.  Hayden  and  Seymour  v.  McCormick  cit^d 

and  commented  on.     Ibid. 

10.  The  rule  in  suit.<<  in  equity  of  a«certaining  by  reference  to  a  master  the  profits 
which  the  defendant  has  made  by  the  use  of  the  plaintiff's  invention,  stands  on 
a  different  principle.  It  is  that  of  converting  the  infringer  into  a  trustee  for  the 
patentee  as  regards  the  profits  thus  made ;  and  the  adjustment  of  these  profiu  is 
subject  to  all  the  equitable  couviderations  which  are  necessary  to  do  co:nple:e 
justice  between  the  parties,  many  of  whicii  would  be  inappropriate  in  a  trial  by 
jury.  With  these  corrective  powers  in  the  hands  of  the  chancellor,  the  rule  of 
assuming  profits  as  the  groundwork  for  estimating  the  compensation  due  from 
the  infringer  to  the  patentee  has  produced  results  calculated  to  suggest  distrust 
of  its  universal  application  even  in  courts  of  equity.     Ibid. 

See  Account  of  Profits;  Actions;  Equity,  9,  10:  Ikfrimqement,  1. 

DECLARATION. 
1.  A  declaration  in  covenant  by  a  patentee,  setting  out  a  sealed  contract  by  defend- 
ant to  pay  him  a  certain  tariff  in  consideration  of  an  exclusive  right  to  use  the 
patent  within  a  certain  di»trict,  is  good.     Heckers  v.  FoxoUr,  113. 

See  Evidence,  4. 


DECREE. 
DEDICATION. 


See  Account,  1,  4,  12 ;  Equity,  9,  13. 
See  Abandonment  of  Invention. 


DEED. 
A  deed  by  which  a  party  conveys  "all  his  property  and  estate,  whatsoever  and 
wheresoever,  of  every  kind  and  description,"  carries  patent  rights  and  ezteo- 
sions,  if  the  party  own  any.     Railroad  Company  v.  Trimble,  274. 

See  Assignment. 


1 
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DEFENSES. 

See  Agbbehert,  1;  Equitt,  6,  7,  6;  Estoppel  ;  Ihfbivoembht;  NonoB  of  Special 

Matter. 

DESCRIPTION. 

See  Specificatioh. 

DESIGN. 

1.  A  claim  for  arranging  an  elastic  bed  for  printing  designB  is  not  a  claim  for  a 

design  under  the  eleventh  section  of  the  act  of  March  2,  1861,  entitled  **An  act 
in  addition  to  an  act  to  promote  the  progress  of  the  useful  arts ; "  but  is  a  claim 
for  a  device.     Clark  v.  Bou$JUld,  267. 

2.  The  acts  of  Congress  which  authorize  the  grant  of  a  patent  for  designs  contemplate 

not  so  much  utility  as  appearance ;  and  the  thing  invented  or  produced  for 
which  a  patent  is  given  is  that  whicli  gives  a  peculiar  or  distinctive  appearance  to 
the  manufacture  or  article  to  which  it  is  applied.  Qorham  Company  v.  Whiity  392. 

3.  It  is  the  appearance  to  the  eye  that  constitutes  mainly,  if  not  entirely,  the  contri- 

bution to  the  public  which  the  law  deems  worthy  of  recompense,  and  identity 
of  appearance,  or  sameness  of  effect  upon  the  eye,  is  the  main  test  of  substantial 
identity  of  design.     Ihid. 

4.  It  is  not  eiisential  to  identity  of  design  that  the  appearance  should  be  the  same  to 

the  eye  of  an  expert.  If  in  the  eye  of  an  ordinary  observer,  giving  such  atten- 
tion as  a  purchaser  usually  gives,  two  designs  are  substantially  the  same,  if  the 
resemblance  is  such  as  to  deceive  such  an  observer,  and  sufficient  to  induce  him 
to  purchase  one,  supposing  it  to  be  the  other,  the  one  first  patented  is  infringed 
by  the  other.     Ibid.,  393. 

5.  As  the  acts  of  Congress  embrace  only  designs  applied,  or  to  be  applied,  they  must 

refer  to  finished  products  of  invention  rather  than  to  the  process  of  finishing 
them,  or  to  the  agencies  by  which  they  are  developed.  A  patent  for  a  product 
is  a  distinct  thing  from  a  patent  for  the  elements  entering  into  it,  or  for  the 
ingredients  of  which  it  is  composed,  or  for  the  combination  that  causes  it.  The 
controlling  consideration  is  the  resultant  effect.  MeCrea  v.  HoUhworth  and 
Holdiworth  V.  AfcCrea  applied.     Ibid.,  405,  406. 

DIVISION  OF  APPLICATION. 

See  Application,  7,  8. 

DOUBLE  USE. 

U  is  no  ground  for  rejecting  the  prior  patent  that  it  does  not  profess  to  do  the  same 

things  that  the  second  patent  does.    If  what  it  performs  is  essentially  the 

same,  and  its  structure  and  action  suggest  to  the  mind  of  an  ordinarily  skillful 

mechanic  its  adaptation  to  the  same  use  as  the  second  patent,  by  the  same 

means,  this  adaptation  is  not  a  new  invention,  and  is  not  patentable.    Tucker  v. 

Spalding,  366. 

See  Combination,  8 ;  Equivalent. 

EMPLOYER  AND  EMPLOYEE. 

See  Novelty,  1 ;  Suggestions. 

EQUITY. 
1.  Where  parties  in  their  answer,  as  originally  filed  to  a  bill  for  infringing  a  patent, 
admit  that  they  did  manufacture  and  sell  the  articles  alleged  to  have  been  pat- 
ented, the  fact  thus  admitted  in  the  answer  must  be  accepted  as  established.  Aff, 
however,  the  admission  need  go  no  further  than  its  terms  necessarily  impl^,  the 
court  will,  under  special  circumstances,  and  where  this  is  promotive  of  justice, 
assume  that  the  smallest  number  of  articles  were  made  consistent  with  the  use  of 
the  word  involved  in  the  plural,  and  with  the  use  by  the  defendants  of  any  part 
of  the  patent  which  is  valid.    Jones  v.  Morehead,  26. 
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.  2.  It  would  be  subversive  of  all  sound  practice,  and  tend  largely  to  defeat  the  ends 
of  justice,  if  the  court  should  refuse  to  accept  a  fact  as  settled  which  is  dis- 
tinctly alleged  in  the  bill  and  admitted  in  the  answer.    Ibid,,  34. 

3.  A  decree  in  chancery,  awarding  to  a  patentee  a  permanent  injunction,  and  for  an 

account  of  gains  and  profit!),  and  that  the  cause  be  referred  to  a  master  to  take 
and  state  the  amount,  and  to  report  to  the  court,  is  not  a  final  decree  within  the 
meaning  of  the  act  of  Congress  allowing  an  appeal  on  a  final  decree  to  this 
court.     Humislonv.  Stain  thorp,  no. 

4.  Though  a  decree  have  been  entered  "(u**  of  a  prior  date — the  date  of  an  order 

settling  apparently  the  terms  of  a  decree  to  be  entered  thereafter — the  rights  of 
the  parties  in  respect  to  an  appeal  are  determined  by  the  date  of  the  actual 
entry,  or  of  the  signing  and  tiling  of  the  final  decree.  Rubber  Company  v. 
Goodyear,  170. 
^  In  a  suit  in  chancery  under  a  patent,  evidence  of  prior  knowledge  or  use  of  the 
thing  patented  is  not  admissible,  unless  the  answer  contains  the  names  and 
places  of  residence  of  those  alleged  to  have  possessed  a  prior  knowledge  of  the 
thing,  and  where  the  same  had  been  used.     Agawam  Co.  v.  Jordan,  187. 

6.  The  defense,  "that  the  patentee  fraudulently  and  surreptitiously  obtained  the  pat* 

ent  for  that  which  he  knew  was  invented  by  another,"  is  not  a  sufficient  defense 
to  a  charge  of  infringement,  unless  accompanied  by  the  farther  allegation,  that 
the  alleged  first  inventor  was  at  the  time  using  reasonable  diligence  in  adapting 
and  perfecting  the  invention.     Ibid. 

7.  On  a  bill  in  chancery,  for  an  infringement  of  a  patent,  the  allegation  in  an  an- 

swer, of  sale  and  public  use  "prior  to  the  filing  of  an  application  for  a  patent," 
with  the  consent  and  allowance  of  the  inventor,  is  insufficient,  unless  it  is  also 
alleged  in  the  answer  that  such  sale  or  use  was  more  than  two  years  before  he 
applied  for  a  patent.    Ibid. 

8.  The  proposition  that  a  patent  is  fatally  defective,  because  it  is  impossible  to  make 

merchantable  goods  according  to  the  directions  contained  in  the  specification, 
cannot  be  entertained,  when  the  answer  contains  no  averment  upon  the  subject. 
No  such  issue  was  tendered  to  the  complainants,  and  they  have  had  no  notice 
that  such  a  defeuse  was  intended  to  be  relied  upon.  In  equity  the  proofs  and 
allegations  must  correspond.  The  examination  of  the  case  by  the  court  is  con- 
fined to  the  issues  made  by  the  plead! ng^i.  Proofs  without  the  requisite  allega- 
tions are  as  unavailing  as  such  allegations  would  be  without  the  proofs  requisite 
to  support  them.     Rubber  Company  v.  Goodyear,  240. 

9.  The  severity  of  the  decree  may  be  increased  or  mitigated  according  to  the  com- 

plexion of  the  conduct  of  the  offender.     Ibid.,  249. 

10.  Where,  on  a  bill  by  several  persons  for  the  infringement  of  a  patent  and  for  an 

account,  (the  defenses  being  invalidity  of  the  patent  and  a  license,)  the  court 
sustain  the  patent  and  decree  damages,  a  bill  cannot  be  regarded  as  a  cross-bill 
which  sets  up  a  judgment  in  another  suit  against  one  of  the  complainants,  and 
asks  that  the  conjoined  defendants  in  the  principal  suit  set  forth  and  discover 
what  share  of  the  damages  they  claim  reepectively,  so  that  the  defendant  in  that 
suit  may  set  off  the  judgment  as  re.<4pects  the  one  against  whom  it  is.   Ibid.,  252. 

11.  As  an  original  bill  it  cannot  be  sustained,  if  it  have  either  been  filed  before  the 

decree  for  damages  was  rendered  in  the  principal  suit,  or  have  been  a  judgment 
in  attachment  only,  and  where  there  was  no  service  on  the  person  of  tlte  defen>l- 
ant.     Ibid. 

12.  A  bill  which  is  in  nowise  auxiliary  to  an  original  suit,  nor  in  continuation  of 

that  proceeding,  does  not  present  a  case  proper  for  substituted  service.     Ibid. 
i3.  A  decree  in  equity  in  one  of  the  loyal  States  against  a  party  who,  having  been 
engaged  in  rebellion,  was  at  the  time  a  prisoner  of  war  of  the  Unitefi  States, 
outside  of  the  State,  and  against  whom  there  was  no  service  of  process, 'or  any 
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step  taken  to  bring  him  before  the  conrt,  is  void ;  and  any  sale  under  it  is  also 
void.  Railroad  Company  v.  TrimhU,  274. 
14.  The  settled  practice  in  equity  is  to  require  a  respondent  to  give  notice  in  his 
answer  of  the  names  and  residence  of  those  persons  whom  he  intends  to  prove 
to  have  possessed  a  prior  knowledge  of  the  invention,  and  where  the  same  had 
been  used.  Seymour  v.  Otbomt^  291. 
See  AocouHT  of  Pbofits;  Bill  of  Revi£W  ;  Reissue,  17 ;  Repeal  of  Patbitt. 

EQUIVALENT. 

1.  The  abstract  phrases  *' suhstantial  identity,"  "equivalent,"  "mode  of  operation," 

Ac,  are  often  used  in  such  a  vague  and  equivocal  manner  that  they  mystify  and 
lead  to  absurd  conclusions  those  who  will  not  distinguish  between  things  that 
differ.  That  two  machines  produce  the  same  effect  will  not  justify  the  assertion 
that  they  are  substantially  the  same,  or  that  the  devices  used  by  one  are,  there- 
fore, mere  equivalents  for  those  of  the  other.     Burr  v.  Duryee,  102. 

2.  To  assume  that  every  combination  of  devices  in  a  machine  which  is  used  to  pro- 

duce the  same  effect  is  necessarily  an  equivalent  for  any  other  combination 
used  for  the  same  purpose  is  a  flagrant  abuse  of  the  term  "  equivalent."  With- 
out attempting  to  define  this  abstract  term  by  other  abstract  terms,  we  may 
give  examples  which  will  best  show  its  application  to  machines,  as  where  a 
simple  lever  is  used  in  one,  and  the  other  substitutes  a  cam  or  toggle-joint,  or 
wedge  for  a  cam,  and  many  other  cases  where  one  mechanical  power  is  substi- 
tuted for  another  in  a  machine.     Ibid.,  103. 

3.  The  doctrine  of  equivalents  as  applied  to  chemical  inventions  explained,  and  the 

distinction  between  mechanical  inventions  and  chemical  discoveries,  where  ex- 
periment is  required  to  ascertain  the  effect  of  chemical  substances,  pointed  out. 
Tyler  v.  Boston,  177. 

4.  The  term  ** equivalent,"  when  speaking  of  machines,  has  a  certain  definite  mean- 

ing ;  but  when  used  with  regard  to  the  chemical  action  of  such  fluids  as  can  be 
discovered  only  by  expeiiment,  it  only  means  equally  good.     Ibid.,  186. 

5.  The  extent  to  which  either  the  inventor  of  a  device  or  of  an  entire  machine,  or  of 

a  mere  combination,  can  invoke  the  aid  of  the  doctrine  of  equivalents,  is  the 
same,  except  that  a  combination  is  not  infringed  unless  by  a  machine  contain- 
ing all  the  material  ingredients  patented,  or  proper  substitutes  for  one  or  more 
of  such  ingredients,  well  hnovm  to  be  such  at  the  time  when  the  patent  was 
granted.    Seymour  v.  Osborne,  292. 

6.  The  use  of  one  post  and  a  supporting  frame  attached  thereto,  in  a  reaping  machine, 

is  an  obvious  equivalent  for  the  two  posts  specifically  mentioned  in  the  patent 
of  Palmer  and  Williams.    Ibid. 

7.  Bona  fide  inventors  of  a  combination  are  as  much  entitled  to  equivalents  as  the 

inventors  of  other  patentable  improvements,  by  which  is  meant  that  a  patentee 
in  such  a  case  may  substitute  another  ingredient  for  any  one  of  the  ingredients 
of  his  invention,  if  the  ingredient  substituted  performs  the  same  function  as  the 
one  omitted,  and  was  well  known  at  the  date  of  the  patent  as  a  proper  substi- 
tute for  the  one  omitted  in  the  patented  combination.     Qould  v.  Rees,  442. 

See  Combination  ;  Double  Use. 
ESTOPPEL. 

1.  It  is  UQ  bar  to  an  action  for  an  infringement  of  a  patent,  that  before  making  his 

application  to  the  Patent  Office,  the  patentee  had  explained  his  invention  orally 
to  several  persons,  without  making  a  drawing,  model,  or  written  specification 
thereof,  and  that  subsequently,  though  prior  to  his  application  for  a  patent,  the 
defendant  had  devised  and  perfected  the  same  thing,  and  described  it  in  the  pres- 
ence of  the  patentee,  without  his  making  claim  to  it.   Railroad  Co.  v.  Dubois,  332. 

2.  Silence  of  a  party  works  no  estoppel,  unless  it  has  misled  another  party  to  his 

hurt.     Ibid. 

49  See  Aobeement,  6,  7. 
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EVIDENCE. 

1.  The  rules  of  evidence  prescribed  by  the  laws  of  a  State  are  rales  of  decision  for  the 

United  States  courts  while  sitting  within  the  limits  of  snch  State,  within  the 
meaning  and  subject  to  the  exceptions  contained  in  the  34th  section  of  the  jadi- 
,ciary  act.     Vance  v.  Campbell,  10. 

2.  The  statutory  enactments  of  the  States  of  the  Union,  in  respect  to  evidence  in 

cases  at  common  law,  are  obligatory  upon  judges  of  the  courts  of  the  United 
States,  who  are  bound  to  apply  them  as  rules  of  decision.  Wright  v.  Bale$, 
17. 

3.  How  far  parol  proof  may  be  introduced  to  show  verbal  agreements  of  the  parties 

at  the  time  when  deeds  were  executed,  and  so  to  prove  mistake  or  fraud  in  not 
executing  what  it  was  understood  should  be  executed ; — the  question  raised  on 
argument,  but  not  decided  by  the  court.     Bloomer  v.  MUlinger,  42. 

4.  A  declaration  that  a  certain  improvement,  containing  in  reality  one  principal  and 

three  distinct  minor  improvements,  was  patented  on  a  day  named,  is  supported 
by  evidence  that  four  patents — reissues — were  subseqnently  granted  on  an  origi- 
nal patent  of  the  date  named ;  such  original  having,  in  its  specification,  described 
all  and  no  more  than  the  improvements  specified  in  the  four  reissues.  The 
reissues  relate  back.    Read  v.  Bowman,  129. 

5.  Letters  patent  of  long  standing  will  not  be  declared  invalid  upon  testimony  largely 

impeached ;  as  ex.  gr.,  where  forty  persons  swear  that  the  character  of  the  witness 
for  truth  and  veracity  is  bad ;  although  very  numerous  witnesses  on  the  other 
hand  swear  that  they  never  heard  his  reputation  in  that  way  questioned.  Aga- 
wam  Co.  V.  Jordan,  187. 

6.  On  the  trial  of  the  cause  the  plaintiffs,  to  sustain  the  issue  on  their  part,  intro- 

duced in  evidence  the  reissued  patent  on  which  the  suit  was  founded,  together 
with  the  original  patent  aud  the  certificate  of  renewal  and  extension;  and 
having  proved  the  assignment  and  introduced  evidence  tending  to  prove  that 
the  defendants  had  infringed  the  reissued  patent,  as  alleged  in  the  declaration, 
rested  their  case.  They  might  well  rest  in  that  state  of  the  case,  as  the  letters 
patent  afforded  prima /acte  evidence  that  the  patentee  under  whom  they  claimed 
was  the  original  and  first  inventor  of  what  is  therein  described  as  his  improve- 
ment, and  having  introduced  evidence  tending  to  show  infringement  and  damage, 
they  wen  entitled  to  a  verdict,  unless  some  evidence  was  introduced  by  the 
defendants  to  rebut  the  evidence  given  to  prove  infringement,  or  to  establish 
some  valid  defense  to  the  cause  of  action  set  forth  in  the  declaration.  Blanch- 
ard  V.  Putnam,  227. 

7.  Where  the  defendant  proposes  to  maintain,  at  the  final  hearing  of  a  case  in  chan- 

cery, that  his  machine  does  not  infringe  the  complainant's  patent,  proof  of  non- 
infringement should  appear  in  the  testimony.     Bennet  v.  Fowler,  232. 

8.  The  grant  of  letters  patent  by  the  Commissioner  of  Patents,  when  lawfully  exer- 

cised, is  prima  facie  evidence  that  the  patentee  is  the  first  inventor  of  that 
which  is  described  and  claimed  in  them.    Seymour  v.  Oibome,  291. 

9.  Persons  seeking  redress  for  the  unlawful  use  of  letters  patent  in  which  they  have 

an  interest  are  obliged  to  allege  and  prove  that  they,  or  those  under  whom  they 
claim,  are  the  original  and  first  inventors  of  the  improvement  embodied  in  the 
letters  patent  on  which  the  suit  is  founded,  and  that  the  same  have  been  in- 
fringed by  the  party  against  whom  the  suit  is  brought.  Ibid.,  309. 
10.  Undoubtedly  the  burden  to  establish  both  of  those  allegations  is,  in  the  first  place, 
upon  the  party  instituting  the  suit,  as  they  lie  at  the  foundation  of  every  such 
claim ;  but  the  law  is  well  settled  that  the  letters  patent  in  question,  where  they 
are  introduced  in  evidence  in  support  of  the  claim,  if  they  are  in  dae  form, 
afford  2k  prima  fade  presumption  that  the  first  named  allegation  is  true,  and  the 
rule  is  equally  well  settled  that  that  presumption,  in  the  absence  of  satisfactory 
proof  to  the  contrary,  is  sufiicient  to  entitle  the  party  instituting  the  suit  tc 
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recover  for  the  alleged  violation  of  the  exclosive  rights  secured  to  him  in  the 
letters  patent     Ibid. 

11.  The  effect  of  the  letters  patent  as  evidence  is  to  cast  the  burden  of  proof  upon  the 

respondents  to  show  that  the  respective  patentees  are  not  the  original  inventors 
of  the  improvements  embodied  in  the  letters  patent.     Ibid. 

12.  Recitals  in  letters  patent  in  the  absence  of  frand  are  conclusive  evidence  that 

the  neces.sary  oaths  were  taken  before  the  patent  was  granted.     Ibid.,  291. 

13.  The  novelty  of  a  patented  invention  cannot  be  assailed  by  any  other  evidence  than 

that  of  which  the  plaintiff  has  received  notice.  Hence  the  state  of  the  art,  at  the 
time  of  the  alleged  invention,  though  proper  to  be  considered  by  the  court  in 
construing  the  patent,  in  the  absence  of  notice,  has  no  legitimate  bearing  upon 
the  question  whether  the  patentee  was  the  first  inventor.  Railroad  Co.  v. 
Dubois,  330. 

14.  In  an  action  at  law,  where  a  patent  of  prior  date  is  offered  in  evidence  as  cover- 

ing the  invention  des^cribed  in  the  plaintiff's  patent,  on  a  charge  of  infringe- 
ment, the  question  of  the  identity  of  the  two  instruments  or  machines  must  be 
left  to  the  jury,  if  there  is  so  much  resemblance  as  raises  the  question  at  all. 
Tucker  v.  Spalding,  366. 

15.  And  though  the  principles  by  which  the  question  must  be  decided  may  be  very 

largely  propositions  of  law,  it  still  remains  the  essential  nature  of  the  jury  trial 
that  while  the  court  may  on  this  mixed  question  of  law  and  fact  lay  down  to 
the  jury  the  law  which  should  govern  them,  so  as  to  guide  them  to  truth,  and 
guard  them  against  error,  and  may,  if  they  disrt'gard  instructions,  set  aside  their 
verdict,  the  ultimate  response  to  tlie  question  must  come  from  the  jury.  Ibid , 
367. 

16.  This  subject  was  fully  considered  in  the  case  of  Bischojfw.  Wethered.     Ibid.,  368. 

17.  Where,  on  a  question  of  novelty  in  a  patented  process,  a  witness  has  stated,  that 

after  the  patent,  he  was  using  a  particular  process  which  he  had  been  using  for 
twenty  years  before,  (a  process  which  the  defer.dant  affirmed  to  be  the  same  as 
the  one  patented.)  it  is  allowable  to  ask  the  witness  whether  the  patentee  had 
not  forbid  him  to  use  what  he  was  then  using;  the  purpose  of  the  question  being 
to  show  that  the  patentee  had  forbid  him ;  and  that  the  witness  then  disclaimed 
using  the  patented  process,  and  said  that  he  had  "a  way  of  his  own"  which  he 
was  using.     Klein  v.  Russell,  588. 

18.  It  is  allowable  to  ask  a  witness  of  the  opposite  side,  who  has  referred  to  and  said 

that  he  had  seen  and  copied  a  paper  in  reference  to  the  expenses  of  the  suit,  sub- 
scribed by  various  persons,  what  were  the  contents  of  the  paper ;  the  purpose  of 
the  question  being  to  show  by  the  answer  that  the  defendants  or  witnesses  were 
in  a  combination  to  defeat  the  plaintiff  and  to  share  the  expenses  of  the  opposi- 
tion. It  was  not  necessary  prior  to  the  question  to  call  on  any  one  to  produce 
the  original  paper.     Ibid. 

19.  When  a  patent  is  on  trial  and  the  question  in  issue  involves  the  matter  of  novelty, 

utility,  and  modus  operandi,  it  is  proper  enough  to  ask  what  the  effect  of  the 
patented  invention  has  been.     Ibid. 
See  Bill  op  Exceptions;  Cohsteuctioh  of  Patent,  4,  5,  6;  Damages,  1,  5;  Equity, 
5:  Notice  op  Special  Matter;  Reissue,  16, 17,  18;  Utility,  2. 

EXAMINATION. 

See  Application  ;  Reissue,  5. 

EXAMINERS  OF  PATENT  OFFICE. 

See  Application,  3 ;  Reissue,  5. 

EXECUTORS. 

See  Administbators. 
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EXPERIMENTS. 

Whoever  first  perfects  a  machine  is  entitled  to  the  patent,  and  is  the  real  inventor, 
although  others  may  have  previously  had  the  idea  and  made  some  experiments 
toward  patting  it  in  practice.     Agawam  Go.  y.  Jordan,  201. 

See  Abandonment;  Composition  op  Matteb;  Reduction  to  Practtice. 

EXPERTS. 

See  Construction  op  Patent,  4,  5,  8;  Reissue,  17. 

EXTENSION. 

1.  Where  a  patent  is  extended  by  virtue  of  a  special  act  of  Congress,  it  is  not  neces- 

sary to  recite  in  the  certificate  of  extension  all  the  provisoes  contained  in  the  act. 
Agawam  Co.  v.  Jordan,  187. 

2.  Extended  letters  patent  cannot  be  abrogated  in  any  collateral  proceeding  for  fraud. 

Rvbher  Co.  v.  Goodyear,  237. 

3.  The  function  of  the  Commissioner  of  Patents  is  judicial  in  its  character.    No  pro- 

vision is  made  for  appeal  or  review.  His  decision  must  be  held  conclusive  until 
the  patent  is  impeached  in  a  proceeding  had  directly  for  that  purpose.  Ihid., 
245. 

4.  A  proceeding  to  vacate  khe  extension  of  a  patent,  of  which  the  extension  has 

expired  before  the  proceeding  was  begun,  has  no  equity  to  support  it,  and  can- 
not be  sustained  on  demurrer.     Bourne  v.  Goodyear,  255. 

5.  Provision  is  made  by  the  eighteenth  section  of  the  act  of  the  4th  of  July,  1836,  for 

the  extension  of  patents  beyond  the  time  of  their  limitation.  By  the  latter  clause 
of  that  section  the  benefit  of  such  renewal  is  expressly  extended  to  assignees  and 
grantees  of  the  right  to  use  the  thing  patented,  to  the  extent  of  their  respective 
interests  therein.  (5  Stat  at  Large,  125.)  Under  that  provision  it  has  repeat- 
edly been  held  by  this  court  that  a  party  who  had  purchased  and  was  using  a 
patented  machine,  during  the  original  term  for  which  the  patent  was  granted, 
had  a  right  to  continue  to  use  the  same  during  the  extension.  Bloomer  jt. 
Millinger,  60. 

See  Assignment. 

FICTITIOUS  LITIGATION. 

See  Appeal. 

FIRST  INVENTOR. 

See  Abandonment;  Novelty;  Particular  Patents;  Reduction  to  Practice. 

FOREIGN  JUDGMENT. 
A  judgment  recovered  in  the  Common  Pleas,  at  Westminster,  England,  against  a 
person  in  the  United  States,  without  any  service  of  process  on  him,  or  any  no- 
tice of  the  suit  other  than  a  personal  one  served  on  him  in  this  country,  has  no 
validity  here,  even  of  a  jjriwia/acic  character.    Bischoffw.  Welhcred,  255. 

FRAUD. 
1.  On  a  suit  for  damages  by  a  patentee  against  a  British  corporation  and  its  "manag- 
ing agent,"  sent  to  this  country,  in  having  been  fraudulently  pretending  in  iv 
series  of  negotiations  to  conclude  an  agreement  with  him,  the  patentee,  to  mako 
use  of  his  patent — the  alleged  real  purpose  having  been  through  dralt^i  of  agree 
ments  and  protracted  consultations  to  keep  the  patentee  from  using  his  inven- 
tion during  a  certain  season,  and  so  to  get  time  to  use  anoUier  invention  in 
which  they  were  themselves  largely  interested — it  is  error  to  charge  that  if  i\u* 
corporation  never  gave  any  authority  to  the  managing  agent  to  assent  to  tltc 
draft  of  agreement  in  their  behalf  and  in  their  name,  and  never  sanctioned  it  a<> 
a  corporate  act,  suit  for  such  a  fraud  as  above  indicated  could  not  be  maintained 
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FRAUD — continued. 

The  Bait  not  being  on  any  contract,  the  corporation  might  be,  notwithstanding, 
responsible  for  the  fraud.  BuUer  v.  WatJnru,  368. 
2.  In  actions  for  frand,  large  latitude  is  given  to  the  admission  of  evidence.  If  a 
motive  exist  prompting  to  a  particular  line  of  conduct,  and  it  be  shown  that  in 
pursuing  that  line  a  defendant  has  deceived  and  defrauded  one  person,  it  may 
be  inferred  that  similar  conduct  towards  another,  al  about  the  same  time  and  in 
relation  to  a  like  subject,  was  actuated  by  the  same  spirit.  On  such  a  suit  as 
above  mentioned  evidence  was  therefore  held  admissible  that  in  the  same  spring 
or  early  summer  the  defendant  had  similar  negotiations  with  a  wholly  different 
perron  respecting  a  patented  invention  of  his  like  tlie  plaintiff's,  and  acted  de- 
ceitfully towards  him  in  order  to  keep  his  invention  out  of  the  market  in  that 
year.     Ibid.,  369. 

See  iNPEinaEMENT,  7;  Reissue,  21;  Repeal  op  Patewt, 

GRANTEES. 

Both  adsignees  and  grantees  have  an  interest  in  the  patent,  but  the  terms  are  not 

synonymous,  as  used  in  the  patent  law.     Grants,  as  well  as  assignments,  must 

be  in  writing,  and  they  must  convey  the  exclusive  right,  under  the  patent,  to 

make  and  use,  and  vend  to  others  to  be  used,  the  thing  patented,  within  and 

throughout  some  specified  district  or  portion  of  the  United  States,  and  such  right 

must  be  exclusive  of  the  patentee,  as  well  as  others  except  the  grantee.     Moore 

V.  Marsh,  185. 

SeeAcTioH;  Assignment. 

IDENTITY. 

1.  Two  things  are  not  the  same  under  the  patent  law  when  one  is  in  practice  eob- 

stantially  better  than  the  other  in  a  case  where  the  second  improvement  is  not 
gained  by  the  use  of  the  same  means  or  known  mechanical  equivalents.  Mitch- 
ell V.  Tilghman,  586. 

2.  Patent  laws  have  for  their  leading  purpose  the  encouragement  of  useful  inven- 

tions. Practical  utility  is  their  object,  and  it  would  be  strange  if,  with  such 
object  in  view,  the  law  should  consider  two  things  substantially  the  same  which 
practically  and  in  reference  to  their  utility  are  substantially  different.     Ibid. 

3.  Slight  differences  in  degree  cannot  be  regarded  as  of  weight  iu  determining  the 

question  of  substantial  similarity  or  substantial  difference,  but  in  all  cases  the 
question  whether  the  difference  in  degree  is  sufficient  or  insufficient  to  prove  the 
alleged  infringement  is  a  qu6i>tion  of  fact  to  be  determined  by  the  jury  in  an 
action  at  law,  or  by  the  court  in  a  suit  in  equity.     Ibid. 

SeeDESiaN;   EaUIVALENT;   EVIDENCE,  14;  InPBINGEHENT. 

IMPROVEMENT. 

1.  No  inference  can  be  drawn  from  the  statute  that  an  inventor  who  has  made  an 

improvement  in  a  machine,  and  thus  effects  the  desired  result  in  a  better  or 
cheaper  manner  than  before,  can  include  all  previous  inventions,  and  have  a 
claim  to  the  whole  art,  discovery,  or  machine  which  he  has  improved.  All  others 
have  an  equal  right  to  make  improved  machines,  provided  they  do  not  embody 
the  same,  or  substantially  the  8ame  devices,  or  combination  of  devices,  which 
constitute  the  peculiar  characteristic  of  the  previous  invention.  Burr  v.  Duryee, 
101. 

2.  Every  man  has  a  ri^ht  to  make  an  improvement  in  a  machine,  and  evad<>«  a  pre- 

vious patent,  provided  he  does  not  invade  the  rights  of  the  patentee.     Ibid.,  103. 

3.  Particular  changes  may  be  made  in  the  construction  and  operation  of  an  old  ma- 

chine, so  as  to  adapt  it  to  a  new  and  valuable  use  not  known  before,  and  to 
which  the  old  machine  had  not  been,  and  could  not  be,  applied  without  those 
changes:  under  those  circumstances,  if  the  machine,  as  changed  and  modified 
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IMPROVEMENT— am«nueJ. 

produces  a  new  and  useful  result,  it  may  be  patented,  and  the  patent  will  be 
upheld  under  existing  laws.    Seymour  v.  Osborne,  292. 

See  Com Bi NATION;  Equivale^tt;  Specificatioh,  4. 

INFRINGEMENT. 

1.  A  part  of  an  invention  not  being  original,  no  action  liefl  by  the  inventor  or  his 

assignees  for  using  it  in  combination  with  other  inventions  not  patented  by 
that  person ;  nor  can  persons  so  using  it  be  made  infringers  by  an  argument 
which,  assuming  the  validity  of  the  invention,  mingles  it  with  these  other  parts, 
and  then  treats  the  whole  as  a  unit,  and  gives  to  him  or  his  assignees  damages 
equivalent  to  the  net  profits  on  the  manufacture  of  the  entire  lock.  Jones  v. 
Morehead,  26. 

2.  Semble,  That  the  only  proper  compsrison  on  a  quesiion  of  infringement,  is  of  the 

defendant's  machine  with  that  of  the  plaintiffs,  an  described  in  the  pleadings; 
and  that  it  is  no  answer  to  the  cau«e  of  action  lo  pli^ad  or  prove  that  the  defend- 
ant is  the  licensee  of  the  owner  of  another  patent,  and  chat  his  machine  is 
constructed  in  accordance  with  that  patent.     Blanchard  v.  Putnam,  223. 

3.  An  infringement  involves  substantial  identity,  whother  that  identity  be  described 

by  the  terras  "same  principle,"  same  '^  modus  operandi,"  or  any  other.  Burr 
V.  Duryee,  102. 

4.  A  question  of  infringement  is  best  determined  by  the  court,  by  a  comparison  of 

a  defendant's  machines  with  mechanism  dencrihed  in  patent  and  of  their  modes 
of  operation.    Seymour  v.  Osborne,  292. 

5.  Controversies  respecting  the  infringement  of  letters  patent  possess,  in  many  cases. 

a  degree  of  importance  much  beyond  the  profits  or  damag<^  claimed  for  the 
alleged  unlawful  use  of  the  invention,  as  the  pleadings  usually  put  in  issue, 
in  one  form  or  another,  the  validity  of  the  letters  patent  alleged  to  be  infringed, 
and  frequently  involve,  directly  or  indirectly,  the  same  inquiry  in  regard  to  the 
letters  patent  set  up  in  defense  as  supersediug  the  patent  on  which  the  suit  is 
founded.  Such  being  the  state  of  the  pleadirig-^,  the  result,  whatever  it  may 
be,  whether  for  the  party  suing  or  for  the  party  defending,  must  oftentimes 
determine  rights  of  property  of  much  greater  value  than  the  amount  of  the 
profits  or  damages  claimed  for  the  alleg«^d  infringement  of  the  letters  patent. 
Ibid.,  304. 

6.  Inventions  secured  by  letters  patent  are  property  in  the  holder  of  the  patent,  and 

as  such  are  as  much  entitled  to  protection  as  any  other  property,  consisting  of 
a  franchise  during  the  term  for  which  the  franchise  or  the  exclusive  right  is 
granted.    Ibid.,  305. 

7.  Defendants  when  sued  for  an  infringement  are  not  at  liberty  to  set  up  as  a  defense 

that  the  patent  had  been  fraudulently  obtained,  no  fraud  appearing  upon  its  face. 
Railroad  Company  v.  Dubois,  343. 

8.  The  introduction  of  a  newly-discovered  element  or  ingredient,  or  one  not  there- 

tofore known  to  be  an  equivalent,  wojld  not  constitute  an  infringement.  Gould 
V.  Bees,  437. 

9.  Mere  formal  alterations  of  a  combination  in  letters   patent  do  not  constitute 

any  defense  to  the  charge  of  infringement,  as  the  inventor  of  a  combination  is 
as  much  entitled  to  suppress  every  other  combination  of  the  same  ingredients 
to  produce  the  same  result,  not  substantially  different  from  what  he  has  invented, 
as  the  inventor  of  any  other  patented  improvement.  Ibid ,  441. 
10.  Where  a  defendant  had  used  highly  heated  water  in  a  close  vessel,  but  used  a 
much  more  moderate  degree  of  heat  than  f«pecified  by  Tilghman,  and  used  an 
entirely  different  apparatus  from  Tilgh man's,  and  one  which  permitted  the 
existence  of  steam  as  well  as  water— construing  Tilghman's  claim  of  invention 
as  limited  by  the  specific  means  and  mode  of  operation  described  in  his  specifioa- 
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tion—BQch  defendant  was  held  nob  to  have  m&iogcd.  IHtchell  v.  TUghman, 
476. 

See  AooouNT  op  Pbopits;  Actions;  Combikation,  1,  2;  Dauaqes,  2;  Design,  4; 
Equivalent,  6;  Identity;  Pabticulab  Patent;  Speoipioation,  22. 

INTERFERING  PATENTS. 

1 .  In  the  English  courts,  in  the  case  of  a  conflict  under  two  patents  granting  the 

same  right,  the  scire  facia$  may  he  brought  in  tbe  name  of  one  of  the  patentees ; 
but  in  the  other  cases,  when  tbe  patent  was  obtained  by  fraud  upon  the  king, 
by  false  suggestioo,  or  where  it  was  issued  without  authority,  and  for  the  good 
of  the  public,  and  right  and  justice  it  should  be  repealed,  the  writ  is  to  issue  in 
the  king's  name  or  his  attorney  general's.     Mowry  v.  Whitney,  387. 

2.  The  16th  section  of  the  Patent  Act  of  1836  seems  to  have  in  view  the  same 

distinction  made  by  the  common  law  in  regard  to  annulling  patents,  for  which 
it  authorizes  individuals  claiming  under  conflicting  patents,  or  one  whose  claim 
to  a  patent  has  been  rejected  because  his  invention  was  covered  by  a  patent 
already  issued,  to  try  the  conflicting  claim  in  chancery,  and  authorizes  the  court 
to  annul  or  set  aside  a  patent  so  far  as  may  be  found  necessary  to  protect  the 
right,  the  suit  by  individuals  is  limited  to  that  class  of  cases ;  and  it  is  provided 
that  the  decree  should  be  of  no  validity  except  between  the  parties  to  the  suit. 
The  general  public  is  left  to  the  protection  of  the  govei  nment  and  its  officers. 
Ibid. 

INVENTION. 

See  Abandonment  ;  Doublb  Use  ;  Combination  ;  Novelt?  ;  Pbiob  Use  ;  Reduction 
toPbactice;  Substitution  op  Material;  Suggestions;  Utility;  Prior  Use. 

JURY. 

1.  Where  a  plaintiff  having  a  patent  for  an  improved  machine,  his  "improvement" 

consisting  in  certain  pieces  of  mechanism  described,  having|)tfcuZiar  characteristics 
described;  the  pieces  of  mechanism  being  combined  by  means  described,  so  as  to 
produce  a  particular  result  described,  an  admission  by  him  that  pieces  of  mechan- 
ism in  their  general  nature  like  his,  and  used  for  "various  purposes,"  were 
older  than  his  invention,  is  not  an  admission  that  these  machines  were  the  same 
as  his ;  and  the  fact  whether  they  were  or  were  not  is  a  question  for  the  jury, 
and  not  for  the  court.     Turrill  v.  Railroad  Company,  51. 

2.  The  secret  deliberations  of  the  jury  or  grounds  of  their  proceedings,  while  en- 

gaged in  making  up  their  verdict,  are  not  competent  or  admissible  evidence  of 
the  issues  or  finding ;  this  evidence  should  be  confined  to  the  points  in  contro- 
versy on  the  former  trial,  to  the  testimony  given  by  the  parties,  and  to  the  ques- 
tions submitted  to  the  jury  for  their  consideration  ;  and  then  the  record  famishes 
the  only  proper  proof  of  the  verdict.     Packet  Company  v.  Sickles,  155. 

3.  When  the  extrinsic  proof  of  the  identity  of  the  cause  of  action  is  such  that  the 

court  must  submit  the  question  to  the  jury  as  a  matter  of  fact,  any  other  mat- 
ters in  defense  or  support  of  the  action,  as  the  case  may  be,  should  be  admitted 
on  the  trial,  under  proper  instructions.     Ibid.,  156. 

4.  Whether  one  compound  of  given  proportions  is  substantially  the  same  as  anothei 

compound,  varying  the  proportions,  is  a  question  for  the  jury.  Tyler  v.  Bos 
ton,  177. 

See  Application,  2 ;  Constbuotion  of  Patent,  3,  4,  6,  6 ;  Evidence. 

LAW  OF  NATURE. 

See  Pbinciple,  1,  2. 
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LICENSE. 
A  license  to  use  an  invention  by  a  person  only  at  "  his  own  establishment"  does  not 
anthorize  a  nse  at  an  establishment  owned  by  himself  and  others.    Bubber 
Company  v.  Ooodyear,  237. 

See  AssiONMEST. 

MACHINE. 

See  AbSIGHMENT  ;   PBIHCtPLE,  1,  2. 

MANDAMUS. 

1.  The  principles  of  law  relating  to  the  remedy  by  mandamus  are  well  settled.    It 

lies  where  there  is  a  refusal  to  perform  a  ministerial  act  involving  no  exercise 
of  judgment  or  discretion.  It  lies  also  where  the  exercise  of  judgment  and  dis- 
cretion are  involved  and  the  officer  refuses  to  decide,  provided  that  if  he  decided, 
the  aggrieved  party  could  have  his  decision  reviewed  by  another  tribunal. 
Decatur  v.  Paulding  affirmed  and  applied.  It  is  applicable  only  to  these  two 
classes  of  cases,  and  cannot  be  made  to  perform  the  function  of  a  writ  of  error. 
Commissioner  of  Patents  v.  Whiteley,  154. 

2.  If  an  applicant  has  done  all  in  his  power  to  make  his  application  effectual,  he  has 

a  right  to  consider  it  properly  before  the  Commissioner,  and  a  mandamus  would 
he  to  compel  the  Commissioner  to  receive  it.    Ibid. 


MANUFACTURE. 

MARES. 

MATERIAL. 

MECHANICAL  SKILL. 

MODE. 

NEW  APPLICATION. 


See  Process. 

See  AooouNT  of  Profits,  2. 

See  Substitution  of  Material. 

See  Combination,  8. 

See  Principle,  1,  2. 


See  Combination  ;  Double  Use. 

NEW  MATTER. 

See  Reissue,  12, 13,  14,  15. 

NOTICE  OF  SPECIAL  MATTER. 

1.  In  a  suit  for  the  infringement  of  a  patent  right,  no  notice  is  necessary  to  justify 

the  admission  of  evidence  on  behalf  of  the  defendant  to  show  the  improvements 
existing  at  the  date  of  the  plaintiff's  invention  in  the  class  of  articles  to  which  it 
belongs.     Vance  v.  Campbell,  10. 

2.  Persons  sued  as  infringers  may  plead  the  general  issue  in  suits  of  law,  and  may 

prove,  as  a  defense  to  the  charge,  if  they  have  given  the  defendant  thirty  days' 
notice  of  that  defense  before  the  trial  that  the  patentee  was  not  the  original  and 
first  inventor  of  the  thing  patented ;  but  the  same  section  which  authorizefi 
such  a  defense  provides  that  whenever  the  defendant  relies  in  his  defense  on  the 
fact  of  a  previous  invention,  knowledge,  or  use  of  the  thing  patented.  "  he  shall 
state  in  his  notice  of  special  matter  the  oame^  and  places  of  residence  of  those 
whom  he  intends  to  prove  to  have  possessed  a  prior  knowledge  of  the  thing,  and 
where  the  same  had  been  used."  Evidence  to  prove  such  a  defense  iu  a  suit  at  law 
is  not  admissible  without  an  antecedent  compliance  with  those  conditions,  and 
the  settled  practice  in  equity  is  to  require  the  respondent,  as  a  condition  pre- 
cedent  to  such  defense,  to  give  the  complainant  substantially  the  same  informa- 
tion in  his  answer.    Unless  the  practice  were  so  the  complainant  would  olten  be 
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sarprieed,  as  the  rule  of  law  is  that  the  letters  patent  afford  a  prima  fade  pre- 
sumption that  the  patentee  is  the  original  and  first  inventor  of  what  is  therein 
described  as  his  improvement,  and  if  the  respondent  should  not  be  recpired  to 
give  notice  in  the  answer  that  proofs  would  be  offered  to  overcome  the  presump- 
tion and  establish  the  opposite  conclusion,  very  great  injustice  might  be  done, 
as  the  complainant  might  rely  upon  that  presumption  and  fail  to  take  any  coun- 
tervaling  proofs.     Agawam  Company  v.  Jordan,  196. 

3.  Where,  in  a  suit  at  law  for  infringement  of  a  patent,  witnesses  testify  to  previous 

invention,  knowledge,  or  use  of  the  thing  patented,  the  judgment  will  be  reversed, 
unless  an  antecedent  compliance  with  the  requirements  of  the  15ih  section  of  the 
Patent  Act,  requiring  in  the  notice  of  special  matter  the  names  and  places  of 
residence  of  those  whom  the  defendant  intends  to  prove  possessed  prior  knowl- 
edge, and  where  the  same  had  been  used,  appear  in  the  record.  And  this,  although 
no  reversal  for  this  cause  have  been  asked  by  counsel,  but  the  case  have  been 
argued,  wholly  on  other  grounds.     Blanckard  v.  Putnam,  223. 

4.  Evidence  to  prove  previous  invention,  knowledge,  or  use  of  the  thing  patented  is 

not  admissible  in  any  case  without  an  antecedent  compliance  with  the  conditions 
specified  in  the  15th  section  of  the  Patent  Act.  Whenever  the  defendant  relies 
in  his  defense  on  the  fact  of  a  previous  invention,  knowledge,  or  use  of  the 
thing  patented,  "  he  shall  state  in  his  notice  of  special  matter  the  names  and 
places  of  residence  of  those  whom  he  intends  to  prove  to  have  possessed  a  prior 
knowledge  of  the  thing,  and  where  the  same  had  been  used,"  and  if  he  does  not 
comply  with  that  requirement  no  such  evidence  can  be  received  under  the  gen- 
eral issue.     Blanehard  v.  Putnam,  228. 

5.  Unless  the  rule  of  law  was  so,  the  plaintiff  might  often  be  surprised  at  the  trial, 

as  he  would  rely  upon  the  presumption,  which  the  patent  affords,  that  he  or  his 
assignor  or  grantor  was  the  original  and  first  inventor  of  ihe  improvement  in 
question,  and  would  not  think  it  necessary  to  summon  witnesses  to  rebut  the 
evidence  introduced  by  the  defendant  attaking  the  novelty  of  his  patent.  Ilyid., 
229. 

6.  Compliance  with  the  requirements  of  the  fifteenth  section  of  the  Patent  Act  being 

a  condition  precedent  to  the  right  of  the  defendant  to  introduce  such  evidence, 
under  the  general  issue,  it  necessarily  follows  that  the  onus  probandi  is  on  him 
to  show  that  the  required  notice  was  given  to  the  plaintiff  thirty  days  before 
the  trial,  and  if  he  fails  to  do  so,  he  cannot  introduce  any  evidence  to  contro- 
vert the  novelty  of  the  patent.     Ibid. 

7.  Undoubtedly  the  plea  of  not  guilty  puts  in  issue  the  novelty  of  the  invention  as 

well  as  the  charge  of  infringement,  but  the  letters  patent,  when  introduced  by 
the  plaintiff,  afford  a  prima  facie  presumption  that  the  plaintiff  was  the  original 
and  first  inventor  of  the  improvement;  and  if  the  defendant  does  not  give  to 
the  plaintiff  the  required  notice  that  he  intends  to  offer  evidence  at  the  trial  to 
overcome  that  presumption,  he  has  no  right  to  introduce  any  such  evidence,  and 
it  necessarily  follows  that  the  court  has  no  right  to  submit  any  such  question  to 
the  jury.     Ibid. 

8.  In  giving  notice,  under  the  15th  section  of  the  Patent  Act  of  July  4th,  1836,  of 

the  names  and  places  of  residence  of  those  by  whom  he  intends  to  prove  a  pre- 
vious use  or  knowledge  of  the  thing,  and  where  the  same  has  been  used,  the 
party  giving  notice  is  not  bound  to  be  so  specific  as  to  relieve  the  other  from 
all  inquiry  or  effort  to  investigate  the  facts.  If  he  fairly  puts  his  adversary  in 
the  way  that  he  may  ascertain  all  that  is  necessary  to  his  defense  or  answer,  it 
is  all  that  can  be  required,  and  he  is  not  bound  by  his  notice  to  impose  an  unne- 
cessary and  embarrassing  restriction  on  his  own  right  of  producing  proof  of 
what  he  asserts.    Wise  v.  AUis,  234. 

9.  Heldf  therefore,  in  a  suit  for  infringing  a  patent  for  balancing  millstones,  that 
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when,  in  addition  to  the  particular  town  or  city  in  which  such  large  objects  as 
millstones  are  used,  the  name  and  residence  of  the  witness  by  whom  that  usa 
was  to  be  proved  was  also  given,  there  was  sufficient  precision  and  certainty  in 
the  notice.     Ibid, 
10.  Notice  without  proof  to  support  it  is  of  no  avail.    Seymour  v.  O^ome,  317. 

See  Equity,  5 ;  Evidesce,  13. 

NOVELTY. 

1.  Parties  engaging  the  services  of  an  inventor,  under  an  agreement  that  he  shall 
devote  his  ingenuity  to  the  perfecting  of  a  machine  for  their  benefit,  can  lay  no 
claim  to  improvements  conceived  by  him  after  the  expiration  of  such  agreement. 
Appleton  V.  Bacon  &  North,  19. 

2  Though  an  idea  of  a  person  who  afterwards  obtains  a  patent  for  a  device  to  give 
his  idea  effect  may  be  a  good  idea,  yet,  if  the  device  is  not  new,  his  patent  is 
void,  even  though  it  be  useful.  The  principle  applied  to  the  patent  of  J.  B. 
Blair,  of  July  23,  1867,  for  a  new  manufacture,  being  rubber  heads  for  lead 
pencils,  and  the  patent  held  void  as  being  for  nothing  more  than  making  a  hole 
smaller  than  the  pencil  in  a  piece  of  India  rubber  and  putting  the  pencil  in 
the  hole,  the  elastic  and  eraftivo  qualities  of  the  India  rubber  being  known  to 
every  one,  and  every  one  possessing  capacity  to  make  a  hole  in  a  piece  of  rub- 
ber, and  to  put  a  pencil  in  the  hole,  so  as  to  be  held  there  for  an  eraser  by  the 
elasticity  of  the  rubber.     Bubber-  Tip  Ptncil  Company  v.  Howard,  658. 

3.  The  question  raised  by  the  court,  but  not  decided,  wbether  "  the  making  of  the 
case  which  incloses  the  internal  works  of  the  lock,  with  two  faces  just  alike, 
and  so  well  finished  ofif  in  point  of  style  that  either  side  may  be  presented  ont- 
wards,  is  a  matter  which  could  be  patented,  if  no  locks  with  such  cases  had 
ever  been  made  before."    Jones  v.  Morehead,  26. 

See  Abandonment;  Combination;  Double  Use;  Notiobof  Special  Matteb;  Pbiok 

Use;  Reduction  to  Pbaotice ;  Suooestiohs;  Utility. 


OATH. 
PARTICS. 


See  Evidence, 
See  Action  ;  Administbatobs  ;  AasEEMENT,  4. 


PARTNERSHIP. 

1.  Where  an  instrument  prepared  by  one  partner  for  signature  by  his  copartner, 

with  whom  he  has  fallen  out  and  quarreled,  contains  mutual  releases  and 
assignments — each  being  the  consideration  of  the  other — it  should,  in  order  to 
be  binding,  be  signed  by  both  parfeieR.  The  fact  that  the  partner  who  did  not 
prepare  it  has  taken,  without  objection  from  the  other,  an  unsigned  counterparts 
after  this  other  partner  had  signed  the  first  counterpart,  and  left  it  in  the  hands  of 
a  third  person,  to  be  delivered  only  when  the  unsigned  counterpart  was  signed 
and  delivered,  does  not  give  effect  to  the  release.     Ambler  v.  Whipple,  666. 

2.  Though  bad  character,  drunkenness,  and  dishones<^'  on  the  part  of  one  partner 

may  be  good  grounds  for  dissolving  a  partnership,  on  the  application  of  ilie 
other — this  other  not  having  known  at  the  time  of  forming  the  partnership  these 
characteristics  of  his  co- partner — ^yet  when,  before  the  partnership  was  formed, 
they  were  known  by  the  partner  not  guilty  of  them  to  have  existed,  they  do 
not  authorize  such  partner  himself  to  treat  the  partnership  as  ended,  and  to 
take  to  himself  all  the  benefits  of  the  joint  labor  and  joint  property.  A  partner 
who  furnished  capital,  charged  in  a  case  strongly  indicating  injustice,  with 
half  profits  in  favor  of  another  of  inventive  genius,  and  whom,  after  valuable 
discoveries,  he  sought  to  get  rid  of,  alleging,  even  with  truth,  intemperate 
habits  and  bad  character.     Ibid. 
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1.  The  claim  of  Sherwood,  under  his  patent,  granted  ip  1842,  and  extended  in  18^0, 

for  **  a  new  and  useful  improvement  in  door-locks,"  so  far  as  the  claim  is  for 
"making  the  cases  of  door-locks  and  latches  double-faced,  or  so  finished  that 
either  side  may  be  used  for  the  outside,  in  order  that  the  same  lock  or  cased  fast- 
ening may  answer  for  a  right  or  left-hand  door,  substantially  as  described  ;*'  that 
is  to  say,  the  first  claim  in  his  schedule  is  for  a  thing  which  is  not  original  with 
him,  and  void.    Jonti  v.  Morehead,  26. 

2.  The  patent  granted,  September  9th,  1856,  to  Cawood  for  an  "improvement  in  the 

common  anvil  or  swedge-block,  for  the  purpose  of  welding  up  and  re-forming 
the  ends  of  railroad  rails  when  they  have  exfoliated  or  become  shattered  from 
unequal  wear,  occasioned  by  the  inequalities  of  the  road,"  &c.,  is  a  patent  iu 
which  special  devices  are  described  as  combined  and  arranged  in  a  particular 
manner,  and  as  operating  only  in  a  special  and  peculiar  way  for  a  special  pur- 
pose, and  to  effect  a  special  result.  It  is  not  a  claim  for  any  kind  of  movable 
press-block,  combined  and  operating  in  any  way  with  any  kind  of  fixe'I  block 
to  accomplish  any  purpose,  or  effect  any  kind  of  result.  Turrill  v.  Railroad 
Company,  52. 

3.  The  machine  patented  to  Seth  Hoyden,  January  10,  1860,  for  an  improvement  in 

machinery  for  forming  hat-bodies,  is  no  infringement  of  any  of  tiie  patents 
granted  to  Henry  A.  Wells  for  the  same  thing.  The  patents  to  Wells,  so  far  as 
they  related  to  an  improvement  in  the  process  of  making  hat-bodies,  were  void. 
William  Ponsford  having  invented  and  patented  the  thing  before  him,  and 
Wells  having  seen  Ponsford's  invention.     Burr  v.  Duryee^  69. 

4.  The  "  Boyden  machine  "  does  not  infringe  the  patent  to  A.  B.  Taylor.    Ihid     107. 

5.  Jacobs  was  not  the  first  inventor  of  the  improvements  patented  to  him  in  1859 

and  1860,  for  improvements  in  the  construction  of  jails.    Jacobs  v.  Baker,  174. 

6.  The  syringe  known  as  the  Richardson  syringe  is  an  infringement  of  the  patent 

for  a  syringe  granted  March  31st,  1857,  to  C.  &  H.  Davidson,  and  reissued  April 
25th,  1865,  with  an  amended  specification.     Morey  v.  Lochwood,  210. 
7-  The  Davidsons  were  the  original  and  first  inventors  of  the  syringe  patented  by 
the  patent  and  reissue  above  referred  to.    Ibid. 

8.  The  novelty  of  Charles  Goodyear's  patent  for  vulcanized  rubber  sustained.     Rub- 

ber Company  v.  Goodyear,  237. 

9.  The  reissued  letters  patent  (No.  2829)  for  a  new  and  improved  clothes-wringer. 

granted  to  Sylvanus  Walker,  assignee,  on  the  3l8t  day  of  December,  1867.  con- 
strued to  be  for  a  U-shaped  yoke  or  frame  for  supporting  a  wringing  machine 
and  for  the  combination  of  such  yoke  with  a  clamping  device,  when  employe<i 
to  hold  a  clothes  wringer  to  the  side  of  the  wash-tub,  and  the  U-form  of  the  frame 
is  essential  to  it.     Washing  Machine  Company  v.  Tool  Company,  630. 

10.  The  use  of  a  portable  support  for  a  wringing  mechanism  which  has  some  of  the 

features  of  the  patentee's  device,  but  which  has  not  the  U-formed  yoke  or 
frame,  is  therefore  no  infringement  of  the  patent.     Ibid.,  631. 

11.  The  inventions  of  William  H.  Seymour  and  Palmer  and  Williams,  explained  and 

defined.    Seymour  v.  Osborne,  291. 

12.  The  inventions  of  Nelson  Piatt  and  Alfred  Churchill,  patented,  the  former  June 

12,  1849,  the  latter  March  3d,  1841,  (harvesters,)  contained  nothing  which  ante- 
dated the  peculiar  device  secured  by  patent  to  Byron  Dinsmore,  February  10. 
1852,  for  harvesting  and  mowing  machines,  assigned  July  2.  1859.  to  Kirby 
and  Osborne,  and  surrendered  and  reissued  28th  January,  1862.  Whiteley  v. 
Kirby,  326. 

13.  Dubois's  patent  of  September,  23d.  1862,  construed  and  explained.     Rtilroad 

Company  v.  Dubois,  329. 

14.  The  letters  patent  to  John  Gorham,  Gorham,  Therber,  and   Lewis  Dexter,  Jr. 

dated  July  16,  1861,  are  infringed  by  articles  made  in  accordance  with  letters 
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patent  to  Le  Roy  S.  White,  dated  January  15,  1867,  and  March  31.  186S. 
Oorham  Company  v.  White,  392. 

15.  Afla  Whitney's  patent  of  April  25th.  1848,  for  an  "  improvement  in  the  process 

of  manufacturing  cast-iron  railroad  wheels,"  was  for  a  process,  not  for  a  combi- 
nation.    Motory  v.  Whitney^  410. 

16.  The  patent  i^ued  to  Christian  Reichmann,  September  21,  1858.  and  reissued  to 

Carlton  and  Merrill,  August  11,  1868,  construed  and  explained.  Carlton  v. 
Bokee,  456. 

17.  The  "Comet**  burner  is  no  infringement  of  Reichmann*8  patent.     Ihid. 

18.  What  R.  A.  Tilghman,  of  Philadelphia,  claimed  as  his  invention  under  the  letters 

patent  granted  to  him  of  January  9th,  1854,  was  the  process  of  manufacturing 
fat-acids  and  glycerin  from  fatty  or  oily  f^ubstances  by  the  action  of  water  at  a 
high  temperature  and  pressure.     Mitchell  v.  Tilghmajn^  476. 

19.  Two  conditions,  viz,  that  the  heating  vessel  must  be  kept  entirely  full  of  the  mix- 

ture of  fat  and  water,  and  that  no  steam  or  air  must  be  allowed  to  accumulate 
in  the  vessel  employed  to  impart  the  heat,  were  material  and  indispensable  con- 
ditions of  Tilghman's  patented  method.     Ihid. 

20.  The  precise  apparatu.<«  described  in  Tilghman's  specification  does  not  appear  to 

have  gone  into  practical  use  in  this  country  or  in  Europe,  and  the  apparatus 
worked  by  Tilghman's  licensees  dififers  in  many  material  respects  from  the  appa- 
ratus described  in  his  patent;  and  taken  as  a  whole,  ^erefore,  it  was  consid- 
ered by  this  court  that  Tilghman  did  not  .succeed  in  introducing  his  invention 
into  practical  use  by  the  means  and  mode  of  operation  described  in  his  specifi- 
cation.   Ihid, 

•  See  Novelty,  2. 

PLEADINGS. 

See  Administbatobs,  4;  Aqbeeiient,  10;  Bill  of  Review,  2;  Declabatiok;  Equity; 

Evidence,  4 ;  Reissue,  21 ; 

PRINCIPLE. 

1.  As  the  Patent  Act  grants  a  monopoly  to  any  one  who  may  have  discovered  or 

invented  "any  new  and  useful  art,  machine^  manufacture,  or  composition  of 
matter,"  and  as  a  machine  is  a  concrete  thing,  consisting  of  parts  or  of  certain 
devices  and  combinations  of  devices,  a  patent  must  be  granted,  in  cases  where  the 
invention  comes  within  the  category  of  a  machine,  for  t<,  and  not  for  a  **  mode  oi 
operation,"  nor  for  a  "principle,"  nor  for  an  "idea,"  nor  for  any  abstraction 
whatsoever:  and  this  rule  of  law  is  not  affected  by  the  fact  that  the  statute 
requires  the  patentee  to  explain  "the  mode  of  operation"  of  his  peculiar  ma- 
chine which  distinguishes  it  from  all  others.     Bu.Tr  v.  Duryee,  69. 

2.  Inventions  which  consist  in  a  new  application  of  certain  natural  forces  to  produce 

a  certain  result,  to  which  they  had  never  before  been  applied,  partake  of  the 
nature  of  discoveries,  either  found  out  by  experiment  or  the  result  of  a  happy 
thought,  which,  when  once  expressed,  is  plain  to  intelligent  persons,  who  could 
point  out  at  once  many  device.^  for  making  it  effectual.  Any  one  can  perceive 
the  difference  of  such  a  case  from  the  invention  of  a  labor-fiaving  machine,  which 
^  is  a  mere  combination  of  certain  mechanical  devices  to  produce  a  de.sired  man- 

ufacture in  a  cheaper  or  better  manner.  The  case  of  McClurg  v.  Kingsland, 
1  Howard,  202,  will  serve  to  elucidate  this  peculiar  sort  of  inventions.  A  work- 
man in  a  foundry  observe'l,  in  pumping  water  into  a  bucket,  that  the  water 
entering  at  a  tangent  to  the  circle  of  the  bucket,  acquired  a  circular  motion, 
diminishing  when  it  approached  the  centre,  where  bits  of  straw  and  other  lighter 
materials  would  be  concentrated.  In  caj^ting  iron  rolls,  the  metal  required  to 
have  this  rotary  motion  for  the  same  purpose.  This  effect  had  previouhly  been 
produced  by  stirring  the  liquid  metal.     The  thought  all  at  once  struck  the  mind 
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of  this  observer  that  the  applicatioa  of  this  principle  or  law  of  nature  might  be 
beneficially  made  to  the  casting  of  rolls  by  merely  introducing  the  metal  at  the 
bottom  of  the  mould  at  a  tanget.  The  thought  being  once  suggested,  it  required 
no  skill  or  invention  to  devise  a  plan  for  the  applicalion  of  tho  principle;  and 
yet  it  was  a  patentable  invention  or  discovery,  though  it  came  not  within  the 
description  of  the  statute,  as  **  a  machine,  manufacture,  or  composition  of  mat- 
ter;'    Ibid.,  99. 

See  C0MBINA.TI0H,  7;  Specipication,  1,  21. 

PRIOR  PUBLICATION. 
1.  A  description  in  a  prior  publication,  in  order  to  defeat  a  patent,  must  contain  and 
exhibit  a  substantial  representation  of  the  patented  improvement  in  such  full, 
clear,  and  exact  terms  as  to  enable  any  person  skilled  in  the  art  or  science  to 
which  it  appertains  to  make,  construct,  and  practice  the  invention  patented.  It 
must  be  an  account  of  a  complete  and  operative  invention.  Seymour  v.  Osborne, 
292. 

PRIOR  USE.       * 

1.  When,  in  a  patent  case,  a  person  claims  as  an  original  inventor,  and  the  defence  is 

a  prior  invention  by  the  defendant,  if  the  defendant  prove  that  the  instrnmenb 
which  he  alleges  was  invented  by  him  was  complete  and  capable  of  working,  that 
it  was  known  to  at  least  five  persons,  and  probably  to  many  others,  that  it  was 
put  in  use,  tested,  and  successful,  he  brings  the  cai<e  within  the  established  .ortvore 
tests  required  by  law  to  sustain  the  defense  set  up.     Coffin  v.  Ogden,  465. 

2.  The  invention  or  discovery  relied  upon  as  a  defense  must  have  been  complet<>, 

and  capable  of  producing  the  result  sought  to  be  accomplished ;  and  this  mast 
be  shown  by  the  defendant.  The  burden  of  proof  rests  upon  him.  and  every 
reasonable  doubt  should  be  resolved  against  him.  If  the  thing  were  embryntic 
or  inchoate;  if  it  rested  in  speculation  or  experiment;  if  the  process  pursued  for 
its  development  had  failed  to  reach  the  point  of  consummation,  it  cannot  avail 
to  defeat  a  patent  founded  upon  a  discovery  or  invention  which  was  completed, 
while  in  the  other  case  there  was  only  progress,  however  near  that  progrehs  may 
have  approximated  to  the  end  in  view.  Tho  law  requires  no  conjecture,  but 
certainty.  If  the  question  relate  to  a  machine,  the  coDceptiou  must  have  been 
clothed  in  substantial  forms,  which  demonstrate  at  once  its  practical  efficacy 
and  utility.     Ibid.,  468. 

3.  The  prior  knowledge  and  use  by  a  single  person  is  sufficient.    The  number  is 

immaterial.     Ibid. 

4.  Until  his  work  w  done,  the  inventor  has  given  nothing  to  the  public.     Ibid. 

5.  In  Oaylerv.  Wilder  the  views  of  this  court  upon  the  subject  were  thus  expressed  : 

"  We  do  not  understand  the  Circuit  Court  to  have  said  that  4he  omi'^sion  of  Con- 
ner to  try  his  safe  by  the  proper  tests  would  deprive  it  of  its  priority  ;  nor  his 
omission  to  bring  it  into  public  use.  He  might  have  omitted  both,  and  also 
abandoned  its  use  and  been  ignorant  of  the  extent  of  its  value ;  yet  if  it  was  the 
same  with  Fitzgerald's,  the  latter  would  not,  upon  such  grounds,  be  entitled  to 
a  patent ;  provided  Conner's  safe  and  its  mode  of  construction  were  still  in  the 
memory  of  Conner  before  they  were  recalled  by  Fitzgerald's  patent."  Whether 
the  proposition  expressed  by  the  proviso  in  the  last  sentence  is  a  sound  one  it  is 
not  necessary  in  this  case  to  consider.    Ibid.,  469. 

6.  A  request  which  asks  the  court  to  charge  that  if  a  process  patented  was  known 

to  others  more  than  two  years  before  the  plaintiff  applied  for  his  patent,  the  plain- 
tiff's patent  is  void,  is  rightly  refused.     Klein  v.  Eussell,  588. 

See  Abandokiiknt  of  Experimebts  ;  Abandonment  of  iNVENTioir;  Pbiob  Publica- 
tion ;  Public  Use. 
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PROCESS. 

1.  A  process  and  the  product  of  a  process  may  be  both  new  and  patentable,  and  are 

wboliy  disconnected  and  independent  of  each  other.  Rubber  Co.  v.  Ooodyear, 
237.  ' 

2.  Patentable  sabjects,  as  defined  by  the  patent  law,  are  "any  new  and  osefal  art, 

machine,  manufacture,  or  composition  of  matter,  or  any  new  and  useful  improve- 
ment on  any  art,  machine,  manufacture,  or  composition  of  matter."  A  machine 
may  be  new,  and  the  product  or  manufacture  proceeding  from  it  may  be  old. 
In  that  case  the  former  would  be  patentable,  the  latter  not.  The  machine  may 
be  substantially  old  and  the  product  new.  In  that  event  the  latter,  and  not  the 
former,  would  be  patentable.  Both  may  be  new,  or  both  may  be  old.  In  the 
former  case  both  would  be  patentable ;  in  the  latter  neither.  The  same  remarks 
apply  to  processes  and  their  results.  Patentability  may  exist  as  to  either, 
neither,  or  both,  according  to  the  fact  of  novelty  or  the  opposite.  The  patent- 
ability or  the  Usuing  of  a  patent  as  to  one,  in  nowise  afifeots  the  rights  of  the  in- 
ventor or  discoverer  in  respect  to  the  other.  They  are  wholly  disconnected  and 
independent  facts.     Ibid.,  243. 

3.  A  patentee  may  obtain  a  patent  for  a  combination  or  a  process  of  for  both.  Bail- 

road  Co.  V.  Dubois,  340. 

4.  When  a  patent  is  for  an  entire  process  made  up  of  several  constituent  steps  or 

stages,  the  patentee  not  pretending  to  be  the  inventor  of  those  constituents,  his 
claim  to  the  process  as  an  entirety  does  not  secure  to  him  the  exclusive  use  of 
the  constituents  singly.  What  is  secured  is  their  use  when  arranged  in  the  pro- 
cess.    Mowry  v.  Whitney,  410. 

See  Account  of  Profits,  10;  CoNSTRUCTroK  of  Patent,  10;  Particular  Patents,  13; 

Specification,  10. 

PROFITS. 

See  Account  of  Profits. 

PUBLICATION. 

See  Prior  Publication. 

PUBLIC  USE. 
1.  According  to  the  act  of  1836,  and  the  prior  legislation  of  Congress,  the  public 
use  or  sale  by  the  inventor  of  the  thing  invented,  at  any  time  before  the  appli- 
cation, was  fatal  to  his  claim  for  a  patent.  The  act  of  1839  relieved  him  from 
this  consequence,  and  introduced  a  new  and  more  liberal  policy.  It  gave  him 
the  right  to'apply  for  a  patent  at  any  time,  within  two  years  after  the  use  and 
sale  of  his  invention,  "  except  on  proof  of  the  abandonment  of  such  invention 
to  the  public."  The  provision  in  the  act  of  1836,  allowing  the  withdrawal  of 
the  application,  was  intended  only  to  provide  for  the  disposition  in  such  cases  of 
the  duty  which  had  been  deposited,  and  to  enable  (he  applicant  to  resume  a  part 
of  it  upon  the  condition  prescribed ;  it  is  silent  as  to  everything  beyond  this. 
The  new  provision  in  the  act  of  1839  is  wholly  independent  of  the  act  of  1836; 
by  necessary  implication  it  repeals  the  conflicting  provision  upon  the  same  sub- 
ject in  the  earlier  act.  It  must  be  examined  by  its  own  light,  and  so  construed 
as  to  give  the  fullest  effect  to  the  beneficent  purpose  of  the  legislature.  Ood- 
frey  v.  Eames,  41. 

See  AsANDONSfENT ;  Equitt,  5 ;  Prior  Publication  ;  Prior  Use. 

PUBLIC  WORK. 

See  Prior  Publication. 

REDUCTION  TO  PRACTICE. 
1.  The  inventor  who  first  perfects  a  machine,  and  makes  it  capable  of  useful  opera- 
tion, is  entitled  to  the  patent.    Agawam  Co.  v.  Jordan^  187. 
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2.  He  is  thA  first  inventor,  and  entitled  to  the  patent,  who,  being  an  original  discov- 

erer, has  first  perfected  and  adapted  the  invention  to  actual  use.    Ilnd,    201. 

3.  Grade  and  imperfect  experiments  do  not  confer  a  right  to  a  patent.     He  is  the 

first  inventor  who  first  perfects  and  adapts  an  invention  to  use.  Seymour  v. 
(hbome,  292. 

REISSUE. 

1.  The  sarrender  of  a  patent  under  the  13th  section  of  the  act  of  July  4,  1836,  in 

judgment  of  law,  extinguishes  it — is  a  legal  cancellation  of  it — and  no  right  can 
afterwards  he  asserted  upon  it.     Mojfit  v.  Qarr,  1. 

2.  Suits  pending  for  an  infringement  of  such  patent  fall  with  its  surrender,  because 

the  foundation  upon  which  they  were  commenced  no  longer  exists.     Ibid. 

3.  But  moneys  recovered  or  paid  under  a  patent  previous  to  its  surrender  cannot 

be  recovered  back  afterwards.     Ibid. 

4.  The  practice  of  surrendering  valid  paten-ts,  and  of  granting  reissues  thereon  in 

cases  where  the  original  patent  was  neither  inoperative  nor  invalid,  and  where 
the  specification  was  neither  defective  nor  insufficient — the  purpose  being  only 
to  insert  in  the  reissue  expanded  or  equivocal  claims — is  declared  by  the  court 
to  be  a  great  abuse  of  the  privileges  granted  by  the  thirteenth  section  of  the 
Patent  Act  of  1836,  authorizing  a  sarrender  and  reissue  in  certain  cases,  and  is 
pointedly  condemned.  Burr  v.  Duryee,  69. 
6.  Previous  to  the  Patent  Act  of  1836,  which  established  a  board  or  bureau  composed 
of  competent  examiners,  patents  had  frequently  been  adjudged  invalid  from  the 
insufficiency  of  the  specification ;  usually  because,  by  inadvertency,  accident,  or 
mistake,  the  patentee  had  not  sufficiently  separated  the  old  from  the  new,  and 
had  claimed  more  than  he  was  entitled  to.  Few  inventors,  or  even  learned 
lawyers,  were  cafiable  of  correcting  and  clearly  setting  forth  in  a  specification 
the  proper  limits  of  the  just  claim  of  the  invention.  The  thirteenth  section  was 
intended  to  remedy  this  evil,  by  permitting  the  patentee  to  surrender  his  de- 
fective patent,  and  have  it  renewed  in  proper  form,  ''whenever  it  shall  he  inope- 
rative or  invalid^  by  reason  of  a  defective  or  insufficient  description  or  specification, 
or  by  reason  of  the  patentee  claiming  in  his  specification  as  his  own  invention 
more  than  he  had  a  right  to  claim  as  new,  if  the  error  has  arisen  by  inadvert- 
ency, accident,  or  mistake,  &c.  Since  the  date  of  this  act,  not  only  the  Patent 
Office  but  the  bar  can  furnish  gentlemen  fully  competent  to  the  task  of  drawing 
up  proper  specifications,  and  but  little  liable  to  commit  blunders  from  inadvert- 
ency. Nevertheless,  this  privilege  of  surrender  and  reissue  is  tesorted  to  more 
frequently  than  ever.     Ibid,  104. 

6.  The  practice  of  reissuing  patents  for  the  purpose  of  interpolating  abstract  gener- 

alizations, so  as  to  cover  subsequent  inventions  made  by  others,  is  condemned. 
Ibid. 

7.  A  reissue  in  judgment  of  law  is  only  a  continuation  of  the  original  patent;  and 

consequently  the  rights  of  the  patentee,  except  as  to  prior  infringements,  are 
to  be  ascertained  by  the  law  under  which  the  original  application  was  made. 
Head  V.  Bowman,  140. 

8.  When  an  applicant  for  a  reissue  of  a  patent  has  done  all  in  his  power  to  make 

his  application  efifectual — bas  filed  his  application  with  the  Acting  Commissioner 
and  paid  the  requisite  amount  of  fees — the  application  is  to  be  considered  as 
properly  before  the  Commissioner.     Commissioner  of  Patents  v.  Whiteley,  145. 

9.  Where  a  statute  directed  the  Commissioner  of  Patents  to  grant  a  reissue  of  pat- 

ents in  certain  cases,  to  "assignees,"  it  is  the  duty  of  the  Commissioner  to 
decide  whether  the  applicant  is  an  assignee  with  such  an  interest  as  entitled 
him  to  a  reissue  within  the  meaning  of  the  statutory  provision  on  the  subject ; 
and  if  he  has  thoroughly  examined  and  decided  that  the  applicant  is  not  so,  a 
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mandamus  will  not  lie  commanding  him  to  refer  the  application  to  "  the  proper 
examiner,  or  otherwise  examine  or  cause  the  same  to  be  examined  according 
to  law."  The  preliminary  question  was  within  the  scope  of  hi^  aathority.  If 
the  mandamuB  had  ordered  the  Commissioner  to  allow  an  appeal,  the  order 
under  which  it  issaed  would  have  been  held  correct.     Ibid. 

10.  Semble,  that  an  applicant  for  a  reissue  of  a  patent  under  the  thirteenth  section  of 

the  Patent  Act  of  1836,  which  allows  a  reissue  in  certain  cases  to  a  patentee, 
"  and  in  case  of  his  death  or  any  assignment  by  liim  made  of  the  ongitial  jmterU,'' 
vests  a  similar  right  "in  his  executors,  administrators,  or  assignees,''  must  be 
an  assignee  of  the  whole  interest  in  the  patent;  and  not  tiie  a.<«signee  of  a 
sectional  interest  only.  At  least  where  the  Commissioner  of  Patents  had  thus 
decided,  this  court,  on  the  questions  being  raised  in  connection  with  other  ques- 
tions, whose  decision  rendered  a  decision  on  it  unnecest>ary,  say  that  "  as  at 
present  advised  they  were  not  prepared  to  say  that  the  decision  of  the  Commis- 
sioner was  not  correct."     Ibid. 

11.  Where  a  limitation  of  a  claim,  as  found  in  a  patent,  has  been  caused  by  a  mistake 

of  the  Commissioner  of  Patents  in  supposing  that  prior  inventions  would  be 
covered,  if  the  claim  was  made,  as  the  applicant  makes  it,  more  broad,  and  an 
inventor  has  thus  been  made  to  take  a  patent  with  a  claim  narrower  than  his 
invention,  it  is  the  right,  and,  as  it  would  seem,  tbe  duty  of  the  Commissioner, 
jpon  being  satisfied  of  his  mistake,  as  to  the  nature  of  tbe  prior  inventions,  to 
grant  a  reissue  with  an  amended  specification  and  a  broader  claim.  Morey  v. 
Lockwood,  210. 

12.  Where  the  amended  specifications  and  broader  claim  secures  the  patentee  only  the 

same  invention  that  he  had  originally  described  and  claimed,  the  reissue  is  valid. 
Ibid. 

13.  A  patentee  or  his  representative  in  a  reissue  may  enlarge  or  restrict  the  claim,  so 

as  to  give  it  validity  and  secure  the  invention.  Rubber  Company  v.  Ooodyear^ 
237. 

14.  The  act  of  the  Commissioner  in  accepting  a  surrender  and  granting  a  reissue  is  final 

and  conclusive,  and  not  re-examinable  in  a  suit  in  the  Circuit  Court,  unless  it  is 
apparent  upon  the  face  of  the  patent  that  he  has  exceeded  his  authority,  or  that 
there  is  such  a  repugnancy  between  the  old  and  tbe  new  patent  that  it  must  be 
held  as  a  matter  of  legal  constructioji  that  the  new  patent  is  not  for  the  same 
invention  as  that  embraced  and  secured  in  the  original  patent.  Seymour  v. 
Osborne.  291. 

15.  Interpolations  in  a  reissued  patent  of  new  features  or  ingredients  or  devices,  which 

were  neither  described,  suggested,  nor  substantially  indicated  in  the  original 
specifications,  drawings,  or  Patent  Office  model,  are  not  allowed.     Ibid. 

16.  Parol  testimony  as  to  the  scope  of  an  original  invention  is  not  allowable  on  an 

application  for  a  reissue  as  the  basis  of  interpolation  of  new  matter.     Ibid. 

17.  The  identity  of  invention  in  the  original  and  reissued  patent  in  such  suits  is  a 

question  of  comparison  of  the  two  instruments  to  be  made  by  the  court,  aided 
or  not  by  the  testimony  of  experts,  as  it  may  or  may  not  appear  that  one  or  both 
may  contain  technical  terms  requiring  the  assistance  of  such  persons  in  defining 
them.     Ibid. 

18.  To  raise  such  a  question,  the  defendant  in  a  patent  suit  must  introduce  the  orig- 

inal patent.     Ibid. 

19.  Under  the  act  of  Congress  allowing  reissues  in  divisions,  it  may  require  the  us^  of 

several  reissues  to  constitute  a  complete  machine,  and  on  a  proceeding  for  in- 
fringement these  may  be  introduced  in  one  bill.     Ibid.,  292. 

20.  The  patentee  in  a  reissue  may  redescribe  his  invention,  and  include  in  the  de- 

scription and  claims  of  the  patent  not  only  what  was  well  described  before,  but 
whatever  else  was  suggested  or  substantially  indicated  in  the  specification  or 


I. 
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drawings  which  properly  belonged  to  the  invitation  as  actaallj  made  and  per- 
fected.   Ibid.,  313. 

21.  Prior  to  the  decision  of  this  court  that  a  person  sued  as  an  infringer  cannot  abro- 

gate a  reissned  or  extended  patent  by  showing  that  the  Commissioner  had  been 
induced  to  grant  it  by  fraudulent  representations,  it  had  sometimes  been  sup- 
posed that  every  such  new  patent  was  open  to  that  defense ;  but  since  it  has 
been  determined  that  such  a  party  cannot  be  heard  to  make  such  a  defense  to 
the  charge  of  infringement,  it  has  come  to  be  regarded  as  the  better  opinion 
that  all  matters  of  fact  involved  in  the  hearing  of  an  application  to  reissue  a 
patent,  and  in  granting  it,  are  conclusively  settled  by  the  decision  of  the  Cora- 
mipsioner  granting  the  application.  Matters  of  construction  arising  upon  the 
face  of  the  instrument  are  still  open,  but  all  matters  of  fact  connected  with  the 
surrender  and  reissue  are  closed  in  such  a  suit  by  the  decision  of  the  Commis- 
sioner in  granting  the  reiaeved  patent     Ibid.,  314. 

22.  General  claims  inserted  in  a  reissued  patent  will  be  carefully  scrutinized,  and  will 

not  be  permitted  to  extend  the  rights  of  the  patentee  beyond  what  is  shown  by 
the  history  of  the  art  to  have  been  really  his  invention.  If  made  to  embrace 
more,  the  claim  will  be  void.     Carlton  v.  Bokee,  456. 

23.  Ingenious  attempts  to  expand  a  simple  invention  of  a  distinct  device  into  an  all- 

embracing  claim,  calculated,  by  its  wide  generalizations  and  ambiguous  lan- 
guage, to  discourage  further  invention  in  the  same  department  of  industry,  and 
to  ^over  anteceden''.  inventions,  condemned.     Ibid.,  463. 

24.  A  reissue  is  prima  facie  to  be  presumed  to  be  for  the  same  invention  as  is  the 

original  patent.    Klein  v.  Bussell,    587. 

See  Applicatiok,  8;  Absionmbnt.  7;  Construction  of  Patent;  Damages,  4;  Evi- 

BENOE,  4 :  Repeal  of  Patent,  4. 

REPEAL  AND  ABROGATION  OF  LETTERS  PATENT. 

1.  The  fifth  section  of  the  act  of  1790  provided  for  the  repeal  of  patents  under  the 

circumltances  and  in  the  manner  specified.  This  act  was  repealed  by  the  act  of 
1793.  The  tenth  section  of  that  act  re-enacted  the  fifth  section  of  the  act  of 
1790.  The  fifth  section  of  the  latter  act  authorized  substantially  the  same  de- 
fenses in  suits  upon  patents  which  are  allowed  by  the  fifteenth  section  of  the 
act  of  1836,  with  the  further  provision  that  if  the  facts  touching  either  defense 
were  established  "judgment  shall  be  rendered  for  the  defendant  with  costs,  and 
the  patent  shall  be  declared  void."  This  act  continued  in  force  until  it  was  re- 
pealed by  the  act  of  1836.  These  provisions  were  not  then,  and  they  have  not 
since  been,  re  enacted.  The  sixteenth  section  of  the  act  of  1836  authorizes  a 
court  of  equity,  in  cases  of  interference,  to  take  jurisdiction  and  annul  the  pat- 
ent issued  to  the  party  in  the  wrong.  Beyond  this  the  patent  laws  are  silent 
upon  the  subject  of  the  exercise  of  such  authority.  This  review  furnishes  a 
strong  implication  that  it  was  the  intention  of  Congress  not  to  allow  a  patent  to 
be  abrogated  in  any  collateral  proceeding,  except  in  the  particular  instance 
mentioned,  but  to  leave  the  remedy  in  all  other  cases  to  be  regulated  by  the 
principles  of  general  jurisprudence.     Rubber  Company  v.  Qoodycar,    243. 

2.  Jackson  v.  Lawton,  10  Johnson,  23,  cited  and  approved  that  "  unless  letters  pat- 

ent are  absolutely  void  on  the  face  of  them,  or  the  issuing  of  them  was  without 
authority  or  was  prohibited  by  statute,  they  can  only  be  avoided  by  a  regular 
course  of  pleading,  in  which  the  fraud,  irregularity,  and  mistake  is  regularly 
put  in  issue."     Ibid.,  244. 

3.  A  patent  from  the  government  cannot  be  impeached  for  fraud  in  procuring  its 

issue  in  any  other  mode  than  by  a  direct  proceeding  to  set  it  aside.  But  it  may 
be  shown  in  a  suit  on  a  reissued  patent  that  it  covers  matter  not  part  of  the 


\  original  invention.    Eureka  Company  v.  Bailey  Company,  287. 
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4.  Neither  reissaed  nor  extended  patents  can  be  abrogated  by  an  infringer  in  a  snit 

against  him  for  infringement,  upon  the  ground  that  the  letters  patent  were  pro- 
cured by  fraud  in  prosecuting  the  application  for  the  same  before  the  Com- 
missioner.    Sefpnour  v.  Osborne,  291 

5.  The  ancient  mod«-  of  annulling  or  repealing  the  king's  patent  was  by  scire  facuis, 

generally  brought  in  chancery,  where  the  record  of  the  instrument  was  found. 
Mowry  v.   Whitney.  382. 

6.  In  modern  times  the  court  of  chancery,  sitting  in  equity,  entertained  a  similar 

jurisdiction  by  bill  when  the  ground  of  relief  is  fraud  in  obtaining  the  paljent, 
and  in  this  country  it  is  the  usual  mode  in  all  case^.  because  better  adapted  to 
the  investigation  and  to  the  relief  to  be  administered.     Ibid. 

7.  But  scire  facias  could  only  be  sued  out  in  the  English  courts  by  the  king  or  his 

attorney  general,  except  in  cases  where  two  patents  had  been  granted  for  the 
same  thing  to  different  individuals;  and  the  sixteenth  section  of  the  act  of  July 
4ih,  1836,  concerning  patents  for  inventions,  is  based  upon  analogous  prin 
ciples.     Ibid. 

8.  Both  upon  this  authority  and  upon  sound  principle  no  suit  can  be  brought  to  set 

asid<>,  annul,  or  declare  void,  a  patent  issued  by  the  government,  except  in  the 
class  of  cases  above  mentioned,  unless  brought  in  the  name  of  the  government  or 
by  the  authority  or  permission  of  the  Attorney  Ghenoral,  so  as  to  be  under  his 
control.     Ibid. 

9.  If  an  individual  finds  himself  injured,  either  specially  or  as  a  part  t>f  the  general 

public,  it  is  no  hardship  to  require  him  to  satisfy  the  Attorney  General  that  the 
case  is  one  in  which  the  government  ought  to  iuierfere.     Ibid.^  ^88. 

See  ExTKKSiON,  2,  4;  Isfrinoeusnt,  7. 

REVIEW,  BILL  OF. 

See  Bill  of  Review. 

RULES  OF  COURT. 
Rules  of  court  are  indispensable  to  the  dispatch  of  business  and  the  orderly  admin- 
istration of  justice,  and  it  must  be  presumed  that  the  court  below  is  familiar 
with  the  construction  and  course  of  practice  under  them.    Bicket  Company  v. 
Sickles,  616. 

SALE. 

See  A8SI02SMENT ;  Agreement;  Deed. 

SPECIFICATION. 

1.  The  court  say  of  the  claim  of  Wells,  which  was  in  the  following  language,  "  What 

is  claimed  herein  as  the  invention  of  Wells  is  forming  hats  of  fur  fibres  by 
throwing  the  fur  in  properly  regulated  quantities  substantially  as  herein  de- 
scribed." Here  we  have  the  first  experiment  in  the  art  of  expansion  by  an 
equivocal  claim,  which  may  be  construed  a  claim  for  the  result  or  product  of  the 
machine  or  for  its  principle  or  mode  of  operation.  By  this  construction  another 
inventor  may  be  frightened  from  the  course.  But  when  challenged  in  a  court 
of  justice  as  too  broad,  the  words  "substantially  as  herein  described,"  may  be 
resorted  to  as  qualifying  this  claim  of  a  function,  result,  or  principle,  and  arguing 
that,  as  the  specification  described  a  machine,  it  meant  nothing  more.  Burr  v. 
Duryee,  99. 

2.  When  a  patent  is  claimed  for  a  discovery  of  a  new  substance  by  means  of  chemical 

combinations  of  known  materials,  it  should  state  the  component  parts  of  the 
new  manufacture  claimed,  with  clearness  and  precision,  and  not  leave  the  per- 
son  attempting  to  use  the  discovery  to  find  it  out  by  *' experiment."  TS^Ur  v. 
Boston,  177. 

3.  When  the  art  is  new,  persons  cannot  be  presumed  to  be  skilled  in  it  and  to  anti- 
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'  cipate  the  reBalt  of  chemical  combinations  of  elemenU  not  in  daily  use.     Ibid., 

180. 

4.  Where  an  invention  doen  not  embrace  an  entire  machine,  the  part  nhould  be 

specified  and  pointed  out,  as  ex.  gr.,  the  coulter  of  a  plough,  or  the  divider  or 
sweep-rake  of  a  reaping  machine,  so  that  another  party  may  construct  the 
plough  or  reaping  machine,  provided  he  does  not  use  the  part  specified.  Sey- 
mour V.  Osborne,  291. 

5.  A  claim  which  might  otherwise  be  held  to  be  bad  as  covering  a  function  or 

result,  when  containing  the  words  '*  substantially  as  de.<«cribed,"  must  be  con- 
strued in  connection  with  the  specification  and  be  limited  thereby ;  and  when 
so  construed  it  may  be  held  valid.  The  claims  in  this  case,  when  so  construed, 
were  so  held.     Ibid. 

6.  The  statute  requirements  concerning  the  specification  may  be  regarded  as  condi- 

tions precedent  to  the  right  of  the  Commissioner  to  grant  the  application,  as 
they  must  appear  on  the  face  of  the  letters  patent,  and  are  always  open  to  legal 
construction  as  to  their  sufficiency.     Ibid.,  310. 

7.  Patented  inventions  are  made  which  embrace  both  a  new  ingredient  and  a  new 

combination  of  old  ingredients  embodied  in  the  same  machine.  Particularity  of 
description  is  required  in  such  a  case,  as  the  property  of  the  patentee  consists, 
not  only  in  the  new  ingredient,  but  also  in  the  new  combination,  and  it  is  essen- 
tial that  his  invention  shall  be  so  fully  described  that  others  n.ay  not  be  led 
into  miRtake,  as  no  other  person  can  lawfully  use  a  machine  containing  such 
new  ingredient  or  such  new  combination.     Ibid.,  311. 

8.  A  new  combination  of  old  ingredients  is  sufficiently  described  if  ttie  ingredients 

of  which  it  is  composed  are  named,  their  mode  of  operation  given,  and  the  new 
and  useful  result  to  be  accomplished  pointed  out,  so  that  those  skilled  in  the  art 
and  the  public  may  know  the  extent  and  nature  of  the  claim,  and  what  the 
parts  are  which  co- operate  to  produce  the  described  new  and  useful  result. 
Ibid.,  312. 

9.  Where  the  claim  immediately  follows  the  description  of  the  invention  it  may  be 

construed  in  connection  with  the  explanations  contained  in  the  specifications, 
and  where  it  contains  words  referring  back  to  the  specification  it  cannot  prop- 
erly be  construed  in  any  other  way.     Ibid. 

10.  Where  only  vague  and  uncertain  directions  could  be  given  as  to  the  degree  of 

foreign  heat  to  be  applied  in  any  particular  case,  there,  when  a  patentee  in  bis 
specification  establishes  a  maximum  and  a  minimum,  the  ascertainment  of  the 
proper  intermediate  degree  may  be  left  to  the  skill  and  judgment  of  the  operator 
practicing  the  process.     Mowry  v.  Whitney,  410. 

11.  The  specification  is  to  be  addressed  to  those  skilled  in  the  art,  and  is  to  be  com- 

prehensible by  them.  It  may  be  sufficient,  though  the  unskilled  may  not  be 
able  to  gather  from  it  how  to  use  the  invention.     Ibid.,  429. 

12.  The  definiteness  of  a  specification  must  vary  with  the  nature  of  its  subject.     Ad- 

dressed as  it  is  to  those  skilled  in  the  art,  it  may  leave  something  to  their  skill 
in  applying  the  invention,  but  it  should  not  mislead  them.     Ibid.,  430. 

13.  It  would  be  most  unreasonable  to  read  the  directions  of  the  specification  without 

reference  to  the  object  which  they  profess  to  have  in  view.     Ibid.,  645. 

14.  Patentable  inventions  may  consist  entirely  in  a  new  combination  of  old  ingredients 

whereby  a  new  and  useful  result  is  obtained,  and  in  such  cases  the  description  of 
the  invention  is  sufficient  if  the  ingredients  are  named,  the  mode  of  operation 
given,  and  the  new  and  useful  result  is  pointed  out,  so  that  thot^e  skilled  in  the  art 
and  the  public  may  know  the  nature  and  extent  of  the  claim,  and  what  the  parts 
are  which  co-operate  to  produce  the  described  new  and  useful  result.  Oould  v. 
-     Bees,  439. 

15.  Where  a  claim  in  a  patent  uses  general  terms  of  reference  to  the  specification,  such 
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aa  "substantially  in  the  manner  and  for  the  purpose  herein  set  forth,"  althongfa 
the  patentee  will  not  be  held  to  the  precise  combination  of  all  the  parts  described, 
yet  his  claim  will  be  limited,  by  reference  to  the  history  of  the  art,  to  what  was 
really  first  invented  by  him.     Carlton  v.  Bokte^  456. 

16.  One  void  claim,  if  made  by  inadvertence  and  in  good  faith,  will  not  vitiate  the 

entire  patent.     Ibid. 

17.  Where  a  specification,  by  ambiguity  and  needles  multiplication  of  nebulous 

claims,  is  calculated  to  mislead  and  deceive  the  public,  the  patent  is  void.    Ibid, 

18.  The  claim  of  the  patentee  must  be  limited  to  the  8frf^cific  method  or  means  of 

applying  highly  heated  water  under  pressure  pointed  out  in  the  specification  ; 
and  although  the  claim  is  on  its  face  broader  than  this,  yet  it  is  to  be  construed 
by  reference  to  the  specification.     Mitchell  v.  Tilghman,  476. 

19.  In  this  point  of  view  it  is  unimportant  whether  the  claim  contained  any  direct 

reference  to  the  specification  or  not.  Such  reference,  where  not  expressed,  will 
be  implied.     Ibid, 

20.  Usually  the  claim  contains  the  words  "as  described,"  or  "substantially  as  de- 

scribed," or  words  of  like  import,  which  are  everywhere  understood  as  referring 
back  to  the  descriptive  parts  of  the  specification.  Words  of  such  import,  if  not 
expressed  in  the  claim,  must  be  implied,  else  the  patent  in  many  cases  would  be 
invalid,  as  covering  a  mere  function,  principle,  or  result;  which  is  obviously 
fbrbidden  by  the  patent  law,  as  it  would  clore  the  door  to  all  subsequent  im- 
provements.    Ibid.,  556. 

21.  Doubtless  the  invention  may  be  good,  though  the  subject  of  it  consists  in  the  dis- 

covery of  some  principle  of  science  or  property  of  matter  never  before  known  or 
used,  by  which  some  new  and  useful  result  is  obtained,  and  such  an  invention 
or  discovery  may  be  the  subject  of  a  valid  patent  without  including  in  the  claim 
any  new  arrangement  of  machinery  to  accomplish  the  object,  provided  the  in- 
ventor describes,  as  required  in  the  patent  law,  the  method,  proce.«s,  or  means 
of  applying  the  invention  to  practical  use,  and  of  obtaining  the  described  new 
and  useful  result.     Ibid. 

22.  It  has  always  been  held  that  a  patent  embraces  nothing  more  than  the  improve- 

ment described  and  claimed  as  new,  and  that  any  one  who  afterwards  discovers 
a  method  of  accomplishing  the  same  object,  substantially  and  essentially  difier* 
ing  from  the  one  described,  has  a  right  to  use  it  and  vend  it  to  others  to  be  used. 
Ibid. 

23.  The  specification  must  be  correct,  as  it  is  settled  law  that  the  patent  is  void  if  the 

described  result  cannot  be  obtained  by  the  described  means.     Ibid. 

24.  A  claim  for  a  compound  is  not  void  because  the  specification  does  not  prescribe 

exact  and  unvarying  proportions  in  the  ingredients  of  the  compound  ;  some  of 
the  ingredients,  being,  ex.  gr.,  coloring  matter,- which  the  specification  says  may 
"  be  omitted  or  modified,"  as  desired.     KUin  v.  Ruuell,  587. 

See  Charge  op  Judge,  2,  4 ;  Combination,  7  ;  Construction  of  Patent;  Construction 

OF  Statute,  1;  Principle^  1,  2;  Reissue,  6. 

STAMP. 

See  Account  of  Profits.  2, 

STATUTE  OF  FRAUDS. 

1  Where  the  record  of  a  former  suit  is  offered  in  evidence,  the  declaration  setting 
out  a  special  contract,  but  not  saying  whether  it  was  written  or  parol,  and 
where  jurors  who  were  impaneled  in  the  former  suit  are  brought  to  testify  that 
the  contract  declared  on  in  the  second  suit  was  the  same  contract  that  was  in 
controversy  in  the  former  one,  and  was  passed  on  by  them,  testimony  may  be 
given  on  the  other  side  that  the  contract  was  a  parol  one ;  so  as  to  let  in  a  de- 
fense  of  the  statute  of  frauds.    Packet  Co.  v.  Sickle*,  155. 
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2.  A  contract  where  performance  is  to  ran  through  a  term  of  years,  bnt  which,  by 
its  tenor,  may  be  defeated  at  any  time  before  the  expiration  of  the  term — ex,  gr., 
a  contract  to  pay  for  a  right  to  use  an  invention,  on  a  certain  boat,  so  much  a 
year  daring  the  term  of  a  patent  haying  twelve  years  yet  to  ran,  "  if  the  said 
boat  should  bo  long  last,"  is  within  the  clause  of  the  British  statute  of  fraads,  in 
force  in  the  District  of  Columbia,  providing  that  "no  suit  shall  be  brought  to 
charge  any  person  upon  any  agreement  that  was  not  to  be  performed  in  one 
year,  nnless  there  wae  some  memorandum  or  note  in  writing  of  thtf  agreement." 
Ibid,,  156. 

SUBJECT-MATTER  OF  PATENTS. 
Semble,  that  an  improvement  in  the  plan  of  constracting  a  jail  is  not  a  subject  of 
patent  within  the  Patent  Acts  of  1836  or  1842.    Jacobt  v.  Baker^  174. 

SUBSTITUTION  OF  MATERIAL. 

1.  The  mere  change  in  an  instrument  or  machine  of  one  material  into  another — as  of 

wood,  or  of  wood  strengthened  with  iron,  into  iron  alone— is  not  •* invention" 
in  the  sense  of  the  Patent  Acts,  and  therefore  is  not  the  subject  of  a  patent;  the 
purpose  and  means  of  accomplishment,  and  form  and  mode  of  operation  of  each 
instrument — the  new  as  of  the  old — being  each  and  all  the  same.  The  mere 
fact  that  the  new  instrument  is  a  better  one  than  the  old  one — requiring  lees 
repair,  and  having  greater  solidity  than  the  old  one,  does  not  alter  the  case.  It 
does  not  bring  the  case  out  of  the  category  of  more  or  less  excellence  of  con- 
struction.    Hicks  v.  KcUey,  472.  , 

2.  In  Oane  v.  Price,  Webster's  Patent  Cases,  it  Is  true,  the  use  of  anthracite  instead 

of  bituminous  coal  with  a  hot-blast  in  smelting  iron  ore  was  held  to  be  a  good 
invention,  inasmuch  as  it  produced  a  better  article  of  iron  at  a  less  expense. 
But  that  was  a  process  of  manufacture,  and  in  such  process  a  different  article 
replacing  another  article  in  the  combination  often  produces  different  results. 
The  latter  case  is  more  analogous  to  the  cases  of  compositions  of  matter  than  it  is 
to  those  of  machinery ;  and  in  compositions  of  matter  a  different  ingredient 
changes  the  identity  of  the  compound,  whereas  an  iron  bar  in  the  place  of  a 
wooden  one,  and  subserving  the  same  purpose,  does  not  change  the  identity  of 
the  machine.    Ibid,,  475. 

See  Combination  ;  EdurvALENT. 

SUGGESTIONS. 

1.  Where  a  master  workman,  employing  other  people  in  his  service,  has  conceived 

the  plan  of  an  invention  and  is  engaged  in  experiments  to  perfect  it,  no  sug- 
gestions from  a  person  employed  by  him,  not  amounting  to  a  new  method  or 
arrangement  which  in  itself  is  a  complete  invention,  is  sufficient  to  deprive  the 
employer  of  the  exclusive  property  in  the  perfected  improvement.  Agawam 
Co.  V.  Jordan,  187. 

2.  No  one  is  entitled  to  a  patent  for  that  which  he  did  not  invent,  unless  he  can 

show  a  legal  title  to  the  same  from  the  inventor,  or  by  operation  of  law ;  but 
where  a  person  has  discovered  an  improved  principle  in  a  machine,  manufacture, 
or  composition  of  matter,  and  employs  other  persons  to  assist  him  in  carrying 
out  that  principle,  and  they,  in  the  course  of  experiments  arising  from  that 
employment,  make  valuable  discoveries  ancillary  to  the  plan  and  preconceived 
design  of  the  employer,  such  suggested  improvements  are  in  general  to  be  regarded 
as  the  property  of  the  party  who  discovered  the  original  improved  principle,  and 
may  be  embodied  in  his  patent  as  part  of  his  invention.  Agawam  Company  v. 
Jordan,  201. 

3.  Suggestions  from  another  made  during  the  progress  of  such  experiments,  in  order 

that  they  may  be  sufficient  to  defeat  a  patent  subsequently  issued,  must  have 
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embraced  the  plan  of  the  improTement,  and  mast  hftve  furnished  each  informft- 
lion  to  the  person  to  whom  the  communication  was  made  that  it  would  have 
enabled  an  ordinary  mechanic,  without  the  exercise  of  any  ingenuity  and  special 
skill  on  his  part,  to  construct  and  put  the  improvement  in  successful  opera- 
tion. Ibid,,  202, 
4.  Persons  employed,  as  much  as  employers,  are  entitled  to  theii*  own  indenpedent 
inventions;  but  where  the  employer  has  conceived  the  plan  of  an  invention,  and 
is  engaged  in  experiments  to  perfect  it,  no  suggestions  from  an  employee,  not 
amounting  to  a  new  method  or  arrangement,  which  in  itself  is  a  complete  inven- 
tion, is  sufficient  to  deprive  the  employer  of  the  exclusive  property  in  the 
perfected  improvement.  But  where  the  suggestions  go  to  make  up  a  com- 
plete and  perfect  machine,  embracing  the  substance  of  all  that  is  embodied  in 
the  patent  subsequently  issued  to  the  party  to  whom  the  suggestions  were 
made,  the  patent  is  invalid  because  the  real  invention  or  discovery  belonged  to 
another.    Ibid, 

TRADE  MARK. 

1.  To  entitle  a  name  to  equitable  protection  as  a  trade  mark,  the  right  to  its  use 

must  be  exclusive,  and  not  one  which  others  may  employ  with  as  much  truth 
as  those  who  use  it;  and  this  is  so  although  the  use  by  a  second  producer,  in 
describing  truthfully  his  product,  of  a  name  or  a  combination  of  words  already 
in  use  by  another,  may  have  the  effect  of  causing  the  public  to  mistake  as  to 
the  origin  or  ownership  of  the  product.  Purchasers,  though  mistaken,  are  not 
in  such  a  case  deceived  by  false  representations,  and  equity  will  not  enjoin 
against  telling  the  truth.     Canal  Company  v.  Clark,  352. 

2.  Hence  no  one  can  apply  the  name  of  a  district  of  country  to  a  well-known  article 

of  commerce,  and  obtain  thereby  such  an  exclusive  right  to  the  application  as 
to  prevent  others  inhabiting  the  district,  or  dealing  in  similar  articles  coming 
from  the  district,  from  truthfully  using  the  same  designation.     Ibid. 

3.  Accordingly,  where  the  coal  of  one  perspn  who  early  and  long  mined  coal  in  a 

valley  of  Pennsylvania  known  as  the  Lackawanna  valley  had  been  designated 
and  become  known  as  "  Lackawanna  coal :  "  Held,  that  miners  who  came  in 
afterwards  and  mined  in  another  part  of  the  same  valley,  could  not  be  enjoined 
against  calling  their  coal  *'  Lackawanna  coal,"  it  being  in  fact  in  its  generic 
character  properly  so  designated,  although  more  properly  described  when  spe- 
cifically spoken  of  as  "Scranton  coal**  or  "Pittston  coal,"  and  when  specifically 
spoken  of  usually  so  called.     Ibid.,  353. 

4.  Property  in  a  trade  mark,  or  rather  in  the  use  of  a  trade  mark  or  name,  has  very 

little  analogy  to  that  which  exists  in  copyrights,  or  in  patents  for  inventions. 
Words  in  common  use,  with  some  exceptiouA,  may  be  adopted,  if  at  the  time  of 
their  adoption  they  were  not  employed  to  designate  the  same  or  like  articles  of 
production.     /6irf„  361. 

5.  The  office  of  a  trade  mark  is  to  point  out  distinctly  the  origin  or  ownership  of 

the  article  to  which  it  is  affixed — or,  in  other  words,  to  give  notice  who  was 
the  producer.  This  may  in  many  cases  be  done  by  a  name,  a  mark,  or  a  device 
well  known  but  not  previously  applied  to  the  same  article,    Ibid, 

6.  The  trade  mark  must,  either  by  itself  or  by  association,  point  distinctly  to  the 

origin  or  ownership  of  the  article  to  which  it  is  applied.     Ibid. 

7.  No  one  can  claim  protection  for  the  exclusive  use  of  a  trade  mark  or  trade  name 

which  would  practically  give  him  a  monopoly  in  the  sale  of  any  goods  other 
than  those  produced  or  made  by  himself.  If  he  could,  the  public  would  be 
injured  rather  than  protected,  for  competition  would  be  destroyed.  Ibid.,  362. 
8  Nor  can  a  generic  name,  or  a  name  merely  descriptive  of  an  article  of  trade,  of 
its  qualities,  ingredients,  or  characteristics,  be  employed  as  a  trade-mark,  and 
the  exclusive  use  of  it  be  entitled  to  legal  protection.     Ibid. 
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9.  The  same  reasons  which  forbid  the  ezclusiye  appropriation  of  generic  names,  or 
of  those  merely  descriptive  of  the  article  manufactnred,  and  which  can  be  em- 
ployed with  truth  by  other  manufacturers,  apply  with  equal  force  to  the  appro- 
priation of  geographical  nam^  designating  districts  of  country.  Ibid. 
10.  The  cases  of  Brooklyn  White  Lead  Company  y.  Maaury^  Alvord  v.  Newman, 
McAndrewa  v.  Basaettj  and  Seixo  v.  Provezende  commented  on  and  distinguished. 
Ihid.,  363.  364. 

TRUSTEE. 

See  Admivistbatob,  3. 

USE  OF  PATENTED  INVENTIONS  BY  THE  UNITED  STATES. 
If  an  officer  in  the  military  service,  not  specially  employed  to  make  experiments 
with  a  view  to  suggest  improvements,  devises  a  new  and  valuable  improvement 
in  arms,  tents,  or  any  other  kind  of  war  material,  he  is  entitled  to  the  benefit  of 
it,  and  to  letters  patent  for  the  improvement  from  the  United  States,  equally 
with  any  other  citizen  not  engaged  in  such  service;  and  the  government  can- 
not, after  the  patent  is  issued,  muke  use  of  the  improvement,  any  more  than  a 
private  individual,  without  license  of  the  inventor  or  making  compensation  to 
him.     United  States  v.  Bume,  349. 

See  Agbbehekt,  8,  9, 10. 

UTILITY. 

1.  Utility  in  the  sense  of  the  Patent  Law  does  not  require  such  general  utility  as  to 

supersede  all  other  inventions  that  can  accomplish  the  same  object.    Seymour 
V.  Oihome^  292. 

2.  Utility  in  most  cases  is  a  question  of  fact,  as  it  usually  depends  upon  the  evidence 

resulting  from  actual  experiment.    Mitchell  v.  TUghman,  476. 

3.  The  utility  of  an  invention  may  be  impeached  when  it  appears  that  it  is  not 

capable  of  being  used  to  effect  the  object  proposed.    Ibid. 

4.  An  invention  which  constantly  exposes  the  operator  to  the  loss  of  his  life  or  to 

great  bodily  harm  cannot  be  regarded  as  useful  within  the  meaning  of  the 
Patent  Law.    Ibid. 

See  Desigit,  2,  3. 

WITHDRAWN  APPLICATION. 

See  Apflioatiov,  1. 

WITNESSES. 

See  EviBSNCE. 

WRIT  OF  ERROR. 

See  Appeal;  Assignmeht  of  Ebbobb. 
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